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RUTHVEN   V.    ChBISTENSEN. 

Decided  December  22,  1908. 

138  O.  G.,  257. 

IRTEBFKBENOE — ^BVIDENOE — SUB-SUBBEBUTTAL  TESTIMONY. 

Leave  to  take  sur-surrebuttal  testimony  will  not  be  granted  where  it 
appears  that  the  testimony  in  surrebuttal  was  not  in  the  nature  of  a  sur- 
prise and  was  such  as  might  have  been  guarded  against  in  the  taking  of 
rebuttal  testimony. 

Appeal  on  Motion. 

QEABING   FOB   WASHINO-MAGHINES. 

Mr.  John  H.  McElroy  for  Ruthven. 

Mr.  Chas.  O.  Shervey  and  Messrs,  Bulkley^  Durand  cfe  Drury  for 
Christensen. 

MooBE,  Commissioner: 

This  is  an  appeal  by  Ruthven  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  grant  him  leave  to  take  sur-surrebuttal 
testimony. 

It  appears  from  affidavits  in  support  of  the  motion  that  the  ques- 
tion presented  in  this  case  is  that  of  originality  of  invention,  Chris- 
tensen claiming  to  have  disclosed  the  invention  to  Ruthven  in  October, 
1904.  Ruthven  during  the  taking  of  his  prima  facie  evidence  en- 
deavored to  show  that  he  had  reduced  the  invention  to  practice  prior 
to  the  date  alleged  by  Christensen  of  conception  and  disclosure  of 
the  invention.  Christensen  on  taking  his  proofs,  however,  showed  that 
the  machines  concerning  which  Ruthven's  witness  testified  were  not 
made  until  subsequent  to  the  date  of  his  alleged  disclosure  to  Ruthven. 
Buthven  thereupon  took  rebuttal  testimony  to  show  that  Christensen 
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could  not  have  disclosed  it  at  the  time  alleged,  because  the  machine  in 
connection  with  which  the  disclosure  was  alleged  to  have  been  made 
was  in  the  possession  of  Ruthven's  daughter  from  1900  until  August, 
1905.  It  was  further  testified  that  in  August,  1905,  this  machine 
was  taken  from  the  home  of  his  daughter  to  the  factory  at  No.  472 
Carroll  avenue  and  exchanged  for  a  new  machine,  this  delivery  hav- 
ing been  made  by  one  Charlie  Cox,  a  grocerman.  Christensen,  hav- 
ing obtained  leave  to  take  surrebuttal  testimony,  endeavored  to  show 
that  the  machine  last  referred  to  could  not  have  been  taken  from  the 
home  of  Ruthven's  daughter  in  August,  1905,  but  was  probably  taken 
back  to  the  factory  in  June,  1904.  Cox  was  called  as  a  witness  and 
testified  that  he  took  a  machine  from  the  residence  of  Mrs.  Krell 
(Christensen's  daughter)  to  the  factory  of  the  Thistle  Washing  Ma- 
chine Company,  which  was  not  at  that  time  located  at  No.  472 
Carroll  avenue,  but  in  the  other  side  of  the  building,  Nos.  36-38 
Union  Park  Place.  It  is  testified  by  a  witness,  Kirby,  that  the  Thistle 
Washing  Machine  Company  moved  from  Nos.  36-38  Union  Park 
Place  to  No.  472  Carroll  avenue  in  May,  1905,  and  that  a  delivery  on 
the  Union  Park  Place  side  could  not  have  been  made  to  the  factory 
when  located  on  Carroll  avenue. 

It  is  now  requested  that  leave  be  given  to  take  sur-surrebuttal  testi- 
mony to  discredit  the  testimony  of  Cox  as  to  the  facts  testified  to  in 
connection  with  the  delivery  of  the  machine.  The  grounds  given  in 
support  of  the  motion  do  not  show  that  the  testimony  which  was  pro- 
duced by  Christensen  in  surrebuttal  was  in  the  nature  of  a  surprise 
which  could  not  have  been  guarded  against  by  Ruthven  in  the  taking 
of  his  rebuttal  proofs.  The  witnesses  called  by  him  testified  that  the 
machine  which  was  in  possession  of  his  daughter  from  1900  to  1905 
was  delivered  by  one  Charlie  Cox,  and  no  sufficient  reason  appears 
why  Cox  was  not  interviewed  for  the  purpose  of  acquiring  either  an 
affirmation  or  denial  of  such  facts  prior  to  the  closing  of  the  rebuttal 
testimony.  The  testimony  presented  in  behalf  of  Christensen  was 
such  as  might,  by  reasonable  prudence,  have  been  guarded  against  and 
is  not  in  the  nature  of  a  surprise  which  would  warrant  the  taking  of 
sur-surrebuttal  testimony. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Shannon,  Ward  &  Company. 

Decided  December  23,  1908, 
138  O.  G..  257. 

Trade- Mabks — **  Celeby  Ade  "  for  Beverages — Descriptive. 

The  words  "Celery  Ade"  as  a  trade-mark  for  beverages  and  syrups 
therefbr.  Held  to  be  merely  descriptive  In  the  sense  contemplated  by  section 
6  of  the  Trade-Mark  Act  of  1905,  and  therefore  not  registrable. 
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On  AppEAii. 

TBADB-MABK  FOB  SOFT  DRINK. 

Messrs.  Bvlkley^  Durand  <&  Drury  for  the  appellants. 

MooRE,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  words  "  Celery  Ade  "  as  a  trade-mark  for 
beverages  and  syrups  therefor  upon  the  ground  that  the  words  are 
descriptive,  and  therefore  not  registrable  imder  the  provisions  of 
section  5  of  the  act  of  1905. 

It  is  urged  in  behalf  of  the  appellants  that  the  words  "  Celery 
Ade''  are  merely  arbitrary  words;  that  the  suffix  "ade,"  if  having 
any  meaning,  is  suggestive  of  a  beverage  and  of  some  physical  aid 
which  was  given  to  the  human  body  because  of  the  tonic  effect  of  the 
extract  of  celery,  and  consequently  the  mark  is  not  merely  descrip- 
tive within  the  meaning  of  the  language  of  the  statute.  This  con- 
tention is  not  believed  to  be  well  founded.  The  suffix  "  ade  "  is  one 
which  is  generally  recognized  as  indicating  a  sweetened  beverage 
having  the  characteristics  of  the  name  to  which  the  suffix  is  added — 
for  example,  lemonade  is  defined  in  the  Century  Dictionary  as  "  a 
beverage  consisting  of  lemon- juice  mixed  with  water  and  sweetened.*' 
Orangeade  is  also  defined  as  "a  drink  made  of  orange-juice  and 
water  sweetened."  It  is  a  matter  of  common  knowledge  that  extracts 
of  celery  are  largely  used  as  flavoring  for  articles  of  food.  The 
significance,  therefore,  of  "  Celery  Ade  "  is  obvious  and  would  indi- 
cate to  the  ordinary  purchaser  a  sweetened  beverage  having  the  char- 
acteristic flavor  of  celery. 

Under  these  circumstances  it  is  believed  that  the  words  are  merely 
descriptive  in  the  sense  contemplated  by  section  5  of  the  act  of  1905 
and  are  not  therefore  registrable. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  Proctor. 

Decided  December  -},  1908. 
138  O.  G.,  258. 

1.  Appeal  to  Examinebs-in-Chief — Formal  Objections  to  Drawings — For- 

warding Appeal, 
The  correction  of  the  drawings  which  are  lacking  merely  in  artistic 
merit  is  not  one  of  the  formal  matters  contemplated  by  Rule  184  which 
mast  be  settled  before  the  case  can  be  appealed  to  the  Examiners-in-Chief. 

2.  Abandonment  op  Application — Sufficiency  of  Action — (Correction  of  For- 

mal Matters. 
Where  claims  are  finally  rejected  and  the  formal  requirement  that  the 
drawings  be  corrected  to  meet  the  requirement  of  the  rule  with  respect  to 
artistic  merit  is  also  made  final,  the  filing  of  an  appeal  within  the  year  fol- 
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lowing  the  final  rejection  constitutes  a  sufficient  action  to  save  the  case 
from  abandonment,  although  the  drawings  have  not  been  amended  as  re- 
quired, the  formal  objection  being  such  as  may  be  corrected  after  the  final 
decision  on  the  merits. 

On  Petition. 

COIN-CONTBOLLED  MACHINE  FOB  ENGRAVING  NAME-PLATES. 

Mr.  A.  W.  Proctor  pro  se. 

BiLiiiNQS,  Assistant  Commissioner: 

This  is  a  petition  from  an  action  of  the  Primary  Examiner  holding 
petitioner's  application  to  have  become  abandoned  for  lack  of  re- 
sponsive prosecuticMi. 

After  a  number  of  actions  the  Primary  Examiner  finally  rejected 
all  the  claims  of  the  application  on  July  23,  1907.  Prior  to  this 
time  he  had  advised  applicant  that  the  drawing  would  be  admitted 
for  the  purpose  of  examination  only,  the  lines  thereon  being  rough. 
On  July  21, 1908,  applicant  filed  an  appeal  to  the  Examiners-in-Chief. 
The  Examiner  held  that  under  Rules  54  and  134  the  appeal  could  not 
be  forwarded  until  the  drawing  was  corrected  and  that  as  applicant 
had  failed  to  respond  to  the  Examiner's  requirement  with  respect 
to  the  drawing  the  filing  of  an  appeal  to  the  Examiners-in-Chief 
was  an  incomplete  response  and  the  application  was  abandoned. 
This  action  was  repeated  and  made  final,  and  the  present  petition 
was  taken. 

As  stated  by  the  Examiner,  Rule  134  provides  that — 

except  in  cases  of  division  all  preliminary  and  intermediate  questions  relating 
to  matters  not  affecting  the  merits  of  the  invention — 

must  be —       ^ 

settled,  before  the  case  can  be  appealed  to  the  Examiners-in-Chief. 

But  Rule  54  also  provides : 

54.  The  foregoing  rules  relating  to  drawings  will  be  rigidly  enforced.  Every 
drawing  not  artistically  executed  in  conformity  thereto  may  be  admitted  for 
purposes  of  examination  if  it  sufficiently  illustrates  the  invention,  but  in  such 
cases  a  new  drawing  must  be  furnished  before  the  application  can  be  allowed. 
The  Office  will  make  the  necessary  corrections  at  the  applicant's  option  and  cost 

As  has  been  stated  in  prior  decisions,  the  rules  should  be  construed 
together  in  order  that  all  the  provisions  thereof  may  be  made  effect- 
ive. It  seems  clear  that  Rule  54  contemplates  that  the  drawing  of 
an  application  which  merely  lacks  artistic  merit  shall  be  accepted  as 
sufficient  until  it  is  finally  determined  whether  a  patent  shall  issue 
thereon.  The  reasons  for  this  provision  of  Rule  54  are  obvious.  To 
require  an  applicant  to  file  new  drawings  prior  to  the  allowance  of 
his  application  when  the  drawings  orginally  filed  were  objectionable 
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only  on  the  ground  that  they  lacked  artistic  merit,  but  were  otherwise 
sufficient  for  the  purpose  of  examination,  would  cause  unnecessary 
expense  and  to  that  extent  work  undue  hardship  upon  the  applicant. 
Construing  these  rules  together,  it  is  believed  that  the  objection  to 
the  drawing  in  this  case  is  not  one  of  the  formal  matters  referred  to 
in  Rule  134  which  must  be  settled  before  appeal  can  be  taken  to  the 
Examiners-in-Chief. 

It  is  therefore  held  that  applicant's  response  was  sufficient,  that 
the  application  is  not  abandoned,  and  that  the  Examiner  should  for- 
ward the  appeal. 

The  petition  is  granted. 


Hezel  Milling  Company  v.  Weidler. 
Decided  December  26^  190& 
138  O.  G^  258. 

1.  TBADB-MARKS — INTERFEBENCE — ^APPLICANT       AND       REGISTRANT — "  TeN-YeAB  ** 

Clause. 
The  registration  of  a  trade-mark  Is  prima  facie  evidence  of  ownership, 
and  the  presumption  Is  that  the  use  of  such  mark  has  continued.  In  an 
interference  between  an  applicant  and  a  registrant  Involving  a  mark  regis- 
trable only  under  the  "  ten-years  "  clause  of  the  Trade-Mark  Act  of  1905 
applicant  was  properly  Held  not  entitled  to  registration  In  the  absence  of 
testimony  showing  that  the  registrant  had  not  used  the  mark  during  the 
ten  years  next  preceding  the  passage  of  that  act. 

2.  Same — "  United    States    Standard  "    fob   Flour — Deceptive — Not    Regis- 

trable. 
The  words  "  United  States  Standard  "  Held  not  entitled  to  registration, 
as  such  registration  would  tend  to  indicate  that  the  United  States  Govern- 
ment was  guaranteeing  that  the  flour  on  which  the  mark  was  placed  was  up 
to  the  standard  required  by  the  Pure  Food  and  Drugs  Act. 

Appeal  from  Examiner  of  Interferences. 

trade-mark  for  wheat-flour. 

Mr.  T.  W.  Johnson  for  the  Hezel  Milling  Company. 
Mr.  J.  S.  Zerhe  and  Mr.  L.  Deane  for  Weidler. 

BnjJKGfi,  Assistant  Commissioner: 

This  is  an  appeal  by  the  Hezel  Milling  Company  from  the  decision 
of  the  Examiner  of  Interferences  holding  that  it  is  not  entitled  to 
register  the  mark  for  which  it  has  made  application. 

The  interference  involves  the  words  "  United  States  Standard  " 
and  "  Standard  Mills,"  used,  respectively,  by  the  Hezel  Milling  Com- 
pany and  Weidler  as  trade-marks  for  wheat-flour. 
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Weidler,  the  senior  party,  took  no  testimony;  but  being  a  regis- 
trant he  is  entitled  under  the  statutes  to  his  registration  of  February 
2,  1888,  as  prima  fade  evidence  of  ownership. 

The  Hezel  Milling  Company  took  testimony  showing  use  of  the 
mark  during  the  period  from  1895  to  1905.  Its  mark,  consisting  of 
the  geographical  term  "  United  States "  and  the  descriptive  word 
"  Standard,"  is  registrable,  if  at  all,  only  under  the  "  ten-years " 
clause  of  section  5  of  the  Trade-Mark  Act. 

The  Examiner  of  Interferences  held  that  Weidler's  registration  was 
prima  facie  evidence  of  ownership  and  that  as  no  evidence  had  been 
produced  to  show  that  Weidler  was  not  using  the  mark  between  1895 
and  1905  the  Hezel  Milling  Company  had  not  shown  that  it  was  the 
sole  user  of  the  mark  during  that  period,  and  therefore  was  not  enti- 
tled to  registration. 

This  holding  was  clearly  right.  Where  a  certain  condition  or  state 
of  things  of  a  continuing  nature  is  shown,  the  presumption  of  law  is 
that  such  condition  or  state  continues  to  exist.  {American  and  Eng- 
lish Encyclopcedia  of  Law^  p.  1238.)  Weidler  having  registered  his 
mark  in  1888,  the  presumption  of  law  is  that  he  has  continued  to  use 
it,  and  it  was  therefore  incumbent  upon  the  junior  party,  the  Hezel 
Milling  Company,  to  show  affirmatively  that  Weidler  had  not  used 
the  mark  during  the  period  from  1895  to  1905  in  order  to  be  entitled 
to  registration. 

Furthermore,  even  if  such  non-use  by  Weidler  had  been  shown,  the 
Hezel  Milling  Company  would  not  be  entitled  to  registration,  for 
reasons  similar  to  those  set  out  in  the  decisions  in  ex  parte  Alart  and 
McGuire^  (C.  D.,  1907,  409;  131  O.  G.,  2145,)  ex  parte  Tennessee 
Brewing  Company^  (C.  D.,  1908,  227;  136  O.  G.,  1999,)  and  ex  parte 
United  States  Sanitary  Mfg.  Company^  (C.  D.,  1908,  230;  137  O.  G., 
227.) 

The  words  "  United  States  Standard  "  would  clearly  indicate  to 
purchasers  that  the  flour  sold  under  this  brand  was  of  the  standard 
required  by  the  United  States  Government  under  the  Food  and  Drugs 
Act.  It  is  therefore  not  such  a  mark  as  can  be  registered  in  this 
Office,  since  the  placing  on  this  mark  of  words  showing  that  it 
had  been  registered,  as  required  by  section  28  of  the  act  of  February 
20,  1905,  would  tend  to  indicate  that  the  Government  was  guarantee- 
ing that  the  flour  was  up  to  that  standard. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 
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Ex  PARTE  Stanford. 

Decided  December  18,  1908. 

138  O.  a,  527. 

1.  Assignment — No  Request   that  the   Patent   Issue  to  the  Assignee — 

Eqxtitable  Title. 
An  assignment  in  which  there  is  no  request  tliat  the  patent  issue  to  the 
assignee  conveys  only  an  equitable  title. 

2.  Attorneys — Owner  of  Equitable  Interest  May  Not  Control  Appointment 

to  Exclusion  of  Applicant. 
The  assignee  of  an  entire  interest  in  the  invention  may  not  revolte  a 
power  of  attorney  given  by  the  applicant  and  appoint  one  of  his  own  selec- 
tion where  the  assignment  does  not  request  that  the  patent  shall  issue  to 
said  assignee.  Such  an  assignment  conveys  merely  an  equitable  and  not 
a  legal  title. 

On  Petition. 

rail-joint. 

Messrs.  Banning  <&  Banning  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  on  behalf  of  the  assignee  that  a  paper  purporting 
to  be  a  revocation  of  the  power  of  attorney  given  by  the  applicant 
and  the  appointment  of  an  attorney  by  said  assignee  be  accepted 
and  that  action  be  taken  in  accordance  with  the  direction  by  the 
assignee's  attorney,  and,  further  that  the  letter  signed  by  the  Chief 
Clerk  refusing  to  accept  the  power  of  attorney  given  by  the  assignee 
be  canceled. 

It  appears  that  the  above-entitled  application  was  allowed  on 
August  27,  1908.  On  October  28,  1908,  an  assignment  dated  October 
22,  1908,  was  recorded  which  purported  to  convey  all  the  right,  title, 
and  interest  in  this  application  to  the  Rail  Joint  Company,  a  corpora- 
tion of  New  York.  This  assignment  contains  no  request  that  the 
patent  granted  upon  this  application  shall  issue  to  the  assignee. 
Thereafter,  however,  on  November  25,  1908,  a  final  fee  of  $20  was 
tendered  by  the  Rail  Joint  Company  by  D.  P.  Wolhaupter.  On 
October  28,  1908,  a  power  of  attorney  given  by  the  Rail  Joint  Com- 
pany to  said  Wolhaupter  was  presented.  Thereupon  Wolhaupter 
was  advised  that : 

The  assignment  from  the  Rail  Joint  Company  contains  no  request  that  the 
patait  shall  issue  to  the  assignee;  therefore,  it  is  not  regarded  as  a  legal 
assignment. 

It  is  contended  in  behalf  of  the  assignee  that  the  assignment  which 
was  recorded  in  the  Patent  Office  constituted  an  assignment  of  the 
entire  interest  in  the  invention  and  that  it  is  sufficient  under  the  pro- 
visions of  Rules  5  and  20  to  empower  the  Rail  Joint  Company  to  re- 
21895— H.  Doc  124,  61-2 Z 
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voke  the  power  of  the  attorney  of  record  and  substitute  an  attorney 
of  its  own  selection  who  is  entitled  to  prosecute  the  case  to  the  exclu- 
sion of  the  applicant.  This  contention  is  not  well  founded.  Section 
4895  of  the  Revised  Statutes  provides  in  part : 

Patents  may  be  granted  and  issued  or  reissued  to  the  assignee  of  the  in- 
ventor or  discoverer ;  bat  the  assignment  must  first  be  entered  of  record  in  the 
Patent  Office. 

In  the  case  of  Gaylor  v.  WUder  (10  How.,  480)  it  was  held  that 
where  a  written  assignment  contained  a  request  that  the  patent  issue 
to  the  assignee  such  assignment  upon  the  granting  of  the  patent 
vested  the  legal  as  well  as  the  equitable  title  to  the  patent  in  the 
assignee. 

Rule  26,  which  is  in  accordance  with  this  decision,  provides  in 
part  that: 

In  case  of  an  assignment  of  the  whole  interest  in  the  invention,  or  of  the 
whole  interest  in  the  patent  to  be  granted,  the  patent  will,  upon  request  of  the 
applicant  embodied  in  the  assignment,  issue  to  the  assignee. 

In  the  case  of  Harrison  v.  Morton  (C.  D.,  1896,  675;  76  O.  G., 
1275)  the  Court  said  in  respect  to  the  provisions  of  the  statute  and 
of  this  rule : 

As  we  have  seen,  it  is  required  when  letters  are  to  be  issued  to  an  assignee 
that  the  assignment  must  contain  that  request,  (Rule  26,  p.  9;)  but  it  was  sug- 
gested that  such  a  rule  Is  a  mere  regulation  for  the  convenience  of  the  Patent 
Office  and  was  not  binding;  but  the  rules  established  by  the  Ck)mmi8sioner  of 
Patents  "  are,  until  abrogated,  as  binding  as  the  law  itself,  not  only  upon  him 
and  his  inferior  officers,  but  u[>on  persons  doing  business  with  his  Department, 
provided  such  rules  are  not  in  contravention  of  any  statute."  (B.  S.,  1874,  sec. 
483;  1  Rob.  on  Pats.,  p.  84  and  note.) 

It  follows  from  what  Chief  Justice  Taney  says  in  Gaylor  v.  Wilder,  supra, 
that  prior  to  the  Issue  of  Letters  Patent  to  the  inventor  he  has  an  imperfect 
inchoate  right  to  Its  exclusive  use,  which  he  may  perfect  and  make  absolute  by 
talcing  the  steps  required  by  law,  and  especially  by  having  Letters  Patent  issued 
to  him ;  or  he  may  by  an  assignment  of  this  inchoate  right,  coupled  with  a  re- 
quest to  issue  letters  to  his  assignee  in  compliance  with  Rule  26  of  the  Patent 
Office,  transfer  to  such  assignee  a  legal  title  to  such  invention.  The  legal  title 
passes  to  the  assignee  under  such  an  assignment,  because  he  has  under  it,  as 
the  inventor  had  by  law.  the  right  to  secure  letters  in  his  own  name.  But  the 
only  way  in  which  such  letters,  which  are  the  evidence  of  a  perfect  legal  title, 
can  be  secured  by  the  assignee  is  by  the  request  of  the  inventor  first,  and  of  his 
assignees,  as  the  case  may  be,  expressed  in  the  aslgnm^t. 

It  is  therefore  apparent  that  the  assignee  of  an  equitable  interest, 
although  it  appears  to  be  an  entire  interest,  cannot  exclude  the  in- 
ventor who  retains  the  legal  title  from  the  control  of  the  application. 
The  practice  of  refusing  to  permit  the  equitable  assignee  to  prosecute 
the  invention  to  the  exclusion  of  the  inventor  has  for  many  years  been 
uniformly  recognized  by  this  Office.  In  the  case  of  ex  parte  MrTam- 
many  (C.  D.,  1900, 168;  93  O.  G.,  751)  Commissioner  Duell  said: 

Where  two  instruments  are  recorded  in  this  Office  both  of  which  purport  to 
assign  the  invention  disclosed  in  an  application  and  only  one  contains  a  request 
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that  the  patent  issue  to  the  assignee,  the  Office  under  the  authorities  should 
recognize  only  the  right  to  prosecute  the  case  of  that  assignee  to  whom  it  is  re- 
quested that  the  patent  issue,  and  tliis  to  the  exclusion  of  the  other  assignee. 

And,  further,  that: 

In  any  case  where  there  is  an  assignment  of  a  whole  interest  in  an  inven- 
tion disclosed  in  an  application  or  of  an  undivided  part  thereof,  whether  ac- 
companied by  a  request  or  not,  the  assignee  may  be  permitted  to  be  represented 
by  an  attorney  of  his  own  selection  for  the  purpose  of  having  access  to  the  ap- 
plication, but  not  of  prosecuting  it 

This  principle  has  been  further  applied  in  the  cases  of  ex  parte 
Graham  (C.  D.,  1904,  436;  112  O.  G.,  1752)  and  ex  parte  Hertford, 
(C.  D.,  1904,  487;  113  O.  G.,  851,)  and  in  the  latter  case  it  was  said: 

The  records  of  the  Office  show  tliat  there  is  an  instrument  recorded  purport- 
ing to  transfer  all  the  right,  title,  and  interest  of  the  applicant  in  the  above 
application  to  the  petitioning  company.  This  instrument,  however,  lacks  the 
request  that  the  patent  be  issued  to  the  assignee,  (Rule  26,)  and  it  therefore 
does  not  convey  the  legal  title,  which  still  remains  in  the  applicant,  Hertford. 
At  most  this  company  has  but  an  equitable  interest,  which  does  not  permit  ijt 
to  prosecute  the  appUcation  through  its  own  attorney. 

It  is  obvious  from  the  reasons  above  stated  that  in  order  to  permit 
the  prosecution  of  an  application  by  an  assignee  or  the  attorney  of 
such  assignee  without  the  authority  of  the  inventor  it  is  necessary 
that  the  complete  legal  title  to  the  invention  and  to  the  patent  which 
is  to  be  granted  be  transferred  to  such  assignee  and  that  unless  such 
an  assignment  is  recorded  the  right  remains  in  the  applicant  to  prose- 
cute his  application. 

The  refusal,  therefore,  to  enter  the  power  of  attorney  presented  by 
the  Rail  Joint  Company  revoking  the  power  of  the  attorneys  of 
record  in  the  case  and  also  the  refusal  to  apply  the  final  fee  presented 
by  this  company  were  right. 

The  petition  is  denied. 


Ex  PABTE  The  Banner  Cigar  Manufacturing  Company. 

Decided  December  SO,  1908. 
138  O.  G.,  528. 

1.  T&UW-MaBKS — PiCTUBE  AND  FaCSIMILE-SiONATTTBE  OF  GBOVEB  CLEVELAND  FOB 

GiGABS. 

The  picture  and  facsimUe-signatiire  of  Grover  Cleveland  Held  not  regis- 
trable as  a  trade-mark  for  cigars. 

2.  Same — Sams — ^Pubuo  Policy. 

To  Qse  the  names  of  ex-Presidents  of  tlie  United  States  as  trade-marks 
tends  to  detract  from  the  dignity  of  the  high  office  which  they  have  held, 
and  for  that  reason  it  is  believed  that  it  Is  against  public  policy  for  the 
Patent  Office  to  encodrage  such  use  of  their  names  by  allowing  them  to  be 
registered  as  trade-marks. 
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On  Appeal. 

TRADE-MARK  FOR  CIGARS. 

Messrs.  Mason^  Fenwick  c&  Lawrence  for  the  applicant. 

MooRE,  Commissioner: 

This  is  an  appeal  from  the  refusal  of  the  Examiner  of  Trade- 
Marks  to  register  the  portrait  and  fac-simile-signature  of  Grover 
Cleveland  as  a  trade-mark  for  cigars. 

The  gromid  of  the  refusal  is  that  it  would  be  against  public  policy 
to  register  the  name  and  portrait  of  an  ex-President  of  the  United 
States  as  a  trade-mark. 

The  Trade-Mark  Act  of  1905  prohibits  the  registration  of  the  por- 
trait of  a  living  individual  as  a  trade-mark  except  with  his  consent. 
This  prohibition  was  not  contained  in  the  act  of  1881 ;  but  in  a  case 
which  arose  under  that  act  involving  the  name  of  the  President  it 
was  held  that  it  was  against  public  policy  for  the  Patent  Office  to 
lend  its  sanction  to  the  use  of  the  President's  name  without  his  ex- 
press consent.  (Ex  farte  The  R.  /.  Sherman  Manufacturing  Com^ 
pany,  C.  D.,  1902,  475;  101  O.  G.,  3105.) 

To  use  the  names  of  ex-Presidents  of  the  United  States  as  trade- 
marks tends  to  detract  from  the  dignity  of  the  high  office  which  they 
have  held,  and  for  that  reason  it  is  believed  that  it  is  against  public 
policy  for  the  Patent  Office  to  encourage  such  use  of  their  names  by 
allowing  them  to  be  registerd  as  trade-marks. 

It  is  true  that  the  act  of  1905  does  not  expressly  prohibit  the  regis- 
tration of  such  names;  but  it  is  thought  that  the  Office  is  clearly  justi- 
fied in  refusing  their  registration  on  the  ground  of  public  policy,  as 
it  was  in  refusing  the  registration  under  the  act  of  1881  of  the  name 
of  the  President  in  the  case  above  cited. 

Th£  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  C.   S.   SiSSON  COMPANT. 

Decided  December  26,  1908. 
138  O.  G.,  528. 

Trademarks — "  Wearease  "  for  Shoes — Descriptive. 

The  word  "  Wearease  "  as  a  trade^mark  for  shoes  Held  to  be  descriptive, 
and  therefore  not  registrable. 

On  Appeal. 

trade-mark  for  men*s  ai?d  women's  leather  shoes. 

Messrs,  Swain^  Carpenter  <&  Nay  and  Mr.  James  Hamilton  for  the 
applicant. 
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Billings,  Assistant  C&inmissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  refusing  to 
register  the  word  "  Wearease  "  as  a  trade-mark  for  shoes  upon  the 
ground  that  the  same  is  descriptive  of  the  character  or  quality  of 
the  goods. 

It  is  urged  in  behalf  of  the  appellant  that  the  mark  is  merely  sug- 
gestive and  does  not  in  any  way  indicate  the  character  of  the  shoes 
or  the  use  to  which  they  are  to  be  put,  the  applicant  citing  in  support 
of  this  argument  the  fact  that  the  words  "  Waukeasy  "  and  "  Wauk- 
well "  have  been  registered  as  trade-marks  for  corn-cures  and  for 
shoes  in  accordance  with  decisions  in  ex  parte  Peek  (C.  D.,  1901,  65; 
96  O.  G.,  425)  and  ex  parte  Parker^  Holmes  &  Co.^  (C.  D.,  1902,  284; 
100  O.  G.,  1111,)  respectively.  I  am  of  the  opinion  that  the  reason- 
ing set  forth  in  these  decisions  should  not  be  applied  to  the  present 
case. 

The  conclusion  of  the  Examiner  that  the  word  "  Wearease,"  which 
is  comprised  of  the  words  "wear"  and  "ease,"  clearly  conveys  the 
idea  that  goods  upon  which  the  mark  is  used  will  "  wear  with  ease  " 
or  "  be  easy  to  wear,"  and  that  therefore  the  word  is  descriptive  of 
the  merchandise,  is  believed  to  be  well  founded.  This  mark  is  obvi- 
ously more  than  merely  suggestive  and  falls  within  the  purview  of 
the  character  of  the  marks  discussed  by  the  Court  of  Appeals  of  the 
District  of  Columbia  in  re  American  Circular  Loom  Company^ 
(C.  D.,  1907,  481;  127  O.  G.,  393;  28  App.  D.  C,  450,)  in  which  the 
Court  said,  in  part: 

It  Is  further  contended  that  "  the  words  'Circular  Loom  *  have  never  been 
used  by  the  trade  in  a  strictly  descriptive  sense,  but  have  always  1)een  used  in 
an  arbitrary  manner,  and  at  the  most  are  merely  suggestive  of  one  of  the 
several  parts  of  the  appellant's  conduit." 

It  would  seem  that  what  is  "  suggestive  *'  of  an  ingredient  or  characteristic 
of  an  article  of  manufacture  is  also  descriptive  of  the  same. 

The  following  principles  stated  in  the  decision  in  ex  parte  Evans 
cfe  Shepard  (C.  D.,  1901,  64;  96  O.  G.,  425)  in  respect  to  the  regis- 
tration of  the  word  "  Pain-Ease  "  for  a  medical  compound  are  ap- 
plicable to  the  present  case: 

The  mark  would  undoubtedly  convey  the  Impression  to  purchasers  that  a 
person  suffering  pain  would  be  relieved  by  the  use  of  the  medicine,  and  there- 
fore, although  it  is  not  descriptive  of  the  composition  of  the  medicine,  it  is 
descriptive  of  a  valuable  quality  or  characteristic  of  it.  It  was  apparently 
adopted  for  advertising  purposes  and  not  as  a  mere  indication  of  origin  or 
ownership,  and  it  would  be  so  understood  by  purchasers  generally.  Any  manu- 
facturer has  the  right  to  say  that  his  medicine  eases  pain,  and  a  mere  reversal 
of  the  usual  order  in  which  the  words  are  written  does  not  give  them  such  an 
arbitrary  character  as  to  make  them  registrable  as  a  trade-mark. 

For  the  reasons  above  stated  it  is  clear  that  marks  which  are 
inherently  descriptive  and  whose  value  depends  mainly  upon  the 
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advertising  character  of  the  mark  and  not  upon  the  arbitrary  desig- 
nation of  origin  or  ownership  should  not  be  registered. 
The  decision  of  the  Examiner  is  affirmed. 


Ex   PARTE   SiRL. 

Decided  December  SO,  1908. 

138  O.  G.,  529. 

1.  INTEBFEBENCE— Access  to  Application. 

After  an  interference  is  finally  decided  the  parties  thereto  are  not  entitled 
to  further  inspect  each  other's  application. 

2.  Same — Same — Obtaining  Copy  of  Drawing. 

The  fact  that  claims  have  been  rejected  as  not  patentable  over  the  issue 
of  the  interference  which  has  been  finally  decided  does  not  entitle  an  appli- 
cant to  obtain  a  copy  of  the  drawing  of  his  opponent  in  the  interference. 

On  Petition. 

collet. 

Mr.  Obed  C.  BUlm/in  for  the  applicant. 

Billings,  Assistant  Com/missioner: 

This  is  a  petition  that  applicant  be  furnished  with  a  photographic 
copy  of  the  drawings  of  the  application  of  Henry  L.  Davidson. 

The  ground  upon  which  this  petition  is  based  is  that  the  application 
of  Sirl  was  at  one  time  in  interference  with  the  application  of  David- 
son referred  to,  that  this  interference  was  decided  adversely  to  Sirl, 
that  thereafter  the  power  of  the  attorney  then  representing  Sirl  was 
revoked  and  a  power  given  to  the  present  attorney,  that  subsequently 
certain  claims  of  the  Sirl  application  were  rejected  on  the  ground  that 
they  are  not  patentable  over  the  issue  of  the  interference  taken  in  con- 
nection with  certain  patents,  and  that  a  copy  of  the  Davidson  drawing 
is  necessary  in  order  to  intelligently  amend  the  application. 

It  is  well  settled  that  after  an  interference  is  finally  decided  the 
parties  thereto  are  not  entitled  to  further  inspect  each  other's  applica- 
tion, (Herr  v.  Herrj  Groves^  and  Foreman  v.  Dodds^  C.  D.,  1907,  20; 
126  O.  G.,  758,)  and  no  special  circumstances  are  present  in  this  case 
which  would  warrant  a  departure  from  that  rule. 

The  claims  were  rejected  as  being  not  patentable  over  the  issue  of 
the  interference — ^that  is,  over  applicant's  claims  which  were  in 
the  interference,  as  interpreted  in  view  of  his  own  specification  and 
drawing — and  it  is  not  seen  that  a  copy  of  the  Davidson  drawing  is 
necessary  in  order  for  him  to  decide  what  action  should  be  taken  on 
the  claims  in  response  to  this  rejection. 

The  petition  is  denied. 
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Ex  PARTE  Curtis. 

Decided  December  19,  1908. 

138  O.  G.,  767. 

1.  Abakboned  Appucation — Insufficient  Action. 

Where  an  applicant  was  notified  tliat  certain  interferences  had  been 
decided  in  his  favor  and  that  the  case  awaited  action  in  response  to  pre- 
vious Office  actions,  the  filing  of  an  amendment  containing  the  claims  of  a 
patent  and  requesting  an  interference  therewith  is  not  such  action  as  the 
condition  of  the  case  required  and  did  not  operate  to  stay  the  running  of 
the  year  from  the  date  of  the  previous  Office  action. 

2.  Same — Excuse  fob  Delay. 

Delay  in  prosecuting  a  case  occasioned  by  the  fact  that  the  attorney's  file 
of  the  application  was  placed  in  the  file  of  an  interference  involving  a  divi- 
sional application  which  was  kept  in  a  part  of  the  attorney's  office  other 
than  that  where  his  application  files  were  kept,  so  that  his  attention  was 
not  called  to  it  by  his  clerk  until  after  the  expiration  of  the  year,  Held 
unavoidable. 

On  Petition. 

elastic-fluid  turbine. 

Messrs.  Dyer  cfe  Dyer  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
above-entitled  application  to  have  been  abandoned  by  failure  to  take 
proper  action  within  one  year  from  the  Office  letter  of  June  8,  1907, 
and  asks  that  the  Examiner  be  instructed  to  enter  the  amendment  of 
July  9,  1908,  or  that  the  case  be  held  to  be  not  abandoned  in  view  of 
the  showing  made  that  the  delay  was  unavoidable  and  that  the 
amendments  of  July  9  and  October  26, 1908,  be  entered. 

The  part  of  the  record  of  this  application  which  is  pertinent  to  this 
petition  is  as  follows:  On  June  6,  1903,  certain  claims  were  rejected. 
On  November  10,  1903,  the  case  having  meantime  been  amended,  two 
claims  were  rejected  and  all  the  claims  except  one  were  objected  to. 
On  December  3,  1903,  the  objections  were  withdrawn  and  the  rejec- 
tions of  June  6,  1903,  and  November  10,  1903,  were  repeated.  The 
case  then  became  involved  in  three  interferences  with  applications  of 
Hedlund,  Cartwright,  and  Meden,  respectively.  These  interferences 
were  all  terminated  in  applicant's  favor,  and  on  June  8,  1907,  appli- 
cant was  informed  of  this  fact  and  was  notified  that  the  case  awaited 
action  in  accordance  with  the  Office  letters  of  November  10,  1903,  and 
December  3, 1903.  In  the  meantime  a  patent  had  been  issued  to  Hed- 
lund on  the  application  which  had  been  involved  in  interference  with 
this  application,  and  on  July  10,  1907,  an  amendment  was  filed  con- 
taining five  claims  copied  from  this  patent  and  requesting  an  inter- 
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ference  therewith.  On  July  15, 1907,  applicant  was  notified  that  such 
an  interference  could  not  be  had  under  the  ruling  of  the  Court  of 
Appeals  in  Blackford  v,  WOder,  (C.  D.,  1907,  491;  127  O.  G.,  1255; 
28  App.  D.  C,  535.)  The  claims  were  rejected  on  the  ground  of  new 
matter,  and  attention  was  called  to  the  Office  letter  of  June  8,  1907. 
No  further  action  was  taken  in  the  case  until  July  9,  1908,  when  an 
amendment  was  filed  canceling  all  the  rejected  claims.  This  amend- 
ment the  Examiner,  on  July  27,  1908,  refused  to  enter,  holding  the 
case  to  be  abandoned,  as  the  amendment  of  July  10,  1907,  was  in  no 
way  responsive  to  and  did  not  operate  to  stay  the  year  then  running 
from  the  date  of  the  action  of  June  8, 1907.  This  action  was  repeated 
and  made  final  on  October  8, 1908,  and  the  present  petition  was  then 
taken. 

This  action  of  the  Examiner  was  clearly  right.  The  letter  of 
June  8,  1907,  stated  that  the  case  awaited  action  in  accordance  with 
the  actions  of  November  10  and  December  3, 1903,  and  the  only  action 
responsive  thereto  would  have  been  an  action  on  the  claims  rejected 
in  the  letters  referred  to.  The  filing  of  claims  for  the  proposed 
interference  with  the  patent  to  Hedlimd  was  clearly  not  such  a  re- 
sponsive action  and  under  the  second  paragraph  of  Rule  171  did  not 
operate  to  stay  the  running  of  the  year  from  June  8,  1907.  It  might 
perhaps  have  been  better  practice  for  the  Examiner  to  have  specifi- 
cally stated  in  the  letter  of  July  15, 1907,  that  the  year  in  which  appli- 
cant could  take  action  ran  from  June  8,  1907,  but  such  statement 
was  not  absolutely  necessary. 

It  appears,  however,  from  the  affidavits  of  the  attorney  accom- 
panying this  petition  that  the  Examiner,  after  an  oral  interview,  with- 
drew his  objections  on  the  ground  of  new  matter,  but  held  that 
applicant  could  not  prosecute  the  invention  set  forth  in  the  claims 
filed  July  10,  1907,  in  this  application,  as  he  had  already  prosecuted 
therein  claims  to  a  different  species.  Thereafter  the  applicant  filed 
a  divisional  application  on  August  1,  1907,  which  was  treated  both 
by  the  applicant  and  the  Office  at  that  time  as  a  true  division  of  this 
application  and  was  later  put  into  interference  with  the  Hedlund 
patent.  It  further  appears  that  it  is  the  practice  of  the  attorney 
to  keep  the  cases  awaiting  action  by  the  Office  and  those  involved 
in  interferences  in  separate  files  and  in  different  parts  of  his  office; 
that  it  is  also  his  practice  several  times  a  year  to  have  his  clerk 
call  his  attention  to  such  cases  as  have  been  acted  on  by  the  Office 
and  are  awaiting  action  by  the  Attorney ;  that  in  some  way  the  file 
*  of  the  present  application  was  placed  in  the  interference  file  of  the 
interference  involving  the  later  application,  and  that  for  that  reason 
his  attention  was  not  called  to  it  until  the  7th  of  July,  1908,  when  an 
amendment  was  immediately  prepaf'ed  and  filed  on  July  9,  1908.    In 
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view  of  these  facts  it  is  held  that  the  delay  was  unavoidable  within 
the  meaning  of  section  4894  of  the  Revised  Statutes. 
The  petition  is  granted  to  the  extent  indicated. 


TOWNSEND  V.  ThULLEN  V.  YoUNG. 

Decided  January  7,  1909, 

138  O.  G.,  76S. 

1.  INTERFEBENCE — MOTION  TO  DISSOLVE — TRANSMISSION. 

A  motion  to  dissolve  should  not  be  transmitted  where  it  appears  that  the 
moving  party  had  had  an  opportunity  to  bring  a  motion  to  dissolve  on  the 
same  ground  in  a  prior  interference  involving  the  same  counts. 

2.  Same — Same — Same. 

A  motion  to  dissolve  on  the  ground  of  the  non-patentability  of  the  issue 
was  refused  transmission  on  the  ground  that  the  moving  party  had  liad  an 
opportunity  to  bring  such  motion  in  a  prior  interference.  Held  that  a 
subsequent  motion  alleging  that  a  new  party  to  the  interference  had  no 
right  to  make  the  claims  based  on  the  same  ground  as  the  prior  motion 
should  not  be  transmitted. 

Appeal  on  Motion. 

RAILWAY   SIGNALING   SYSTEM. 

Mr.  Geo.  H.  Benjamin  and  Mr.  Eugene  C.  Brown  for  Townsend. 

Mr.  William  L.  Pierce^  Messrs.  Bakewell^  Bymss  cfe  Parmelee^  Mr. 
Geo.  E.  Cruse^  and  Messrs.  Bakewell  <&  Byrnes  for  ThuUen. 

Mr.  Geo.  H.  Benjamin  and  Mr.  Eugene  C.  Brown  for  Young. 
BnjiiNGS,  Assistant  Commissioner: 

This  case  is  before  me  on  an  appeal  by  Young  from  a  decision  of 
the  Examiner  of  Interferences,  said  decision  granting  a  motion  by 
Thullen  to  transmit  a  motion  for  dissolution  of  this  interference. 

The  record  shows  that  a  prior  motion  to  dissolve  and  a  motion  to 
transmit  the  same  were  filed  October  1, 1908.  That  motion  was  based 
upon  the  grounds  (1)  that  counts  7,  8,  and  9  of  the  interference  were 
not  patentable  to  the  parties  in  view  of  certain  stated  references;  (2) 
"  that  the  invention  is  not  patentable  to  Young  in  view  of  his  patents, 
Nos.  757,537  and  762,370,"  and  (3)  that  there  was  irregularity  in  the 
declaration  of  the  interference.  This  motion  was  denied  transmission 
by  the  Examiner  of  Interferences  as  to  ground  (1)  for  the  reason  that 
counts  7,  8,  and  9  referred  to  were  counts  of  another  interference 
between  the  party  Townsend  and  appellant  in  which  a  motion  for 
dissolution  denying  the  patentability  of  these  claims  was  presented 
and  was  decided,  that  under  such  circumstances  the  doctrine  of  res 
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adjudicata  should  be  applied.  The  second  ground  was  denied  trans- 
mission for  the  reason  that  the  grounds  of  the  motion  were  not 
sufficiently  specific.  The  third  ground  of  the  motion  was  also  denied 
transmission  for  the  reason  that  the  matters  presented  therein  could 
be  considered  only  upon  a  motion  to  shift  the  burden  of  proof. 

Within  the  limit  of  appeal  from  this  decision  an  amended  motion 
for  dissolution  was  filed  setting  forth  (1)  that  all  the  counts  of  the 
issue  are  unpatentable  to  the  party  Young  in  view  of  his  Patents  Nos. 
757,537  and  762,370,  and  (2)  that  the  party  Young  has  no  right  to 
make  claims  corresponding  to  claims  7,  8,  and  9  of  this  interference, 
because  the  device  shown  in  Young's  application  lacks  the  features 
by  reason  of  which  such  claims  were  considered  patentable  over  the 
prior  art  shown  in  certain  stated  patents. 

The  Acting  Examiner  of  Interferences  granted  appellant's  motion 
to  transmit  as  to  both  grounds. 

The  records  of  this  Office  show  that  counts  1,  2,  3,  4,  5,  and  6  of 
this  interference  are  identical  with  counts  3,  5,  1,  2,  4,  and  6,  re- 
spectively, of  a  companion  interference  No.  25,458  between  the  parties 
Young,  Thullen,  and  Townsend ;  that  claims  7,  8,  and  9  are  identical 
with  claims  which  were  counts  8,  14,  and  15  of  interference  No. 
26,944  between  the  parties  Townsend  and  Thullen.  Thullen  clearly 
had  the  right  therefore  to  urge  the  non-patentability  of  claims  cor- 
responding to  all  the  counts  in  the  earlier  interferences,  and  he  is 
now  estopped  from  moving  dissolution  upon  this  ground  for  the  rea- 
sons stated  in  the  decision  in  the  case  of  Townsend  v.  Ehret  v.  Young 
V.  StrabU,  (C.  D.,  1908,  261 ;  137  O.  G.,  1484.)  The  motion  therefore 
should  not  have  been  transmitted  as  to  the  first  ground. 

The  second  ground  of  the  present  motion,  that  counts  7,  8,  and  9 
of  the  issue  are  not  patentable  to  Young,  is  based  upon  the  same 
allegation  as  those  upon  which  the  non-patentability  of  these  counts 
to  any  of  the  parties  in  this  interference  was  predicated  in  the  prior 
motion  to  dissolve.  The  shifting  from  the  allegation  of  non- 
patentability  to  all  parties,  after  having  been  advised  that  this  ques- 
tion is  res  adjudicata  to  one  party  only  upon  the  same  grounds,  is 
not  justifiable.  To  transmit  such  a  motion  can  only  result  in  delaying 
the  final  disposition  of  the  case. 

In  view  of  the  circumstances  above  stated  it  is  believed  that  the 
Acting  Examiner  of  Interferences  was  in  error  in  transmitting  the 
motion  for  dissolution. 

The  decision  dated  October  20^  1908^  is  accordingly  reversed. 
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In  re  Werner. 

Decided  January  21,  1909. 

139  O.  G.,  107. 

Claims — Suggestion  of — Pbocess  and  Appabatits. 

Where  an  applicant,  In  compliance  with  the  B3xaminer's  requirement  for 
dlTlsion  between  process  and  apparatus,  divides  out  the  process  and  files 
a  separate  application  therefor,  the  Examiner  should  not  suggest  the 
process  claims  to  other  applicants  who  disclose  the  process  but  claim  only 
an  apparatus  for  carrying  out  such  process. 

On  Request. 

Moore,  Commissioner: 

I  have  been  requested  to  permit  that,  in  view  of  a  probable  inter- 
ference, there  be  suggested  to  an  applicant  for  an  apparatus,  whose 
application  has  been  allowed,  a  claim  for  the  process  described  in 
such  application  and  carried  out  by  the  apparatus  illustrated  therein. 
It  is  stated  that  the  process  claim  would  have  to  be  made  in  another 
application  and  that  it  would  therefore  not  be  necessary  to  withdraw 
the  allowed  case  from  issue. 

It  appears  that  three  applications  were  filed  by  different  parties 
showing  specifically  different  devices  which  are  capable  of  carrying 
out  the  same  process.  None  of  the  applicants  presented  a  claim 
broad  enough  to  read  on  the  devices  of  the  other  parties.  One  of 
them,  however,  presented  both  apparatus  and  process  claims.  Divi- 
sion was  required,  and  a  divisional  application  for  the  process  was 
filed. 

Rule  96  reads,  in  part,  as  follows : 

Whenever  the  claims  of  two  or  more  applications  dififer  In  phraseology,  but 
cover  substantially  the  same  patentable  subject-matter,  the  Examiner,  when 
one  of  the  applications  Is  ready  for  allowance,  will  suggest  to  the  parties  such 
claims  as  are  necessary  to  cover  the  common  Invention  in  substantlaUy  the 
same  language. 

Process  and  apparatus  may  be  distinct  inventions  and  have  been 
so  considered  in  this  instance  by  the  Primary  Examiner,  as  is  shown 
by  his  action  in  requiring  division  between  the  process  and  apparatus 
claims  in  one  of  the  applications.  It  is  well  settled  that  what  is  not 
claimed  in  an  application  is  disclaimed,  at  least  so  far  as  that  appli- 
cation is  concerned.  The  applicants  to  whom  it  is  now  proposed  to 
suggest  the  process  claim  having  presumptively  disclaimed  the  pro- 
cess, it  is  not  seen  that  the  Office  has  authority  to  suggest  to  them  a 
claim  thereto. 

As  stated  in  the  decision  in  Myers  v.  Bro^itm^  (C.  D.,  1904,  445;  112 
O.  G.,  2093,)  claims  should  not  be  suggested  where  the  same  inven- 
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tion  is  merely  disclosed,  but  not  claimed.    In  this  case  the  Com- 
missioner said : 

It  is  not  believed  that  the  Examiner  erred  in  practice  in  suggesting  the 
claims.  Prior  to  the  promulgation  of  amended  Rule  96  it  had  become  the 
practice  to  suggest  claims  to  an  applicant  who  had  merely  disclosed  the  inven- 
tion either  in  his  specification  alone  or  in  his  drawing  alone,  or  in  both  the 
specification  and  drawing,  but  had  failed  to  file  any  claim  at  all  based  upon 
such  disclosure.  Experience  had  shown  the  desirability  of  discontinuing  this 
practice,  and  amended  Rule  96  was  promulgated  with  that  end  in  view. 

In  this  case  while  the  claim  presented  by  Brown  diflTera  in  some  respects 
from  those  presented  by  Myers  it  is  clear  that  both  applicants  presented  their 
respective  claims  for  the  purpose  of  covering  substantially  the  same  subject- 
matter  of  invention. 

It  is  not  seeuy  therefore^  that  the  Oifice  would  he  jicstifled  m  sug- 
gesting the  process  claims^  as  proposed.  If^  however^  the  state  of  the 
art  is  such  that  a  patentable  apparatus  claim  can  be  drawn  which 
will  read  on  the  devices  shown  in  all  of  the  applications^  the  Exam- 
iner should  draft  such  a  claim  and  suggest  it  to  each  of  the  applicants. 


Ex  PARTE  Hay. 

Decided  January  23,  1909. 

139  O.  G.,  197. 

PaACTiCB — Petition — Prior  Judgment  of  Primary  Examiner*s  Predecessor. 
Where  one  Examiner  after  due  consideration  of  the  claims  of  an  applica- 
tion has  rendered  a  favorable  decision  as  to  the  patentability  of  such 
claims,  his  action  should  not  ordinarily  be  reversed  by  a  successor,  unless 
the  rejection  made  by  the  latter  is  based  upon  different  references  or  rea- 
sons from  those  which  the  record  shows  were  advanced  by  his  predecessor. 
(Ex  parte  Starr,  C.  D.,  1879,  91;  15  O.  G.,  1053;  ex  parte  Nealon,  C.  D., 
1897,  174 ;  81  O.  G.,  1787;  ex  parte  Fowler,  C.  D.,  1902,  420;  101  O.  G.,  1833.) 

On  Petition. 

milk-jar  cap. 

Mr.  S.  W.  Bates  and  Mr.  L.  S.  Bacon  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Primary  Examiner  be  instructed  to 
withdraw  his  rejection  of  the  claim  of  this  application. 

It  appears  from  the  statement  in  the  petition  and  from  the  Ex- 
aminer's answer  to  the  petition  that  a  previous  application  was 
made  for  a  patent  upon  the  same  invention  and  that  during  the  prose- 
cution of  that  application  certain  references  were  cited,  but  a  claim 
was  eventually  allowed  over  these  references.  .  The  claim  in  the  pres- 
ent application  is  directed  to  the  same  subject-matter  as  the  claim 
which  was  allowed  in  the  earlier  application,  but  is  slightly  more 
specific. 


Digitized  by 


Google 


DECISIONS  OP  THE  COMMISSIONEB  OF  PATENTS.  19 

It  appears  that  the  earlier  application  having  been  allowed  became 
forfeited  by  the  failure  to  pay  the  final  fee  and  having  subsequently 
been  renewed  was  permitted  to  become  abandoned.  Thereafter  the 
present  application  was  filed. 

The  claim  contained  in  the  earlier  application  was  allowed  over 
the  references  cited  therein  by  a  different  Primary  Examiner  from 
the  one  refusing  the  allowance  of  the  present  claim.  No  reasons  or 
references  have  been  cited  by  the  present  Examiner  different  from 
those  advanced  by  his  predecessor.  It  is  therefore  contended  in  be- 
half of  the  applicant  that  the  action  of  the  Primary  Examiner  reject- 
ing the  claim  of  this  application  should  be  set  aside. 

While  it  is  well  settled  that  favorable  action  upon  claims  by  one 
Examiner  is  not  binding  on  his  successor,  such  action  should  be  very 
persuasive  upon  the  latter  as  to  the  patentability  of  such  claims.  {Ex 
parte  Starr^  C.  D.,  1879,  91;  15  O.  G.,  1053;  ex  parte  Nealon^  C.  D., 
1897, 174;  81  O.  G.,  1787;  ex  parte  Fowler,  C.  D.,  1902, 420;  101  O.  G., 
1833.)  Where  one  Examiner  after  due  consideration  of  the  claims 
of  an  application  has  rendered  a  favorable  decision  as  to  the  patent- 
ability of  such  claims,  his  action  should  not  ordinarily  be  reversed 
by  a  successor,  unless  the  rejection  made  by  the  latter  is  based  upon 
different  references  or  reasons  frcmi  those  which  the  record  shows 
were  advanced  by  his  predecessor. 

Substantially  the  same  claim  as  that  herein  presented  was  found 
to  be  patentable  in  the  earlier  application.  Upon  renewal  of  that 
application  after  forfeiture  it  was  subject  to  a  new  examination 
(Rule  176)  and  was  again  adjudged  to  be  patentable.  Under  these 
circumstances  any  doubt  as  to  the  patentability  of  the  claim  in  the 
new  application  should  have  been  resolved  in  the  applicant's  favor. 

The  petition  is  granted. 


Ex    PARTE    Marshall. 

Decided  January  20, 1909. 

139  O.  G.,  198. 

Rejection — ^Amendment  in  Mattees  of  Form — Final  Rejection  Proper. 

Where  after  the  rejection  of  a  claim  the  applicant  presents  another  claim 
differing  therefrom  only  in  that  it  is  a  more  accurate  statement  of  the 
invention,  together  with  a  full  argumait  upon  the  merits  and  a  request  that 
final  action  be  gly^,  final  rejection  is  in  order  and  should  be  given. 

On  Petition. 

butter-cooling  can. 

Mr.  Albert  H.  Graves  for  the  applicant. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  in  charge  of  the  above-entitled 
case  be  directed  to  enter  a  final  rejection. 
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It  appears  that  the  Examiner  rejected  the  only  claim  in  this  case  on 
certain  references  for  certain  reasons.  The  applicant  responded  by 
rewriting  this  claim  "  in  order  to  more  accurately  state  applicant's 
invention."  He  then  presented  a  long  and  careful  argument  why  in 
his  opinion  the  rejection  should  not  be  insisted  upon.  At  the  end  of 
the  argument  he  stated  that  if  the  Examiner  still  insisted  upon  reject- 
ing the  claim  he  desired  final  rejection  to  be  entered.  This  request 
the  Examiner  refused,  stating  that  the  rules  require  further  prosecu- 
tion. It  is  evident  from  reading  the  claim  that  the  new  claim  differs 
from  the  old  one  merely  in  being  a  more  accurate  statement  of  the 
invention,  as  alleged  by  the  petitioner.  The  record  shows  that  the 
Examiner  was  of  the  opinion  that  the  new  claim ,  is  not  pat- 
entable in  view  of  the  same  references  for  substantially  the  same 
reasons  as  those  previously  given  by  him.  The  record  also  shows 
that  the  issue  is  clearly  formed  between  the  Examiner  and  the 
applicant.  Had  the  applicant  in  submitting  the  new  claim 
merely  requested  a  final  rejection  without  presenting  an  argument, 
the  Examiner  would  have  been  right  in  refusing  a  final  rejec- 
tion; but  in  view  of  the  fact  that  the  new  claim  is  substantially 
like  the  old  one  and  the  further  fact  that  a  careful  argument  was 
presented  and  the  Examiner  rested  on  his  first  decision,  adding  no 
new  references,  it  is  very  clear  that  the  prosecution  of  this  case  could 
have  been  made  more  expeditious  by  entry  of  a  final  rejection,  as  re- 
quested, without  in  any  way  violating  the  rules  of  practice  as  inter- 
preted by  the  decisions  in  such  cases. 

The  "petition  is  granted. 


Struble  v.  Young  and  Townsend  v.  Sawyer. 

Decided  January  7,  1909, 

139  O.  G.,  729. 

INTEBFEBENCE — REOPENING — PUBTHEB  TESTIMONY. 

A  motion  to  reopen  an  interference  for  tlie  purpose  of  taking  further 
testimony  with  respect  to  a  blue-print  which  is  in  evidence  as  an  exhibit 
was  properly  denied  where  it  appeared  tliat  the  moving  party  had  had  an 
opportunity  during  the  taking  of  the  testimony  to  adduce  all  the  materia) 
evidence  concerning  the  exhibit  and  it  did  not  appear  that  the  admisslou  of 
the  proposed  testimony  would  in  any  way  modify  the  decisiOQ. 

Appeal  on  Motion. 

RAILWAY    SIGNALING. 

Mr.  George  E.  Cruse  for  Struble. 

Mr.  George  H.  Benjamin  and  Mr.  Eugene  C.  Brown  for  Young  and 
Townsend. 
Messrs.  Bakewell  <&  Byrnes  for  Sawyer. 
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BiLUNGS,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences denying  the  motion  of  Young  and  Townsend  to  reopen  this  in- 
terference for  the  purpose  of  retaking  the  testimony  of  the  witness 
Corey. 

The  record  shows  that  after  final  decision  of  the  Examiner  of 
Interferences  in  this  case  it  was  reopened  to  permit  the  taking  of  the 
testimony  of  the  witnesses  Dodgson  and  Corey  for  the  purpose  of  cor- 
roborating certain  statements  of  Young  and  Townsend  relative  to  the 
disclosure  of  the  invention  in  issue.  After  this  testimony  was  incor- 
porated in  the  record  the  case  was  again  decided  by  the  Examiner  of 
Interferences,  and  an  appeal  from  his  decision  was  taken  to  the  Ex- 
aminers-in-Chief  by  Young  and  Townsend.  Subsequently  Young  and 
Townsend  presented  a  motion  that  jurisdiction  be  given  to  the  Ex- 
aminer of  Interferences  to  hear  and  determine  a  motion  to  reopen  the 
case  for  the  purpose  of  presenting  certain  newly-discovered  evidence. 
This  motion  was  transmitted  to  the  Examiner  of  Interferences,  who, 
after  hearing  duly  had,  rendered  a  decision  denying  said  motion. 
The  present  appeal  is  from  the  latter  decision  of  the  Examiner  of 
Interferences. 

It  appears  that  Corey  is  in  the  employ  of  the  General  Electric 
Company  and  was  subpoenaed  to  testify  in  this  case.  Upon  his  ex- 
amination he  was  shown  a  blue-print,  identified  as  Exhibit  No.  5, 
and  concerning  which  he  testified  as  to  a  certain  disclosure  of  the 
invention  made  to  him  by  Young  and  Townsend.  He  was  not  posi- 
tive at  the  time  of  his  examination  whether  he  had  been  shown  a 
drawing  corresponding  to  this  blue-print  and  was  unable  to  fix  posi- 
tively the  date  of  the  blue-print. 

In  his  aflSdavit  filed  in  support  of  this  motion  Corey  states  that 
he  has  since  discovered  in  the  files  of  the  General  Electric  Company, 
by  accident,  a  blue-print,  a  copy  of  which  is  attached  to  his  affidavit, 
which  he — 

immediately  recognized  as  the  original  or  a  substantial  copy  of  a  drawing 
stiown  to  liim  by  S.  Marsh  Young  and  Fitzhugh  Townsend  during  the  month 
of  May,  1903. 

He  further  states  that — 

The  aforesaid  drawing  was  shown  to  me  by  Young  and  Townsend  in  the 
presence  of  Mr.  F.  L.  Dodgson,  of  Rochester,  N.  Y. 

He  also  states  that  he  remembers  that — 

This  blue-print  is  substantially  identical  with  Young  and  Townsend*s  exhibit 
which  was  introduced  into  evidence  in  this  interference,  which  exhibit  at  the 
time  of  my  testifying  in  this  interference  I  was  unable  to  positively  identity* 
either  as  to  date  or  as  to  disclosure  by  Young  and  Townsend. 

He  says  he  is  now  able  and  willing  to  supplement  his  testimony  in 
this  interference  to  positively  identify  the  Young  and  Townsend  Ex- 
hibit No.  5  in  this  interference,  whidi  is  substantially  identical  with 
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the  blue-print  attached  to  this  deposition,  as  being'  a  substantial 
reproduction  of  the  drawing  shown  to  him  in  May,  1903. 

Exhibit  No.  5  referred  to  is  a  diagrammatical  representation  of  an 
electric  block  system.  The  Examiner  of  Interferences  states  in  re- 
spect to  this  exhibit  that  the  operation  of  the  device  is  not  apparent 
from  an  inspection  of  Exhibit  No.  5 ;  that  it  fails  to  show  the  gen- 
erator for  the  propulsion-current  and  the  manner  of  connecting  the 
trackway  and  this  generator,  as  called  for  by  the  issue.  He  further 
points  out  the  fact  that  Corey  fails  to  describe  the  various  elements 
and  the  manner  of  operation  shown  in  this  exhibit,  and  that  it  does 
not  now  appear  that  if  called  upon  to  testify  his  testimony  would 
substantially  agree  with  that  given  by  Young.  He  also  states  that, 
even  if  Corey's  testimony  did  corroborate  the  testimony  of  Young, 
such  testimony  would  not  be  sufficient  to  warrant  the  award  of 
priority  of  invention  to  Young  and  Townsend. 

The  affidavit  of  Corey  in  support  of  the  motion  does  not  show  how 
he  will  be  able  to  supplement  his  former  testimony  or  the  nature  of 
the  supplemental  testimony  concerning  the  Young  and  Townsend 
disclosure  other  than  by  the  identification  of  the  blue-print.  Exhibit 
No.  5,  referred  to,  which  clearly  does  not  in  itself  embody  all  the 
elements  of  the  issue  of  this  interference. 

It  appears  from  the  affidavit  of  Young  that  the  drawing  alleged  to 
have  been  made  by  him  and  Townsend  during  the  month  of  April, 
1903,  was  shown  to  F.  B.  Corey  and  others  on  or  about  May  22, 1903 ; 
but  it  does  not  appear  from  his  affidavit  to  what  other  persons  this 
drawing  was  disclosed.  Corey,  however,  states  that  the  drawing  was 
disclosed  to  Dodgson,  who,  as  before  stated,  has  been  called  as  a  wit- 
ness in  this  case.  It  would  therefore  appear  that  all  material  evidence 
concerning  this  drawing  might  have  been  adduced  during  the  taking 
of  the  testimony  of  Corey  and  Dodgson. 

The  record  of  this  interference  shows  that  Young  and  Townsend 
have  been  given  ample  opportunity  to  present  their  testimony  in  this 
case,  and  the  lack  of  sufficient  excuse  upon  their  part  for  failure  to 
adduce  sufficient  evidence  concerning  the  disclosure  in  connection 
with  Exhibit  No.  5  is  clearly  pointed  out  in  the  decision  of  the  Ex- 
aminer of  Interferences  and  does  not  need  further  discussion.  In 
view  of  these  facts  since  it  does  not  appear  that  the  admission  of  this 
testimony  would  in  any  way  modify  the  decision  now  rendered  there 
appears  to  be  no  reason  for  reopening  the  interference.  As  stated  in 
French  v.  Halcomh,  (C.  D.,  1904,  218;  110  O.  G.,  1727:) 

Whether  or  not  this  evidence  now  sought  to  be  introduced  would  affect  in  any 
manner  the  decision  of  priority  previously  rendered  is  extremely  doubtful.  To 
reopen  a  decided  case,  it  must  clearly  appear  that  the  alleged  newly-discovered 
evidence,  if  produced,  would  change  or  modify  the  decision,  and  this  does  not 
appear  to  be  true  in  this  case. 

The  decwion  of  the  Exaviiner  of  Interferences  is  affirmed. 
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Ex  PABTE  Miller. 
Decided  January  SO,  1909, 

139  O.  G.,  730. 

1.  Rules  66-68— PaAcncE. 

Wbere  the  amendments  or  reasons  presented  by  an  applicant  in  response 
to  an  action  by  the  Office  do  not  necessitate  the  citation  by  the  Examiner  of 
additional  references  or  reasons,  applidBinfs  right  to  further  prosecution 
of  the  application  before  the  Bzaminer  is  at  an  end,  and  the  permission  of 
further  amendm^it  is  within  the  discretion  of  the  Office. 

2.  SAifE — Same. 

Where  the  Examiner  has  held  that  certain  claims  are  unpatentable  and 
has  fully  advised  the  applicant  of  his  reasons  for  such  holding  and  the 
latter,  after  reasonable  prosecution  of  the  case,  has  failed  to  so  amend  the 
case  as  to  necessitate  the  citation  of  new  references  and  has  been  unable 
by  argument  to  convince  the  Examiner  that  he  was  in  error,  an  issue  is 
reached,  and  the  Examiner  is  justified  in  refusing  to  accept  further  amend- 
ment and  in  finally  rejecting  the  claims  then  of  record  in  the  case. 
On  Pbtition. 

ROTABT  SAW. 

Messrs.  Jones  cfe  Addingion  and  Messrs.  Jones^  Addington  cfe  Ames 
for  the  applicant. 

MooRE,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner,  dated 
July  3, 1908,  refusing  to  enter  an  amendment  containing  seven  claims, 
presented  April  25, 1908,  and  finally  rejecting  the  claims  at  that  time 
of  record  in  the  case. 

The  Examiner  refused  the  entry  of  these  claims  upon  the  ground 
that,  in  view  of  the  repeated  rejections  of  the  claims  presented  in  this 
case  upon  the  same  references  and  without  the  presentation  of  new 
references  or  reasons  for  rejection,  the  applicant  was  not  entitled, 
under  the  provisions  of  Rule  66,  to  further  amend  or  prosecute  the 
case  before  him. 

The  record  shows  that  upon  examination  of  the  case  the  Examiner 
rejected  the  claims,  in  view  of  certain  references.  The  applicant  then 
amended,  limiting  the  claims  and  pointing  out  how  the  amendments 
were  supposed  to  avoid  the  references  of  record.  Thereupon  the 
Examiner  cited  two  additional  references,  which,  in  his  opinion, 
anticipated  the  amended  claims.  Thereafter  the  applicant  three 
times  amended  his  claims  or  substituted  new  claims,  each  time  point- 
ing out  how  such  amendments,  in  his  opinion,  avoided  the  references, 
and  the  Examiner  each  time  rejected  all  of  the  claims,  in  view  of  the 
references  relied  upon  in  the  first  and  second  actions  in  the  case. 
Subsequently  new  and  broader  claims  were  submitted,  which  were 
rejected  upon  the  same  references,  and  a  German  pat^it  was  cited 
which,  in  the  Examiner's  opinion,  also  anticipated  the  terms  of  these 
21895— H.  Doc.  124,  61-2 8 
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broader  claims.  Thereafter  the  last  set  of  claims  was  amended  by 
including  a  limitation  which,  in  the  opinion  of  the  Examiner,  avoided 
the  German  patent,  but  did  not  avoid  the  references  which  had  hith- 
erto been  relied  upon  as  anticipating  the  invention.  In  this  letter  of 
rejection  the  applicant's  attention  was  invited  to  Rule  68,  and  he  was 
advised  that  the  right  to  amend  the  application  had  been  exhausted 
because  no  new  references  or  reasons  for  rejection  had  been  advanced 
by  the  Examiner  or  had  been  found  necessary  to  meet  the  applicant's 
amendments  and  arguments.  Applicant,  notwithstanding  this  action 
of  the  Examiner,  presented  seven  new  claims,  each  of  which  the  Exam- 
iner states  is  broader  than  those  which  had  theretofore  been  pre- 
sented. Applicant  also  submitted  an  argument  pointing  out  reasons 
why,  in  his  opinion,  the  rejected  claims  were  not  anticipated  by  the 
references  cited.  The  Examiner  refused  to  admit  the  seven  new 
claims  and  finally  rejected  the  claims  which  were  of  record  in  the 
application.    From  this  action  the  applicant  filed  the  present  petition. 

The  real  question  presented  is  whether  an  applicant  may,  by 
verbally  amending  his  claims  and  pointing  out  supposed  differences 
between  the  invention  covered  by  those  amended  claims  and  the  refer- 
ences of  record,  continue  the  prosecution  of  the  case  indefinitely. 

Section  4903  of  the  Eevised  Statutes  is  as  follows : 

Sec.  4903.  Whenever,  on  examination,  any  claim  for  a  patent  is  rejected,  the 
Ck)mmls8ioner  shall  notify  the  applicant  thereof,  giving  briefly  the  reasons  for 
such  rejection,  together  with  such  information  and  references  as  may  be  useful 
in  Judging  of  the  propriety  of  renewing  his  application  or  of  altering  his  speci- 
fication ;  and  if,  after  receiving  such  notice,  the  applicant  persists  in  his  claim 
for  a  patent,  with  or  without  altering  his  specifications,  the  (Commissioner  shall 
order  a  reexamination  of  the  case. 

Rule  65  is  substantially  identical  in  terms  with  this  section  of  the 
statute.    It  contains,  in  addition  thereto,  the  statement  that — 
If  upon  reexamination  the  claim  shall  l>e  again  rejected,  the  reasons  therefor 
will  be  fully  and  precisely  stated. 

Rule  66  provides,  in  part,  that: 

66.  Upon  the  rejection  of  an  application  for  want  of  novelty,  the  Examiner 
must  cite  the  l)est  references  at  his  command.  When  the  reference  shows  or 
describes  inventions  other  than  that  claimed  by  the  applicant,  the  particular 
part  relied  on  will  he  designated  as  nearly  as  practicable.  The  pertinence  of 
the  reference,  if  not  obvious,  must  be  clearly  explained  and  the  anticipated 
claim  specified. 

It  is  obvious  from  the  terms  of  these  rules  that  it  is  the  duty  of 
the  Examiner  upon  the  first  action,  and,  if  necessitated  by  the  de- 
velopment of  the  case,  upon  each  succeeding  action,  to  cite  the  best 
references  available  bearing  upon  the  alleged  invention,  as  well  as 
upon  the  language  in  which  the  invention  is  expressed  .in  the  claims. 
It  is  his  duty  to  make  each  action  clear  as  to  the  pertinency  of  the 
references,  and  where  a  plurality  of  references  are  cited  against  the 
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claims  how  such  references  are  to  be  combined,  in  order  that  the 
applicant  may  have  a  full  comprehension  of  the  Examiner's  exact 
position,  and  thus  be  able  to  point  out  how  his  claims  or  the  amend- 
ments thereto  avoid  such  references  or  objections. 
Rule  68  provides,  in  part,  that: 

68.  The  applicant  has  a  right  to  amend  before  or  after  the  first  rejection  or 
action ;  and  he  may  amend  as  often  as  the  Examiner  presents  new  references 
or  reasons  for  rejection.  In  so  amending,  the  applicant  must  clearly  point  out 
all  the  patentable  novelty  which  he  thinks  the  case  presents  in  view  of  the  state 
of  the  art  disclosed  by  the  references  cited  or  the  objections  made.  He  must 
also  show  how  the  amendments  avoid  such  references  or  objectiona 

It  is  to  be  observed  that  Rule  68  requires  that  in  amending  the 
applicant  must  clearly  point  out  all  the  patentable  novelty  which  he 
thinks  the  case  presents  in  View  of  the  art  disclosed  by  the  references 
cited  or  the  objections  made,  and  under  the  terms  of  these  rules 
he  has  the  right  to  present  further  amendment  only  when  "the 
Examiner  presents  new  references  or  reasons  for  rejection."  It  is 
therefore  believed  that  where  the  amendments  or  reasons  presented 
by  an  applicant  in  response  to  an  action  by  the  OflSce  do  not  necessi- 
tate the  citation  by  the  Examiner  of  additional  references  or  reasons 
the  applicant's  right  to  further  prosecution  of  the  application  is  at 
an  end,  and  the  permission  of  further  amendment  is  within  the 
discretion  of  the  Office. 

It  is  recognized,  however,  that  it  would  in  many  instances  be  in- 
equitable for  the  Office  to  refuse  further  amendment  to  the  case, 
especially  in  cases  containing  patentable  subject-matter,  where  the 
question  of  the  scope  of  claims  necessary  to  cover  the  applicant's  real 
invention  alone  remains  to  be  determined.  For  this  reason  it  is 
the  duty  of  the  Office  to  pursue  a  liberal  policy  in  permitting  amend- 
ments, in  order  that  an  applicant  may  obtain  the  full  protection  of 
his  invention  to  which  he  is  entitled  under  the  law.  Where,  however, 
the  Examiner  has  held  that  certain  claims  are  unpatentable  and  has 
fully  advised  the  applicant  of  his  reasons  for  such  holding  and  the 
latter,  after  reasonable  prosecution  of  the  case,  has  failed  to  so  amend 
the  claims  as  to  necessitate  the  citation  of  new  references  and  has 
been  unable  by  argument  to  convince  the  Examiner  that  he  was  in 
error  in  his  holding  in  respect  to  the  claims  presented,  such  an  issue 
is  reached  that  there  is  no  need  of  further  discussion  of  the  case  before 
the  Examiner.  Under  such  circumstances  it  is  believed  that  the  Ex- 
aminer is  justified  in  refusing  to  accept  further  amendment  and  in 
finally  rejecting  the  claims  then  of  record  in  the  case. 

In  this  connection  I  have  not  overlooked  the  provision  of  section 
4909  of  the  Revised  Statutes  or  the  requirement  of  Rule  134  that 
there  must  have  been  two  rejections  of  the  claims  as  originally  filed 
or,  if  amended  in  the  matter  of  substance,  of  the  amended  claims. 
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It  is  the  obvious  intent  of  sections  4803  and  4909  of  the  Revised 
Statutes  and  Rules  65  to  68,  inclusive,  to  bring  about  a  clear  under- 
standing between  the  Examiner  and  the  applicant  before  the  final  re- 
jection of  the  case  is  entered,  from  which  appeal  may  be  taken.  As 
stated  by  the  Court  of  Appeals  of  the  District  of  Columbia  in  United 
States^  ex  rel.  The  Newcomh  Motor  Company^  v.  Moore^  (C.  D.,  1908, 
683;  133  O.  G.,  1680;  30  App.  D.  C,  464:) 

In  an  ex  parte  case  arising  under  section  4903  the  applicant  in  the  first  In- 
stance has  no  knowledge  as  to  the  references  and  reasons  of  rejection  by  the 
Primary  Examiner  of  his  claim,  and  has  no  opportunity  to  be  heard  before 
action  has  been  taken  by  that  official.  The  notice  of  rejection  contains  his 
first  information  of  what  has  taken  place  in  the  Patent  Office.  The  statute, 
therefore,  very  properly  provides  In  effect  that  upon  receipt  of  such  notice  the 
applicant  may  have  an  opportunity  to  meet  the  objections  raised  by  the  Primary 
Examiner. 

If  such  objections  have  been  answered  or  amendment  to  the  appli- 
cation has  been  made  to  avoid  the  references  or  objections,  but  such 
argument  or  amendment  clearly  fails,  in  the  opinion  of  the  Examiner, 
to  accomplish  this  purpose,  the  reason  for  further  discussion  or 
amendment  ceases  to  exist,  and  the  applicant  is  entitled  thereupon  to 
such  action  as  will  promptly  give  him  the  right  to  appeal  provided 
for  by  section  4909,  Revised  Statutes. 

It  is  recognized  that  heretofore  it  has  been  the  general  practice  of 
this  Office  to  permit  an  applicant  to  amend  his  claims  as  long  as  the 
terms  or  scope  of  the  claims  were  modified  and  until  the  Examiner 
had  a  second  time  rejected  the  claims  presented  in  substantially  iden- 
tical language.  {Ex  parte  Winchester^  C.  D.,  1880,  92;  17  O.  G., 
453;  ex  parte  Griswold,  C.  D.,  1890,  13:  50  O.  G.,  838;  ex  parte 
Pfeffer,  C.  D.,  1894, 11 ;  66  O.  G.,  845.) 

For  the  reasons  above  stated  I  am  of  the  opinion  that  such  a  pro- 
cedure is  not  justified  by  the  provisions  of  either  the  statutes  or  the 
rules.  It  is  believed  that  a  liberal  policy  in  permitting  amendments 
should  be  pursued,  but  that  such  liberty  should  not  amount  to  a 
license  to  permit  applicants  to  retain  cases  in  this  Office  indefinitely. 
By  restricting  the  acceptance  of  amendments  presented  in  cases  fall- 
ing in  the  latter  class  the  progress  of  applications  would  be  facili- 
tated, since  the  Office  would  be  relieved  of  the  burden  of  repeatedly 
examining  claims  presented  only  for  the  purpose  of  prolonging  the 
lives  of  such  cases  and  would  consequently  be  able  to  give  more  speedy 
and  thorough  consideration  to  applications  containing  meritorious 
claims  without  depriving  any  applicant  of  the  full  consideration  of 
his  case  provided  for  by  the  statutes  and  Rules  of  Practice  of  this 
Office. 

In  the  present  case  there  appears  to  be  no  doubt  that  a  clear  and  un- 
mistakable issue  was  reached,  not  only  as  to  the  patentability  of  the 
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claims,  but  as  to  that  of  the  invention  disclosed  in  the  application 
prior  to  the  amendment  of  February  25,  1908,  and  the  applicant  was 
duly  advised  that  his  right  to  amend  had  become  exhausted.  The 
action  of  the  Examiner  refusing  to  admit  the  claims  presented  in  the 
amendment  filed  April  25,  1908,  and  finally  rejecting  the  claims  at 
that  time  of  record  in  the  case  was  right. 
TJie  petition  is  denied. 


Curtis  v,  Hedlund. 

Decided  January  20,  1909. 

139  O.  G.,  989. 

1.  Interfebence — Preliminary  Statement — Motion  to  Amend. 

C.'b  motion  to  amend  his  preliminary  statement  was  denied  by  the  Ex- 
aminer of  Interferences.  He  then  renewed  his  motion  and  filed  additional 
affidavits.  This  motion  was  dismissed.  Held  that  on  appeal  from  the 
former  decision  the  affidavits  filed  with  the  renewed  motion  will  not  be 
considered.     (Borg  i\  Strauss,  C.  D.,  320;  130,  O.  G.,  2719.) 

2.  Same — Same — Same — Showing  Insufficient. 

It  appeared  that  the  drawings  and  records  of  the  inventor  were  arranged 
in  classes  and  that  the  drawing  now  relied  upon  to  support  the  proposed 
amended  preliminary  statement  was  in  its  proper  class  and  might  have 
been  found  when  the  original  preliminary  statement  was  prepared  had  the 
search  of  the  records  extended  to  that  class  and  that  such  search  was 
made  only  after  a  decision  on  a  motion  to  shift  the  burden  of  proof  which 
changed  the  relation  of  the  parties.  Held  that  the  motion  to  amend  was 
properly  denied. 

Appeal  on  Motion. 

steam-turbine. 

Messrs.  Dyer  <&  Dyer  for  Curtis. 

Messrs.  Harding  <&  Harding  for  Hedlund. 

Moore,  Commissioner: 

This  is  an  appeal  by  Curtis  from  the  decision  of  the  Examiner  of 
Interferences  denying  his  motion  for  leave  to  amend  his  preliminary 
statement. 

The  above-entitled  interference  was  declared  October  27, 1907,  with 
certain  claims  copied  by  Curtis  from  the  patent  to  Hedlund  as  counts 
of  the  issue.  Curtis  filed  his  preliminary  statement  on  November  25, 
1907.  Hedlund  filed  no  preliminary  statement,  and  being  the  junior 
party  an  order  was  issued  for  him  to  show  cause  why  judgment  chi 
the  record  should  not  be  rendered  against  him.  In  response  thereto 
Hedlund  filed  motions  to  dissolve  the  interference  and  to  shift  the 
burden  of  proof.  The  former  motion  was  denied  by  the  Primary 
Examiner  on  February  20,  1908,  while  the  latter  motion  was  granted 
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by  the  Examiner  of  Interferences  on  March  25,  1908,  and  Hedlund 
was  made  the  senior  party.  On  May  23, 1908,  Curtis  filed  his  motion 
for  leave  to  amend  his  preliminary  statement  on  the  ground  of  newly- 
discovered  evidence.  This  motion  was  denied  by  the  Examiner  of 
Interferences,  who  held  that  Curtis  had  not  shown  that  the  new  facts 
relied  upon  could  not  have  been  discovered  by  the  exercise  of  reason- 
able care  and  diligence  at  the  time  of  preparing  the  original  state- 
ment. A  renewal  motion  by  Curtis  for  leave  to  amend  his  statement, 
supported  by  additional  affidavits,  was  dismissed  by  the  Examiner 
of  Interferences.  The  present  appeal  is  from  the  decision  denying 
the  original  motion,  but  contains  a  notice  that  the  additional  affidavits 
filed  subsequently  to  said  decision  will  also  be  relied  upon.  The  con- 
sideration of  the  latter  affidavits  is  opposed  by  Hedlund.  It  does 
not  appear  that  the  additional  showing  could  not  as  well  have  been 
made  in  the  first  instance.  For  reasons  set  forth  in  my  decision  in 
Borg  v.  Strauss  (C.  D.,  1907,  320;  130  O.  G.,  2719)  it  is  not  entitled  to 
consideration  on  this  appeal. 

In  his  original  preliminary  statement  Curtis  alleged  that  he  "  never 
embodied  the  invention  embraced  in  the  third  and  fourth  counts  in  a 
full-sized  machine."  In  the  proposed  amended  statement  he  alleges 
that  counts  3  and  4  of  the  issue  were  actually  reduced  to  practice  at 
a  date  which  is  prior  to  the  filing  date  of  Hedlund's  application,  the 
latter  being  the  date  to  which  Hedlund  is  restricted.  The  matter  is 
therefore  vital  to  Hedlund,  and  the  showing  by  Curtis  must,  at  least, 
make  it  clearly  appear  that  the  new  matter  relied  upon  could  not 
have  been  discovered  by  the  exercise  of  reasonable  care  and  diligence 
at  the  time  the  original  statement  was  prepared. 

The  showing  filed  in  support  of  the  original  motion  has  been  care- 
fully analyzed  by  the  Examiner  of  Interferences  in  his  decision  and 
need  not  be  repeated  here. 

It  appears  from  the  affidavits  filed  that  at  the  time  the  original 
statement  was  prepared  Curtis,  together  with  his  attorney,  "  searched 
through  the  likely  records  "  of  his  office.     Curtis  states  that: 

I  was  aware  that  In  1901  tests  had  been  conducted  with  different  steam- 
passages  involving  different  Inventions  of  mine  by  Mr.  Austin  R.  Dodge,  in 
Schenectady,  but  I  did  not  remember  that  the  particular  structure  of  the  Issue 
had  at  that  time  been  manufactured  and  tested  by  him.  I  therefore  signed  the 
preliminary  statement  which  contained  the  facts  which  I  at  that  time  thought 
were  all  that  existed. 

It  further  appears  that  counsel  for  Curtis  wrote  to  one  of  the 
attorneys  of  the  patent  department  of  the  General  Electric  Company, 
in  which  company  Dodge  was  employed,  inquiring — 

If  any  structures  had  been  made  by  the  General  Electric  Company  for  Mr.  Cur- 
tis Involving  the  issues  of  the  interference — 

and  that  said  attorney  made  his  search  without  finding  the  structure 
alleged  in  the  amended  statement.    Counsel  for  Curtis  states  that  in 
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April,  1903,  while  Curtis  was  abroad,  he  made  search  through  dif- 
ferent records  of  Mr.  Curtis's  office  from  those  previously  searched 
to  find  if  possible  other  drawings  of  the  apparatus  alleged  in  the 
original  statement  and  that  he  found  "  by  accident "  a  drawing  made 
in  1901.  Upon  again  communicating  with  the  Greneral  Electric  (Com- 
pany it  was  found  that  a  machine  embodying  the  structure  of  the 
latter  drawing  had  been  built  by  Dodge  in  1901. 

It  appears  that  the  drawings  and  records  of  the  alleged  1901  reduc- 
tion to  practice  were  found  in  their  proper  class  according  to  the 
scheme  of  classification  employed,  and  they  would  have  been  found 
at  the  time  a  search  was  made  in  the  fall  of  1907  if  the  search  had 
extended  to  said  class.  Instead  of  making  a  careful  and  thorough 
search  the  showing  tends  to  indicate  that  appellant  relied  upon  an 
earlier  application,  of  which  the  application  involved  in  this  inter- 
ference purported  to  be  a  division,  and  that  it  was  not  until  after 
the  Examiner  of  Interferences  held  that  the  applications  were  not 
so  related  and  shifted  the  burden  of  proof  that  appellant  realized 
the  necessity  of  making  such  a  search.  This  case  is  believed  to  fall 
in  the  same  class  as  Friestedt  v.  Harold^  (C.  D.,  1905, 161;  116  O.  G., 
694,)  Netk  and  TampUn  v.  Ohmer,  (C.  D.,  1905, 177;  116  O.  G.,  874,) 
and  Hoyt  v.  Sanders  v.  Hawthorne^  (C.  D.,  1905,  508;  119  O.  G., 
1260,)  in  which  cases  the  showing  was  held  insufficient  to  warrant 
permission  to  amend  the  preliminary  statement. 

Tlie  decision  of  the  Examiner  of  Interferences  is  affirmed. 


The  E.  T.  Fraim  Lock  Company  v.  Reading  Hardware  Company. 

Decided  February  2,  1909. 

140  O.  G.,  255. 

1.  Tbaoe-Mabks — Rejection  of  Application  on  Pbiob  Reoistbation — Cancel- 

ation Pboceedings. 
An  applicant  who  has  been  rejected  on  a  prior  registration  may  contest 
with  the  registrant  the  question  of  priority  of  adoption  and  use  In  a  can- 
celation proceeding  brought  under  section  13  of  the  Trade-Mark  Act  of 
February  20,  1905,  and  is  not  obliged  to  enter  an  interference  or  an  oppo- 
sition proceeding  provided  for  by  sections  6  and  7  of  that  act 

2.  Same — Cancelation  Pboceedings — E^ffect  of  Laches. 

The  mere  failure  of  the  owner  of  a  trade-mark  through  a  period  of  years 
to  assert  his  rights  does  not  deprive  him  from  bringing  a  proceeding  for 
the  cancelation  of  the  registered  mark,  alleged  to  be  the  same  in  substance 
and  to  cover  the  same  class  of  goods,  for  the  purpose  of  determining  the 
ownership  of  the  mark. 

On  Appeal. 

TBADE-MABK  fob  LOOKa 

Mr.  John  J.  Thompson  and  Messrs,  Mason^  Fenwich  &  Lawrence 
for  The  E.  T.  Fraim  Lock  C!ompany. 
Mr.  yf alter  G.  Stewart  for  Reading  Hardware  Company. 
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MooBE,  Cormrmaioner: 

This  is  an  appeal  by  the  Reading  Hardware  Company  from  the 
decision  of  the  Examiner  of  Interferences  sustaining  the  application 
for  cancelation  filed  by  The  E.  T.  Fraim  Lock  Company  and  adjudg- 
ing that  the  registration,  No.  60,668,  dated  February  19,  1907,  of  the 
representation  of  a  keystone  for  locks,  latches,  escutcheons,  door- 
bolts,  etc.,  should  be  canceled. 

The  Examiner  of  Interferences  found  that  The  E.  T.  Fraim  Lock 
Company  had  established  adoption  and  continuous  use  of  the  mark 
since  as  early  as  1892. 

No  testimony  is  presented  in  behalf  of  the  Reading  Hardware 
Company;  but  it  is  stated  in  the  brief  that  the  trade-mark  registra- 
tion No.  60,668  is  a  renewal  of  a  previous  registration  of  its  mark, 
No.  32,910,  which  was  registered  May  19,  1899. 

The  questicHis  raised  by  this  appeal,  as  stated  in  the  applicant's 
brief,  are: 

1.  Whether  Rule  46  applies  to  an  applicant  for  registration  who  is  rejected 
on  a  registered  trade-mark  and  thereafter  files  an  application  for  cancelation 
of  said  trade-mark  based  only  on  a  claim  to  prior  use. 

2.  Whether  the  registrant  of  a  trade-mark  can  be  deprived  of  the  rights 
secured  to  an  Interferant  under  Rule  46  and  section  7  of  the  Trade-Mark  Act, 
through  the  institution  of  cancelation  proceedings  under  section  13  by  a  later 
claimant  and  applicant  for  registration. 

8.  As  to  the  sufficiency  and  certainty  of  evidence  as  to  prior  use  required  to 
warrant  cancelation  of  a  long  and  extensively  used  trade-mark  first  registered 
nine  years  before,  and  registered  one  year  before,  any  suggestion  of  an  opposing 
claim. 

Section  13  of  the  Trade-Mark  Act  is  as  follows : 

That  whenever  any  person  shall  deem  himself  injured  by  the  registration  of 
a  trade-mark  in  the  Patent  Office  he  may  at  any  time  apply  to  the  Commissioner 
of  Patents  to  cancel  the  registration  therefor.  The  Commissioner  shall  refer  such 
application  to  the  Examiner  in  charge  of  interferences,  who  is  empowered  to 
hear  and  determine  this  question  and  who  shall  give  notice  thereof  to  the  regis- 
trant If  it  appear  after  a  hearing  before  the  Examiner  that  the  registrant  was 
not  entitled  to  the  use  of  the  mark  at  the  date  of  his  application  for  registra- 
tion thereof,  or  that  the  mark  is  not  used  by  the  registrant,  or  has  been  aban- 
doned, and  the  Etaminer  shall  so  decide,  the  Commissioner  shall  cancel  the 
registration.  Appeal  may  be  taken  to  the  Conunissioner  In  person  from  the 
decision  of  Examiner  of  Interferences. 

It  is  obvious  from  the  terms  of  the  statute  above  quoted  that  an 
application  for  cancelation  based  upon  the  ground  that  the  applicant 
was  the  first  to  adopt  the  mark  is  warranted  by  the  clause  which 
provides  that — 

If  it  appear  after  a  hearing  before  the  Examiner  that  the  registrant  was  not 
entitled  to  the  use  of  the  mark  at  the  date  of  his  application  for  registration 
thereof,    *    ♦    ♦    the  Commissioner  shall  cancel  the  registration. 

This  section  of  the  statute  provides  a  separate  and  distinct  remedy 
from  that  provided  by  sections  6  and  7  of  the  statutes  which  relate  to 
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interferences  and  oppositions.  There  is  no  limitation  as  to  the  time  in 
which  the  application  for  cancelation  shall  be  filed.  It  is  clear  that  by 
virtue  of  this  section  a  party  who  believes  he  will  be  damaged  by  the 
registration  of  the  mark  is  given  another  remedy  from  that  which 
is  provided  by  sections  6  and  7,  which  relate  to  interferences  and 
oppositions.  A  similar  question  was  raised  in  the  case  of  Magic 
Curler  Compcmy  v.  Porter,  (C.  D.,  1907,  163;  128  O.  G.,  2088,)  in 
which  it  was  said: 

The  conclusion  that  the  applicant  for  cancelation  need  not  show  why  an 
opposition  was  not  filed  and  that  the  registrability  of  the  mark  is  not  res 
adjudicata  by  reason  of  the  registration  are  considered  to  be  right. 

It  may  be  further  stated  that  interference  proceedings  are  insti- 
tuted by  the  Office,  the  applicants  having  no  control  over  the  declara- 
tion of  the  same.  It  is  therefore  reasonable  that  a  person  who  be- 
lieves himself  to  be  damaged  by  the  registration  of  a  trade-mark 
should  be  allowed  to  take  advantage  of  a  proceeding  which  he  is 
permitted  by  law  to  institute  of  his  own  motion,  such  as  that  pro- 
vided for  by  section  13,  above  quoted. 

It  is  contended  by  the  appellant  that  the  cancelation  proceeding 
should  be  set  aside  or  suspended  pending  the  declaration  and  determi- 
nation of  interference  proceedings  between  the  application  for  regis- 
tration of  The  E.  T.  Fraim  Lock  Company  and  the  registration  of 
the  Reading  Hardware  Company.  No  good  reason  appears  for  such 
action.  On  the  contrary,  there  are  good  reasons  in  support  of  the 
continuation  of  this  proceeding.  A  decision  upon  the  application 
f<Mr  cancelation  will  dispose  of  any  questions  which  might  arise  in 
the  interference  proceeding  and  will  constitute  a  much  more  expedi- 
tious manner  of  disposing  of  the  whole  question.  If  interference 
proceedings  were  first  instituted  and  it  should  be  found  that  The 
E.  T.  Fraim  Lock  Company  was  the  first  to  adopt  the  mark  and 
was  accordingly  entitled  to  registration,  another  and  separate  pro- 
ceeding would  be  necessary  to  obtain  the  cancelation  of  the  Reading 
Hardware  Company's  registration. 

It  is  urged  in  behalf  of  the  Reading  Hardware  Company  that  the 
testimony  presented  by  The  E.  T.  Fraim  Lock  Company  is  insuffi- 
cient to  establish  priority  of  adoption  and  use.  This  testimony  has 
been  carefully  analyzed  by  the  Examiner  of  Interferences,  and  I 
find  no  reason  for  again  discussing  the  same,  for,  in  my  opinion,  the 
adoption  and  continuous  use  of  the  trade-mark  in  issue  by  The  E.  T. 
Fraim  Lock  Company  and  its  predecessors  in  business  since  1892  is 
clearly  established.  The  merchandise  upon  which  the  respective 
parties  to  this  proceeding  use  said  trade-mark  is  clearly  of  the  same 
descriptive  properties  within  the  rulings  of  the  Court  of  Appeals  of 
the  District  of  Columbia  in  the  cases  of  Walter  Baker  cfe  Company 
V.  Harrison  {post,  284 ;  138  O.  G.,  770)  and  Phoenix  Paint  <&  Var- 
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nish  Company  v.  John  T.  Lewis  <&  Bros.  Company^  {post^  303;  139 
O.  G.,  990.) 

It  is  also  urged  that  because  of  acquiescence  by  The  E.  T.  Fraim 
Lock  Company  in  the  use  by  the  registrant  of  the  trade-mark  in 
issue  for  a  long  period  the  former  is  estopped  from  contesting  the 
validity  of  the  registration.  It  is  well  settled  that  mere  failure  to 
assert  the  trade-mark  right  through  a  period  of  years  does  not  cause 
a  forfeiture  of  that  right  which  will  prevent  such  person  from  obtain- 
ing an  injunction  against  the  infringer  from  further  use  of  that  mark. 
{McLean  v.  Fleming,  C.  D.,  1878,  262;  13  O.  G.,  913;  96  U.  S.,  245; 
Menendez  v.  Holt,  C.  D.,  1889,  344;  46  O.  G.,  971;  128  U.  S.,  514.) 
It  therefore  follows  that  this  contention  in  this  cancelation  proceed- 
ing, which  only  involves  the  question  of  the  registrant's  ownership 
of  the  mark  at  the  time  he  applied  for  registration,  has  no  standing, 
for  reasons  similar  to  those  stated  by  the  Court  of  Appeals  of  the 
District  of  Columbia  in  the  case  of  Phoenix  Paint  <&  Varnish  Com- 
parvy  v.  John  T.  Lewis  c&  Bros.  Company,  supra,  in  which  the  Court 
said: 

This  is  not  an  infringement  suit,  but  is  an  interference  proceeding  where  the 
only  question  involved  is  whether  the  right  of  registration  will  be  accorded 
either  or  both  parties  to  the  proceeding.  If  the  Commissioner  is  of  the  opinion 
that  confusion  will  follow  registration  by  both  parties,  it  is  his  duty  to  deny 
such  registration.  In  an  action  for  infringement  the  question  of  laches  may 
be  pertinent,  but  not  here. 

It  is  accordingly  held  that  the  Reading  Hardware  Company  was 
not  entitled  to  the  use  of  the  mark  at  the  date  of  its  application  for 
registration  and  that  the  registration  of  the  Reading  Hardware  Com- 
pany, No.  60,668,  should  be  canceled. 

The  decision  of  th^  Examiner  of  Interferences  sustaining  the  appli- 
cation for  cancelation  is  affirmed. 


Ex  PARTE   BiTNER. 

Decided  February  23,  1909, 

140  O.  G.,  256. 

1.  Claims — FuNcnoNAL — Open  to  Rejection — Remedy  by  Appeal. 

In  all  cases  where  the  Examiner  holds  a  claim  otherwise  clear  and  intelli- 
gible to  be  functional — ^that  is,  for  a  function  merely  or  because  it  falls  to 
include  sufficient  mechanical  elements  to  eifect  the  function  expressed  in 
the  claim — ^the  action  of  the  Examiner  shall  be  a  rejection  of  the  claim 
upon  the  ground  that  the  claim  does  not  point  out  the  invention  with  suffi- 
cient particularity  and  distinctness  to  meet  the  requirements  of  section 
4888,  Revised  Statutes.  The  rejection  shall  at  the  same  time  include  all 
of  the  grounds  enumerated  in  Rule  133  that  the  Examiner  thinks  applicable. 
Applicant's  remedy  is  by  way  of  appeal  successively  to  the  E}xaminers-in- 
Chief,  the  Ck)mmissioner,  and  the  Court  of  Appeals  of  the  District  of 
Columbia. 


Digitized  by 


Google 


DECISIONS  OF  THE   COMMISSIONER  OF  PATENTS.  33 

2.  Same — Indefinite — When  Open  to  Objection — Remedy. 

Only  where  claims  are  indefinite  in  the  sense  that  they  are  ambiguous, 
equivocal,  lacking  in  clearness,  or  unintelligible  shall  the  Examiner's  action 
be  in  the  form  of  an  objection.  The  remedy  from  this  action  is  by  petition 
to  the  (Commissioner  In  person. 

On  Petition. 

MOP- head.  * 

Messrs.  Dyrenforth^  Dyrenforth^  Lee  <&  Wiles  for  the  applicant. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  object- 
ing to  claims  1,  3,  4,  5,  and  6  on  the  ground  that  they  are  indefinite 
and  functional. 

Each  of  the  claims  objected  to  terminates  in  a  clause  containing  the 
words  "  constructed  and  arranged,"  followed  by  a  statement  of  func- 
tion, and  the  Examiner  holds  that  the  structure  set  forth  in  the 
claims  is  not  sufficient  to  accomplish  the  function  or  result.  In  claim 
6  the  terminal  clause  includes  the  word  "  means  "  and  reads  as  fol- 
lows: 

And  means  connected  with  the  lever  constructed  and  arranged  to  bind  when 
the  latter  Is  moved  from  its  closed  position,  and  resist  the  initial  movement 
thereof  in  such  direction . 

Petitioner  contends  that  the  language  and  terms  employed  in  the 
claims  are  perfectly  clear,  that  the  claims  are  definite  and  intelligible, 
and  that  the  objection  of  the  Examiner  goes  to  the  breadth  or  scope 
instead  of  to  the  form  of  the  claims. 

While  the  Examiner's  action  in  treating  the  matter  as  one  of  form 
and  objecting  to  the  claims  appears  to  be  in  accord  with  certain 
published  decisions,  it  is  believed  that  this  practice  should  no  longer 
be  followed.  The  trouble  with  claims  of  this  character  is  one  of 
substance.  Do  they  include  sufficient  structure  to  support  the  func- 
tion stated  or  do  they  attempt  to  diflferentiate  from  the  prior  art 
merely  by  a  statement  of  function  to  the  exclusion  of  the  proper 
structural  definition?  It  is  well  settled  that  there  is  no  objection  to 
a  statement  of  function  in  the  claim  provided  the  structure  set  forth 
is  capable  of  producing  that  function.  {Ex  parte  Holder^  C.  D., 
1903,  442;  107  O.  G.,  833.)  The  claims  are  not  indefinite  in  the 
sense  that  they  are  ambiguous,  equivocal,  or  lacking  in  clearness. 

The  Examiner  has  also  objected  to  these  claims  on  the  ground 
that  they  are  functional.  This  term  describes  their  character  better 
than  the  term  "  indefinite."  Claims  that  are  functional  in  that  they 
contain  no  structure,  but  merely  a  statement  of  function,  are  rejected 
under  the  well-established  practice  of  the  Office.  {Ex  parte  Knudsen^ 
C.  D.,  1895,  29;  72  O.  G.,  589;  ex  parte  McCUllan,  C.  D.,  1892,  125; 
59  O.  G.,  1763.)     It  would  seem  that  a  claim  that  recites  a  function 
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and  some  structure,  but  not  enough  to  support  the  function,  stands  on 
the  same  footing  and  should  be  rejected  rather  than  objected  to  as 
defective  in  form.  The  fault  with  the  claim  in  either  case  is  a  lack 
of  substance  and  goes  to  the  merits  of  the  claim. 

In  claims  of  the  character  presented  in  this  case  the  question  is 
ordinarily  whether  the  structure  broadly  indicated  is  set  forth  with 
suflScient  particularity.  It  requires  a  consideration  of  the  entire 
application  and  often  a  knowledge  of  the  prior  art,  for,  as  stated  in 
ex  parte  Knvdaen^  supra : 

A  broader  construction  should  be  given  a  claim  if  it  covers  a  new  departure 
in  the  art 

(See,  also,  ex  parte  Pacholder^  C.  D.,  1890,  55;  51  O.  G.,  295;  and 
ex  parte  Halfpermy^  C.  D.,  1895,  91;  73  O.  G.,  1135.)  Clearly  the 
fault  of  such  claims  is  not  a  mere  matter  of  form  that  should  be 
finally  disposed  of  by  petition.  On  the  contrary,  the  matter  is  be- 
lieved to  be  one  relating  to  the  merits,  concerning  which  the  applicant 
is  entitled  to  an  appeal  from  an  adverse  decision  successively  to  the 
Examiners-in-Chief,  the  Commissioner  of  Patents,  and  the  Court  of 
Appeals  of  the  District  of  Columbia.  On  account  of  the  appeals 
provided  by  the  statiites  from  a  rejection  of  the  claims  it  is  un- 
questionably in  the  interest  of  the  applicant  to  treat  the  matter  as 
one  of  merits  rather  than  form.  .  While  it  may  be  urged  that  if  he 
is  obliged  to  seek  his  remedy  by  appeal  and  the  action  of  the  Exam- 
iner is  affirmed  the  applicant  is  precluded  from  going  back  to  the 
Examiner  and  further  amending  his  claims,  the  obvious  answer  is 
that  before  appealing  the  claims  and  before  they  are  finally  rejected 
the  applicant  should  introduce  other  claims  having  the  structure 
stated  with  sufficient  particularity  to  avoid  this  ground  of  the  Ex- 
aminer's rejection. 

This  case  is  but  one  of  several  now  before  me  involving  the  question 
of  the  proper  treatment  of  claims  of  this  character.  The  criticism 
that  a  claim  is  indefinite  or  functional,  as  these  terms  have  been  used 
in  the  Office,  may  relate  to  the  merits  or  the  form  of  the  claim,  or 
to  both.  It  is  often  a  difficult  matter  to  determine  what  action  they 
should  receive,  with  the  result  that  there  is  a  lack  of  uniformity  in 
the  various  divisions  of  the  Office,  and  it  is  the  purpose  in  this  de- 
cision to  make  a  ruling  that  will  result  in  a  more  uniform  practice- 
Some  Examiners  reject  claims  of  this  character,  while  other  Ex- 
aminers object  to  them  and  notify  applicants  that  their  remedy  is 
by  petition  to  the  Commissioner,  and  the  matter  is  apt  to  be  consid- 
ered and  passed  upon  by  either  one  of  the  higher  tribunals  without 
determining  the  question  of  jurisdiction.  The  published  decisions 
show  that  the  practice  under  different  Commissioners  has  not  been 
uniform  and  render  it  difficult  for  the  Examiner  to  determine  the 
course  to  pursue  in  a  particular  case.    This  difficulty  is  increased 
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by  the  fact  that  matters  which  have  been  held  in  previous  decisions 
to  relate  to  the  merits  are  frequently  considered  and  disposed  of  on 
petition  in  order  to  expedite  the  prosecution  of  the  case,  especially 
where  the  matter  constitutes  but  one  point  of  the  petition,  without 
considering  whether  the  matter  is  one  of  merits  or  of  form  and  prob- 
ably without  intending  to  overrule  the  practice  established  by 
previous  decisions. 

In  ex  parte  Knudaen  (C.  D.,  1895,  29;  72  O.  G.,  589)  an  attempt 
was  made  to  settle  the  character  of  the  Examiner's  action.  In  the 
decision  in  that  case  functional  claims  were  divided  into  four  classes, 
and  it  was  directed  that  in  all  of  these  classes,  excepting  class  four 
and  certain  special  cases  under  class  three,  the  character  of  the  Ex- 
aminer's action  should  be  a  rejection.  As  to  claims  of  the  third 
class,  which  include  those  of  the  character  recited  in  this  petition, 
the  following  statement  is  made  in  that  decision : 

Claims  of  the  third  class,  that  are  indefinite  In  that  they  define  the  construc- 
tion sought  to  be  covered  by  the  use  of  such  terms  as  "  means,"  **  mechanism,'* 
and  "  devices,"  for  effecting  certain  results,  as  set  forth  in  ew  parte  Pacholder, 
(C.  D.,  1890,  55;  51  O.  G.,  295,)  or  that  recite  the  functions  of  certain  named 
elements  of  a  combination  or  of  the  device  as  a  whole,  to  the  exclusion  of 
proper  structural  definition,  are  the  claims  which  cause  the  most  trouble,  as 
frequently  it  is  a  matter  of  great  dlfllculty  to  decide  whether  such  claims  are 
subject  to  objection  or  to  rejection  or  to  both.  The  difficulty,  too,  is  often 
increased  by  the  fact  that  a  broader  construction  ought  to  be  given  the  claim, 
if  it  covers  a  new  departure  in  the  art,  (Morley  Sewing  Machine  Co,  et  al,  v. 
Lancaster,  C.  D.,  1889,  380;  47  O.  G.,  287,)  than  if  it  is  for  an  invention  in  an 
already  developed  art. 

The  use  of  the  above-noted  phraseology  does  not  of  necessity  render  a  claim 
objectionable,  for  where  the  idea  is  clearly  stated  and  the  combination  or  rela- 
tion of  parts  to  produce  a  desired  end  is  plainly  expressed  the  breadth  of  the 
statement  of  the  claim  is  no  reason  for  objecting  to  it.  It  is  only  necessary 
that  these  expressions  shall  clearly  distinguish  what  is  new  from  what  is  old 
in  the  art  or  from  fair  equivalents  thereof.  If  they  do  this,  the  question  is  then 
one  of  patentable  novelty — that  is  to  say,  claims  of  this  order  are  not  objection- 
able in  form  on  the  ground  that  they  are  too  broad,  but  only  because  they  are 
vague  or  indefinite.     {Ex  parte  Halfpenny,  C.  D.,  1895,  91;  73  O.  G.,  1136.) 

The  decision  in  ex  parte  Halfpenny  (C.  D.,  1895,  91;  73  O.  Q., 
1135)  states: 

The  objection  of  **  indefiniteness "  or  "  vagueness "  commonly  urged  against 
claims,  when  such  objection  is  based  on  the  fact  that  the  claims  Include  as  ele- 
ments "  means "  or  "  mechanism,"  limited  only  by  the  function  which  such 
means  or  mechanism  performs,  is  Inaccurate.  Those  terms  do  not,  under  such 
circumstances,  render  the  claims  indefinite  or  vague.  It  would  be  more  accu- 
rate to  say  of  those  terms,  when  only  limited  in  the  manner  above  stated,  that 
they  render  the  claims  too  broad — ^an  objection  which  goes  to  the  merits  of  the 
claims  and  which  calls  for  a  rejection.  {Ew  parte  Opdyke,  C.  D.,  1890,  89; 
50  O.  G.,  1293.) 

The  subsequent  decision  in  the  case  of  ex  parte  McMullen^  (C.  D., 
1898,  119;  84  O.  G.,  507,)  without  stating  whether  it  was  the  inten- 
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tion  to  overrule  the  above  decisions,  contains  a  dictum  to  the  effect 
that  functional  claims  are  open  to  objection,  from  which  petition  lies 
to  the  Commissioner.  The  recent  decision  in  ex  parte  Plumb  (C.  D., 
1907,  367;  131  O.  G.,  1165)  merely  followed  the  practice  of  ex  parte 
McMullen.  In  the  case  of  ex  parte  Bullock^  (C.  D.,  1907,  93;  127 
O.  G.,  1580,)  where  the  only  structure  for  accomplishing  the  func- 
tion cited  in  the  claim  was  expressed  by  the  term  "  means  "  and  the 
claim  was  held  to  be  "indefinite  and  functional,"  the  matter  was 
passed  upon  by  the  Commissioner  on  petition  without  expressly 
stating  whether  it  was  a  matter  of  merits  or  of  form. 

In  the  case  of  Gardner,  decided  by  the  Court  of  Appeals  of  the 
District  of  Columbia  {post^  306;  140  O.  G.,  258,)  certain  claims  sim- 
ilar in  character  to  those  of  ex  parte  Bullock^  supra^  were  rejected  by 
the  Primary  Examiner  on  the  ground  that  they  were  claims  for  func- 
tions or  results.  This  rejection  was  affirmed  on  appeal  by  the  Ex- 
aminers-in-Chief,  the  Commissioner,  and  the  Court  of  Appeals.  Al- 
though no  references  were  cited  against  any  of  the  appealed  claims, 
the  court  did  not  intimate  that  the  matter  was  one  concerning  the 
form  of  the  claims  nor  hesitate  to  entertain  the  appeal  and  pass  upon 
the  merits  of  the  claims.  The  same  court  in  re  Blackmore^  post^  325 ; 
140  O.  G.,  1209,  also  passed  upon  claims  that  had  been  rejected  on  the 
ground  that — 

they  were  not  warranted  by  the  description  in  the  application,  and  are  too 
indefinite. 

In  view  of  the  fact  that  said  appeals  were  entertained  by  the  court 
and  in  view  of  the  further  fact  that  the  practice  in  the  various  divi- 
sions of  this  Office  is  not  uniform  and  the  decisions  of  different 
Commissioners  have  not  always  been  harmonious,  and  since  it  would 
obviously  be  to  the  advantage  both  of  applicants  and  of  the  Office  to 
have  these  vexatious  questions  settled  and  subject  to  the  doctrine  of 
stare  decisis^  it  is  held  as  follows : 

First,  that  in  all  cases  where  the  Examiner  holds  a  claim  other- 
wise clear  and  intelligible  to  be  functional — ^that  is,  for  a  function 
merely  or  because  it  fails  to  include  sufficient  mechanical  elements  to 
effect  the  function  expressed  in  the  claim — the  action  of  the  Examiner 
shall  be  a  rejection  of  the  claim  upon  the  ground  that  the  claim  does 
not  point  out  the  invention  with  sufficient  particularity  and  distinct- 
ness to  meet  the  requirements  of  section  4888,  Revised  Statutes,  which 
provides : 

Before  any  inventor  or  dfscoverer  shall  receive  a  patent  for  his  invention  or 
discovery,  he  shall  make  application  therefor,  in  writing,  to  the  CJommissioner 
of  Patents,  and  shall  file  in  the  Patent  Office  a  written  description  of  the  same, 
and  of  the  manner  and  process  of  making,  constructing,  compounding,  and  using 
it,  in  such  full,  clear,  concise,  and  exact  terms  as  to  enable  any  person  skilled  In 
the  art  or  science  to  which  it  appertains,  or  with  which  it  is  most  nearly 
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connected,  to  make,  construct,  compound,  and  use  the  same;  and  in  case  of  a 
machine,  he  shall  explain  the  principle  thereof,  and  the  best  mode  in  which  he 
has  contemplated  applying  that  principle,  so  as  to  distinguish  it  from  other 
inv^itions;  and  he  shall  particularly  point  out  and  distinctly  claim  the  part, 
improvement,  or  combination  which  he  claims  as  his  invention  or  discovery. 

The  rejection  shall  at  the  same  time  include  all  of  the  grounds 
enumerated  in  Kule  133  that  the  Examiner  thinks  applicable.  Appli- 
cant's remedy  from  such  action  is  by  way  of  appeal  successively  to 
the  Examiners-in-Chief ,  the  Commissioner,  and  the  Court  of  Appeals 
of  the  District  of  Columbia. 

Second,  that  only  where  claims  are  indefinite,  in  the  sense  that 
they  are  ambiguous,  equivocal,  lacking  in  clearness,  or  unintelligible, 
shall  the  Examiner's  action  be  in  the  form  of  an  objection.  The 
remedy  from  this  action  is  by  petition  to  the  Commissioner  in  person. 

The  Examiner  also  objected  to  the  claims  on  the  ground  that  it  is 
not  clear  what  is  meant  by  the  phrase  "  the  active  length  of  the 
lever"  in  claim  1  and  the  corresponding  expressions  in  the  other 
claims.  The  definition  of  this  expression  in  the  specification,  how- 
ever, is  believed  to  make  the  meaning  clear.  The  Examiner's  criti- 
cism that  the  language  in  lines  3  and  4  of  claim  5  is  not  clear  is  well 
taken.  The  statement  in  line  3  that  the  connection  is  pivoted  to  the 
lever  appears  inconsistent  with  the  statement  in  the  following  line 
that  there  are  engaging  devices  between  the  connection  and  the  lever. 
The  wording  in  lines  5  to  7  of  claim  6,  also  criticised,  appears  to  be 
perfectly  clear.  The  suggestion  of  the  Examiner  that  "  being  con- 
structed "  in  line  6,  claim  2,  be  changed  to  "  extend  forward  "  and 
that  "  upon  "  be  substituted  for  "  against "  in  line  3  of  claim  3  goes 
to  the  breadth  of  the  claiin,  and  therefore  relates  to  the  merits. 

Concerning  applicant's  statement  that  his  claims  are  similar  in 
form  to  claims  allowed  in  another  case  by  the  Examiners-in-Chief 
and  his  complaint  that  the  Examiner  refused  to  be  guided  by  said 
decision,  it  is  suflScient  to  call  attention  to  the  decision  of  the  Com- 
missioner in  the  case  of  ex  parte  Konold,  (C.  D.,  1908, 107;  133  O.  G., 
2189,)  which  states: 

It  is  self-evident  that  the  Examiner  should  follow  the  decisions  of  the  higher 
tribunals  whether  he  agrees  with  those  decisions  or  not.  It  would  not  be 
proper,  however,  for  the  CJommissioner  to  instruct  the  Examiner  that  the 
claims  of  a  particular  application  should  be  allowed  in  view  of  a  prior  decision. 

For  the  reasons  stated  the  petition,  except  as  otherwise  indicated 
above,  is  dismissed. 
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Ex  PARTE  R.  M.  Rose  Company, 

Decided  December  90,  1908, 

140  O.  G.,  507. 

Trade-Mabks — "Ask  the  Revenue. Officer"  fob  Whisky — Deceptive. 

The  words  "Ask  the  Revenue  Officer  "  as  a  trade-mark  for  whisky  Held 
to  be  deceptive,  and  therefore  not  registerable,  since  the  registration  of  this 
mark  would  tend  to  Indicate  that  the  Government  had  guaranteed  the 
quality  of  the  goods  upon  which  the  mark  was  placed. 

On  Appeal. 

TBADE-MABK  FOB   WHISKY. 

Messrs.  Mason^  Fenwick  <&  Lawrence  for  the  applicant. 
Moore,  Corrmmsioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  as  a  trade-mark  for  whisky  the  words  "Ask 
the  Revenue  OflScer." 

The  refusal  to  register  the  mark  was  based  on  the  ground  that  the 
public,  seeing  it  upon  the  goods,  would  be  led  to  believe  that  the 
Government  approved  of  the  quality  of  the  goods  upon  which 
the  mark  is  used  through  some  officer  of  the  Internal  Revenue  Office. 

This  holding  is  believed  to  be  right.  For  reasons  similar  to  those 
stated  in  the  decisions  ^a?  parte  Alart  arid  McGuire  (C.  D.,  1907, 409; 
131  O.  G.,  2145)  and  ex  parte  The  United  States  Sanitary  Manufac- 
turing Company^  (C.  D.,  1908,  230;  137  O.  G.,  227,)  the  registration 
was  properly  refused.  The  only  meaning  to  be  attached  to  the  phrase 
which  constitutes  the  mark  would  be  that  the  revenue  officer,  if  asked 
about  tjie  goods,  would  state  that  they  were  up  to  the  standard  re- 
quired by  the  Government.  Should  the  mark  be  registered  and  the 
words  "  Registered  in  the  U.  S.  Patent  Office ''  or  their  equivalent  be 
placed  on  the  label  bearing  the  mark,  as  required  by  section  28  of  the 
act  of  February  20,  1905,  it  would  clearly  tend  to  indicate  that  the 
Government  guaranteed  that  the  goods  were  up  to  this  standard.  As 
the  Government  makes  no  such  guarantee,  the  mark  is  deceptive  in 
its  nature,  and  therefore  not  registrable. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Mattice  V,  Langworthy. 

Decided  February  11,  1909, 

140  O.  G.,  507. 

1.   INTERFEBENCB — ^EJVIDENCE — SUPPRESSION — TESTIMONY    TAKEN     OUT     OP     TlME 

AND  No  Opportunity  Allowed  for  Cross-Examination. 
Where  a  party  to  an  Interference  begins  the  taking  of  his  testimony 
Just  two  days  prior  to  the  expiration  of  the  time  set  and  occupies  all  of 
such  time  In  the  direct  examination  and  ofiTers  the  opposing  party  no 
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opportunity  within  such  time  for  cross-examination  and  without  securing 
extension  of  his  tim^  proceeds  to  examine  other  witnesses  thereafter,  at 
which  examination  the  opposing  party's  counsel  was  not  present,  he  hav- 
ing withdrawn  after  the  expiration  of  the  time  set,  Held  that  all  the 
testimony  was  properly  suppressed. 
2.  BiTLES — Failube  to  Comply — ^Ignobance  No  Excuse. 

That  a  party  had  not  the  means  to  employ  counsel  and  was  ignorant  of 
the  rules  of  practice  is  not  a  sufficient  excuse  for  waiving  the  requirements 
thereof. 

Appeal  on  Motion. 

MANGLE. 

Messrs.  Ward  <&  Cameron  and  Messrs.  Meyers^  Cushman  dk  Rea 
for  Mattice. 
Messrs.  Arthur  C.  Eraser  dk  Usina  for  Langworthy. 

Moore,  Commissioner: 

This  is  an  appeal  by  Langworthy  from  a  decision  of  the  Examiner 
of  Interferences  granting  a  motion  brought  by  Mattice  to  strike  out 
the  depositions  filed  on  behalf  of  Langworthy. 

The  time  for  the  taking  of  testimony  by  Langworthy,  after  exten- 
sion by  stipulation,  was  finally  set  by  the  Examiner  of  Interferences 
to  close  on  November  1, 1908.  Langworthy  did  not  commence  taking 
his  testimony  until  October  29, 1908.  He  continued  the  direct  exam- 
ination of  himself  and  witnesses  throughout  the  remainder  of  his 
time  without  affording  Mattice  an  opportunity  for  cross-examination 
during  said  time.  Langworthy  further  continued  the  taking  of  testi- 
mony for  several  days  after  his  time  had  expired  without  having  his 
time  extended  by  stipulation  or  motion.  Counsel  for  Mattice  was 
present  at  the  taking  of  testimony  prior  to  November  1,  but  with- 
drew after  Langworthy's  time  for  taking  testimony  had  expired, 
and  subsequently  filed  a  motion  to  suppress  the  testimony  filed  by 
him.  This  motion  was  granted  by  the  Examiner  of  Interferences, 
who  held  that  testimony  taken  without  opportunity  for  cross-exam- 
ination must  in  general  be  struck  out  and  that  Mattice  was  under 
no  legal  duty  to  be  present  after  the  expiration  of  Langworthy's 
time. 

Langworthy  states  that  on  account  of  poverty  it  was  necessary  for 
him  to  conduct  his  own  case  and  that  because  of  his  ignorance  of  the 
Office  rules  and  practice  he  supposed  that  it  was  necessary  for  him 
merely  to  commence  the  taking  of  his  testimony  within  the  time  set. 

Rule  154  (4)  of  the  Rules  of  Practice  of  this  Office  provides  that 
if  a  party  is  unable  to  take  his  testimony  within  the  time  set  and 
desires  an  extension  for  such  purpose  he  must  file  a  motion,  ac- 
companied by  a  statement  under  oath,  setting  forth  certain  specified 
facts.  No  such  motion  was  filed  by  Langworthy.  Ignorance  on  his 
part  is  not  a  sufficient  reason  for  waiving  the  requirements  of  the 
21895— H.  Doc.  124,  61-2 i 
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rule.    In  the  case  of  Keller  v.  Wethey  v.  Roberta  (C.  D.,  1897,  157; 
81  O.  G.,  331)  Commissioner  Butterworth  said: 

The  rule  for  extension  of  time  for  taking  testimony  is,  I  think,  a  salutary 
one,  made  in  the  interest  of  all  parties.  Wethey's  disregard  of  the  rule  is 
obvious,  and  there  is  nothing  left  to  do  but  to  abolish  the  rule  or  compel  its 
observance,  and  there  is  only  one  way  to  accomplish  the  latter,  which  is  to 
refuse  to  permit  Wethey  to  take  his  testimony  in  rebuttal  on  the  showing  made. 
If  he  is  to  suffer  by  this  action,  it  is  to  be  regretted ;  but,  as  I  said  in  the  case 
of  Smith  and  Thomas  v.  Cotclea,  (C.  D.,  1885, 12;  30  O.  G.,  343,)  "it  must  occur 
to  counsel  that  it  is  better  to  Insist  upon  a  reasonable  and  Just  compliance  with 
the  rules  of  the  Office,  though  it  may  work  a  hardship  in  an  individual  case,  than 
adopt  a  course  which  would  result  in  a  practical  abrogation  of  them,  with  con- 
sequent confusion." 

In  the  case  of  Munater  v.  Ashworth^  (C.  D.,  1907,  156;  128  O.  G., 
2086;  29  App.,  D.  C,  84,)  where  a  witness,  after  testifying  in  his 
own  behalf,  left  the  stand,  stating  that  on  account  of  physical  disa- 
bility he  was  unable  to  withstand  the  strain  of  cross-examination, 
and  no  extension  of  time  was  obtained  in  order  that  the  witness 
might  be  cross-examined,  the  Court  of  Appeals  of  the  District  of 
Columbia  held: 

Under  the  circumstances,  the  direct  examination  ought  to  have  been  ex- 
cluded on  motion,  and  is  entitled  to  no  weight. 

/  find  no  error  in  the  decision  of  the  Examiner  of  Interferences^ 
and  it  is  accordingly  affirmed. 


In  be  Hekbt,  Jr. 

Decided  February  18, 1909, 
140  O.  G.,  608. 

1.  Public-Use  Pboceedings — Heabing — Briefs — Pbaotice. 

In  public-use  proceedings  after  the  filing  of  protestant*s  testimony  it  is 
customary  merely  to  set  a  time  within  which  the  parties,  the  protestant  as 
well  as  the  applicant,  may  file  briefs  with  the  Primary  Examiner,  and 
it  is  not  the  practice  to  set  a  case  down  for  oral  hearing. 

2.  Same — Obal  Heabino  Not  Granted. 

The  protestant  will  not  be  permitted  to  appear  before  the  Primary 
Examiner  and  argue  orally  the  pertinency  of  the  evidence  taken  in  the 
public-use  proceedings,  even  though  the  prote^nt  had  knowledge  of  the 
application  by  reason  of  the  fact  that  he  had  been  involved  in  an  inter- 
ference proceeding  with  such  application. 

On  MonoN. 

Messrs.  Bacon  <&  Milans  for  the  protestant. 

Messrs.  Foster,  Freemany  Watson  <&  Coit  for  the  applicant 

Moore,  Commissioner: 

This  is  a  motion  by  the  protestant,  Henry,  that  he  be  granted  the 
"  privilege  of  being  present  and  represented  by  attorney  at  the  hear- 
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ing  "  before  the  Primary  Examiner  in  the  above-entitled  public-use 
proceeding. 

Under  the  existing  practice  the  question  of  whether  the  evidence 
filed  by  the  protestant  in  a  public-use  proceeding  establishes  a  bar  to 
the  grant  of  a  patent  to  the  applicant  is  considered  an  ex  parte 
matter.  Protestant  is  in  error  in  his  assumption  that  it  is  the  practice 
to  set  the  case  down  for  oral  hearing  before  the  Primary  Examiner. 
It  is  customary  merely  to  set  a  time  within  which  the  parties,  the 
protestant  as  well  as  the  applicant,  may  file  briefs  with  the  Primary 
Examiner. 

In  the  public-use  proceeding  in  the  case  of  ex  parte  Hartley^  (89 
MS.  Dec,  162,)  where  a  motion  similar  to  the  present  one  was  under 
consideration,  it  was  stated: 

PubUc-use  proceedings  are  eof  parte  in  their  nature,  the  only  question  being 
the  right  of  the  applicant  to  a  patent 

The  question  of  the  patentability  of  an  invention  to  any  applicant  is  one 
which  must  be  considered  in  the  light  of  patents,  publications  and  any  other 
evidence  which  would  tend  to  establish  a  statutory  bar  to  the  grant  of  his 
patent.  The  evidence  which  is  presented  in  public-use  proceedings  consists  of 
facts  which  must  be  considered  by  the  Primary  Examiner  in  determining  the 
patentabUity  of  the  applicant's  invention.  It  is  believed  tliat  it  is  not  necessary 
that  an  oral  discussion  of  these  fkcts  should  be  had  before  the  Primary  Ex- 
aminer. The  fkcts  upon  which  the  Examiner's  decision  must  be  based  must 
appear  in  the  record  and  his  conclusion  must  be  based  upon  those  alone. 

For  these  reasons,  the  order  of  September  4,  is  modified  as  follows: 

The  printed  testimony  having  been  filed,  this  case  is  transmitted  to  the 
Primary  Examiner,  who  will  set  a  time  within  which  briefs  may  be  filed  by 
both  parties.    No  oral  hearing  will  be  had. 

Protestant  contends  that  the  motion  should  be  granted,  since,  if 
permitted  to  explain  the  testimony  he  has  taken  to  the  Primary 
Examiner,  it  will  assist  the  latter  in  promptly  and  expeditiously 
ascertaining  the  facts. 

The  OflSce  recognizes  that  this  contention  is  not  without  force,  and 
it  is  for  this  reason  that  a  protestant  is  permitted  to  file  a  brief. 
Ordinarily  the  protestant  is  ignorant  to  a  greater  or  less  extent  of 
the  contents  of  the  applicant's  case,  and  the  Office  is  not  warranted 
in  giving  the  protestant  information  of  the  application  or  in  offering 
him  an  opportunity  to  gain  such  information.  In  the  present  case, 
although  the  parties  were  at  one  time  involved  in  an  interference 
proceeding  and  protestant  knew  the  contents  of  the  application  as  it 
existed  at  that  time,  he  does  not  claim  to  have  any  knowledge  of 
the  claims  at  present  in  the  application.  Obviously  the  applicant 
could  not  at  an  oral  hearing  discuss  the  relevancy  of  the  evidence 
to  the  invention  claimed  without  disclosing  the  substance  of  the 
claims.  Moreover,  there  appears  to  be  no  more  reason  for  granting 
protestant  an  oral  hearing  before  the  Primary  Examiner  than  before 
the  various  appellate  tribunals  that  may  be  called  upon  to  consider 
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the  case.  If  the  protestant  were  permitted  to  argue  the  matter  on 
appeal,  it  would  be  necessary  for  the  Office  to  inform  him  of  the 
filing  of  an  appeal  by  the  applicant  and  to  furnish  him  with  a  copy 
of  the  decision  below.  The  privilege  of  filing  a  brief  with  the  Pri- 
mary Examiner  is  believed  to  offer  the  protestant  an  adequate  oppor- 
tunity to  discuss  the  nature  of  his  evidence  and  what  it  establishes, 
and  it  certainly  gives  to  the  protestant  all  the  privilege  to  which 
he  is  entitled. 

The  motion  is  denied. 


SCHULER  V.  BabNES  V.  SwARTWOUT. 

Decided  February  6,  1909. 

140  O.  G.,  609. 

INTEBTEBENCE — DISSOLUTION — ^AFFIDAVIT    FiLED   UNDEB   RULE   75  ALLEGED    TO  BB 

False. 
An  interference  will  not  be  dissolved  upon  the  affidavit  of  a  party  thereto 
alleging  that  an  affidavit  of  an  opposing  party  filed  under  Rule  75  during 
the  ew  parte  prosecution  of  the  opposing  party's  application  to  avoid  a 
referoiee  was  false  or  upon  such  an  affidavit  considered  in  connection 
with  the  testimony  taken  in  the  interference,  which,  it  is  alleged,  tends  to 
disprove  the  allegations  made  in  such  affidavit  The  affidavit  of  the 
moving  party  which  merely  denies  the  allegations  of  the  affidavit  filed 
under  Rule  75  is  obviously  Insufficient  evidence,  and  it  is  well  settled  that 
an  interference  will  not  be  dissolved  on  grounds  arising  out  of  the  teeti- 
mony  taken  on  the  question  of  priority. 

On  Petition. 

DRESS  AND  COBSET  STAY. 

Mr.  E.  Ldoas  for  Schuler. 

Mr.  Herbert  Cottrell  and  Messrs.  H.  C.  Evert  <&  Co.  for  Barnes. 

Messrs.  Fischer  <&  Sanders  for  Swartwout. 
Billings,  Assistant  Commissioner: 

This  is  a  petition  by  Barnes  that  under  the  exercise  of  the  super- 
visory authority  of  the  Commissioner  the  above-entitled  interference 
be  di^lved  as  to  the  party  Swartwout  on  the  ground  that  the  affi- 
davit filed  under  Rule  75  by  the  latter  during  the  ex  parte  prosecu- 
tion of  her  application  to  avoid  a  reference  is  false,  as  shown  by  the 
testimony  taken  in  the  interference  proceeding. 

The  record  shows  that  the  party  Schuler  has  taken  no  testimony, 
but  that  testimony-in-chief  for  the  parties  Swartwout  and  Barnes 
and  the  rebuttal  testimony  on  behalf  of  the  party  Barnes  has  been 
completed  and  filed  in  this  Office,  and  the  case  is  awaiting  final  hear- 
ing by  the  Examiner  of  Interferences. 

In  support  of  his  petition  Barnes  refers  to  his  affidavit  accompany- 
ing the  petition  and  to  the  testimony  filed  in  the  interference  pro- 
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ceeding.  Obviously  the  affidavit  of  Barnes,  which  merely  denies  the 
truth  of  the  allegations  made  by  the  party  Swartwout  in  her  affi- 
davit, is  insufficient  evidence,  taken  by  itself,  upon  which  to  base  any 
action.  Concerning  the  testimony  taken  in  the  interference,  it  is  a 
well-established  practice  that  an  interference  will  not  be  dissolved  on 
grounds  arising  out  of  testimony  taken  upon  the  question  of  priority. 
{Paget  v.  Bugg,  C.  D.,  1889,  214;  89  O.  G.,  1342;  Emraet  v.  Fvllagar, 
C.  D.,  1907,  322;  130  O.  G.,  2719.)  In  the  case  of  Wert  v.  Borst  and 
Groacop  (C.  D.,  1906,  198;  122  O.  G.,  2062)  the  Commissioner  said: 

Borst  and  Groscop  are  Involved  In  the  interference  upon  their  reissue  applica- 
tion. It  is  contended  by  Wert  that  the  testimony  taken  by  him  in  the  Inter- 
ference shows  the  existence  of  intervening  rights  such  as  to  bar  reissue  to 
Borst  and  Groscop.     ♦     ♦     ♦ 

It  is  contended  by  the  applicant  that  where  the  question  of  a  statutory  bar 
has  arisen  the  question  of  priority  cannot  properly  be  determined  without  tak- 
ing some  action  in  reference  thereto.  I  know  of  no  such  practice  nor  of  any  good 
reason  why  such  a  practice  should  be  adopted.  On  the  other  hand,  where  the 
evidence  relating  to  priority  of  invention  Is  before  the  Office  and  the  question 
of  a  statutory  bar  Is  raised  which  applies  to  but  one  of  two  applications  in- 
volved in  the  interference  and  which  requires  for  its  determination  considera- 
tion of  evidence,  and  possibly  further  taking  of  testimony,  such  determination 
should  be  postponed  until  priority  of  invention  has  been  settled,  at  least  so  fttr 
as  the  same  can  be  settled  in  this  Office. 

In  the  present  case  proofs  have  been  taken  and  the  case  is  ready 
for  final  hearing  before  the  Examiner  of  Interferences,  who  should 
consider  the  testimony  in  the  first  instance.  The  allegations  of  fact 
in  the  affidavit  of  Swartwout  are  not  conclusive;  but  the  dates  to 
which  she  is  entitled  will  be  determined  from  the  proofs.  {Forsyth 
V.  Richards,  C.  D.,  1905,  115;  115  O.  G.,  1327.)  The  question  is 
really  one  of  priority  of  invention,  and  consideration  of  the  entire 
testimony  is  necessary  to  arrive  at  a  conclusion,  moreover  while  the 
testimony  may  show  that  Swartwout  is  not  entitled  to  dates  suffi- 
ciently early  to  avoid  the  reference  it  may  also  show  that  Barnes  is 
not  the  first  and  prior  inventor  and  is, therefore  not  entitled  to  a 
patent.  {Ghieniifet  et.  al.  v.  Wictoraohn,  C.  D.,  1908,  108;  134  O.  G., 
255.) 

For  the  reasons  stated  the  petition  is  denied. 


Ex  PARTE  RUPPERT. 

Decided  February  5,  1909. 

140  O.  G.,  755. 

Label — Use  of  Legend  "Guaranteed  Undeb  the  Food  and  Drugs  Act" — 
Registration  Refused. 
A  label  containing  the  words  "  Guaranteed  under  the  Food  and  Drugs 
Act,  June  30,  1906,"  Is  not  entitled  to  registration,  as  the  use  of  this  legend 
tends  to  convey  the  impression  that  the  Government  guarantees  the  mer- 
chandise contained  in  the  receptacle  on  which  the  label  may  be  applied. 
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On  Appeal. 

LABEL  FOB  ALE. 

Messrs.  Goepd  (&  Goepel  for  the  applicant. 

MooRE,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  refusing  to  reg- 
ister a  label  entitled  "  Jacob  Ruppert  Sparkling  Ale  "  for  the  reason 
that  it  contains  the  clause  "  Guaranteed  under  the  Food  and  Drugs 
Act,  June  30th,  1906."  The  Examiner  states  that  the  refusal  is  based 
upon  my  decisions  in  ex  parte  Alart  and  McGuire  (C.  D.,  1907,  409; 
131  O.  G.,  2145)  and  ex  parte  Tennessee  Brewing  Company^  (C.  D., 
1908,  227;  136  O.  G.,  1999.)  The  case  of  ex  parte  Tennessee  Brew- 
ing Company^  supra^  is  similar  to  the  one  under  consideration  in  that 
the  application  was  for  the  registration  of  a  label  containing  the 
words  "Guaranteed  under  the  Food  and  Drugs  Act,  June  30th, 
1906."  In  that  decision,  after  quoting  from  my  previous  decision  in 
ex  parte  Alart  and  McGuire^  supra^  I  stated : 

For  the  same  reasons  it  is  believed  tliat  a  label  should  not  be  registered  in 
which  the  guaranty  clause  is  so  located  as  to  be  susceptible  of  the  Interpretation 
that  the  Government  is  the  guarantor  of  the  merchandise  contained  in  the  recep- 
tacle to  which  the  label  is  applied.  It  is  l)elieved  that  where  the  words  "  Guar- 
anteed under  the  Food  and  Drugs  Act "  are  placed  upon  a  registered  label  they 
should  be  so  qualified  by  the  addition  of  the  applicant's  name  that  the  true 
guarantor  will  be  unmistakably  identified — as,  for  example,  "  Guaranteed  under 
the  Food  and  Drugs  Act  June  30,  '06,  Serial  No.  19733,  by  the  Tennessee  Brew- 
ing CJompany."  In  this  form  the  registration  of  the  label  would  not  be  subject 
to  the  objections  above  noted.     ♦     ♦     ♦ 

Holding  the  above  views  I  directed  the  Examiner  of  Trade-Marks  to  refuse 
registration  of  all  labels  In  which  the  guaranty  clause  was  not  so  qualified  as  to 
identify  the  guarantor  in  the  manner  stated. 

Since  the  above  decision  was  published  "  The  Board  of  Food  and 
Drugs  Inspection  "  recommended  a  change  in  the  form  of  the  guar- 
anty legend,  as  follows: 

Section  h  of  Regulation  9  provides  that  a  general  guaranty  may  be  filed  with 
the  Secretary  of  Agriculture  by  the  manufacturer  or  dealer  and  be  given  a  serial 
number,  which  number  should  appear  on  each  and  every  package  of  goods  sold 
under  such  guaranty,  with  the  words  "  Guaranteed  under  the  Food  and  Drugs 
Act,  June  30,  1906." 

It  is  obvious  from  a  reading  of  section  9  of  the  act  that  the  guaranty  Is  in  no 
sense  a  guaranty  by  the  Government,  and  that  It  Is  merely  an  assumption  of 
responsibility  for  the  character  or  labeling  of  the  goods  by  the  manufacturer. 
Jobber,  or  packer.  Yet,  notwithstanding  this  plain  fact,  attempts  have  been 
made  by  some  unscrupulous  persons  to  cause  the  public  to  Interpret  the  phrase 
"  Guaranteed  under  the  Food  and  Drugs  Act,  June  30,  1906,"  as  a  guaranty  by 
the  Government  that  the  goods  upon  which  the  phrase  appears  are  pure  and 
conform.  In  aU  respects,  with  the  provisions  of  the  act.  This  misrepresentation 
has  been  scattered  broadcast  in  prominent  advertisements  In  the  press,  and  by 
means  of  circulars  and  biU-board  posters.    Even  in  the  absence  of  such  mis- 
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representation  there  can  be  no  doubt  that  the  phrase,  unfortunately,  is  mislead- 
ing, and  is  therefore  prohibited  by  the  law  and  should  be  changed.  The  Ck)m- 
missloner  of  Patents  has  refused  to  register  trade-marks  of  which  the  phrase 
formed  a  part,  on  the  ground  that  it  is  misleading  and  under  the  law  cannot 
be  registered.    *    *    * 

As  a  solution  of  the  question,  the  board  recommends  that  the  guaranty  legend 
be  changed  so  as  to  show  plainly  that  the  guaranty  is  that  of  the  manufacturer 
and  not  of  the  Government,  that  the  old  form  of  labels  now  in  use  representing 
guaranties  already  filed  with  the  Department  of  Agriculture  shall  be  recognised 
for  a  term  of  two  years,  and  that  for  all  guaranties  filed  with  the  Department 
of  Agriculture  on  and  after  January  1,  1909,  the  guaranty  legend  shall  read 
"Guaranteed  by  (insert  name  of  guarantor)  under  the  Food  and  Drugs  Act, 
June  30,  1906." 

Accordingly  the  following  amendment  is  proposed  to  Regulation  9  of  the  Rules 
and  Regulations  for  the  Enforcement  of  the  Food  and  Drugs  Act : 

Section  h  of  Regulation  9  is  hereby  amended  to  read  as  follows : 

(6)  A  general  guaranty  may  be  filed  with  the  Secretary  of  Agriculture  by  the 
manufacturer  or  dealer  and  be  given  a  serial  number,  which  number  shall 
appear  on  each  and  every  package  of  goods  sold  under  such  guaranty  with  the 
words  "  Guaranteed  by  (insert  name  of  guarantor)  under  the  Food  and  Drugs 
Act,  June  30,  1906." 

This  amendment  shall  become  and  be  effective  on  and  after  January  1,  1909. 
Lal>els  bearing  the  form  of  guaranty  legend  provided  in  the  original  regulations 
and  representing  guaranties  now  on  file  with  the  Department  of  Agriculture 
may  be  used  for  a  period  of  two  years,  but  it  is  suggested  that,  as  new  labels 
are  prepared,  the  change  in  the  form  of  guaranty  legend  should  be  made. 

This  amendment  proposed  by  said  board  was  approved  by  the  Sec- 
retaries of  the  Treasury,  of  Agriculture,  and  of  Commerce  and  Labor, 
the  proper  authorities  under  the  said  act,  on  December  8. 1908,  (Food 
Inspection  Decision  99,  issued  by  the  United  States  Department  of 
Agriculture  December  12,  1908.) 

On  account  of  the  above  cJiange  in  Regulation  S,  <w  well  as  for  the 
reasons  stated  in  ex  parte  Tennessee  Brewing  Company^  supra^  the 
decision  of  the  Examiner  must  be  affirmed. 


Ex  PARTE  HaBRIS. 
Decided  February  25,  1909. 

140  O.  G.,  756. 

Examination  op  Application — Citation  and  Combination  of  References.  ' 
In  many  cases  a  mere  statement  that  the  claims  are  rejected  on  specified 
references  is  sufficient,  in  view  of  the  character  of  the  invention;  but  In  all 
cases  where  references  are  grouped  together  it  should  be  clearly  stated 
whether  the  claims  are  anticipated  by  each  of  the  references  s^)arately  or 
in  what  manner  the  references  are  to  be  combined. 

On  PETmoN. 
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BOTABY  ENGINE. 

Messrs.  Dyrenforth^  Lee^  Chritton  (6  Wiles  for  the  applicant 
Billings,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  denying  appli- 
cant's request  for  a  specific  application  of  the  references  cited. 

The  record  of  the  case  shows  that  on  October  9, 1908,  certain  claims 
were  rejected,  the  following  language  being  used  by  the  Examiner: 

Claims  1  and  2  are  each  rejected  on  appUcant's  former  patent,  889,460,  June 
2,  1908,  (121-78,)  and  patents  to  Gulndon,  688,947,  Dec.  17,  1901,  (121-78,) 
Gulndon,  757,455,  Apr.  19,  1904  (121-81.) 

Claims  5  to  8,  Inclusive,  are  each  rejected  on  the  two  Gulndon  patents,  and 
also  on  Decker,  371,675,  Get.  18,  1887,  (121-81d2.) 

Claims  9  to  16,  Inclusive,  are  each  rejected  on  the  two  Gulndon  patents  and 
Decker  In  view  of  Moffett,  315,318,  Apr.  7, 1885,  (121-75,)  and  also  In  connection 
with  applicant's  former  patent,  above  cited. 

On  November  16, 1908,  applicant  requested  a  more  specific  applica- 
tion of  the  references.  On  November  19,  1908,  the  Examiner  denied 
this  request,  stating  that — 

It  Is  not  seen  that,  as  suggested  by  applicant,  the  claims  need  be  applied  ele- 
ment for  element  If  applicant  will  first  comply  with  the  provisions  of  Rules 
68  and  69  and  refer  to  Just  what  he  does  not  understand  or  what  is  ambiguous 
In  the  references,  the  Examiner  wUf  be  pleased  to  explain. 

On  December  2, 1908,  the  applicant  again  requested  an  explanation 
of  the  references,  and  on  December  9,  1908,  this  request  was  refused 
so  far  as  it  related  to  claims  1  and  2  and  5  to  8,  inclusive.  With  re- 
spect to  claims  9  to  16  the  Examiner  made  the  following  statement : 

It  Is  noted  that  the  Office  letter  of  Oct.  9,  1908,  In  the  rejection  of  claims  9  to 
16  failed  to  specifically  state  the  reasons  the  Moffett  and  applicant's  former 
patent,  both  of  recofd,  were  used,  and  the  following  explanation  is  offered: 
Decker  and  applicant's  former  patent  show  every  feature  claimed  except  the 
non-expanding  member  with  different  coefficients  of  expansion;  this  feature  is 
shown  in  Moffett. 

On  February  1, 1909,  the  present  petition  was  taken. 

It  is  clear  from  the  record  of  the  case  as  above  stated  that  the 
Examiner  has  not  given  the  applicant  such  information  as  is  required 
by  Rule  66  and  the  decisions  relative  thereto.  The  rule  reads  in  part 
as  follows: 

Upon  the  rejection  of  an  application  for  want  of  novelty,  the  Examiner  must 
cite  the  best  references  at  his  command.  When  the  reference  shows  or  de- 
scribes Inventions  other  than  that  claimed  by  the  applicant,  the  particular  part 
i*elled  on  will  be  designated  as  nearly  as  practicable.  The  pertinence  of  the 
reference,  If  not  obvious,  must  be  clearly  explained  and  the  anticipated  claim 
specified. 

In  ex  parte  Lincoln,  (C.  D.,  1907,  117;  127  O.  G.,  3216,)  with  re- 
spect to  a  petition  similar  to  the  present  one,  the  Commissioner  said : 

The  first  and  second  actions  on  this  case  do  not  make  clear  upon  what  theory 
the  claims  are  rejected.    It  is  simply  stated  that  the  claims  are  rejected  on  the 
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many  references  cited.  Where  several  claims  are  rejected,  it  should  appear  in 
the  Examiner's  letter  whether  all  the  references  are  cited  against  each  claim 
or  whether  they  are  cited  distribntively  against  the  various  claim&  In  the 
latter  event  it  should  be  made  clear  in  connection  with  each  claim  which  refer- 
mces  are  relied  upon  In  the  rejection  thereof.  Furthermore,  where  several 
references  are  cited  against  a  claim  it  should  be  made  clear  whether  each  refer- 
ence is  regarded  as  sufficient  in  itself  to  defeat  the  claim  or  whether  the  ref- 
erences are  to  be  taken  Jointly.  If  to  be  taken  Jointly,  the  theory  upon  which 
they  are  combined  must  be  pointed  out.  The  applicant  and  others  who  may  have 
to  Interpret  the  Examiner's  action  should  not  be  left  to  surmise  to  determine 
what  was  in  the  Examiner's  mind  in  the  respects  hereinabove  referred  to.  The 
common  Impression,  however,  that  the  Examiner  should  ordinarily  apply  the 
refer^ices  to  the  claims  element  for  element  is  unwarranted.  The  specifications 
and  drawings  of  the  references  are  ordinarily  to  be  had  by  the  applicant  or  his 
attorney,  who  must  determine  for  themselves  what  the  references  disclose  and 
whether  they  Justify  the  action  based  by  the  Examiner  upon  them.  Of  course 
where  there  is  any  doubt  as  to  the  interpretation  placed  by  the  Examiner  upon 
a  feature  of  a  drawing  or  portion  of  a  i^)ecification  the  Examiner  will  furnish 
an  explanation  in  response  to  a  specific  request  making  clear  the  uncertainty 
existing  in  the  mind  of  the  applicant 

In  ex  parte  Miller  {ante^  23;  139  O.  G.,  730)  the  Commissioner, 
after  quoting  Rules  65  and  66,  said : 

It  is  obvious  from  the  terms  of  these  rules  that  it  is  the  duty  of  the  Examiner 
upon  the  first  action,  and,  if  necessitated  by  the  development  of  the  case,  upon 
each  succeeding  action,  to  cite  the  best  references  available  bearing  upon  the 
alleged  invention,  as  well  as  upon  the  language  in  which  the  invention  is  ex- 
pressed in  the  claims.  It  is  his  duty  to  make  each  action  clear  as  to  the  perti- 
nency of  the  references,  and  where  a  plurality  of  references  are  cited  against 
the  claims  how  such  references  are  to  be  combined,  in  order  that  the  applicant 
may  have  a  full  comprehension  of  the  Eixaminer's  exact  position,  and  thus  be 
able  to  point  out  how  his  claims  or  the  amendments  thereto  avoid  such  refer- 
ences or  objections. 

It  is  evident  that  in  many  cases  a  mere  statement  that  claims  are 
rejected  on  specified  references  is  sufficient  in  view  of  the  character  of 
the  invention;  but  in  all  cases  where  references  have  been  grouped 
together,  as  in  the  present  case,  it  should  be  clearly  stated  whether 
the  claims  are  anticipated  by  each  of  the  references  separately  or  in 
what  manner  the  references  are  to  be  combined.  In  the  present  case 
in  the  action  of  November  16,  1908,  the  applicant  did  not  request 
reconsideration  of  the  rejection,  but  asked  for  an  explanation  as  to 
how  the  references  were  to  be  combined,  and,  while  it  was  obviously 
not  necessary  that  the  Examiner  should  point  out  where  he  found 
every  element  of  each  of  the  claims  in  each  of  the  references,  it  was 
his  duty  to  have  given  the  applicant  such  information  as  would  have 
enabled  him  to  intelli^ntly  prosecute  the  case. 

TJie  petition  is  granted. 
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Ex  PASTE  OrNDOFF. 

Decided  February  25,  1909. 

140  O.  G.,  1001. 

Amendments  Undeb  Rule  78 — Practice. 

It  is  the  well-settled  practice  that  where  amendm^its  are  presented 
under  Rule  78  containing  claims  which  the  Examiner  recommends  are 
patentable  such  amendments  will  be  entered,  but  that  amendm^its  present- 
ing claims  which  the  Primary  Examiner  holds  are  not  patentable  will  not 
be  entered.  It  is  not  necessary  for  the  Examiner  to  give  in  detail  his  rea- 
sons for  holding  that  the  claims  are  unpatentable,  and  the  rule  does  not 
provide  for  an  indirect  prosecution  of  the  application. 

On  Petition. 

FUBBOW-OPENING  ATTACHMENT. 

Messrs.  Brown  <&  Hopkins  for  the  applicant. 

MooRE,  Commissioner: 

This  is  a  petition  that  the  above-entitled  application  be  withdrawn 
from  issue  for  the  purpose  of  considering  certain  claims  presented 
by  applicant. 

The  final  fee  was  paid  on  December  10,  1908,  and  the  notice  of 
allowance  was  mailed  on  February  8,  1909.  On  February  15,  1909, 
the  applicant  presented  an  amendment,  requesting  that  the  final  fee 
be  withdrawn  and  two  claims  which  were  presented  be  considered. 
This  amendment  was  refused  admission  in  view  of  the  recommenda- 
tion of  the  Primary  Examiner  that  the  first  of  the  two  claims  was 
regarded  as  unpatentable  over  applicant's  prior  patent  and  that  the 
second  of  the  two  claims  was  inaccurate  and  did  not  apply  to  the 
structure  disclosed  in  the  application.  On  February  17, 1909,  another 
amendment  was  presented  containing  two  more  claims.  This  amend- 
ment was  refused  admission  in  view  of  the  recommendation  of  the 
Examiner  that  the  claims  were  inaccurate,  at  variance  with  the  dis- 
closure, and  were  not  patentable  over  applicant's  prior  patent.  The 
present  amendment  was  filed  February  23,  1909.  The  case  has  been 
given  its  patent  number,  the  specification  has  been  printed,  and  the 
patent  will  issue  on  March  9,  1909. 

Rule  78  does  not  provide  for  withdrawing  cases  from  issue,  but 
for  the  admission  of  amendments  without  withdrawing  the  case  from 
issue.  It  is  the  well-settled  practice  that  where  amendments  are 
presented  under  Rule  78  containing  claims  which  the  Examiner  rec- 
ommends are  patentable  such  amendments  will  be  entered,  but  that 
amendments  presenting  claims  which  the  Primary  Examiner  holds 
are  not  patentable  will  not  be  entered.  It  is  not  necessary  for  the 
Examiner  to  give  in  detail  his  reasons  for  holding  that  the  claims 
are  unpatentable,  and  the  rule  does  not  provide  for  an  indirect  prose- 
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cution  of  the  application.  In  ex  parte  Stone  (C.  D.,  1902,  434;  101 
O.  G.,  2080)  the  following  statement  with  reference  to  Rule  78  is 
made: 

•  This  petition  seems  to  be  based  upon  a  misconception  of  the  meaning  of  Rule 
78.  That  rule  does  not  provide  for  an  indirect  prosecution  of  an  allowed 
application  by  way  of  amendment,  and  it  has  never  been  so  construed  under 
the  most  liberal  interpretation.  The  applicant  cannot  as  a  matter  of  right 
amend  a  case  after  it  is  allowed,  and  it  Is  only  as  a  matter  of  grace  that  this 
Office  will  enter  a  claim  after  allowance  if  it  is  regarded  as  patentable.  The 
applicant  has  no  right  of  appeal  from  the  Office  holding  that  the  claim  is  not 
patentable,  and  therefore  there  are  not  the  same  reasons  for  explaining  to  the 
applicant  the  grounds  upon  which  the  conclusion  is  based.  The  amendment  is 
|ibt  entered  in  the  case,  and  the  Examiner  has  no  jurisdiction  over  it.  His 
report  upon  the  proposed  amendment  is  not  an  action  in  the  case  and  is  not 
Intended  for  the  applicant'^  benefit,  but  merely  as  advice  to  the  Commissioner 
upon  which  he  can  base  his  action  in  approving  or  disapproving  the  entry  of  the 
amoidment.  If  the  reasons  given  by  the  Examiner  seem  sufficient  to  the  Com- 
missioner, that  Is  all  that  Is  necessary. 

As  pointed  out  above,  the  record  shows  that  the  Examiner  has 
recommended  that  these  claims  are  not  patentable,  and  for  that  rea- 
son the  amendment  cannot  be  entered  under  Rule  78.  The  final  fee 
having  been  paid  and  the  case  having  received  its  date  and  number, 
it  cannot  be  withdrawn  from  issue  under  the  provisions  of  Rule  165. 
Furthermore,  no  reasons  whatever  were  given  when  the  first  amend- 
ment was  presented  why  the  same  could  not  have  been  presented 
before  the  case  was  passed  to  allowance,  and  therefore  there  was  at 
that  time  no  reason  for  withdrawing  the  case  from  issue. 

T?ie  petition  is  denied. 


Ex  PARTE  Perry. 

Decided  February  8,  1909. 

140  O.  Q.,  1001. 

Examination  of  Application — Final  Rejection. 

Where  the  claims  of  an  application  have  been  rejected  in  view  of  refer- 
ences and  the  applicant,  having  had  ample  opportunity  to  differentiate 
his  alleged  invention  from  the  references  of  record,  if  possible,  and  having 
faUed  to  do  so  and  also  having  been  unable  to  convince  the  Examiner  by 
argument  of  the  patentability  of  any  claim  presented  and  having  been 
advised  that  the  invention  disclosed  in  the  application  is  unpatentable,  there 
is  no  reason  for  further  continuing  the  prosecution  of  the  case  before 
the  Examiner,  and  final  rejection  should  be  entered,  notwithstanding  the 
fact  that  the  claim  presented  may  differ  in  terms  from  those  previously 
considered. 

On  Petition. 
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PLOW. 

Messrs.  C.  A.  Snow  (6  Co.  for  the  applicant. 
Billings,  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  to  reopen  this 
application  and  give  action  upon  the  merits  of  a  claim  presented  by 
amendment  August  4,  1908,  and  that  such  action  be  treated  as  the 
first  action  of  the  claim. 

The  record  shows  that  upon  examination  of  this  application 
the  Examiner  in  his  first  action  cited  six  references.  The  claims 
which  were  presented  thereafter  by  amendment  were  rejected  upon  the 
same  references.  Amendment  was  made  in  view  of  this  action  limit- 
ing the  claim  to  set  forth  that  a  certain  spring-actuated  bolt  which 
was  said  to  be  mounted  in  a  box  was  "  completely  housed  therein." 
The  Examiner  thereupon  cited  three  additional  references,  stating 
tha<^ 

In  the  patents  of  record  are  found  springs  partially  housed,  with  all  the  other 
elements  of  the  claim.  Clearly  a  fully-housed  spring  in  place  of  those  shown 
involves  no  patentability  and  in  view  of  this  patent  fact,  this  action  to  save 
time,  can  be  taken  as  final. 

Thereafter  the  applicant  by  repeated  amendments  to  the  claim  has 
caused  the  Office  to  make  nine  actions,  and  during  this  period  the 
Office  has  cited  but  one  additional  reference,  which  appears  to  be 
merely  cumulative.  In  the  action  dated  May  19,  1908,  the  Examiner 
requested  the  applicant  to  place  his  claim  in  condition  for  final  action, 
stating  that — 

It  is  futile  to  present  claim  after  claim  for  rejection  but  never  venturing  a 
second  rejection. 

In  the  next  action,  dated  August  7,  1908,  the  Examiner  finally 
rejected  the  claim,  notwithstanding  the  fact  that  the  claim  had  been 
rewritten.  Thereafter  the  applicant  requested  reconsideration  of 
this  action,  and  the  Examiner,  in  a  letter  dated  September  29,  1908, 
refused  to  set  aside  his  final  rejection  of  the  claim  and  stated : 

The  Examiner  does  not  believe  that  a  patentable  claim  can  be  drawn  in  view 
of  the  references  of  record. 

The  petitioner  now  requests  that  the  Examiner's  action  dated 
September  29  be  set  aside  and  the  action  of  August  8  be  treated  as  a 
first  rejection  of  the  claim,  thus  causing  the  case  to  be  reopened  for 
the  further  amendment. 

It  is  clear  from  the  history  of  this  case,  above  recited,  that  an  issue 
has  been  reached  between  the  Examiner  and  applicant  as  to  the 
patentability  of  the  invention  disclosed  in  this  application.  The  ap- 
plicant has  had  ample  opportunity  to  differentiate  his  alleged  inven- 
tion from  that  disclosed  in  the  references  of  record.    Having  failed 
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to  do  SO,  and  also  having  been  unable  to  convince  the  Examiner  by 
argument  of  the  patentability  of  any  claim  presented  or,  indeed,  of 
the  patentability  of  the  invention  disclosed  in, this  application,  there 
appears  to  be  no  reason  for  further  continuing  the  prosecu- 
tion of  the  application  before  the  Examiner.  It  is  unreason- 
able that  in  an  application  covering  an  invention  susceptible  of 
but  a  single  claim,  as  appears  to  be  the  case  in  this  instance,  since 
but  one  claim  has  been  before  the  Office  at  any  one  time  since  the  first 
rejection,  twelve  actions  upon  the  part  of  the  Examiner  and  an  equal 
number  by  the  applicant  are  necessary  to  bring  the  case  to  an  issue, 
and  I  fail  to  perceive  any  good  reason  why  the  applicant  should 
insist  that  even  after  such  consideration  he  is  entitled  to  further  delay 
final  action  upon  the  case.  The  practice  of  repeatedly  filing  amend- 
ments which  can  serve  no  purpose  except  to  prolong  the  life  of  the 
.case  or  which  are  presented  in  the  hope  of  wearying  the  Examiner 
into  allowing  a  claim  upon  the  ground  that  because  of  its  specific 
character  it  can  do  no  harm  cannot  be  too  strongly  condemned.  The 
following  statement  in  a  decision  of  the  Commissioner  in  a  recent 
case  in  ex  parte  Miller  {ante^  23;  139  O.  G.,  730)  is  clearly  ap- 
plicable to  this  case : 

It  Is  to  be  observed  that  Rule  68  requires  that  in  amending  the  applicant 
must  clearly  point  out  all  the  patentable  novelty  which  he  thinks  the  case  pre- 
sents in  view  of  the  art  disclosed  by  the  references  cited  or  the  objections  made, 
and  under  the  terms  of  these  rules  he  has  the  right  to  present  further  amend- 
ment only  when  "  the  Examiner  presents  new  references  or  reasons  for  rejec- 
tion." It  is  therefore  believed  that  where  the  amendments  or  reasons  presented 
by  an  applicant  in  response  to  an  action  by  the  Office  do  not  necessitate  the 
citation  by  the  Examiner  of  additional  references  or  reasons  the  applicant's  right 
to  further  prosecution  of  the  application  Is  at  an  end,  and  the  permission  of 
further  amendment  is. within  the  discretion  of  the  Office. 

The  petition  is  denied. 


Ex   PARTE   CJOPELAND. 

Decided  March  IS,  1909. 

140  O.  G.,  1207. 

Abandonment  of  Application — Rejection  of  Claims — Insufficient  Response. 
Where  in  response  to  the  rejection  of  ten  claims  by  the  Examiner  the 
applicant  filed  an  amendment  only  two  days  before  the  expiration  of  the 
year  allowed  for  action  in  which  eight  of  the  rejected  claims  were  canceled, 
one  left  unchanged,  one  amended,  and  a  new  claim  added,  without  mention- 
ing the  claim  which  was  left  intact  and  without  attempting  to  point  out 
how  the  amended  claim  or  the  new  claim  differed  from  the  references  cited. 
Held  that  the  amendment  was  not  a  proper  response  and  that  the  applica- 
tion was  abandoned,  particularly  In  view  of  the  fact  that  the  record  dis- 
closed that  after  each  rejection  of  the  claims  since  the  filing  of  the 
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application  in  1901  applicant  had  taken  the  full  period  allowed  by  law  for 
amendment  and  that  he  also  delayed  action  on  the  case  for  one  year  after 
he  was  notified  by  the  Primary  Examiner  that  the  application  was 
abandoned. 

On  Petition. 

DBIVE  AND  BRAKE  MECHANISM  FOB  BICYCLES. 

Mr.  Galea  P.  Moore  for  the  applicant. 

MooRE,  Commissioner: 

This  is  a  petition  from  the  decision  of  the  Examiner  holding  the 
application  to  have  become  abandoned  because  of  insufficient  prose- 
cution and  requesting  that  the  Examiner  be  instructed  that  appli- 
cant's response  to  the  last  Office  action  was  sufficient. 

Since  the  filing  of  the  application  in  February,  1901,  the  applica- 
tion has  been  amended  six  times,  and  in  each  case  the  amendment  was 
filed  just  within  the  year  allowed  by  the  statute  for  taking  action. 
In  the  action  of  November  17, 1906,  the  Examiner  rejected  ten  claims. 
In  response  to  this  action  an  amendment  was  filed  on  November  15, 
1907,  only  two  days  before  the  expiration  of  the  year,  canceling  eight 
of  the  rejected  claims,  amending  one,  and  adding  a  new  claim.  Ap- 
plicant did  not  attempt  to  point  out  how  the  amended  claim  and  the 
new  claim  were  distinguished  from  the  references  cited.  One  of  the 
rejected  claims  was  not  mentioned  in  any  way.  It  is  stated  that  the 
failure  to  refer  to  this  claim  was  an  inadvertence ;  but,  however  this 
may  be,  the  response  is  otherwise  insufficient.  After  a  prosecution  of 
nearly  seven  years,  during  which  applicant  took  advantage  of  the 
full  time  allowed  by  the  statute,  the  case  was  left  in  condition  where 
no  decisive  action  could  be  taken.  It  is  noted,  furthermore,  that  after 
the  Examiner  notified  applicant  that  the  case  was  abandoned  there 
was  another  delay  of  one  year  before  any  response  whatever  was 
made.  The  record  seems  to  show  a  deliberate  attempt  to  prolong  the 
prosecution  of  the  case,  and  under  the  circumstances,  having  taken 
advantage  of  a  technical  application  of  the  rules,  applicant  is  not  in 
a  position  to  complain  of  a  like  application  by  the  Office. 

TJie  petition  is  denied. 


Ex   PARTE   McElROY. 
140  O.  G.,  1207. 

1.  Affidavit   to   Ovebcome   Refbbence — Rxtle   75 — Reduction   to   Pbactioe — 

Diligence. 

In  order  to  overcome  by  affidavit,  under  Rule  75,  a  patent  which  shows 

but  does  not  claim  the  Invention  covered  by  the  applicant,  the  applicant 

must  state,  on  oath,  facts  showing  either  that  a  reduction  to  practice  had 

been  made  before  the  filing  of  the  application  on  which  the  patent  was 
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granted  or  that  the  invention  liad  been  conceived  before  that  time  and  by 
dne  diligence  connected  with  a  subsequent  reduction  to  practice.  (Ex  parte 
Onsser,  C.  D.,  1880,  94;  17  O.  G.,  607;  ex  parte  Saunders,  0.  D.,  1883,  28; 
28  O.  Q.,  1224;  ex  parte  Donovan,  C.  D.,  1890,  109;  62  O.  G.,  309;  e^r  parte 
Hunter,  C.  D..  1889,  218;  49  O.  Q.,  733.) 

2.  Same — Same — Incomplete  Application  Not  a  "CJompletion  of  the  Inven- 
tion." 
The  filing  of  an  incomplete  application  does  not  constitute  a  "  completion 
of  the  invention'*  within  the  meaning  of  Rule  76,  as  no  patent  can  be 
granted  on  an  application  until  it  is  completed. 

8.  Same — Same — ^Facts  Showing  Lack  of  Diligence. 

Where  an  inventor  on  May  27,  1896,  while  an  employee  of  the  Patent 
Office,  filed  application  papers  without  the  filing  fee  and  on  June  3,  1896, 
after  his  resignation,  deposited  such  filing  fee,  but  the  application  on 
August  6,  1897,  was  stricken  from  the  files  as  having  been  filed  contrary  to 
the  statutes,  and  a  complete  formal  application  was  filed  September  10, 1897, 
Held  that  the  Inventor  was  not  dtlitrent  in  constructively  reducing  his 
invention  to  practice  and  that  he  was  not  entitled  to  a  patent  in  view  of  the 
grant  of  a  patent  to  another  on  February  9,  1897,  on  an  application  filed 
March  16,  1896. 

Appeal  from  Examiners-in-Chief. 

VOTING-MACHINE. 

Mr.  John  H.  McElroy  pro  se. 

Moore,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  affirm- 
ing the  action  of  the  Primary  Examiner  rejecting  twenty-nine  claima 
Appellant  has  waived  his  appeal  as  to  all  of  the  claims  except  eight — 
namely,  82,  33,  48,  49,  52,  55,  56,  and  57 — and  the  decision  of  the 
Examiners-in-Chief  is  therefore  final  as  to  the  remaining  claims. 

The  eight  claims  in  question  were  rejected  on  the  patent  to  Gillespie, 
No.  576,570,  granted  February  9,  1897,  and  appellant  admits  that  if 
the  Gillespie  patent  can  properly  be  considei:^d  as  part  of  the  prior 
art  these  claims  are  anticipated. 

The  question  presented  involves  a  peculiar  state  of  facts.  The 
record  shows  that  on  May  27,  1895,  appellant,  who  was  at  that  time 
an  Assistant  Examiner  in  the  Patent  Office,  filed  an  application  for 
patent  upon  the  present  invention,  which  was  complete  except  for  the 
filing  fee  of  fifteen  dollars.  On  March  16,  1896,  Gillespie  filed  his 
application,  and  a  patent  was  issued  thereon  on  February  9, 1897.  On 
June  8,  1896,  appellant,  who  in  the  meantime  had  resigned  from  the 
Patttit  Office,  paid  the  filing  fee  of  fifteen  dollars,  and  the  application 
was  entered  as  complete  and  numbered  594,189. 

While  the  two  applications  disclosed  a  common  invention,  they 
contained  no  conflicting  claims  on  which  an  interference  could  be 
declared,  and  the  patent  to  Gillespie  was  properly  issued. 
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In  accordance  with  a  decision  of  Commissioner  Butterworth,  ren- 
dered August  6,  1897,  (C.  D.,  1897,  40;  80  O.  G.,  1123,)  appeUant's 
application,  No.  594,189,  was  stricken  from  the  files,  because  filed  in 
violation  of  the  statute.  The  present  application  was  filed  complete 
on  September  10, 1897,  and  it  appears  that  the  original  specification 
and  petition  were  used,  a  new  oath  only  being  filed. 

When  the  claims  in  issue  were  rejected  on  the  iGrillespie  patent, 
appellant  filed  affidavits  setting  forth  the  facts  above  stated. 

The  Examiner  held  that  the  appellant  had  shown  neither  a  reduc- 
tion to  practice  of  the  invention  before  the  filing  of  the  Gillespie 
application  nor  a  conception  thereof  followed  by  due  diligence  in 
reduction  to  practice,  and  that  therefore  the  Gillespie  patent  was 
properly  to  be  considered  as  part  of  the  prior  art  and  constituted  a 
bar  to  the  allowance  of  the  present  claims,  and  this  view  of  the  case 
was  also  taken  by  the  Examiners-in-Chief. 

Appellant  contends  that  the  incomplete  application  of  May  27, 
1895,  ^ows  such  a  completion  of  the  invention  as  is  required  by  Rule 
75,  but  that  if  it  does  not  it  shows  a  conception  of  the  invention  and 
that  he  was  reasonably  diligent  in  reducing  the  invention  to  practice, 
since  he  completed  the  application  by  paying  the  filing  fee  within  two 
years,  which  at  that  time  was  the  period  allowed  by  the  statute  to 
complete  an  application,  so  as  to  save  it  from  abandonment. 

As  to  the  first  of  these  contentions,  it  is  not  seen  how  the  filing  of 
an  incomplete  application,  on  which  a  patent  could  not  be  granted, 
can  be  considered  as  a  completion  of  an  invention.  The  statute 
requires,  among  other  things,  the  payment  of  a  fee  as  a  prerequisite 
to  the  grant  of  a  patent,  and  until  such  fee  is  paid  there  is  no  appli- 
cation pending  on  which  a  patent  could  be  granted,  and  it  is  only 
such  an  application  that  is  considered  a  constructive  reduction  to 
practice. 

Appellant  has  cited  several  decisions  to  show  that  a  completed  in- 
vention can  be  based  on  drawings  and  disclosures  alone;  but  the 
decisions,  when  carefully  examined,  are  not  susceptible  of  such  an 
interpretation.  In  ex  parte  Gasser,  (C.  D.,  1880,  94;  17  O.  G.,  507,) 
the  earliest  of  the  decisions  with  reference  to  the  question  of  overcom- 
ing a  reference  by  affidavits,  Commissioner  Paine  says : 

The  applicant,  therefore,  must  state  on  oath  facts  showing  either  that  a 
reduction  to  practice  had  been  made  before  the  filing  of  the  application  on  which 
the  patent  was  granted,  or  that  the  invention  had  been  conceived  before  that 
time  and  by  due  diligence  connected  with  a  subsequent  reduction  to  practice — 

and  this  has  been  recognized  ever  since  as  the  proper  practice.  {Ex 
parte  Hunter ^  (C.  D.,  1889,  218;  49  O.  G.,  733.)  In  both  ex  parte 
Saunders  (C.  D.,  1883,  23;  23  O.  G.,  1224)  and  ex  parte  Donovan 
(C.  D.,  1890,  109;  52  O.  G.,  309)  the  requirement  that  prior  concep- 
tion alone  is  not  sufficient,  but  must  be  connected  by  diligence  with  a 
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subsequent  reduction  to  practice,  is  recognized,  although  the  question 
involved  in  each  of  these  cases  was  the  sufficiency  of  the  affidavits  as 
to  certain  alleged  drawings.  In  the  first  of  these  decisions  Commis- 
sioner Marble  says: 

The  prior  patent  or  the  printed  publication  aflPords  to  the  public  an  adequate 
knowledge  of  the  invention,  and  dedicates  it  to  the  public  use.  If  the  invention 
is  to  be  reclaimed  for  the  private  use  of  the  applicant,  he  should  show  that  he 
had  before  that  time  completed  the  invention  and  disclosed  information  of  the 
same  to  others  ns  full,  accurate,  and  exact  as  that  afforded  by  the  patent  or 
publication,  and,  also,  that  he  has  since  preserved  his  right  to  a  patent  by  a 
dlUgent  prosecution  of  the  same. 

And  in  the  second  otf  these  decisions  the  following  statement  occurs: 

The  affidavit  filed  by  the  applicant  states  that  he  conceived  the  invention  set 
forth  in  liis  application  prior  to  a  certain  date  named,  and  disclosed  it  to  others 
prior  to  that  date,  and  then  goes  on  to  set  forth  facts  relied  upon  to  establish 
the  requisite  diligence. 

But  even  if  in  any  case  an  incomplete  application  could  be  regarded 
as  a  completion  of  an  invention  it  certainly  could  not  in  this  case, 
where  the  application  was  filed  in  direct  contravention  of  the  spirit 
of  the  statute,  if  not  of  the  actual  letter  thereof.  The  papers  filed 
May  27, 1895,  must  be  considered  merely  as  papers  left  in  the  custody 
of  the  Office  and  can  be  given  no  other  legal  effect. 

There  can  be  no  question  that  the  papers  filed  May  27,  1895,  are 
evidence  of  conception  by  the  applicant  as  of  that  date ;  but  the  mere 
fact  that  he  attempted  to  complete  his  application  by  paying  the 
filing  fee  within  the  two  years  allowed  by  the  statute  does  not  show 
that  he  was  sufficiently  diligent  in  reducing  his  invention  to  practice 
to  avoid  the  reference. 

An  inventor  may  take  his  own  time  in  reducing  his  invention  to 
practice ;  but  he  does  so  at  the  risk  of  losing  the  right  to  a  patent  in 
favor  of  some  later  but  more  diligent  inventor  who  reduced  the  in- 
vention to  practice  before  him  or  of  being  barred  from  receiving  a 
patent  by  reason  of  the  fact  that  his  invention  is  disclosed  but  not 
claimed  in  the  patent  of  such  later  inventor. 

It  is  not  necessary  to  decide  whether  appellant  is  entitled  to  June 
3,  1896,  the  date  when  he  paid  the  filing  fee  and  his  application  was 
entered  as  complete,  or  September  10,  1897,  when  his  application  was 
refiled  after  having  been  stricken  from  the  files  by  Commissioner 
Butterworth's  order,  as  his  date  of  constructive  reduction  to  practice. 
He  was  diligent  from  the  time  when  he  resigned  from  the  Office  and 
paid  the  fee  on  June  3, 1896,  in  his  efforts  to  complete  his  application ; 
but  such  diligence  did  not  commence  until  after  Gillespie's  applica- 
tion was  filed,  and  according  to  appellant's  affidavits  he  was  incited 
to  such  diligence  by  reason  of  having  obtained  information  of  this 
application  through  his  official  position. 

The  decision  of  the  Examivers-in-Chief  is  affirmed . 
21895— H.  Doc.  124.  61-2 5 
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Earll  V.  Love. 
Decided  January  28,  1909. 

140  O.  G..  1209. 

1.  INTKBFEBENCE— Dissolution — B'ailube  to  Include  Claims  Not  Patentable 

Oyer  Issue. 
The  failure  of  an  Examiner  to  include  in  the  interfer^ice  issue  claims  not 
patentably  different  from  the  issue  furnishes  no  reason  for  the  dissolution 
thereof  on  the  ground  of  informality  in  the  declaration. 

2.  Same — Application  and  Patent — Declaration — Practice. 

When  an  interference  is  declared  l>etween  an  applicant  and  a  patentee 
and  the  Examiner  is  of  the  opinion  that  the  applicant  has  presented  claims 
which  do  not  differ  materially  from  the  issue  of  the  interference,  he  should 
append  to  the  declaration  of  the  interference  a  statement  that  such  claims, 
specifying  them  by  number,  will  l>e  held  subject  to  the  decision  in  the  inter- 
ference. If,  in  his  opinion,  there  are  no  such  claims,  he  should  append  to 
the  declaration  a  statement  to  that  effect 

Appeal  on  Motion. 

trolley-retriever. 

Mr,  Samuel  E.  Darby  for  Earll. 
Messrs.  Risley  <&  Love  for  Love. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  Earll  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve  the  above- 
entitled  interference  as  to  ground  one  thereof  and  as  to  that  portion 
of  ground  three  which  relates  to  marketing. 

The  refusal  to  transmit  the  portion  of  ground  three  was  clearly 
right,  since  that  referred  to  matters  which  could  be. established  only 
by  proofs,  which  could  not  therefore  be  presented  on  a  motion  for 
dissolution. 

The  refusal  to  transmit  the  first  ground  of  the  motion  is  based  on 
the  ground  that  the  facts  alleged  thereunder  are  matters  of  merit, 
which  cannot  be  considered  under  the  head  of  informality,  and  mat- 
ters of  amendment  to  the  issue,  which  must  be  presented  by  a  motion 
to  amend  under  Rule  109. 

This  ground  of  the  motion  includes  aa  allegation  that  Love  was 
allowed  to  amend  his  application  to  include  claims  taken  from  the 
Earll  patent  and  expressed  in  terms  not  applicable  to  the  Love  struc- 
ture and  that  the  counts  do  not  properly  read  on  the  Love  structure 
and  an  allegation  that  other  claims  of  the  Love  application  besides 
those  stated  in  the  declaration  should  have  been  included  and  made 
subject  to  the  result  of  the  interference,  because  they  are  for  sub- 
stantially the  same  subject-matter  of  invention.  It  was  properly  re- 
fused transmission  as  to  the  first  part  thereof,  because  it  relates  to 
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Love's  right  to  make  the  claims,  which  is  a  question  of  merits  and 
cannot  be  considered  under  the  head  of  informality,  and  as  to  the 
second  part  thereof  for  the  reason  that,  although  a  motion  to  amend 
under  Rule  109  could  not  have  been  filed,  as  the  moving  party  is  a 
patentee,  the  failure  to  include  claims  not  patentably  different  from 
the  issue  furnishes  no  ground  for  dissolution  of  the  interference. 

While,  as  above  stated,  a  motion  to  dissolve  the  interference  on 
the  ground  that  certain  claims  not  patentably  different  from  the 
issue  were  not  included  therein  cannot  be  transmitted,  it  is  clear  that 
such  claims  should  be  held  subject  to  the  decision  in  the  interference 
on  the  question  of  priority  of  invention.  Where  the  interference  is 
declared  between  pending  applications,  each  of  the  applications  may 
be  so  amended  that  the  invention  common  between  the  two  may  be 
clearly  defined  in  the  issue.  In  those  cases,  however,  where  the  inter- 
ference is  between  a  pending  application  and  a  patent,  the  patent,  of 
course,  not  being  subject  to  amendment,  it  may  happen  that  the 
applicant  after  seeing  the  patent  is  enabled  to  submit  claims  which 
are  not  exactly  like  those  in  the  patent,  but  which  do  not  materially 
differ  therefrom.  In  such  cases  it  is  only  fair  to  the  patentee  that 
the  Examiner  in  declaring  an  interference  should  take  note  of  that 
fact. 

It  is  therefore  held  that  when  an  interference  is  declared  between 
an  applicant  and  a  patentee  and  the  Examiner  is  of  the  opinion  that 
the  applicant  has  presente'd  claims  which  do  not  differ  materially 
from  the  issue  of  the  interference  he  should  append  to  the  declaration 
of  the  interference  a  statement  that  such  claims,  specifying  them 
by  number,  will  be  held  subject  to  the  decision  in  the  interference. 
If,  in  his  opinion,  there  are  no  such  claims,  he  should  append  to  the 
declaration  a  statement  to  that  effect. 

This  interference  is  therefore  transmitted  to  the  Primary  Examiner 
with  directions  to  amend  the  declaration  in  accordance  with  the 
practice  announced  in  this  decision  and  to  thereupon  return  the  files 
to  the  Examiner  of  Interferences  for  further  proceedings  in  the  case. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Union  Fibre  Company. 

Decided  December  SO,  1908. 

141  O.  G..  286. 

1.  Tbai>b-Mabks — Dbsobiptiviq — **Antiaqua'*  fob  an  Asphaltio  Cement. 

The  word  "Antiaqua  "  Held  descriptive,  and  therefore  not  registrable  as 
a  trade-mark  for  an  asphalt^c  cem^t,  since  the  obvious  meaning  of  the 
word  is  waterproof. 
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2.  Same — Same — Wokds  Written  in  Foreign  Language. 

It  is  well  settled  that  descriptive  words  are  not  rendered  less  so  by 
being  written  in  a  foreign  language.  {Orocers  Specialty  Mfg.  Co.,  C.  D., 
1903,  10;  102  O.  G.,  465;  Roncomoni  v.  Gross  et  aU,  86  N.  Y.  Supp.,  1112; 
92  App.  Dlv.,  221.) 

On  Appeal. 

TBADE-MABK    FOB    ASPHALT    AND    BINDER    USED    FOR    HEAT    AND    COLD    INSULATING 

PURPOSES. 

Mr.  E.  G.  Siggers  for  the  appellant. 
MooRE,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  "Antiaqua  "  as  a  trade-mark 
for  an  asphaltic  cement  used  as  a  coating  for  walls. 

The  ground  of  this  refusal  is  that  the  obvious  meaning  of  the 
word  "Antiaqua,"  which  is  composed  of  the  prefix  anti^  mea^ning 
against^  and  the  Latin  word  aqua^  meaning  water,  is  against  watery 
or  waterproof,  and  the  word  is  therefore  descriptive  of  the  goods  to 
which  it  is  applied. 

This  holding  is  believed  to  be  right  It  is  well  settled  that  descrip- 
tive words  are  not  rendered  less  so  by  being  written  in  a  foreign 
language.  {Grocers  Specialty  Mfg.  Co.,  C.  D.,  1903,  10;  102  O.  G., 
465 ;  Roncomoni  v.  Gross  et  al.,  86  N.  Y.  Supp.,  1112 ;  92  App.  Div. 
221.)  The  cement  in  question  is  evidently  intended  for  waterproof- 
ing walls,  and  the  word  "Antiaqua "  is  clearly  equivalent  to  the 
word  waterproof.  This  latter  word  being  descriptive  and  not  regis- 
trable, it  follows  that  the  word  "Antiaqua  "  is  no  more  so. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  Bindley  Hardware  Company. 

Decided  February  2,  1909. 

141  O.  G.,  285. 

1.  Tbade-Mabks — Class  of  Goods. 

Saws,  tools,  and  flies  are  goods  of  the  same  descriptive  properties  as 
hammers  and  hatchets. 

2.  Same — Similarity. 

A  mark  consisting  of  the  representation  of  a  keystone  with  a  diamond- 
shaped  figure  placed  horizontally  across  the  same  and  a  scroU  beneath  the 
keystone,  the  words  "Albion "  appearing  upon  the  diamond,  "  Blndley's 
Ever  Satisfactory  'Pools  "  upon  the  keystone,  and  "  Quality  Counts "  upon 
the  scroll,  is  anticipated  by  the  marks  of  a  prior  registrant  containing  the 
representation  of  a  keystone. 

On  Appeal. 
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TBADE-MASK  FOR  HAMMERS,  HATCHBT8,  ETC. 

Mr.  W.  G,  Doolittle  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  refusal  of  the  Examiner  of  Trade- 
Marks  to  register  a  mark  consisting  of  the  representation  of  a  key- 
stone with  a  diamond-shaped  figure  placed  horizontally  across  the 
same  and  a  scroll  beneath  the  keystone,  the  words  "Albion  "  appear- 
ing upon  the  diamond,  "  Bindley's  Ever  Satisfactory  Tools  "  upon 
the  keystone,  and  "  Quality  Counts  "  upon  the  scroll. 

Registration  wais  refused  in  view  of  the  registered  trade-marks  of 
H.  Disston  &  Sons,  No.  9,742,  October  24,  1882,  and  No.  21,515,  July 
26,  1892.  The  essential  feature  of  the  mark  claimed  in  registration 
No.  9,742  is  the  representation  of  a  keystone  and  of  that  claimed  in 
registration  No.  21,575  is  the  representation  of  the  keystone  in  con- 
nection with  the  words  "Aluminum  Steel."  In  each  of  these  regis- 
trations the  class  of  merchandise  appears  as  saws,  tools,  and  files. 

There  appears  to  be  no  doubt  but  that  the  merchandise  upon  which 
the  applicant's  mark  is  used  is  of  the  same  descriptive  properties  as 
that  upon  which  the  registrant's  mark  is  used.  It  is,  however,  con- 
tended that  the  applicant's  mark  does  not  so  nearly  resemble  that  of 
the  registrant  as  to  cause  confusion  in  the  mind  of  the  public  or  to 
deceive  purchasers. 

It  is  to  be  observed  that  the  date  of  use  alleged  by  the  applicant  in 
his  application  for  registration  is  "  since  July  20,  1907."  The  appli- 
cation for  registration  was  filed  August  26,  1907.  The  trade-mark 
of  H.  Disston  &  Sons  was  first  registered  nearly  twenty-five  years 
prior  to  this  date,  and  it  is  difficult  to  see  why  the  applicant  should 
have  included  the  representation  of  a  keystone  in  his  mark  unless  he 
believed  that  by  so  doing  he  could  obtain  the  benefit  of  the  reputation 
of  the  keystone  mark  which  had  so  long  identified  the  merchandise 
of  H.  Disston  &  Sons. 

The  following  statement  of  the  Court  of  Appeals  of  the  District  of 
Columbia  in  the  case  of  Wayne  County  Preserving  Company  v.  The 
Burt  Olney  Canning  Company^  post^  318 ;  140  O.  G.,  1003 ;  is  believed 
to  be  applicable  to  the  present  case : 

It  is  strangely  coincident  tbat  appeUee,  engaged  in  the  same  business  as  appel- 
lant and  located  in  the  adjoining  county  to  where  appellant  has  used  his  mark 
for  many  years,  should  select  a  mark  so  similar.  The  property-right  in  trade- 
marks is  a  valuable  one,  and  is  entitled  to  protection  from  those  who  would 
profit  by  its  Imitation,  and  the  courts  should  resolve  the  doubt,  if  any  exists,  iu 
favor  of  the  prioi^  registrant  and  user  in  good  faith. 

The  fact  that  the  applicant's  mark  comprises  other  matter  than 
that  used  by  the  registrant  is  deemed  to  be  immaterial,  since  the  repre- 
sentation of  a  keystone  would  be  likely  to  lead  the  purchaser  to  believe 
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that  the  applicant's  goods  were  those  of  the  registrant,  notwithstand- 
ing the  accompanying  matter.  {The  Peter  Schoenkofen  Brewing 
Company  v.  The  Maltine  Company,  C.  D.,  1908,  387;  134  O.  G.,  1805; 
30  App.  D.  C,  340;  McLean  v.  Fleming,  C.  D.,  1878,  262;  13  O.  G., 
913;  96  U.  S.,  845;  PiUshury  et  al.  v.  Pillshury  Flour  MiOsj  64  Fed. 
Kep.,  841.) 

It  may  be  stated  that  a  further  reason  exists  for  the  refusal  of  the 
registration  of  the  trade-mark,  under  the  decision  of  the  Court  of 
Appeals  of  the  District  of  Columbia  in  the  case  of  Johnson  v.  Bran- 
dauy  post,  298 ;  139  O.  G.,  732,  in  which  the  Court  said : 

The  applicant  deliberately  selected  and  carefully  designated  the  trade-mark 
having  the  descriptive  word  ("Asbestos")  printed  in  large  letters  across,  and 
partly  obscuring  the  figure  of  the  ass.  He  thereby  made  it  an  actual  and  perma- 
nent feature  of  his  trade-mark,  claiming  the  same  as  an  entirety.  He  made  all 
essential,  and,  as  we  have  seen,  denied  the  Commissioner's  right  to  determine 
that  any  one  was  the  essential  feature,  and  another  accessory  and  subordinate. 
Under  these  conditions  it  was  not  for  the  CJommissioner  to  say  that  the  word 
"Asbestos  "  was  an  unessential  feature,  and  to  be  regarded  as  mere  surplusage. 
*  *  *  When  an  appUcant  describes  and  illustrates  his  trade-mark  and  applies 
for  its  registration  as  so  described,  the  Commissioner  must  likewise  consider  it 
in  its  entirety.  We  are  of  the  opinion  that,  in  this  case,  he  should  have  de- 
nied registration  as  claimed,  giving  the  applicant,  at  the  same  time,  an  oppor- 
tunity to  amend  by  disclaiming  and  omitting  the  word  objected  to. 

The  decision  of  the  Examiner  is  affirmed. 


Goldberg  v.  Crumpton  v.  Carlin. 

Decided  March  16,  1909. 
141  O.  G.,  286. 

INTEBFEBENCE — PBELIMINABT   STATEMENT — ^AMEin>MENT — NfiWLT-DlSCOVEBED  EVI- 
DENCE— ^DlUQENCE. 

On  a  motion  to  amend  a  preliminary  statement  to  change  the  date  of  dis- 
closure and  of  the  making  of  drawings  from  a  date  subsequent  to  a  date 
prior  to  the  dates  alleged  by  the  opposing  party,  where  it  appears  that  the 
drawings  which  are  alleged  to  constitute  newly-discovered  evid^ce  were 
examined  prior  to  the  making  of  the  preliminary  statement,  an  averment 
that. the  element  shown  therein  and  which  is  involved  in  interference  was 
an  obscure  part  of  the  machine  and  that  the  illustration  thereof  was  there- 
fore overlooked  does  not  constitute  a  sufficient  excuse  for  failure  to  earlier 
discover  such  evidence. 

Appeaij  on  Motion. 

BEOISTEB  MECHANISM. 

Messrs.  Cheever  c&  Cox  for  Goldberg. 
Messrs.  Brown  <£*  Williams  for  Crumpton. 
Messrs.  Brown^  Darhy  <&  Hopkins  for  Carlin. 
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MooRE,  Commissioner: 

This  is  an  appeal  by  Carlin  from  the  decision  of  the  Examiner  of 
Interferences  denying  his  motion  for  leave  to  amend  his  preliminary 
statement. 

Appellant  desires  by  an  amended  preliminary  statement  to  change 
his  alleged  date  of  disclosure  and  of  the  making  of  drawings  from  a 
date  subsequent  to  that  allied  by  his  opponent,  Crumpton,  to  a  date 
prior  thereto. 

The  facts  in  the  case  are  fully  set  forth  in  the  decision  of  the  Ex- 
aminer of  Interferences,  and  it  is  unnecessary  to  repeat  them  here. 
The  showing  comprises  two  affidavits  of  the  appellant,  Carlin,  and 
alleges  newly-discovered  evidence  as  the  basis  for  the  motion.  The 
drawing  alleged  to  constitute  the  newly-discovered  evidence  and  to 
bear  the  date  of  July  3, 1903,  affiant  states  was  introduced  in  evidence 
as  an  exhibit  in  another  interference  in  August,  1906,  and  that — 

the  particular  element  of  the  combination,  i.  e.,  the  shiftable  shield  or  index  is  a 
very  small  and  obscure  part  of  the  machine,  and  its  presence  in  the  said  draw- 
ing was  not  observed  by  the  deponent  when  looking  the  drawings  over  for  the 
purpose  of  making  his  former  preliminary  statement 

Appellant  further  states  in  his  affidavits  that  on  January  15, 1909, 
while  looking  through  his  drawings  for  other  information  he  acci- 
dentally discovered  that  the  combination  of  features  involved  in  the 
issue  of  the  present  interference  is  shown  in  said  drawing.  This  was 
after  appellant  had  become  aware  of  the  dates  alleged  in  his  oppo- 
nent's preliminary  statement  and  after  he  had  become  impressed  with 
the  desirability  of  establishing  an  earlier  date. 

Although  Carlin  states  that  he  made  diligent  search  at  the  time  he 
made  his  preliminary  statement,  there  is  no  showing  of  facts  upon 
which  the  Office  can  reach  the  conclusion  that  proper  care  and  dili- 
gence were  exercised.  On  the  contrary,  the  showing  rather  indicates 
that  if  the  drawing  had  been  examined  with  reasonable  care  and 
diligence  the  alleged  new  matter  would  have  been  discovered.  In  a 
recent  decision  in  the  case  of  Curtis  v.  Hedlund  {ante^  27;  139 
O.  G.,  989)  I  stated: 

The  showing  by  Curtis  must,  at  least,  make  it  clearly  appear  that  the  new 
matter  relied  upon  could  not  have  been  discovered  by  the  exercise  of  reasonable 
care  and  diligence  at  the  time  the  original  statement  was  prepared. 

Moreover,  neither  the  drawing  nor  a  copy  thereof  has  been  pro- 
duced, and  the  Office  is  unable  to  determine  from  the  showing  accom- 
panying the  motion  whether  as  a  matter  of  fact  the  drawing  discloses 
the  issue  of  the  interference,  as  alleged. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Digitized  by 


Google 


62  DECISIOKS  OF  THE  COMMISSIONER  OF  PATENTS. 

Ex  PABTE   HeLLMUND. 

Decided  February  23,  1909. 

141  O.  G.,  565. 

1.  Claims — Sttoqestion  Under  Rule  96— Extension  of  Time. 

Where,  In  response  to  the  suggestion  of  claims  under  Rule  96,  the  appli- 
cant shows  that  It  Is  practically  impossible  for  him  to  comply  with  the 
suggestion  within  the  time  specified  and  requests  a  reasonable  extension 
thereof,  such  request  should  be  granted. 

2.  Rejection  of  Claims  on  Gbound  of  I mplie[\  Disclaimer — Appeal  or  Peti- 

tion. 
Where  an  applicant  makes  claims  suggested  under  Rule  96  after  the  time 
set  and  the  Examiner  rejects  them  on  the  ground  of  Iniplied  disclaimer, 
ordinarily  appeal  from  such  rejection  must  be  to  the  Examiners-in-Chlef ; 
but  where  the  Examiner  sets  such  a  short  period  as  to  make  it  practically 
Impossible  for  the  applicant  to  file  the  claims  in  time  and  he  refuses  to 
extend  such  time  the  action  will  be  reviewed  by  the  Commissioner  on 
petition. 

On  Petition. 

automatic  circuit-breaker. 

Mr,  Wesley  G.  Carr  for  the  applicant. 

Billings,  Assistant  Corn/missioner: 

This  is  a  petition  that  the  Examiner  \^  instructed  to  withdraw  the 
Jeffries  patent,  No.  863,185,  as  a  reference  and  to  declare  an  inter- 
ference between  said  patent  and  petitioner's  application. 

The  record  shows  that  on  May  11, 1907,  the  Examiner  forwarded  a 
letter  to  applicant,  who  was  acting'  as  his  own  attorney,  in  which  he 
suggested  two  claims  from  the  application  of  Jeffries,  under  the  pro- 
visions of  Rule  96,  for  the  purpose  of  an  interference  and  gave  him 
twenty  days  in  which  to  make  the  same.  On  May  21, 1907,  there  was 
filed  in  the  Office  a  letter  reading  as  follows  : 

New  York,  N.  Y.,  May  16th,  1907. 

Hon.  Ck)MMI88I0NER  OF  PATENTS, 

Washington,  D,  0. 
No.  241,253,  filed  Jan.  16,  1905,  for  automatic  circuit-breakers. 
Sir  :  Your  letter  of  the  11th,  Inst,  addressed  to  Mr.  Rudolph^  B.  Hellmund, 
c/o  Hellmund  CJollbohm  Electric  Co.,  150  Nassau  street.  New  York,  N.  Y.,  was 
received  and  in  the  absence  of  the  addressee  opened  by  the  undersigned  being 
authorized  to  do  so. 

intends  to  be  back  in  the  first  days  of  August    As  he  will  not  be  able  to  attend 
to  this  case  while  abroad,  I  respectfully  beg  to  allow  applicant  a  later  date  to 
enable  him  to  take  up  this  matter  after  his  return.    His  European  address  will 
be :  Rudolph  E.  Hellmund,  Gotha,  Germany,  Lucas  Cranach  str.  11. 
Respectf  uUy  yours, 

HELLMUin>-Ck>ixROHM  Eleotrio  Company, 
Max  H.  Collbohm. 
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In  response  thereto  the  Examiner  on  May  27,  1907,  mailed  to  ap- 
plicant's New  York  address  a  letter  as  follows : 

This  is  in  response  to  the  letter  of  May  21,  1907. 

The  issuance  of  a  patent  to  the  other  party  of  the  possible  interference  can- 
not be  delayed,  and  the  applicant  is  required  to  make  the  claims  suKgested 
within  the  time  specified. 

On  September  4,  1907,  applicant  filed  an  amendment  containing 
the  suggested  claims.  These  claims  were  rejected  by  the  Examiner 
under  the  provisions  of  Rule  96  and  upon  the  Jeffries  patent,  No. 
863,185,  which  had  in  the  meantime,  on  August  13,  1907,  issued  upon 
the  Jeffries  application.  This  rejection  was  made  final  on  December 
19, 1908,  and  the  present  petition  was  filed  the  following  month. 

It  appears  from  the  facts  as  stated  above  that  the  Examiner  was 
promptly  notified  by  a  member  of  applicant's  firm  and  within  the 
twenty  days  fixed  by  him  that  the  applicant  was  on  his  way  to  Europe, 
and  for  this  reason  the  letter  requested  that  the  time  set  for  making 
the  claims  be  extended.  This  letter  also  gave  applicant's  European 
address.  Since  applicant  was  prosecuting  his  own  case,  it  was  ob- 
viously necessary  for  him  to  be  informed  of  the  Examiner's  action. 
The  time  fixed  by  the  Examiner  was  clearly  not  sufficient  for  this  to 
be  done  and  for  the  applicaiit  to  file  an  amendment.  Moreover,  from 
the  facts  as  stated  it  appears  that  it  was  a  physical  impossibility  for 
applicant  to  file  the  amendment  within  the  time  specified,  and  it 
would  seem  that  if  there  ever  was  a  case  in  which  the  applicant  was 
entitled  to  an  extension  of  time  this  is  such  a  case. 

Rule  96  provides  that  upon  a  proper  showing  the  time  for  making 
the  suggested  claims  may  be  extended.  It  is  within  the  discretion  of 
the  Examiner  to  grant  such  extension  if  in  his  opinion  the  showing 
warrants  it.     {Ex  parte  Curtis,  C.  D.,  1901, 147;  97  O.  G.,  189.) 

If  the  rejection  was  regarded  as  regular,  it  would  be  necessary  for 
applicant  to  seek  his  remedy  by  appeal  to  the  Examiners-in-Chief 
under  the  practice  set  forth  in  ex  parte  Swift  (C.  D.,  1904,  365;  111 
O.  G.,  2494)  and  ex  parte  Post,  (C.  D.,  1904,  409;  112  O.  G.,  1214.) 
Under  the  facts  shown  to  exist  in  the  present  case,  however,  the  time 
fixed  by  the  Examiner  was  too  short.  In  the  case  of  ex  parte  Schvlze 
(C.  D.,  1905,  49;  114  O.  G.,  1550)  under  similar  circumstances  the 
matter  was  considered  by  the  Commissioner  on  petition,  and  the  final 
rejection  on  the  ground  of  estoppel  under  Rule  96  was  held  to  be 
premature  and  was  set  aside.  The  decision  in  that  case  contains  the 
following  statement : 

The  question  whether  the  Examiner  was  right  in  rejecting  the  claims  under 
the  provisions  of  Rule  96  would  not  be  considered  on  this  petition  if  the  'final 
r^ection  was  regarded  as  regular.  From  the  facts  as  they  appear  of  record 
I  am  of  the  opinion  that  the  EiXaminer  should  have  granted  the  additional 
thirteen  days'  time  requested  by  the  attorney  in  which  to  file  the  amendment 
The  declaration  of  an  Interference  necessitates  delay,  expense,  and  is,  in  fact, 
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a  new  proceeding  from  the  ordinary  prosecution  of  an  application  for  patent 
It  was  right  that  the  attorney  should  consult  with  his  client  l)efore  making  a 
claim  which  would  result  in  the  declaration  of  an  interference,  and  he  should 
have  be^i  given  sufficient  time  in  the  first  Instance  to  enable  him  to  communi- 
cate with  his  client  The  attorney  was  prompt  in  requesting  a  reasonable  ex- 
tension of  time  for  the  purpose  of  communicating  with  his  client,  and  the  Bx- 
aminer  should  have  granted  that  request.  The  fact  shown  by  the  record  that 
the  client  resided  in  Germany  was  a  sufflci^it  ground  for  granting  the  request 
of  the  applicant,  and  no  further  showing  should  have  been  required. 

The  claim  has  been  presented  in  an  amendment  filed  prior  to  November  1. 
This  amendment  should  be  entered  and  the  Interference  declared.  The  final 
rejection  given  by  the  Examiner  was  premature  and  is  set  aside. 

The  suggestion  that  the  time  for  payment  of  the  final  fee  in  the 
Jeffries  application  expired  July  30,  1907,  and  that  if  petitioner  had 
been  given  until  August,  1907,  the  time  requested,  in  which  to  make 
the  claims  it  would  have  necessitated  the  withdrawal  of  the  Jeffries 
application  from  issue  is  entitled  to  little  weight  in  view  of  the  fact 
that  petitioner's  application  was  filed  long  before  the  Jeffries  applica- 
tion was  passed  to  issue,  and  the  claims  should  have  been  suggested 
before  that  action  was  taken. 

The  request  for  additional  time  was  reasonable  and  should  have 
been  granted,  not  only  on  that  ground,  but  because  of  the  fact  that 
it  was  a  physical  impossibility  for  the  applicant  to  amend  within  the 
time  originally  set.  The  final  rejection  is  accordingly  set  aside,  and 
the  Examiner  is  instructed  to  declare  the  interference. 

The  petition  is  ff ranted. 


Ex  PARTE  DE  Forest  and  Horton. 

Decided  March  12,  1909. 

141  O.  G.,  500. 

1.  Abandonment  of  Application — Amendment  Signed  by  Attorney  Appointed 

BY  One  of  Two  Joint  Applicants. 
Where  In  an  application  filed  by  joint  applicants  the  only  amendment 
filed  within  the  year  after  the  Examiner's  action  was  an  amendment  signed 
by  an  attorney  appointed  by  only  one  of  such  applicants,  Held  that  the 
application  was  abandoned. 

2.  Same — Same — Ratification  by  the  other  Joint  Applicant  Insufficient. 

Where  an  amendment  filed  within  the  year  allowed  by  law  for  action  is 
held  to  have  no  standing,  on  the  ground  that  it  was  signed  by  the  attorney 
appointed  by  only  one  of  two  joint  applicants,  the  ratification  of  such 
amendment  by  the  other  joint  applicant  after  the  expiration  of  the  year 
is  not  effective  to  carry  the  date  of  the  action  back  to  the  date  of  the  filing 
of  such  amendment  A  ratification  may  not  have  a  retroactive  effect  to 
defeat  the  express  provisions  of  the  statute  relating  to  the  time  within 
which  a  party  must  prosecute  an  application  to  save  It  from  abandonment 
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8.  Samb — Revival — Verified  Showing  Necessabt. 

In  a  petition  to  revive  an  abandoned  application  the  bare  statement  of 
counsel  as  to  the  existence  of  facts  vrhich  would  excuse  the  delay  is  insuffi- 
cient A  verified  showing  has  been  uniformly  held  by  the  Office  as  requisite 
to  the  revival  of  an  abandoned  application,  except  where  the  records  of  the 
Office  disclose  a  reason  for  the  delay. 

4.  Power  op  Attorney — ^Joint  Applicants — Ordinarily  Both  Applicants  Must 

Join  in  Power. 
"It  seems  to  be  well  settled  that  one  of  two  joint  applicants  cannot 
appoint  an  attorney  without  the  concurrence  of  the  co-applicant,  except  upon 
a  showing  of  inability  to  obtain  such  concurrence,  (citing  ex  parte  Ben- 
jamin and  Bailey,  C.  D.,  1892,  85 ;  59  O.  G.,  298 ;  ex  parte  Barrett  and  Alter, 
C.  D.,  1907,  76;  127  O.  G.,  847.)" 

5.  Same — Concurrence  or  Alleged  Assignee — Evidence  of  Assignment. 

A  power  of  attorney  given  by  one  of  two  Joint  applicants,  with  the  con- 
currence of  an  alleged  assignee,  cannot  be  recognized  in  the  absence  of  evi- 
dence of  the  assignment. 

On  Pbtition. 

WIRELESS  communication. 

Mr.  Samitel  E.  Darby  for  the  applicants. 

MooRB,  Co7n/mis8ioner: 

This  is  a  petition  asking  that  the  Primary  Examiner  be  instructed 
that  the  application  has  not  become  abandoned  and  to  proceed  with 
the  examination  thereof. 

In  response  to  the  rejection  of  the  Examiner,  dated  October  21, 

1907,  an  amendment  was  presented  September  22,  1908,  signed  by 
the  attorney  who  presents  this  petition.  It  appears  from  the  record 
that  a  power  of  attorney  accompanied  this  amendment  signed  only 
by  <Hie  of  the  joint  applicants,  de  Forest.  This  power  of  attorney 
was  returned  on  September  26,  1908,  by  the  Chief  Clerk  of  this 
Bureau  with  the  statement  that  it  was  necessary  that  the  other  joint 
applicant,  Horton,  join  in  the  execution  thereof.    On  November  13, 

1908,  the  Examiner  wrote  a  letter  in  the  case,  stating  that  it  appeared 
that  the  attorney  who  signed  the  amendment  of  September  22,  1908, 
had  no  power  to  act,  that  the  amendment  had  not  been  entered,  and 
that  the  case  was  abandoned.  On  December  11,  1908,  the  power  of 
attorney  previously  submitted  was  returned,  together  with  a  power 
of  attorney  from  the  other  joint  applicant,  Horton,  and  a  ratification 
of  the  amendment  of  September  22,  1908. 

It  seems  to  be  well  settled  that  one  of  two  joint  applicants  cannot 
appoint  an  attorney  without  the  concurrence  of  the  co-applicant 
except  upon  a  showing  of  inability  to  obtain  such  concurrence.  Ex 
parte  Benjamin  and  Bailey^  C.  D.,  1892,  85 ;  59  O.  G.,  298 ;  ex  parte 
Barrett  and  Alter,  C.  D.,  1907,  76;  127  O.  G.,  847.)  It  follows  that 
the  attorney  had  no  power  to  act  in  this  case  prior  to  December  11, 1908, 
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and  the  action  of  September  22, 1908,  cannot  be  considered  as  a  proper 
response  to  the  Examiner's  action.  While  the  other  joint  applicant, 
Horton,  on  December  11,  1908,  ratified  the  act  of  the  attorney,  this 
ratification  did  not  have  the  effect  of  making  the  action  effective  as  of 
the  date  of  September  22,  1908.  On  applicant's  theory  that  the 
ratification  made  the  amendment  effective  as  of  September  22,  1908, 
if  applicant  had  waited  until  October  20,  1909,  and  then,  filed  the 
power  of  attorney  signed  by  Horton,  with  a  ratification  of  the  amend- 
ment filed  September  22,  1908,  that  amendment  would  have  become 
effective  as  of  the  earlier  date  and  constituted  a  proper  response  to  the 
Office  action  of  October  21, 1907.  Obviously  a  ratification  cannot  have 
a  retroactive  effect  to  defeat  the  express  provisions  of  the  statute 
relating  to  the  time  within  which  a  party  must  prosecute  an  applica- 
tion to  save  it  from  abandonment. 

It  is  noted  that  the  power  of  attorney  given  by  de  Forest,  which 
was  filed  in  the  Office  on  September  22, 1908,  and  which  was  returned 
and  refiled  on  December  11,  1908,  contains  the  concurrence  of  an 
alleged  assignee;  but  it  does  not  appear  that  any  assignment  affecting 
this  application  has  ever  been  recorded  in  this  Office,  and  hence  there 
is  no  evidence  of  an  assignment  of  which  this  Office  can  take 
cognizance. 

There  is  no  showing  as  to  why  applicant  did  not  file  a  responsive 
action  prior  to  October  21,  1908,  except  the  bare  statement  by  counsel 
that  Horton  was  in  Europe  at  the  time  he  received  notice  from  the 
Office  that  the  power  of  attorney  given  by  de  Forest  alone  would  not 
be  recognized.  A  verified  showing  has  uniformly  been  held  requisite 
to  the  revival  of  an  abandoned  application,  except  where  the  records 
of  the  Office  disclose  a  reason  for  the  delay.  No  such  showing  has  been 
filed  herein.  Had  applicant  accompanied  the  power  of  attorney 
executed  by  Horton,  filed  December  11, 1908,  with  a  verified  showing 
that  this  applicant  had  been  abroad  and  was  not  previously  available, 
the  application  would  probably  have  been  revived ;  but  no  such  show- 
ing was  made  at  that  time,  nor  has  applicant  up  to  the  present  time 
accounted  for  the  delay  between  September  26,  1908,  and  December 
11, 1908,  nor  is  there  any  showing  of  unavoidable  delay  from  Decem- 
ber 11,  1908,  up  to  the  present  time. 

It  is  held  that  the  Primary  Examiner  was  right  in  holding  the 
amendment  dated  September  22^  1908^  insufficient  to  save  the  case 
from,  abandonment.  It  is  also  held  that  the  delay  in  prosecuting  the 
application  has  not  been  shown  to  have  been  unavoidable  within  the 
meaning  of  the  statute^  and  the  petition  is  therefore  denied  without 
prejudice. 
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£x  PARTE  Laelb  Chemical  Company. 

Decided  March  29,  1909. 

141  O.  G.,  567. 

Pbirt — Use  of  Lbgeivd  "  Guaranteed  Under  the  Food  and  Drugs  Act  *' — ^Regis- 
tration Refused. 

For  the  reasons  stated  in  ew  parte  Tennessee  Brewing  Company  (G.  D., 
1908,  227;  136  O.  G^  1999)  and  ew  parte  Ruppert  (ante,  43;  140  O.  G., 
755)  a  print  containing  the  words  **  Guaranteed  under  the  Food  and  Drugs 
Act,  June  30,  1906,"  was  properly  refused  registration. 

On  Appeal. 

FOOT-POWDER. 

Messrs.  Mason^  Fenwick  c&  Lawrence  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  refusing  to 
register  a  print  for  the  reason  that  it  contains  the  so-called  guaranty 
legend  in  the  form,  namely,  "  Guaranteed  under  the  Food  and  Drugs 
Act,  June  30,  1906,"  held  to  be  objectionable  in  my  decisions  in  ex 
parte  Alart  and  McGuire^  (C.  D.,  1907,  409;  131  O.  G.,  2146;)  ex 
parte  Tennessee  Brewing  Company ^  (C.  D.,  1908,  227;  136  O.  G., 
1999;)  ex  parte  Ruppert^  {antCy  43;  140  O.  G.,  755;)  also  for  the 
reason  that  the  clause  is  not  in  the  form  required  by  Inspection 
Decision  99  of  the  Departtoent  of  Agriculture  of  all  guarantees  filed 
after  January  1,  1909. 

The  action  of  the  Examiner  is  believed  to  be  correct.  In  the  case 
of  ex  parte  Tennessee  Brewing  Company y  supra^  I  stated : 

This  arrangem^it  of  subject-matter  is  in  my  opinion  likely  to  cause  a  pur- 
cliaser  to  believe  that  inasmuch  as  the  label  is  registered  by  the  Government 
the  character  or  quality  of  the  goods  described  as  "  Guaranteed  under  the  I'\)od 
and  Drugs  Act,  June  30,  '06,  Serial  No.  19733,"  is  approved  by  the  Government. 
It  is  insisted,  however,  tliat  the  guaranty  clause  above  quoted  is  in  the  precise 
form  prescribed  by  the  "Rules  and  Regulations  for  the  E^nforcement  of  the 
Food  and  Drugs  Act**  and  that  the  use  of  these  words  in  the  present  form 
cannot  be  objected  to.  This  contrition  is  believed  to  be  untenable.  It  is  easily 
possible  for  the  guarantor  to  so  place  the  prescribed  legend  upon  its  labels 
that  there  can  be  no  likelihood  that  its  use  will  mislead  the  pubUc  in  respect 
to  the  actual  guaranty. 

Since  the  above  decision  was  rendered  section  &,  Regulation  9,  of 
the  ^  Rules  and  Regulations  for  the  Enforcement  of  the  Food  and 
Drugs  Act,"  has  been  amended  to  read  as  follows: 

A  goieral  guaranty  may  t>e  filed  with  the  Secretary  of  Agriculture  by  the 
manufacturer  or  dealer  and  be  given  a  serial  number,  which  number  shall 
appear  on  each  and  every  package  of  goods  sold  under  such  guaranty  with  the 
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words  *•  Guaranteed  by  (insert  name  of  guarantor)  under  the  Food  and  Drugs 
Act,  June  30,  1906."  (Food  Inspection  Decision  99,  issued  by  the  United  States 
Department  of  Agriculture  December  12, 1908.) 

The  contention  of  appellant  that  while  the  requirements  of  this 
Office  concerning  the  form  of  the  legend  noted  in  the  above-mentioned 
decisions  may  be  proper  as  to  trade-marks  and  labels  they  are  not 
applicable  to  prints  is  not  well  taken.  The  statutes  and  rules  con- 
cerning the  registration  of  labels  and  prints  by  the  Commissioner 
of  Patents  places  labels  and  prints  upon  the  same  footing  and  fur- 
nishes no  foundation  for  appellant's  contention. 

The  decision  of  the  Examiner  is  affirmed. 


Ex  PARTE  Young,  Smith,  Field  CoiiPANT. 

Decided  March  25,  1909. 

141  O.   G.,  865. 

1.  Tbade-Mabks — "Quaker   Maid"    Anticipated   by    "Quakeress"    and   by 

"  Quaker." 
A  trade-mark  for  hosiery,  etc.,  consisting  of  the  words  "  Qualcer  Maid " 
and  the  representation  of  two  Iseystones,  Held  anticipated  by  two  prior 
registrations,  one  consisting  of  the  word  "  Qualteress "  printed  upon  a 
distinctive  bacltground  and  the  other  consisting  of  the  word  "Qualser" 
alone. 

2.  Same — Anticipation — Determined  by  Office — CJonsent  of  Registrant  Not 

conclusiye. 
Where  In  the  opinion  of  the  Ck)inmissioner  a  mark  sought  to  be  registered 
so  nearly  resembles  a  prior  registered  mark  as  to  be  likely  to  cause  con- 
fusion in  the  mind  of  the  public,  registration  will  be  refused,  notwithstand- 
ing the  consent  of  the  registrant  to  the  registration  of  such  mark. 

On  Appeal. 

TRADE-MARK  FOIf   HOSIERY   AND  UNDERWEAR. 

Mr.  George  R.  Hamlin  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "  Quaker  Maid  "  and  the  repre- 
sentation of  two  keystones  as  a  trade-mark  for  hosiery,  ladies',  misses', 
and  children's  net  undershirts  and  drawers.  Registration  is  refused 
in  view  of  the  registered  marks  of  Pilling  and  Madeley,  No,  37,777, 
registered  February  11, 1902,  and  No.  38,602,  registered  July  15, 1902. 
The  former  of  these  marks  consists  of  the  word  "  Quakeress " 
printed  upon  a  distinctive  backgroimd.  The  latter  consists  of  the 
word  "  Quaker  "  alone. 


Digitized  by 


Google 


DECISIONS  OF  THE   COMMISSIONER  OP  PATENTS.  69 

Evidence  has  been  furnished  by  the  applicant  to  the  effect  that 
the  registrants  have  no  objection  to  the  registration  by  the  applicant 
of  the  trade-mark  claimed,  and  it  is  contended,  in  view  of  this  fact, 
that  there  is  no  such  likelihood  of  confusion  in  the  mind  of  the 
public  as  to  warrant  the  denial  of  registration.  While  such  consent 
by  a  registrant  is  persuasive  where  the  marks  are  not  identical,  it 
cannot  be  considered  as  controlling.  As  was  stated  in  the  decision  of 
Wright  (&  Taylor  v.  Bluthenthal  c&  Bickart  v.  Mayer^  Sons  <&  Com- 
pany V.  Cushman  &  Company,  (C.  D.,  1905,  540;  119  O.  G.,  2234:) 

In  determining  the  question  of  identity  tbis  Office  must  exercise  its  own  Judg- 
ment, and  it  will  not  dissolve  an  interference  and  register  to  two  or  more 
parties  marlcs  wliich  it  r^ards  as  substantially  identical. 

This  conclusion  was  reached  notwithstanding  the  apparent  willing- 
ness of  the  parties  involved  in  the  interference  to  have  the  interfer- 
ence dissolved  and  all  of  the  interfering  marks  registered.  The  de- 
cisions in  Kops  Bros.  v.  Royal  Worcester  Corset  Co.  (C.  D.,  1905, 
616;  119  O.  Gi,  1584)  and  The  Windsor  Milling  and  Elevator  Com- 
pany V.  Brunner  (C.  D.,  1906,  128;  121  O.  G.,  1676)  are  to  the  same 
effect.  The  principle  stated  in  these  decisions  is  believed  to  be  well 
founded  and  is  applicable  to  the  present  case. 

The  word  "  Quaker  "  is  a  predominant  feature  of  the  applicant's 
mark,  and  therefore,  in  my  opinion,  the  public  would  be  likely  to  be 
misled  into  believing  that  the  merchandise  sold  under  the  mark 
"  Quaker  Maid  "  were  goods  of  the  same  manufacture  as  those  sold 
under  the  trade-mark  "  Quaker  "  or  "  Quakeress." 

The  Supreme  Court  of  the  United  States  said  in  the  case  of 
Saxlehner  v.  Eisner  cfe  Mendelson  Company,  (C.  D.,  1900,  362;  93 
O.  G.,  940;  179  U.  S.,  19,  33:) 

It  is  not  necessary  to  constitute  an  infringement  that  every  word  of  a  trade- 
mark should  be  appropriated.  It  is  suflaclent  that  enough  be  taken  to  deceive 
the  public  in  the  purchase  of  a  protected  article.  It  was  said  by  Vice-chan- 
cellor Shadwell,  in  1847— 

"  that  if  a  thing  contains  twenty-five  parts  and  but  one  is  taken,  an  imitation 
of  that  one  will  be  sufficient  to  contribute  to  a  deception,  and  the  law  will  hold 
those  responsible  who  have  contributed  to  the  fraud.  {Quinnesa  v.  Ulmer,  10 
Law  Times,  127.)  " 

While  this  may  be  a  somewhat  exaggerated  statement,  the  reports  are  full 
of  cases  where  bills  have  been  sustained  for  the  infringement  of  one  of  several 
words  of  a  trade-mark.  (Shrimpton  v.  Laight,  18  Beav.,  164;  Clement  v.  Mad- 
dick,  1  Giff.,  98 ;  Hostetter  v.  Vowinkle,  1  Dill.,  329 ;  Morse  v.  Worrell,  9  Am. 
Law  Review,  368;  ChUlon  v.  Ouenin,  Weekly  Notes,  1877,  14;  American  Grocer 
Pub.  Co.  V.  Grocer  Puh.  Co.,  25  Hun.,  398.) 

The  Court  of  Appeals  of  the  District  of  Columbia  in  re  Herhst 
Importing  Company  (C.  D.,  1908,  383;  134  O.  G.,  1565;  30  App., 
D.  C,  297)  held  that  the  words  "  Chancellor  Club  "  so  nearly  re- 
semble the  word  "  Club  "  as  to  be  likely  to  cause  confusion  in  the 
minds  of  the  public  and  deceive  purchasers.    In  the  Peter  Schoen- 
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ho  fen  Brewing  Company  v.  The  McUtine  Company  (C.  D.,  1908,  386; 
134  O.  G.,  1805;  30  App.  D.  C,  340)  the  same  court  held  that  the 
words  "Edelweiss  Maltme,"  although  associated  with  a  fanciful 
picture,  so  nearly  resemble  the  word  "  Maltine "  as  to  be  likely  to 
cause  confusion  in  the  mind  of  the  public.  For  similar  reasons  it 
must  be  held  that  the  mark  for  which  registration  is  applied  so  nearly 
resembles  the  registered  marks  as  to  be  prohibited  from  registration 
by  the  provisions  of  section  5  of  the  Trade-Mark  Act  of  1906. 
The  decision  of  the  Examiner  is  affirmed. 


Deitsch  Bros.  v.  Loonen. 

Bedded  April  5,  1909. 

141  O.  G..  1161. 

Tbade-Mabks — Opposition— Plea — Appeal. 

There  Is  no  right  of  appeal  from  the  decision  of  the  Eixaminer  of  Int^- 
ferences  overruling  a  plea  to  a  notice  of  opposition. 

On  Petition. 

TBADE-MABK  FOB  TOOTH-BRUSHES. 

Mr.  Joseph  L.  Levy  for  Deitsch  Bros. 
Messrs.  Goepel  <&  Goepel  for  Loonen. 

Moore,  Commissioner: 

This  is  a  petition  by  Loonen  that  an  appeal  be  allowed  from  the 
decision  of  the 'Examiner  of  Interferences,  dated  March  6, 1908,  over- 
ruling the  plea  filed  in  response  to  Deitsch  Brothers'  application  for 
cancelation  of  Loonen's  trade-mark  involved  herein. 

It  is  urged  that  in  view  of  the  decision  of  the  Court  of  Appeals  in/ 
the  case  of  E.  Mcllhenny'^s  Son  v.  New  Iberia  Extract  of  Tohasco 
Pepper  Company,  Limited  (C.  D.,  1908,  325;  133  O.  G.,  995;  30  App. 
D.  C,  337)  Loonen  was  entitled  to  this  appeal. 

While  the  preamble  of  the  decision  of  the  Court  of  Appeals  referred 
to  states  that — 

this  Is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents  overruling  a 
general  demurrer  filed  by  ai)i)ellant  to  a  petition  filed  by  appellee  for  the  can- 
celation of  the  word  "  Tabasco,"  which  appellant  had  registered  in  the  Patent 
Office  as  a  trade-mark  for  pepper-sauce — 

the  records  of  this  Office  show  that  after  the  demurrer  had  been 
overruled  a  time  was  set  within  which  the  registrant  should  file  an 
answer  to  the  application  for  cancelation.  The  registrant,  however, 
filed  no  answer  and  permitted  final  judgment  by  default  to  be  en- 
tered against  him.  Appeal  was  taken  from  this  final  decision,  and 
of  course  the  question  involved  was  based  upon  the  same  grounds 


Digitized  by 


Google 


DECISIONS  OF  THE  COMMISSIONEB  OP  PATENTS.  71 

as  those  considered  by  the  Examiner  of  Interferences  in  his  decision 
overruling  the  demurrer.  No  similar  proceedings  have  been  had  in 
the  present  case. 

The  practice  in  applications  for  cancelation  follow  as  nearly  as 
possible  the  proceedings  in  equity  cases.  The  rule  relating  to  orders 
overruling  or  allowing  pleas  in  equity  cases,  as  stated  in  the  Encyclo- 
pedia of  Pleading  and  Practice^  (vol.  16,  p.  627,)  is  as  follows: 

9.  Nature  of  order  overruling  or  allowing  plea. — ^An  order  overruling  a  plea 
is  not  appealable,  the  question  decided  being  merely  one  of  pleading  and  settling 
no  rights  between  the  parties,  and  an  order  allowing  a  plea  does  not  of  itself 
determine  the  cause  without  entry  of  an  order  dismissing  the  bill. 

This  rule  is  clearly  applicable  to  proceedings  in  applications  for 
cancelation  of  trade-marks,  and  it  follows  that  there  is  no  right  of 
appeal  from  the  decision  of  the  Examiner  of  Interferences  overruling 
the  applicant's  plea. 

In  view  of  the  fact  that  the  applicant  was  apparently  misled  into 
bringing  this  appeal  by  the  language  of  the  decision  of  the  Court  of 
Appeals  of  the  District  of  Columbia,  above  quoted,  and  since  the 
time  set  by  the  Examiner  of  Interferences  for  filing  answer  is  now 
expired,  it  is  directed  that  the  applicant  be  given  until  April  13, 1909, 
to  file  an  answer  to  the  application  for  cancelation. 

TJie  petition  is  denied. 


HocH  V.  McCaskey  v.  Hopkins. 

Decided  April  6,  1909. 

141  O.  G.,  1161. 

INTEBFEBENCE — MOTION    UNDEB    BULE    109 — DlSCBETION    OF    THE    EXAMINER    OF 

Interferences. 
Where  the  Examiner  of  Interferences  refused  to  transmit  a  motion  under 
Rule  109  unless  the  moving  party  filed  within  a  fixed  time  a  statement 
pointing  out  the  parts  or  elements  6f  his  application  covered  by  the  elements 
of  the  claims  submitted,  Held  that  this  is  a  question  of  procedure  which 
is  clearly  within  the  Jurisdiction  of  the  Examiner  of  Interferences  and 
should  not  be  reviewed  unless  there  is  a  clear  abuse  of  discretion  on  his 
part. 

On  Petition. 

ADDING-MACHINE. 

Messrs.  Foster^  Freeman^  Watson  cfe  Coit  for  Hoch. 

Mr.  Philip  Mauro  for  McCaskey. 

Mr.  John  D.  Rippey  and  Mr.  George  R.  Hamlin  for  Hopkins. 

MooRE,  Commissioner: 

This  is  a  petition  by  Hopkins  that  an  appeal  be  entertained  and 
heard  from  the  decision  of  the  Examiner  of  Interferences  refusing 
21895— H.  Doc.  124,  61-2 6 
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to  transmit  a  motion  under  Rule  109  unless  the  moving  party  file 
within  a  fixed  time  a  statement  pointing  out  the  parts  or  elements 
of  his  application  covered  by  the  elements  of  the  claims  submitted. 

It  is  urged  that  the  question  raised  is  a  departure  from  the  practice 
heretofore  followed  by  the  Office  and  that  an  appeal  should  be  al- 
lowed in  order  that  this  question  may  be  settled  by  the  Commissioner 
in  person.  The  Examiner  of  Interferences  in  his  decision  stated  in 
part  that — 

I  beUeve  that  when  such  a  statement  of  facts  Is  called  for  by  opposing  parties 
in  connection  with  a  motion  of  this  kind  and  the  invention  is  an  unusually  com- 
plicated one,  the  Office  should  require  such  a  statement  to  be  furnished  before 
the  motion  is  transmitted.  That  the  invention  is  an  unusually  complicated  one 
in  this  case  is  sufficiently  indicated  by  the  fact  that  the  moving  party  has  at 
present  in  his'  case  over  three  hundred  claims.  Hopkins  is  therefore  required 
to  file  a  statement  pointing  out  the  parts  or  elements  upon  his  drawing  which 
correspond  to  the  elements  of  the  claims  which  he  seeks  to  add.  This  statement 
must  be  filed,  accompanied  by  proof  of  service,  l>efore  April  8,  1909.  If  a  suffi- 
cient statement  is  not  filed,  the  motion  to  amend  will  be  denied  transmission. 
The  parties  will  be  heard  upon  the  sufficiency  of  the  statement  upon  April  12, 
1909,  at  10  a.  m.,  or  as  soon  thereafter  as/the  case  can  be  reached. 

,It  appears  from  the  portion  of  the  decision  of  the  Examiner  of 
Interferences  above  quoted  that  the  moving  party  is  not  denied  the 
right  to  make  the  claims  and  that  the  Examiner  of  Interferences  has 
requested  an  explanation  of  the  claims  in  order  to  indicate  that  the 
motion  is  brought  in  good  faith  and  not  for  the  purpose  of  delay  and 
also  to  facilitate  the  disposition  of  the  case  by  the  Examiner  on  the 
matters  presented  before  him. 

This  is  a  question  of  procedure  which  is  clearly  within  the  juris- 
diction of  the  Examiner  of  Interferences  and  which  should  not 
be  reviewed  unless  there  is  a  clear  abuse  of  discretion  upon  his  part. 
The  question  presented  is  one  which  is  not  appealable  as  a  matter  of 
course. 

The  petition  is  denied^  and  the  appeal  which  was  fled  on  April  6 
is  dismissed. 


Ex  PARTE  McPhAIL. 

Decided  AprU  15,  1909. 
141  O.  G..  1162. 

EXAMINATION  OF  APPLICATION — SECOND  REJECTION — RiOHT  OF  APPEAL. 

Where  after  a  thorough  discussion  of  the  references  the  claims  have  been 
twice  rejected  upon  the  same  references,  the  applicant  has  a  right  of 
appeal  from  such  rejection  even  though  the  Examiner  did  not  designate 
his  second  rejection  a  "final  rejection." 

On  Petition. 

Digitized  by  VjOOQIC 


DECISIONS  OF  THE   COMMISSIONER  OF  PATENTS.  73 

HEAT-COIfTBOLLING  DEVICE  FOB  METAL-MELTING  APPARATUS. 

Mr.  A,  H.  Spencer  for  the  applicant. 

Billings,  Assistant  Corwmissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
above-entitled  application  to  be  abandoned. 

The  record  shows  that  the  case  as  originally  filed  contained  three 
claims.  The  Examiner  in  his  first  action  upon  the  application 
rejected  these  claims  in  view  of  certain  stated  references.  Applicant 
thereupon  filed  an  amendment  modifying  claim  2.  The  Examiner 
then  rejected  the  claims  upon  the  same  references  as  before.  The 
applicant  then  amended  each  of  the  claims  and  filed  an  argument  dis- 
cussing the  pertinency  of  each  of  the  references  of  record.  In  his 
next  action  the  Examiner  stated  that  "  the  rejection  of  each  of  the 
claims  is  repeated."  He  further  rejected  each  claim  in  view  of  two 
additional  patents  to  Frolich  and  Rundquist.  Following  this  action 
by  the  Office  the  applicant  amended  his  specification  and  discussed  the 
pertinency  of  the  patents  to  Frolich  and  Rundquist  to  his  amended 
claims.  The  Examiner  thereupon  rejected  each  of  the  claims  in  view 
of  the  references  which  had  hitherto  been  applied  to  such  claims 
and  further  discussed  the  pertinency  of  the  patents  to  Frolich  and 
Rundquist  to  applicant's  invention.  On  the  last  day  of  the  year 
following  this  rejection  the  applicant  filed  an  appeal  to  the  Exam- 
iners-in-Chief.  The  Examiner,  however,  refused  to  forward  this 
appeal  upon  the  ground  that  the  appeal  was  not  such  an  action  as 
the  condition  of  the  case  required  and  that  the  Office  letter  of  Jan- 
uary 27,  1907,  was  not  a  "  final "  rejection  and  held  tl;ie  case  to  be 
abandoned. 

It  is  urged  in  behalf  of  the  applicant  that  he  has  had  two  rejections 
of  the  claims  upon  the  same  reference  and  is  entitled  to  the  appeal 
provided  by  section  4909,  Revised  Statutes.  The  Examiner,  upon 
the  other  hand,  contends  that  the  last  action  upon  the  c}aims  was 
merely  a  rejection  and  that  the  case  was  open  to  further  amendment 
and  was  not  in  readiness  for  appeal. 

The  Examiner  cites  several  decisions  in  which  it  is  held  that  the 
letter  intended  to  close  the  consideration  should  contain  a  positive 
statement  that  the  claims  are  finally  rejected.  The  decisions  cited 
by  the  Examiner  are  to  the  eflfect  that  the  applicant  should  be  notified 
when  a  final  rejection  is  entered  in  order  that  he  may  be  advised  that 
his  right  to  amend  had  ceased  and  that  appeal  was  in  order.  It  is 
believed,  however,  that  where,  after  thorough  discussion  of  references 
with  an  Examiner,  as  has  been  had  in  this  case,  an  issue  has  been 
reached  and  the  applicant  has  received  a  second  rejection  upon  the 
same  claims  in  view  of  the  same  references  he  has  a  right  to  appeal 
at  that  time,  notwithstanding  the  fact  that  the  Examiner  did  not 
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designate  his  action  as  a  -final  action.    It  is  therefore  held  that  in  the 
present  case  the  appeal  was  a  properly  responsive  action  to  the  Exam- 
iner's rejection  and  that  the  appeal  should  have  been  forwarded. 
Under  these  circumstances  the  application  is  not  abandoned. 
The  petition  is  (/ranted. 


Palestine  Hebrew  Wine  Company  v.  Cabmel  Wine  Company. 

Decided  ApHl  2i,  1909. 
142  O.  G.,  287. 

1.  Tbade-Mabks — Patent  Office  Pboceedinqs — Comity. 

The  principle  of  comity  under  which  one  court  suspends  all  action  in  a 
case  where  another  court  *has  assumed  Jurisdiction  of  the  subject  should  be 
given  proper  recognition  in  the  Patent  Office. 

2.  Same — Cancelation    Pboceedino — Suspended    Pending    Detebmination    of 

Infringement  Suit. 
Where,  pending  a  suit  for  Infringement  of  a  registered  trade-mark,  the 
respondent  in  that  suit  files  an  application  for  cancelation  of  such  mark, 
Held  that  the  cancelation  proceeding  will  be  suspended  pending  the  deter- 
mination of  the  suit  for  Infringement. 

On  Petition. 

trade- mabk  fob  wines. 

Palestine  Hebrew  Wine  Company  pro  se. 

Mr.  Walter  F.  Rogers  for  Carmel  Wine  Company. 

Moore,  Com/missioner: 

This  is  a  petition  by  the  Carmel  Wine  Company  that  the  above- 
entitled  cancelation  proceeding  be  suspended  pending  the  determina- 
tion of  the  suit  Carmel  Wine  Company  v.  Palestine  Hebrew  Wine 
Company  in  Equity  2 — 157,  now  pending  in  the  United  States  Cir- 
cuit Court  for  the  Southern  District  of  New  York. 

The  record  shows  that  on  February  18,  1908,  petitioner  was 
granted  registration  of  two  trade-marks  for  wines,  Nos.  67,755 
and  67,757,  consisting  of  the  words  "Rehoboth"  and  "Rishon," 
respectively. 

On  June  18, 1908,  the  Palestine  Hebrew  Wine  Company  filed  appli- 
cation No.  91  for  the  cancelation  of  the  registered  mark  No.  67,755 
and  application  No.  92  for  the  cancelation  of  the  registered  mark 
No.  67,757.  Said  cancelation  proceedings  have  proceeded  to  the 
point  where  the  applicant  has  taken  and  filed  his  prima  facie 
testimony. 

On  March  8,  1908,  shortly  after  the  registration  of  the  above-men- 
tioned marks  and  some  three  months  prior  to  the  filing  of  tibe  appli- 
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cations  for  cancelation  of  said  marks,  the  registrant  brought  the 
above-noted  suit  in  the  United  States  Court  for  the  Southern  Dis- 
trict of  New  York  against  the  Palestine  Hebrew  Wine  Company,  the 
applicant  for  cancelation,  for  infringement  of  the  above  and  other 
marks  of  petitioner.  In  said  suit  a  preliminary  injunction  restrain- 
ing such  company  from  using  the  registrant's  marks  was  granted 
by  the  court  on  April  8, 1908,  (161  F.  R.,  654,)  in  view  of  the  decision 
rendered  by  the  same  court  in  the  case  of  Jewish  Colonization  Assort 
et  al.  V.  Solomon  dk  Germansky  et  al.^  (154  F.  R.,  157,)  involving  the 
Carmel  Wine  Company.  Both  the  applications  for  cancelation  and 
the  defense  in  the  above  infringement  suit  set  up  that  the  registered 
marks  are  geographical  names  and  are  not  therefore  valiH  trade- 
marks. 

A  motion  to  suspend  the  cancelation  proceedings  pending  the  deter- 
mination of  the  equity  suit  or  to  dismiss  the  cancelation  proceedings 
on  the  ground  that  they  should  not  have  been  brought  until  after  the 
determination  of  said  suit  was  denied  by  the  Examiner  of  Inter- 
ferences upon  the  following  grounds : 

.  The  motion  for  a  saspension  of  proceedings  or  for  a  dismissal  of  the  appUca- 
tlon  for  cancelation  is  denied  for  the  reasons  that  the  relief  sought  by  this  pro- 
ceeding Is  different  from  that  In  the  suit  In  the  Tnlted  States  circuit  court; 
that  It  Is  the  evident  Intention  of  the  statute  to  provide  speedy  and  adequate  re- 
lief which  should  not  be  deferred  pending  action  by  any  other  tribunal ;  and  that 
the  matter  here  In  Issue  Is  not  as  yet  res  adjudicata  and  that  it  Is  not  certain 
that  It  will  ever  become  so. 

I  agree  with  the  Examiner  of  Interferences  that  the  cancelation 
proceedings  should  not  be  dismissed,  for  the  reasons  stated  by  him ; 
but  I  am  convinced  that  whatever  force  they  may  have  concerning  the 
question  of  the  suspension  of  said  proceedings  is  outweighed  in  this 
case  by  other  reasons  hereinafter  stated. 

Petitioner  contends,  first,  that  the  sole  purpose  of  filing  the  cancela- 
tion petition  was  with  the  hope  of  in  some  manner  undermining  the 
jurisdiction  of  the  court;  second,  that  both  the  court  case  and  the  can- 
celation proceedings  involve  the  single  point  that  these  marks  are 
mere  geographical  names,  and,  third,  that  the  decision  of  the  court  in 
the  equity  case  would  be  persuasive,  if  not  controlling,  in  the  cancel- 
ation proceedings  and  that  since  the  equity  suit  was  instituted  first 
such  suit  should  be  permitted  to  take  its  course  undisturbed  by  any 
rulings  of  the  Patent  Office  under  the  principle  of  comity. 

In  its  brief  in  opposition  to  this  petition  the  Palestine  Hebrew 
Wine  Company  apparently  admits  the  truth  of  the  first  contention, 
for  it  states; 

The  Palestine  Hebrew  Wine  Company  Is  endeavoring  here  to  cancel  various 
names  as  trade-marks,  particularly  for  the  reason  that  they  have  been  restrained 
in  the  action  of  the  United  States  circuit  court  upon  a  preliminary  hearing, 
from  using  such  of  those  names  as  are  registered  by  the  Carmel  Wlue  Company. 
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Therefore  they  are  attempting  to  nullify  if  possible,  that  act  upon  which  the 
decision  in  the  United  States  circuit  court  is  based.  If  therefore,  we  are  suc- 
cessful here  in  canceling  these  trade-marks,  the  action  in  the  United  States 
circuit  court  must  necessarily  fail,  and  surely,  the  United  States  Patent  Office 
where  the  registrant  claims  to  have  the  right  to  register  his  marks  is  about  the 
most  competent  authority  to  test  the  question  of  the  validity  or  invalidity  of 
these  trade-marks  under  consideration. 

The  said  company  does  not  deny  that  the  facts  upon  which  the  can- 
celation proceedings  are  based  are  also  involved  in  the  equity  suit. 

The  opinions  of  the  Court  of  Appeals  of  the  District  of  Columbia 
in  Brill  v.  Washington  Electric  <&  Railway  Company  (C.  D.,  1908, 
377;  134  O.  G.,  1563;  30  App.  D.  C,  255;  and  in  Scriven  Company  v. 
Towlcs  Mfg.  Co.  et  al.  {post^  310;  140  O.  G.,  510)  indicate  that  while 
the  decisions  of  the  Federal  courts  are  not  necessarily  to  be  followed 
they  should  be  given  due  weight  in  patent  and  trade-mark  cases. 
It  is  thought  to  logically  follow  that  the  principle  of  comity  under 
which  one  court  suspends  all  action  in  a  case  when  another  court  has 
assumed  jurisdiction  of  the  subject  should  be  given  proper  recogni- 
tion. This  principle  of  comity  is  well  stated  in  the  case  of  Ryan  v. 
Seaboard  <&  Railway  Co.  (89  F.  R.,  397)  in  the  following  language: 

But,  after  all,  the  question  presented  to  the  court  on  such  a  plea  [pendency 
of  a  suit  in  a  circuit  court  of  the  United  States  as  a  bar  to  a  suit  on  the  same 
subject-matter  between  the  same  parties  in  another  circuit  court  of  the  United 
States]  is  one  of  comity  between  courts.  When  a  court  has  assumed  Jurisdic- 
tion of  a  subject,  all  other  courts  should  refrain  from  interference.  In  no  other 
way  can  be  prevented  unseemly  conflicts  between  courts.  In  the  present  case, 
the  pleadings  having  disclosed  the  fact  that  the  Important  question  of  the 
validity,  force,  and  effect  of  this  pooling  agreement  has  already  been  presented 
to  the  circuit  court  for  the  district  of  Maryland,  this  court  will  at  least  stay  its 
hand,  and,  without  dismissing  the  case  from  this  court,  suspend  all  action,  until 
the  circuit  court  of  Maryland  has  made  Its  decision,  or  until  the  pleadings  in 
that  court  be  determined,  either  by  election  on  the  part  of  the  complainant  to 
abandon  them  and  proceed  In  this  court,  or  in  any  other  way. 

This  principle  suggests  that  where  this  Office  has  once  held  a  mark 
to  be  a  good  trade-mark  and  registered  the  same  and  where  suit  has 
been  brought  for  the  infringement  of  said  mark  this  Office  should 
ordinarily  refrain  from  passing  upon  the  validity  of  the  registration 
pending  the  determination  of  the  court  suit.  Especially  is  this- 
thought  to  be  proper  where  the  applicant  for  cancelation  admits,  as 
in  this  case,  that  it  is  endeavoring  by  such  proceedings  to  attack  col- 
laterally the  validity  of  the  registration  in  order  to  undermine  the 
jurisdiction  of  the  court. 

The  further  contention  of  petitioner  that  much  confusion  and  hard- 
ship will  be  entailed  by  the  retaking  of  testimony  and  the  necessity 
of  using  the  saine  exhibits  in  a  second  case  before  the  determination 
of  the  first  case,  while  not  controlling,  is,  however,  not  without  force. 

After  a  careful  consideration  and  in  view  of  all  the  circumstances 
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of  this  case  I  am  convinced  that  the  cancelation  proceedings  should 
be  suspended  pending  the  determination  of  the  court  case,  provided 
the  latter  is  prosecuted  diligently.  Should  it  appear  at  any  time  that 
such  suit  is  unduly  delayed  by  petitioner,  the  applicant  for  cancela- 
tion may  file  its  petition  and  showing  to  have  this  order  of  suspension 
set  aside. 

The  petition  is  granted. 


McQuARRIE  V.  MaNSON. 

Decided  April  7,  1909. 

142  O.  G.,  288. 

INTEBFEBENCE — MOTION  TO  DISSOLVE-^TBANSMISSION. 

The  decision  in  Gold  v.  Gold  *(C.  D.,  1907,  377;  131  O.  G.,  1422)  and 
Rockstroh  v.  Wamock  (0.  D.,  1908,  10;  132  O.  G.,  234)  construed  and  Held 
not  to  authorize  the  transmission,  as  a  matter  of  course,  of  an  amended 
motion  to  dissolve  filed  within  the  limit  of  appeal  from  a  decision  refusing 
to  transmit  a  defective  motion  but  only  where  it  does  not  appear  from  the 
record  that  such  original  motion  was  not  brought  in  good  faith. 

Appeal  on  Motion. 

intebcommunicating  telephone  system. 

Messrs.  Barton^  Tanner  cfe  Folk  and  Mr.  De  Witt  C.  Tanner  for 
McQuarrie. 
Messrs.  Brown  cfe  Williams  for  Manson. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  Manson  from  the  decision  of  the  Examiner  of 
Interferences  granting  McQuarrie's  motion  to  transmit  a  motion  to 
dissolve  the  above-entitled  interference. 

The  record  shows  that  on  January  16, 1909,  McQuarrie  filed  a  mo- 
tion to  dissolve,  which  was  denied  transmission  on  January  23,  1909, 
on  the  ground  that  this  motion  was  not  sufficiently  definite,  and  the 
time  for  amendment  or  appeal  was  set  to  expire  January  30,  1909. 
On  January  28,  1909,  McQuarrie  filed  an  amended  motion,  the  trans- 
mission of  which  was  granted  by  the  Examiner  of  Interferences  in  a 
decision  rendered  February  16,  1909.  In  this  decision  the  Examiner 
of  Interferences  said : 

Where  a  motion  is  denied  transmission  because  the  same  is  not  sufficiently 
definite,  an  amended  motion  curing  this  defect  is  permissible  as  a  matter  of 
course  if  the  same  is  filed  within  the  time  for  appeal  from  the  decision  denying 
transmission  of  the  prior  motion.  {Gold  v.  Gold,  C.  D.,  1907,  377;  131  O.  G., 
1422;  Rockstroh  v.  Wamock,  C.  D.,  1908,  10;  132  O.  G.,  234.) 
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Counsel  for  Manson  contends  that  the  Examiner  of  Interferences 
erred  in  transmitting  this  motion^  and  in  his  brief  he  contends  that 
the  practice  such  as  outlined  in  the  above  quotation  from  the  Exam- 
iner of  Interferences'  decision  is  susceptible  of  abuse  in  that  an  attor- 
ney by  filing  a  motion  which  he  knows  is  not  sufficiently  definite  can 
thereby  gain  time  within  which  to  file  a  proper  motion. 

The  decision  in  Gold  v.  Gold^  supra^  was  rendered  November  7, 
1907,  and  was  published  in  the  Official  Gazette  December  3,  1907, 
more  than  a  year  ago.  No  such  abuse  of  the  practice  as  apprehended 
by  counsel  for  Manson  has  been  observed. 

The  two  principal  reasoiis  for  requiring  motions  to  be  specific  are, 
first,  to  require  motions  to  be  made  in  good  faith,  and,  second,  to 
inform  the  other  party  of  the  reasons  why,  in  the  opinion  of  the  mov- 
ing party,  the  interference  should  be  dissolved.  It  would  clearly  be 
inequitable  to  rule  that  an  amended  motion  cannot  be  transmitted  in 
those  cases  where  the  moving  party  shows  good  faith  but  has  not  suc- 
ceeded in  making  his  first  motion  sufficiently  specific  to  fully  inform 
his  opponent  of  the  grounds  relied  upon  for  dissolution  of  the  inter- 
ference. In  both  of  the  decisions  Gold  v.  Gold^  aupra^  and  Rockstroh 
V.  Wamock^  supra^  it  is  distinctly  pointed  out  that  amended  motions 
should  be  transmitted  only  where  the  record  indicates  good  faith  on 
the  part  of  the  moving  parties.  While  the  Examiner  was  right  in 
transmitting  the  amended  motion  in  this  case,  his  statement  that  an 
amended  motion  "  is  permissible  as  a  matter  of  course ''  was  a  little 
inapt.  It  is  not  believed  that  the  Examiner  meant  to  rule  that  an 
amended  motion  to  cure  a  defect  is  permissible  as  a  matter  of  course 
where  it  is  clear  on  the  face  of  the  first  motion  that  it  was  filed  in 
bad  faith.  To  so  rule  would  permit  the  moving  party  to  file  almost 
any  kind  of  a  motion  to  dissolve,  in  order  to  save  time,  if  he  knew  that 
a  second  motion  made  specific  would  be  permitted  as  a  matter  of 
course.  It  was  not  intended  in  the  decisions  cited  to  permit  such 
practice,  for  in  each  it  is  held  that  good  faith  on  the  part  of  the  mov- 
ing party  must  be  apparent  from  the  record. 

In  the  decision  in  Pickard  v.  Aahton  and  Curtis  (C.  D.,  1908,  241 ; 
137  O.  G.,  977)  it  is  stated  that— 

♦  ♦  ♦  the  question  of  transmitting  motions  to  dissolve  should  be  left  largely 
to  the  discretion  of  the  Examiner  of  Interferences,  and  where  he  grants  a  mo- 
tion to  transmit  his  decision  will  not  be  disturbed  unless  It  be  clearly  shown 
that  such  discretion  has  been  abused. 

No  such  abuse  of  discretion  has  been  shown  in  this  case,  and  for 
that  reason  the  decision  of  the  Examiner  of  Interferences  will  he 
affirmed. 
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Falk  Tobacxx)  Company  v.  Kinney  Tobacco  Company. 

Decided  March  12,  1909. 
142  O.  G..  567. 

TBADB-MaRKB — INTEBFESBNCE — MOTION  FOB  DISSOLUTION  BASED  ON  TESTIMONY — 

Transmission. 
a  motion  to  dissolve  a  trade-mark  interference  based  on  the  ground  that 
the  labels  introduced  during  the  taking  of  testimony  contain  certain  decep- 
tive statements  should  be  denied  transmission. 

Appeal  on  Motion. 

TRADE-MARK  FOR  CIGARS  AND  CIGARETTES. 

Mr.  Arthur  Falk  and  Mr.  Edward  W.  Cady  for  Falk  Tobacco 
Company. 

Messrs.  Meyers^  Cushman  cfe  Rea  for  Kinney  Tobacco  Company. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences refusing  to  transmit  a  motion  to  dissolve  this  interference  upon 
the  ground  that — 

motions  for  dissolution  do  not  lie  where  based  upon  the  testimony. 

This  interference  is  between  a  registered  trade-mark  of  the  Kinney 
Tobacco  Company  and  the  application  for  registration  of  the  Falk 
Tobacco  Company.  Interference  was  declared  on  September  22, 
1908.  No  motion  for  dissolution  was  filed  within  the  time  provided 
for  by  Rule  49  of  the  Trade-Mark  Rules.  It  is  alleged  on  behalf  of 
Kinn*y  Tobacco  Company  that  during  the  examination  of  witnesses 
Moses  Falk,  Arthur  Falk,  and  Robert  E.  Lane  it  appeared  that  the 
Libels  bearing  the  trade-mark  sought  to  be  registered  by  the  Falk 
Tobacco  Company  contain  certain  deceptive  statements,  and  it  is 
stated  in  the  motion  for  transmission  that  the  reason  why  this  motion 
was  not  brought  earlier  is  that — 

the  flagrancy  of  the  deception  was  not  realized  with  the  force  which  comes  from 
the  testimony  because  the  testimony  shows  that  the  deceptive  guise  of  the  label 
was  deliberately  and  Intentionally  entered  upon  by  the  designer  of  the  label. 

The  reasons  given  are  clearly  not  sufficient  to  excuse  the  delay  in 
bringing  the  motion  for  dissolution  of  the  interference.  The  alleged 
deceptive  matter  referred  to  at  the  hearing  appears  upon  the  labels 
filed  as  specimens  in  the  application  for  registration  of  the  Falk 
Tobacco  Company.  The  Kinney  Tobacco  Company  has  had  access 
to  that  application  at  all  times  since  the  declaration  of  this  inter- 
ference. Furthermore,  for  reasons  similar  to  those  stated  in  the 
decision  in  Ellis  v.  Schroeder  v.  Allen  (C.  D.,  1908,  146;  134  O.  G., 
1803)  and  cases  cited  therein,  a  motion  for  dissolution  should  not  be 
transmitted  where  it  is  based  upon  facts  brought  out  in  the  testimony 


Digitized  by 


Google 


80  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS. 

which  if  accepted  as  true  will  form  a  basis  for  the  final  decision  in 
the  interference. 

Section  7  of  the  Trade-Mark  Act  provides,  in  part  : 

In  every  case  of  Interference  or  opposition  to  interference  he  (the  Commis- 
sioner) shall  direct  the  Examiner  In  charge  of  Interferences  to  determine  the 
question  of  the  right  of  registration  of  such  trade-mark  and  of  the  sufficiency 
of  the  objections  to  registration  in  such  manner  and  upon  such  notice  to  those 
interested  as  the  Commissioner  may  by  rules  prescribe. 

In  the  cases  of  Schuster  v.  M viler  (C.  D.,  1907,  455;  126  O.  G., 
2192;  28  App.  D.  C,  409)  and  Levy  cfe  Co,  v.  Vri  (C.  D.,  1908,  461; 
135  O.  G.,  1363;  31  App.  D.  C,  441)  the  Court  of  Appeals  of  the 
District  of  Columbia  held  that  because  of  the  misleading  statements 
on  labels  containing  the  trade-mark  applicant  for  registration  could 
claim  no  property  right  in  such  mark  and  was  not  entitled  to  the 
benefits  provided  by  the  Trade-Mark  Act.  It  therefore  follows  that 
the  question  raised  upon  the  motion  for  dissolution  is  one  which 
may  properly  be  considered  upon  the  final  hearing  upon  the  question 
of  the  right  to  registration  in  the  interference  proceeding. 

It  is  urged  in  behalf  of  the  Kinney  Tobacco  Company  that  when- 
ever it  appears  in  any  way  during  the  course  of  an  interference  pro- 
ceeding between  an  applicant  and  a  registrant  that  a  bar  exists 
against  the  registration  of  the  trade-mark  to  the  applicant  proceed- 
ings should  be  stopped  and  the  interference  dissolved,  so  that  the 
holder  of  the  registered  trade-mark  will  not  be  subjected  to  needless 
expense  in  defending  his  prima  facie  right.  In  cases  where  such 
alleged  facts  are  brought  out  during  the  taking  of  testimony  the 
applicant  should  be  given  opportunity  to  explain,  if  possible,  the 
character  of  the  alleged  deceptive  matter.  It  therefore  follows  that 
a  decision  based  upon  such  grounds  should  be  rendered  only  at  the 
final  hearing  at  the  interference. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Stevens  v.  Patterson. 

Decided  March  29,  1909. 

142  O.  G.,  568. 

Briefs — Interlocutobt  Hearings. 

Where  at  a  hearing  on  a  motion  for  dissolution  a  brief  was  filed  after  the 
attorney  had  made  his  argument  and  near  the  close  of  the  hearing,  Held 
that  this  brief  was  filed  in  compliance  with  the  ruling  in  Royce  v.  Kemp- 
shall.     (C.  D.,  1905,  292;  116  O.  G.,  2011.) 
Same — Same. 

The  question  of  allowing  reply-briefs  to  be  filed  is  one  within  the  discre- 
tion of  the  tribunal  before  whom  the  hearing  is  had. 

Appeal  on  Motion. 
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Mr.  George  H.  Benjamin  and  Mr.  Eugene  C.  Brown  for  Stevens. 
Mr.  Leonard  Day  and  Mr.  Melville  Church  for  Patterson. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  Patterson  from  the  decision  of  the  Primary 
Examiner  holding  that  the  brief  filed  by  Stevens  on  the  motion  for 
dissolution  should  be  retained. 

It  appears  from  the  decision  of  the  Primary  Examiner  that  at  the 
hearing  on  motion  for  dissolution  both  parties  were  represented  by 
their  attorneys  and  that  after  the  attorney  for  Stevens  had  made  his 
argument  and  near  the  close  of  the  hearing  he  filed  his  brief  and 
handed  a  copy  of  the  same  to  the  attorney  for  Patterson ;  that  the  at- 
torney for  Patterson  did  not  indicate  that  he  wished  any  further  time 
to  reply  to  anything  contained  in  the  brief  and  did  not  appear  to  re- 
gard the  brief  other  than  as  substantially  a  transcription  of  the  oral 
argument  of  Stevens's  attorney. 

Patterson's  appeal  is  based  on  the  ruling  in  Royce  v.  Kempshall^ 
(C.  D.,  1905,  292;  116  O.  G.,  2011,)  which  requires  that  briefs  on  in- 
terlocutory motions  be  filed  before  the  hearing.  Rules  147  and  163, 
which  relate  to  the  filing  of  briefs,  are  as  follows : 

147.  Appeals  in  Interference  cases  must  be  accompanied  by  brief  statements 
of  the  reasons  therefor.  Parties  will  be  required  to  file  six  copies  of  printed 
briefs  of  their  arguments,  the  appellant  five  days  before  the  hearing  and  the 
appellee  one  day. 

163.  Briefs  in  all  contested  cases  shall  be  submitted  in  printed  form,  and 
shall  be  of  the  same  size  and  the  same  as  to  page  and  print  as  the  printed  copies 
of  testimony.  But  in  case  satisfactory  reason  therefor  is  shown  to  the  Office, 
type-written  briefs  may  be  submitted.  Briefs  shall  be  filed  three  days  before  the 
hearing,  except  as  provided  in  Rule  147.  By  consent  of  the  parties  they  may  be 
filed  later,  but  in  any  case  must  be  filed  before  the  hearing.  If  either  party  fail 
to  comply  with  this  regulation,  no  extension  of  time  will  be  granted  for  the 
purpose,  except  upon  consent  of  the  adverse  parties. 

These  rules  were  construed  in  Newcomh  v.  Lemp^  (C.  D.,  1904, 134; 
109  O.  G.,  2171,)  where  it  was  held  that  type-written  briefs  might  be 
received  on  motions  and  on  interlocutory  appeals  and  that  it  was  not 
necessary  to  file  six  printed  copies,  as  required  by  Rule  147,  except  for 
the  final  hearing.  The  rule  was  also  construed  in  Royce  v.  Kemp- 
shall^  supra^  where  it  was  held  that  there  was  no  necessity  for  filing 
briefs  on  interlocutory  motions  five  days  before  the  hearing  and  that 
such  briefs  might  be  filed  at  any  time  before  the  hearing.  In  the  de- 
cision of  the  Commissioner  in  Thompson  v.  Bliss^  (MS.  Dec.,  vol.  92, 
p.  107,)  rendered  September  27,  1908,  it  was  pointed  out  that  the 
reason  for  requiring  briefs  to  be  filed  before  the  hearing  was  to  pre- 
vent one  party  taking  an  undue  advantage  over  the  other  by  pre- 
paring and  filing  briefs  after  the  hearing  which  might  be  prepared  in 
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the  light  of  the  oral  argument  of  the  opposing  party.  In  the  present 
case  it  is  evident  that  the  brief  must  have  been  prepared  before  the 
hearing  and  not  in  the  light  of  the  oral  arguments.  For  this  reason  it 
is  believed  that  Stevens's  attorney  has  substantially  complied  with  the 
ruling  of  Royce  v.  Kempshall  as  interpreted  in  Thompson  v.  Bliss^ 
and  that  therefore  the  Examiner  was  right  in  holding  that  the  brief 
would  be  accepted. 

The  attorney  for  Patterson  has  requested  as  an  alternative  to  the 
briefs  being  stricken  out  that  he  be  allowed  the  privilege  of  submit- 
ting a  reply-brief.  As  pointed  out  in  Thompson  v.  Bliss  it  was  the 
duty  of  counsel  for  Patterson  at  the  time  of  the  hearing  to  have 
requested  permission  to  see  the  brief  filed  By  Stevens  and  to  make 
such  reply  thereto  as  he  might  see  fit.  If  the  Examiner  had  refused 
this  request,  he  might  then  have  been  in  a  position  to  urge  the  tech- 
nical objection  that  the  brief  was  not  filed  before  the  hearing,  as  re- 
quired by  Royce  v.  Kempshall.  Furthermore,  if  counsel  for  Patter- 
son wished  to  file  a  reply-brief  he  should  have  requested  permission 
of  the  Primary  Examiner  to  do  so  when  the  brief  of  Stevens  was  filed, 
and  it  was  within  the  discretion  of  the  Examiner  to  grant  such  re- 
quest   No  reason  is  seen  for  granting  this  request  at  this  time. 

The  decision  of  the  Primary  Examdner  is  affirmed. 


Ex  PARTE  DiETERICH. 

Decided  April  C,  1909. 

142  O.  G.,  568. 

Recommendation  of  the  Examinebs-in-Chief— Action  by  Pbimabt  Examines — 

Reopening  of  the  Case. 

Where  the  Examiners-In-Chief  stated  that  a  claim  was  patentable  over 

the  references  cited  against  it,  but  recommended  that  it  be  rejected  upon 

another  reference,  and  the  Examiner  rejected  the  claim  on  this  reference. 

Held  that  while  this  action  reopened  the  case  such  reopening  was  merely 

as  to  the  subject-matter  of  the  rejected  claim.  • 

On  Petition. 

PNEUMATIC  expansion-tank  WITH  LIQUID-BELIEF. 

Messrs.  Fred.  G.  Dieterich  <&  Co.  for  the  applicant. 

BiLUNQS,  Assistant  Oom/missioner: 

This  is  a  petition  from  the  action  of  the  Examiner  refusing  to 
enter  and  consider  a  certain  amendment  filed  in  the  above-entitled 
application. 

This  case  was  appealed  to  the  Examiners-in-Chief,  who  rendered 
a  decision  affirming  the  rejection  by  the  Examiner  as  to  all  of  the 
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appealed  claims  except  claim  6.  As  to  that  claim  they  held  that  it 
was  not  met  in  the  reference  cited  against  it  by  the  Examiner,  but 
was  met  in  another  reference  of  record  and  should  have  been  rejected 
thereon.  When  the  application  came  before  the  Examiner,  he 
adopted  the  suggestion  of  the  Examiners-in-Chief  and  rejected  the 
claim.  Applicant  thereafter  filed  the  amendment  above  referred  to, 
which  the  Examiner  refused  to  admit.  ' 

The  Examiner  based  his  objections  on  Rules  68  and  139.  Rule  68 
provides,  in  part,  as  follows: 

After  decision  on  appeal  amendments  can  only  be  made  as  provided  In  Rule 
142,  or  to  carry  into  effect  a  recommendation  under  Rule  139, 

and  Rule  139  provides,  in  part,  as  follows : 

The  Examiners-in-Chief  in  their  decision  will  affirm  or  reverse  the  decision 
of  the  Primary  EiXaminer  only  on  the  points  on  which  appeal  shall  have  been 
taken.  (See  Rule  133.)  Should  they  discover  any  apparent  grounds  not  in- 
volved in  the  appeal  for  granting  or  refusing  Letters  Patent  in  the  form  claimed, 
or  any  other  form,  they  will  annex  to  their  decision  a  statement  to  .that  effect, 
with  such  recommendation  as  they  shall  deem  proper. 

As  pointed  out  in  ex  parte  Burrowes^  (O.  D.,  1904, 155;  110  O.  G., 
599,)  the  Examiner  by  adopting^  the  suggestion  of  the  Examiners-in- 
Chief  to  a  certa,in  extent  reopened  the  case.  He  did  not,  however, 
reopen  the  case  for  general  prosecution,  but  merely  as  to  the  subject- 
matter  of  claim  6,  which  he  rejected  on  a  new  reference.  The  appli- 
cant was  therefore  clearly  entitled  to  amend  that  claim,  so  as  to 
avoid  the  reference,  if  possible,  or  to  present  another  claim  or  claims 
in  lieu  thereof;  but  he  was  not  entitled  to  present  claims  directed  to 
subject-matter  other  than  that  covered  by  this  claim  and  to  obtain 
further  prosecution  of  such  subject-matter.  The  amendment  which 
the  Examiner  refused  to  admit  was  not  limited  as  above  indicated, 
and  for  that  reason  it  was  properly  refused  admission.  If,  however, 
the  applicant  will  present  an  amendment  either  amending  claim  6  or 
presenting  a  claim  or  claims  limited  to  the  subject-matter  covered 
by  that  claim,  the  same  may  be  entered  and  considered. 

The  petition  is  denied. 


Ex  PARTE  Clark-IIorrocks  Company. 

Decided  March  6,  1909. 

142  O.  G.,  855. 

Tbade-Mabks — "  UNXTjD  "—Descriptive. 

The  mark  "  UNXLD  "  Held  to  be  a  misspelling  of  the  word  "  unexcelled," 
and  therefore  not  registrable,  since  such  word  Is  "  merely  descriptive." 

On  Appeal. 

TRAOE-MABK    FOB    FISHINO-TACKLE. 

Messrs.  Robinson^  Martin  c6  Jones  for  the  applicant. 

Digitized  by  VjOOQIC 


84  DECISIONS  OF  THE   COMMISSIONER  OF  PATENTS. 

Moore,  Com^mssioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  registration  of  the  mark  "  UNXLD  "  as  a  trade-mark 
for  fishing-tackle.  Registration  of  the  mark  was  refused  by  the  Ex- 
aminer upon  the  ground  that  it  is  a  misspelling  of  the  word  "  unex- 
celled "  and  is  "  merely  descriptive "  within  the  meaning  of  those 
words  as  used  in  section  5  of  the  act  of  February  20, 1905. 

In  my  opinion  the  decision  of  the  Examiner  of  Trade-Marks  is 
right.  The  mark  "UNXLD  "  when  pronounced  has  the  same  sound 
as  the  word  "  unexcelled."  The  mark  is  clearly  a  misspelling  or  a 
phonetic  spelling  of  the  word  "  unexcelled."  To  the  purchaser  the 
mark  would  ordinarily  suggest  that  the  goods  upon  which  it  is  applied 
are  "  unexcelled  "  in  quality. 

A  case  similar  to  that  of  applicant's  is  in  re  Central  Consumers 
Company^  {post^  329;  140  O.  G.,  1211,)  decided  by  the  Court  of 
Appeals  of  the  District  of  Columbia  on  February  2,  1909,  in  which 
the  mark ."  Nextobeer  "  was  held  a  misspelling  of  the  words  "  next 
to  beer  "  and  descriptive  of  the  character  or  quality  of  the  goods  upon 
which  it  was  used.    In  this  decision  the  court  said : 

It  is  well  settled  that  a  device,  marls,  ©r  symbol  which  identifies  the  class, 
grade,  style,  or  quality  of  the  goods  on  which  it  is  used  is  not  subject  to  regis- 
tration. {Columbia  Mill  Company  v.  Alcorn,  C.  D.,  18»3,  672;  65  O.  G.,  1916; 
150  U.  S.,  460.)  Neither  are  words  that  are  merely  descriptive  of  the  character, 
qualities,  or  composition  of  an  article  registrable.  [Brown  Chemical  Co.  v. 
Meyer,  C.  D.,  1891,  373;  55  O.  G.,  287;  139  U.  S.,  540.)  Nor  can  a  generic  name 
descriptive  of  the  qualities,  ingredients,  or  characteristics  of  an  article  be  regis- 
tered.    (CanaZ  Co.  V.  C^arfc,  13  Wall.,  311.)     •    ♦    ♦ 

It  was  evidently  the  intention  of  Congress  in  placing  these  restrictions  In 
the  Trade-Mark  Act  to  prohibit  any  one  from  acquiring  a  property  right,  pro- 
tected by  law  in  its  exclusive  use.  In  a  name  possessing  any  inherent  significa- 
tion that  would,  of  itself,  enhance  the  sale  or  value  of  the  article  or  articles 
to  which  it  may  be  applied.  In  other  words,  It  was  Intended  to  limit  the  selec- 
tion to  mere  arbitrary  words  or  designs,  the  value  of  which  should  consist  alone 
in  their  becoming  fixed  In  the  public  mind  through  contttiued  use  on  the  goods 
of  the  owner.  It  was  not  intended  that  the  mark  should  lend  value  to  the 
goods,  but  that  the  quality  of  the  goods  and  the  reputation  of  the  owner  should 
ultimately  make  the  mark  valuable  as  a  symbol  In  the  connection  in  which  it 
may  be  used. 

In  the  case  of  Trinidad  Asphalt  Mfg,  Co.  v.  Standard  Paint  Co. 
(163  F.  R.,  977)  the  Court  of  Appeals  for  the  Eighth  Circuit  held  the 
mark  "  Ruberoid  "  a  misspelling  of  "  rubberoid  "  and  descriptive  of 
the  goods — roofing — to  which  it  was  applied.  The  court  in  this  case 
held: 

To  the  contention  that  "  ruberoid  "  is  fanciful  or  arbitrary  It  must  be  said 
that  no  one  can  restrict  or  destroy  the  public  right  by  the  coinage  and 
monopoly  of  a  word  that  Is  a  near  Imitation  of  one  the  use  of  which  Is 
open  to  all  for  the  truthful  description  of  articles  of  trade  and  commerce. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 
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Ex  PARTE  Perkins. 

D^ded  ApHl  16,  1909. 

142  O.  G.,  855. 

Drawings — Deyioe  op  Geitebal  Appucation — SumciEWCY. 

Where  an  application  fully  discloses  tbe  construction  of  the  alleged  inven- 
tion which  is  of  general  application,  the  illustration  of  the  invention 
applied  to  a  particular  use  should  not  be  required. 

On  Petition. 

HINGE. 

\ 

Mr.  Raymond  I.  Blakealee  and  Messrs.  Collamer  <&  Co.^  for  the 
applicant 

BniiiNOS,  Assistant  Commissioner: 

This  is  a  petition  from  a  decision  of  the  Primary  Examiner  requir- 
ing further  illustration  and  refusing  action  on  the  merits  until  the 
same  is  furnished,  praying  that  the  Examiner  be  advised  that  no 
further  illustration  is  necessary  and  that  action  on  the  merits  should 
be  given. 

The  specification  of  the  application  states  that : 

This  invention  relates  to  hinges ;  and  has  for  Its  objects  to  provide  improved 
hinge  means,  or  means  for  connecting  two  or  more  devices,  things  or  parts  for 
relative  movement  of  the  same,  which  will  provide  for  temporarily  or  yieldingly 
locking  or  interlocking  the  same  to  prevent  the  said  relative  movement;  and 
which  hinge  devices  or  hinge  means,  including  said  locking  means,  shall  be 
relatively  inexpensive  and  simple  in  construction,  positive  in  operation,  durable, 
and  generally  superior  in  point  of  efficiency  and  serviceablity. 

The  drawing  shows  two  members  having  relative  movement  about 
a  common  axis.  Each  of  these  members  is  provided  with  an  extended 
portion  resembling  a  portion  of  the  usual  buggy-top  brace.  In  the 
first  action  the  Examiner  stated  that  it  would  be  impossible  to  make 
an  examination  upon  the  merits  until  applicant  disclosed  with  what 
his  device  was  intended  to  be  used.  Upon  a  repetition  of  this  require- 
ment applicant  inserted  in  the  specification  the  following  statement : 

The  parts  a  and  h  may  constitute  in  themselves  portions  of  a  hinged  device ; 
as,  for  instance,  the  arms  or  rods  of  a  folding  buggy-top  of  the  ordinary  weU- 
known  type. 

Assuming  that  additional  illustration  is  necessary  in  this  case, 
there  is  no  reason  why  action  on  the  merits  should  have  been  post- 
poned until  such  illustration  was  furnished.  The  construction  seems 
to  be  clearly  described  and  shown,  and,  in  fact,  the  Examiner  does  not 
claim  that  he  does  not  understand  the  invention.  He  states  that  with- 
out further  illustration  it  would  be  impossible  to  classify  the  applica- 
tion and  hardly  possible  to  examine  it  with  accuracy.    The  reason 
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given  is  not  regarded  as  sufficient  to  warrant  the  refusal  to  act  upon 
the  merits.  If  the  applicant  had  shown  his  construction  in  connection 
with  some  special  machine  or  device,  this  would  not  excuse  the 
Examiner  from  making  a  reasonable  search  in  all  other  places  where 
such  a  construction  might  be  found.  As  far  as  aiding  the  Examiner 
in  his  search  is  concerned,  the  statement  in  the  specificatien  inserted 
by  amendment  is  as  efficient  as  would  be  a  further  illustration. 

The  Examiner  cites  ex  parte  Hartley  (C.  D.,  1901,  247;  97  O.  G., 
2746,)  as  sustaining  his  .requirement.  In  ex  parte  Hartley  the  drawing 
did  not  clearly  disclose  the  invention  so  as  to  enable  one  to  understand 
the  construction  which  was  the  subject  of  the  claim.  Here  the  inven- 
tion is  clearly  described  and  shown,  although  its  specific  application 
is  not  illustrated.  Moreover,  in  the  decision  cited  there  is  no  authority 
to  refuse  to  act  upon  the  merits.  The  decision  of  the  Commissioner 
in  the  case' of  ex  parte  Hinkle  and  Aahmore  (C.  D.,  1899,  186;  88 
O.  G.,  2410)  seems  to  be  more  nearly  in  point  and  should  govern 
the  disposition  of  this  case.  Under  the  circumstances  the  Examiner 
should  have  given  an  action  on  the  merits  and  at  the  same  time  re- 
quired a  further  illustration  if  in  his  opinion  such  illustration  was 
necessary. 

It  is  believed,  however,  that  no  further  illustration  should  be  re- 
quired, as  the  invention  claimed  is  clearly  described  and  shown. 

The  petition  is  granted. 


Crescent  Oil  Company  v.  W.  C.  Eobinson  &  Son  Company. 

Decided  Febrvary  9,  1909. 
142  O.  G.,  1113. 

1.  INTEBFEBENCE  —  REOPENING  —  NEWLY  -  DISCOVERED      EVIDENCE  —  EXCUSE     FOB 

Delay. 
Where  counsel  was  of  the  opinion  that  certain  testimony  which  it  was 
proposed  to  take  might  be  introduced  in  rebuttal  and  after  the  expiration 
of  the  time  pet  for  taking  rebuttal  testimony,  upon  a  motion  to  extend  such 
time,  the  Examiner  of  Interferences  denied  the  motion,  upon  the  ground 
that  the  testimony  sought  to  be  taken  was  not  proper  rebuttal,  but  was 
part  of  the  case-ln-chief,  and  thereupon  a  motion  to  reopen  was  filed  for 
the  purpose  of  taking  such  testimony  as  newly-discovered  evidence,  Held 
that  the  excuse  for  the  delay  was  insufficient. 

2.  Same — Same — Same — Evidence  Must  be  Shown  to  be  Material. 

In  order  to  warrant  the  grant  of  a  motion  to  take  newly-discovered  evi- 
dence, it  must  appear  that  the  proposed  evidence  is  material. 

3.  Same — Motions — Piecemeal  Prosecution. 

The  piecemeal  prosecution  of  motions  places  an  unnecessary  burden  upon 
the  Office  and  upon  the  parties,  and  the  practice  is  strongly  condemned. 

Appeal  on  Motion. 
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LUBSICATING-OIL. 

Messrs.  Minium  &  Woemer  for  Crescent  Oil  Company. 
Messrs.  Steuart  <Ss  Steuart  for  W.  C.  Robinson  &  Son  Company, 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  the  Crescent  Oil  Company  from  the  decision 
of  the  Examiner  of  Interferences  refusing  to  reopen  the  case  for  the 
purpose  of  taking  alleged  newly-discovered  evidence. 

The  motion  was  denied  on  two  grounds — ^first,  because  of  delay  in 
bringing  the  same,  and,  second,  because  it  was  piecemeal  in  nature. 

The  alleged  newly-discovered  evidence  relates  to  the  use  of  the 
mark  in  issue  by  a  third  party,  with  the  permission  of  W.  C.  Robinson 
&  Son  Company,  which,  it  is  alleged,  is  shown  by  the  testimony  taken 
on  behalf  of  W.  C.  Robinson  &  Son  Company  on  September  28,  24, 
and  25, 1908. 

The  motion  was  not  brought  until  December  26, 1908.  The  excuse 
offered  for  the  delay  is  that  coimsel  was  of  the  opinion  that  it  was 
proper  to  take  testimony  upon  this  question  in  rebuttal  and  that  it 
was  their  intention  to  do  so.  They  permitted  their  time  for  taking 
Rebuttal  testimony  to  expire,  and  a  motion  was  brought  to  extend  the 
time  for  taking  such  testimony,  particularly  for  the  purpose  of  show- 
ing such  use  by  a, third  party;  but  this  motion  was  denied  by  the 
Examiner  of  Interferences  upon  the  ground,  among  others,  that  the 
testimony  sought  to  be  introduced  was  not  proper  rebuttal  evidence, 
but  was  admissible,  if  at  all,  as  a  part  of  the  case-in-chief.  There- 
upon this  motion  was  brought  to  reopen  the  case  for  the  purpose  of 
taking  this  evidence  as  newly-discovered  evidence.  The  excuse  given 
is  not  regarded  as  sufficient. 

Moreover,  as  stated  by  the  Examiner  of  Interferences,  the  motion  is 
piecemeal  and  was  properly  refused  on  this  ground.  As  stated  in 
my  decision  dated  February  2,  1909,  three  motions  were  brought  to 
reopen  the  case  to  take  newly-discovered  evidence,  upon  which  de- 
cisions were  rendered  by  the  Examiner  of  Interferences,  dated,  respec- 
tively, October  24,  November  6,  and  November  18, 1908.  It  is  obvious 
that  the  present  motion  should  have  been  presented  with  the  previous 
motion  for  reopening,  and  the  fact  that  the  newly-discovered  evidence 
presented  in  the  previous  motion  related  to  a  different  matter  is  imma- 
terial. The  piecemeal  prosecution  of  motions  places  an  unnecessary 
burden  both  on  this  Office  and  upon  the  parties,  and  the  practice 
cannot  be  too  strongly  condemned. 

There  is  another  ground  upon  which  the  Examiner  of  Interferences 

might  properly  have  refused  to  grant  the  motion — namely,  that  the 

alleged  newly-discovered  evidence  has  not  been  shown  to  be  material, 

which  is  necessary  to  be  shown  to  warrant  the  reopening  of  a  case  for 

21896— H.  Doc.  124,  61-2 1 
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the  purpose  of  taking  additional  testimony.  The  testimony  proposed 
to  be  taken  does  not  appear  to  have  any  possiUe  bearing  upon  the 
right  of  the  Crescent  Oil  Company  to  registration,  and  as  the  mark 
of  W.  C.  Robinson  &  Son  Company  has  been  r^stered  its  right  to 
registration  is  not  a  matter  for  investigation  in  this  proceeding, 
except  in  so  far  as  it  may  be  necessary  to  a  consideration  of  the  rights 
of  the  Crescent  Oil  Company. 
The  decision  of  the  Examiner  of  Interferences  is  a^rmed. 


In  be  the  Vacuum  Specialty  Company. 

Decided  AprU  19,  1909. 

142  O.  a,  1114. 

Acgbbs  to  Abandoned  Application— Access  Gbanted. 

Where  suit  is  brought  on  a  patent  the  flle-wrapper  of  which  shows  that 
aU  the  claims  thereof  were  the  allowed  claims  of  a  prior  application  b^ong- 
ing  to  the  same  assignee,  which  were  transferred  to  the  patented  applica- 
tion, the  prior  application  at  the  same  time  being  formally  abandoned,  asd 
the  only  discussion  of  the  merits  of  the  claims  was  in  the  prior  applicatioDi, 
Held  that  the  defendants  are  entitled  to  inspect  and  obtain  copies  of  the 
prior  application  if  it  can  be  identified  by  the  Office,  although  neither  the 
imtent  itself  nor  the  flle-wrapper  identifies  it  by  the  name  of  the  applicant, 
the  serial  numb^,  or  the  date  of  filing. 

On  Petition. 

Mr,  Hillary  C.  Messimer  for  the  Vacuum  Specialty  Company. 
Mr.  Park  Benjamin  for  the  American  Thermos  Bottle  Company. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  to  ini^ct  and  obtain  copies  of  an  abandoned  ap- 
plication referred  to  in  the  patent  to  Hubert  Henn,  No.  884,582,  April 
14, 1908,  fcM:  a  vessel  with  double  walls  and  protective  case,  on  which 
petiticmer  alleges  suit  has  been  brought  charging  it  with  infringement. 

The  file-wrapper  of  the  application  on  which  the  patent  involved 
in  the  suit  was  granted  shows  that  the  only  action  in  the  case  on  the 
part  of  the  Office  was  a  requirement  for  division,  accompanied  by 
the  citation  of  three  patents  to  show  the  state  of  the  art.  In  the  next 
action  a  substitute  specification  and  five  claims  were  filed,  accompanied 
by  the  statement  that  the  claims  had  all  been  passed  upon  as  allowable 
in  a  copending  application  and  that  such  applicaticm  had  been  aban- 
doned. This  statement  did  not  indicate  from  what  application  these 
allowed  claims  were  transferred ;  but  the  records  of  the  Office  show 
that  on  the  same  day  on  which  this  substitute  specification  was  filed 
a  formal  abandonment  was  filed  in  the  application  of  Charles  S.  Reed, 
No.  397,553,  filed  October  15, 1907,  for  bottles,  signed  by  the  applicant 
and  the  American  Thermos  Bottle  Company,  as  assignee.    A  com- 
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parison  of  the  claims  4,  7,  8,  9,  and  10  of  that  application  and  of  the 
five  claims  of  the  patent  in  suit  shows  that  they  are  identical.  At 
that  time  this  company  was  the  owner  of  both  of  the  applications,  as 
the  assignment  records  of  this  Office  show. 

Thus  it  is  sufficiently  established  that  the  application  from  which 
the  allowed  claims  were  taken  was  the  application  above  referred  to 
and  that  at  the  time  of  the  abandonment  and  the  grant  of  the  patent 
the  American  Thermos  Bottle  Company  was  the  owner  of  both 
inventions. 

The  circumstances  in  this  case  are  similar  to  the  circumstances  set 
forth  in  the  Commissioner's  decision  in  the  case  of  Metropolitan  West 
Side  Elevated  Railroad  Company  et  al.  v.  Siemens^  (C.  D.,  1898,  220; 
85  O.  G.,  290.)  In  that  case  the  application  papers  on  which  the 
patent  was  granted  disclosed  the  fact  that  one  of  the  claims  of  the 
patent,  infringement  of  which  was  charged,  was  a  substitute  for  a 
claim  which  had  been  allowed  in  the  abandoned  application  to  which 
access  was  desired.  In  that  case  access  was  granted,  notwithstanding 
the  fact  that  petitioner  did  not  present  a  certificate  of  the  court  before 
which  the  suit  between  the  parties  was  pending  showing  that  copies 
of  such  application  would  be  relevant  and  material  to  the  issues  in- 
volved therein. 

In  my  opinion  the  abandoned  application  of  Reed,  No.  397,553,  is 
a  part  of  the  proceedings  leading  to  the  grant  of  the  patent  in  suit 
and  for  that  reason  virtually  part  and  parcel  of  said  patent. 

The  petition  to  inspect  said  abandoned  application  and  to  be  fur- 
nished copies  thereof  is  therefore  granted. 


WiiiLiAMS  V.  Foyer  and  Kubz. 

Decided  May  5,  1909. 

142  O.  G..  1114. 

IllTKIFEBBHCB — PUUlflNABT  STATBIIENT — ^ALLEGATIONS  THSBBOF  MUST  ComrOBM 

TO  THE  Rules. 
Rule  110  requires  that  the  allegations  *of  the  preliminary  statements  should 
set  forth  inter  alia  the  "date  of  the  reduction  to  practice  of  the  Invention." 
This  allegation  of  the  reduction  to  practice  should  be  alleged  positiyely  either 
in  the  terms  of  the  rule  or  in  such  other  language  as  will  leave  no  question  as 
to  the  actual  reduction  to  practice  of  the  invention. 

On  PBTinoN. 

OO-CABT. 

Messrs.  Bradford  <&  Hood  for  Williams. 

Moore,  Commissioner: 

This  is  a  petition  by  Williams  from  the  action  of  the  Examiner  of 
Interferences  requiring  an  amended  preliminary  statement  alleging 
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the  date  of  successful  use  of  the  invention,  restricting  the  petitioner 
in  his  proofs  of  reduction  to  practice  of  the  invention  to  the  date  of 
filing  of  his  application  in  the  event  of  failure  to  file  such  an  amended 
statement. 

The  party  Williams  in  his  preliminary  statement,  after  alleging  the 
date  of  conception  and  of  making  of  drawings  or  sketches  illustrating 
the  alleged  invention,  states  that  he  began  work  on  the  making  of  a 
child's  full-sized  carriage  completely  embodying  said  invention  in  a 
certain  stated  month,  that  he  completed  the  same  during  said  month, 
and  "  that  the  same  was  actually  used  immediately  upon  completion," 
and  that  he  never  made  a  model  of  the  invention.  He  also  alleges 
that  he  began  making  a  large  number  of  children's  carriages  em- 
bodjdng  the  invention  prior  to  the  date  upon  which  the  preliminary 
statement  was  executed. 

It  is  contended  in  behalf  of  the  petitioner  that  the  allegation  that 
the  full-sized  carriage  referred  to  was  actually  used  immediately 
upon  completion  is  a  sufficient  allegation  of  reduction  to  practice  of 
the  invention  and  that  such  an  actual  use  is  necessarily  a  successful 
use,  any  manipulation  of  a  device  which  is  not  successful  being  not  a 
use  of  it,  but  merely  an  experiment  with  it. 

Rule  110  requires  that  the  allegations  of  the  preliminary  statements 
should  set  forth  inter  alia  the  "  date  of  the  reduction  to  practice  of 
the  invention."  This  allegation  of  the  reduction  to  practice  should 
be  alleged  positively  either  in  the  terms  of  the  rule  or  in  such  other 
language  as  will  leave  no  question  as  to  the  actual  reduction  to  prac- 
tice of  the  invention. 

In  the  case  of  Burson  v.  Vogel  (C.  D.,  1907,  669;  131  O.  G.,  942;  29 
App.  D.  C.,  388)  the  Court  of  Appeals  of  the  District  of  Columbia 
said: 

An  experimental  machine — and  the  first  construction  of  a  complicated  device 
usually  is — ^may  be,  according  to  the  evidence  relating  to  Its  construction  and 
use,  a  mere  unsuccessful  and,  therefore,  an  abandoned  experiment,  or,  though 
crude  in  its  construction,  may  furnish  a  satisfactory  demonstration  of  its  utility. 

The  preliminary  statements  of  an  interference  constitute  pleadings, 
and  according  to  the  well-recognized  practice  of  equity  such  plead- 
ings should  be  positive  and  unmistakable  in  their  terms.  In  the  case 
of  Burson  v.  Vogel^  mpra^  the  Coiui:  also  stated : 

The  appellee  contends  that  the  allegation  In  the  preliminary  statement  of  Bur- 
son, to  the  efTect  that  he  constructed  an  experimental  machine  in  January,  1901, 
does  not  amount  to  an  allegation  of  a  reduction  to  practice,  and,  hence,  in  re- 
spect of  that  machine  and  the  two  other  machines  thereafter  constructed,  to 
which  no  date  is  given,  limits  Burson  to  the  date  of  his  application  as  his  first 
reduction  to  practice.  We  cannot  concur  in  this  view  of  the  effect  of  the  state- 
ment. It  is  not  80  precise  as  it  might  have  been,  and  if  exception  had  been 
taken  to  it  on  that  ground,  in  limine^  its  amendment  might  possibly  have  been 
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compelled;  at  any  rate,  if  unamended,  after  exception,  the  limitation  of  its 
ayerments  now  Insisted  upon  might  reasonably  be  imposed. 

It  is  well  settled  that  the  mere  construction  and  actual  use  of  a 
machine  are  not  necessarily  a  reduction  to  practice.  As  stated  in  the 
case  of  Sherwood  v.  Drewsen^  (C.  D.,  1907,  642;  130  O.  G.,  657;  29 
App.  D.  C,  161:) 

Reduction  to  practice  must  produce  something  of  practical  use  coupled  with 
a  knowledge,  preferably  by  actual  trial,  that  the  thing  will  work  practically 
for  the  intended  purpose.  The  conception  may  give  rational  hopes  of  future 
fulfilment  of  the  purpose  at  which  it  aims,  but  if  as  a  matter  of  practice  it 
falls  short  of  success,  it  is  not  a  sufficient  reduction  to  practice.  Ck>mplete  in- 
vention amounts  to  demonstration.  When,  as  in  this  case,  it  had  not  quite 
passed  beyond  experiment  and  had  not  quite  attained  certainty  and  had  fallen 
short  of  demonstrating  the  capacity  of  the  invention  to  produce  the  desired 
result,  the  invention  itself  was  still  inchoate.  These  parties  sought  certainty 
but  they  had  not  attained  certainty  beyond  all  conjecture,  which  certainty  the 
law  requires.  (See  McKenzie  v.  Cumminga,  0.  D.,  1904,  683 ;  112  O.  G.,  1481 ; 
24  App.  D.  C,  140;  Hunter  v.  Siikeman,  C.  D.,  1898,  564;  85  O.  G..  610;  13  App. 
D.  C.  219;  Coffin  v.  Ogden,  5  O.  G.,  270;  18  WaU.,  124.) 

It  is  obvious  in  view  of  these  decisions  that  the  requirement  of  the 
Examiner  of  Interferences  was  right  and  should  be  sustained.  Coun- 
sel for  petitioner  stated  at  the  hearing  that  efforts  had  been  made  to 
obtain  an  amended  preliminary  statement  in  accordance  with  the 
Examiner's  ruling,  but  that  the  applicant  had  left  the  employ  of  the 
assignee  company  owning  this  application  and  had  not  been  reached. 
An  affidavit  by  counsel  for  the  petitioner  to  this  eflfect  was  also  filed 
at  the  hearing.  This  affidavit  should  have  been  presented  before  the 
Examiner  of  Interferences,  and  it  is  not  entitled  to  consideration 
when  presented  on  appeal  in  the  first  instance. 

The  petition  is  denied. 

In  pursuance  of  the  petitioner's  request  that  if  this  petition  be 
denied  the  time  for  filing  the  amended  statement  be  extended  it  is 
ordered  that  the  preliminary  statements  be  not  opened  for  a  period 
of  ten  days,  within  which  time  the  petitioner  may  take  such  action 
before  the  Examiner  of  Interferences  as  the  condition  of  the  case 
requires. 


Ex  PABTB  The  Craftsman's  Guild. 

Decided  AprU  i,  1909. 

143  O.  G.,  257. 

1.  Tbadb-Mabks — Name  of  a  Coptbightablk  Abticle — ^Nor  Rbgistbable  as  a 
Tradk^Mabk. 
The  name  given  to  a  copyrightable  article  is  not  registrable  as  a  trade- 
mark.   {Black  y.  Ehrichf  44  Fed.  Bep.,  793.) 
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2.  Same — Name  of  an  Abticle  Govebed  by  a  Dbsioh  Patent. 

The  name  by  which  an  article  covered  by  a  design  patent  is  known  is 
not  registrable  as  a  trade-mark. 

On  Affzal. 

trade-mabk  fob  images  of  plasteb-of-pabis,  wood,  metal,  etc. 

Messrs.  Frank  F.  Reed  and  Edw.  8.  Rogers  and  Mr.  Francis  M. 
Phelps  for  the  applicant 

Moore,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
rerfusing  to  register  the  word  "  Billiken  "  as  a  trade-mark  for  images 
made  of  plaster-of-paris,  images  made  of  wood,  and  images  made  of 
metal. 

The  grounds  upon  which  the  Examiner  based  his  action  were,  first, 
that  the  word  is  the  name  of  a  copyrighted  article — ^to  wit,  a  statue 
copyrighted  to  The  Craftsman's  Guild,  May  11,  1908,  No.  25,523— 
and,  second,  that  it  is  the  name  of  a  patented  article — to  wit,  a  design 
patented  to  Pretz,  October  6,  1908,  No.  39,603— and  that  therefore 
the  word  is  not  registrable  as  a  technical  trade-mark. 

That  the  word  "  Billiken  "  is  the  name  of  a  copyrighted  article 
appears  clearly  from  the  records  of  the  Library  of  Congress,  which 
show  that  on  May  11,  1908,  The  Craftsman's  Guild,  of  Highland 
Park,  HI.,  registered  a  piece  of  statuary  under  the  name  "  Billiken," 
the  designer  being  Florence  Pretz.  The  description  of  the  statue  is 
given  as  follows: 

A  small  figure,  made  In  plaster-of-paris,  clay,  brass,  bronze,  copper  or  other 
material,  4  inches  high,  (more  or  less.)  Figure  seated  with  hands  on  hips 
at  side,  feet  bare  and  upright,  large  stomach,  broad  grin  or  smile  on  face,  tuft 
of  hair,  (red  or  otherwise.)  The  little  figure  is  named  "Billiken,'*  familiarly 
iLUOwn  as  **  Billy,"  which  title  was  original  and  coined  by  us.  Figure  is  known 
as  "The  Ck)d-of-Things-as-they-Ought-to-Be,"  and  you  are  lUTlted  to  tickle  his 
toes  to  see  him  smile.  Figure  is  finished  in  red,  ivory,  brown,  and  other  colors. 
Protection  is  sought  both  on  the  design  and  on  the  names  "Billiken"  and 
"  Billy." 

It  appears  to  be  well  settled  that  the  title  of  a  book  is  not  a  trade- 
mark. (See  Hopkins  on  Trade-Marks^  p.  163.)  The  reason  for  this 
holding  is  clearly  stated  by  Judge  Wallace  in  his  decision  in  the 
case  of  Black  v.  Ekrich^  (44  Fed.  Rep.,  793,)  as  follows: 

Neither  the  author  nor  proprietor  of  a  literary  work  has  any  property  in 
its  name.  It  is  a  term  of  description,  which  serves  to  identify  the  work;  but 
any  other  person  can  with  impunity  adopt  it,  and  apply  it  to  any  other  book, 
or  to  any  trade  commodity,  provided  he  does  not  use  it  as  a  false  token,  to 
induce  the  public  to  believe  that  the  thing  to  which  it  is  applied  is  the  identical 
thing  which  it  originally  designated.  If  literary  property  could  be  protected 
upon  the  theory  that  the  name  by  which  it  is  christened  is  equivalent  to  a 
trade-mariL,  there  would  be  no  necessity  for  copyright  laws. 
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The  same  reasoning  would  appear  to  be  applicable  to  any  copy- 
rightable matter,  and  for  ihis  reason  it  must  be  held  that  the  word 
"  Billiken/'  which  is  the  name  of  an  image,  is  not  registrable. 

Furthermore,  it  is  settled  by  a  long  line  of  decisions  that  upon 
the  expiration  of  a  copyright  the  public  has  a  right  not  only  to  re- 
produce the  copyrighted  matter,  but  to  apply  to  it  the  name  by 
which  it  is  known.  For  this  reason,  also,  registration  should  be  re- 
fused, since  the  Trade-Mark  Act  makes  such  registration  prima  fade 
eyidence  of  ownership. 

With  respect  to  the  second  ground  of  the  Examiner's  decision,  the 
records  of  the  Patent  Office  show  that  on  October  6,  1908,  Florence 
Pretz  took  out  a  design  patent  for  an  image.  That  the  image  shown 
in  this  patent  is  the  one  known  by  the  name  of  ^^  Billiken  "  is  not 
only  a  matter  of  common  knowledge,  but  is  evident  from  the  de- 
scription, above  quoted,  given  in  the  application  for  copjrright.  This 
is  an  accurate  description  of  the  figure  shown  in  the  design  patent 
That  the  name  of  a  patented  article  is  not  a  valid  trade-mark  is  now 
well  settled.  {Singer  Mfg.  Co.  v.  June,  C.  D.,  1896,  687;  75  O.  G., 
1703;  163  U.  S.,  169.)  The  Office  has  repeatedly  refused  to  register 
as  a  trade-mark  the  name  of  a  patented  articla  See  em  parte  Velvril 
Company y  Ltd.,  C.  D.,  1898;  628,  84  O.  G.,  807;  ex  parte  Holophane 
Glass  Co.,  C.  D.,  1902,  248 ;  100  O.  Q.,  450.)  The  patents  referred  to 
in  these  cases  were  mechanical  patents ;  but  no  distinction  is  seen  be- 
tween these  and  the  case  of  a  design  patent.  When  the  patent  expires 
the  public  is  entitled  to  make  the  design  shown  therein,  and  it  is  also 
entitled  to  call  it  by  the  name  by  which  it  has  become  known.  As 
pointed  out  above,  the  name  by  which  the  image  shown  in  the  design 
patent  is  known  is  ^'  Billiken,''  and  for  that  reason  registration  should 
be  refused,  since  such  registration  would  give  the  registrant  a  prima 
facie  title  to  the  exclusive  use  of  this  word  after  the  expiration  of  the 
patent. 

The  decision  of  tfie  Examiner  is  oif^rmed. 


YoNKERS  Brewery  v.  Iler  and  Burgwbgbs* 

Decide  ApHl  7,  1909. 
148  O.  Q.,  258. 
1.  l%A0ft-MABK8-^IirrE]inB8N01}--PASni8--A»nAL. 

Where  in  an  Interference  between  an  applicatton  and  a  resittered  mark 
the  registrant  does  not  appear,  but  others  claiming  as  successors  to  the 
business  and  trade-mark  rights  of  the  registrant  appear  and  seek  to  be 
made  parties  to  the  interference  by  filing  a  new  application,  which,  how- 
ever, the  Examiner  of  Trade-Marks  holds  does  not  interfere  with  the  trade- 
mark claimed  by  the  other  applicant,  and  the  Examiner  of  Interferences 
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renders  judgment  of  priority  against  the  r^strant,  Held  that  an  appeal 
to  the  Ck>mmi8sioner  by  the  alleged  successors  is  irregular,  as  they  are  not 
parties  to  the  proceeding. 

2.  Same — Same — Applicant  and  Registbant — Successob  to  the  Rbgistbant. 

Before  an  alleged  successor  to  the  business  and  trade-mark  rights  of  a 
registrant  will  be  recognized  in  an  interference  proceeding  such  successor 
must  either  have  an  assignment  from  the  registrant  of  record  in  this  Office 
or  he  must  file  an  application  in  his  own  name  (Frank  d  Qutmann  v.  Mao- 
William,  C.  D.,  1905,  17;  114  O.  G..  542.) 

3.  Same — Same — Declaration — Disobetion  of  the  Examines — ^Appeal. 

The  declaration  of  an  interference  between  two  trade-marks  is  a  matter 
within  the  discretion  of  the  Examiner  of  Trade>Marks,  and  his  decision 
refusing  to  declare  an  interference  will  not  be  reviewed  on  appeal  except 
where  it  appears  that  such  discretion  has  been  abused. 

On  Appeal. 

tbadb-mabk  fob  beeb,  ale,  and  pobteb. 

Mr.  Robert  S.  AUyn  for  Yonkers  Brewery. 
Messrs.  Knight  Bros,  for  Her  and  Burgweger. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  Her  and  Burgweger  from  the  decision  of  the 
Examiner  of  Interferences  holding  that  the  Yonkers  Brewery  is 
entitled  to  register  the  mark  for  which  it  has  made  application,  not- 
withstanding the  registration  of  Her  and  Burgweger. 

The  record  shows  that  the  application  of  the  Yonkers  Brewery  was 
rejected  on  the  registration  of  Her  and  Burgweger,  that  thereafter 
affidavits  were  filed  making  out  a  prima  facie  case  of  abandonment 
of  the  Her  and  Burgweger  mark,  and  the  interference  was  then 
declared.  The  usual  notices,  one  to  the  registrant  in  person  and 
another  to  counsel  of  record,  were  sent  out,  and  as  the  notice  addressed 
to  Her  and  Burgweger  was  returned  by  the  post-office  undelivered 
notice  was  published  for  six  weeks  in  the  Official  Gazette.  There- 
after a  letter  was  written  to  Knight  Bros.,  the  attorneys  of  record  of 
Her  and  Burgweger,  asking  if  they  knew  the  address  of  Her  and 
Burgweger,  and,  if  so,  that  the  Office  be  furnished  with  the  same  on 
or  before  September  29,  1908. 

On  September  25,  1908,  a  letter  was  received  from  Knight  Bros, 
stating  that  the  Kansas  City  Breweries  Company  was  the  successor 
of  Her  and  Burgweger  and  that  Knight  Bros,  were  the  attorneys  and 
were  authorized  to  receive  all  papers  in  the  case.  This  letter  contains 
the  following  statement: 

The  declaration  of  Interference  mailed  to  the  undersigned  was  duly  received 
and  transmitted. 

In  response  to  this  communication  the  Examiner  of  Interferences 
wrote  a  letter  stating  that  there  was  no  assignment  from  Her  and 
Burgweger  of  record  in  the  Office,  and  that  in  the  absence  of  an 
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assignment  an  alleged  successor  would  not  be  recognized,  but  that 
such  alleged  successor  might,  however,  file  an  application  and  contest 
the  interference  thereon  and  prove  the  successorship  by  testimony. 

On  October  29,  1908,  the  Kansas  City  Breweries  Company  filed  an 
application  for  registration  of  a  trade-mark,  and  upon  request  of  the 
Examiner  of  Trade-Marks  the  interference  was  transmitted  to  him 
for  the  purpose  of  adding  this  party.  On  November  12,  1908,  the 
Examiner  of  Trade-Marks  informed  the  Examiner  of  Interferences 
that  the  trade-mark  shown  in  the  application  of  the  Kansas  City 
Breweries  Company  should  not  be  added  to  the  interference,  for  the 
reason  that  it  covered  a  mark  not  included  in  the  issue  of  the  inter- 
ference. Thereupon  on  November  14,  1908,  the  Examiner  of  Inter- 
ferences rendered  the  decision  from  which  the  present  appeal  is 
taken. 

This  appeal  is  irregular  in  that,  according  to  their  own  statement, 
the  firm  of  Her  and  Burgweger  is  no  longer  in  business,  and  their 
alleged  successor  is  not  a  party  to  the  interference.  In  view,  how- 
ever, of  the  circumstances  of  the  case  the  appeal  will  be  considered* 

The  mark  shown  in  the  Her  and  Burgweger  application  includes, 
among  other  features,  the  representation  of  a  hop-blossom,  with  the 
letters  "  I  B,^'  in  a  monogram,  thereon.  The  mark  of  the  Yonkers 
Brewery  includes  the  representation  of  a  hop-blossom  and  the  letters 
"  Y  B,"  in  a  monogram,  thereon.  The  mark  filed  by  the  Kansas  City 
Breweries  Company  includes  the  representation  of  a  hop-blossom 
and  the  letters  "  R  B ''  thereon.    . 

It  is  contended  that  there  is  an  interference  between  these  three 
marks  and  that  the  mark  of  the  Kansas  City  Breweries  Company 
should  therefore  have  been  added  to  the  interference,  and  it  is  further 
contended  that  the  Kansas  City  Breweries  Company  has  made  such 
a  showing  that  it  should  be  allowed  to  continue  the  interference  as 
the  successor  of  Her  and  Burgweger,  even  if  its  application  for  regis- 
tration be  not  admitted  to  the  interference. 

As  to  the  first  contention,  the  Examiner  of  Trade-Marks,  as  stated 
above,  has  held  that  there  is  no  interference,  and  it  is  well  settled  that 
this  is  a  matter  within  his  discretion,  and  his  action  in  refusing  to 
declare  an  interference  will  not  be  reviewed  in  the  absence  of  an 
abuse  of  that  discretion.    No  such  case  is  shown  to  exist  here. 

As  to  the  second  contention,  it  is  the  uniform  practice  of  the  Office 
that  in  order  for  an  alleged  successor  of  a  registrant  to  be  recognized 
in  an  interference  he  must  either  have  an  assignment  from  the  reg- 
istrant of  record  in  this  Office  or  file  an  application  in  his  own  name. 
(See  Frarik  <&  Gutmann  v.  MacwUliam,  C.  D.,  1905,  17;  114  O.  G., 
642.)  In  answer  to  their  letter  of  September  25,  1905,  the  attorneys 
of  record  for  Her  and  Burgweger  were  notified  of  this  practice.  Such 
an  assignment  was  not  filed,  and  the  Kansas  City  Breweries  Company 
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elected  to  file  an  application  for  registration,  not  of  the  mark  shown 
in  Her  and  Burgweger's  registration,  but  of  a  mark  diflfering  there- 
from. If,  as  stated  in  the  affidavits  of  record,  the  mark  shown  in 
Her  and  Burgweger's  registration  has  been  continuously  nsed  down 
to  the  present  time  and  the  Kansas  City  Breweries  Company  is  owner 
of  that  mark,  no  reason  is  seen  why  it  should  not  have  filed  an  appli- 
cation therefor.  Having  elected  to  file  an  application  for  a  diffcirent 
mark,  which,  as  held  by  the  Examiner  of  Trade-Marks,  does  not  in- 
terfere with  the  other  marks,  it  cannot  be  heard  to  complain  if  the 
Yonkers  Brewery  is  allowed  registration. 
The  decision  of  the  Examiner  is  affirmed. 


Ex  PARTE  Charles  E.  Brown  &  Cobcpant. 

Decided  June  1,  1909. 
143  O.  G.,  661. 

TRADE-MaBKS — IDENTITT — "  NaTASSETT  "  AND  "  NaSSAO.*' 

The  word  **Naya8sett"  so  nearly  resembles  a  registered  trade-mark, 
**  Nassae,**  appropriated  to  goods  of  the  same  descriptive  properties,  as  to 
be  liltely  to  cause  confusion  in  the  mind  of  the  public  Bcgistration  was 
therefore  properly  refused. 

On  Appeal. 

TIADE-MABK  FOR  CANNED  FBUTTS,  CANNED  VEGETABLES,  AND  GON^ 

Messrs.  Mason^  Fenwick  <&  Lawrence  for  the  applicant. 

Moore,  Convmdssioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  mark  "  Nayassett ''  as  a  trade-mark 
for  canned  fruits,  canned  vegetables,  evaporated  fruits,  roasted  cof- 
fee, and  canned  clams  on  the  ground  that  the  mark  as  applied  to 
coflfee  so  nearly  resembles  the  mark  "  Nassac,"  registered  to  Chase  and 
Sanborn,  No.  17,741,  as  a  trade-mark  for  teas  and  coflfees,  as  to  cause 
confusion  or  mistake  in  the  mind  of  the  public  or  to  deceive  pur- 
chasers. 

Appellants  have  filed  letters  from  registrants  Chase  and  Sanborn 
for  the  purpose  of  showing  that  they  do  not  consider  that  the  marks 
conflict  and  do  not  object  to  the  registration  of  appellants'  mark,  and 
appellants  contend  that  in  view  thereof  all  doubt  as  to  the  registra- 
bility of  the  mark  should  be  resolved  in  their  favor. 

The  question,  however,  is  not  whether  the  registrants  object  to  the 
registration  of  appellants'  mark,  but  is  whether  the  mark  so  nearly 
resembles  the  registered  mark  as  to  be  likely  to  cause  confusion  or 
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mistake  in  the  mind  of  the  public  or  to  deceive  purchasers.  {Ex 
parte  WiOard  Chemical  Company^  C.  D.,  1903, 490;  107  O.  G.,  1972.) 
Possibly  experts  and  dealers  would  not  be  confused  or  deceived  by 
the  marks,  but  in  my  opinion  there  is  such  close  resemblance  as  to  be 
very  likely  to  ccmfuse  or  deceive  the  purchasing  public. 

Concerning  a  registered  trade-mark,  the  Court  of  Appeals  of  the 
District  of  Columbia  in  the  case  of  Wayne  County  Preserving  Comr 
pany  v.  The  Burt  Olney  Canning  Company  {post^  318;  140  O.  G., 
1003)  said: 

The  property-right  in  trade-marks  is  a  valuable  one,  and  is  entitled  to  pro- 
tection from  those  who  would  profit  by  its  imitation,  and  the  courts  should 
resolve  the  doubt,  if  any  exists,  in  favor  of  the  prior  registrant  and  user  In 
good  faith. 

Ths  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


McManus  V,  Hammer. 

DecMed  May  4,  1909. 
143  O.  a,  561. 

1.  INTEBFEBENCE — PWNTING  TESTIMONY — INABUJTT  TO  PMNT  MTTST  BE   SHOWN* 

A  corporation  will  not  be  relieved  from  the  necessity  of  printing  its  tes- 
timony in  an  interference  because  of  a  showing  that  it  is  financially  unable 
to  do  so  where  it  is  not  shown  that  the  parties  interested  who  would  be 
the  real  beneficiaries  of  any  decision  dispensing  with  printing  are  also 
unable  to  furnish  the  requisite  amount  of  money. 

2.  Same — Same — Ibbelevant  and  Immatebial  Testimony. 

A  motion  to  dispense  with  the  printing  of  part  of  the  record  is  not  the 
proper  way  to  talce  advantage  of  the  objection  that  certain  parts  thereof 
are  irrelevant  and  Immaterial  and  that  the  record  was  unduly  enlarged  by 
improper  cross-examination. 

Appeal  on  Motion. 

BOTTLE-CLOSUBE. 

Mr.  W.  R.  Spooner  for  McManus. 
Mr.  Hugh  M.  Sterling  for  Hanmier. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences denying  a  motion  brought  by  Hanmier,  the  senior  party,  asking 
to  be  relieved  from  printing  his  record.  The  motion  also  asks  that 
if  it  should  be  denied  as  to  part  of  the  testimony  it  be  granted  as  to 
other  specific  parts  thereof  on  the  ground  that  such  parts  are  irrele- 
vant and  immaterial  and  that  the  printing  thereof  would  place  an 
unnecessary  burden  upon  Hammer.    . 
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It  appears  that  the  application  of  Hammer  involved  in  this  inter- 
ference has  been  assigned  to  the  American  Metal  Cap  Company  and 
that  Hammer  owns  only  a  minority  part  of  the  shares  of  the  stock 
of  said  company. 

The  showing  in  support  of  the  motion  consists  of  the  affidavits  of 
the  inventor  Hammer,  Sterling,  his  attorney,  and  Werner,  who  is 
the  president  of  the  American  Metal  Cap  Company  and  a  stockholder 
therein. 

It  is  believed  that  the  decision  in  this  case  is  governed  by  the  prac- 
tice laid  down  in  the  case  of  Dow  v.  De%  Jardins^  (C.  D.,  1905,  526; 
119  O.  G.,  1923,)  in  which  it  was  held  that  in  order  that  printing 
may  be  dispensed'  with  under  Rule  162  on  the  ground  of  poverty  it 
must  not  only  be  shown  that  the  corporation  which  owns  the  inven- 
tion in  interference  is  financially  unable  to  print  the  record,  but  it 
must  be  shown  also  that  the  parties  interested  who  would  be  the  real 
beneficiaries  from  any  decision  dispensing  with  printing  are  unable 
to  furnish  the  requisite  amount  of  money. 

The  showing  in  this  case  is  deficient  in  that  it  fails  to  show  ikoA, 
the  parties  interested  are  financially  unable  to  print  the  record.  The 
affidavit  of  Werner,  who  is  the  president  of  the  assignee  company, 
as  above  stated,  states  that — 

Futhermore,  deponent  says  tliat  he  is  flnanciaUy  unable  to  undertake  the  said 
printing  without  great  sacrifice  to  Ills  interests  or  to  substantiaUy  contribute 
toward  the  same. 

This  is  not  a  statement  that  the  affiant  is  actually  unable  to  sub- 
stantially contribute  toward  the  printing  of  the  record,  but  that  he 
cannot  do  so  without  great  sacrifice  to  his  interests.  The  rule  which 
provides  for  dispensing  with  the  printing  of  the  record  in  cases  of 
poverty  does  not  contemplate  relief  in  a  case  where  it  is  merely 
inconvenient  to  print ;  but  it  must  appear  that  the  parties  interested 
are  actually  unable  to  furnish  the  money  for  this  purpose.  The 
showing  is  insufficient  also  in  that  it  fails  to  set  forth  the  actual  assets 
of  the  company  or  of  the  stockholders  who  are  interested  therein. 

It  is  contended  by  Hammer  that  certain  parts  of  the  testimony  are 
objectionable  in  that  they  are  irrelevant  and  immaterial,  that  the 
record  was  unduly  enlarged  by  improper  cross-examination,  and  that 
in  any  event  he  should  be  relieved  from  printing  such  parts  of  the 
record ;  but  a  motion  to  dispense  with  the  printing  of  such  parts  of 
the  record  is  not  a  proper  way  to  take  advantage  of  the  objection 
made.    The  alternative  relief  prayed  for  was  properly  denied. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 
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Ex  PABTB  The  Champion  Safety  Lock  Company. 

Decided  March  25, 1909. 

343  O.  G..  1109. 

Tbade-Mabks — Name  of  Applicant. 

The  word  "Champion"  being  substantially  the  name  of  the  applicant. 
The  Champion  Safety  Lock  Company,  and  not  written  in  a  distinctive 
manner,  Held  that  its  registration  is  prohibited  by  section  5  of  the  act  of 
February  20,  1906.  {Kentucky  Disiilleriea  d  Warehouse  Company  v. 
Old  Lexington  Club  Distilling  Company,  C.  D.,  1908,  417;  135  O.  G.,  220; 
31  App.  D.  C,  223.) 

On  Appeal. 

SASH    FASTENER  AND  LIFT,   ETC. 

Mr.  A.  L,  Lawrence  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  word  "  Champion  "  as  a  trade-mark  for  sash- 
lifts,  door  stops  and  pulls,  push-buttons,  and  spring-hinges. 

The  ground  on  which  the  mark  was  refused  registration  is  that  it 
is  substantially  the  name  of  the  applicant  and  is  not  written,  printed, 
impressed,  or  woven  in  any  particular  or  distinctive  manner  and 
that  its  registration  is  therefore  forbidden  by  section  5  of  the  Trade- 
Mark  Act  of  February  20,  1905. 

The  Examiner  cited  as  his  authority  for  his  action  the  decision 
of  the  Court  of  Appeals  of  the  District  of  Columbia  in  Kentucky 
Distilleries  cfe  Warehouse  Company  v.  Old  Lexington  Club  Distilling 
Company  (C.  D.,  1908,  417;  135  O.  G.,  220;  31  App.  D.  C,  223) 
and  the  decision  of  the  Assistant  Commissioner  in  ex  parte  Union 
Carbide  Company,  (C.  D.,  1908, 160;  135  O.  G.,  450.) 

The  case  is  thought  to  fall  clearly  within  the  ruling  of  the  court 
of  appeals  in  the  decision  cited.  In  that  decision  the  court  stated 
that  there  were  several  provisions  of  the  statute  which  in  their  opin- 
ion forbade  the  registration  of  the  mark  in  question  and  after 
quoting  that  portion  of  section  5  of  the  Trade-Mark  Act  which 
forbids  the  registration  of  the  name  of  an  individual,  firm,  corpora- 
tion, or  association  not  written,  printed,  impressed,  or  woven  in 
some  particular  or  distinctive  manner  said : 

It  will  be  observed  that  the  trade-name  here  sought  to  be  registered  Is  almost 
a  reproduction  of  the  corporate  name  of  the  applicant.  In  fact,  it  seems  prob- 
able, from  an  examination  of  the  record  in  this  case,  that  the  corporate  name 
of  the  appellee  company  was  derived  from  the  mark  sought  to  be  registered, 
since  "Old  liexlngton  Club"  was  a  name  applied  to  liquor  distilled  and  sold 
b7  the  predecessors  in  business  of  appellee. 
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In  the  decision  in  ex  parte  Union  G^imhbh ''  fWinu^/iy  the  mark  was 
refused  on  several  grounds,  one  o^nJi^wcy  tbat^^^iy^rds  "  Union 
Carbide,"  which  was  the  mark  ^u^t  to  be  registered^eiie  substan- 
tially the  name  of  the  applicant,  andftSftefwe  ||^|j[case  fill  within 
the  ruling  in  the  case  of  Kentk^^/^istiUeries  <&  Wavlfh^e  Com- 
pany V.  Old  Lexington  Club  Di8m^^^Gbp^pan^^»lif^  ^ 

It  is  urged  by  the  appellant  that  t]^*»dlscg<  aOiwJt  apply,  for  the 
reason  that  the  word  "  Champion  "  forms  a  smaller  portion  of  the 
name  of  the  applicant  than  did  the  marks  in  question  in  the  cases 
above  cited.  The  word  "  Champion,"  however,  forms  substantially 
the  name  of  the  applicant,  and  as  it  is  not  written  in  any  distinctive 
manner  the  case  falls  clearly  within  the  ruling  of  the  decisions  cited. 

The  decision  of  the  Examiner  of  Trade-Marks  is  a^rmed. 


Ex  PABTE  BaBCLAY  AND  BARCLAY. 

Decided  June  1,  1909. 

143  O.  G.,  1109. 

Tbabb-Mabes — ^Publication. 

The  question  of  republication,  wliatever  may  be  the  ground  therefor,  is 
one  that  should  be  left  to  the  discretion  of  the  Examiner  of  Trade-Marks, 
and  his  action  on  such  question  will  not  l>e  disturbed  unless  it  be  shown 
that  such  discretion  has  been  abused. 

On  Petition. 

TBAOE-MABK   FOB  PILLS. 

Messrs.  Julian  C.  Dowell  cfe  Son  for  the  applicants. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  of  Trade-Marks  be  directed  to 
withdraw  the  mark  referred  to  herein  from  republication. 

The  record  of  this  case  shows  that  the  mark  was  originally  pre- 
sented as  a  technical  trade-mark.  The  case  was  passed  to  publication, 
and  an  opposition  was  filed.  After  the  termination  of  that  opposi- 
tion the  Examiner  required  that  certain  words  be  taken  from  the 
mark,  and  other  objections  were  made  thereto.  In  order  to  avoid  the 
latter  objections,  the  mark  was  presented  under  the  "ten-years" 
clause  of  the  Trade-Mark  Act.  The  Examiner  thereupon  gave  notice 
that  the  mark  would  be  republished. 

This  action  of  the  Examiner  appears  to  have  been  clearly  right. 
As  stated  above,  the  mark  was  originally  published  as  a  technical 
trade-mark.  It  is  now  presented  under  the  "  ten-years  "  clause  of  the 
Trade-Mark  Act.  There  may  be  grounds  for  opposition  to  the  regis- 
tration of  a  mark  presented  under  the  "  ten-years "  clause  which  do 
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not  apply  to  a  mark  presented  as  a  technical  trade-mark,  and  for 
that  reason  it  is  deemed  that  republication  was  properly  ordered. 

In  ex  parte  The  American  Wringer  Company  (C.  D.,  1908,  145; 
184 'O.  G.,  1803)  it  was  said  that— 

The  question  of  whether  any  substantial  change  has  been  made  In  the  class 
of  goods  or  such  a  change  as  to  warrant  republication  Is  one  that  should  be 
left  to  the  discretion  of  the  Examiner  of  Trade-Marks. 

It  is  believed  that  the  question  of  republication,  whatever  may  be 
the  ground  thereior,  is  one  that  should  be  left  to  the  discretion  of  the 
Examiner  of  Trade-Marks,  and  his  action  on  such  question  will  not 
be  disturbed  unless  it  be  dliown  that  such  discretion  has  been  abused. 

The  petition  ie  denied. 


Ex  PABTK  MOTSINOBB. 

Decided  June  9^  1909, 

143  O.  G..  1110. 

Appsal — Rboommbndation  or  the  Examinebs-in-Chdi^. 

Where  on  appeal  from  the  rejection  of  certain  claims  the  Examiners-ln- 
Ohief  hold  that  the  references  cited  are  insufflci^t  to  anticipate  the  claims, 
Imt  call  attention  to  certain  other  references  and  suggest  that  the  Examiner 
rc(Ject  the  claims  thereon  and  the  Examiner  does  so  reject  the  claims.  Held 
that  appeal  from  this  action  Mea  to  the  £xaminera-in-Chief  in  the  first 
instance. 

On  Appeal. 

pioosas  or  TBBAmf  e  con  obete  floobs,  walls,  etc. 

Messrs,  Bradford  <&  Hood  for  the  appellant. 

Billings,  Assistant  Commissioner: 

This  case  comes  before  me  as  a  purported  appeal  from  a  decision  of 
the  Examiners-in-Chief  refusing  the  allowance  of  certain  claims  to  an 
improvement  in  the  art  of  treating  concrete. 

These  claims  were  rejected  by  the  Primary  Examiner  on  certain 
references,  and  an  appeal  was  taken  to  the  Examiners-in-Chief  from 
that  decision.  In  the  opinion  of  the  Examiners-in-Chief  they  stated 
that  the  references  cited  by  the  Examiner  were  regarded  as  insufficient 
to  anticipate  applicant's  claims;  but  they  called  attention  to  certain 
other  patents  and  suggested  the  consideration  thereof  by  the  Primary 
Examiner  and  the  rejection  of  the  claims  thereon  in  case  he  was  of 
the  opinion  that  they  anticipated  the  invention  claimed.  Thereupon 
the  Examiner  rejected  the  claims  on  the  references  to  which  attention 
was  called  by  the  Examiners-in-Chief.    The  present  appeal  was  then 
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prosecuted  as  an  appeal  from  a  decision  of  the  Examiners-in-Chief. 
As  to  the  propriety  of  taking  appeal  counsel  for  applicant  states : 

It  is  believed  tliat  it  is  proper  for  the  Commissioner  to  hear  the  present 
appeal,  even  though  it  be  an  appeal  on  the  merits  direct  from  the  decision  of 
the  Primary  Examiner,  for  the  reason  that  the  Board  of  Examiners-ln-Ohief 
has  already  expressed  its  opinion  as  to  the  applicability  of  the  new  references 
cited,  and  the  action  of  the  Examiner  is  in  efTect  simply  the  completion  of  the 
action  or  decision  of  the  Board  of  Examlners-in-Chief.  Consequently  applicant 
ought  not  to  be  put  to  the  expense  of  a  pro  forma  proceeding  before  the  Board 
of  Examlners-in-Chief,  such  expense  involving  not  only  a  Government  fee  for 
the  appeal,  but  also  the  expense  of  counsel  fees,  etc. 

This  appeal  is  informal.  It  is  true  that  the  Examiners-in-Chief 
have  considered  the  references  upon  which  the  claims  now  stand 
rejected ;  but  as  the  Examiner  had  not  rejected  the  claims  on  the  ref- 
erences now  relied  upon  they  did  not  refuse  the  allowance  of  the 
claims  by  reason  of  the  references  relied  upon  at  that  time  nor  could 
they  have  done  so.  Their  suggestion  to  the  Examiner  that  the  ref- 
erences now  relied  upon  anticipated  the  claims  appealed  was  not  a 
refusal  to  allow  the  claims  in  view  of  said  references. 

The  law  provides  (sec.  4909,  R.  S.)  for  an  appeal  to  the  Examiners- 
in-Chief  in  the  first  instance,  and  the  mere  suggestion  of  the  Ex- 
aminers-in-Chief to  the  Primary  Examiner  that  patents  be  considered 
on  the  question  of  anticipation  cannot  be  regarded  as  a  decision  by 
them  in  accordance  with  the  law,  such  as  would  entitle  an  appeal  to 
be  taken.  It  is  a  mere  recommendation.  Moreover,  the  Examiner  has 
rendered  another  decision,  and  this  appeal  is  taken  directly  from  that 
decision  As  the  law  does  not  provide  for  such  an  appeal,  it  must  be 
dismissed. 

It  is  noted  that  contrary  to  the  belief  of  the  applicant,  as  expressed 
in  the  above  quotation  from  his  brief,  no  appeal  fee  is  required  on 
a  second  appeal  to  the  Examiners-in-Chief  in  this  case.  (Sec 
4909,  R.  S.) 

The  appeal  is  dismissed. 


Thiem   V,  BOWBN. 

Decided  May  18,  1909. 

148  O.  G.,  1845. 

1.  Interference — Motion  to  Dissolve — Transmission. 

A  decision  of  the  Examiner  of  Interferences  transmitting  a  motion  to 
dissolve  will  not  be  disturbed  merely  Ijecause  the  motion  was  filed  more 
than  thirty  days  after  the  preliminary  statements  of  the  parties  were  ap- 
proved, but  only  where  It  is  shown  that  there  has  been  a  clear  abuse  of 
discretion  by  the  Examiner  of  Interferences  in  transmitting  such  motion. 
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2.   SAMB — SUPBBVISOBT  AUTHOBITT  OF  THE  COMMISSIOKEB. 

Tbe  supervisory  authority  of  the  Comfailssioner  will  not  be  exercised  to 
determine  whether  one  of  the  parties  to  the  interference  has  a  right  to 
make  the  claims  in  issue  where  it  appears  that  a  motion  to  dissolve  on 
that  ground  has  been  transmitted  to  the  Primary  Examiner  and  is  awaiting 
action  on  his  part 

Appeal  on  Motion. 

GBEASE-017P. 

MesBTs.  O'ffield^  Towle  <&  Linthicum  and  Messrs.  Bacon  <&  MUana 
for  Thiem. 
Messrs.  Hey  <&  Parsons  and  Mr.  John  M.  Coit  for  Bowen. 

MooBE,  Commissioner: 

This  case  is  before  me  upon  an  appeal  by  Thiem  from  the  decision 
of  the  Examiner  of  Interferences  transmitting  a  motion  brought  by 
Bowen  to  dissolve  the  interference  on  the  groimd  that  Thiem  has  no 
right  to  make  the  claims  forming  the  counts  of  the  issue ;  also,  on  a 
petition  by  Thiem  for  an  order  dissolving  the  interference  and  in- 
structing the  Primary  Examiner  to  pass  petitioner's  application  to 
issue  without  further  delay. 

The  record  shows  that  on  April  1,  1909,  Thiem  filed  a  motion  to 
shift  the  burden  of  proof,  on  the  ground  that  the  invention  of  the 
issue  is  disclosed  in  a  patent  issued  to  him  fourteen  months  prior  to 
the  filing  date  of  his  present  application,  and  a  motion  to  dissolve 
the  interference,  on  the  ground  that  Bowen  has  no  right  to  make 
the  claims  of  the  issue.  The  motion  to  shift  the  burden  of  proof 
and  the  motion  to  transmit  the  motion  to  dissolve  were  noted  for 
hearing  on  April  6,  1909,  the  last  of  the  thirty  days  provided  by 
Rule  122  for  the  filing  of  such  motions.  By  stipulation  the  hearing 
of  the  above  motions  was  postponed  until  April  16,  1909.  On  April 
17,  1909,  Bowen  filed  a  motion  to  dissolve  the  interference,  on  the 
ground  that  Thiem  has  no  right  to  make  the  claims  of  the  issue.  The 
Examiner  of  Interferences  transmitted  Thiem's  motion  to  dissolve 
and  deferred  his  decision  on  the  motion  to  shift  the  burden  of  proof. 
He  also  transmitted  the  motion  of  Bowen  so  far  as  it  is  based  on  the 
allegation  that  a  patent  on  Thiem's  application  is  barred  by  a  patent 
issued  to  Thiem  some  fourteen  months  prior  to  the  filing  date  of  his 
application  in  the  interference. 

Thiem  contends  that  in  view  of  the  holding  of  the  Examiner  of 
Interferences  that  the  showing  by  Bowen  in  excuse  for  the  delay  in 
filing  his  motion'  is  insufficient  the  Examiner  exceeded  his  authority 
in  transmitting  the  motion.  The  reason  given  by  the  Examiner  of 
Interferences  for  transmitting  the  motion  is  as  follows : 

If  Bowen's  motion  for  dissolution  was  on  a  footing  witli  the  nsoal  motiosi 
presented  in  these  cases  it  would  not  be  transmitted  at  this  time.    This  motion 
21895— H.  Doc.  124,  61-2 8 
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stands  on  a  different  footing  from  the  nsua]  motion  in  that  the  question  which 
it  raises  is  the  complement  of  that  raised  by  Thiem  in  his  motion  to  iriiift  the 
burden  of  proof.  Thiem,  in  due  time  and  if  the  interference  is  not  diSBolved, 
will  liare  a  determination  of  the  sufficiency  of  his  prior  patent  as  a  constmctive 
rednctiOQ  to  practice  of  the  inrention  in  issue.  If  this  same  patent  is  at  the 
same  time  a  bar  to  the  prosecution  of  this  interference  by  Thiem  this  f^et  should 
also  be  discovered  at  this  time.  That  Thiem  should  take  advantage  In  this 
interference  of  a  patent  which  disentitles  him  to  prosecute  the  same  is  repug- 
nant to  reason.  As  suggested  above,  the  availability  of  that  patent  to  Thiem 
and  its  effect  as  a  bar  to  a  patent  upon  his  present  applicatian  are  such  closely- 
related  matters  as  to  constitute  practically  a  single  question.  To  determine  the 
former  without  determining  the  latter  might  lead  to  the  prosecution  of  a  lengthy 
interference  upon  an  artificial  situation,  that  is,  an  interference  whidi,  if  the  ' 
contritions  of  Bowen  are  sound,  Thiem  is  not  entitled  to  defend  and  prosecute 
under  the  long-established  practice  of  the  Office. 

It  is  a  well-established  practice  that  the  decision  of  the  Examiner 
of  Interferences  transmitting  a  motion  to  dissolve  will  not  be  dis- 
turbed unless  there  is  shown  a  clear  abuse  of  discretion  on  his  part 
{Winter  v.  Slick  v.  Vollkommer,  C.  D.,  1901,  210;  97  O.  G.,  1837; 
Arbetter  v.  Letoia,  C.  D.,  1902, 161;  99  O.  G.,  1883;  Sturgis  v.  Hope- 
well^ C.  D.,  1904,  82;  109  O.  G.,  1067;  Harrison  v.  Shoemaker,  C.  D., 
1904,  129;  109  O.  G.,  2170;  Durm  v.  HaUiday,  C.  D.,  1905,  545;  119 
O.  G.,  2236 ;  Pickard  v.  AsJUon  and  Curtis,  C.  D.,  1908, 241 ;  137  O.  G. 
977.)     In  Pickard  v.  Ashton  and  Curtis,  supra,  it  is  stated : 

For  the  same  reasons  which  apply  to  motions  to  amend  preliminary  state- 
ments (Smith  and  Wickes  v.  Emerson  v.  Bandera,  C.  D.,  1908,  97;  133  O.  O^ 
1433)  and  to  motions  with  respect  to  the  taking  of -testimony  (Goodfellouc  v. 
Jolly,  C.  D.,  1905,  105 ;  115  O.  G.,  10«4)  the  question  of  transmitting  motions  to 
dissolve  should  be  left  largely  to  the  discretion  of  the  Bxaminer  of  Interfer- 
ences, and  where  he  grants  a  motion  to  transmit  his  decision  will  not  be  dis- 
turbed unless  it  be  clearly  shown  that  such  discretion  has  been  abnsed. 

In  the  present  case  I  find  no  such  abuse  of  discreticm.  It  may  be 
noted  that  Rule  122  states  that  the  motion — 

should,  if  possible,  be  made  not  later  than  the  thirtieth  day  after  the  state- 
ments of  the  parties  have  been  received  and  approved. 

The  rule  does  not  state  that  the  motion  should  not  be  transmitted 
by  the  Examiner  of  Interferences  if  it  could  possibly  have  been 
brought  within  the  thirty  days  where,  as  in  the  present  case,  there 
appears  to  be  good  reasons  why  it  should  be  transmitted. 

As  to  the  petition,  the  circumstances  of  the  case  clearly  do  not  call 
for  the  exercise  of  the  supervisory  authority  of  the  Commissioner, 
The  petition  is  based  on  the  contention  that  Bowen  has  no  right  to 
make  the  claims  of  Thiem  suggested  by  the  Primary  Examiner. 
Thiem  has  brought  a  motion  to  dissolve  on  this  ground,  which  has 
been  transmitted  to  the  Primary  Examiner  and  is  awaiting  his  action. 
He  is  the  proper  official  to  decide  tiie  matter  in  the  first  instance,  and 
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no  reason  is  apparent  why  the  Commissioner  should  be  called  upon  to 
exercise  his  supervisory  authority. 
For  the  reasons  set  forth  the  appeal  wnd  petition  are  dmndssed. 


Ons  V.  Ingoldsbt  and  Bowung. 

De<Med  June  12, 1009. 

143  O.  G.,  1S46. 

1.  INTEBFEBENOE— MonOH  TO  RbOPEN— PBACTICE. 

On  a  motion  to  remand  an  interference  to  tlie  Examiner  of  Interferences 
to  reopen  the  same  and  take  further  testimony  Held  that  while  motions  to 
reopen  an  interference  and  take  further  testimony  should  generally  be 
heard  and  determined  in  the  first  instance  by  tlie  Examiner  of  Interferences 
(Robinson  v.  Toumwnd  v.  Copeland,  C.  D.,  1908.  827;  106  O.  G.,  997)  it  is 
weU  settled  that  in  order  to  justify  remanding  the  case  to  tlie  Examiner  of 
Interferences  the  moving  party  should  make  out  a  prima  facie  case.  (Estes 
V.  Gause,  C.  D.,  1899,  164;  88  O.  G.,  1336.) 

2.  Same— Same. 

The  fact  that  the  Junior  party  took  no  testimony,  but  relied  on  his  con- 
trition that  the  senior  party  had  no  right  to  make  the  claims,  and  the 
further  fact  that  on  appeal  the  Examiners-in^^hief  reversed  the  holding  of 
the  Primary  Examiner  and  the  Examiner  of  Interferences  that  the  senior 
party  had  a  right  to  make  the  claims  Held  to  constitute  no  ground  for 
reopening  the  case  to  allow  the  senior  parties  to  take  testimony  on  the 
question  of  their  right  to  make  the  claims,  which  testimony  was  in  their 
possession  and  could  have  been  taken  within  the  time  set. 

On  Motion. 

DUMT-CAa. 

Mr.  Thomas  F.  Bherida/n  for  Otis. 

Messrs.  BaJtes^  Fouts  <k  Hull  for  Ingoldsdby  and  Bowling. 

Billings,  Assistant  Com/missioner: 

This  is  a  motion  by  Ingoldsby  and  Bowling  that  the  jurisdiction 
of  the  Examiner  of  Interferences  be  restored  in  this  case  for  the 
purpose  of  considering  a  motion  to  reopen  the  case  to  permit  In- 
goldsby and  Bowling  to  take  testimony. 

The  record  shows  that  this  interference  was  declared  between  a 
patent  of  Otis  and  an  application  of  Ingoldsby  and  Bowling  for  a 
reissue  of  their  patent,  the  application  for  which  was  filed  prior  to 
the  application  upon  which  Otis's  patent  was  granted. 
.  Otis  made  a  motion  before  the  Primary  Examiner  to  dissolve  the 
interference  on  the  ground  that  Ingoldsby  and  Bowling  had  no 
right  to  make  the  claims.  This  motion  was  denied.  Thereafter 
Otis  tHTOught  a  motion  that  the  case  be  set  down  for  final  hearing 
upon  the  question  of  priority,  it  being  stated  that  Otis  desired  to 
contest  the  right  of  Ingoldsby  and  Bowling  to  make  the  claims  in 
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issue  under  Rule  130.  Times  were  set  for  taking  testimony,  but  no 
testimony  was  taken  by  either  party.  On  February  13,  1909,  the 
Examiner  of  Interferences  awarded  priority  to  Ingoldsby  and  Bow- 
ling. From  that  decision  appeal  was  taken  to  the  Examiners-in- 
Chief,  who,  on  May  18,  1909,  reversed  the  decision  of  the  Examiner 
of  Interference  and  held  that  Ingoldsby  and  Bowling  were  not  en- 
titled to  make  the  claims. 

In  support  of  the  present  motion  there  is  filed  an  affidavit  of  the 
attorney  of  Ingoldsby  and  Bowling  setting  forth  that  the  decision 
of  the  Examiners-in-Chief  was  a  surprise,  since  it  was  based,  in  part, 
on  the  ground  that  they  were  not  con^dnced  that  certain  arms  shown 
in  the  Ingoldsby  and  Bowling  application  would  drop  by  gravity, 
and  that  it  is  desired  to  take  testimony  to  show  that  cars  have  been 
built  in  accordance  with  the  Ingoldsby  and  Bowling  disclosure  and 
that  in  such  cars  these  arms  do  drop  by  gravity.  It  is  further 
stated  that  as  the  burden  of  proof  was  upon  Otis  and  he  took  no  testi- 
mony it  was  not  deemed  necessary  to  take  testimony  on  behalf  of 
Ingoldsby  and  Bowling. 

Motions  to  reopen  an  interference  and  take  further  testimony 
should  generally  be  heard  and  determined  in  the  first  instance  by  the 
Examiner  of  Interferences.  (Robinson  v.  Toionsend  v.  Copeland^ 
C.  D.,  1903,  327;  106  O.  G.,  997.)  It  is  well  settled,  however,  that  in 
order  to  justify  remanding  the  case  to  the  Examiner  of  Interferences 
the  moving  party  should  make  out  a  prima  fade  case.  (Estes  v. 
Gause,  C.  D.,  1899, 164;  88  O.  G.,  1336.) 

Clearly  no  such  case  has  been  made  out  here.  The  evidence  which 
it  is  now  proposed  to  take  is  in  no  sense  of  the  word  newly-discovered 
evidence.  It  is  admitted  on  behalf  of  Ingoldsby  and  Bowling  that 
this  evidence  was  in  their  possession  and  could  have  been  taken 
within  the  time  set  for  taking  testimony,  and  the  only  reason  given 
for  not  so  taking  it  is  that  it  was  not  thought  necessary.  In  fact,  the 
only  surprise  alleged  is  that  the  decision  of  the  Examiners-in-Chief 
was  adverse  to  the  decisions  rendered  by  the  Primary  Examiner  and 
the  Examiner  of  Interferences. 

The  motion  is  denied. 


Ex  PARTE  Pbnn  Tobacco  Company. 

Decided  AprU  16,  1909. 

144  O.  G.,  275. 

Tradb-Mabks — SiMiLAsrrr  or  Masks. 

The  representation  of  a  Quaker  associated  with  the  word  ''Penn's" 
Held  to  so  nearly  resemble  a  mark  consisting  of  a  bust  picture  of  a  Quaker 
with  the  name  "  Wm.  Penn  "  written  thereover  as  to  be  likely  to  cause 
confusion  in  the  mind  of  the  public  when  applied  to  mercliandise  of  the 
same  descriptive  properties. 
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2.  Same — Glass  of  Goods — Cigars  and  Smoking  and  Chewing  Tobacco. 

Cigars  Held  to  be  merchandise  of  the  same  descriptive  properties  as 
smoking  and  chewing  tobacco. 

On  Appeal. 

TBADE-MABK  FOB  SMOKING  AND  CHEWING  TOBACCO. 

Messrs.  Fred  G.  Dieterich  <&  Company  for  the  applicant. 

MooRE,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  as  a  trade-mark  for  smoking  and  chewing 
tobacco  a  representation  of  a  Quaker  associated  with  the  word 
"Penn's." 

Registration  is  refused  on  the  following  registered  trade-marks: 

Penn  Tobacco  Company,  No.  59,414,  January  8,  1907;  Theobald  & 
Oppenheimer  Company,  No.  70,310,  August  18,  1908.  The  first  of 
these  registrations  <K)nsists  of  the  word  "  Penco "  for  smoking  and 
chewing  tobacco.  The  second  comprises  the  bust  picture  of  a  Quaker 
on  an  oval  panel  with  the  name  "  Wm.  Penn  '^  written  over  it  and 
the  panel  flanked  on  either  side  by  Indian  scenes,  used  as  a  trade- 
mark for  cigars. 

The  record  shows  that  in  the  applicant's  response  to  the  Examiner's 
first  letter  of  rejection  he  stated  that — 

Applicant's  mark  does  not  include  necessarily  the  photograph  of  William  Penn 
but  merely  includes  the  photograph  of  a  Quaker,  in  the  garb  of  a  Quaker  with 
a  Quaker  hat  on. 

It  is  noted,  however,  that  in  the  reasons  for  appeal  it  is  alleged  : 

3rd:  That  the  Examiner  erred  in  refusing  to  register  the  trade-mark 
•*  Penn's  "  with  the  portrait  of  William  Penn,  as  shown  in  the  drawing  accom- 
panying the  application. 

The  applicant  in  his  brief  states  as  follows : 

Now  it  is  submitted  that  the  word  "  Penn's  "  in  connection  with  the  pictorial 
representation  of  a  Quaker  necessarily  indicates  to  the  trade  that  that  pictorial 
representation  is  a  pictorial  representation  of  a  person  by  the  name  of  "  Penn," 
not  necessarily  the  individual  William  Penn,  but  any  male  member  of  the  Penn 
family. 

The  vacillating  attitude  of  the  counsel  for  the  appellant  renders 
it  difficult  to  determine  the  true  character  of  the  mark  claimed  by 
the  applicant — that  is,  whether  it  comprises  a  fanciful  picture  or 
the  portrait  of  a  particular  individual.  However,  in  the  present  case 
it  is  immaterial,  since  there  is  clearly  such  resemblance  between  the 
mark  of  the  applicant  and  the  registration  of  Theobald  &  Oppen- 
heimer Company  as  to  cause  confusion  in  the  mind  of  the  public. 
Each  represents  a  Quaker,  and  each  is  accompanied  by  the  word 
"  Penn  "  or  "  William  Penn,"  and  each  would  have  the  same  signifi- 
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cance  to  the  purchasing  public.    The  following  statement  of  the  ^ 
Court  of  Appeals  of  the  District  of  Columbia  in  the  case  of  Wayne 
County  Preserving  Co.  v.  The  Burt  Olney  Canning  Company  (post^ 
318;  140  O.  G.,  1,003)  is  clearly  applicable  to  the  present  case: 

Just  what  degree  of  resemblance  is  necessary  to  bring  about  confusion  in 
trade  is  incapable  of  exact  definition.  About  all  that  can  be  said  is,  that  no 
person  engaged  in  trade  can  adopt  a  trade-mark  so  resembling  that  of  another 
trader,  when  applied  to  the  same  class  of  goods,  as  will  mislead  a  purchaser 
when  buying  with  ordinary  caution.  The  rule  announced  by  the  Supreme 
Court  in  McLean  v.  Fleming  (C.  D.,  1878,  262;  13  O.  G.,  913;  96  U.  S.,  245) 
is  as  follows: 

"  Two  trade-marks  are  substantially  the  same  in  legal  contemplation,  if  the 
resemblance  is  such  as  to  deceive  an  ordinary  purchaser  giylng  such  attention 
to  the  same  as  such  a  purchaser  usually  gives,  and  to  cause  him  to  purchase 
the  one  supposing  it  to  be  the  other.     ♦    ♦    ♦ »» 

These  marks,  when  appearing  on  the  canned  goods  of  the  respective  parties, 
exposed  to  the  public  on  the  shelves  of  the  retailer,  are  so  similar  as  to  be 
likely  to  cause  confusion ;  and  where,  as  In  this  case,  there  is  no  evidence  on 
that  subject  except  the  marks  themselves,  it  is  the  duty  of  the  court  to  protect 
the  prior  registrant  and  user  from  the  probability  of  any  such  occurrence.  It 
is  strangely  coincident  that  appellee,  engaged  in  the  same  business  as  appellant 
and  located  in  the  adjoining  county  to  where  appellant  has  used  his  mark 
for  many  years,  should  select  a  mark  to  similar.  The  property  right  in  trade- 
marks is  a  valuable  one,  and  is  entitled  to  protection  from  those  who  would 
profit  by  its  imitation,  and  the  courts  should  resolve  the  doubt,  if  any  exists, 
in  fiivor  of  the  prior  registrant  and  user  in  good  fiiith. 

It  is  contended  in  behalf  of  the  applicant  that  these  marks  are 
used  upmi  goods  of  different  descriptive  properties.  I  am  aware 
that  it  was  held  in  ex  parte  Egyptian  Tobacco  Company  (C.  D., 
1898;  659;  85  O.  G.,  1741)  that  cigars  and  cigarettes  were  goods  of 
different  descriptive  properties  and  also  that  the  same  mark  has 
been  registered  for  cigars  and  smoking- tobacco.  {Ex  parte  Palmer^ 
22  Ms.  Dec.,  386.)  I  am  of  the  opinion,  however,  that  under  the 
rulings  of  the  Court  of  Appeals  of  the  District  of  Columbia  in  the 
case  of  Walter  Baker  <&  Company ^  Limited,  v.  Harrison  (post,  284; 
138  O.  G.,  770)  and  Phoenix  Paint  <&  Varnish  Co.  v.  John  T.  Lewis  <& 
Bros.  Company  {post,  303;  139  O.  G.,  990)  cigars  and  smoking 
and  chewing  tobacco  should  be  considered  to  be  merchandise  of  the 
same  descriptive  properties.    In  the  latter  case  the  Court  said : 

We  think  two  trade-marks  may  be  said  to  be  appropriated  to  merchandise 
of  the  same  descriptive  properties  in  the  sense  meant  by  the  statute  when  the 
general  and  essential  characteristics  of  the  goods  are  the  same.  To  rule  that 
the  goods  must  be  identical  would  defeat  the  purpose  of  the  statute  and 
destroy  the  value  of  trade-marks.  The  test  is  whether  there  is  such  a  same- 
ness in  the  distinguishing  characteristics  of  the  goods  as  to  be  likely  to  mis- 
lead the  general  public.  If  there  is,  only  one  mark  should  be  registered. 
Congress  evidently  intended  to  prevent  the  second  registration  of  a  mark  that 
would  enable  an  unscrupulous  dealer  to  obtain  the  benefit  of  a  valuable  trade 
reputation  established  by  conscientious  effort  and  fair  dealing  to  the  injury 
of  the  public  as  well  as  the  owner  of  the  mark. 
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Fcnr  the  reasoi^  above  stated  I  am  of  the  opinion  that  the  trade- 
mark of  the  ai^cation  so  nearly  resembles  the  registered  mark  of 
Theobald  &  Oppenheimer  Company  as  to  be  likely  to  cause  confusion 
in  the  mind  of  the  public  and  that  these  marks  are  used  on  goods 
of  the  same  descriptive  properties.  It  is  therefore  held  that  the  mark 
of  the  applicant  is  not  entitled  to  registration. 

The  decman  of  the  Emammer  of  Trctde-Marks  is  affirmed. 


BiCKETTS  V.  AbCBRUSTER  AND  BeGK. 

Decided  May  IS,  1909. 

148  O.  G.,  276. 

iHTmrauuiCB— RwHT  to  BIake  the  CLAiMS^-TEsmfoinr  Undeb  Rule  ISO. 

A  motkm  to  take  teBttmony  to  estabttsh  that  tbe  opposing  party  has  no 
rigbt  to  make  the  claims  corresponding  to  the  IssHe  was  properly  denied 
where  It  appears  that  the  proposed  testimony  would  be  lar0ely  that  of 
experts  as  to  the  meaning  of  the  Issue,  (citing  Pym  y.  Hadatoay,  G.  D., 
ISOT.  189;  129  0.  G.,  480.) 

Appeal  on  Motion. 

VOLTAGE-RBGULATOB. 

Meewre.  Steuart  ds  Steuart  for  Ricketts. 

Mr.  Augustus  B.  8toughton  and  Mr.  Jomies  A.  Richmond  for  Am- 
bmster  and  Beck. 

B1LLIKG8,  Assistant  Commissioner: 

This  is  an  appeal  by  Bicketts  from  the  decision  of  the  Examiner 

of  Interf eroices  denying  his  motion  for  permission  to  take  testimony 

'  to  show  that  the  apparatus  described  in  the  application  of  Ambmster 

and  Beck  is  incapable  of  carrying  out  the  functions  set  forth  in  the 

issue. 

Ricketts  is  imder  an  order  to  show  cause  why  judgment  on  the 
record  should  not  be  rendered  against  him.  A  motion  to  dissolve,  on 
the  ground  that  the  apparatus  of  Ambruster  and  Beck  is  incapable 
of  performing  all  the  functions  specified  in  the  claims,  was  denied 
by  the  Primary  Examiner.  A  motion  by  Ricketts  to  have  the  case 
set  down  for  final  hearing  under  Rule  130  was  granted  by  the  Ex- 
aminer of  Interferences.  At  this  hearing  Ricketts  evidently  intends 
to  urge  that  his  opponents  have  no  right  to  make  claims  correspond- 
ing to  the  issue  and  wishes  to  take  testimony  in  support  of  his  con- 
tention. The  Examiner  of  Interferences  denied  the  motion  to  take 
testimony,  on  the  ground  that  a  satisfactory  showing  had  not  been 
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made  and  that  it  was  not  clear  just  what  evidence  Bicketts  proposed 
to  introduce  or  that  the  evidence,  if  presented,  would  be  of  such  a 
character  as  to  be  admissible. 

In  support  of  the  motion  were  filed  the  affidavits  of  two  experts, 
Keilholtz  and  Wagner.  It  is  not  alleged  that  Ambruster  and  Beck's 
device  would  not  operate  according  to  the  description  in  their  specifi- 
cation.  On  page  3  of  the  Wagner  affidavit  is  the  following  statement: 

The  Examiner  continues: 

'*  There  is  nothing  inconsistait  or  impossible  in  the  operation  of  Ambruster 
&  Beck's  apparatus  as  described  by  them,  nor  is  there  anything  in  the  record 
to  prove  that  such  operation  is  impossible.*' 

This  statement  agrees  perfectly  with  my  understanding  of  the  Ambruster  & 
Beck  specification.  I  understand  that  there  is  no  contention  that  the  system  of 
Ambruster  &  Beck  is  not  an  operative  ^stem,  as  and  for  the  purposes  described, 
and  aside  from  the  counts  at  issue  in  this  interference.  But  if  the  Ambruster 
&  Beck  device  is  operated  so  as  to  perform  the  purposes  and  functions  described 
in  the  specification,  it  wUl  not  operate  to  perform  the  purposes  and  functions  of 
the  terms  of  the  issue. 

In  his  brief  appellant  states: 

From  this  admission  it  is  clear  that  the  controversy  has  narrowed  itself  down 
to  a  Question  of  whether  the  words  *'  reversing  the  generating  means,"  as  used 
in  the  issue,  can  be  correctly  applied  in  a  true  electrical  sense  to  the  structure 
of  Ambruster  &  Beck. 

It  thus  appears  that  the  contention  is  not  that  the  Ambruster  and 
Beck  device  is  inoperative,  but  rather  that  it  will  not  operate  as 
called  for  in  the  issue  when  said  issue  is  construed  as  Ricketts  con- 
tends it  should  be  construed.  It  appears  that  the  proposed  testimony 
would  be  largely  that  of  experts  as  to  the  meaning  of  the  issue.  As 
stated  in  the  case  of  Pym  v.  Hadaway^  (C.  D.,  1907,  189;  129  O.  G., 
480:) 

The  Office  cannot  delegate  the  interpretation  of  the  legal  character  of  the 
claims  of  an  application  to  experts  employed  by  the  opposing  parties. 

Moreover,  the  nature  of  the  testimony  and  what  it  is  proposed  to 
prove  thereby  is  not  set  forth  with  sufficient  particularity.  In  his 
affidavit  Keilholtz  states  that  he  constructed  certain  apparatus  and 
tested  it;  but  he  does  not  describe  the  apparatus  in  detail  nor  the 
result  of  the  tests. 

It  is  believed  that  such  a  case  is  not  made  out  as  will  warrant  the 
taking  of  testimony, 

TJie  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Digitized  by 


Google 


DBCI8I0NS  OF  THE  COMMISSIONEE  OF  PATBNa?8.  Ill 

Ex  PARTE  VlNIELLD. 

Decided  June  25,  1909. 
144  O.  a,  276. 

1.  Examination  op  Application — Debcbiption  Cleab — Device  Thought  to  be 

Inopebativb — ^Action  on  Mebits. 
Where  the  speciflcatlon  of  an  application  clearly  describes  the  device 
soui^t  to  be  patented  and  the  Examiner  is  of  the  opinion  that  the  device 
disclosed  is  inoperative,  he  should  not  refuse  action  on  the  merits  until 
its  inoperativeness  is  demonstrated,  but  he  should  reject  the  claims  on  the 
grounds  that  they  cover  an  inoperative  device  and  on  all  other  grounds 
set  forth  in  Rule  133  which  may  be  applicable. 

2.  Abandonment  of  Application — Device  Held  to  be  Inoperative — Sufficiency 

OF  Amendment. 
Where  the  Examiner  rejects  the  claims  of  an  application  on  the  ground 
that  they  cover  an  inoperative  device  and  requires  a  demonstration  of  the 
utility  thereof  and  within  the  year  allowed  by  law  for  responsive  action 
applicant  files  an  argument  attempting  to  show  that  the  device  would 
operate  as  set  forth  in  the  specification,  Held  that  the  application  is  not 
abandoned  for  lack  of  proper  prosecution. 

On  Petition. 

AIB-SHIP. 

Mr.  T.  F.  Bourne  for  the  aipplicant 

MooHE,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  hold- 
ing the  application  to  have  become  abandoned.  It  is  prayed  that 
said  decision  be  set  aside  and  that  the  Examiner  be  instructed  to 
consider  the  case  fully  upon  its  merits. 

In  the  first  action  in  this  case  the  Examiner  rejected  the  claims 
on  the  ground  that  the  device  was  inoperative — ^that  is,  that  it  would 
not  effect  the  purpose  or  result  set  out  in  the  specification — and 
required  that  applicant  demonstrate  the  utility  of  his  device  before 
any  action  would  be  given  on  the  merits  of  the  claims.  In  response 
thereto  applicant  filed  an  argument  attempting  to  show  that  the 
device  would  operate  as  set  forth.  The  Examiner  considered  this 
to  be  an  insufficient  response  and  held  the  application  abandoned  for 
lack  of  proper  prosecution. 

It  is  believed  that  the  Examiner's  action  was  not  in  accordance 
with  the  practice  of  the  Office.  It  is  not  claimed  that  the  specifica- 
tion was  in  any  sense  obscure,  and  in  view  of  this  fact,  in  accordance 
with  the  decision  of  ex  parte  Stocker,  (C.  D.,  1902,  53 ;  98  O.  G.,  1705) 
the  Examiner  should  not  have  suspended  action  on  the  merits,  but 
should  have  rejected  the  claims.  While  the  Examiner's  first  action 
is  stated  to  be  a  rejection  for  lack  of  utility,  it  is  noted  that  in  the 
next  action,  in  response  to  the  applicant's  argument  endeavoring  to 
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show  the  operativeness  of  the  device,  the  Examiner  did  not  again 
reject  the  claims,  but  held  that  the  arguments  filed  were  not  a  suffi- 
cient response,  virtually  refusing  any  action  whatever  on  the  merits 
until  the  requirement  for  a  demonstration  of  the  operativeness  of 
the  device  had  been  complied  with. 

Such  a  refusal  to  act  upon  the  merits  of  the  case  and  forcing  a 
review  of  the  question  at  issue  between  applicant  and  the  Examiner 
by  petition  to  the  Commissioner  plaees  the  OHnmissioner  in  the  posi- 
tion of  passing  final  judgment  upon  the  merits  of  the  applicant's 
case,  as  no  right  of  appeal  to  the  Court  of  Appeals  of  the  District 
of  Columbia  exists  in  a  case  of  this  kind,  except  as  provided  by  sec- 
tions 4909,  4910,  and  4911,  Revised  Statutes.  {In  re  Fvllagar^  post^ 
270;  138  O.  G.,  259.)  Upon  the  question  of  applicant's  right  to 
a  patent  he  has,  under  these  statutes,  the  right  of  appeal  to  the 
Examiners-in-Chief,  to  the  Commissioner,  and  to  the  Court  of  Ap- 
peals of  the  District  of  Columbia.  The  Examiner  being  of  the  opin- 
ion that  the  device  was  inoperative,  he  should  have  rejected  the 
claims  for  this  reason  and  for  any  other  of  the  reasons  stated  in 
Rule  133  which  were  applicable.  {Ex  parte  Smithy  60  MS.  D.,  425 ; 
ex  parte  Payne,  C.  D.,  1904,  42;  108  O.  G.,  1049.)  A  review  of  the 
Examiner's  decision  upon  the  question  of  the  inoperativeness  of  the 
device  might  then  have  been  had  upon  appeals  from  such  decision, 
as  provided  by  the  statutes. 

As  far  as  the  Examiner's  action  went  applicant's  response  thereto 
was  clearly  sufficient,  as  it  was  an  argument  traversing  the  Ex- 
aminer's position,  and  in  any  event  he  was  entitled  to  a  final  rejec- 
tion, with  the  right  of  appeal;  but  inasmuch  as  appeals  should  not 
be  taken  piecemeal  an  examination  of  the  art  should  have  been  made 
at  the  same  time  and  the  claims  should  have  been  rejected  thereon, 
if  such  rejection  was  justified. 

The  decision  of  the  Examiner  holding  the  application  to  have  he- 
come  abandoned  by  failure  to  properly  respond  to  the  Office  action 
of  January  IS,  1908,  is  set  aside,  and  the  Examiner  is  directed  to 
give  a  fuU  action  upon  the  merits  of  the  case. 


DiLG  AND  FOWLEE  V.  ShAVEB. 

Bedded  May  H,  1969. 

144  O.  G.,  561. 

AC0B88    TO    PBNDIKO    ArPLICATIOIfS—DlVISIOllAL    AFPUCATIOIT    IH    IllTBBnfe- 
ENCB— ACCB80    TO    PaEENT    Ca8E — RULS    105. 

Where  a  divisional  appUcation  is  involTed  in  an  interference  and  the 
applicant  desires  to  secure  the  benefit  of  the  date  of  the  parent  application 
without  exposing  the  entire  case,  he  is  entitled  to  do  so  by  filing  under 
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Rule  105  a  certified  copy  of  so  much  of  the  parent  application  as  relates 
to  the  Invention  Involved  In  the  Interference,  withholding  from  the  in- 
spection of  the  opposing  party  the  remaining  portion  therec^ 

2,  Same — Same — Same — Objbotiozt  to  SurFiciERcr  or  Cebtified  Ck>PY. 

Where  certified  copies  are  filed  under  Rule  105  and  timely  objection  is 
not  made  to  the  sufficiency  thereof,  objection  thereto  upon  this  ground  Is 
considered  as  waived. 

On  Petition. 

CAKE  OF  SOAP. 

Mr.  J.  OdeU  Fowler  for  Dilg  and  Fowler. 
Mr.  Lewis  J.  DooUttle  for  Shaver. 

Moore,  ConmmsioneT: 

This  case  comes  up  on  a  rehearing  of  Shaver's  petition  for  permis- 
sion to  have  access  to  and  copies  of  the  application  of  Dilg  and 
Fowler,  No.  260,436,  of  which  the  application  of  Dilg  and  Fowler 
involved  in  this  interference  is  alleged  to  be  a  division,  which  peti- 
tion was  denied  by  me  on  April  16, 1909. 

This  interference  was  declared  July  23,  1907.  In  the  preliminary 
statement  of  Dilg  and  Fowler  they  allied  that  the  application  in- 
volved in  this  interference  was  a  division  of  their  application  No. 
260,435,  and  on  August  21,  1907,  they  made  a  motion  to  shift  the 
burden  of  proof,  for  the  reason  that  the  filing  date  of  application 
No.  260,435  was  prior  to  the  filing  date  of  Shaver's  applicaticMi.  On 
August  28,  1907,  a  stipulation  was  made  between  the  attOTney  for 
Dilg  and  Fowler  and  the  attorney  for  Shaver  that  the  attorney  for 
Shaver  might  inspect  and  obtain  copies  of  that  portion  of  applica- 
tion No.  260,435  which  related  to  the  cake  of  soap  disclosed  in  Dilg 
and  Fowler's  application  No.  350,065,  which  is  involved  in  this  inter- 
ference. Before  a  hearing  was  had  on  the  motion  to  shift  the  burden 
of  proof  Shaver  filed  a  motion  that  he  be  granted  access  to  and  per- 
mission to  obtain  copies  of  Dilg  and  Fowler's  parent  application. 
This  motion  was  granted  by  me  on  September  28,  1907,  and  in  my 
decision  it  was  stated  that  had  the  applicants  promptly  filed  certified 
copies  under  Rule  105  of  that  part  of  the  parent  case  relating  to  the 
cake  of  soap  access  would  have  been  denied,  following  the  practice 
set  forth  in  Reece  v.  Fenwick,  (C.  D.,  1901,  73;  96  O.  G.,  643.)  On- 
October  5,  1907,  a  rehearing  asked  for  by  Dilg  and  Fowler  was  de- 
nied, for  the  reason  that  no  proper  ground  therefor  was  alleged ;  but 
it  was  stated  that  as  the  record  showed  that  Dilg  and  Fowler  were 
attempting  to  comply  with  Rule  105  and  with  the  practice  outlined 
in  Reece  v.  Fenwick  the  order  of  October  2, 1907,  was  suspended  j>end- 
ing  the  final  determination  of  the  sufficiency  of  the  copies,  and  upon 
such  determination  the  order  granting  access  should  be  considered 
to  be  vacated.    Later  on  a  certified  copy  of  that  part  of  the  parent 
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application  relating  to  the  cake  of  soap  was  filed.  No  further  steps 
were  taken  by  Shaver  toward  obtaining  access  to  the  parent  applica- 
tion until  the  filing  of  the  petition  of  April  10,  1909,  which  petition, 
as  above  stated,  was  denied  on  April  16, 1909. 

It  is  contended  on  behalf  of  Shaver  that  he  is  entitled  to  a  com- 
plete copy  of  the  parent  application  of  Dilg  and  Fowler,  first,  because 
Rule  105  does  not  apply  to  the  state  of  facts  disclosed  in  this  case, 
since  Dilg  and  Fowler's  earlier  application  is  not  "  involved  in  inter- 
ference;" second,  on  the  broader  ground  that  Dilg  and  Fowler  are 
relying  on  this  earlier  application  as  a  piece  of  evidence  to  establish 
a  date  of  conception  and  constructive  reduction  to  practice  of  the 
invention,  and  that  Shaver,  under  the  well-known  rules  of  evidence, 
is  entitled  to  see  and  examine  this  piece  of  evidence. 

It  is  true  that  application  No.  260,435  is  not  "  involved  "  in  the 
interference  in  the  sense  that  the  claims  corresponding  to  the  counts 
of  the  issue  are  claims  of  that  application ;  but  the  facts  of  the  case 
are  identical  with  those  in  the  case  of  Reece  v.  Fenwick^  aupra^  in 
which  it  was  held  that  access  to  a  parent  application  would  not  be 
granted  where  a  certified  copy  of  all  parts  of  the  parent  application 
except  those  which  relate  to  a  separate  and  independent  invention 
had  been  filed.  In  that  case  it  was  pointed  out  that,  under  the  de- 
cisions of  in  re  Swifiart  (C.  D.,  1900,  10;  90  O.  G.,  601)  and  in  re 
Gillespie,  (C.  D.,  1900,  149;  92  O.  G.,  2159,)  Eeece  would  be  entitled 
to  inspect  and  obtain  copies  of  Fenwick's  parent  application,  upon 
which  the  latter  relied  to  establish  conception  and  constructive  reduc- 
tion to  practice,  if  Fenwick  had  not  taken  further  steps  after  the 
filing  of  his  divisional  application  and  had  caused  to  be  filed  a  certi- 
fied copy  of  so  much  of  the  original  application  as  was  involved  in 
interference,  in  accordance  with  Rule  105.  The  decision,  furthermore, 
pointed  out  that  Rule  105  did  not  contemplate  the  withholding  by 
one  party  of  any  portion  of  his  original  or  parent  application  from 
the  other  which  would  preclude  the  latter  from  intelligently  making 
any  motion  he  was  entitled  to  make  under  the  rules,  and  stated  that, 
where  a  certified  copy  of  so  much  of  the  application  as  related  to  the 
application  in  interference  was  filed,  the  opposing  party  was  given 
all  the  information  to  which  he  was  entitled. 

As  stated  above,  the  facts  in  this  case  are  identical  with  the  facts 
in  Reece  v.  Fenwick,  and  having  been  given  a  certified  copy  of  all 
that  portion  of  the  original  application  which  relates  to  the  disclosure 
here  in  interference  Shaver  is  in  a  position  to  intelligently  make  any 
of  the  motions  which  he  is  entitled  to  make  under  the  rules. 

It  is  well  settled  that  where  certain  evidence  is  offered  and  no  ob- 
jection is  made  thereto  this  objection  is  waived.  If  at  the  time  the 
certified  copy  of  the  earlier  application  of  Dilg  and  Fowler  was  filed 
counsel  for  Shaver  had  not  been  satisfied  that  he  had  obtained  all  of 
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that  application  to  which  he  was  entitled,  he  could  have  brought  a 
motion  to  obtain  copies  of  other  parts  of  the  application,  and  this 
motion,  under  the  practice  set  forth  in  Riker  v.  Law  (C.  D.,  1906,  86; 
120  O.  a,  2764)  and  Kugele  v.  Blair,  (C.  D.,  1906,  477;  125  O.  G., 
1350,)  would  have  been  determined  after  a  hearing  before  the  Pri- 
mary Examiner.  Without  deciding  the  second  ground  urged  by 
Shaver,  it  must  be  held  that  whatever  rights  he  may  have  had  to  ob- 
tain access  to  other  parts  or  all  of  the  earlier  application  of  Dilg  and 
Fowler  he  waived  that  right  by  not  making  objection  at  the  time  that 
the  certified  copy  was  filed. 

Counsel  for  Shaver  further  contends  that  when  Dilg  and  Fowler 
made  their  motion  to  shift  the  burden  of  proof  they  thereby  made 
profert  of  their  earlier  application  and  were  not  entitled  later  to 
withdraw  this  and  file  the  certified  copy  referred  to.  This  conten- 
tion, however,  is  believed  to  be  not  well  taken,  since  the  record  shows 
that  at  the  time  that  the  motion  to  shift  the  burden  of  proof  was  filed 
there  was  therewith  filed  a  stipulation  signed  by  counsel  for  both 
parties  that  counsel  for  Shaver  might  have  access  to  so  much  of  the 
earlier  application  as  related  to  the  issue  of  this  interference. 

In  his  brief  counsel  calls  attention  to  the  decision  in  the  case  of 
United  States,  ex  rel.  PoUok,  v.  HaU,  Commissioner  of  Patents, 
(C.  D.,  1889,  582;  48  O.  G.,  1263,)  in  which  the  Supreme  Court  of  the 
District  of  Columbia  held  that  applications  in  the  Patent  Office  were 
public  records  and  that  any  one  upon  a  proper  request  could  obtain 
copies  thereof  under  section  4892  of  the  Revised  Statutes.  The  court 
stated  in  this  decision  that  the  only  papers  required  by  statute  to  be 
kept  in  secrecy  were  caveat  applications  and  applications  for  patent 
interfering  therewith.  The  holding  in  this  decision  was,  however, 
overruled  by  later  decisions  of  the  same  court  in  United  States,  ex  rel. 
United  States  Electric  Lighting  Company,  v.  Commissioner  of  Pat- 
ents, (C.  D.,  1891,  271;  54  O.  G.,  267;)  United  States,  ex  rel.  Fowler, 
V.  Commissioner  of  Patents,  (C.  D.,  1893,  268;  62  O.  G.,  1968;)  and 
United  States,  ex  rel.  Bulkley,  v.  Butterworth,  Commissioner  of  Pat- 
ents, (C.  D.,  1897,  685;  81  O.  G.,  505.) 

For  the  reasons  above  indicated  it  must  be  held  that  Shaver  is  not 
entitled  to  have  access  to  Dilg  and  Fowler's  application  No.  260,435 
or  to  obtain  copies  of  parts  of  the  specification  and  drawing  other 
than  those  contained  in  the  certified  copy.  He  is,  however,  entitled 
to  obtain  a  certified  copy  of  the  petition  and  the  last  page  of  the 
application,  which  includes  the  signatures  of  the  applicants  and  wit- 
nesses and  the  oath,  which  were  not  included  in  the  certified  copy 
filed. 

The  decision  of  April  16, 1909,  is  therefore  modified  to  the  extent 
that  Shaver  wiU  be  allowed  to  have  a  certified  copy  of  the  petition 
and  the  last  page  of  the  application  No.  260,i36. 
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Ex  PARTE  The  American  Sugar  Refining  Company. 

Decided  May  28, 1909, 
144  O.  a,  562. 

1.  Tbade-Mabks — Geoobaphical — Map  of  the  United  Stated 

A  mark  consisting:  of  a  map  of  the  United  States,  with  the  boundaries  of 
the  seTeral  States  clearly  indicated  thereon  and  with  the  characters  **B.  & 
£  **  apptariog  upon  the  face  thereof,  was  properly  refused  registration  on 
the  ground  that  it  is  geographical. 

2.  Same — Same — ^Alternative. 

A  map  of  the  United  States  and  the  words  **  United  States  "  are  alter- 
natiyes. 

On  Appeal. 

trade-mabk  fob  gbanulated  suoab. 

Messrs.  Munn  t&  Co.  for  the  applicant 

BuuNGg,  Assistant  Commissioner: 

This  is  an  appeal  from  the  refusal  of  the  Examiner  of  Trade-Marks 
to  register  a  mark  consisting  of  the  representation  of  a  map  of  the 
United  States,  surmomited  by  an  eagle  and  having  the  letters  and 
characters  "  H  «&  E  "  appearing  upon  the  face  thereof,  as  a  trade- 
mark for  granulated  sugar,  upon  the  ground  that  the  mark  shown  is 
geographical  in  character. 

There  can  be  no  question  that  the  words  or  term  "  United  States  " 
is  geographical  in  character,  and  therefore  not  capable  of  appropria- 
tion as  a  trade-mark.  In  this  respect  such  a  mark  is  similar  to  the 
following  marks,  which  have  been  held  by  the  courts  not  to  constitute 
valid  trade-marks.  "  Columbia,"  {Columbia  Mill  Company  v.  Alcorn^ 
C.  D.,  1893,  672;  65  O.  G.,  1916;  150  U.  S.,  460;)  "International," 
(122  N.  Y.,  65;)  "  Continental,"  {Continental  Insurance  Co.  v.  Con- 
tinental Fire  Association^  101  Fed.  Rep.,  255;)  "  East  Indian,"  {Cor- 
nell et  al.  V.  Read  et  al.^  128  Mass.,  477;)  "  Old  Country,"  {AUen  B. 
Wrisley  Co.  v.  Iowa  Soap  Co.,  122  Fed.  Eep.,  796;)  "  Orient,"  {in  re 
Crescent  Typewriter  Supply  Co.,  C.  D.,  1908,  318;  133  O.  G.,  231;  30 
App.  D.  a,  324;)  "Oriental,"  {in  re  Hopkins,  C.  D.,  1907,  549;  128 
O.  G.,  890;  29  App.  D.  C,  118;)  "America,"  {in  re  Meyer  Bros.  Coffee 
and  Spice  Co.,  post,  312;  140  O.  G.,  756.) 

The  contention  of  appellant  is  however  that  its  mark  does  not 
consist  of  the  geographical  name  or  term  "  United  States  "  and  that 
the  mark  does  not  therefore  come  within  the  prohibition  of  section 
5  of  the  Trade-Mark  Act. 

While  it  is  true  that  appellant's  mark  does  not  consist  of  the  words 
"  United  States,"  nevertheless  it  is  a  correct  representation  of  a  map 
of  the  United  States.    It  clearly  indicates  t£e  United  States  and 
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would  be  reoogaized  ae  having  such  ic^aning  as  readily  as  the  words 
themselves.  The  mark  not  only  shows  the  outlines  of  the  United 
States,  but  each  State  is  indicated  by  its  boundary-lines  and  by  its 
initials  placed  thereupon,  the  whole  unmistakably  constituting  the 
United  States.  In  other  words,  the  map  of  the  United  States  and 
the  words  "  United  States  "  are  merely  alternative  forms  and  mean 
the  same  thing.  It  is  well  established  that  such  alternative  forms 
constitute  the  same  mark.  Thus  in  Morrison  v.  Case  (2  O.  G.,  644) 
it  was  held  that  whether  a  mark  included  the  word  "  Star  "  alone  or 
the  figure  of  a  star  it  constituted  one  and  the  same  trade-mark.  See, 
also,  Hutchinson  et  ah  v.  Blumhurg  (C.  D.,  18^,  652;  61  O.  G.,  1017; 
61  Fed.  Rep.,  829.)  In  ex  parte  Weaver  (C.  D.,  1876, 189;  10  O.  G., 
1)  it  was  held  that  the  word  "  Lion  "  and  the  picture  of  a  lion  should 
be  treated  as  one  trade-mark.  In  ex  parte  Gregoire  and  Compam/ 
(C.  D.,  1903,  39;  102  O.  G.,  1293)  one  ground  on  which  a  mark  con- 
sisting of  a  cluster  of  maple-leaves  was  refused  registration  was 
because  of  its  descriptive  element  when  applied  to. maple-syrup.  In 
e»  parte  Woolvdne  (C.  D.,  1901,  185;  97  O.  G.,  1378)  the  word 
**  Donkey  "  was  held  to  ccmstitute  the  same  trade-mark  as  the  pic- 
torial representation  of  a  donkey.  In  ex  parte  Hecht  <&  Son  (C.  D., 
1901, 116;  96  O.  G.,  1648)  it  was  held  that  the  wwd  "  Ivy  "  and  the 
representation  of  an  ivy-leaf  were  alternative.  In  ex  parte  Taylor 
€&  Lockett  (C.  D.,  1900,  198;  98  O.  G.,  2531)  applicant  was  per- 
mitted to  register  ''  the  word-symbol  '  Babbit '  or  the  representation 
of  a  raUrit"  See,  also,  cases  cited  in  Johnson  et  dl.  v.  Bauer  et  al.^ 
(62  Fed.  Rep.,  662.)  In  the  case  of  Crescent  Typewriter  Supply 
Company  J  supra^  the  Court  of  Appeals  of  the  District  of  Columbia 
held  a  mark  consisting  of  the  word  "  Orient "  inclosed  in  a  wreath 
and  with  the  letters  '^  E  "  and  ^'  I "  printed  as  a  mcmogram  to  be  geo- 
graphical in  character  and  not  r^strable  as  a  trade-mark.  In  this 
case  the  Court  said : 

It  will  be  noted  tbat  this  section  of  the  Trade-Mark  Act  does  not  permit  tbe 
use  of '  a  geograpbioai  name  or  term.'*  We  tkink  thin  provisLon  of  tlie  statute 
is  broad  enough  to  prohibit  tbe  use  of  any  word  tliat  has  an  ecclusiye  geo- 
graphical significance^  or  tbat  would  suggest  any  particular  geographical 
location. 

In  re  Hopkins^  supra^  a  mark  consisting  of  the  words  ^'  Oriental 
Cream,^  in  connection  with  the  figure  of  an  eagle,  was  held  not 
registrable  as  a  trade-mark,  on  the  ground  of  its  geographical 
character. 

For  th£  reasons  stated^  the  decision  of  the  Examiner  of  Trade- 
Marks  is  affirmed. 
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Ex  PARTE  SocJ^  Prod."  Chim.^^  Farmac.^  A.  Bbrtblli  &  C. 

Decided  July  9,  1909. 

144  O.  a,  817. 

Tbade-Mabks — Registration  by  F6beigneb8 — Need  Not  Include  Non-Rbqis- 

TRABLE  FeATUBES  OF  FOBEIGN   ReQISTBATION. 

When  a  foreign  applicant  presents  for  registration  a  mark  which  la  a 
replica  of  the  arbitrary  features  comprised  in  the  mark  registered  In  the 
country  in  which  applicant  Is  located,  registration  should  not  be  refused 
merely  because  such  mark  differs  from  that  registered  In  the  foreign  coun- 
try by  the  omission  of  matter  which  is  Itself  non-reglstrable  In  character. 
(Ew  parte  Pietro,  C.  D.,  1907,  107 ;  127  O.  G.,  2394,  modified.) 

On  Appeal. 

TBADS-MABK   FOB   SOAP. 

Messrs.  Wilkinson^  Fisher  cfe  Witherspoon  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  trade-mark  for  abrasive,  detergent,  and  polish- 
ing materials,  the  mark  consisting  of  the  representation  of  a  comet 
upon  which  is  printed  the  word  "  Sapol." 

The  applicant  is  a  corporation  duly  organized  and  existing  under 
the  laws  of  Italy  and  is  located  at  Milan,  Italy.  The  mark  is  de- 
scribed in  the  foreign  registration  as  follows: 

A  rectangular  label  with  a  background  covered  with  stars  and  minute  letter- 
ing, saying  "  Sapol  A.  BerteUl  &  C,"  carrying  at  the  top  the  figure  of  a  comet 
containing  the  word  **  Sapol  *'  and  accompanied  by  the  inscription  '*  Marca  Oro  *' 
and  *'  Deposited,"  by  the  facsimile  of  the  firm,  A.  Bertelli  &  C,  and  by  the  indi- 
cation of  the  perfume  of  the  soap.  Then  below  there  is  read,  in  five  rectangular 
spaces,  an  inscription  relative  to  the  quality  of  the  product  repeated  in  various 
languages,  and  at  the  bottom  there  is  found  the  indication  *'  Socleta  dl  Prodotti 
Chlmico-Farmaceutlci  A.  Bertelli  e  0.  MUan  (Italy)." 

The  specimens  filed  include  the  features  thus  described,  but  the 
mark  shown  in  the  drawing  of  the  application  consists  merely  in  the 
representation  of  a  comet  containing  the  word  "  Sapol." 

The  action  of  the  Examiner  is  based  upon  the  decision  of  the  Com- 
missioner in  ex  parte  Pietro^  (C.  D.,  1907,  107;  127  O.  G.,  2394,)  in 
which  it  is  held  that  under  section  4  of  the  statute  the  mark  which  the 
applicant  is  entitled  to  register  in  this  country  is  the  identical  mark 
which  he  has  registered  in  Italy.    In  that  case  it  was  said  that — 

The  mark  registered  in  Italy  Is  presumably  that  set  forth  and  shown  in  the 
Italian  registration,  and  the  Ofllce  must  so  assume  until  furnished  with  proofs 
to  the  contrary.  There  appears  to  be  no  evidence  in  this  case  that  the  Italian 
registration  is  a  registration  of  a  trade-mark  right  in  that  country  in  the  mark 
shown  upon  the  drawing  of  this  application. , 

.  Under  the  decision  of  the  Court  of  Appeals  of  the  District  of  Co- 
lumbia in  the  case  of  Johnson  v.  Brandau  (post^  298 ;  139  O.  G.,  732) 
an  applicant  may  not  be  permitted  to  include  as  a  part  of  the  regis- 
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tration  of  a  technical  trade-mark  words  which  are  in  themselves  of  a 
non-registrable  character.  In  that  case  the  mark  sought  to  be  regis- 
tered comprised  the  representation  of  an  ass  with  the  word  "Asbestos" 
printed  across  the  same  and  also  contained  certain  other  non-regis- 
trable words.    The  Court  in  discussing  this  mark  said : 

There  was  no  suggestion  that  because  the  figure  was  regtstrable,  the  words 
could  be  treated  as  merely  accessory.  When  an  appUcant  describes  and  illus- 
trat«B  his  trade-mark  and  applies  for  its  registration  as  so  described,  the  Ck>m- 
missioner  must  likewise  consider  it  in  its  entirety.  We  are  of  the  opinion  that, 
in  this  case,  he  should  have  denied  registration  as  claimed,  giving  the  applicant, 
at  the  same  time,  an  opportunity  to  amend  by  disclaiming  and  omitting  the 
word  objected  to. 

In  view  of  the  holding  of  the  court  of  appeals  that  where  a  techni- 
cal trade-mark  is  presented  for  registration  by  citizens  of  the  United 
States  non-registrable  matter  should  be  eliminated  from  the  drawing 
or  disclaimed,  it  is  believed  that  similar  restrictions  should  be  im- 
posed upon  citizens  of  foreign  countries. 

Article  2  of  the  International  Convention  for  the  Protection  of 
Industrial  Property  concluded  at  Paris  March  20,  1883,  provides 
that— 

the  subjects  or  citizens  of  each  of  the  contracting  States  shall  enjoy,  in  all  the 
other  States  of  the  Union,  so  far  as  concerns  patents  for  inventions,  trade  or 
commercial  marks,  and  the  commercial  name,  the  advantages  that  the  respec- 
tive laws  thereof  at  present  accord,  or  shaU  afterward  accord  to  subjects  or  citi- 
s^is.  In  consequence  they  sliall  have  the  same  protection  as  the  latter,  and  the 
same  legal  recourse  against  all  infringem^its  of  their  rights,  under  reserve  of 
complying  with  the  formalities  and  conditions  imposed  upon  subjects  or  citizens 
by  the  domestic  legislation  of  each  State. 

Italy,  as  well  as  the  United  States,  is  an  adherent  to  this  Interna- 
tional Convention,  and  it  therefore  follows  that  no  greater  restric- 
tions should  be  imposed  upon  subjects  of  Italy  than  are  placed  upon 
citizens  of  the  United  States.  Manifestly  no  greater  privileges  should 
be  granted  to  the  former  than  to  the  latter.  Since,  therefore,  citizens 
of  the  United  States  are  required  to  eliminate  non-registrable  matter, 
such  as  descriptive  words,  frcnn  the  technical  trade-marks  sought  to 
be  registered  under  the  act  of  February,  1905,  the  same  requirement 
should  be  imposed  upon  citizens  of  foreign  nations  seeking  to  register 
technical  trade-marks  under  that  act.  It  is  believed  that  the  require- 
ment of  section  4  of  the  Trade-Mark  Act  of  1905 — 

that  certificate  of  registration  shall  not  be  issued  for  any  mark  for  registration 
of  which  application  has  been  filed  by  an  applicant  located  in  a  foreign  country 
until  such  mark  has  been  actually  registered  by  the  applicant  in  the  country  in 
which  he  Is  located — 

is  for  the  purpose  of  preventing  the  registration  in  this  country  of 
marks  which  are  not  entitled  to  registration  in  the  country  in  which 
the  applicant  is  located. 

21895— H.  Doc.  124,  61-2 0 
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The  laws  of  foreign  countries  differ  in  their  requirements  as  to 
the  manner  in  which  a  mark  shall  be  presented  for  registration,  but 
all  foreign  countries  with  which  the  United  States  has  reciprocal 
relations  permit  the  registration  of  certain  arbitrary  marks  which 
designate  the  origin  or  ownership  of  the  merchandise  to  which  they 
are  applied,  and  it  is  believed  to  be  sufficient  to  warrant  registration 
in  this  country  if  the  application  for  registration  of  a  technical  trade- 
mark in  this  country  presents  the  arbitrary  feature  of  the  maA  in 
the  identical  form  in  which  it  is  presented  in  the  country  in  which 
the  applicant  is  located. 

In  the  decision  of  the  Court  of  Appeals  in  the  Standard  Under- 
ground Cahle  Co.  (C.  D.,  1906,  687;  128  O.  G.,  656;  27  App.  D.  C, 
320,  324)  and  Johnson  v.  Brandau^  supra^  it  was  held  that  Congress 
did  not  intend  to  confer  upon  the  Commissioner  of  Patents  authority 
to  say  to  an  applicant  how  much  or  how  little  of  the  embellishments 
appearing  in  connection  with  what  may  be  called  the  essential  feature 
of  the  trade-mark  form  an  actual  part  of  the  trade-mark,  but  that  the 
applicant  had  the  privilege  of  designating  the  features  of  the  mark 
shown  upon  his  label  which  he  deemed  essential  and  that  the  Commis- 
sioner should  thereupon  consider  the  mark  as  a  whole.  If  a  mark  so 
presented  is  not,  in  the  opinion  of  the  Commissioner,  registrable,  it  is 
his  duty  to  refuse  to  register  the  same,  allowing  the  applicant  the 
privilege  of  thereafter  stating  whether  the  objectionable  features  are 
or  are  not  essential  to  his  trade-mark. 

In  the  present  case  the  portion  of  the  matter  shown  upon  the  label 
which  is  designated  by  the  applicant  as  his  trade-mark  appears  to 
be  arbitrary  and,  so  far  as  the  record  shows,  registrable  as  a  technical 
trade-mark.  If  the  same  mark  used  upon  the  same  label  had  been 
presented  for  registration  by  a  citizen  of  the  United  States,  it  un- 
doubtedly would  have  been  registered. 

Inasmuch  as  the  mark  presented  for  registration  complies  with 
the  requirements  of  the  trade-mark  laws  applied  to  marks  owned  by 
citizens  of  the  United  States  and  is  a  replica  of  the  arbitrary  feature 
comprised  in  the  mark  registered  in  the  country  in  which  applicant 
is  located,  it  is  believed  that  registration  should  not  be  refused  merely 
because  the  trade-mark  sought  to  be  registered  differs  from  that 
registered  in  a  foreign  country  by  the  omission  of  matter  which  in 
itself  is  non-registrable  in  character.  The  decision  in  ex  parte  Pietro^ 
supra^  is  modified  to  the  extent  indicated. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 


Digitized  by 


Google 


DECISIONS  OF  THE  COMMISSIONEE  OF  PATENTS.  121 

BaBRATT  V.  SWINGLBHUHST. 

Decided  June  S,  1909. 
144  O.  G.,  818. 

1.  Interference — Dissolution — Non-Patentability  of  Issue — Ex  parte  Affi- 

davits— Transmission  Refused. 
.     A  motion  to  dissolve  an  interference  on  the  ground  that  the  Issue  Is  not 
patentable,  based  upon  ew  parte  affidavits,  should  be  refused  transmission. 

2.  Same — Same — Delay  in  Bringing  Motion — ^Delay  Excused. 

A  delay  of  about  six  weeks  In  bringing  a  motion  to  dissolve*  alleging 
non-patentability  of  the  issue  in  view  of  a  foreign  patent,  excused  where 
the  issue  related  to  a  knitted  fabric  and  it  appeared  that  the  moving  party 
had  made  a  search  through  the  patents  In  the  United  States  Patent  Office, 
in  the  classes  where  he  thought  the  device  of  the  issue  should  be  found, 
and  theii  communicated  with  various  foreign  manufacturers,  inquiring 
about  the  novelty  of  the  invention  In  issue,  and  finally  learned  by  this 
means  of  the  patent  on  which  the  motion  was  founded,  which  relates 
primarily  to  a  knitting-machine  capable  of  producing  the  fabric  of  the  issue 
and  not  to  the  fabric  itself. 

Appeal  on  Motion. 

KNITTED  FABRIC. 

Mr.  Charles  8.  Oooding  and  Messrs.  Meyers^  Cushman  <&  Rea  for 
Barratt. 

Messrs.  Smith  c&  Frazier  for  Swinglehurst. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  Barratt  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  a  motion  to  dissolve. 

Transmission  was  refused  on  the  grounds  that  the  motion  was 
brought  more  than  six  weeks  after  the  expiration  of  the  time  fixed 
for  bringing  such  motions  and  that  no  sufficient  excuse  was  offered 
for  this  delay.  So  much  of  the  motion  as  rests  upon  affidavits  and 
facts  outside  the  range  of  the  judicial  knowledge  of  the  Patent 
Office  was  also  refused  transmission  on  the  ground  that  a  motion  for 
dissolution  on  the  ground  of  non-patentability,  if  granted,  must  be 
followed  by  a  rejection,  and  no  rejection  can  be  based  upon  ex  parte 
affidavits. 

The  motion  was  properly  refused  transmission  so  far  as  it  related 
to  the  affidavits.  As  clearly  pointed  out  in  the  decisions  in  ex  parte 
Van  Ausdal,  (C.  D.,  1900,  74;  91  O.  G.,  1617,)  and  McKemie  v. 
GiUespie  et  ah,  (C.  D.,  1900, 188;  93  O.  G.,  2103,)  a  rejection  cannot 
properly  be  based  on  ex  parte  affidavits,  whether  these  affidavits  be 
for  the  purpose  of  showing  public  use  or  for  amplifying  the  dis- 
closure set  forth  in  certain  patents. 

The  time  within  which  to  bring  motions  was  first  set  to  expire  on 
January  11;  but  in  view  of  a  stipulation  by  the  parties  this  was 
extended  to  expire  on  February  11.    The  motion  to  dissolve  was 
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filed  March*  29,  1909.  It  appears  from  the  affidavit  of  the  attorney 
for  Barratt  that  when  the  claims  were  first  suggested  to  him  he  had 
a  search  made  through  the  United  States  patents  and  through  the 
foreign  patents  relating  to  the  invention  in  issue  and  was  unable  to 
find  any  anticipating  patents.  He  thereupon  had  a  further  search 
made  through  patents  on  knitting-machines,  and  also  wrote  to  various 
manufacturers  in  this  country  and  abroad  asking  whether  any  fabric 
such  as  that  disclosed  in  the  issue  had  been  known.  It  also  appears 
from  his  affidavit  that  it  was  not  until  the  latter  part  of  March  that 
he  received  a  letter  from  an  English  manufacturer  stating  that  a 
machine  had  been  patented  to  him  which  was  capable  of  making  the 
fabric  of  the  issue.  It  is  upon  this  patent  that  the  motion  to  dis- 
solve is  based. 

The  record  discloses  the  fact  that  counsel  has  beeh  diligently 
engaged  in  searching  the  prior  art  ever  since  the  interference  was 
first  suggested  to  him. 

The  delay  beyond  the  time  allowed  for  bringing  motions  was  only 
about  six  weeks,  and  in  view  of  the  character  of  the  invention  and 
of  the  fact  that  the  alleged  anticipating  reference  is  not  a  patent  for 
a  fabric,  but  for  a  knitting-machine,  it  is  believed  that  the  delay  has 
been  sufficiently  excused  and  that  the  motion,  in  so  far  as  it  is  based 
on  the  patent  cited,  should  have  been  transmitted. 

The  decision  of  the  Examiner  of  Interferences  in  this  respect  only 
is  reversed. 


Joseph  v.  Kennedy  v.  McLain. 

Decided  July  10,  1909. 
144  O.  G.,  1089. 

INTEBPEBENCE — MOTION    FOR    DISSOLUTION — TRANSMISSION — InDEFINITENESS. 

Where  a  motion  for  dissolution  refers  only  to  "  the  old  form  of  hickey  " 
as  evidence  of  unpatentability  and  merely  alleges  irregularity  In  the 
declaration,  without  showing  wherein  it  consists.  Held  that  the  motion  is 
too  indefinite,  and  transmission  thereof  on  these  grounds  was  properly 
refused. 

Appeal  on  Motion. 

HICKEY. 

Mr.  Theodore  U.  Joseph  pro  se. 

Mr.  Walter  H.  Pumphrey  for  Kennedy. 

Messrs.  Macleod^  Calver^  Copdand  <&  Dike  for  McLain. 

BuuNGS,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Kennedy  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  his  motion  to  dissolve  in  so  far 
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as  it  relates  to  the  non-patentability  of  counts  1  and  2  and  to  irregu- 
larity in  the  declaration  of  the  interference. 

The  only  showing  in  support  of  the  motion  is  an  affidavit  filed  sub- 
sequently to  the  motion  itself,  but. admitted  by  the  Examiner  of 
Interferences  upon  reasons  duly  appearing. 

The  only  reason  set  forth  in  that  showing  for  the  unpatentability 
of  counts  1  and  2  is  that  they  "  fail  to  distinguish  the  new  from  the 
old  form  of  hickey."  What  the  old  form  of  hickey  referred  to  is 
does  not  appear.  No  patent,  publication,  or  other  evidence  is  cited  to 
show  what  old  form  is  depended  upon.  Granting  that  there  is  an 
"  old  form,"  it  is  quite  conceivable  and  highly  probable  that  there 
are  many  variations  in  the  form  of  hickey  heretofore  used.  It  is 
clear  that  there  is  here  no  such  full  statement  of  the  grounds  relied 
upon  as  required  by  Rule  122.  The  ground  is  stated  even  less 
definitely  than  in  Brown  v.  Inwood  and  Lavenberg^  (C.  D.,  1907, 
249;  130  O.  G.,  978,)  where  unpatentability  was  alleged  in  view  of 
the  prior  art  as  cited  in  the  respective  applications,  yet  it  was  there 
held  that  the  motion  was  too  indefinite  and  transmission  properly 
refused. 

It  also  appears  that  nothing  whatever  is  presented  tending  to  show 
such  irregularity  in  the  declaration  of  the  interference  as  would  pre- 
clude a  proper  determination  of  the  question  of  priority.  Transmis- 
sion on  this  ground  was  therefore  also  properly  refused.  {Vreelcmd 
V.  Feaaenden  v.  Schloemilch,  C.  D.,  1905,  315;  117  O.  G.,  2633.) 

The  decision  of  the  Examiner  of  Interferences  is  afilrmed. 


Fx  PARTE  The  Waterpeooping  Company. 

Decided  April  9,  1909. 
145  O.  G..  255. 

1.  Tbaob-Mabks — ^Anticipation. 

A  trade-mark  comprising  a  riBpresentation  of  a  desert  scene  In  whicli 
prominently  appear  three  pyramids  Held  to  have  been  properly  refused 
registration  in  view  of  two  prior  registrations,  the  one  showing  a  pyramid 
and  certain  descriptive  matter  and  the  other  the  word  "  Pyramid  "  applied 
to  goods  of  the  same  descriptive  properties. 

2.  Same — Class  of  Goods. 

Hydrolithic  or  waterproof  cement  Held  to  be  of  the  same  descriptive 
properties  as  Portland  cement 

On  Appeal, 

TBADE-MABK  FOB   WATEBPBOOF  CEMENT. 

Messrs.  Arthur  (7.  Frasier  <&  Usina  for  the  applicant 
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Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  trade-mark  comprising  the  representa- 
tion of  a  desert  scene  in  which  prominently  appear  three  pyramids. 

The  picture  is  inclosed  in  concentric  circles  between  which  are  the 
words  "  Hydrolithic  Cement.  Permanent  as  the  Pyramids.  Dry  as 
the  Desert." 

Registration  is  refused  in  view  of  trade-marks  of  Knight,  Bevan 
and  Sturge,  No.  11,787,  registered  December  16, 1884,  and  No.  13,782, 
registered  November  2,  1886,  for  Portland  cement.  In  the  first  of 
these  registrations  the  mark  is  described  as  being — 

essentially  of  the  representation  of  a  pyramid  as  shown  in  the  accompanying 
facsimile.  This  has  been  arranged  as  shown  in  the  said  facsimile  In  the 
central  field  of  a  circular  label  and  inclosed  within  two  concentric  circles; 
around  the  sides  of  and  over  the  trade-mark  has  been  placed  a  semicircular 
band  upon  which  is  the  firm-name  *'  Knight,  Bevan  &  Sturge  *'  and  below  the 
trade-mark  has  been  placed  a  similar  band  on  which  is  the  word  "  London." 
On  the  left  side  of  the  trade-mark  below  the  upper  band  is  the  word  '*  Trade  " 
and  in  a  corresponding  position  on  the  right  of  the  mark  is  the  word  "  Mark.** 
Below  the  trade-mark  and  just  above  the  lower  band  is  the  word  "  Pyramid.'* 
On  the  space  between  the  concentric  circles  at  the  left  and  right  respectively 
almost  in  a  line  with  the  center,  is  a  star-like  ornamentation.  Between  the 
circles  at  the  top  is  the  word  "  Portland  **  and  between  them  at  the  bottom  is 
the  word  "  Cement.**  The  word  "  Portland  **  may  however  be  altered  to 
"Roman,**  "Keenes**  or  other  words  commonly  used  in  the  cement  trade 
according  to  the  nature  of  the  goods  upon  which  the  label  is  used. 

But  all  the  above-mentioned  words  and  features  except  the  representation 
of  a  pyramid  may  be  omitted  and  changed  at  pleasure  without  materially  alter- 
ing the  character  of  our  trade-mark  the  essential  feature  of  which  as  afore- 
said is  the  representation  of  a  pyramid. 

The  later  registration  above  referred  to  covers  merely  the  word 
"Pyramid."  It  is  contended  on  behalf  of  the  appellant  that  the 
mark  sought  to  be  registered  does  not  so  nearly  resemble  either  of 
the  registered  marks  as  to  cause  confusion  in  the  mind  of  the  public 
and  also  that  the  merchandise  on  which  this  mark  is  used  by  appel- 
lant differs  from  that  upon  which  it  is  used  by  the  registrant. 

In  respect  to  the  identity  of  the  marks  it  is  clear  that  the  goods 
of  the  applicant,  as  well  as  those  of  the  registrant,  would  be  known 
to  the  public  as  the  "Pyramid"  brand,  since  this  suggestion  is 
carried  both  by  the  name  and  by  the  picture.  Under  these  circum- 
stances the  reasoning  of  the  Court  of  Appeals  in  the  case  in  re  Indian 
Portland  Cement  Company  (C.  D.,  1908,  361;  134  O.  G.,  518;  30  App. 
D.  C,  463)  is  applicable  to  the  present  case.  In  that  case  the  Court 
said: 

While  a  comparison  of  the  two  marks  as  represented  shows  difference  in 
details,  the  feature  of  each  is  a  conventional  Indian  head,  calculated  to  make 
the  manufactures  on  which  they  are  used  known  to  the  public  as  Indian-head 
cement    We  agree  with  the  Commissioner  that  the  resemblance  is  such  as  to 
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produce  confusion  in  trade  which  it  is  the  object  of  the  Trade-Mark  Act  to 
prevent 

In  respect  to  the  identity  of  the  merchandise  it  is  pointed  out  that 
the  appellant's  merchandise  is  a  hydrolithic  cement,  or  what  is 
known  as  a  "  waterproof  cement,"  and  differs  from  Portland  cement. 
Appellant  states  in  his  brief  that: 

Waterproof  cement  is  niade  from  a  specific  kind  of  Portland  cement;  there 
being  dozens  of  Portland  cements  varying  substantially  in  composition ;  and  the 
chemical  and  physical  composition  are  entirely  altered.  It  is  then,  although 
£uready  very  fine,  reground  to  the  finest  possible  degree, — so  fine  in  fact  as  to 
float  in  air,  and  so  that  workers  in  it  must  wear  breathing-masks. 

In  appearance  it  is  different  from  the  Portland  cement  from  which  It  Is 
made,  being  lighter  in  color  and  weight  as  well  as  in  fineness. 

The  greatest  distinction,  however,  is  in  its  water-repel  Ian  t  nature.  Where 
Portland  or  other  hydraulic  cement  takes  up  water  readily,  waterproof  cement 
cannot  be  mixed  with  water.    ♦    ♦    ♦ 

Its  mixing  and  application  have  to  be  done  by  skilled  workmen  and  under 
careful  Inspection.  For  ordinary  "  cementing  "  purposes  it  Is  not  substantially 
better  than  hydraulic  cement  and  cannot  possibly  enter  Into  competition  with 
it  On  the  other  hand  hydraulic  cement  cannot  be  used  for  the  purpose  for 
wliich  waterproof  cement  is  now  applied.  It  is  a  matter  of  common  knowledge 
among  engineers  and  builders  that  hydraulic  cement  is  not  waterproof,  but  on 
the  contrary  has  an  affinity  for  water  not  only  before  but  also  after  it  is  set. 

For  these  reasons  it  is  urged  that  the  merchandise  of  applicant  is 
of  such  different  descriptive  properties  from  that  upon  which  the 
registrant's  mark  is  used  as  to  warrant  registration  of  the  mark. 
This  contention  is  not  believed  to  be  well  founded.  In  the  case  of 
Walter  Baker  db  Company^  Limited  v.  Harrison^  (post,  284;  138 
O.  G.,  770)  the  Court  of  Appeals  of  the  District  of  Columbia  said : 

Things  may  be  said  to  possess  the  same  descriptive  properties  when  they  can 
be  applied  to  the  same  general  use. 

V       *  *  *  *  *  *  * 

A  mark  should  be  denied,  not  only  when  used  upon  goods  of  the  same 
descriptive  properties  as  a  similar  registered  mark,  but  wh^i  used  on  goods 
l>elonging  to  the  same  general  class. 

The  same  Court  also  said  in  its  decision  in  Phoenix  Paint  and  Var- 
nish Company  v.  John  T.  Lewis  cfe  Bros.  Company^  (post^  303;  189 
O.  G.,990:) 

We  think  two  trade-marks  may  be  said  to  be  appropriated  to  merchandise  of 
the  same  descriptive  properties  in  the  sense  meant  by  the  statute  when  the 
general  and  essential  characteristics  of  the  goods  are  the  same.  To  rule  tliat 
the  goods  must  be  identical  would  defeat  the  purpose  of  the  statute  and  destroy 
the  value  of  trade-marks.  The  test  is  whether  there  is  such  a  sameness  in  the 
distinguishing  characteristics  of  the  goods  as  to  be  likely  to  mislead  the 
general  public.  If  there  is,  only  one  mark  should  be  registered.  Congress 
evidently  intoided  to  prevent  the  second  registration  of  a  mark  that  would 
enable  an  unscrupulous  dealer  to  obtain  the  benefit  of  a  valuable  trade  reputa- 
tion estabUshed  by  conscientious  effort  and  fair  dealing  to  the  injury  of  the 
public  as  well  as  the  owner  of  the  mark. 
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In  the  present  case  it  is  well  known  that  Portland  cement  and 
waterproof  cement  are  used  in  building  construction  and,  as  admitted 
in  applicant's  brief  above  quoted,  may  be  used  for  the  same  purpose. 
It  is  believed  that  under  these  circumstances  any  person  having 
knowledge  of  the  "  Pyramid  "  Portland  cement  of  the  registrant 
would  undoubtedly  believe  that  the  waterproof  cement  if  bearing 
the  same  or  a  similar  trade-mark  would  be  the  product  of  the  regis- 
trant and  that  under  the  decisions  above  cited  the  goods  are  of  sub- 
stantially the  same  descriptive  properties. 

In  view  of  the  conclusions  above  reached  it  must  be  held  that 
registration  of  the  appellant's  mark  is  prohibited  by  the  provisions 
of  section  5  of  the  Trade-Mark  Act  of  1905. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  LUTZ. 

Decided  July  28,  1909. 

145  O.  G.,  250. 

Labels  and  Prints — Registration — Applications  Fh^ed  Prior  to  July  1,  1909. 

The  Copyright  Act  of  March  4,  1909,  construed  and  Held  to  permit  the 

registration  of  all  prints  and  labels  the  applications  for  the  registration 

of  which  were  on  file  and  pending  in  the  Patent  Office  on  June  30,  1909,  if 

otherwise  registrable. 

On  Peth'ton. 

LABEL  FOR  TOOTH-POWDER. 

Mr.  I.  D.  Lutz  pro  se. 

Moore,  Commissioner: 

This  is  a  petition  for  the  registration  of  a  certain  label,  the  applica- 
tion for  which  was  filed  June  3, 1909.  The  Examiner  of  Trade-Marks 
refused  registration  in  accordance  with  the  notice  issued  May  11, 
1909,  which  reads  as  follows: 

Notice  is  hereby  given  that  the  act  approved  March  4,  1909,  entitled  "An  act 
to  amend  and  consolidate  the  acts  respecting  copyrights,"  will  take  effect  on 
July  1,  1909,  and  repeals  the  act  approved  June  18,  1874,  under  section  3  of 
which  labels  and  prints  have  been  registered  in  the  United  States  Patent 
Office.  The  registration  of  labels  and  prints  in  the  United  States  Patent  Office, 
therefore,  will  cease  with  the  issue  of  June  29,  1909.  Applications  for  the  reg- 
istration of  labels  and  prints  will  not  be  filed  in  the  Patent  Office  after  June 
25,  1909,  and  any  received  after  that  date  will  be  forwarded  to  the  Register  of 
Copyrights,  Library  of  Congress. 

Upon  a  reconsideration  of  the  provisions  of  the  acts  relating  to 
copyright  protection  which  were  in  force  prior  to  July  1, 1909,  when 
the  act  of  March  4,  1909,  became  effective,  it  is  noted  that  section 
4957  of  the  Revised  Statutes  was  in  part  as  follows; 
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The  Librarian  of  Cougress  shall  record  the  name  of  such  copyright  book 
or  other  article,  forthwith,  in  a  book  to  be  kept  for  that  purpose  ♦  ♦  ♦. 
And  he  shall  give  a  copy  of  the  title  or  description,  under  the  seal  of  the 
IJbrarian  of  Congress,  to  the  proprietor  whenever  he  shall  require  it 

Section  4953  is  as  follows: 

Copyrights  shall  be  granted  for  the  term  of  twenty-eight  years  from  the  time 
of  recording  the  title  thereof,  in  the  manner  hereinafter  directed. 

The  amendatory  act  of  June  18,  1874,  provides  that  the  Commis- 
sioner of  Patents  shall  supervise  and  control  the  entry  or  registry 
of  prints  or  labels  in  conformity  with  the  r^ulations  provided  by 

law  as  to  copyright  of  prints. 

» 

*  ♦  ♦  except  that  there  shall  be  paid  for  recording  the  title  of  any  print 
or  label  not  a  trade-mark  six  dollars,  which  shall  cover  the  expense  of  furnish- 
ing a  copy  of  the  record  under  the  seal  of  the  Ck>mmis8ioner  of  Patents,  to  the 
party  entering  the  same. 

In  view  of  the  fact  that  the  law  requires  that  the  name  of  the  copy- 
right book  or  other  article  shall  be  recorded  "  forthwith  "  and  that 
the  term  during  which  copyright  protection  is  effective  commences 
to  run  from  the  time  of  the  recording  of  the  title  thereof,  and  in  view 
of  the  further  fact  that  the  amendatory  act  of  1874  provides  that  the 
Ckxnmissioner  of  Patents  shall  register  prints  or  labels  designed  to 
be  used  for  any  other  article  of  manufacture — 

in  conformity  with  the  regulations  provided  by  law  as  to  copyright  of  prints. 

it  is  held  that  all  applications  for  prints  or  labels  which  were  on  file 
in  the  Patent  Office  and  pending  therein  on  the  30th  of  June,  1909, 
may  be  registered,  if  otherwise  registrable,  in  accordance  with  the 
law.  The  date  of  the  issuance  of  the  copy  of  the  record,  undec  the 
seal  of  the  Ccnnmissioner  of  Patents,  is  not  the  effective  date  of 
registration. 

TJie  notice  pvMished  in  the  Oificidl  Gazette  regarding  the  ''New 
Copyright  Law  "  is  modified  to  this  extent. 


Ex  PARTE  Smart. 

Decided  July  12,  1909. 

145  O.  G.,  256. 

AlfnfDMENT    AFTKB    DECISION    OF    THE    ExAMINEB8-IN-GHIEF — ^RECOMMENDATION 

Under  Rule  189. 
A  statement  in  a  decision  of  the  Examiners-in-Ohief  that  certain  differ- 
ences exist  between  applicants  device  and  the  references  which  do  not 
appear  in  the  appealed  claims  does  not  amount  to  a  recommendation  under 
Bule  139  and  fumisbes  no  ground  for  the  entry  of  an  amendment  contain- 
.|lDg  new  claims. 

On  Petition.* 
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CUTTING-BLADE    FOB    BASSOBH. 

Messrs.  Dunn  <&  Turk  and  Messrs,  Dunn^  Turk  cfe  Clarke  for  the 
applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  to  enter  an 
amendment  filed  after  the  termination  of  an  appeal  to  the  Examiners- 
in-Chief  and  containing  six  new  claims. 

It  is  contended  by  applicant  that  the  decision  of  the  Examiners- 
in-Chief  is  of  a  nature  to  warrant  such  an  action  because  it  points  out 
in  detail  certain  distinctions  between  his  device  and  one  or  more  of 
the  references  which  fail  to  appear  in  the  individual  claims  appealed. 

Rule  68  provides  that — 
after  decision  on  appeal  amendments  can  only  be  made  as  provided  in  Rule  142 
or  to  carry  into  eflPect  a  recommendation  under  Rule  139. 

Rule  142  provides  for  the  reopening  of  cases  after  appeal — 
only  for  the  consideration  of  matters  not  already  adjudicated  upon,  sufficient 
cause  being  shown. 

The  new  claims  submitted  cannot  be  considered  to  fall  under  this 
rule,  for  they  relate  to  the  same  subject-matter  prosecuted  to  final 
rejection  and  appeal.  If  a  change  in  the  scope  or  form  of  the  claims 
could  be  construed  as  ground  for  reopening  a  case  under  this  rule, 
it  would  be  impossible  ever  to  reach  a  final  adjudication. 

Rule  139,  referring  to  decisions  of  the  Examiners-in-Chief,  pro- 
vides in  part: 

Should  they  discover  any  apparent  grounds  not  involved  In  the  appeal  for 
granting  or  refusing  Letters  Patent  in  the  form  claimed,  or  any  other  form, 
they  will  annex  to  their  decision  a  statement  to  that  eflfect,  with  such  recom- 
mendation as  they  shall  deem  proper. 

The  decision  of  the  Examiners-in-Chief  is  not  found  to  contain 
any  recommendation,  either  direct  or  implied,  that  modified  claims 
should  be  allowed.  It  is  certain  that  they  did  not  "  annex  to  their 
decision  a  statement  to  that  effect,"  as  provided  by  the  rule.  This 
rule  was  construed  in  the  case  of  ex  parte  Lehlanc^  (C.  D.,  1902,  1; 
98  O.  G.,  225,)  which  held  that  an  indirect  reference  in  the  body  of 
the  decision  to  differences  between  the  construction  of  the  device 
claimed  and  that  of  the  references  did  not  amount  to  a  recommenda- 
tion under  its  provisions. 

There  is  therefore  no  warrant  in  the  rules  for  the  entry  of  the 
amendment.  Furthermore,  it  appears  that  the  applicant  received 
notice  from  the  Examiner  early  in  the  prosecution  of  the  case,  which 
was  quite  the  equivalent  of  the  inference  he  draws  from  the  decision 
of  the  Examiners-in-Chief — ^namely,  a  direct  statement  that  while 
the  device  contained  unquestioned  features  of  novelty  the  claims  were 
unduly  broad.     The  plea  of  surprise  is  therefore  without  force. 

The  petition  is  denied. 
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Columbia  River  Packers  Association  v.  Nave-McCord  Mercantile 

Company. 

Decided  July  28, 1909. 
145  O.  G.,  511. 

1.  TRADB-MaBKS — INTERFEBENCE — DISCLAIMER  OB  CONCESSION  OF  PbIOBITY  AS  TO 

A  Part  of  the  Issue — Practice. 
Where  a  party  to  an  interference  who  has  failed  to  invoke  the  remedy 
provided  by  Rule  49  of  the  Trade-Mark  Rules  presents  a  disclaimer  or  con- 
cession of  priority  as  to  the  part  of  the  issue  which,  if  accepted,  would  in 
fact  cause  a  dissolution  of  the  Interference  without  a  decision  of  priority, 
the  Examiner  of  Interferences  should  direct  the  attention  of  the  Ck)mmis- 
sioner  to  these  facts  under  the  provisions  of  Rule  48. 

2.  Same— Same — Same. 

Where  the  Commissioner  refers  an  interference  to  the  Elxaminer  of  Trade- 
Marks  to  consider  disclaimers  or  concession  of  priority,  the  latter  will 
hear  the  case  inter  partes,  and  his  decision  will  be  binding  upon  the 
Examiner  of  Interferences. 

On  Reference. 

trade-mark   for  FISH. 

Messrs.  Britton  <&  Grey  for  Columbia  River  Packers  Association. 
Messrs.   Whittemore^  Hulhert  cfe   Whittemore  for  Nave-McCord 
Mercantile  Company. 

Moore,  Commissioner: 

This  case  has  been  referred  to  me  by  the  Examiner  of  Interferences 
requesting  jurisdiction  to  withdraw  the  judgment  entered  in  the  case 
on  April  6, 1909,  and  to  reset  times  for  taking  testimony. 

The  record  shows  that  the  issue  of  the  interference  as  originally 
declared  constituted  the  mark  "  Bumble  Bee  Brand  "  for  fish.  No 
motion  for  dissolution  of  the  interference  was  made  within  the  time 
permitted  for  such  motions ;  but  after  the  expiration  of  this  time  con- 
cessions were  filed  by  the  respective  parties,  the  Columbia  River 
Packers  Association  conceding  priority  of  adoption  and  use  of  the 
mark  in  issue  for  canned  sardines  to  the  Nave-McCord  Mercantile 
Company  and  a  cross-concession  by  the  Nave-McCord  Mercantile 
Company  conceding  priority  of  adoption  and  use  of  the  mark  in  issue 
for  canned  salmon  to  the  Columbia  River  Packers  Association.  Fol- 
lowing the  practice  announced  in  Lewis  c&  Brothers^  Company  v. 
Phoenix  Paint  <&  Varnish  Company  v.  National  Lead  Company, 
(C.  D.,  1906,  133;  121  O.  G.,  1978)  the  Examiner  of  Interferences 
entered  judgment  of  priority  in  accordance  with  the  terms  of  the 
concessions  above  referred  to,  and  in  due  course  of  time  the  inter- 
ference was  transmitted  to  the  Examiner  of  Trade-Marks.  The 
Examiner  of  Trade-Marks,  however,  being  of  the  opinion  that  the 
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merchandise  of  the  respective  parties  on  which  the  mark  "  Bumble 
Bee  Brand  "  was  used  was  of  the  same  descriptive  properties,  refused 
to  dissolve  the  interference  and  fixed  a  limit  of  appeal  from  such 
decision,  but  no  appeal  was  taken. 

In  the  Lewis  <&  Brothers^  Company  v.  Phoenix  Paint  &  Varnish 
Company  v.  National  Lead  Company^  supra^  it  was  held  that  where  a 
disclaimer  was  filed  by  a  party  to  an  interference  in  respect  to  the  use 
of  the  mark  upon  certain  goods  included  in  the  declaration  of  inter- 
ference there  was  no  need  of  further  prosecuting  the  interference,  it 
being  stated  in  that  decision  that — 

It  is  believed  that  after  a  disclaimer  is  filed  there  is  no  necessity  for  continuing 
the  interference  as  to  the  matter  disclaimed;  but  it  is  also  believed  that  there 
should  be  a  judgment  entered  disposing  of  the  claims  of  the  parties  to  that 
matter.  Under  Rule  107  a  Judgment  is  entered  based  upon  the  disclaimer,  and 
no  reason  is  seen  why  the  same  action  should  not  be  taken  in  trade-mark  cases. 
Where,  as  in  the  present  case,  the  disclaimer  covers  only  a  part  of  the  issue, 
Judgment  should  be  entered  as  to  that  part,  and  if  there  is  any  question  as  to 
the  existence  of  an  interference  as  to  what  remains,  the  cases  should  be  referred 
to  the  EiZaminer  of  Trade-Marks  for  consideration. 

While  the  procedure  announced  in  this  decision  was  effective  in 
cases  in  which  the  merchandise  included  in  the  disclaimer  or  conces- 
sion of  priority  was  of  radically  different  descriptive  properties  from 
the  »nerchandise  of  the  other  party,  it  led  to  confusion  in  cases  where 
the  marks  of  the  respective  parties  were  used  upon  goods  which  are 
closely  allied  and  concerning  which  there  might  well  be  a  discussion 
as  to  the  identity  of  the  descriptive  properties. 

It  has  been  repeatedly  held  that  the  interference  will  not  be  dis- 
solved between  applicants  claiming  substantially  the  same  trade-mark 
merely  because  the  parties  are  each  willing  that  the  mark  of  the  other 
shall  be  registered.  {Wright  d*  Taylor  v.  Bluthenthal  <&  Bickart  v. 
Mayer  Sons  <&  Company  v.  Cushman  <&  Company^  C.  D.,  1905,  540 ; 
119  O.  G.,  2234;  The  Windsor  Milling  and  Elevator  Company  v. 
Brunner^  C.  D.,  1906,  128;  121  O.  G.,  1676.)  In  the  latter  case,  in 
refusing  to  dissolve  the  interference,  it  was  stated  that — 

It  thus  appears  that  both  parties  use  the  words  "  Blue  Bell,"  and  an  examina- 
tion of  the  specimens  of  the  marks  as  actually  used  shows  that  these  words 
appear  on  both  in  large  type.  They  constitute  an  essential  feature  of  the  mark, 
and  it  is  believed  that  the  goods  of  both  parties  will  undoubtedly  be  known  as 
the  "Blue  Bell  Flour."  In  the  case  of  marks  like  these,  including  as  their 
predominating  feature  a  name  by  which  the  goods  would  be  known,  it  is  imma- 
terial that  there  are  differences  in  the  appearance  of  the  actual  labels.  The 
goods  will  be  identified  by  the  name,  and  consequently  purchasers  will  be  mis- 
led and  deceived. 

It  thus  appears  that  both  parties  use  the  words  "  Blue  Bell."  and  an  examina- 
chandise  to  which  it  is  applied,  and  the  benefits  accruing  from  such 
identification  are  for  the  benefit  of  the  public  as  well  as  for  the  benefit 
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of  the  party  using  such  mark.  Marks  should  not,  therefore,  be  regis- 
tered which  are  so  nearly  identical  as  to  (Jeceive  purchasers  when 
applied  to  the  same  goods  or  when  applied  to  goods  which  though 
specifically  different  have  the  same  general  properties  and  are  so 
allied  in  use  as  would  lead  the  public  to  believe  that  such  goods  are 
of  the  same  origin.  The  Court  of  Appeals  of  the  District  of  Columbia 
said  in  the  Phoenix  Paint  <&  Varnish  Company  v.  John  T,  Lewis  <& 
Brothers'  Company  {post,  303;  139  O.  G.,  990:) 

We  think  two  trade-marks  may  be  said  to  be  appropriated  to  merchandise  of 
the  same  descriptive  properties  in  the  sense  meant  by  the  statute  when  the 
general  and  essential  characteristics  of  the  goods  are  the  same.  To  rule  that 
the  goods  must  be  identical  would  defeat  the  purpose  of  the  statute  and  destroy 
the  value  of  trade-marks.  The  test  is  whether  there  is  such  a  sameness  in  the 
distinguishing  characteristics  of  the  goods  as  to  be  likely  to  mislead  the  general 
public.  If  there  is,  only  one  mark  should  be  registered.  Ongress  evidently 
intended  to  prevent  the  second  registration  of  a  mark  that  would  enable  an 
unscrupulous  dealer  to  obtain  the  benefit  of  a  valuable  trade  reputation  estab- 
lished by  conscientious  effort  and  fair  dealing  to  the  injury  of  the  public  as  well 
as  the  owner  of  the  mark. 

Rule  49  of  the  Trade-Mark  Rules  provides  for  a  motion  for  dissolu- 
tion of  an  interference  upon  the  ground  that  no  interference  in  fact 
exists  or  when  there  has  been  such  irregularity  in  declaring  the  same 
as  will  preclude  a  proper  determination  of  the  question  of  priority 
or  which  denies  the  registrability  of  an  applicant's  mark.  Rules  49 
and  50  provide  that  when  in  proper  form  motions  for  dissolution  will 
be  transmitted  to  the  Examiner  of  Trade-Marks,  who  will  hear  and 
decide  such  motions. 

Disclaimers  and  concessions  of  priority  which  in  effect  deny  the 
identity  of  the  trade-marks  sought  to  be  registered  or  which  deny 
that  the  goods  upon  which  the  respective  marks  are  used  are  of  the 
same  descriptive  properties  really  amount  to  nothing  more  than 
motions  for  dissolution  based  upon  the  ground  of  non-interference  in 
fact.  It  follows  that  the  Examiner  of  Trade-Marks,  who  is  the 
original  tribunal  charged  with  the  duty  of  determining  the  registra- 
bility of  trade-marks  and  with  the  duty  of  declaring  interferences 
and  of  deciding  motions  for  the  dissolution  of  the  same,  should  deter- 
mine the  question  of  interference  in  fact  presented  by  such  disclaimers 
and  concessions. 

It  is  therefore  held  that  where  a  party  to  an  interference  has  failed 
to  invoke  the  remedy  provided  by  Rule  49  and  thereafter  presents  a 
disclaimer  or  concession  of  priority  as  to  a  part  of  the  issue  and  which, 
if  accepted,  would  in  effect  cause  a  dissolution  of  the  interference, 
without  decision  of  priority  upon  the  issue  set  forth  in  the  declaration 
of  the  interference,  the  Examiner  of  Interferences  should  direct  the 
attention  of  the  CJommissioner  to  such  facts,  under  the  provision  of 
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Rule  48,  whereupon  the  Commissioner  may,  in  his  discretion,  refer 
the  question  to  the  Examiner  of  Trade-Marks  for  determination.  In 
such  cases  the  Examiner  of  Trade-Marks  shall  hear  the  case  inter 
partes^  and  his  decision  will  be  binding  upon  the  Examiner  of  Inter- 
ferences in  the  further  proceedings  in  the  case. 

The  decision  in  Lewis  d&  Brothers^  Company  v.  Phoenix  Paint  <& 
Varnish  Company  v.  National  Lead  Company  (C.  D.,  1906,  188;  121 
O.  G.,  1978)  is  overruled  in  so  far  as  it  is  inconsistent  with  the 
opinion  expressed  herein. 

Jurisdiction  is  given  the  Examiner  of  Interferences  to  toithdraw 
the  judgment  entered  in  this  case. 

When  such  action  has  been  taken,  the  case  will  be  remanded  to 
the  Examiner  of  Trade-Marks  for  such  further  action  as  the  case 
requires. 


Mathy  v.  The  Republic  Metalware  Company. 

Decided  July  i^.  1909, 
145  O.  Gm  512. 

TBADE-MaBKS — INTEBFEBENCE — JUBISDICTION  OP  THE  EXAMINER  OF  INTERFERENCES. 

Where  in  an  interference  between  an  appUcant  and  a  registrant  the 
Examiner  of  Interferences  decides  that  the  applicant  Is  not  entitled  to 
registration  by  reason  of  the  manner  in  which  the  maric  was  used,  Held 
that  the  application  will  not  be  returned  to  the  Examiner  of  Trade-Marks 
for  a  further  consideration  of  that  question,  ex  parte,  since  In  a  trade- 
marl:  interference  It  is  within  the  Jurisdiction  of  the  Examiner  of  Interfer- 
ences to  decide  the  right  of  a  party  to  registration,  and  applicant's  remedy 
is  either  by  api)eal  or  motion  to  reopen  the  Interference. 

On  Petition. 

TRADB-MARK  FOR  BAKINO-%iNS. 

Messrs.  Alexander  cfe  Dowell  for  Mathy. 

Messrs,  Geyer  c&  Popp  for  The  Republic  Metalware  Company. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  by  Mathy  that  this  case  be  returned  to  the  Ex- 
aminer of  Trade-Marks  for  an  ex  parte  consideration  of  his  right 
to  register  the  mark  for  which  he  has  made  application. 

This  interference  involves  Mathy's  application  and  the  registration 
of  The  Republic  Metalware  Company.  Mathy's  petition  is  based 
on  the  ground  that  the  Examiner  of  Interferences  decided  that  Mathy 
was  the  originator  and  owner  of  the  mark,  but  denied  him  registra- 
tion on  the  ground  that  the  mark  had  been  applied  to  a  patented 
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article.  Mathy  therefore  requests  that  this  alleged  holding  of  the 
Examiner  of  Interferences  be  affirmed  pro  forma  and  that  the  case 
be  referred  to  the  Examiner  of  Trade-Marks  and  that  he  be  directed 
to  give  Mathy  a  hearing  upon  the  question  whether  he  has  lost  his 
right  to  register  the  mark  and  to  permit  additional  evidence  to  be 
adduced  on  this  point. 

The  petitioner  is  in  error  as  to  the  holding  of  the  Examiner  of 
Interferences.  He  did  not  find  it  necessary  to  decide  who  was  the 
owner  of  the  mark,  since  The  Republic  Metalware  CJompany  was 
a  registrant,  and  he  expressly  stated  that  the  single  question  to  be 
determined  was  whether  the  applicant  was  entitled  to  registration. 
He  found  that  Mathy  was  not  entitled  to  registration  for  the  reason 
that  the  mark  was  used  as  the  name  of  a  patented  article,  and  his 
decision  concludes  with  the  following  statement: 

For  the  foregoing  reasons  it  is  held  that  Joseph  Mathy,  the  Junior  party,  is 
not  entitled  to  the  registration  for  which  he  has  made  application. 

Mathy  applied  for  a  rehearing  on  the  ground  that  the  Examiner 
of  Interferences  exceeded  his  authority,  since  the  only  question  to  be 
determined  in  an  interference  is  that  of  priority  and  since  the  ques- 
tion of  the  use  by  Mathy  of  the  name  upon  a  patented  article  had 
not  been  raised  in  the  argument  nor  in  the  briefs.  This  petition  for 
rehearing  was  denied,  and  it  was  pointed  out  that  in  a  trade-mark 
interference  the  question  to  be  determined  was  not  merely  that  of 
priority,  but  of  the  right  of  registration,  citing  in  re  Herbst^  {post^ 
333;  141  O.  G.,  286.) 

No  reason  whatever  is  seen  for  referring  this  case  to  the  Exam- 
iner of  Trade-Marks.  The  question  of  Mathy's  right  to  registration 
is  an  inter  partes  one,  and  the  Examiner  of  Interferences  was  clearly 
within  his  jurisdiction  in  holding  that  Mathy  was  not  entitled  to 
registration  by  reason  of  his  use  of  the  mark  in  question  as  the  name 
of  a  patented  article.  Whether  this  conclusion  is  right  or  not  will 
be  decided  on  the  appeal  which  Mathy  has  taken.  Mathy's  argu- 
ment that  The  Republic  Metalware  Company  has  lost  its  rights  by 
failure  to  appeal  is  clearly  not  tenable,  since  there  was  nothing  in 
the  decision  of  the  Examiner  of  Interferences  from  which  it  could 
appeal.  If  Mathy  has  any  remedy  other  than  that  of  appeal  from 
the  decision  of  the  Examiner  of  Interferences,  it  is  by  a  motion  to 
reopen  the  interference  for  the  purpose  of  taking  further  testimony. 
This  motion  of  course  could  be  granted  only  upon  a  proper  showing 
being  made. 

The  petition  is  denied. 
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Ex  PARTE  Wright. 

Decided  July  IS,  1909. 

145  O.  G.,  513. 

PBAcncB — Final  Action — ^Reopening. 

Where  one  petition  for  the  entry  of  an  amendment  for  the  purposes  of 
appeal  or  for  reconsideration  of  the  merits,  at  the  discretion  of  the  Ex- 
aminer, has  been  granted  and  the  Examiner  in  entering  the  amendment 
indicates  that  it  is  done  for  the  purpose  of  appeal,  Held  that  the  applicant 
is  not  in  a  position  to  urge  that  the  case  was  reopened  for  the  consideration 
of  new  claims  and  that  a  further  amendment  containing  such  claims  was 
properly  refused  entry. 

On  Petition. 

DRAFT   AND   BUFFING   GEAB   FOB   CABS. 

Mr.  F,  E.  Stebbins  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  enter  the  amend- 
ments submitted  May  27  and  June  1,  1909. 

The  record  shows  that  a  previous  petition  was  taken  from  the 
action  of  the  Examiner  holding  this  application  finally  rejected,  the 
prayer  of  the  petition  requesting — 

♦  ♦  ♦  the  Commissioner  to  direct  the  Examiner  to  enter  the  amendment  of 
February  20,  1909,  for  the  purpose  of  appeal  to  the  Examiners-in-Ghief ;  or  for 
a  reexamination  of  the  claims  as  amended  in  the  discretion  of  the  Examiner. 

In  view  of  certain  informalities  in  the  record  this  petition  was 
granted. 

The  Examiner  when  considering  the  record  of  the  case  found 
several  errors,  to  which  the  applicant's  attention  was  directed  in  a 
letter  dated  May  7, 1909,  which  concludes  as  follows : 

When  proper  directions  are  given,  these  amendments  will  be  entered  and 
the  case  then  will  be  In  condition  for  appeal. 

Applicant,  instead  of  merely  correcting  the  errors  to  which  his 
attention  was  called  by  the  Examiner's  letter,  presented  an  amend- 
ment dated  May  28  containing  new  claims  to  be  substituted  for  those 
of  record  and  also  adding  certain  claims.  By  the  amendment  dated 
June  2,  1909,  applicant  presented  two  additional  claims.  It  is  from 
the  refusal  of  the  Examiner  to  enter  the  claims  presented  by  these 
amendments  that  the  petition  was  taken. 

It  is  to  be  noted  that  the  applicant  in  his  previous  petition  re- 
quested the  entry  of  an  amendment  for  the  purpose  of  appeal  or  for 
reexamination  of  the  claims  as  amended,  in  the  discretion  of  the 
Examiner.    The  letter  of  the  Examiner  dated  May  7,  1909,  clearly 
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stated  his  intention  to  enter  the  claims,  when  the  informalities  were 
corrected,  for  the  purpose  of  appeal  only,  and  this  was  in  accordance 
with  the  request  contained  in  applicant's  petition. 

In  view  of  these  facts  the  applicant  is  not  in  a  position  to  urge 
that  the  case  was  reopened  for  the  purpose  of  prosecution  of  new 
claims.  Hie  action  of  the  Examiner  in  refusing  to  enter  the  claims 
presuited  in  the  amendments  of  May  27  and  June  1  was  right 

The  petition  is  denied. 


Ex  PABTE  The  Empijeob  Knife  Company. 

Decided  June  17,  1909. 

145  O.  G.,  763. 

Traoe-Mabkb-^Appucaxion  fob  Rboibt&ation — Description  of  Goods. 

An  application  for  the  registration  of  a  trade-mark  should  state  in  irne* 
qniyocal  language  the  particular  description  of  goods  to  which  the  trade- 
mark is  appropriated. 

On  pBTmoN. 

TEADE-MARK    FQt    FOCKET-KXfn'ES,     BGIBSOBB     AKD    6HEABB,     TAifLE    AND     KITCHEN 

KNIVES. 

Messrs.  Bartlett^  Brmnnell  cfe  Mitchell  for  the  applicant. 

Moois,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Trade- 
Marks  objecting  to  the  particular  description  oif  ^oods  in  the  above- 
entitled  application. 

In  the  application  it  is  stated  that  the  mark  shown  in  the  accom- 
panying drawing  has  been  adopted — 

for  goods  in  Glass  23,  Cutlery,  machinery,  and  to(^s  and  parts  thereof,  including 
pocket-knives,  Bcissors  and  shears,  table  and  kitchen  knives. 

The  Examiner  objected  to  the  use  of  the  word  "  including,"  stating 
in  his  letter  of  April  19,  1909,  that  that  term  implied  that  the  mark 
was  used  upon  other  goods  than  those  specifically  enumerated,  and 
in  a  letter  of  April  28,  1909,  he  suggested  that  Uie  description  and 
statement  of  goods  be  amended  to  read  as  follows: 

Has  adopted  and  used  the  trade-mark  shown  in  the  accompanying  drawings 
for  pocket-knives,  scissors  and  shears,  table  and  kitchen  knives,  Class  23, 
Cutlery,  machinery  and  tools  and  parts  thereof. 

In  a  letter  of  May  4, 1909,  and  again  in  a  letter  dated  May  13, 1909, 
the  Examiner  stated  that  if  the  word  "  comprising  "  were  substituted 
for  the  word  "  including  "  the  objection  to  the  statement  would  be 
withdrawn. 

2189&— H.  Doc.  124, 61-2 ^10 
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In  the  petition  it  is  stated  that  no  reason  is  seen  why  the  Patent 
Office  should  force  the  adoption  of  one  word  rather  than  another 
and  that  the  word  "  including  "  is  preferred  to  the  word  "  compris- 
ing." In  his  answer  to  the  petition  the  Examiner,  after  pointing 
out  why,  in  his  opinion,  the  word  "  comprising "  is  a  more  definite 
word  when  used  in  connection  with  a  particular  description  of  goods 
than  the  word  "  including,"  states  that  "  it  is  not  seen  that  there  is 
any  necessity  for  using  either  word." 

Section  1  of  the  Trade-Mark  Act  of  February  20,  1905,  provides, 
in  part,  that  an  application  for  the  registration  of  a  trade-mark  shall 
specify  the  class  of  merchandise,  and  the  particular  description  of 
goods  comprised  in  such  class,  to  which  the  trade-mark  is  appropri- 
ated. The  objection  of  the  Examiner  to  the  statement  in  this  appli- 
tion  is  believed  to  have  been  well  taken.  Applicant  does  not  state 
the  particular  class  of  goods  to  which  his  mark  is  applied,  but  says 
that  "  it  is  applied  to  goods  including  pocket-knives,  &c."  This  state- 
ment is  clearly  susceptible  of  the  interpretation  that,  while  the  marl^ 
is  used  on  the  particular  goods  specified,  it  may  have  been  used  on 
others  in  the  same  general  class.  As  the  Examiner  states  in  his 
answer,  it  is  not  seen  that  there  is  any  necessity  for  using  the  word 
"  including  "  or  the  word  "  comprising;  "  but  applicant  should  state 
clearly  the  particular  class  of  goods  to  which  his  mark  is  applied. 
The  form  set  out  in  the  Office  letter  of  April  23,  1909,  which  con- 
forms to  the  suggested  form  published  on  page  35  of  the  Trade-Mark 
Rules,  or  an  equivalent  form  of  unequivocal  character,  should  be 
used. 

The  petition  is  denied. 


Ryder  v.  White. 

Decided  July  27,  1909, 

145  O.  G.,  763. 

1.  INTEBFEBENCE — PBEUMINABT   STATEMENT — MOTION   TO   AMEND. 

Where  In  support  of  a  motion  to  amend  his  preUmlnary  statement  a 
party  alleges  that  at  the  time  it  was  made  he  thought  the  claims  were 
limited  to  the  structure  shown  in  his  drawing  and  did  not  discover  that 
they  were  capable  of  a  broader  construction  untU  after  a  decision  was 
rendered  on  a  motion  to  dissolve.  Held  that  such  a  mistake  is  one  of  law 
and  not  of  fkct  and  constitutes  no  ground  for  permitting  the  amendment 

2.  Sam&-^Samb — Same. 

Where  a  party  has  had  access  to  the  preliminary  statement  of  his  oppo- 
nent, he  will  not  be  permitted  to  amend  his  statement  to  change  the  date 
of  conception  or  of  reduction  to  practice  from  a  date  subsequent  to  that 
alleged  by  his  opponent  to  one  prior  to  such  date  unless  most  satisfactory 
reasons  are  given  in  explanation  of  the  facts  necessitating  such  amendment 
and  of  the  delay  in  bringing  a  motion  to  amend. 
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On  Appeal. 


CAN-MARKING   MACHINE. 


Mr.  Arthur  P.  Greeley  for  Ryder. 

Messrs.  WUhelm^  Parker  <&  Hard  for  White. 

Tbnnant,  Assistant  Commissioner: 

This  is  an  appeal  by  Ryder  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  accept  an  amended  preliminary  statement 

It  appears  that  this  interference,  No.  23,989,  is  a  companion  inter- 
ference to  No.  28,988  involving  Ryder,  White,  and  other  parties,  the 
three-party  interference  having  been  declared  upon  a  broader  issue 
than  that  which  forms  the  basis  of  the  present  interference.  Pre- 
liminary statements  alleging  different  dates  were  filed  by  Ryder  in 
these  interferences,  that  in  No.  28,988  alleging  earlier  dates  than 
those  of  the  preliminary  statement  in  this  interference.  Motions  to 
dissolve  were  brought  in  each  of  the  interferences  and  interference 
No.  28,988  was  dissolved,  but  the  present  interference.  No.  28,989, 
was  continued. 

Ryder  alleges  that  at  the  time  he  signed  the  preliminary  statement 
in  the  present  interference  he  believed  it  was  necessary  'for  him  to 
state  the  dates  of  conception,  disclosure,  making  of  model,  and  re- 
duction to  practice  of  the  commercial  machine  in  the  specific  form 
in  which  it  is  shown  in  the  drawings  of  his  application  involved  in 
this  interference,  and  it  is  urged  that  he  was  not  aware  until  after 
the  decision  of  the  Commissicmer  upon  a  motion  for  dissolution  in 
this  interference  that  the  claims  in  issue  were  not  limited  to  the 
machine  shown  in  the  drawings,  but  are  capable  of  broader  construc- 
tion, applicable  to  devices  made  prior  to  the  dates  of  conception  set 
up  in  the  present  interference.  The  Examiner  of  Interferences  held 
that  such  an  alleged  mistake  was  not  a  mistake  of  fact,  but  was  a 
mistake  of  law,  which  did  not  constitute  a  ground  for  amendment 
of  the  preliminary  statement. 

This  conclusion  of  the  Examiner  is  clearly  right.  The  applicant 
not  only  had  before  him  the  issues  of  the  present  interference,  but 
also  of  the  interference  upon  the  broader  issues,  and  in  his  preliminary 
statement  alleged  different  dates  of  invention  in  the  respective  cases. 
The  question  of  the  breadth  of  the  issue  was  clearly  before  him,  and 
his  mistake  as  to  the  scope  thereof  was  of  law  rather  than  of  fact. 
It  is  well  settled  that  mistakes  of  law.  of  this  character  do  not  con- 
stitute grounds,  for  permitting  an  amendment  to  a  preliminary  state- 
ment. (McDermott  v.  Hildreth,  C.  D.,  1902,  43;  98  O.  G.,  1282; 
Dahlgren  v.  Crocker,  C.  D.,  1902, 107;  98  O.  G.,  2586;  Dunn  v.  HaUi- 
day,  C.  D.,  1905,  510;  119  O.  G.,  1261;  Miller  v.  Wallace,  C.  D.,  1907, 
391;  131  O.  G.,  1689.) 
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It  is  further  noted  that  Ryder  desires  to  allege  a  date  of  reduction 
to  practice  prior  to  the  date  of  reduction  to  practice  alleged  by  White, 
although  that  alleged  in  the  preliminary  statement  in  this  interfer- 
ence, as  well  as  that  alleged  in  interference  No.  29,988,  which  was 
based  on  a  broader  issue,  was  subsequent  to  the  date  alleged  by  White. 
It  is  well  settled  that  where  a  party  has  had  access  to  the  preliminary 
statement  of  his  opponent  he  will  not  be  permitted  to  amend  his 
statement  to  change  the  date  of  conception  or  of  reduction  to  practice 
from  a  date  subsequent  to  that  alleged  by  his  opponent  to  one  prior 
to  such  date  unless  most  satisfactory  reasons  are  given  in  explanation 
of  the  facts  necessitating  such  amendment  and  of  the  delay  in  bring- 
ing a  motion  to  amend. 

In  the  present  case  the  only  reason  given  for  alleging  an  earlier 
date  is  that  Ryder  could  not  obtain  the  facts  at  the  time  his  original 
preliminary  statement  was  made  and  that  it  was  not  until  he  had  had 
an  opportunity  to  talk  with  the  machinist  McCormick,  who  assisted 
him  in  the  construction  of  the  work,  that  he  was  enabled  to  definitely 
fix  the  date  of  reduction  to  practice  beyond  that  sought  to  be  alleged. 
There  appears  to  be  no  reason  why  Ryder  could  not  have  seen 
McCormicjc  prior  to  the  time  he  prepared  his  preliminary  statement, 
nor  is  there  any  showing  to  excuse  the  long  delay  in  obtaining  knowl- 
edge of  these  alleged  facts.  Under  these  circumstances  he  is  clearly 
not  entitled  to  file  such  an  amended  preliminary  statement. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Riddle. 

Decided  July  10,  1909. 

145  O.  G.,  1021. 

Pbacticb — Interference  Between  Applicant  and  Patenter — Claims  Under 
Rejection. 
Where  an  applicant  makes  claims  identical  with  those  of  a  patent  and 
the  Examiner  holds  that  when  construed  broadly  enough  to  read  upon  the 
applicant's  device  the  claims  are  unpatentable,  Held  that  this  is  in  effect  a 
holding  that  the  applicant  has  no  right  to  make  the  claims,  and  a  request 
for  interference  was  properly  denied  until  the  question  of  patentability  of 
the  claims  to  him  had  been  settled. 

On  Petition. 

cash-register. 

Mr.  J.  B.  Hayward^  Mr.  R.  C.  Olms^  and  Mr.  W.  H.  Muzzy  for  the 
applicant 
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Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  waive  for  the 
present  the  rejection  of  claims  18  and  19  and  to  declare  forthwith  an 
interference  between  this  application  and  the  patent  to  Dement  and 
Hull,  No.  813,360,  granted  February  20,  1906,  claims  18  and  19  being 
identical  with  claims  2  and  16  of  said  patent 

The  record  shows  that  the  Examiner  has  finally  rejected  these 
claims  upcm  the  ground  that  when  construed  broadly  enough  to  read 
upon  the  applicant's  device  they  are  not  patentable  over  the  prior  art 
cited.  It  is  urged  in  behalf  of  the  applicant  that  the  patentability 
of  these'  claims  has  been  settled  by  reascm  of  their  allowance  to  the 
patentees,  Dement  and  Hull,  and  that  therefore  the  applicant  should 
be  permitted  to  contest  the  question  of  priority  of  invention  with 
Dement  and  Hull  before  final  action  upon  the  patentability  of  these 
claims  is  made  in  this  application.  This  contention  is  not  believed  to 
be  well  founded.  The  rejection  of  the  Examiner  is  in  effect  a  bedd- 
ing that  the  applicant  has  no  right  to  make  the  claims,  and  it  is  well 
settled  that  an  interference  will  not  be  declared  except  between  pat- 
entable claims  covering  the  same  invention.  The  action  of  the  Exam- 
iner is  in  accordance  with  the  well-settled  practice  of  the  OflSce  as  set 
forth  in  the  decisions  in  ex  parte  Dukes  (C.  D.,  1905, 100;  115  O.  G., 
808)  and  in  re  NeiU,  (G  D.,  1898,  332;  82  O.  Q.,  749;  11  App. 
D.  C,  582.) 

While,  as  stated  by  the  applicant,  the  Court  of  Appeals  of  the 
District  of  Columbia  said  in  re  Orcutt  (post^  334;  141  O.  G.,  567) 
thatr- 

In  vlfiw  d  tbd  iaadverteiice  of  the  Patent  Office  In  granting  a  patent  to  HcIH»i-> 
aid  and  McDonald  for  the  dalms  of  tbe  issue^  which  patent  Is  now  beyond  the 
control  of  the  Office,  it  would  probably  have  been  the  more  equitable  practice  to 
have  assumed  patentability  in  the  Interference  proceeding  for  the  purpose  of 
determining  the  question  of  priority  between  the  two  parties  thereto.  However, 
it  was  within  the  scope  of  the  Ck>mmi8Bioner'8  authority  to  dissolve  the  inter- 
ference, if  convinced  that  the  issue  was  not  patentable — 

the  facts  differed  from  those  in  the  present  case.  In  that  case  no 
question  was  raised  as  to  the  identity  of  the  inventions  claimed  by  the 
interferants  or  of  the  meaning  of  the  claims  when  read  upon  Orcutt's 
structure.  Where,  however,  as  in  the  present  case,  there  appears  to 
be  a  doubt  whether  the  claims  would  bear  the  broad  construction 
attempted  to  be  placed  upon  them  by  the  applicant,  the  question  of 
patentability  of  the  claims  to  him  should  be  determined  before  the 
interference  is  declared.  The  claims  referred  to  in  this  petition  at 
the  present  time  stand  finally  rejected,  and  proper  action  is  appeal  to 
the  Examiners-in-Chief. 
The  petition  is  denied. 
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Ex  PASTE  Sheffield  Mill  &  Elevator  Company. 

Decided  July  19,  1909. 

146  O.  G.,  1021. 

Tbade-Mabks — ^Alleged  Generic  Term. 

The  fact  that  manufacturers  and  dealers  may  regard  the  word  ''Dia- 
mond" as  having  lost  its  distinctive  character  when  used  in  trade-marks 
for  flour  constitutes  no  ground  for  registering  the  trade-mark  "Big 
Diamond**  when  it  so  nearly  resembles  several  registered  marks  as  to  be 
likely  to  cause  confusion  and  mistake  in  the  mind  of  the  purchasing  public. 

On  Appeal. 

TRADE-MABK   FOB   FLOUB. 

Mr.  George  A.  Byrne  and  Mr.  Hervey  S,  Knight  for  the  applicants. 

Moore,  Com/nUssioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "  Big  Diamond  "  as  a  trade- 
mark for  flour. 

Registration  was  refused  on  the  ground  that  the  mark  would  be 
liable  to  cause  confusion  in  the  trade  and  to  deceive  purchasers  in 
view  of  its  close  resemblance  to  the  following  prior  registrations: 
F.  A.  Johnston,  July  7, 1885, 12,382;  Lyon  &  Co.,  September  22, 1885, 
12,592;  Wilcox  &  Hyde,  March  22,  1887,  14,183;  Minneapolis  Flour 
Manufacturing  Company,  May  20,  1890,  17,939;  North  Dakota  Mill- 
ing Company,  January  10,  1893,  22,319.  The  mark  registered  to 
Johnston  consists  of  the  word-symbol  "  Diamond  Jo  "  and  its  equiva- 
lent, the  figure  of  a  diamond  and  the  word  "Jo."  The  mark  regis- 
tered by  Lyon  &  Co.  consists  of  the  words  "  Diamond  Mills."  The 
registered  mark  of  Wilcox  &  Hyde  consists  of  the  words  "  Diamond 
Crown  "  and  the  representation  of  a  crown  mounted  upon  a  diamond- 
shaped  background.  The  mark  registered  to  the  North  Dakota  Mill- 
ing Company  consists  of  the  word  "  Diamond  "  upon  the  figure  of  a 
diamond,  under  which  appears  the  representation  of  stalks  of  wheat. 
The  mark  registered  to  the  Minneapolis  Flour  Manufacturing  Com- 
pany consists  of  the  words  "  Diamond  Medal  "  and  a  diamond-shaped 
figure  within  a  circle  composed  of  dots  or  diamond-shaped  figures. 
All  of  these  registrations  are  for  flour. 

In  the  case  of  ex  parte  Snyder,  (C.  D.,  1905, 133;  115  O.  G.,  1849,) 
in  which  the  words  "  Diamond  Dust "  were  refused  registration  as 
a  trade-mark  for  flour  in  view  of  the  registered  marks  of  Lyon  &  Co. 
and  the  North  Dakota  Milling  Company,  suprcu,  the  Commissioner 
said: 

The  sole  qnestion  here  is  whether  the  words  '*  Diamonddnst "  so  nearly 
resembles  the  previously-registered  marks  "Diamond"  and  "Diamond  MUls" 
as  to  be  likely  to  deceive  purchasers  as  to  the  origin  of  the  goods  upon  which 
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the  marks  appear.  The  word  "Diamond*'  is  undonbtedly  the  predominating 
feature  of  all  of  these  marks  and  the  one  which  wonld  be  likely  to  be  remem- 
bered by  the  purchasers  for  the  purpose  of  identifying  the  goods  desired  in  mak- 
ing purchases  subsequently.  It  is  therefore  believed  that  the  marks  so  closely 
resemble  each  other  that  purchasers  would  be  likely  to  accept  goods  sold  under 
one  of  them  supposing  them  to  be  the  goods  of  the  manufacturer  using  the 
other  as  a  trade-mark. 

Appellant  contends  that  the  word  "Diamond''  is  so  commonly 
used  in  trade-marks  for  flour  that  it  has  lost  its  special  or  dis- 
tinctive character  and  has  become  a  generic  term ;  also,  that  this  was 
not  taken  into  account  in  the  above  decision.  It  may  be  true  that 
manufacturers  and  dealers  so  regard  the  word,  but  in  my  opinion 
the  purchasing  public  would  undoubtedly  regard  the  word  "  Dia- 
mond "  as  the  pred(»ninating  and  distinguishing  feature  of  all  of 
these  marks  and  that  appellant's  mark  so  closely  resembles  them  as 
to  be  likely  to  cause  confusion  and  mistake  in  the  mind  of  the  public 
and  to  deceive  purchasers. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


COLBTJRN  AND  WaSHBURN  V.  HrTCHCOCK. 

Decided  June  25, 1909. 

146  O.  a,  1022. 

1.  ImntFEKEifCE — Motion  to  Dissolve — ^TBANsifissioif. 

Where  the  applications  involved  in  an  interference  were  inyolyed  in  a 
prior  interference,  Held  that  a  motion  to  dissolve  was  properly  refused 
transmission  as  to  any  grounds  which  were  or  might  have  been  raised  on 
a  motion  to  dissolve  in  the  prior  interference. 

2.  Same— Same— Same. 

A  motion  to  dissolve  on  the  ground  of  irregularity  in  the  declaration 
of  the  interference  was  properly  refused  transmission  where  the  ground 
relied  on  to  show  irregularity  raises  a  question  which  relates  to  the  merits 
of  the  case. 

3.  Same — Same— Ai»>itional  Ground  of  iRHEGULABmr  Raised  on  Appeal. 

Points  alleged  to  constitute  irregularity  in  the  declaration  of  an  inter- 
ference and  raised  for  the  first  time  in  the  brief  filed  at  the  hearing  on 
appeal  from  the  decision  of  the  Examiner  of  Interferences  refusing  to 
transmit  a  motion  to  dissolve  can  receive  no  consideration. 

Appeal  on  Motion. 

MANTTTACrUBE    OF     SHEET-GLASS. 

Messrs.  MaurOj  Cameron^  Lewis  cfe  Massie  for  Colbum  and  Wash- 
bum. 
Messrs.  Christy  <k  Christy  and  Mr.  D.  8.  Wolcott  for  Hitchcock. 

BiLUNGS,  'Assistant  Conumissioner: 

Both  parties  to  this  interference  have  appealed  from  the  decision 
of  the  Examiner  of  Interferences  rendered  on  the  motion  of  Colbum 
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and  Washburn  to  transmit  a  motion  to  dissolve.  Colburn  and  Wash- 
burn appeal  from  the  portion  of  the  decision  refusing  to  transmit 
grounds  1  (a),  1  (t?),  1  (rf),  and  3  thereof.  Hitchcock  appeals  from 
so  much  of  the  decision  as  transmits  certain  grounds  of  the  motion  to 
dissolve.  Colburn  and  Washburn  also  appeal  from  the  decisicm  of 
the  Examiner  of  Interferences  denying  their  motion  to  shift  the 
burden  of  proof. 

Rule  122  expressly  provides  that  no  appeal  from  the  decision  of  the 
Examiner  of  Interferences  on  a  motion  to  shift  the  burden  of  proof 
will  be  entertained,  but  that  the  motion  may  be  reviewed  on  appeal 
from  the  final  decision  upon  the  question  of  priority  of  invention. 
The  appeal  from  the  decision  denying  the  motion  to  shift  the  bur« 
den  of  proof  is  accordingly  dismissed. 

The  record  shows  that  as  originally  declared  the  issue  of  this  inter* 
ference  consisted  of  three  counts.  The  interference  was  dissolved 
as  to  count  1,  on  the  ground  that  there  was  no  interference  in  fact 
as  to  said  count.  Colburn  and  Washburn  brought  a  motion  to  dis- 
solve, on  the  ground  that  Hitchcock  had  no  right  to  make  any  of  the 
claims  forming  the  issue,  which  motion  was  denied  by  the  Primary 
Examiner.  After  the  resumption  of  proceedings  the  case  was  re- 
called by  the  Primary  Examiner,  and  the  interference  was  dissolved, 
on  the  ground  that  Hitchcock's  device  was  inoperative  in  certain  par- 
ticulars. Hitchcock  took  no  appeal  from  this  decision  dissolving 
the  interference.  The  application  of  Colburn  and  Washburn  was 
subsequently  passed  to  issue  and  matured  into  a  patent  containing 
the  claims  forming  the  present  issue.  Following  the  dissolution  of 
the  interference  Hitchcock  continued  the  prosecution  of  his  applica- 
tion ex  parte.  On  March  18,  1909,  this  interference  was  redeclared, 
and  the  motion  of  Colburn  and  Washburn  for  dissolution  was  filed 
within  thirty  days  thereafter. 

The  Examiner  of  Interferences  refused  to  transmit  the  grounds 
of  the  motion  to  dissolve  which  allege  that  Hitchcock  has  no  right 
to  make  the  claims  of  the  issue  {a)  because  his  device  is  inoperative, 
(6)  because  his  reissue  application  as  originally  filed  was  for  a  dif- 
ferent invention  than  his  patent,  and  (<?  and  d)  because  Hitchcock's 
reissue  application  is  invalid  in  that  he  has  failed  to  comply  in 
certain  particulars  with  the  laws  and  rules  of  procedure  with  regard 
to  reissue  applications,  for  the  reason  that  Colburn  and  Washburn 
might  have  raised  them  or  did  raise  tiiem  in  a  former  motion  to  dis- 
solve in  this  interference  and  on  this  identical  issue.  He  held  that 
whether  Colburn  and  Washburn  failed  to  include  them  in  their 
former  motion  to  dissolve  or  whether  they  were  denied  in  the  de- 
cision on  said  motion  Colburn  and  Washburn  are  now  precluded  from 
urging  them,  under  the  practice  set  forth  in  Townsend  v.  Thvilen 
V.  Young,  {ante,  16;  188  O.  G.,  768.) 
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In  the  case  cited,  where  the  counts  against  which  the  motion  was 
directed  were  identical  with  the  counts  of  prior  interferences  in  whidi 
opportunity  was  afforded  to  urge  the  same  grounds  for  dissohition, 
it  is  stated : 

Thiillwi  dcarlj  liad  the  right  therefore  to  urge  the  non-patentabilKy  of  claims 
corresponding  to  all  the  counts  in  tl^  earlier  interferences,  and  he  is  now 
estopped  from  moving  dissolution  upon  this  ground  for  the  reasons  stated  in 
the  decision  In  the  case  of  Toumsend  v.  Ehrei  v.  Young  v.  Strubel,  (C.  D.,  1908, 
261;  187  O.  G.,  1484.)  The  motion  therefore  should  not  have  l>een  trans- 
mitted as  to  the  first  ground. 

The  practice  set  forth  in  this  decision  is  believed  to  be  correct  and 
necessary  to  expedite  the  final  disposition  of  cases  in  this  Office.  The 
same  reasons  exist  for  the  application  of  the  doctrine  of  res  adjudi- 
cata  in  this  Office  as  in  the  courts.  Colbum  and  Washburn  do  not 
contend  that  these  grounds  of  their  motion  might  not  have  been 
included  in  their  former  motion  to  dissolve,  nor  do  they  attempt  to 
offer  any  excuse  for  their  failure  to  so  include  them. 

The  Examiner  of  Interferences  also  refused  to  transmit  the  ground 
of  the  motion  to  dissolve  which  alleges  such  irregularities  in  the 
declaration  of  the  interference  as  will  preclude  a  proper  determina- 
tion of  the  question  of  priority.  The  irregularity  is  stated  in  the 
motion  to  consist — 

in  an  alleged  redeclaration  of  an  interference  which  has  been  finally  determined 
by  a  decision  dissolving  the  interference  and  from  which  decision  neither  party 
appealed. 

The  Examiner  of  Interferences  properly  refused  to  transmit  this 
par|  of  the  motion,  on  the  ground  that  the  question  raised  relates 
to  the  merits  and  is  not  one  of  -form.  It  is  noted,  moreover,  that  this 
question  is  urged  as  a  ground  why  Hitchcock  has  no  right  to  make 
the  claims  of  the  issue,  which  ground  of  the  motion  was  transmitted 
by  the  Examiner  of  Interferences. 

In  their  brief  filed  at  the  hearing  Colbum  and  Washburn  urged 
six  additional  grounds  of  irregularity.  It  is  found  upon  examina- 
tion, however,  that  these  grounds  allege  irregularities  in  the  prose- 
cution of  the  Hitchcock  application  and  not  informalities  in  the 
declaration  of  interference.  These  grounds  do  not  properly  relate 
to  irregularity  in  the  declaration  of  the  interference,  but  to  the  right 
of  Hitchcock  to  make  the  claims,  and  most,  if  not  all,  of  them  were 
also  urged  under  the  latter  ground  of  the  motion.  In  any  event 
these  points  alleged  to  constitute  irregularity  in  the  prosecution  of 
the  interference  and  raised  for  the  first  time  in  the  brief  filed  at  the 
hearing  can  receive  no  consideratisn  in  an  appeal  from  the  decision 
of  the  Examiner  of  Interferences  refusing  to  transmit  a  motion  to 
dissolve,  which  motion  alleges  no  such  irregularity  in  declaring  the 
interference. 
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The  Examiner  of  Interferences  transmitted  the  portion  of  the  mo- 
tion to  dissolve  which  alleges  that  Hitchcock's  reissue  application  is 
not  for  the  same  invention  as  his  patent  in  so  far  as  it  urges  that  the 
reissue  application  as  amended  is  for  a  different  invention  than  said 
application  as  filed.  He  also  transmitted  ground  2  of  the  motion, 
which  urges  that  the  subject-matter  of  the  issue  is  res  ad  judicata 
by  reason  of  the  former  dissolution,  on  the  ground  that  Hitchcock's 
device  was  inoperative,  and  from  which  decision  no  appeal  was  taken. 
Hitchcock  appeals  from  the  transmission  of  these  grounds  of  the 
motion  to  dissolve.        • 

In  the  case  of  Pickard  v.  Ashton  and  Curtis  (C.  D.,  1908,  241;  137 
O.  G.,  977)  it  is  stated: 

^  *  *  the  question  of  transmitting  motions  to  dissolve  should  be  left 
largely  to  the  discretion  of  the  Examiner  of  Interferences,  and  where  he  grants 
a  motion  to  transmit  his  decision  will  not  be  disturbed  unless  it  be  clearly 
shown  that  such  discretion  has  l>een  abused. 

No  such  abuse  of  discretion  is  found  to  exist  in  the  present  case. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Tillman. 

Decided  July  10,  1909. 

145  O.  G.,  1023. 

Oath — Delay  in  Filing  Application — ^Affidavits  to  Show  Date  op  Execu- 
tion. ^ 
Affidavits  tending  to  show  that  the  oath  in  an  application  was  executed 
later  than  it  purported  to  be  executed  Held  insufficient  to  excuse  fiUng  a 
substitute  oath  under  the  practice  laid  down  in  ex  parte  Branna,  (C.  Dm 
1901,  232;  97  O.  G.,  2533,)  but  rather  to  constitute  an  additional  reason  for 
requiring  a  new  oath. 

On  Petition. 

thermostatic  rbqttlatob. 

Messrs,  C,  A.  Snow  cfe  Co,  for  the  applicant. 

Tennant,  Assistant  Com/missioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  waive  the  re- 
quirement of  a  new  oath.  The  record  of  this  application  shows  that 
on  May  16, 1908,  the  applicant  was  advised  that  the  case  was  in  con- 
dition for  allowance,  except  for  the  requirement  of  a  new  oath  made 
in  the  first  Office  action  under  the  practice  announced  in  ex  parte 
Branna,  (C.  D.,  1901,  232;  97  O.  G.,  2533.) 

The  oath  accompanying  the  original  application  purports  to  have 
been  executed  March  17,  1906.    The  application  was  not  filed  until 
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May  9,  1906.  It  is  stated  in  certain  affidavits  presented  at  the  hear- 
ing that  the  date  of  execution  on  the  original  oath  was  manifestly 
erroneous,  for  the  reason  that  the  application  papers  were  not  for- 
warded to  the  inventor  until  March  27, 1906,  which  is  ten  days  after 
the  date  appearing  upon  the  oath.  It  is  stated  that  the  application 
was  presumably  not  executed  until  April  17, 1906,  and  it  is  urged  that 
the  application  was  filed  with  reasonable  diligence  thereafter.  This 
argument  instead  of  being  effective  as  a  reason  for  accepting  the  oath 
originally  filed  manifestly  constitutes  an  additional  reason  for  re- 
quiring a  new  oath. 

The  delay  in  filing  the  application  after  its  execution  was  unduly 
long,  even  if  the  oath  were  executed  April  17, 1906,  as  now  contended, 
and  for  the  reasons  stated  in  ex  parte  Branna^  gupra^  a  new  oath  was 
properly  required.  Furthermore,  there  appears  to  be  no  sufficient 
reason  why  a  new  oath  was  not  filed  in  compliance  with  the  Ex- 
aminer's requirement  within  the  year  following  that  action.  The 
affidavit  filed  by  counsel  on  May  14, 1909,  not  being  properly  respon- 
sive to  the  Examiner's  action,  it  follows  that  the  case  is  abandoned 
under  the  provisions  of  section  4894  of  the  Revised  Statutes. 

The  petition  is  denied. 


Ex   PAKTE    SlEBER   &   TrUSSELL   MANUFACTURING    CoMPANY. 

Decided  June  26,  1909, 
145  O.  G.,  1249. 

Tkadb-Mabks — Registbabujty — "  Government." 

A  mark  the  distinguishing  feature  of  which  consists  of  the  word  "  Gov- 
ernment/' for  loose-leaf  binders,  refused  registration  on  the  ground  that.  In 
association  with  the  words  "Registered  in  the  United  States  Patent 
Office "  or  an  abbreviation  thereof,  which  tlie  law  requires  to  be  affixed  to 
the  mark  to  give  notice  of  the  registration,  it  would  tend  to  mislead  the 
public  into  the  belief  that  the  goods  to  which  the  mark  is  affixed  have 
received  the  approval  of  the  United  States  Government. 

On  Appeal. 

L008B-LEAF  BINDER. 

A/essrs.  OiHsan  cfe  GilUon  for  the  applicant. 

Moore,  Commisdoner: 

This  is  an  appeal  from  the  action  of  the  Examiner  refusing  to 
register  as  a  trade-mark  for  loose-leaf  binders  a  mark  the  distinguish- 
ing feature  of  which  consists  of  the  word  "  Government" 

The  Examiner  of  Trade-Marks  refused  to  register  the  mark  on 
the  ground  that  it  would  be  liable  to  cause  the  public  to  assume  that 
the  goods  had  received  the  approval  of  the  Government  or  were  up 
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to  a  standard  adopted  by  the  Govemment  and  that  to  register  such  a 
mark  is  against  public  policy. 

This  heading  is  thought  to  be  correct,  for  reasons  similar  to  those 
stated  in  the  decisions  in  the  following  cases:  Ex  parte  Alart  and 
McGuire,  (C.  D.,  1907,  409;  131  O.  G.,  2145;)  ex  parte  Tennessee 
Brewing  Company,  (C.  D.,  1908,  227;  136  O.  G.,  1999;)  V.  S.  Sani- 
tary Mfg.  Co.,  (C.  D.,  1908;  137  O.  G.,  227;)  Hezd  MiUing  Co.  v. 
Weidler,  {ante,  5;  138  O.  G.,  258;)  ex  parte  R.  M.  Rose  Co.,  {ante, 
38;  140  O.  G.,  507;)  ex  parte  Ruppert,  {ante,  43;  140  O.  G.,  756.) 
Loose-leaf  binders,  the  goods  upon  which  applicant's  mark  is  used,  are 
purchased  and  used  to  some  extent  by  the  Government.  Section  28  of 
the  Trade-Mark  Act  requires  that  notice  be  given  to  the  public  that  a 
trade-mark  is  registered  either  by  afl^ing  thereon  the  words  "  Reg- 
istered in  U.  S.  Patent  OflSce "  or  an  abbreviation  thereof.  The 
association  pf  the  words  constituting  this  notice,  together  with  the 
word  "  Govemment,"  on  the  mark  would  be  apt  to  mislead  the  public 
into  the  belief  that  not  only  is  the  mark  registered  in  the  United 
States  Patent  OflSice,  but  that  the  goods  have  received  the  approval 
of  the  Govemment.  The  mark  is  therefore  open  to  similar  objec- 
tions to  those  noted  in  ex  parte  Alart  and  McGuire  and  ex  parte  Ten  • 
nessee  Brewing  Company,  supra,  concerning  the  clause  "  Guaranteed 
under  the  Food  and  Drugs  Act  of  June  30,  1906,"  and  in  ex  parte 
R.  M.  Rose  Co.,  supra,  of  the  words  "Ask  the  revenue  officer." 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Gibson  v.  Kttsee. 
Decided  July  IS,  1909. 
145  O.  G.,  1249. 

1.  iNTBBFEKKirCB — MOTION   TO  DiSSOLTB — INOPEBATIVENESS— TESTIMOWY. 

A  motion  to  take  testimony  before  the  Primary  Examiner  on  the  question 
of  InoperatiTeness  of  an  oppon^t's  device,  Held  properly  refased  trans- 
mission, since  such  testimony  should  be  taken,  if  at  all,  in  accordance  with 
the  practice  outlined  in  Ppm  v.  Hadavoay  (C.  D.,  1906,  488;  125  O.  G.,  1702) 
and  presented  before  the  Examiner  of  Interferences  at  final  hearing. 

2.  Same — Sam e— Ck>UNT&  Added  Undbb  Bulb  109. 

Rale  109  does  not  permit  the  transmission  of  a  motion  to  dissolve  relat- 
ing to  counts  added  under  its  provisions  merely  because  a  party  alleges 
surprise  that  the  claims  were  held  patentable  to  his  opponent. 

Appeal  on  Motion. 

method    or   PBODtJCUfa    SOUND-BEOOaDS. 

Mr.  Rudolph  M.  Hunter  for  Gibson. 

Mr.  Horace  PetHt  for  Kitsea 
Tbnnant,  Assist4ait  Commissioner: 

This  case  is  before  me  on  appeal  l^  Gibson  from  the  decision  of 
the  Examiner  of  Interferences  denying  the  transmission  to  the 
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Primary  Examiner  of  two  motions  for  dissolution.  One  of  these 
motions  is  based  upon  the  ground  that  Kitsee  has  no  right  to  make 
the  claims,  for  the  reason  that  his  device  is  inoperative,  and  in  this 
motion  Gibson  requests  permission  to  take  testimony  to  substantiate 
this  allegation.  The  other  motion  is  based  upon  the  ground  that 
Kitsee  has  no  right  to  make  claims  corresponding  to  counts  4  and  5 
of  the  issue,  which  were  inserted  in  his  application  under  the  pro- 
visions of  Rule  109. 

It  is  urged  in  behalf  of  Oibson  that  because  of  a  statement  in  the 
decision  of  the  Primary  Examiner  on  a  previous  motion  for  dissolu- 
tion, based  in  part  on  the  inoperativeness  of  Kitsee's  device, 
too  many  unknown  ftictors  enter  into  tbis  question  to  decide  It  wltbout  testimony, 

Gibson  should  be  permitted  to  present  testimony  before  the  Examiner 
upon  this  question,  and  the  decisions  in  Browne  v.  Si/roud^  (C.  D., 
1906,  226;  122  O.  G.,  2688,)  Clement  v.  Browne  v.  Stroud,  (C.  D., 
1906, 461 ;  126  O.  G.,  992,)  Lowry  and  Cowley  v.  Spoon,  (C.  D.,  1906, 
224;  122  O.  G.,  2687,)  and  Lowry  and  Cowley  v.  Spoon  (C.  D.,  1906, 
381 ;  124  O.  G.,  1846)  are  relied  upon  in  support  of  this  position.  In 
each  of  these  cases  the  question  of  the  right  to  offer  testimony  as  to 
the  operativeness  of  opponent's  device  at  the  final  hearing  of  the 
case  was  under  consideration.  It  is  well  settled  that  the  question  of 
the  right  of  an  opponent  to  make  the  claims  in  issue  is  ancillary  to 
the  question  of  priority  of  invention  and  may  be  considered  at  the 
final  bearing  of  the  case.  {Podlesak  and  Podlesak  v.  Mclnnemey^ 
C.  D.,  1906,  668;  120  O.  G.,  2127;  26  App.  D.  C,  899;  McKnight  v. 
Pohle,  C.  D.,  1907,  666;  130  O.  G.,  2069;  Neuherth  v.  Lizotte,  post, 
350;  141  O.  G.,  1162.)  Rule  130  specifically  provides  that  a  party 
may  urge  the  non-patentabiUty  of  the  claims  of  his  opponent  at  final 
hearing  befcnre  the  Examiner  of  Interferences  as  a  basis  for  the 
decision  on  priority  of  invention,  but  requires  as  a  prerequisite  to 
such  right  that  the  party  shall  have  presented  and  prosecuted  a 
motion  for  dissolution  under  Rule  122  upon  the  ground  in  question  or 
show  good  reason  why  such  motion  was  not  presented  and  prosecuted. 

In  the  present  case  it  would  appear  that  the  prior  proceedings 
would  give  Gibson  the  right  to  urge  the  non-patentability  of  the 
claims  in  issue  to  his  opponent  at  the  final  hearing  and,  if  allowed  by 
the  Examiner  of  Interferences  upon  motion  duly  made,  to  present 
testimony  in  support  of  this  contention. 

The  argument  of  Gibson  that  testimony  should  be  taken  before  the 
Primary  Examiner  in  respect  to  this  matter  is  not  tenable.  In  the 
case  of  Pym  v.  Hadaway  (C.  D.,  1906,  488;  125  O.  G.,  1702)  the  same 
question  as  that  here  presented  was  considered,  and  it  was  held  that — 

If  Pym  destreB  to  take  testimony  relative  to  the  matter  above  reterred  to,  he 
should  proceed  In  accordance  with  Rule  130  and  the  decisions  above  referred  to, 
first  prosecuting  his  motion  to  dissolve  before  the  Primary  Examiner  and 
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subsequently,  if  necessary,  bringing  his  motion  before  the  Examiner  of  Inter- 
ferences for  leave  to  take  testimony. 

It  was  understood  that  such  testimony  would  be  presented  before 
the  Examiner  of  Interferences  for  consideration  at  the  final  hearing 
of  the  case. 

The  decision  of  the  Examiner  of  Interferences  refusing  to  transmit 
Gibson's  motion  above  discussed  was  right. 

The  motion  which  relates  to  the  transmission  of  a  motion  to  dissolve 
as  to  counts  4  and  5,  which  were  added  under  Rule  109,  was  properly 
refused  transmission  by  the  Examiner  of  Interferences  under  the 
provisions  of  that  rule,  which  in  express  terms  prohibits  the  transmis- 
sion of  such  a  motion.  The  contention  by  Gibson  that  he  was  sur- 
prised by  the  Examiner's  decision  holding  that  the  claims  were 
patentable  to  Kitsee  does  not  constitute  a  ground  for  transmitting 
a  motion  for  dissolution. 

The  decision  of  the  Examiner  of  Interferences  refusing  to  transmit 
GihsorCs  motions  to  dissolve  was  clearly  right  and  is  affirmed. 


In  re  Chicago  Hook  and  Eye  Company. 

Decided  June  8,  1909, 

146  O.  G.,  255. 

1.  ASBIONMENTS — CONFLICTING — PATENT  ISSUED  TO  INTENTOB. 

Where  an  inventor  assigns  his  entire  rights  in  an  application  for  patent 
to  different  parties,  Held  that  the  patent  should  issue  to  the  inventor. 

2.  Same — Same — ^Authobitt  of  the  Commissioneh. 

In  case  of  conflicting  assignments  it  is  well  settled  that  the  Commis- 
sioner has  authority  to  ignore  those  assignments  and  issue  the  patent  to  the 
inv^itor. 

On  Petition. 

Mr.  Chas.  TT.  Hills  and  Mr.  Percy  B,  Hills  for  the  Chicago  Hook 
and  Eye  Company. 

Moore,  Commissioner: 

This  is  a  petition  that  a  certificate  of  correction  be  issued  changing 
the  grant  of  Patent  No.  905,825,  which  issued  December  1,  1908,  to 
the  inventor,  Morton  G.  Bunnell,  so  that  the  same  will  read  as  issued 
to  the  Chicago  Hook  and  Eye  Company,  as  assignee. 

This  request  was  denied  in  my  letter  of  January  17, 1909 ;  but  upon 
the  representation  of  counsel  for  petitioner  that  he  desired  to  be 
heard  concerning  the  matter  the  petition  was  set  down  for  a  hearing 
and  has  been  reconsidered. 
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After  the  assignment  to  petitioner  the  inventor  assigned  the  same 
invention  to  other  parties,  as  stated  in  my  letter  referred  to  above. 
Under  such  circumstances  it  has  long  been  the  practice  of  this  Office 
to  issue  the  patent  to  the  inventor,  and  the  question  now  presented 
is  whether  this  practice  should  be  changed. 

In  case  of  conflicting  assignments  it  is  well  settled  that  the  Com- 
missioner has  authority  to  ignore  those  assignments  and  issue  the 
patent  to  the  inventor.  Not  only  is  it  recognized  that  the  Commis- 
sioner has  such  authority,  but  the  Commissioner's  decision  in  re 
MoUer  (C.  D.,  1904,  70;  108  O.  G.,  2144)  states: 

It  is  beUeved  that  Jnstlee  is  best  secured,  as  a  general  rule,  by  issuing  the 
patent  to  the  inventor  in  case  of  conflicting  assignments. 

The  Court  of  Appeals  of  the  District  of  Columbia  in  the  decision 
m  re  PearsaU  (CD.,  1908,  420;  135  O.  G.,  221;  31  App.  D.  C,  265) 
also  said : 

Having  determined  that  a  patent  should  issue,  it  is  conceded  he  might  have 
ignored  both  assignments  and  issued  a  patent  in  the  name  of  the  inventor, 
which,  probably,  would  have  been  the  better  course  for  him  to  have  followed. 

From  the  facts  before  me  I  have  no  reason  to  believe  that  the  con- 
clusion expressed  in  the  above  decisions  are  not  true  at  the  present 
time  nor  that  the  interests  of  justice  are  not  best  subserved  by  the 
present  practice. 

Moreover,  this  Office  is  not  authorized  to  render  binding  decisions 
upon  matters  of  title.  It  is  not  provided  with  the  necessary  ma- 
chinery to  investigate  such  questions,  and  it  has  uniformly  refused 
to  undertake  to  settle  questions  in  regard  to  assignments.  Since  the 
Office  cannot  go  fully  into  the  merits  of  the  dispute,  but  must  leave 
that  to  the  courts,  it  is  thought  that  it  should  not  recognize  that  the 
title  of  either  assignee  is  superior  by  issuing  the  patent  to  him, 
especially  as  there  appears  to  be  no  necessity  for  so  doing.  By  issu- 
ing a  patent  upon  an  assigned  application  to  the  inventor  the  Office 
does  not  hold  that  the  title  is  in  the  inventor,  for  by  operation  of 
law  in  such  case  the  patent  vests  in  the  assignee.  {Gaylor  v.  Wilder^ 
10  How.,  477.) 

For  the  reasons  stated  the  petition  is  denied. 


Ex  PAKTE  The  A.  Burdsal  Company. 

Decided  Auffust  27, 1909. 

146  O.  a,  605. 

Tbade-Mabks — **  OoLino  "  fob  Paint — ^DESCBipnvK  ob  Dbceptivb. 

The  word  "  Oolitic  "  as  applied  to  a  paint  is  either  descriptive  or  decep- 
tive, and  therefore  not  registrable. 
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On  Appeal. 

TRADE-MABK    FOB    FLAT-FINISH    PAINT    FOB    INSIDE    USE. 

Messrs.  Taylor  &  .Hulse  and  Messrs.  Steuart  cfc  Steuart  for  the 
applicant. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  ^^  Oolitic  '^  as  a  trade-mark  for 
flat-finish  paint  for  inside  use. 

Registration  was  refused  upon  the  ground  that  the  use  of  the  w(M*d 
"  Oolitic "  on  the  flat-finish  paint  implies  that  the  paint  contains 
oolite. 

Oolite  is  defined  by  the  Century  Dictionary  as  follows : 

A  granular  limestone  each  grain  of  which  is  more  or  less  completely  spherical, 
and  made  up  of  concentric  coats  of  carbonate  of  lime  formed  around  a  minute 
nucleus,  which  is  usually  a  grain  of  sand ;  so  called  from  the  resemblance  of  the 
rock  to  the  roe  of  a  flsh. 

It  is  obvious  from  this  definition  that  it  is  a  specific  composition  of 
calcium  carbonate.  It  is  well  known  that  various  forms  of  calcium 
carbonate  are  used  as  fillers  for  paint,  and  it  is  obvious  that  oolite 
is  adapted  for  that  purpose  from  the  discussion  of  "  fillers  "  in  The 
Chemistry  and  Technology  of  Mixed  Paints^  by  Toch,  published  in 
1907  by  D.  Van  Nostrand  Company,  of  New  York.  In  the  introduc- 
tion to  that  work  the  following  statement  occurs: 

To  the  pigments  are  added  many  materials  possessing  body,  hiding  or  covering 
property,  which  are  known  as  Inert  fillers,  and  some  of  these,  particularly  the 
silicates  of  alumina  and  the  silicates  of  magnesia,  the  various  calcium  car- 
bonates, and  silica  itself,  are  used  to  counterbalance  the  heavy  weight  or  the 
specific  gravity  of  the  metallic  pigments;  and  whereas  these  inert  fillers  were 
formerly  regarded  as  adulterants  and  cheapening  agents,  they  are  now  loolced 
upon  as  necessities,  and  the  general  consensus  of  opinion  among  practical  and 
many  scientific  investigators  is  that  a  compound  paint  composed  of  lead,  zinc, 
and  a  tinting  pigment,  to  which  an  inert  material  has  been  added,  is  ftir  more 
durable  than  paint  ma^e  of  an  undUuted  pigment. 

The  subsequent  chapters  more  fully  explain  the  advantages  derived 
from  the  use  of  various  compositions  of  calcium  carbonate. 

It  is  contended  in  behalf  of  the  applicant  that  no  oolite  is  present 
in  the  composition  of  the  paint  sold  under  this  trade-mark.  This  is, 
however,  immaterial  to  the  question  of  registration,  since  the  trade- 
mark sought  to  be  registered  leads  to  the  inference  that  oolite  is  used, 
and  if  the  paint  does  not  contain  oolite  the  use  of  the  word  "Oolitic  " 
is  deceptive  and  not  registrable  for  that  reason. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 
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Ex  PAKTE  The  Amulet  Chemical  (Jomfany. 

Decided  June  24,  1909. 

146  O.  G.,  719. 

Tbadb-Mabks — Name  of  Applicant. 

Where  the  mark  includes  the  name  of  the  applicant  not  itself  written, 
printed,  impressed,  or  woven  in  a  particular  or  distinctive  manner,  the 
fact  that  the  name  is  associated  with  arbitrary  features  does  not  render 
the  mark  registrable. 

On  Appeal. 

TKiJ>fi-M ABK  FOR  SKIN-LOTION,  FACIAL  CSEAK,  TALCUM   POWDEB,  ETC. 

Mr.  Charles  A.  Butter  for  the  applicant. 

MooRE,  Commissioner: 

This  is  ah  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Maite  refusing  to  register  the  mark  shown  in  appellant's  drawing 
as  a  trade-mark  for  talcund  powder  and  tooth  paste. 

The  mark  of  appellant  consists  of  the  word  "Amulet "  printed  in 
ordinary  type  diagonally  across  a  shield. 

Registration  of  the  mark  was  refused  for  the  reason  that  it  includes 
the  word  ** Amulet,"  which  is  the  distinctive  feature  of  appellant's 
name  and  is  not  written,  printed,  impressed,  or  woven  in  any  par- 
ticular or  distinctive  manner.  The  holding  of  the  Examiner  is  in 
accord  with  the  ruling  of  the  Court  of  Appeals  of  the  District  of 
Columbia  in  Kentucky  Distilleries  cfe  Warehouse  Company  v.  Old 
Lexington  Club  Distilling  Company  (C.  D.,  1908,  417;  135  O.  G., 
220;  31  App.  D.  C.,  223)  and  with  the  decisions  of  the  Commissioner 
in  ex  parte  Union  Carbide  Company  (C.  D.,  1908,  160;  135  O.  G., 
450)  and  ex  parte  The  Champion  Safety  Lock  Company  (ante^  99; 
143  O.  G.,  1109.)     In  the  case  first  cited  the  Court  said : 

Thtre  are  several  provisions  of  the  statute,  which,  we  think,  forbid  the 
registration  of  the  mark  in  question.  Section  5  of  the  act  of  Congress  of 
February  20,  1905,  among  otlier  things,  provides: 

''That  no  mark  which  consists  merely  In  the  name  of  an  individual,  firm, 
corporation,  or  association,  not  written,  printed,  Impressed,  or  woven  in  some 
partlculhr  or  distinctive  manner  or  In  association  with  a  portrait  of  the  indi- 
vidual, or  merely  In  words  or  devices  which  are  descriptive  of  the  goods  with 
which  they  are  used,  or  of  the  character  or  quality  of  such  goods,  or  merely  a 
geographical  name  or  t^m  shaU  be  registered  under  the  terms  of  this  act." 

It  will  be  observed  that  the  trade-name  here  sought  to  be  registered  Is  almost 

a  reproduction  of  the  corporate  name  of  the  applicant.    In  fact.  It  seems 

probable,  from  an  examination  of  the  record  in  this  case,  that  the  corporate 

name  of  the  appellee  company  was  derived  from  the  mark  sought  to  be  regls- 

21895— H.  Doc.  124. 61-2 ^11 
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tered,  since  "  Old  Lexington  Club  *'  was  a  name  applied  to  liquor  distilled  and 
sold  by  the  predecessors  in  business  of  appellee. 

Appellant  contends  that  its  firm-name  is  "  The  Amulet  Chemical 
Company"  and  that  the  word  "Amulet"  is  not  its  firm-name,  but 
merely  constitutes  one  word  of  that  name  and  without  the  other 
words  is  meaningless  so  far  as  it  identifies  said  firm.  In  reply  to  a 
similar  contention  made  in  the  case  of  ex  parte  The  Champion  Safety 
Lock  Company^  supra^  I  stated : 

It  is  urged  by  the  appellant  that  these  cases  do  not  apply,  for  the  reason  that 
the  word  "  Champion  "  forms  a  smaller  portion  of  the  name  of  the  applicant 
than  did  the  marks  in  question  in  the  cases  above  cited.  The  word  ''  Champion," 
however,  forms  substantially  the  name  of  the  applicant,  and  as  it  is  not  written 
in  any  distinctive  manner  the  case  falls  clearly  within  the  ruling  of  the  de- 
cisons  cited. 

Appellant  further  contends  that  the  word  "Amulet  "  is  "  printed  in 
a  particular  manner  in  connection  with  a  heraldic  device"  and  is 
therefore  registrable  under  the  law.  An  examination  of  the  mark 
shows  that  the  word  "Amulet "  is  printed  in  ordinary  type  and  not 
in  a  particular  or  distinctive  manner,  as  required  by  the  statute. 
The  fact  that  the  word  is  associated  with  other  features  in  the  mark 
does  not  remove  it  from  the  prohibition  contained  in  section  5  of  the 
Trade-Mark  Act.  A  similar  contention  was  made  in  the  case  of  ex 
parte  Union  Carbide  Company ^  supra^  and  in  that  case  it  was  held : 

That  the  words  "Union  Carbide"  form  the  controlling  and  distinguishing 
feature  of  appellant*s  mark  cannot  be  seriously  questioned,  and  it  is  settled 
that  this  feature  must  be  registrable  in  order  to  render  the  mark  as  a  whole 
registrable  by  the  following  decisions  of  the  Court  of  Appeals  of  the  District 
of  Columbia:  in  re  Hopkins,  (C.  D.,  1907,  549;  128  O.  G.,  980;  29  App.  D.  C, 
118;)  in  re  Crescent  Typewriter  Supply  Company,  (C.  D.,  1908,  318;  138  O.  G., 
231.) 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex   PARTE   SeISSER. 

Decided  August  6,  1909. 

146  O.  G.,  719. 

ItEOPENiNG  A  Rejected  Case — Showing  Insufficient. 

Where  the  claims  in  a  case  were  properly  finally  rejected  and  it  was 
thereafter  sought  to  amend  and  as  a  reason  for  not  amending  earlier  it 
was  alleged  that  the  applicant,  who  was  a  foreigner,  was  not  sufficiently 
familiar  with  the  patent  practice  of  the  United  States  to  fully  appreciate 
the  scope  of  the  claims  originally  presented  and  that  the  attorney  was  not 
informed  until  after  the  final  rejection  that  the  subject-matter  of  the  pro- 
posed claims  was  an  important  part  of  the  invention.  Held  that  the  showing 
does  not  warrant  reopening  the  case  for  further  prosecution  before  the 
Examiner. 


Digitized  by 


Google 


decisions  of  the  commissioneb  of  patents.  153 

On  Petition. 

PBOCESB  OV   TREATING  COFFEE. 

Mr.  Max  Georgii  for  the  applicant. 

MooBE,  Catn/missioner: 
This  is  a  petition  that — 

this  application  be  reopened  for  the  purpose  of  considering  tlie  above  claims 
and  that  the  Primary  Examiner  be  directed  to  examine  and  act  on  these  claims 
in  tlie  usual  manner. 

The  record  of  this  application  shows  that  after  a  large  number  of 
actions  applicant's  claim  5  was  allowed  and  claims  1  to  4  were  finally 
rejected.  On  May  15,  1909,  applicant  appealed  to  the  Examiners- 
in-Chief  and  on  the  same  day  filed  an  amendment  containing  five 
additional  claims.  The  Primary  Examiner  refused  to  enter  this 
■  amendment  on  the  ground  that  the  prosecution  of  the  case  before  him 
was  closed.  At  the  hearing  before  the  Examiners-in-Chief  on  the 
appeal  applicant  requested  them  to  recommend  the  admission  of  said 
claims.  The  Examin^ers-in-Chief  declined  to  make  any  recommenda- 
tion and  aflSrmed  the  action  of  the  Examiner  on  the  appealed  claims. 
Applicant  now  presents  the  above  petition  for  the  reopening  of  the 
case  under  Rule  142. 

In  a  sworn  statement  counsel  for  petitioner  states  that  so  far  as  he 
is  aware  the  inventor,  who  is  a  foreigner,  is  not  sufficiently  familiar 
with  the  patent  law  and  practice  of  the  United  States  to  fully  appre- 
ciate the  scope  and  effect  of  the  claims  originally  presented  to  him 
when  he  executed  the  application.  Petitioner's  attorney  further 
states  that  he  was  not  informed  until  after  the  final  rejection  that 
the  subject-matter  of  the  claims,  which  he  desires  to  insert,  was  an 
important  part  of  the  invention. 

It  is  well  settled  that  after  a  final  rejection,  and  especially  after  a 
decision  on  appeal,  an  application  will  not  be  reopened  for  further 
prosecution  before  the  Primary  Examiner  ^except  under  unusual  cir- 
cumstances, where  a  proper  showing  is  made  and  where  the  interests 
of  justice  plainly  demand  it.  (Ex  parte  Beckwith^  C.  D.,  1901,  43 ; 
95  O.  G.,  1451;  ex  parte  Raymond,  C.  D.,  1902,  170;  99  O.  G.,  1386; 
ex  parte  Harrison,  C.  D.,  1902,  347;  100  O.  G.,  3013;  ex  parte  Brown, 
C.  D.,  1903,  418;  107  O.  G.,  269;  ex  parte  Bourne,  C.  D.,  1904,  247; 
110  O.  G.,  2510;  ex  parte  Auer,  C.  D.,  1905,  164;  116  O.  G.,  595;  ex 
parte  Lester,  C.  D.,  1905,  309 ;  117  O.  G.,  2631 ;  ex  parte  Mojrks,  C.  D., 
1905,  439;  118  O.  G.,  2253.)  The  circumstances  in  this  case  are 
analogous  to  those  in  ex  parte  Beckwith,  supra,  where  the  Commis- 
sioner said : 

Tbe  showing  conaiBts  of  an  affidavit  by  the  original  attorney  and  one  by  thp 
associate  setting  forth,  in  effect,  that  prior  to  the  final  rejection  the  value  and 
importance  of  certain  features  of  the  Invention  were  not  appreciated  and  tliat 


Digitized  by 


Google 


154  DECISIONS  OF  THE  C0MMI8SI0NEB  OF  PATENTS. 

it  was  only  by  iuformation  subsequently  received  that  the  possibility  of  obtain- 
ing proper  protection  and  at  the  same  time  of  avoiding  the  objections  raised  by 
the  Examiner  against  the  claims  in  the  case  was  seen.  This  showing  does  not, 
in  my  opinion,  warrant  reopening  the  case  for  further  prosecution  before  the 
Examiner.  It  Is  probable  that  in  most  cases  which  it  is  desired  to  reopen  for 
the  consideration  of  new  claims  it  is  regarded  as  a  mistake  to  have  infiisted 
upon  the  original  claims,  for  otherwise  the  parties  would  be  content  to  rely  upon 
the  original  claims.  It  is  the  duty  of  applicants  to  discover  and  properly  pre- 
sent the  real  points  of  their  inventions  before  the  ccmsideration  of  the  case  is 
closed  by  the  Examiner,  and  in  each  case  the  question  whether  or  not  they  have 
done  so  is  a  matter  of  judgment  If  a  party  fails  to  appreciate  and  understand 
the  important  features  of  the  invention  and  makes  a  supposed  error  in  judgment, 
as  to  the  manner  in  which  it  should  be  claimed,  he  should  bear  the  consequences, 
and  this  Office  should  not  be  forced  to  bear  them  by  making  a  reexamination 
of  the  case.  (Ew  parte  Oshom,  C.  D.,  1898,  15 ;  82  O.  G.,  894.)  That  would  not 
be  fair  to  other  applicants  having  business  before  the  Office. 

No  irreparable  injury  results  to  an  applicant  from  the  enforcement  of  the 
rule  that  amendments  should  be  made  before  the  case  is  placed  in  condition  for 
appeal,  since  the  applicant  may  by  filing  a  new  case  as  a  continuation  of  the 
one  rejected  obtain  a  reexamination.  That,  in  my  opinion,  is  the  proper  remedy 
in  a  case  of  this  kind,  where  the  Office  has  given  a  full  and  complete  examina- 
tion of  the  applications  as  presented. 

The  above  reasons  for  refusing  to  reopen  the  case  in  ex  parte 
Beckwith  are  believed  to  apply  in  the  present  case. 

An  additional  reason  why  this  case  should  not  be  reopened  and  the 
amendment  entered  is  found  in  the  statement  of  the  Primary  Ex- 
aminer that  two  of  the  proposed  claims  are  the  same  in  scope  as  the 
original  claims  and  would  be  rejected  on  the  ground  of  res  adjudicata. 
Concerning  the  remainder  of  the  claims  the  Examiner  states  that  they 
include  features  not  previously  considered,  but  he  makes  no  state- 
ment as  to  their  patentability.  Apparently  these  claims  would  neces- 
sitate additional  search  and  examination. 

The  petition  is  denied. 


Ex  PARTE  KoNfOUGHES  Hot'BRAUAMT  MuNCHEN. 

Decided  August  IS,  1909. 

140  O.  G.,  720. 

Tbade-Mabkb — Foreign  Applicant — Declaration — Foreign  Registration. 
Where  a  foreigner  applies  for  registration  of  a  trade-mark,  it  is  not  suffi- 
cient that  he  merely  file  a  certified  copy  of  the  registration  of  such  trade- 
mark in  the  country  in  which  he  resides  or  is  located,  but  the  declaration 
most  set  forth  that  the  mark  was  registered  in  such  country  upon  the  date 
shown  in  the  certificate. 

Same — Same — Same — Section  2  of  Trade-Mark  Act  Construed. 

The  word  "  statement  '*  as  used  in  the  latter  portion  of  section  2  of  the 
Trade-Mark  Act  refers  to  the  matters  of  fact  set  forth  by  the  applicant  in 
the  declaration  and  not  to  the  particular  paper  which  is  ordinarily  referred 
to  as  the  "  statement  **  of  the  application. 
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On  Petition. 

TRADE- MARK   FOB   BEEB. 

Messrs.  Moaouj  Fen/wick  cfe  Lawreru^e  for  the  applicant. 

Tennant,  Acting  Commissioner: 

This  is  a  petition  from  the  requirement  of  the  Examiner  that  the 
applicant,  a  foreign  corporation,  file  a  declaration  setting  forth  that 
the  mark  was  registered  in  Germany  upon  the  date  shown  in  the 
foreign  certificate  of  registration  presented  with  the  application  for 
registration  in  this  Office. 

No  reference  to  the  foreign  registration  is  found  in  the  petition, 
statement,  or  declaration.  There  is,  however,  a  letter  in  the  file  bear- 
ing the  signature  of  the  attorney,  stating  that — 

To  accompany  application  for  registration  of  trade-mark  herewith  submitted, 
certified  copy  of  the  registration  of  said  trade-mark  in  Germany  is  herewith 
snbmitted. 

It  is  urged  on  behalf  of  the  applicant  that  the  statute  does  not 
require  reference  to  the  foreign  registration  to  be  set  forth  in  the 
declaration  forming  a  part  of  the  application  fot  registration,  and  it 
is  pointed  out  in  section  2  that — 

If  the  applicant  resides  or  is  located  in  a  foreign  country,  the  statement 
required  shall,  in  addition  to  the  foregoing,  set  forth  that  the  trade-mark 
has  been  registered  by  the  applicant,  or  that  an  application  for  the  registration 
thereof  has  been  filed  by  him  in  the  foreign  country  in  which  he  resides  or  is 
located,  and  shall  ghre  the  date  of  such  registration,  or  the  application  therefor, 
as  the  case  may  be,  except  that  in  the  application  in  such  cases  it  shaU  not  br 
necessary  to  state  that  the  mark  has  been  used  in  commerce  with  the  United 
States  or  among  the  States  thereof. 

It  is  argued  that  uiider  the  terms  of  this  section  of  the  statute 
it  is  sufficient  that  reference  be  made  by  amendment  to  the  part  of 
the  application  which  is  ordinarily  referred  to  as  the  "  statement." 
This  contention  is  believed  to  be  untenable.  Section  2,  above  quoted, 
in  its  preamble  sets  forth : 

That  the  application  prescribed  In  the  foregoing  section,  In  order  to  create 
any  right  whatever  in  favor  of  the  party  filing  it,  must  be  accompanied  by  a 
written  declaration  verified  by  the  applicant,  or  by  a  member  of  the  firm  or  an 
officer  of  the  corporation  or  association  applying,  to  the  effect  tha't  the  appli- 
cant believes  himself  or  the  firm,  corporation,  or  association  in  whose  behalf 
he  makes  the  application  to  be  the  owner  of  the  trade-mark  sought  to  be  regis- 
tered, and  that  no  other  person,  firm,  corporation,  or  association,  to  the  best 
of  the  applicant's  knowledge  and  belief,  has  the  right  to  such  use,  either  in 
the  identical  form  or  in  such  near  resemblance  thereto  as  might  t>e  calculated 
to  deceive ;  that  such  trade-mark  is  used  in  commerce  among  the  several  States, 
or  with  foreign  nations,  or  with  Indian  tribes,  and  that  the  description  and 
drawing  presented  truly  represent  the  trade-mark  sought  to  be  registered. 


Digitized  by 


Google 


156  DECISIONS  OF  THE  COMMISSIONEB  OF  PATENTS. 

There  then  follows  the  further  proviso  previously  quoted  that — 

if  the  appUcant  resides  or  is  located  in  a  foreign  country,  the  statement  required 
shall,  in  addition  to  the  foregoing — 

set  forth  the  additional  facts  regarding  foreign  registration.  It  is 
obvious  from  the  language  of  this  section  that  the  "  statement "  re- 
fers to  the  matters  of  fact  set  forth  by  the  applicant  in  the  decla- 
ration and  not  to  the  particular  paper  which  is  ordinarily  referred 
to  as  the  "  statement "  of  the  application. 

Furthermore,  Rule  33,  which  is  promulgated  by  the  Commissioner 
of  Patents  with  the  approval  of  the  Secretary  of  the  Interior  under 
the  authority  of  section  26  of  the  act  of  1905,  provides  explicitly 
that  if  the  applicant  resides  or  is  located  in  a  foreign  country  the 
declaration  of  a  foreign  applicant  shall  set  forth  that  the  trade-mark 
has  been  registered  by  the  applicant  or  that  an  application  for  the 
registration  thereof  has  been  filed  by  him  in  the  foreign  country 
in  which  he  resides  or  is  located  and  shall  give  the  date  of  such 
application  or  registration  thereof,  as  the  case  may  be.  For  the 
reasons  above  stated  it  is  obvious  that  this  rule  is  not  in  conflict  with 
the  provisions  of  the  law,  and  it  follows  that  in  so  far  as  the  applica- 
tion for  registration  of  trade-marks  is  concerned  it  has  the  force 
of  law.  (U.  /S.,  ex  rel.  Steinmetz  v.  Allen^  Commissioner  of  Patents j 
C.  D.,  1903,  578;  104  O.  G.,  853;  22  App.  D.  C,  56;  Afell  v.  Midgley, 
C.  D.,  1908,  512;  136  O.  G.,  1534;  31  App.  D.  C,  534.) 

It  is  held  that  the  Exapmner^s  requirement  thai  a  new  declaration 
be  furnished  setting  forth  the  required  facts  concerning  the  foreign 
registration  is  right',  and  it  is  affirmed. 


Ex  PARTE  Ramsey.  ' 

Decided  Augvst  SO,  1909. 
146  O.  G.,  721. 

1.  Division — Parts  op  a  Machine  fob  Placer-Mining. 

The  nature  of  the  claims  considered  and  Held  to  warrant  the  Exam- 
iner's requirement  for  division.  , 

2.  Same — Requirement  After  Action  on  Merits. 

Where  the  requirement  for  division  was  not  made  until  after  several 
actions  on  the  merits.  Held  that  this,  being  a  benefit  rather  than  detriment 
to  the  applicant  furnishes  no  grounds  why  such  a  reqairemait»  which 
is  permitted  by  the  rules,  should  not  be  adhered  to. 

Appeal  from  the  Examiners-in-Chief. 

APPARATUS  FOR  THE  RECOVERY  OF  PRECIOUS  METALS  FROM  METALLIFEROUS  EARTHS. 

Messrs.  PhUlipp,  Sawyer^  Rice  db  Kennedy  for  the  appellant 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  requiring  division  be- 
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tween  several  groups  of  claims.    The  invention  is  a  complete  machine 
for  placer-mining.    The  application  ccmtains  one  hmidred  and  ninety 
claims.    These  claims  are  divided  into  seven  groups  by  the  Examiner,  ^ 
as  follows: 

Group  1,  embracing  claims  1  to  13,  inclusive,  and  115  to  130,  in- 
clusive, consists  of  the  combination  claims  covering  the  assemblage 
of  washer,  amalgamators,  screens,  and  conveyers.  Group  2,  embrac- 
ing claims  14  to  81,  inclusive,  and  131  to  165,  inclusive,  is  for  a  rotary- 
screen  washer,  intended  to  screen  and  agitate  ore  with  water  to 
thoroughly  separate  the  fine  from  the  coarse  material  and  deliver 
them  separately.  Such  devices  'have  been  used  in  the  art  for  a  long 
time  in  connection  with  all  kinds  of  ore.  Group  3,  embracing  claims 
82  -to  94,  inclusive,  and  166  to  177,  inclusive,  is  for  a  plate-amalgama- 
tor. Plate-amalgamators  constitute  one  of  the  subclasses  under  the 
class  of  Mills.  Group  4,  including  claims  95  to  110,  inclusive,  and 
claims  178  to  188,  inclusive,  is  for  a  rocking-washer  amalgamator. 
Devices  of  this  character  are  classified  in  Mills,  amalgamators,  mer- 
cury, or  in  Mills,  ore  and  coal,  washers,  according  to  which  is  the 
dominant  function.  Group  5,  embracing  claims  111,  112,  189,  and 
190,  is  for  a  screen  and  its  receiving-pan,  and  is  classified  in  the  sub- 
class of  Mills,  ore  and  coal,  sifters  and  screens.  Group  6,  involving 
claim  113,  is  for  a  different  species  of  screen  from  that  forming  the 
invention  of  group  5.  Group  7,  involving  claim  114,  is  for  an  end- 
less conveyer  and  a  receptacle  receiving  therefrom.  Devices  of  this 
character  are  classified  in  Class  193,  Conveyers. 

Division  was  required  between  each  of  these  sets  of  claims,  with 
the  exception  that  the  Examiner  states  that  group  1,  which  covers  an 
alleged  combination  of  the  devices  of  several  of  the  groups,  may  be 
joined  with  group  2  or  group  3,  at  the  election  of  the  applicant. 

Although  forming  parts  of  applicant's  complete  machine,  the  in- 
ventions of  groups  2  to  7,  inclusive,  are  specific  devices  and  have  be- 
come the  basis  of  separate  invention,  manufacture,  and  sale,  and  are 
separately  classified  in  this  Office.  Futhermore,  groups  3  and  4  are 
for  different  species  of  amalgamators,  while  groups  5  and  6  cover 
separate  species  of  screens.  For  these  reasons  it  is  held  that  the  re- 
quirement of  the  Examiner  was  right. 

Appellant  conttods  that,  inasmuch  as  the  application  was  filed  in 
1897  and  received  several  actions  on  the  merits  before  a  definite  re- 
quirement of  division  was  made,  the  main  work  on  the  application  has 
been  done,  and  division  at  this  stage  of  the  case  will  involve  much 
additional  work  on  the  part  of  both  the  Patent  Office  and  the  attorney. 
This  contention  is  believed  to  be  without  force.  Under  the  rules  of 
practice  of  this  Office  division  may  be  required  at  any  stage  of  the 
application,  although  it  is  usually  required  before  action  is  taken  on 
the  merits  of  the  claims.    The  fact  that  the  requirement  of  division 
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in  this  case  was  deferred  until  after  action  was  taken  on  the  merits 
of  the  various  inventions  involved  has  been  to  the  benefit  of  appli- 
^cant  and  furnishes  no  reason  why  the  reqoirem^it  of  divirion  should 
not  be  adhered  to. 
The  decision  of  the  Examiners-in-Chief  is  afflrvned. 


Ex  PARTE  HeRBST. 

Decided  JiUy  19,  1909. 

146  O.  G..  957. 

Tbade-Maiks — Rbopbnino  Cass  Afteb  Appeal  to  the  Odubt. 

After  a  decision  of  the  Commissioner  reusing  to  register  a  trade-mark 
has  been  affirmed  by  the  Court  of  Appeals  of  the  District  of  Columbia  an 
amendment  will  not  be  admitted  and  the  case  reopened  for  further  prosecu- 
tion. 

On  Petition. 

TaAm-MABK  FOK  ALCOHOUO  LTQUOKS. 

Messrs.  Bacon  cfe  Milans  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  TVade-Marks 
refusing  to  admit  an  amendment  and  to  reopen  the  case  for  further 
consideration  on  the  ground  that  the  primary  examination  of  the  ap- 
plication is  closed  by  the  decision  of  the  Court  of  Appeals  of  the  Dis*- 
trict  of  Columbia  in  re  Herbst^  {post,  831 ;  141  O.  G.,  287.) 

Herbst  was  involved  with  two  other  parties  in  an  interference  in 
which  the  Commissioner  held  that  neither  party  was  entitled  to  regis- 
tration. Herbst  waited  until  the  decision  of  the  Commissioner  had 
become  final  and  then  made  application  to  the  Examiner  of  Trade- 
Marks  that  his  original  application  be  allowed.  This  was  denied  by 
the  Examiner  on  the  ground  that  the  decision  of  the  Commissioner 
in  the  interference  proceeding  was  final  and  controlling.  The  de- 
cision of  the  Examiner  was  sustained  by  the  Commissioner  on  appeal, 
and  from  the  decision  of  the  latter  an  appeal  was  taken  to  the  Court 
of  Appeals  of  the  District  of  Columbia.  In  their  decisi(m  on  the 
appeal  the  Court  said,  (in  re  Herbst,  post,  388;  141  O.  G.,  284:) 

The  Examiner  of  Interferences  determined  that  neither  party  to  the  interfer- 
ence was  entitled  to  register  the  mark,  and  the  Ck>mmi8Sioner  on  appeal  sus- 
tained that  decision  and  denied  registration  to  each  party.  AppeUanfa  remedy, 
if  he  was  aggrieved  by  the  decision  of  the  Ck>mmifi8loner»  was  by  way  of  appeal 
to  this  court  When  the  time,  within  which  an  appeal  might  have  been  taken 
from  that  decision,  expired,  the  decision  became  final  and  was  res  adfudicata, 
and  appellant  had  no  mere  right  to  prosecute  his  original  application  before  the 
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Examiner  of  Trade-Marks  than  he  would  have  had  to  prosecute  his  application 
before  the  Examiner  for  the  see<»d  time  after  an  adverse  decision  by  the  Com- 
missioner in  an  ew  parte  case.  iNewcomb  Motor  Co.  v.  Moore,  G.  D.,  1908,  332; 
188  O.  a,  leSO;  80  App.  D.  C,  464.) 

This  decision  of  the  Court  of  Appeals  of  the  District  of  Columbia 
sustaining  the  decision  of  the  Commissioner  refusing  registration  of 
appellant's  mark  has  been  entered  of  record  in  the  Patent  Oi&ce  and 
must  "govern  the  future  proceedings  in  the  case,''  (sec.  4914,  R.  S.). 

Following  a  decision  of  the  Court  of  Appeals  of  the  District  •f 
Columbia  the  Commissioner  has  repeatedly  refused  to  reopen  a  case 
for  further  prosecution  in  the  Patent  Office.  {Ex  parte  Starkey, 
C.  D.,  1903,  239;  105  O.  G.,  745;  ex  parte  MUans,  C.  D.,  1908,  456; 
185  O.  G.,  1126;  Gwnifet  et  all  v.  Wictoraohn,  C.  D.,  1908,  108;  134 
O.  G.,  255.)    In  the  case  first  cited  the  Commissioner  held : 

No  good  reasons  appear  why  the  proposed  amendments  were  not  made  before 
the  consideration  of  the  case  by  the  Office  was  closed.  A  party  is  not  entitled 
to  conduct  his  case  exp^immitally  to  a  final  adverse  decision  and  then  have  it 
reopened  for  prosecution  npon  a  new  line.  Such  pieceineal  action  is  not  per- 
missible. After  a  case  has  been  decided  by  the  court  of  appeals  it  must  ordi- 
narily be  regarded  as  finally  disposed  of. 

The  action  of  the  Examiner  was  right^  and  the  petition  is  accord- 
ingly  denied. 


Ex  PARTE  LOOITBN. 

Decided  September  1$,  1909. 

146  O.  G.,  957. 

Tbadb-Mabkb — "Parisian  Ivory"  for  Tooth-Britsheb — Nor  Registrable. 

The  words  "Parisian  Ivory"  are  not  registrable  as  a  trade-mark  for 
tooth-brushes,  since  the  word  "Parisian"  is  geographical  and  the  word 
"  Ivory  "  as  applied  to  tooth-brushes  Is  either  descriptive  or  deceptive. 

On  Appeal. 

TRADE-MARK    FOB    CLOTHES-BRUSHES    AND    TOILET-BRUSHES. 

Messrs.  Ooepel  <&  Goepel  for  the  applicant. 

Billings,  Acting  Cofmrussioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "  Parisian  Ivory "  as  a  trade- 
mark for  clothes-brushes  and  toilet-brushes. 

As  stated  by  the  Examiner  of  Trade-Maries : 

The  word  "  Parisian  "  is  defined  as  "  of  or  pertaining  to  Paris,  the  chief  city 
of  France,  or  its  inhabitants,  etc."    Century  Dictionary  Cyclopedia. 

It  is  admitted  by  the  applicant  in  one  of  the  papers  filed  during 
the  proBccution  of  the  case  that  the  word  "  Parisian  "  would  indi- 
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cate  that  the  goods  are  of  such  a  character  that  the  distinctive  char- 
acteristics for  which  Parisians  are  famous  throughout  the  world 
would  be  exemplified  in  them. 

Judicial  notice  is  taken  of  the  fact  that  goods  of  the  character 
described  are  made  in  part  of  ivory  or  imitation  ivory.  If  these 
goods  are,  in  fact,  made  of  ivory,  this  word  is  clearly  descriptive, 
whereas  if  the  goods  are  made  of  imitation  ivory  it  is  equally  clear 
that  the  phrase  "  Parisian  Ivory  "  is  deceptive. 

The  applicant  states  in  the  paper  to  which  reference  has  been 
made  above : 

It  could,  however,  easily  be  supposed  that  an  artificial  auhsiituie  for  Ivory, 
might  be  made  there,  (Paris,)  and  that  the  fanciful  name  "Parisian  Ivory*' 
Is  applied^  to  It  to  denote  not  the  place  oi  Its  manufacture  but  Is  of  such  a 
character  that  the  tasteful  characteristics  for  which  Parisians  are  famous 
throughout  the  world  are  exemplified  in  it. 

This  would  appear  to  be  an  admission  that  the  words  "Parisian 
Ivory  "  as  applied  to  the  goods  in  question  are  not  an  arbitrary 
phrase,  but  have  a  well-defined  meaning  which  is  capable  of  general 
use. 

The  decision  of  the  Examiner  of  Trade-Marks  is  a:fjirmed. 


California  Fruit  Canners  Association  v.  Ratcuff-Sanders 
Qbocer  Company. 

Decided  September  U  1909. 

146  O.  G.,  958. 

1.  Trade-Marks — Intkrfebence^Reopenino  to  Take  Testimony. 

Prom  a  refusal  cf  the  Examiner  of  Interferences  to  reopen  the  case  for 
the  purpose  of  extending  the  times  to  take  testimony  no  appeal  lies,  (citing 
Qoodfellow  V.  J  oily  y  O.  D.,  1905, 105;  115  O.  O.,  1064,  and  others.) 

2.  Same— Same— Appeal — Delay. 

Where  the  circumstances  of  the  case  indicate  a  fixed  policy  of  delay  by 
a  party  to  opposition  and  interference  proceedings  and  his  appeal  is  filed 
outside  the  limit  set,  a  motion  to  extend  the  limit  to  include  the  appeal 
will  be  denied  and  the  appeal  dismissed. 

On  Motion. 

tbade-mabk  fob  canned  fruits. 

Mr.  W.  R.  Stone  and  Mr.  Eugene  C.  Brown  for  California  Fruit 
Canners  Association. 
Mr.  F.  T.  F.  Johnson  for  Ratcliff-Sanders  Grocer  Company. 

Tbnnant,  AssistaM  Commissioner: 

This  case  is  before  me  upon  a  motion  by  the  Batcli£f-Sanders 
Grocer  Company,  first,  that  a  petition  of  the  California  Fruit  Can- 
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ners  Association  to  set  aside  the  judgment  rendered  by  the  Examiner 
of  Interferences  July  28,  1909,  and  reopen  the  case  be  dismissed; 
second,  that  the  appeal  by  the  California  Fruit  Canners  Association 
from  the  Examiner  of  Interferences  to  the  Examiners-in-Chief,  filed 
August  17, 1909,  be  dismissed ;  third,  that  the  appeal  filed  August  20, 
1909,  by  the  California  Fruit  Canners  Association  from  the  decision 
of  the  Examiner  of  Interferences  to  the  Commissioner  be  dismissed. 

The  record  shows  that  this  interference  was  declared  April  13, 
1909,  and  times  set  for  the  taking  of  testimony  by  the  respective 
parties.  On  July  8,  1909,  the  California  Fruit  Canners  Association 
moved  to  extend  the  time  for  taking  testimony.  This  motion,  how- 
ever, was  denied  by  the  Examiner  of  Interferences  upon  the  ground 
that  the  showing  in  support  of  the  motion  was  insufficient.  On  July 
17,  1909,  the  Examiner  of  Interferences  issued  an  order  against  the 
California  Fruit  Canners  Association  to  show  cause  why  judgment 
should  not  be  rendered  against  them  on  or  Before  August  7,  1909. 
In  reply  to  this  order  the  California  Fruit  Canners  Association  filed 
a  motion  to  reopen  the  case  for  the  purpose  of  taking  testimony. 
The  Examiner  of  Interferences,  however,  considered  the  showing  in 
support  of  this  motion  insufficient  to  warrant  the  reopening  of  the 
case  and  rendered  a  final  decision  of  priority  against  the  California 
Fruit  Canners  Association,  the  junior  party,  in  view  of  its  default  in 
taking  testimony  within  the  time  set.* 

The  limit  of  appeal  from  this  decision  was  set  for  August  17, 1909. 
On  August  17  the  California  Fruit  Canners  Association  filed  an 
appeal  from  the  decision  of  the  Examiner  of  Interferences  addressed 
to  the  Examiners-in-Chief  and  accompanied  by  a  fee  of  ten  dollars. 
The  reasons  of  appeal  are  stated  as  follows: 

The  ground  opon  which  this  appeal  is  based  Is  that  the  Examiner  of  Inter- 
ferencee  erred  in  denying  the  motion  of  the  California  Frnit  Canners  Associa- 
tion to  reopen  this  interference. 

Upon  being  advised  by  this  Office  that  the  appeal  was  informal  in 
that  it  was  addressed  to  the  Examiners-in-Chief  instead  of  the  Com- 
missioner and  that  the  fee  accompanying  the  same  was  insufficient, 
the  California  Fruit  Canners  Association,  on  August  20,  filed  a 
formal  appeal  to  the  Commissioner,  accompanied  by  a  motion  to 
extend  the  limit  of  appeal  to  include  the  date  of  filing  of  the  same, 
and  also  presented  a  petition  to  the  Commissioner  that  jurisdiction 
be  restored  to  the  Examiner  of  Interferences  for  the  purpose  of 
extending  the  limit  of  appeal  and  that  the  Examiner  of  Interferences 
be  directed  to  so  extend  the  limit  of  appeal. 

From  the  facts  above  stated  it  appears  that  the  decision  of  the  Ex- 
aminer of  Interferences  is  based  upon  the  default  of  the  junior  party 
to  take  testimony  within  the  time  set.    Concerning  his  right  to  enter 
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such  judgment  there  remains  no  ground  for  discussion  before  an  ap- 
pellate tribunal.  The  refusal  of  the  Examiner  of  Interferences  to 
reopen  the  case  for  the  purpose  of  extending  times  to  take  testimony, 
which  is  the  allegation  of  error  set  forth  in  the  informal  appeal  to 
the  Examiners-in-Chief,  and  which  is  apparently  the  matter  sought 
to  be  reviewed,  is  not  an  appealable  question.  (OoodfeUow  v.  JoUy^ 
C.  D.,  1906,  105;  115  O.  G.,  1064;  Ckristensen  v.  McKemie,  C.  D., 
1905,  238;  117  O.  G.,  277;  Wickers  and  Furlong  v.  Weinwurm^C.  D., 
1907,  219;  129  O.  G.,  2501.)  It  therefore  follows  that  no  useful  pur- 
pose could  be  subserved  by  entertaining  the  appeal  filed  by  the  Cali- 
fornia Fruit  Canners  Association. 

It  appears  from  undenied  statements  of  the  Ratcliff-Sanders  Grocer 
Company,  in  reply  to  certain  motions,  that  this  interference  was  pre- 
ceded by  an  opposition  by  the  California  Fruit  Canners  Association, 
which,  in  view  of  the  default  of  that  party  to  take  testimony,  had 
only  the  effect  of  delaying  the  registration  of  the  senior  party's  mark 
for  several  months.  It  would  appear,  therefore,  that  the  sole  purpose 
of  the  appeal  filed  by  the  Califcwnia  Fruit  Canners  Association  is  to 
delay  the  registration  of  the  senior  party's  trade-mark. 

While  it  is  not  the  practice  of  the  Office  to  be  unduly  harsh  in  re- 
fusing to  extend  the  limit  of  appeal  to  include  an  appeal  filed  outside 
of  the  limit  set  when  such  appeal  is  filed  in  good  faith  and  sufficient 
showing 'is  made  of  reasons  why  it  was  not  filed- within  the  proper 
time,  it  is  believed  that  the  Office  is  not  justified  in  excusing  defaults 
of  this  character  where,  as  in  the  present  case,  the  circumstances  indi- 
cate that  the  sole  purpose  of  appeal  is  to  delay  the  termination  of  the 
interference. 

The  petition  of  EatcUff -Sanders  Chrocer  Company  is  granted^  and 
the  petition  and  appeals  of  the  Ccdi forma  Fruit  Canners  Association 
are  accordingly  dismissed. 


The  Ozo  Remedy  Company  v.  Carnrick  &  Co.,  Ltd. 

Decided  September  13,  1909. 

146  O.  G.,  959. 

Tkaob-Mabk   Intekfesknce — ^Applicant  and  Rbgibtrant— AFPiDAvrrs  bt  Ap- 
plicant OF  Abandonment  ob  Non-Ube  by  Rbgistbant — Rbply  Am- 
oiAViT  Required. 
Where  In  an  interference  between  an  api)lication  and  a  registration  the 
applicant  files  a  sworn  statement  of  facts  tending  to  show  that  the  regis- 
trant does  not  use  or  has  abandoned  the  mark  in  issne,  it  is  proper  to  re- 
quire that  the  I'egistrant  file  a  sworn  statement  in  reply  or  in  event  of  the 
failure  to  file  such  stateanent  that  a  Judgment  by  default  be  r^idered 
against  him. 
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On  Petition. 

TSAOB-MABK  FOB   MEDICINE. 

Messrs.  Taylor  <&  Eulse  and  Messrs,  Steuart  <fi  Steuart  for  The  Ozo 
Remedy  Company. 
Mr.  James  L.  Norris  for  Carnrick  &  Co.,  Ltd. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  by  Carnrick  &  Co.,  Ltd.,  invoking  the  exercise  of 
the  supervisory  authority  of  the  Commissioner  to  set  aside  a  decision 
of  the  Examiner  of  Interferences. 

This  is  an  interference  between  an  application  of  The  Ozo  Remedy 
Company  and  a  registration  of  Carnrick  &  Co.,  Ltd.,  No.  28,098, 
granted  May  23,  1893.  It  appears  from  the  record  of  The  Ozo 
Remedy  Company's  application  for  registration  and  from  a  motion 
by  that  company  in  this  interference  that  the  officers  of  The  Ozo 
Remedy  Company  carried  on  certain  correspondence  with  Carnrick 
&  Co.,  Ltd.,  relative  to  the  use  of  the  trade-mark  involved  in  this  in- 
terference and  were  advised  by  Carnrick  &  Co.,  Ltd.,  that^ — 
we  have  not  yet  put  upon  the  market  a  preparation  bearing  this  name. 

These  facts  are  set  up  in  an  affidavit  in  support  of  the  motion  by 
The  Ozo  Remedy  Company  before  the  Examiner  of  Interferences 
that  Carnrick  &  Co.,  Ltd.,  be  required  to  file  counter  affidavits  within 
a  certain  time  traversing  these  facts  and  that  in  event  of  the  failure 
of  the  latter  to  comply  with  this  requirement  judgment  be  rendered 
in  favor  of  The  Ozo  Remedy  Company. 

The  Examiner  of  Interferences  granted  this  motion,  holding  that 
the  affidavit  accompanying  the  motion  filed  by  The  Ozo  Remedy 
Company  is,  in  effect,  a  sworn  pleading  by  that  party  alleging  that 
Carnrick  &  Co.,  Ltd.,  are  not  the  owners  of  the  maris  in  issue  and  that 
the  registration  of  the  latter  is  invalid  and  that  in  the  event  of  the 
failure  of  Carnrick  &  Co.,  Ltd.,  to  file  a  sworn  pleading  in  answer 
thereto  judgment  by  default  would  be  rendered  against  the  latter. 

It  is  contended  in  behalf  of  the  petitioner  that  the  certificate  of 
registration  issued  to  Carnrick  &  Co.,  Ltd.,  is  prima  facie  evidence  of 
ownership,  which  can  be  overcome  only  by  testimony  duly  taken,  with 
the  right  of  cross-examination,  establishing  priority  of  adoption  of 
the  mark  in  issue  by  the  applicant  or  abandonment  by  the  registrant. 
It  is  further  urged  that  the  Examiner  of  Interferences  was  without 
authority  to  require  the  registrant  to  file  affidavits  in  reply  to  those 
filed  by  the  applicant. 

I  am  of  the  opinion  that  these  contentions  are  untenable  and  that 
the  action  of  the  Examiner  of  Interferences  in  this  case  is  well 
founded.    An  interference  proceeding  is  instituted  for  the  purpose  of 
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determining  the  question  of  the  right  of  an  applicant  to  register  a 
trade-mark  the  ownership  of  which  is  claimed  by  another  applicant 
or  by  a  registrant.  His  right  to  registration  is  dependent  upon  his 
ownership  of  such  mark.  Where  an  issue  is  raised  between  an  appli- 
cant and  a  prior  registrant  as  to  the  present  ownership  of  the  mark, 
the  questions  involved  may  be,  first,  whether  the  applicant  was  the 
fii*st  to  adopt  and  use  the  trade-mark ;  second,  whether  the  applicant, 
although  not  the  first  to  adopt,  is  owner  of  the  mark  by  reason  of  the 
abandonment  of  the  mark  by  the  registrant  before  the  date  of  adop- 
tion and  use  thereof  by  the  applicant.  As  stated  in  ex  parte  GiU  Bros. 
Co.,  (C.  D.,  1904,  119;  109  O.  G.,  1885:) 

The  ri^t  to  registration  depends  upon  the  present  ownership  of  the  trade- 
mark, and  it  is  clear  that  priority  of  adoption  alone  does  not  establish  present 
ownership.  It  depends  upon  present  use  of  the  mark,  and  to  retain  title  to  a 
mark  once  adopted  there  must  be  continuous  use  of  it  thereafter.  If  after 
adopting  a  mark  its  use  is  abandoned,  the  field  is  left  open  to  others,  and  one 
who  subsequently  adopts  it  and  uses  it  continuously  may  acquire  title  to  it 

Where,  as  in  the  present  case,  an  applicant  for  registration  of  a 
trade-mark  traverses  the  ownership  of  such  mark  by  a  registrant  by 
a  sworn  statement  of  facts  tending  to  show  that  the  registrant  is  not 
now  using  or  has  abandoned  the  mark,  it  is  reasonable  and  just  that 
the  registrant  should  be  required  to  file  a  sworn  statement  replying  to 
the  allegation  of  the  applicant.  The  fact  of  abandonment  is  pecul- 
iarly within  the  knowledge  of  the  registrant  and  is  exceedingly  diffi- 
cult of  proof  from  circumstances  known  to  others.  The  affidavit  of 
the  applicant  that  the  registered  mark  has  been  abandoned  is,  in  fact, 
a  pleading,  and  in  analogy  to  all  legal  proceedings  in  which  pleadings 
are  required  such  an  averment  calls  for  answer  under  oath  setting 
forth  facts  in  reply  to  those  alleged  by  the  applicant.  Where  there  is 
reason  to  believe  that  after  securing  registration  the  registrant  failed 
to  use  his  mark  or  after  having  used  the  mark  for  some  time  aban- 
doned the  same,  and  therefore  will  probably  not  contest  the  appli- 
cant's right  to  register  same,  it  is  thought  to  be  unreasonable  to  place 
the  burden  upon  an  applicant  of  taking  testimony  to  prove  such  aban- 
donment of  the  mark  in  the  absence  of  a  statement  under  oath  from 
the  registrant  setting  forth  facts  indicating  his  claim  to  ownership 
or  other  facts  which  would  bar  the  applicant  from  receiving  his  reg- 
istration. 

The  procedure  taken  in  this  case  is  not  in  conflict  with  the  statutes 
or  with  the  Rules  of  Practice  of  the  United  States  Patent  Office.  It 
is,  in  my  opinion,  in  accordance  with  the  equity  practice,  and  expe- 
rience in  this  Office  has  demonstrated  that  this  procedure,  which  has 
been  followed  in  the  Interference  Division  for  considerable  time,  has 
proven  a  salutary  means  of  avoiding  expensive  litigation. 

The  petition  is  denied. 
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Ex  PABTE  Weight. 

Decided  AprU  15,  1909. 

147  O.  G.,  235. 

Patentabiutt. 

Where  tbe  art  showed  it  was  old  to  introduce  a  powder  as  a  modifying 
element  into  a  stream  of  molten  metal  in  the  direction  of  its  travel  between 
the  ladle  and  the  mold,  also  that  it  was  old  to  blow  powder  into  a  stream  of 
metal  transversely,  Held  that  no  invention  is  involved  in  introducing  the 
powder  in  tlie  manner  first  described  by  the  aid  of  fluid-pressure. 

Appeal  from  Examiners-in-Chief. 

PBOCESS  FOB  INTBODUGINO   MODIFYING   ELEMENTS   INTO  CASTINGS. 

Messrs,  Synnestvedt  <&  Carpenter  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  rejecting  the  follow- 
ing claims: 

1.  The  process  of  introducing  a  moditying  element  into  a  cast  body  during 
pouring  into  the  molds  which  consists  in  forcing  the  element  in  the  form  of  a 
powder  by  fluid-pressure  into  the  stream  of  heated  metal  intermediate  the  ladle 
and  the  mold. 

2.  A  process  for  introducing  a  modifying  element  into  a  cast  body  during 
IK>uring  which  consists  in  forcing  the  element  in  the  form  of  a  powder  by  fluid- 
pressure  into  the  stream  of  metal  in  the  direction  of  travel  of  such  metal. 

The  references  are:  Wilmington,  December  4,  1883,  No.  289,741; 
Samuel,  February  16, 1886,  No.  336,439. 

Appellant's  alleged  invention  is  for  a  process  of  introducing  a 
modifying  element — as,  for  example,  manganese — into  a  cast  body  by 
forcing  the  element  in  the  form  of  a  powder  by  means  of  air  or  other 
fluid  pressure  into  a  stream  of  molten  metal  while  intermediate  the 
ladle  and  the  mold.  Claim  2  also  specifies  that  the  powder  is  forced — 
into  tbe  stream  of  metal  in  the  direction  of  travel  of  such  metal. 

The  patent  to  Wilmington  discloses  the  idea  of  introducing  such  a 
modifying  element  in  the  form  of  a  powder  into  a  stream  of  molten 
metal  while  flowing  from  a  ladle  into  a  mold  and  of  introducing  it  in 
the  direction  of  travel  of  said  metal. 

The  patent  to  Samuel  shows  a  device  for  blowing  powder  into  a 
stream  of  molten  metal,  the  powder  being  introduced  transversely 
of  the  stream. 

The  Wilmington  patent  clearly  discloses  all  of  the  steps  of  ap- 
pellant's process  except  that  of  introducing  the  powder  by  fluid-pres- 
sure. The  patent  to  Samuel  shows  the  latter  step  to  be  old.  In  view 
of  the  latter  patent  I  think  it  clear  that  there  is  no  invention  involved 
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in  introducing  the  powder  in  Wilmington's  process  in  the  manner 
disclosed  in  the  Samuel  patent. 
The  decision  of  the  Examinera-in-Chief  is  affirmed. 


Lawrence  v.  Voioht. 

Decided  April  21,  1909* 

147  O.  a,  235. 

1.  INTEBFEBENCE — PBIORITT— ABANDONED  EXPERIMENT. 

Where  after  making  a  device  which  while  capable  of  operation  was  still 
in  a  crude  stage  L.  turned  it  over  to  the  officers  of  his  company,  who  laid 
it  aside  and  later  set  other  employees  to  work  to  devise  a  similar  improve- 
ment, and  it  was  not  until  he  learned  of  their  work  that  L.  took  any  fur- 
ther interest  in  his  invention,  Held  that  the  device  made  by  L.  was  a  mere 
abandoned  experiment 

2.  Same — Same — Concealment  of  Invention. 

L.  made  a  device  embodying  the  invention  prior  to  V.*s  conception 
thereof.  He  showed  it  only  to  the  officers  of  his  comiwny,  who  laid  it 
aside  on  account  of  other  business,  and  no  attention  was  given  it  by  them 
or  L.  until  they  obtained  knowledge  of  the  work  done  by  a  rival  company, 
V.'s  assignee.  Held  that  if  the  device  made  by  L.  was  a  reduction  to  prkc- 
tice  he  had  forfeited  his  right  to  a  patent  by  his  concealment,  (citing  Mason 
v.  Hephum,  C.  D.,  1898,  510.  84  O.  G..  147 ;  13  App.  D.  C,  86,  and  other 
decisions.) 

Appeal  from  Examiners-in-Chief. 

MOBTISE-LOCK. 

Mr.  Henry  A.  Seymour  for  Lawrence. 

Messrs.  Barilett^  Brownell  <&  Mitchell  for  Voight. 

Moore,  Commissioner: 

This  is  an  appeal  by  Lawrence  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  in  favor  of  Voight. 

The  issue  is  in  twenty-one  counts,  and  the  invention  is  sufficiently 
illustrated  for  the  purpose  of  this  decision  by  count  1,  which  reads 
as  follows: 

1.  In  a  lock  the  combination  with  a  bolt,  and  knob  mechanism  for  retracting 
the  bolt,  of  a  slide  for  deadlocking  the  outer  knob,  and  means  actuated  by  the 
closhig  of  the  door  for  deadlocking  said  slide. 

The  invention  is  for  an  improvement  in  mortise-locks.  In  such 
locks  it  was  old  to  provide  a  slide  to  deadlock  the  main  bolt,  and  the 
characteristic  feature  of  the  invention  in  issue  is  the  provision  of 
means  for  deadlocking  said  slide  to  prevent  unauthorized  persons 
from  manipulating  the  lock. 
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Voight  was  the  first  to  make  application  for  patent,  his  application 
bearing  date  of  March  18,  1906.  The  Lawrence  application  was 
filed  some  two  and  a  half  months  later,  on  May  29, 1906.  The  appli- 
cants, Voight  and  Lawrence,  are  in  the  employ  of  and  assigned  their 
applications,  respectively,  to  the  Russell  &  Erwin  Mfg.  Co.  and  the 
Yale  &  Towne  Mfg.  C!o.,  and  these  rival  companies  are  the  real  par- 
ties in  interest  in  this  proceeding. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief 
awarded  priority  in  favor  of  the  senior  party,  Voight.  They  found 
that  Lawrence  was  the  first  to  conceive  and  disclose  the  invention,  but 
that  certain  devices  made  by  him  in  1903  and  1904  and  alleged  by 
him  to  constitute  a  reduction  to  practice  of  the  invention  were  merely 
abandoned  experiments  and  that  he  was  not  exercising  diligence  at 
the  time  Voight  entered  the  field.  They  further  found  that  even  if 
these  devices  could  be  held  to  constitute  a  reduction  to  practice  Law- 
rence had  forfeited  his  rights  by  his  concealment  and  suppression  of 
the  invention  imtil  after  his  rival  had  entered  the  field  and  perfected 
the  invention. 

Concerning  the  facts  in  the  case  there  is  little  dispute,  and  the 
controversy  is  rather  as  to  the  legal  conclusions  to  be  drawn  from 
such  facts. 

It  appears  from  the  evidence  that  Lawrence  completed  his  "  Ex- 
hibit Lock  No.  1 "  in  1903  and  his  "  Exhibit  Lock  No.  2  "  in  the  sum- 
mer of  1904.  While  the  first  device  did  not  embody  the  invention  of 
all  of  the  counts  of  the  issue,  there  is  no  question  but  that  the  counts 
will  all  read  upon  the  latter  device.  It  appears  that  in  constructing 
the  device  of  "  Exhibit  Lock  No.  2  "  Lawrence  took  one  of  the  stand- 
ard locks  made  by  his  company  and  inserted  therein  the  additional 
dogging  feature  forming  the  characteristic  feature  of  the  invention 
of  the  issue.  This  lock  was  a  full-sized  device,  was  operable,  and 
after  being  tested  on  a  small  door  some  two  feet  high  was  turned  over 
to  the  officials  of  the  company,  who  did  nothing  with  it  and  finally 
deposited  it  in  the  model-room. 

It  further  appears  that  in  January,  1906,  certain  robberies  occurred 
in  Chicago  in  which  locks  were  picked  by  prying  up  the  beading  on 
the  door  frame,  then  inserting  a  bent  wire  and  manipulating  the 
push-buttons  in  the  plate  which  control  the  dogging  device.  Both  of 
the  companies  interested  in  this  interference  were  informed  by  their 
agents  of  these  robberies  and  urged  to  provide  their  locks  with  a 
suitable  safeguard.  Voight  was  set  at  work  to  perfect  a  remedy  by 
the  Russell  &  Erwin  Mfg.  Co.  He  devised  his  lock  in  Fdbruary, 
1906,  and  filed  his  application  on  March  13,  1906.  In  view  of  the 
prompt  filing  of  his  application  it  is  unnecessary  to  consider  whether 
he  made  an  actual  reduction  to  practice  prior  thereto,  as  contended. 
21895— H.  Doc.  124, 61-2 12 
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In  the  case  of  the  Yale  &  Towne  Mfg.  Co.  the  president  called  the 
matter  to  the  attention  of  the  officers  at  the  factory  by  letter  on 
February  3,  1906,  and  again  on  March  13,  1906.  The  matter  was 
referred  to  the  employees  Bigelow  and  Cundell  to  devise  a  remedy, 
who  soon  perfected  their  improved  lock,  containing  means  for  lock- 
ing the  stopwork.  This  lock  met  with  the  approval  of  the  company, 
and  its  commercial  manufacture  was  undertaken.  In  May,  1906, 
Lawrence  had  occasion  to  consult  Bigelow  concerning  another  mat- 
ter, and  during  the  interview  Bigelow  disclosed  to  him  the  new  lock 
embodying  the  improved  dogging  device.  Thereupon  Lawrence  in- 
formed Bigelow  that  he  himself  had  made  that  invention  nearly  two 
years  before  and  turned  over  his  lock  embodying  it  to  the  officers  of 
the  company.  After  much  search  the  device  of  Lawrence  was  found, 
and  the  company  then  decided  to  ,file  the  application  on  the  Lawrence 
construction,  which  was  done  on  May  29,  1906. 

The  decision  in  this  case  turns  upon  the  question  of  whether  the 
work  of  Lawrence  in  1904  constituted  a  reduction  to  practice  of  the 
invention,  and,  if  so,  whether  through  his  subsequent  conduct  he  for- 
feited his  rights  to  the  invention. 

It  is  not  claimed  that  the  Lawrence  device  of  1904  was  more  than 
an  illustrative  device.  Its  workmanship  indicates  that  it  was  not  in 
the  perfected  condition  necessary  for  the  commercial  device.  While 
capable  of  operation,  the  improvement  was  still  in  its  crude  stage. 
The  officers  of  the  company  do  not  seem  to  have  been  impressed  with 
it,  and  it  was  laid  aside  to  await  other  improvements  that  were  con- 
sidered more  pressing,  and  apparently  was  finally  entirely  forgotten. 
It  was  deposited  in  the  model-room,  and  when  the  necessity  for  such 
an  improvement  was  forced  upon  the  company's  attention  by  the 
Chicago  robberies  none  of  the  officials  thought  of  Lawrence's  device 
or  that  it  involved  the  desired  improvement.  Other  men  were  put 
at  work,  and  Bigelow  and  Cundell,  with  no  knowledge  of  the  Law- 
rence device,  perfected  the  invention  in  another  specific  form,  which 
the  company  proceeded  to  manufacture  and  place  on  the  market.  It 
was  by  mere  accident  that  Lawrence  learned  of  this  and  had  his  old 
model  resurrected,  with  the  result  that  an  application  was  filed 
thereon.  Lawrence  seems  to  have  taken  no  further  interest  in  his 
invention  after  turning  the  device  over  to  the  company  until  he 
learned  of  the  work  of  others,  and  but  for  the  Chicago  robberies  and 
the  information  he  accidentally  obtained  of  the  device  of  Bigelow 
and  Cundell  his  lock  would  apparently  have  reposed  indefinitely  in 
the  model-room.  Under  these  circumstances  I  fail  to  see  anything 
more  in  the  Lawrence  devices  of  1908  and  1904  than  abandoned  ex- 
periments. {Fefel  V.  Stacker,  C.  D.,  1901,  269;  94  O.  G.,  483;  17 
App.  D.  C,  817;  Tyler  v.  St,  Amand,  C.  D.,  1901,  301 ;  94  O.  G.,  1969; 
17  App.  D.  C,  464;  Howard  v.  Hey,  C.  D.,  1901,  875;  95  O.  G.,  1647; 
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18  App.  D.  C  142;  Adams  v.  Murphy,  C.  D.,  1901,  401;  96  O.  G., 
845;  18  App.  D.  C,  172;  Quist  v.  Ostrom,  C.  D.,  1904,  694;  108  O.  G., 
2147 ;  23  App.  D.  C,  69 ;  Hillard  v.  Brooks,  C.  D.,  1904, 658 ;  111  O.  G., 
302 ;  23  App.  D.  C,  526 ;  Paul  v.  Hess,  C.  D.,  1905,  610 ;  115  O.  G.,  251 ; 
24  App.  D.  C,  462;  Ocumpaugh  v.  Norton,  C.  D.,  1905,  632;  115 
O.  G.,  1850;  25  App.  D.  C,  90;  Gordon  v.  Wentwortk,  C.  D.,  1908; 
453,  135  O.  G.,  1125;  Duf  v.  Latshaw,  G.  D.,  1908,  492;  136  O.  G., 
668;  Moore  v.  Hewitt,  C.  D.,  1908,  516;  136  O.  G.,  1535.) 

If  it  be  assumed,  however,  that  the  work  of  Lawrence  constituted  a 
reduction  to  practice  of  the  invention,  in  my  opinion  he  would  not  be 
entitled  to  the  award  of  priority  under  the  principle  of  forfeiture 
announced  in  Mason  v.  Hepburn,  (C.  D.,  1898,  510;  84  O.  G.,  147; 
13  App.  D.  C,  86;)  Thomson  v.  Weston,  (C.  D.,  1902,  521;  99  O.  G., 
864;  19  App.  D.  C,  373;)  Matthes  v.  Burt,  (C.  D.,  1905,  574;  114 
O.  a,  764;  24  App.  D.  C,  265;)  Gordon  v.  Wentworth,  (C.  D.,  1908, 
453;  135  O.  G.,  1125;)  and  other  decisions  of  the  Court  of  Appeals  of 
the  District  of  Columbia.  As  heretofore  stated,  the  evidence  shows 
that  th^  Lawrence  device  was  laid  aside  by  the  officials  of  his  com- 
pany on  account  of  other  business  and  improvements  that  were  con- 
sidered more  important  and  was  entirely  forgotten  and  that  Lawrence 
took  no  further  interest  in  the  matter.  The  Lawrence  invention  had 
not  been  given  to  the  public,  but  information  thereof  was  confined  to 
a  few  officials  and  employees  of  the  company,  and  the  device  was 
finally  deposited  in  the  model-room,  to  which  admittance  was  granted 
only  by  special  permission.  In  addition  to  the  Chicago  robberies  to 
explain  the  revival  of  interest  by  the  Yale  &  Towne  officials  they 
obtained  knowledge  that  their  rivals,  the  Russell  &  Erwin  Mfg.  Co., 
had  devised  a  lock  to  prevent  such  robberies,  as  shown  by  the  letters 
exchanged  between  said  companies.  The  following  statement  by  the* 
Court  of  Appeals  of  the  District  of  Columbia  in  the  case  of  Howard 
V.  Bowes  (C.  D.,  1908,  547;  137  O.  G.,  733;  31  App.  D.  C,  619,  625;) 
is  considered  applicable  in  this  case : 

His  inyention,  according  to  his  own  statement,  was  perfected  sometime  In 
the  fall  of  1904,  and  yet  be  did  nothing  toward  asserting  his  rights  until  more 
than  a  year  had  elapsed,  and  his  reason  for  then  acting,  as  above  stated,  was 
that  Bowes  had  placed  his  rack  upon  the  marlset.  Howard  was  under  no  obli- 
gation to  give  the  public  the  benefit  of  his  discovery,  but  by  failing  to  do  so  he 
assumed  the  riek  that  some  other  inventor  might  do  so  and  thus  in  the  eyes 
of  the  law  become  the  prior  inventor,  and  as  such  entitled  to  a  patent  (Mason 
V.  Hepburn,  C.  D.,  1898,  510;  84  O.  G.,  147;  13  App.  D.  C,  86;  Thomson  v. 
Weston,  0.  D.,  1902,  521;  99  O.  G.,  864;  19  App.  D.  C,  373;  Matthes  v.  Burt, 
a  D.,  1905,  574;  114  O.  G.,  764;  24  App.  D.  C,  265;  Bliss  v.  McElroy,  C.  D., 
1907,  687;  128  O.  G.,  468;  29  App.  D.  C.  120;  Richards  v.  Burkholder,  C.  D.. 
1907,  568;  128  O.  G.,  2533;  29  App.  D.  C,  485.) 

To  the  contention  of  Lawrence  that  activity  on  the  part  of  the 
Yale  &  Towne  people  antedated  their  knowledge  of  the  device  of  their 
rival  it  is  sufficient  to  state  that  the  original  work  of  Bigelow  and 
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Cundell,  who  were  not  the  agents  of  Lawrence,  cannot  inure  to  the 
benefit  of  the  latter.  {Hunter  v.  Stikeman^  C.  D.,  1898,  564 ;  85  O.  G., 
610;  13  App.  D.  C,  214,  226;  Robinson  v.  McCormick^  C.  D.,  1907, 
574;  128  O.  G.,  3289;  29  App.  D.  C,  98,  111;  HoweU  v.  Hess,  C.  D., 
1908,  315;  132  O.  G.,  1074;  30  App.  D.  C,  194.) 

The  decision  of  the  Examiners-in-Chdef  is  affirmed. 


Ex  PARTE  Sherman. 

Decided  June  18,  1909. 

147  O.  a,  237. 

Design— Patentability — ^Mechanical  Advantages  Immatebl/o^ 

The  possession  of  features  having  certain  mechanical  advantages  Held 
to  have  no  bearing  upon  the  question  of  the  patentability  of  a  design. 

Appeal  from  Examiners-in-Chief. 

DESIGN  FOB  A  NAIL. 

Messrs,  Alexander  <&  DoweU  for  the  applicant. 

BnxiNOS,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
afiirming  the  action  of  the  Examiner  of  Trade-Marks  and  Designs 
rejecting  a  claim  for  an  ornamental  design  for  a  nail. 

The  reference  is:  Catalogue  for  1890,  Simons  Hardware  Company, 
St.  Louis,  Figures  C3346  and  C3354. 

The  Examiner  rejected  the  claim  in  this  case,  on  the  ground  that 
the  diflferences  between  applicant's  design  and  that  of  the  reference 
involved  no  invention  as  an  ornamental  design. 

It  is  contended  by  applicant  that  the  nail  shown  in  the  reference 
has  a  smooth  concavo-convex  head  attached  to  a  shank,  the  exterior 
surface  of  the  head  being  absolutely  plain,  smooth,  and  unbroken 
in  contour,  whereas  the  nail  shown  in  the  application  has  a  central 
circular  protuberance,  which  imparts  a  stepped  appearance  thereto 
when  viewed  from  the  side  and  when  viewed  from  the  top  the  appear- 
ance of  two  concentric  disks,  one  much  smaller  than  and  rising  above 
the  surface  of  the  other.  While  there  is  a  certain  diflference  in  the 
appearance  of  the  two  nails,  it  is  not  thought  that  this  difference  is 
such  as  to  have  required  invention  as  an  ornamental  design. 

Applicant  also  refers  to  certain  advantages  to  be  derived  from  the 
presence  of  the  central  protuberance — such,  for  example,  as  protect- 
ing a  skirt  from  injury  and  preventing  distortion  of  the  head  when 
the  nail  is  driven.  These  are  only  mechanical  advantages  and  have 
no  bearing  upon  the  question  of  the  patentability  of  the  design. 

The  decision  of  the  Examiners-in-Chief  is  affirm^. 
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Ex  PARTE  Sumner  Iron  Works. 

Decided  August  27, 1909. 
147  O.  G.,  237. 

1.  Tbade-Mabks — "If  Not  Right — Wbite — Will  Make  Right" — ^Advebtisino 

Phbase — ^Not  Registbable. 
The  phrase  "  If  Not  Right— Write— Will  Make  Right "  is  in  the  nature 
of  a  guaranty  that  the  merchandise  to  which  it  is  applied  is  of  good  quality, 
and  it  is  not  the  proper  subject  of  the  technical  trade-mark  protection, 
(citing  in  re  Central  Consumera  Company,  post  329;  140  O.  G.,  1211;  32 
App.  D.  C,  523.) 

2.  Same — Mabk  Containing  Destbuotive  Phbase — Not  Registbable. 

A  mark  comprising  a  circular  figure  bearing  a  monogram  and  l^e  legend 
"  If  Not  Right— Write— Will  Make  Right "  Is  not  registrable,  since  the  le- 
gend is  a  descriptive  phrase  (citing  Johnson  y.  Brandau,  post,  303;  139 
O.  G.,  732;  32  App.  D.  C,  348.) 

On  Appeal. 

TRAIMB-MABK    FOB    SAWMILL,    SHINGLE-MUX,    WELL-DBILLING,    PAPEB-MILL,    MINING, 
AND  SMELTING  MACHINEBT,  ETC. 

Mr.  E.  G.  Siggers  for  the  applicant. 

Tbnnant,  Assistant  Com/missioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  trade-mark  comprising  a  circular  figure  bearing 
a  monogram  and  also  the  legend  "  If  Not  Right — ^Write — ^Will  Make 
Right." 

The  refusal  of  the  Examiner  to  register  the  mark  is  based  upon  the 
fact  that  the  legend  above  referred  to  is  descriptive  of  the  mer- 
chandise, and  in  view  of  the  decision  of  the  Court  of  Appeals  of  the 
District  of  Columbia  in  the  cases  in  re  Central  Consumers  Company 
{posty  329;  140  O.  G.,  1211)  and  Johnson  v.  Brandau  (post^  303; 
139  O.  G.,  732)  is  not  registrable. 

It  is  contended  in  behalf  of  the  appellant  that  these  words  do  not 
signify  the  grade,  ingredients,  or  properties  of  the  articles  of  mer- 
chandise, but  merely  suggest  the  general  merits  or  excellencies  of 
articles  as  coming  from  the  applicant.  It  is  further  stated  that  the 
arrangement  of  these  words  upon  the  circular  figure  is  a  part  of  the  in- 
tegral design  and  that  the  mark  as  a  whole  should  be  permitted  regis- 
tration in  the  manner  in  which  it  is  used  upon  the  merchandise. 

The  phrase  quoted  is  not  merely  a  suggestion  of  the  general  excel- 
lence of  the  merchandise,  as  was  the  case  in  the  authorities  referred  to 
by  appellant,  but  is  in  the  nature  of  a  guaranty  that  the  merchandise 
bearing  this  mark  is  of  a  good  quality  and  that  if  it  is  not  satisfactory 
suitable  reparation  will  be  made.  It  is,  in  my  opinion,  of  the  ad- 
vertising cnaracter  of  which  the  Court  of  Appeals  said  in  re  Central 
Consumers  Company,  supra: 

It  was  evidently  the  Intention  of  Congress  in  placing  these  restrictions  in  the 
Trade-Mark  Act  to  prohibit  anyone  from  acquiring  a  property-right,  protected 


Digitized  by  VjOOQIC 


172  DECISIONS  OP  THE  COMMISSIONER  OP  PATENTS. 

by  law  in  its  exclusive  use,  in  a  name  possessing  any  inherent  signification  that 
would,  of  Itself,  enhance  the  sale  or  value  of  the  article  or  articles  to  which  it 
may  be  applied.  In  other  words,  it  was  intended  to  limit  the  selection  to  mere 
arbitrary  words  or  designs,  the  value  of  which  should  consist  alone  in  their 
becoming  fixed  in  the  public  mind  through  continued  use  on  the  goods  of  the 
owner.  It  was  not  intended  that  the  mark  should  lend  value  to  the  goods,  but 
that  the  quality  of  the  goods  and  the  reputation  of  the  owner  should  ultimately 
make  the  mark  valuable  as  a  symbol  in  the  connection  in  which  it  may  be  used. 

Under  the  terms  of  this  decision  the  phrase  is  clearly  not  the  proper 
subject  of  a  technical  trade-mark  protection. 

In  respect  to  the  contention  that  the  mark  is  registrable  as  a  whole 
this  case  clearly  falls  within  the  ruling  of  the  Court  of  Appeals  of  the 
District  of  Columbia  in  the  case  of  Johnson  v.  Brandau^  supra^  in 
which  it  was  held  that  where  descriptive  matter  appears  upon  a  mark 
presented  for  registration  the  mark  should  be  refused  registration; 
but  the  applicant  should  be  allowed  to  disclaim  or  remove  the  objec- 
tionable features  from  the  drawing  forming  part  of  his  application 
for  registration.  In  view  of  these  conclusions  it  must  be  held  that 
the  action  of  the  Examiner  refusing  the  registration  of  this  mark 
as  presented  is  right. 

The  decision  is  accordingly  affirmed. 


Caupornia  Fruit  Canners  Association  v.  Ratcliff-Sanders 
Grocer  Company. 

Decided  Septemher  20,  1909, 

147  O.  G.,  238. 

Tbade-Mabks — Opposition — Failure  to  Take  Testimony — Reopening. 

Where  a  .party  to  an  opposition  proceeding  failed  to  take  testimony, 
under  the  belief  that  a  concession  would  be  filed  by  the  other  party  which 
would  be  advantageous  to  its  Interests,  Held  that  it  took  the  risk  of  the  loss 
of  its  rights  by  such  failure  to  take  testimony  and  that  jurisdiction  would 
not  be  restored  to  the  Examiner  of  Interferences  to  consider  a  motion  to 
reopen  and  set  new  times  for  taking  testimony. 

On  Petition. 

tbade-mabk  for  canned  fruits. 

Mr.  W.  R.  Stone  and  Mr.  Eugene  C.  Brown  for  California  Fruit 
Canners  Association. 
Mr.  F.  T.  F.  Johnson  for  Katcliff-Sanders  Grocer  Company. 

Tennant,  Assistant  Com/missioner: 

This  is  a  petition  that  jurisdiction  in  the  above-entitled  interference 
be  restored  to  the  Examiner  of  Interferences  to  consider  a  motion  to 
reopen  and  set  times  for  the  taking  of  testimony. 
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It  appears'  that  prior  to  the  date  upon  which  the  present  pro- 
ceeding was  instituted,  April  13,  1909,  the  trade-mark  claimed  by  the 
Batcliff-Sanders  Grocer  Company  was  published  in  the  Oppjcial 
Gazette.  Thereupon  the  California  Fruit  Canners  Association  fded 
a  notice  of  opposition  against  the  registration  of  that  mark,  but  by 
failure  to  present  testimony  in  the  cause  permitted  judgment  by 
default  to  be*  rendered  against  it. 

It  appears  from  the  affidavit  of  Stone,  counsel  for  the  California 
Fruit  Canners  Association,  that  in  January,  1909,  during  the  pead- 
ency  of  the  opposition  proceedings,  negotiations  were  entered  into 
between  the  parties,  the  Ratcliflf-Sanders  Grocer  Company  offering 
to  concede  priority  of  use  of  the  "  Carnation  "  brand  on  canned  fruits 
to  the  California  Fruit  Canners  Association  in  the  opposition  and — 

in  the  Interference  tliat  will  probably  later  be  declared  by  the  Examiner  of 
Trade-Marks— 

in  consideration  that  the  California  Fruit  Canners  Association — 

concede  to  the  Ratcllff-Sanders  Grocer  Company  in  such  probable  interference 
the  use  of  the  word  "  Carnation "  on  canned  vegetables,  dried  fruits,  pickled 
fruits,  and  vegetables  and  preserves — 

and  that,  upon  advice  of  counsel,  the  California  Fruit  Canners  Asso- 
ciation did  not  forward  a  concession  of  the  character  proposed  by 
its  adversary,  in  view  of  a  ruling  of  the  Commissioner  of  Patemts 
on  March  15, 1909,  in  the  case  of  The  California  Fruit  Canners  Asso- 
ciation V.  Knothe  Wells  cfe  Bauer  Company ^  which  referred  to  several 
decisions  of  the  Commissioner  and  of  the  Court  of  Appeals  of  the 
District  of  Columbia  relating  to  the  identity  of  merchandise  of  this 
character. 

It  appears,  however,  that  Ratcliff-Sanders  Grocer  Company,  in 
accordance  with  its  suggestion,  prior  to  May  10,  1909,  placed  in  the 
hands  of  its  counsel  a  concession  of  priority  as  to  the  use  of  the  mark 
on  canned  fruits.  It  is  stated  in  the  affidavit  accompanying  this 
motion  that — 

such  concession  of  priority  when  executed  should  have  been  filed  in  the  Patait 
Office  and  appear  of  record  in  the  above-entitled  matter  that  such  concession, 
if  executed,  should  be  and  is  prima  facie  evidence  of  the  concession  of  prior 
use  to  the  California  Fruit  Canners  Association  by  the  Ratcliff-Sanders  Grocer 
Company.    ♦    ♦    ♦ 

It  is  alleged  that — 

from  the  above  statement  of  facts  this  affiant,  the  California  Fruit  Canners 
Association  had  good  grounds  for  assuming  and  believing  that  said  Ratcliff- 
Sanders  Company  would  in  due  time,  before  the  time  for  the  California  fYuit 
Canners  Association  to  take  the  necessary  testimony  to  prove  such  priority, 
file  the  above-mentioned  concession  executed  by  said  Ratcliff-Sanders  Grocer 
Company,  or  would  so  amend  the  application  for  the  registration  of  the  "  Car- 
nation "  brand  as  to  eliminate  all  classes  of  goods  of  the  same  general  class  as 
those  claimed  by  the  California  Fruit  Canners  Association. 
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Acting  upon  this  assumption  the  California  Fruit  Canners  Asso- 
ciation did  not  take  testimony  within  the  time  fixed  by  the  Examiner 
of  Interferences,  but  at  substantially  the  expiration  of  the  time  asked 
for  an  extension  of  time  in  which  to  take  testimony.  This  was  refused 
by  the  Examiner  of  Interferences,  upon  the  ground  that  the  showing 
in  support  of  the  motion  was  insufficient,  and  thereafter  judgment 
was  rendered  against  the  California  Fruit  Canners  Association.  Sub- 
sequently the  California  Fruit  Canners  Association  filed  a  motion 
before  the  Examiner  of  Interferences  to  reopen  the  case,  in  view  of 
substantially  the  same  facts  now  presented.  That  motion  was  denied, 
upon  the  ground  that  the  facts  shown  in  support  of  the  motion  were 
insufficient,  and  I  do  not  find  in  the  record  of  this  case  or  in  the 
affidavit  in  support  of  the  present  motion  any  additional  reasons 
which  would  warrant  restoring  the  jurisdiction  of  the  case  to  the 
Examiner  of  Interferences  for  further  consideration  of  this  matter. 
It  is  obvious  from  the  facts  set  forth  in  Stone's  affidavit  that 
the  California  Fruit  Canners  Association  failed  to  take  testimony 
within  the  time  set  by  reason  of  its  belief  that  the  Ratcliff- 
Sanders  Grocer  Company  would  file  a  concession  of  priority  which 
would  be  construed  by  the  Office  to  the  advantage  of  the  Cali- 
fornia Fruit  Canners  Association.  The  California  Fruit  Canners 
Association  was  aware  prior  to  the  date  set  for  the  commencement 
of  the  taking  of  testimony  that  the  concession  which  had  been  offered 
by  the  Eatcliflf-Sanders  Grocer  Company  would  not  be  acceptable  to 
the  Office  and  it  would  be  necessary  in  order  to  preserve  its  rights 
for  the  California  Fruit  Canners  Association  to  take  testimony.  In 
failing  to  take  testimony  upon  the  assumption  that  its  adversary 
would  file  a  concession  which  would  be  advantageous  to  the  inter- 
ests of  the  California  Fruit  Canners  Association  the  latter  took  the 
risk  of  the  loss  of  its  rights  by  failure  to  take  testimony. 

The  petition  is  accordingly  denied. 


Shiner  v.  Edison. 

Decided  June  i,  1909, 

147  O.  G.,  517. 

iNTEBFEBEirCB — ^PBIOBFTY — CONCEALMENT   OP    INVENTION, 

Where  the  development  of  an  invention  extended  over  a  year  and 
required  the  expenditure  of  $100,000  and  was  witnessed  by  a  large  number 
of  employees  and  visitors  and  where  the  party  so  developing  the  invention 
was  also  the  first  to  file  his  application,  Held  that  there  is  no  such  conceal- 
ment of  the  invention  as  to  bring  the  case  within  the  doctrine  of  Ma%on  v. 
Hephum,  (C.  D.,  1898,  510;  84  O.  G.,  147.) 
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2.   SaMB — STIFI^LATIOir    IN    LiKU    OF    TESTIMONY. 

The  filing  of  stipulations  in  uncertain  and  indefinite  language  which 
requires  construing  by  the  Office  instead  of  an  undisputed  statement  of 
facts  or  testimony  duly  taken  with  opportunity  for  cross-examination  can- 
not be  too  strongly  condemned. 

On  Appeal. 

BOTABT   KILN. 

Mr.  J.  Walter  Douglass  for  Shiner. 
Mr,  Frank  L,  Dyer  for  Edison. 

MooBE,  Commissioner: 

This  is  an  appeal  by  Edison  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  to  Shiner. 

The  invention  in  issue  relates  to  certain  improvements  in  kilns 
adapted  to  bum  cement,  and  its  object  is  to  prevent  the  carrying  off, 
through  the  flue  from  the  furnace,  of  the  fine  particles  of  cement 
disintegrated  during  the  burning  in  the  kiln.  The  burning-chamber 
comprises  a  rotary  cylinder  leading  into  the  stack  or  flue,  a  chamber 
being  provided  at  the  base  of  the  stack  for  the  purpose  of  decreasing 
the  speed  of  the  discharged  gases  and  allowing  the  material  carried 
by  the  gases  to  fall  to  the  hopper-shaped  bottom  of  said  chamber, 
which  is  provided  with  a  conveyer  for  returning  the  deposited  ma- 
terial to  the  rotary  kiln. 

The  issue  of  the  interference  is  as  follows: 

1.  In  a  rotary  kiln,  a  stack  provided  with  a  base  having  a  chamber  adapted  to 
receive  and  to  retain  matter  dropped  from  the  stack,  a  kiln-tube  connected  with 
the  base  and  terminating  with  its  interior  portion  slightly  below  the  chamber 
thereof,  and  movable  means  for  positively  conducting  the  descending  matter 
from  the  stack-flue  directly  into  said  kiln. 

Shiner  is  a  patentee;  but  the  application  upon  which  his  patent 
was  granted  was  filed  during  the  pendency  of  Edison's  application  in 
the  Patent  Office,  and  he  cannot  therefore  obtain  any  advantage  by 
reason  of  the  fact  that  a  patent  was  issued  to  him.  Shiner  alleges 
that  he  conceived  the  invention  July  15,  1903;  that  he  made  draw- 
ings of  the  same  July  20, 1904 ;  that  he  disclosed  it  to  others  July  25, 
1904;  that  he  reduced  the  invention  to  practice  about  the  first  of 
August,  1904,  by  the  construction  of  a  full-sized  kiln,  which  was  suc- 
cessfully operated,  and — 

that  he  has  manufactured  others  for  use  since  the  early  part  of  1905,  and  that 
thirty  or  more  such  kilns  containing  his  said  invention  as  defined  by  the  count 
of  this  interference  have  been  installed  and  are  now  in  successful  use. 

Edison  alleges  in  his  preliminary  statement  that  he  conceived  the 
invention  January  1,  1899;  that  he  made  working  drawings  of  the 
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invention  January  12  and  13, 1899 ;  that  he  made  a  further  working 
drawing  of  the  invention  on  July  25,  1900;  that  he  disclosed  his 
invention  to  others  in  January,  1899;  that  in  September,  1899,  he 
made  a  wooden  model  of  the  invention ;  that — 

immediately  after  the  completion  of  said  wooden  model  the  construction  of  a 
fuU-sized  apparatus  was  commenced  embodying  said  invention  and  was  finished 
about  August,  1900,  and  that  said  full-sized  apparatus  was  operated  for  several 
weeks  and  thoroughly  tested  in  August,  1900,  at  deponent's  laboratory  at 
Orange,  N.  J.,  and  except  for  full-sized  apparatus  deponent  has  completed  no 
other  apparatus  embodying  the  invention. 

The  Examiner  of  Interferences  held  that  although  Edison  was  the 
first  to  conceive  the  invention  and  the  first  to  file  his  application, 
Shiner,  who  had  conceived  and  reduced  the  invention  to  practice 
prior  to  Edison's  filing  date,  was  entitled  to  priority  of  invention 
upon  the  ground  that  Edison,  by  reason  of  his  long  delay  in  the  filing 
of  the  application  after  his  alleged  reduction  to  practice  and  because 
of  his  concealment  of  the  invention  from  the  public,  had  forfeited 
his  rights  in  favor  of  Shiner,  under  the  doctrine  announced  in  Mason 
V.  Hephum,  (C.  D.,  1898,  510;  84  O.  G.,  147;  13  App.  D.  C,  86;) 
Quiat  V.  Ostrom,  (C.  D.,  1904,  594;  108  O.  G.,  2147;  23  App.  D.  C, 
69;)  Matthes  v.  Burt,  (C  D.,  1905,  574;  114  O.  G.,  764;  24  App.  D.  C, 
265,)  etc. 

Upon  appeal  each  of  the  Examiners-in-Chief  wrote  a  separate 
opinion,  the  conclusion  of  the  majority  being  that  the  decision  of  the 
Examiner  of  Interferences  was  right. 

One  of  the  members  of  the  Examiners-in-Chief  stated  as  an  addi- 
tional reason  for  awarding  priority  of  invention  to  Shiner  that 
Edison  did  not  claim  the  invention  until  after  he  had  become  cogni- 
zant of  the  claims  of  Shiner's  patent,  which  he  thereupon  copied  and 
inserted  in  his  application. 

No  depositions  of  witnesses  are  presented;  but  the  case  is  sub- 
mitted upon  stipulation  as  to  certain  facts  which  it  is  agreed  shall  be 
accepted  in  lieu  of  testimony  on  the  part  of  the  respective  parties. 
There  is,  however,  a  disagreement  as  to  the  meaning  of  the  terms  of 
the  stipulation,  as  will  hereinafter  appear.  The  filing  of  stipula- 
tions of  this  character,  instead  of  presenting  an  undisputed  state- 
ment of  facts  or  testimony  duly  taken  with  opportunity  for  cross- 
examination,  cannot  be  too  strongly  condemned.  A  stipulation  is 
defined  in  Bouvier's  Law  Dictionary  as — 
an  agreement  between  counsel  respecting  business  before  the  court 

It  is  clear  that  such  stipulation  should  be  a  positive  agreement  in 
terms  the  meaning  of  which  should  not  need  to  be  construed  by  the 
court. 
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The  stipulation  in  this  case  after  reciting  certain  facts  appearing 
in  the  files  of  the  respective  applications  presents  the  case  of  the 
respective  parties  as  follows : 

SHINEB'S  CASE. 

1.  The  Invention  defined  by  the  interference  issue,  the  first  claim  only,  of 
the  Shiner  Patent  No.  844,623  of  February  19th,  1907,  was  conceived  by  the 
patentee  Shiner,  on  or  about  July  15.  1903.  He  made  drawings  of  the  inven- 
tion about  July  20th,  1904,  and  explained  the  same  to  others  about  the  25th  of 
July,  1904. 

2.  That  he  first  embodied  the  invention,  the  issue  of  this  interference,  In  a 
rotary  kiln,  at  the  Atlas  Portland  Cement  Compapy's  Work,  at  Northampton, 
Pennsylvania,  July  29,  1904,  and  the  kiln  was  started  up  with  said  invention 
therein  about  August  1st,  1904,  and  worked  successfully  since  said  date.  That 
since  said  first  day  of  August,  1904,  thirty  odd  rotary  kilns,  have  been  modified 
to  embody  in  structure  the  invention,  the  issue  of  this  interference,  by  the  said 
Shiner  and  others  under  his  superintendence  of  installation  as  set  out  in  his 
patent  of  February  19th,  1907,  No.  844,623,  and  all  of  which  kilns  embodying 
the  said  Shiner  Invention  are  now  in  successful  operation,  at  different  points  at 
this  time.  The  cost  of  changing  an  ordinary  rotary  cement-clinkering  kiln  to 
the  Shiner  patented  invention  to  effect  a  reduction  of  waste  in  the  clinkering 
of  the  cement  materials  is  between  six  and  ten  dollars  per  kiln.  That  this  can 
be  accomplished  by  principally  a  bricklayer  under  plans  of  the  Shiner  invention. 
The  Shiner  invention  is  designed  to  conserve  waste  in  the  production  of  Port- 
land cement. 

EDISON'S  CASE. 

1.  The  Invention  defined  by  the  interference  issue  was  conceived  by  the  party 
Edison  on  or  about  January  1,  1899,  and  was  at  that  time  fully  disclosed  by 
him  to  others  at  Orange,  and  elsewhere  within  the  United  States,  but  not  to  his 
knowledge  at  any  time  to  Shiner  and  his  associates. 

2.  In  the  month  of  January,  1899,  Edison  had  working  drawings  made  of  the 
invention  and  in  the  month  of  July  of  that  year  he  caused  a  second  set  of 
working  drawings  thereof  to  be  made.  In  the  month  of  September,  1899,  he 
made  a  wooden  model  of  the  invention  and  from  time  to  time  during  the  year 
1899,  and  particularly  In  the  month  of  February  of  that  year,  he  made  numer- 
ous sketches  Illustrating  the  invention  of  the  issue. 

3.  Edison  began  In  October,  1899,  and  completed  In  August,  1900,  at  the  Edi- 
son laboratory,  West  Orange,  N.  J.,  a  complete,  full-size  kiln  involving  therein 
the  issue  and  immediately  after  its  completion  this  kiln  was  successfully  tested 
and  the  apparatus  was  successfully  operated  and  large  amounts  of  cement- 
forming  material  were  burned  to  clinker  which  was  ground  to  form  Portland 
cement 

This  cement  was  not  made  use  of  commercially,  however,  but  was  merely 
tested  to  determine  that  the  clinker  was  properly  burned.  These  operations 
constituted  a  complete  reduction  to  practice  of  the  kiln,  in  which  was  embodied 
the  issue.  The  development  of  the  Edison  kiln  involved  expenses  of  over  one 
hundred  thousand  dollars,  and  were  witnessed  by  large  numbers  of  employees 
of  the  Edison  laboratory  and  by  numerous  visitors,  none  of  whom,  however, 
was  Shiner  and  his  associates  to  the  best  of  the  knowledge  and  belief  of  the 
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said  Edison,  nor  is  there  any  claim  at  tbis  time  that  Shiner  derived  the  ideas 
of  his  invention  patented  February  19th,  1907,  from  what  the  said  Edison  might 
have  been  doing,  both  worlslng  Independently,  as  inventors,  in  this  field. 

It  appears  from  the  stipulation  of  facts  in  respect  to  the  case  of  the 
appellant  Edison  that  the  invention  in  issue  was  reduced  to  practice 
immediately  after  the  completion  of  the  full-sized  kiln  in  August, 
1900.  His  application  was  not  filed,  however,  until  January  27, 1906. 
It  is  contended  in  behalf  of  Shiner  that  the  "  development "  of  the 
Edison  kiln  referred  to  in  the  stipulation,  which  it  is  stated — 

involved  expenses  of  over  one  hundred  thousand  dollars  and  was  witnessed  by 
large,  numbers  of  employees  of  the  Edison  laboratory  and  by  numerous  visitors — 

while  amounting  to  reduction  to  practice  of  the  invention  did  not 
constitute  a  disclosure  to  the  public,  and  that  by  Edison's  failure  to 
file  his  application  until  January,  1906,  he  had  forfeited  his  rights 
thereto  in  favor  of  Shiner,  who,  according  to  the  stipulation  relating 
to  the  latter's  case,  reduced  his  invention  to  practice  in  August,^  1904. 
It  is  contended  upon  behalf  of  Edison,  however,  that  the  invention 
was  disclosed  to  the  public  in  1900  "  during  its  development,"  and 
that  this  fact  negatives  any  forfeiture  of  the  invention  under  the 
doctrine  set  forth  in  Mason  v.  Hepburn^  supra^  and  the  cases  cited 
which  follow  the  same  principle. 

It  is  pointed  out  in  behalf  of  Shiner  that  the  word  "  development " 
has  at  least  two  meanings,  one  referring  to  the  working  out  of  the  de- 
tails of  a  plan,  the  other  relating  to  its  execution,  and  it  is  urged  that 
the  stipulation  merely  refers  to  the  disclosure  to  the  public  of  an 
incomplete  device,  but  does  not  show  any  disclosure  to  the  public  of 
the  invention  when  finally  successfully  operated,  and  also  that — 
it  is  only  by  deduction  from  the  statement  that  the  inv^ition  in  issue  was  con- 
tained in  the  kiln  and  that  the  later  was  successfully  operated  that  a  conclu- 
sion can  be  reached  that  the  successful  operation  of  the  kiln  Included  the  suc- 
cessful operation  of  the  invention  in  issue. 

The  stipulation  relating  to  Shiner's  disclosure  of  the  alleged  inven- 
tion to  the  public  is  open  to  an  equally  fatal  criticism.  In  respect 
to  the  extent  of  use  of  his  invention  it  is  stipulated  that — 

since  the  first  day  of  August,  1904,  thirty  odd  rotary  kilns  have  been  modified 
to  embody  the  structure  of  the  invention,  the  issue  of  this  interference  by 
said  Shiner  and  others  under  his  superintendence  of  installation,  as  set  out  in 
his  patent  of  February  19,  1907,  No.  844,623,  and  all  of  which  kilns  embodying 
said  Shiner's  invention  are  now  in  successful  operation  at  different  points  at 
this  time. 

Shiner's  preliminary  statement,  previously  quoted,  contains  the 
allegation  that  the  thirty  kilns  referred  to  were  made  "since  the 
early  part  of  1905."  In  view  of  this  variance  in  the  statement  of 
facts  between  the  preliminary  statement  sworn  to  by  Shiner  and  the 
stipulation  submitted  in  his  behalf  there  is  no  greater  reason  to 
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assume  that  these  thirty  kUns  may  not  have  been  constructed  subse- 
quent to  the  date  of  his  patent,  February  9,  1907,  which  is  "  since 
the  first  day  of  August,  1904,"  and  "  since  the  early  part  of  1905," 
than  there  is  to  assume  that  the  public  witnessed  Edison's  "  develop- 
ment "  of  the  invention  prior  to  its  completion.  It  is  therefore  obvi- 
ous that,  excluding  any  "  presumptions  "  arising  from  the  terms  of 
the  stipulations.  Shiner  is  in  no  better  position  in  respect  to  his 
alleged  disclosure  of  the  actual  invention  to  the  public  than  is 
Edison. 

It  is  believed  that  where  a  stipulation  is  entered  into  in  respect 
to  the  facts  in  a  party's  case  any  doubt  as  to  the  meaning  of 
terms  used  therein  should  be  construed  in  favor  of  such  party.  The 
fact  that  Edison's  invention  was  in  course  of  development  for  over  a 
year,  that  it  cost  over  $100,000,  that  the  invention  was  successfully 
reduced  to  practice,  and  that  the  development  was  not  only  witnessed 
by  a  large  number  of  employees  of  the  Edison  laboratory,  but  by 
numerous  visitors,  is  conclusive  to  my  mind  that  there  was  no  such 
concealment  of  the  invention  as  would  bring  the  case  within  the 
doctrine  of  Mason  v.  Hephum^  supra.  Furthermore,  the  fact  that 
Edison,  while  the  first  to  reduce  the  invention  to  practice  was  also 
the  first  to  file  his  application  and  that  his  application  was  filed  with- 
out any  knowledge  of  Shiner's  entry  into  the  field,  negatives  any  pre- 
sumption of  intentional  concealment. 

In  each  of  the  cases  cited  by  the  lower  tribunals,  which  turned  upon 
the  doctrine  of  estoppel  by  concealment,  three  factors  were  present, 
which  are  (1)  wilful  concealment  of  the  invention  by  the  prior  in- 
ventor, (2)  an  earlier  disclosure  to  the  public  by  the  second  inventor, 
(8)  stimulation  of  the  earlier  inventor  into  efforts  to  secure  a  patent 
by  knowledge  that  his  invention  had  been  placed  in  the  hands  of  the 
public  by  a  rival.  In  none  of  the  cases  relied  upon  by  the  lower 
tribunals  or  to  which  my  attention  has  been  directed  has  it  been  held 
that  the  first  to  reduce  the  invention  to  practice  had  forfeited  his 
invention  in  favor  of  a  later  inventor  in  the  absence  of  any  of  these 
conditions. 

In  the  case  of  Oliver  v.  Felhel  (C.  D.,  1902,  565;  100  O.  G.,  2384; 
20  App.  D.  C,  255)  it  was  stated  that  where  reduction  to  practice  by 
the  first  inventor  is  shown  his  right  to  a  patent  is  not  barred  by  delay 
thereafter  unless  there  be  some  circumstances  of  concealment,  sup- 
pression, or  abandonment  of  the  invention.  In  McBerty  v.  Cook 
(C.  D.,  1900,  248;  90  O.  G.,  2295;  16  App.  D.  C,  133)  it  was  held 
that  although  Cook  reduced  the  invention  to  practice  in  1891  or  1892, 
but  did  not  put  it  into  commercial  use  or  apply  for  a  patent  until 
1896,  his  delay  in  applying  for  a  patent  or  making  commercial  use 
of  his  invention  was  not  such  as  to  indicate  an  intention  to  conceal 
or  suppress  his  invention  from  the  public  as  would  subordinate  his 
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right  to  that  of  McBerty,  who  promptly  applied  for  a  patent.  In  the 
case  of  Smith  v.  Brooks  (C.  D.,  1904,  672;  112  O.  G.,  953;  24  App. 
D.  C.,  75)  it  was  held  that  while  a  delay  of  two  years  and  eight 
months  after  an  alleged  reduction  to  practice  warrants  a  strong  pre- 
sumption that  what  was  done  amounted  to  a  mere  abandoned  experi- 
ment such  presumption  could  be  overcome  by  satisfactory  proof  that 
the  machine  was  successfully  operated.  In  the  case  of  Howard  v. 
Bowes  (C.  D.,  1908,  647;  137  O.  G.,  733)  it  is  stated  that— 

Howard  was  under  no  obligation  to  give  the  pubilc  tlie  benefit  of  his  discovery, 
but  by  failing  to  do  so  he  assumed  the  risk  that  some  other  inventor  might  do 
so  and  thus  In  the  eyes  of  the  law  become  the  prior  Inventor,  and  as  such  entitled 
to  a  patent  {Mason  v.  Hepburn,  C.  D.,  1898,  510;  84  O.  G.,  147;  13  App.  D.  C, 
86 ;  Thomson  v.  Weston,  O.  D.,  1902,  521 ;  99  O.  G..  864 ;  19  App.  D.  C,  373 ;  Mat- 
thes  V.  Burt,  C.  D.,  1905,  574;  114  O.  G.,  764;  24  App.  D.  C,  265;  Bliss  v.  McEU 
roy,  C.  D.,  1907,  537;  128  O.  G.,  458;  29  App.  D.  C,  120;  Richards  v.  Burkholder, 
C.  D..  1907,  563;  128  O.  G.,  2533;  29  App.  D.  C,  485.) 

The  Court  of  Appeals  of  the  District  of  Columbia  said  in  Rolfe  v. 
Hoffman^  (C.  D.,  1906,  588;  121  O.  G.,  1350;  26  App.  D.  C,  336—) 

The  doctrine  enunciated  by  tills  court  in  Mason  v.  Hepburn  (O.  D.,  1898,  510; 
84  O.  G.,  147;  13  App.  D.  C,  510)  and  Warner  v.  Smith  (C.  D.,  1898,  517;  84 
O.  G.,  311 ;  13  App.  D.  C,  111)  was  based  upon  the  facts  disclosed  by  the  records 
In  those  cases,  and  the  rule  there  laid  down  will  not  be  extended  to  any  case  not 
coming  clearly  within  it,  as  we  said  in  McBerty  v.  Cook,  (C.  D.,  1900,  248;  90 
O.   G.,  2295;   16  App.  D.  C,  133.) 

The  decision  of  the  same  court  in  Brown  v.  Blood  (C.  D.,  1903,  617; 
105  O.  G.,  976)  is  to  the  same  effect.  In  the  light  of  these  authorities 
it  must  be  held  that  Edison  was  not  guilty  of  such  concealment  of  his 
invention  as  would  subordinate  his  rights  to  those  of  the  later  in- 
ventor, Shiner,  even  though  the  latter  gave  the  public  the  benefit 
of  his  invention  soon  after  its  successful  completion. 

The  present  case  is  analogous  to  the  case  of  Kellogg  Switchboard 
<&  Supply  Co.  V.  International  Telephone  Mfg.  Co.j  (158  F.  R.,  104,) 
which  is  discussed  by  the  dissenting  member  of  the  Board  of  Exam- 
iners-in-Chief  as  follows: 

In  Kellogg  Company  v.  International  Company  (158  Fed.  Rep.,  104)  conditions 
^existed  In  some  respects  strikingly  like  those  In  the  present  case.  Dean  com- 
pleted his  invention,  laid  It  aside  and  kept  it  secret  for  six  years  before  apply- 
ing for  the  patent  McCormick  claimed  to  have  made  the  invention  prior  to 
the  filing  of  Dean's  application,  but  also  laid  it  aside  for  some  months  and  only 
applied  after  Dean*s  application  and  introduction  to  commercial  use  of  the  in- 
vention. The  court  held  Dean  to  be  the  true  inventor,  observing  that  he  was 
the  first  to  give  the  invention  to  the  public  and,  as  to  his  delay  in  applying  for 
the  patent,  that  the  burden  of  establishing  abandonment  is  on  him  who  asserts 
it.  The  court  further  remarked,  evidently  referring  to  McCormlck's  delay,  that 
the  latter  could  not  invoke  the  doctrine  of  equitable  estoppel  for  the  reason 
that  he  himself  had  been  negligent 
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It  is  stated  by  one  of  the  members  of  the  Board  of  Examiners-in- 
Chief  that  Shiner  was  the  first  to  clmm  the  invention  in  issue,  and  he 
mak^  this  a  further  basis  of  his  award  of  priority  in  Shiner's  favor. 
I  am  unable  to  find  any  basis  of  fact  or  of  law  for  this  conclusion. 
Edison's  original  application  contained  in  the  statement  of  invention 
the  following  allegations: 

The  objects  of  my  present  invention  are,  first,  to  provide  a  rotary  kUn,  which 
win  effect  very  considerable  economies  In  the  fuel  burned  by  materially  reduc- 
ing the  temperature  of  the  stack-gases ;  and  second,  to  provide  a  rotary  cement- 
kiln  in  wiych  the  loss  due  to  the  carrying  off  of  unbumed  material  with  the 
stack-gases  will  be  considerably  reduced.    ♦    ♦    ♦ 

In  respect  to  the  particular  structure  he  states — 

and  second,  combining  with  such  a  kiln,  a  settling-chamber  into  which  the  upper 
end  of  the  kiln  leads,  and  of  such  a  size  as  to  reduce  the  velocity  of  the  draft 
to  a  sufficient  extent  as  to  permit  any  material  carried  out  of  the  kiln  by.  the 
draft  to  be  deposited  by  gravity  in  said  settling-chamber  and  be, returned  to  the 
kiln  for  burning  therein  by  gravity,  or  by  appropriate  feeding  mechanism. 

His  original  claim  6  reads  as  follows: 

6.  The  combination  with  a  rotary  kiln,  of  a  settling-chamber  with  which  the 
upper  end  of  the  kiln  connects,  a  hopper  in  said  settling-chamber,  and  a  con- 
veyer in  said  hopper  for  returning  to  the  kiln  material  deposited  in  said  hopper, 
substantially  as  set  forth. 

Original  claim  4  was  in  still  broader  terms.  It  is  clear  from  this 
disclosure  and  from  these  claims  that  Edison  was  endeavoring  to 
cover  the  invention  here  in  issue  in  his  application  as  originally  filed, 
although  the  identical  claims  of  the  issue  were  subsequently  copied 
from  Shiner's  patent.  This  clearly  brings  the  case  within  the  ruling 
of  the  Court  of  Appeals  of  the  District  of  Columbia  in  the  case  of 
Lotz  V.  Kenny,  (C.  D.,  1908,  467;  135  O.  G.,  1801;  31  App.  D.  C, 
205,)  in  which  it  was  held  that  an  applicant  is  entitled  to  the  date  of 
his  original  application,  although  the  claims  forming  the  issue  of  the 
interference  were  not  made  until  after  said  applicant  became  aware 
that  such  claims  were  included  in  a  patent  subsequently  granted  to 
his  opponent. 

To  briefly  summarize,  the  facts  in  this  case  as  above  pointed  out 
do  not  in  my  opinion  fall  within  the  ruling  in  Mason  v.  Hepburn, 
supra,  first,  for  the  reason  that  Edison's  invention  is  not  shown  to 
have  been  either  abandoned  or  concealed  from  the  public,  and,  sec- 
ond, because  he  was  not  stimulated  into  activity  by  the  knowledge  of 
Shiner's  invention.  On  the  contrary,  his  application  was  filed  prior 
to  Shiner's  filing  date  and  the  invention  was  claimed  by  Edison  in 
his  original  application,  which  was  filed  prior  to  the  application  upon 
which  Shiner  had  taken  his  patent.    Furthermore,  there  is  no  more 
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direct  evidence  that  Shiner  placed  his  invention  in  the  hands  of  the 
public  prior  to  the  date  upon  which  he  filed  his  application  than  that 
Edison  disclosed  his  invention  to  the  public  at  the  time  of  his  alleged 
reduction  to  practice. 

/  atn  therefore  forced  to  conclude  that  the  decision  of  the  Examin- 
ers-in-Chief  awarding  priority  to  Shiner  is  erroneous^  and  it  is  accord^ 
ingly  reversed. 


Ex  PARTE  Scott  and  Dbats. 
Dedded  September  9,  1909, 

147  O.  G.,  520. 

Division — Practice. 

Where  in  respect  to  a  requirement  for  division  between  article  and  proc- 
ess claims  an  applicant  canceled  the  process  claims  for  the  express  purpose 
of  obtaining  action  on  the  merits  and  with  the  statement  that  process  claims 
would  later  be  reasserted,  Held  that  the  Examiner  was  right  in  requiring 
that  the  process  claims  be  resubmitted,  if  at  all,  before  action  on  the  merits, 
although  under  the  circumstances  he  might  have  considered  the  cancela- 
tion of  the  process  claims  final  and  refused  thereafter  to  consider  any 
further  process  claims. 

On  Petition. 

CONDUCTING   MATERIAL   FOR  ELECTRIC   APPARATUS. 

Mr.  Levin  H.  Campbell  and  Mr.  John  F.  Ride  for  the  applicants. 

Tennant,  Acting  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  requiring  the 
applicants,  if  they  intend  to  prosecute  in  this  case  claims  for  a  proc- 
ess as  well  as  claims  for  an  article  of  manufacture,  to  introduce  them 
before  action  is  taken  upon  the  merits. 

The  record  shows  that  as  originally  presented  this  case  embraced 
both  claims  to  an  article  and  to  the  process  of  making  such  article. 
The  Examiner  in  his  first  action  required  division  between  the  process 
and  the  article,  upon  the  groimd  that  they  were  separate  inventions, 
and  cited  the  state  of  the  art  as  disclosed  by  a  cursory  examination. 
Thereupon  the  applicants  canceled  the  process  claims  objected  to, 
but  filed  in  lieu  thereof  a  single  process  claim.  The  examiner,  be- 
lieving that  the  insertion  of  this  process  claim  was  due  to  inadver- 
tence, advised  the  applicants  of  that  fact,  and  the  applicants  re- 
sponded, canceling  the  claim  and  stating: 

Claim  11  has  been  canceled  as  above  for  the  sole  purpose  of  securing  an 
action  on  the  merits  of  the  case  without  further  unnecessary  delay.  The  pres- 
entation of  this  claim  was  not  an  inadvertence  on  the  part  of  applicants,  as 
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soggeeted  In  the  official  letter.  *  *  *  Applicants  therefore,  intend  to  pre- 
sent a  process  claim  or  claims  later  on  in  the  prosecution  of  this  case  at  such 
time  as  they  deem  advisable. 

The  Examiner  then  msisted  that  if  process  claims  were  to  be 
presented  in  addition  to  the  article  claims  they  should  be  presented 
at  the  outset  and  held  that —  • 

should  process  claims  not  be  inserted  at  the  present  time  in  order  that  the 
question  of  division  may  be  settled  immediately  applicants  will  be  presumed  to 
elect  the  prosecution  of  the  invention  now  claimed  and  should  they  attempt 
thereafter  to  insert  claims  for  a  process,  such  claims  would  be  refused  admis- 
sion, not  only  as  involving  a  different  invention  but  as  involving  an  invention 
which  applicants  have  decided  not  to  prosecute  in  the  present  case  by  reason 
of  their  failure  to  assert  them  at  the  pres^it  time  and  have  their  admissibility 
now  determined. 

It  is  stated  in  behalf  of  the  applicants  that  inasmuch  as  the  inven- 
tions are  dependent  on  each  other  it  is  desired  to  prosecute  the  article 
claims  to  condition  for  allowance  and  with  such  article  claims  as  a 
guide  as  to  the  patentable  subject-matter  to  draw  process  claims 
registering  with  the  article  claims.  It  is-  contended  that  applicants 
cannot  be  held  to  be  estopped  by  the  cancelation  of  the  process  claims 
at  this  time  from  inserting  such  claims  later  in  the  prosecution  of  the 
case  and  urged  that  it  is  the  duty  of  the  Examiner  to  pass  upon  the 
claims  now  before  him  and  to  examine  the  process  claims  when 
such  claims  may  hereafter  be  presented.  The  petition  accordingly 
requests  that  the  Examiner  be  directed  to  proceed  with  an  examina- 
tion of  the  article  claims  without  prejudice  to  the  admission  of  process 
claims  which  may  be  presented  later. 

I  am  of  the  opinion  that  the  action  of  the  Examiner  in  this  case  is 
clearly  right.    Rule  42  provides,  in  part,  that — 

if  several  inventions,  claimed  in  a  single,  application,  be  of  such  a  nature  that 
a  single  patent  may  not  be  Issued  to  cover  them,  the  inventor  will  be  required 
to  limit  the  description,  drawing,  and  claim  of  the  pending  application  to 
whichever  invention  he  may  elect.  ♦  *  ♦  If  the  independence  of  the  invent 
tions  be  clear,  such  limitation  will  be  made  before  any  action  upon  the  merits ; 
otherwise  it  may  be  made  at  any  time  before  final  action  thereon,  in  the  discre- 
tion of  the  Examiner. 

It  is  obvious  that  if  the  article  and  the  process  of  making  such 
article  to  which  the  claims  of  this  application  were  originally  directed 
comprise  a  single  invention  or  dependent  inventions  of  such  character 
that  a  single  patent  may  be  issued  to  cover  them  claims  for  both  the 
article  and  process  should  be  presented  for  consideration  at  the  same 
time.  It  is  contrary  to  the  practice  of  this  Office  to  act  upon  cases 
in  a  piecemeal  manner.  The  requirement  of  division  was  made  in 
this  case  in  the  first  Office  letter,  and  in  accordance  with  the  well- 
settled  practice  of  the  Office  a  final  determination  of  this  question 
should  be  reached  before  action  is  had  upon  the  merits  of  the  inven- 
21895~H.  Doc.  124, 61-2 ^18 
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tion.  If  the  applicant  by  canceling  the  claims  acquiesces  in  the  re- 
quirement of  division  made  by  the  Examiner,  the  latter  has  a  right 
to  consider  his  action  upon  the  matter  final  and  to  refuse  further 
consideration  of  claims  based  upon  the  matter  covered  by  the  claims 
canceled  pursuant  to  his  requirement  for  division. 

In  the*  present  case  it  appears  that  there  are  no  claims  upon  the 
process  now  pending  before  the  Examiner,  and  he  might  have  ccm- 
sidered  these  claims  upon  the  merits  and  have  refused  to  enter  any 
process  claims  which  might  subsequently  be  presented.  Instead  of 
taking  this  arbitrary  course  he  has  given  the  applicants  an  oppor- 
tunity to  again  present  process  claims  for  the  purpose  of  finally 
determining  whether  the  matters  included  in  the  application  comprise 
a  unitary  invention  or  divisible  inventions.  This  course  of  the  Ex- 
aminer is  eminently  fair  to  the  applicants,  and  I  find  no  suffid^it 
reason  which  will  warrant  the  granting  of  the  request  of  the  appli- 
cants. 

The  petition  is  denied. 


SixouoR  t;.  Engbl. 

Decided  June  12, 1909. 

147  O.  G.,  760. 

1.  INTBBFEBENCE — PSEOBITT — RiGHT   TO  MaKB  CLAIMS — Ck>N8TBUCTION  OF    ISSUR. 

In  deciding  whether  a  party  to  an  interference  has  a  right  to  make  a 
claim  involved  therein  such  claim  should  be  given  the  broadest  meaning 
consistent  with  its  terms ;  but  it  cannot  be  enlarged  beyond  the  plain  import 
thereof  as  set  forth  in  the  specification  on  which  it  is  based. 

2.  Same — Samb — Same — Same. 

Where  the  invention  in  issue  is  a  water-tube  boiler  and  the  counts  which 
correspond  to  S.*s  claims  specify,  respectively,  "a  plain  drum  having  sep- 
arate tube-landings  formed  therein"  and  "a  plain  drum  having  parallel 
rows  of  separate  circular  tube-landings,"  Betd  that  these  claims  cannot  be 
made  by  E.,  whose  application  discloses  a  drum  having  landings  adapted  to 
receive  at  least  two  tubes. 

Afpbal  from  Examiners-in-Chief . 

BOILER. 

Messrs.  Howson  <&  Howson  for  Sinclair. 
Mr.  J.  Nota  McGUl  for  Engel. 

Moore,  Commissioner: 

This  case  is  before  me  on  appeal  by  Sinclair  from  the  decision  of 
the  Examiners-in-Chief  awarding  priority  of  invention  as  to  count  1 
to  Engel  and  on  appeal  by  Engel  from  their  decision  awarding 
priority  of  invention  to  Sinclair  as  to  count  2  of  the  issue. 

The  issue  is  as  follows : 

1.  In  a  water-tube  boiler,  a  plain  drum  having  separate  tube-landings  formed 
therein^  in  parallel  rows,  and  so  arranged  as  to  leave  su^tent  space  t^tweeo 
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the  adjacent  transverse  rows  for  the  hunrtion  or  withdmwal  of  the  tabes  from 
either  side  of  a  row  without  the  use  of  manholes^  as  described. 

2.  In  a  water-tube  boiler,  a  plain  drum  having  parallel  rows  of  separate  cir- 
cular tul>e-landing8  formed  partially  above  and  partially  below  the  drum-face, 
and  so  arranged  as  to  leave  sufficient  space  between  the  adjacent  transverse 
rows  for  the  insertion  or  withdrawal  of  the  tubes  from  either  side  of  a  row 
without  the  use  of  manholes,  as  described. 

The  invention  in  issue  relates  to  improyements  in  water-tube  boilers 
in  which  two  cylindrical  drums  are  connected  by  a  series  of  water- 
tubes,  the  heat  from  the  furnace  being  caused  to  pass  through  the 
interstices  between  the  tubes. 

Sinclair  is  a  patentee;  but  the  application  upon  which  his  patent 
was  granted  was  not  filed  until  October  23, 1906,  whereas  the  applica- 
tion of  Engel  was  filed  September  5,  1905.  Neither  party  has  taken 
testimony ;  but  it  is  contended  in  behalf  of  Sinclair  that  Engel  has  no 
right  to  make  the  claims  corresponding  to  the  counts  of  the  issue. 

The  structures  of  each  party  comprise  a  plurality  of  drums  con- 
nected by  tubes,  the  landings  for  the  tubes  upon  the  respective  drums 
being  parallel  and  formed — 

partially  above  and  partially  below  the  surftice  of  the  drum-face. 

In  the  Sinclair  structure,  as  disclosed  in  his  drawing  and  specifica- 
tion, each  tube  is  provided  with  a  separate  landing  substantially 
drcolar  in  form,  and  the  rows  of  tubes  are  spaced  sufficiently  far 
apart  to  permit  the  withdrawal  of  the  tubes  from  either  side  of  a  row. 
In  the  structure  disclosed  in  the  Engel  drawings  and  specification 
each  landing  is  adapted  to  receive  at  least  two  tubes,  and  the  landings 
are  so  spaced  apart  as  to  permit  the  removal  of  the  tubes  between  the 
adjacent  landings. 

The  counts  of  the  issue  call,  respectively,  for — 
a  plain  drum  having  separate  tube-landings  formed  therein — 

and — 

a  plain  drum  having  parallel  rows  of  separate  circular  tube-landings. 

It  is  contended  in  behalf  of  Sinclair  that  these  expressions  should 
be  construed  to  mean  separate  landings  for  each  tube  and  separate 
circular  landings  for  each  tube,  whereas  Engel  contends  that  the  claim 
was  intended  to  mean  separate  landings  adapted  to  receive  tubes,  and 
that  when  given  the  latter  construction  the  claims  read  upon  the  Engel 
structure. 

The  record  shows  that  after  the  declaraton  of  this  interference  a 
motion  to  dissolve  was  brought  by  Sinclair,  and  the  Primary  Ex- 
aminer in  passing  upon  this  motion  held  that  Engel  has — 
*    *    *    separate  tube-landings  in  the  same  sense  that  Sinclair  has,  although 
two  landings  are  merged  into  one  to  afford  room  for  two  tubes  instead  of  one. 
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In  respect  to  count  2  the  Examiner  stated : 

Count  2  differs  from  count  1  In  that  tiie  landings  are  said  to  be  "  circular,** 
and  that  they  are  "  formed  partially  above  and  partially  below  the  drum-face." 

The  Bngel  device  clearly  shows  the  latter  feature  and  so  far  as  the  "circular" 
form  of  the  landings  is  concerned,  this  is  regarded  as  a  wholly  inconsequential 
limitation;  they  might  Just  as  well  be  square,  hexagonal,  octagonal,  or  of  any 
other  outline,  but  for  convenience  they  are  made  circular,  this  being  the  best 
and  most  obvious  manner  of  stamping  them  and  producing  the  least  strain  on 
the  drum. 

Engel  shows  two  circular  landings  merged  into  one. 

The  Examiner  of  Interferences  held,  upon  final  hearing  of  the  case, 
that  the  counts  were  not  limited  by  their  terms  to  a  separate  tube- 
landing  for  each  tube  or  to  an  arrangement  by  which  each  of  the 
tubes  may  be  withdrawn  from  each  side  of  a  row,  and  in  support  of 
his  decision  cited  various  decisions  of  this  Office  and  the  court  to  the 
effect  that  a  claim  should  be  construed  as  broadly  as  its  terms  will 
warrant.  The  majority  of  the  Examiners-in-Chief  agreed  with  the 
Examiner  of  Interferences  in  respect  to  the  construction  of  claim  1, 
but  disagreed  with  him  with  respect  to  claim  2,  stating  in  respect  to 
the  latter  that — 

count  2  differs  from  count  1  in  the  particular  that  the  tube-landings  are  not 
only  separate  but  are  circular.  Engel  clearly  cannot  j)revail  as  to  this  count 
since  the  tube-landings  revealed  by  him  in  his  application  are  non-circular. 

The  claims  that  form  the  counts  of  this  interference  are  the  claims 
of  Sinclair's  patent,  and  these  claims  were  embodied  in  Engel's  appli- 
cation after  the  issue  of  Sinclair's  patent  for  the  purpose  of  interfer- 
ence. It  is  well  settled  that  where  a  party  copies  the  claim  of  a 
patent  for  the  purposes  of  interference  such  claim  must  be  read  in 
the  light  of  the  disclosure  of  the  patent.     {Chemey  v.  Clauss^  C.  D., 

1905,  635;  116  O.  G.,  597;  25  App.  D.  C,  15;  Bourn  v.  HUl,  C.  D., 

1906,  699;  123  O.  G.,  1284;  27  App.  D.  C,  291;  Sohey  v.  HoUclaw, 
C.  D.,  1907,  465;  126  O.  G.,  3041;  28  App.  D.  C,  65.)  While  it  is 
true  that  a  claim  will  be  given  the  broadest  meaning  consistent  with 
its  terms,  it  cannot  be  enlarged  beyond  the  plain  import  thereof  as 
set  forth  in  the  specification  on  which  the  claim  is  based. 

The  object  of  the  invention,  as  stated  in  the  Sinclair  patent,  is — 
to  produce  a  water-tube  boiler  of  the  type  aforesaid,  so  that  the  tubes  may  be 
readily  assembled  or  removed  therefrom  for  repair. 

In  discussing  the  prior  art  the  patentee  acknowledges  that  it  was 
old  to  provide  a  corrugated  stepped  drum,  each  step  being  adapted 
to  receive  a  pair  of  a  double  row  of  tubes,  there  being  no  tubes  in  the 
space  opposite  the  corrugation  formed  in  the  surface  of  the  cylinders 
between  the  double  row  of  tubes,  so  that  the  device  could  be  readily 
withdrawn.    This  construction  is  shown  in  a  patent  to  Garbe,  No. 
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688,998,  and  Sinclair,  in  distinguishing  his  invention  from  this 
patent  and  from  other  structures  of  the  prior  art,  states  that — 
the  opposing  surfoces  of  the  upper  and  lower  drums,  have  formed  in  them 
rows  of  separate  circular  landings  for  each  water-tube.  The  landings  are  par- 
allel with  each  other  and  at  right  angles  to  the  axis  of  the  tubes.  A  space  at 
least  equal  to  the  diameter  of  the  tubes  is  left  between  each  transverse  row. 
By  providing  a  separate  landing  for  each  tube  and  leaving  a  space  between 
each  transverse  row  it  is  possible  to  dispense  with  the  necessity  of  forming 
corrugations  in  the  drum  to  permit  of  the  insertion  or  withdrawal  from  the 
aide  of  the  boiler  of  the  tubes  in  adjacent  rows. 

He  again  states  in  his  specific  description  of  the  device  shown  in 
the  drawing: 

A  space  at  least  equal  to  the  diameter  of  the  tubes,  H,  is  left  between  each 
transverse  row  so  as  to  permit  of  the  easy  insertion  or  withdrawal  of  a  tube 
in  any  row  when  necessary  without  disturbing  the  other  tubes.  By  providing 
a  separate  landing  for  each  tube  and  leaving  a  space  between  each  transverse 
row  it  is  possible  to  dispense  with  the  necessity  of  forming  corrugations  in  the 
drum  to  permit  of  the  insertion  or  withdrawal  from  the  side  of  the  boiler  of 
the  tubes  in  adjacent  rows. 

In  the  claims  forming  part  of  the  original  specification  it  was 
clearly  pointed  out  that  the  landings  were — 

so  spaced  that  there  is  space  between  each  transverse  row  for  the  Insertion  or 
withdrawal  of  tubes  in  the  adjacent  rows — 

and  the  distinction  which  the  applicant  sought  to  point  out,  in  his 
argument  before  the  Examiner,  between  his  device  and  the  patent  to 
Garbe,  which  was  cited  as  a  reference,  is  that  in  Sinclair's  device 
means  is  provided  for  the  insertion  or  removal  of  the  water-tubes 
without  corrugating  the  drumheads,  which  is  accomplished — 

by  providing  additional  space  room  between  each  row  of  tubes — 

whereby  a  tube  may  be  withdrawn  from  "  either  side  "  of  its  landing, 
as  pointed  out  in  the  claims.  No  such  specific  structure  is  suggested 
in  the  specification  of  Engel.  On  pages  9-10  of  his  specification  it  is 
stated: 

In  practice  I  customarily  arrange  the  tubes  of  each  bank  in  a  plurality  of 
groups,  each  group  comprising  a  plurality  of  rows  of  tubes  (two  rows,  in  the 
construction  shown,)  each  group  separated  from  the  adjacent  groups  by  spaces 
somewhat  wider  than  the  distance  between  the  rows  comprising  each  group. 
*    «    « 

The  primary  reason  why  I  prefer  to  arrange  the  tubes  of  banks  4  and  5  in 
groups,  as  shown,  is  to  fkcUitate  tubing  and  retubing  of  the  boiler,  and  to  per- 
mit the  ready  removal  of  any  tube  when  desired.  In  this  connection  I  com- 
monly employ  drums  1,  2  and  3  having  tube-sheets  of  peculiar  construction,  so 
that  to  remove  any  tube,  when  it  has  been  freed  at  one  end  from  the  upper 
drum,  for  example,  its  end  so  freed  may  be  moved  slightly  to  one  side,  into  one 
of  the  spaces  between  groups  of  tubes,  and  then  the  tube  may  be  lifted  slightly, 
so  as  to  unstep  it  at  the  bottom,  after  which  it  may  be  removed  through  one  of 
the  spaces  18  between  groups  of  tubes. 
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It  thus  appears  that  while  the  structure  disdosed  in  Sinclair's 
specification  is  confined  to  ^^ separate  circular  landings"  for  each 
water-tube,  whereby  the  tube  may  be  withdrawn  from  either  side  of 
the  landing,  the  Engel  specification  does  not  contemplate  a  structure 
of  this  kind,  nor  can  the  tubes  of  his  device  be  withdrawn  from 
**  either  side  "  of  a  landing  in  the  manner  disclosed  and  claimed  by 
Sinclair.  There  is  no  suggestion  in  the  Sinclair  specification  that 
his  invention  covers  anything  broader  than  that  specifically  described 
therein,  and  which  is  carefully  distinguished  from  the  prior  art  of 
record.  Construing,  therefore,  the  claims  in  the  light  of  Sinclair's 
specification,  in  which  they  originated,  I  am  imable  to  agree  with  the 
Examiners-in-Chief  that  the  subject-matter  of  claim  1  is  comprised 
in  Engel's  disclosure. 

Coimt  2  is  more  limited  than  count  1  in  that  it  is  restricted  to 
"circular  tube-landings,"  which  manifestly  are  not  present  in  the 
Engel  structure.  Inasmuch  as  the  patentee  limits  himself  to  this 
particular  construction,  it  should  not  be  held  that  such  limitation  is 
immaterial,  as  suggested  by  the  Primary  Examiner  in  his  decision 
upon  the  motion  for  dissolution  above  quoted. 

The  decision  of  the  Examiners-in-Chief  is  reversed  as  to  count  1 
and  is  affirmed  as  to  count  2. 


Ex  PASTE  Johnson. 

Decided  July  8,  1909. 
147  O.  a,  770. 

PATKIfTABUJTY-^REABBANaEMENT  OF   MACHINE. 

The  substitution  of  electrical  means  for  operating  a  chuck- Jaw  in  place 
of  mechanical  means  shown  in  the  art  Held  to  require  such  rearrangement 
of  the  machine  as  to  involve  invention. 

Appeal  from  Examiners-in-Chief. 

OHUOK. 

Messrs.  Dodge  <&  Sons  for  the  appellant. 

Billings,  First  Assistant  Com^mdssioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
aflirming  the  rejection  by  the  Primary  Examiner  of  claims  1,  3,  9,  10, 
15,  and  17,  which  are  as  follows : 

1.  In  a  diack,  the  combination  of  a  body,  a  relatively  fixed  Jaw  or  jaw8»  a 
r^tively  free  jaw,  and  an  electromagnet  carried  by  the  body,  adapted  to  move 
tlie  free  Jaw  and  to  hold  it  in  its  working  poiition. 

3.  In  a  chuck,  the  combination  of  a  body  portion,  a  Jaw,  meant  for  securing 
mechanical  adjustment  of  said  Jaw,  a  second  jaw,  and  an  electromagnet  work- 
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ing  in  eonjvnetion  wltb  said  secoiMl  Jaw  to  move  ^e  same  toward  the  opposite 
Jaw  and  to  maintain  it  in  aueli  position*  substantiaUy  as  deacrlbed. 

9.  In  a  ebuck,  tbe  oombination  of  a  l>ody  portion,  a  slide  or  carriage  mounted 
and  movable  in  ways  formed  therein,  a  Jaw  mounted  on  the  carriage,  means 
for  securing  adjustment  of  the  Jaw  relatively  to  the  carriage,  an  electromagnet 
carried  by  the  body  portion,  a  lever  fulcmmed  upon  the  body  portion  adjacent 
to  tbe  carriage  and  having  its  sliort  arm  in  operative  relation  with  said  car- 
riage, an  annatnre  secured  to  ttie  long  arm  of  the  lever,  said  armature  staodlng 
in  line  with  the  electromagnet,  and  means  tat  passing  current  to  the  coils  of 
said  magnet 

10.  In  a  chuck,  the  combination  of  a  body  portion,  a  slide  or  carriage  mounted 
and  movable  in  ways  formed  in  the  body  portion,  a  Jaw  mounted  upon  the  car- 
riage, means  for  securing  adjustment  et  the  Jaw  relatively  to  the  carriage,  an 
enK>w-lever  fulcmmed  upon  the  body  portion  and  provided  with  a  short  arm 
adapted  and  arranged  to  engage  the  carriage,  and  with  an  upwardly^xtending 
U-flhaped  long  arm,  the  upper  ends  of  the  opposite  members  of  the  long  arm 
being  formed  witb  seats  or  sockets,  an  armature,  arms  secured  to  the  ends  of 
said  armature,  tap-screws  extending  outwardly  from  the  ends  of  said  arms  into 
the  seats  or  soclcets  formed  in  the  ends  of  liie  U-shaped  arm,  and  an  electro- 
magnet secured  in  the  body  portion  of  the  chuck  in  line  with  tbe  armature^ 
substantially  as  described. 

15.  In  a  chuck,  the  combination  of  a  hollow  body  portion,  a  iodide  or  carriage 
mounted  in  ways  formed  in  the  body  portion,  a  Jaw  mounted  upon  the  carriage, 
means  for  securing  adjustment  of  the  Jaw  relatively  to  the  carriage,  an  elbow- 
lever  futcrumed  upon  the  body  portion,  the  lower  short  arm  of  said  lever  being 
in  CQgagement  with  the  slide  er  carriage,  an  armature  connected  to  the  upper 
U-shaped  end  of  the  long  arv  of  said  lever,  a  back  plate  secured  to  the  body 
portion,  spring-pressed  plungers  mounted  in  said  back  plate  and  bearing  upon 
the  U-shaped  arm  of  the  lever,  an  electromagnet  mounted  in  said  back  plate, 
and  a  driving-gear  secured  to  the  back  plate  and  overlying  the  electromagnet. 

IT.  In  a  ehuek,  the  combination  of  a  body,  work-clamping  means  carried 
thereby,  and  electromagnetic  mechanism  for  actuating  said  means. 

The  references  are  as  follows:  Wescott,  February  26,  1878,  No. 
136,849;  Finney  and  Campbell,  September  26,  1882,  No.  265,050; 
Dreses  and  Barker,  September  17, 1896,  No.  546,811. 

Claims  1,  9,  10,  15,  and  17  have  been  refused  because  of  anticipa- 
tion. Claim  3  was  refused  because  it  was  held  that  it  did  not  differ 
patentably  from  allowed  claim  2. 

The  invention  is  a  lathe-jchuck,  especially  adapted  for  use  in  a 
turret-lathe.  The  chudc  is  provided  witti  means  for  mechanically 
adjusting  the  jaws  with  reference  to  esch  other,  the  final  grasping  or 
clamping  action  being  secured  by  the  use  of  one  or  more  electro- 
magnets. The  invention,  except  for  the  electrical  connections,  is  of 
the  type  discloeed  in  the  patent  to  Dreses  and  Barker.  In  this  patent 
mechanical  means  are  provided  for  actuating  the  jaw  in  wder  to 
accompli^  the  final  grasping  or  clamping  action. 

The  question  to  be  determined,  therefore,  is  whether  the  invention 
claimed  by  the  appellant  covers  something  more  than  the  mere  sub- 
stitution of  electrically-operated  means  for  the  mechanically-operated 
means  shown  in  this  patent. 
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In  the  patent  to  Finney  and  Campbell  is  shown  an  improvement 
in  electric-arc  lamps.  In  this  patent  the  holder  for  one  of  the  car- 
bons is  held  in  place  by  an  electricaUy-operated  clamp  so  constructed 
as  to  secure  the  holding-rod  in  any  desired  position.  Broadly  speak- 
ing, the  securing  means  shown  in  the  patent  to  Finney  and  Campbell 
might  be  called  a  "  chuck."  It  is  provided  with  what  may  be  termed 
a  "  relatively  fixed  jaw  "  and  a  "  relatively  free  jaw,"  which  together 
comprise  the  clamping  means.  Electromagnetic  mechanism  is  pro- 
vided for  actuating  the  free  jaw,  so  as  to  release  the  holder  or  secure 
it  in  position  against  the  fixed  jaw  at  will. 

It  is  believed,  however,  that  the  appellant  has  done  something  more 
than  merely  to  substitute  an  electrically-operated  clamp  for  the 
mechanically-operated  clamp  shown  in  the  patent  to  Dreses  and 
Barker.  The  electromagnet  must  be  arranged  in  conjunction  with  the 
relatively  free  jaw  so  that  both  may  be  carried  by  the  body  of  the 
chuck,  which  body  must  be  free  to  turn  rapidly  in  performing  the 
work  for  which  the  chuck  is  designed.  In  my  opinion  these  substitu- 
tions cannot  be  made  and  a  structure  produced  such  as  is  covered  in 
claims  1,  9,  10,  and  15  without  rearranging  the  machine  so  as  to 
require  the  exercise  of  the  inventive  faculty. 

Claim  17,  however,  does  not  bring  out  these  differences  in  structure 
with  sufficient  definiteness  to  warrant  its  allowance.  This  .claim 
might  almost  be  said  to  be  met  in  the  patent  to  Finney  and  Campbell, 
considered  alone.  There  is  certainly  not  enough  mechanism  set  forth 
in  claim  17  to  justify  its  allowance  over  the  patent  to  Dreses  and 
Barker  when  considered  in  connection  with  the  patent  to  Finney  and 
Campbell. 

As  to  claim  8, 1  agree  with  the  Examiners-in-Chief  that  it  differs  in 
scope  from  claim  2.  While  the  multiplication  of  claims  is  not  to  be  en- 
couraged, it  is  believed  that  these  two  claims  are  not  so  obviously 
alike  as  to  justify  the  rejection  of  one  upon  the  other. 

The  decision  of  the  Examiners-in-Chief  is  reversed  as  to  claims  i,  5, 
P,  10^  and  16  and  affirmed  as  to  claim  17. 


Ex  PARTE  White  and  Medfobd. 

Decided  July  29,  1909. 

147  O.  G..  771. 

Patentabilitt — Substitution  of  Equivalents. 

Where  the  art  shows  it  is  old  to  drive  a  lathe-splndle  through  gearing  by 

an  electric  motor  mounted  on  the  head-stock  and  also  that  it  is  old  to 

mount  motor-armatures  directly  on  the  spindles  of  machine-tools.  Held 

unpatentable  to  use  the  armature-shaft  as  the  head-stock  spindle  of  a  lathe. 

Same — Mounting  Hand-Wheel  in  Convenient  Place. 

Mounting  a  hand-wheel  in  a  convenient  place  on  the  spindle  of  a  self- 
contained  electric-motor  head-stock,  Held  to  require  no  invention  over  the 
art,  which  showed  such  a  wheel  on  a  belt-driven  head-stock. 
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Appeal. 

LATHE  HBAD-8T00K. 

Mr.  Oeorge  R.  Hamlin  for  the  applicant 

Billings,  First  Assistant  CommAssioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief  sus- 
taining the  Examiner's  rejection  of  the  following  six  claims: 

1.  A  self-contained  electric-motor  head-stock  for  lathes,  comprising  an  electric 
motor  mounted  on  the  lathe-bed,  and  a  lathe-splndle,  the  rotatable  element  of 
the  motor  being  carried  by  the  lathe-spindle 

2.  A  self-contained  electric-motor  head-stock  for  lathes,  comprising  a  field- 
magnet  mounted  directly  on  the  lathe-bed,  a  lathe-spindle,  and  a  motor-armature 
carried  by  the  lathe-spindle. 

7.  A  self-contained  electric-motor  head-stock  for  lathes  comprising  a  variable- 
speed  electric  motor  mounted  on  the  lathe-bed,  a  lathe-spindle,  the  rotatable 
element  of  the  motor  being  carried  by  the  lathe-spindle,  and  means  for  regu- 
lating the  speeds  of  the  variable-speed  motor. 

S.  The  combination  with  a  lathe-bed,  of  a  self-contained  electric-motor  head- 
stock  comprising  a  field-magnet  detachably  secured  to  said  bed,  a  lathe-fiq[>indle, 
and  a  motor-armature  carried  by  the  lathe-spindle. 

10.  A  self-contained  electric-motor  head-stock  for  lathes,  comprising  an  elec- 
tric motor  mounted  on  the  lathe-bed,  a  lathe-splndle  carrying  the  rotatable 
element  of  the  motor,  and  a  hand-wheel  carried  by  said  spindle.    • 

11.  In  a  motor-driv^i  lathe  head-stock,  the  combination  with  the  motor, 
and  shaft  thereof  for  driving  the  lathe-splndle,  of  a  hand-wheel  for  manually 
controlling  the  motor-abaft 

Of  the  references  of  record  those  pertaining  especially  to  these  claims 
are:  Harper  et  aZ.,  October  11,  1898,  No.  612,240;  Dimcan,  May  7, 
1901,  No.  673,709;  Hisey,  November  4,  1902,  No.  712,537;  Benton, 
May  8, 1906,  No.  819,842 ;  German  patent  to  Frank,  December  2, 1906, 
No.  165,847 ;  The  Ironmonger^  December  17,  1887,  page  488. 

The  construction  involved  is  a  simple  one  and  appears  readily 
from  an  inspection  of  the  claims.  In  claims  1,  2,  7,  and  8  the  point 
of  the  alleged  invention  is  that  the  lathe-spindle  itself — i.  e.^  the 
member  which  drives  the  work — is  also  the  shaft  carrying  the  motor- 
armature.  In  Duncan  is  shown  an  electric  motor  mounted  directly 
on  the  head-stock  and  driving  a  lathe-spindle  through  interposed 
gearing  instead  of  directly,  as  above  described.  Baiton  and  Hisey 
show  two  different  forms  of  machine-tools  whose  rotating  spindles 
are  carried  directly  by  the  shaft  of  the  electric  motor,  and  while 
these  are  not  lathe-spindles  it  seems  clear  that  the  essential  idea  of 
the  alleged  invention  is  disclosed  by  th^n  and  that  to  mount  the 
lathe-spindle  of  Duncan  directly  on  the  motor-shaft  instead  of  driv- 
ing it  through  gears  to  give  a  wider  range  of  speed  requires  merely 
the  exercise  of  choice  between  two  known  ways  in  use  in  the  same 
or  analogous  arts.  Claim  7  includes  an  element  not  in  claims  1,  2, 
and  8 — ^that  is,  "means  for  regulating  the  speeds  of  the  variable- 
speed  motor.'^     It  is  contended  on  behalf  of  applicants  that  the 
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rheostat  shown  by  Duncan  does  not  meet  this  feature  because  it  is 
^'  an  ordinary  rheostat  and  not  a  variablerspeed  rheostat."  In  this 
applicants  are  in  error,  for  Puncan  clearly  dewribes  the  function  of 
his  rheostat  in  the  following  language,  on  page  1,  lines  85  to  93 : 

The  motor  is  provided  with  a  controller,  by  means  of  wlil<A  it  may  be  nm 
at  various  speeds,  and  hence  It  will  be  seen  that  a  great  variation  in  qpeed 
control  is  obtained.  This  controller  may  be  of  any  desired  coostmctlon  and 
is  preferably  arranged  so  that  there  is  a  controllable  resistance  in  circuit  with 
the  field  and  with  the  armature.  I  have  shown  this  controller  diagrammatlcally 
in  Fig.  4. 

Applicants  put  some  emphasis  upon  the  fact  that  their  invention 
relates  particularly  to  wood-turning  lathes  and  is  e^)ecially  for  the 
use  of  students  in  manual-training  schools.  This,  however,  cannot 
be  considered  to  put  the  inventicm  in  an  art  different  from  the  refer- 
ences or  render  claims  patentable  which  otherwise  fail  to  distinguish 
over  the  prior  art. 

Claims  10  and  11  cover  the  use  of  a  hand-wheel  on  a  head-stock  of 
the  kind  above  considered  for  the  purpose  of  enabling  the  operate 
to  turn  the  spindle  by  hand  when  desired  and  to  aJFoid  a  means  of 
stopping  the  spindle  quickly.  The  Iron/monger  shows  a  hand-wheel 
for  this  purpose,  and,  though  it  is  there  applied  to  a  head-stock 
driven  by  a  belt  instead  of  by  an  electric  motor,  the  general  manner 
of  applying  and  using  it  is  the  same  in  the  two  cases.  The  best  that 
can  be  said  for  applicant's  use  of  the  wheel  is  that  the  need  of  it  is 
more  obvious  and  imperative  in  his  case  than  in  the  references,  be- 
cause without  it  there  is  nothing  whatever  by  which  to  grasp  the 
spindle.  Merely  to  apply  an  old  handle  in  a  convenient  place  and 
for  an  old  use,  where  some  handle  is  an  obvious  necessity,  cannot 
be  said  to  require  inv^ition. 

It  must  be  held,  therefore,  that  all  of  the  claims  define  merely 
variaticms  of  ideas  disdosed  in  the  references  which  would  be  obvious 
to  any  one  skilled  in  the  art. 

The  decision  of  the  Emaminere-inr-Chief  is  affirmed. 


Ex  PARTE  Certain  Curb  Company. 

Decided  September  11, 1909. 

147  O.  O..  772. 

Tbadb-Mabks — Change  op  Name  of  Afplicawt. 

An  appUcation  was  filed  in  the  name  of  a  company.    Subseqaently  the 
name  of  the  company  was  changed  and  tolMrtltute  papers  were  filed  setting 
forth  that  the  latter  company  was  the  owner  of  the  marlL    Held  tiiat  snch 
papers  should  not  be  entered. 
Same — Same — ^Transfeb  of  Fee. 

Where  after  filing  an  application  the  name  of  the  applicant  company  was 
changed  and  an  application  was  filed  under  the  new  name,  Held  that  the 
fee  paid  in  first  application  cannot  be  transferred  to  the  later  application^ 
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On  Reference. 

TBADE-HABK   FOB   CHILL   COMPOUND,   COU«H   OOMBOUND,   AND   OOBN   COMPOUND. 

Mt.  Edwin  M.  HuUe  and  Messrs.  Steuart  dk  Steuart  for  the 
applicants. 

Tbnnant,  Assistant  Commissioner: 

This  case  has  been  referred  to  me  by  the  Examiner  of  Trade-Marks 
for  consideration  of  applicant's  request  that  the  substitute  papers 
filed  August  9,  1909,  be  accepted  and  the  name  of  the  applicant 
thereby  changed  from  Certain  Cure  Company  to  C.  C  C  Co. 

It  appears  that  the  application  wa»  originally  filled  by  the  Certain 
Cure  Company  and  that  objections  were  raised  to  registering  the 
mark  on  the  ground  that  the  name  of  the  company,  Certain  Cure  Com- 
pany, forms  a  distinctive  part  of  the  labels  filed  in  the  application 
and  as  applied  to  the  goods  claimed  would  be  a  misbranding,  since 
any  one  inspecting  the  labels  or  buying  the  goods  with  the  labels 
thereon  would  be  led  to  believe  that  the  goods  were  a  certain  <mre. 

In  view  of  this  objection  the  substitute  papers  above  referred  to 
were  filed,  in  which  it  was  set  forth  that  the  C.  C.  C.  Co.  was  the 
owner  of  the  mark  and  that  the  Certain  Cure  Company  was  its  prede- 
cessor in  business.  It  appears  also  from  the  statement  that  the  indi- 
viduals composing  the  Certain  Cure  Company  are  the  same  as  those 
composing  the  C.  C.  C.  Co. 

It  is  not  believed  that  these  facts  justify  the  entry  of  the  paper  filed 
August  9,  1909.  Sections  10  and  11  of  the  Trade-Mark  Act  provide 
for  the  assignment  of  a  trade-mark  and  the  application  for  the  regis- 
tration of  the  same  and  for  the  issuance  of  the  certificate  of  registra- 
tion to  the  assignee.  No  such  assignment  has  been  filed  in  the  case; 
nor  if  it  had  would  it  warrant  the  permission  of  the  proposed  change 
in  the  name  of  the  applicant.  The  fact  that  the  same  individuals 
compose  the  two  firms  does  not  alter  the  situation. 

The  papers  filed  August  9  cannot  be  treated  as  a  new  application 
and  the  fee  filed  with  this  application  be  transferred  to  the  same,  for 
the  reason  that  no  mistake  was  made  in  filing  this  application  such 
as  is  contemplated  by  Rule  72  of  the  Trade-Mark  Rules,  under  the 
provisions  of  which  the  fee  may  be  returned.  As  pointed  out  in  ex 
parte  OUen,  (C.  D.,  1902, 432;  101  O.  G.,  2079:) 

Tbe  miatake  whieh  will  warrant  a  return  of  nM>iiey  te  not  a  mistake  of  judge- 
ment in  supposing  that  the  application  filed  will  be  vaUd  and  aUowaMe,  but  a 
mistake  In  making  the  payment  Itself. 
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Von  Recklinghausen  v,  Dempster. 

Decided  June  2, 1909. 

148  O.  G..  277. 

1.  INTERFEBENCB — ^PWOBITY — DIVISIONAL    APPLICATION — ENTITLED    TO     DATE     OF 

Okiginal  as  Constbuctive  Reduction  to  Practice. 
Where  an  application  involved  in  Interference  is  a  division  of  an  earlier 
ai^ication  which  had  not  been  abandoned  or  forfeited  at  the  time  such 
divisional  application  was  filed,  Held  that  the  applicant  is  entitled  to  a  con- 
structive reduction  to  practice  as  of  the  date  of  the  earlier  application, 
ey&i  though  this  earlier  application  contained  no  claim  to  the  invention  In 
issue,  (citing  McBerty  v.  Cook,  (C.  D.,  1900,  248 ;  90  O.  G.,  2295 ;)  Phillips  v. 
Sensenich,  (O.  D.,  1908,  391;  134  O.  G.,  1806,)  and  Lotz  v.  Kenny,  (C.  D., 
1908,  467;  135  O.  G.,  1801.) 

2.  Same — Same — ^Abandonment  of  Invention. 

In  an  interference  between  D.  and  B.  &  S.  involving  a  species  different 
from  that  Involved  in  the  present  interference  it  was  held  that  D.  had  for- 
feited his  rights  in  favor  of  B.  &  S.  Held  that  the  testimony  in  the  earlier 
interference  has  no  bearing  on  the  question  of  abandonment  of  the  invention 
in  issue  in  the  present  interference. 

Appeal  from  Examiners-in-Chief. 

VAPOB  ELECTBIC  APPABATUS. 

Mr.  Charles  A.  Terry  for  Von  Recklinghausen. 

Mr.  A.  G.  Davis  for  Dempster.     {Mr,  A.  D.  Lunt  of  counsel.) 

Moore,  Commissioner: 

This  is  an  appeal  by  von  Recklinghausen  from  the  decision  of  the 
Examiners-in-Chief  awarding  priority  of  invention  to  Dempster. 

The  invention  in  issue  relates  to  mercury-vapor  lamps,  and  com- 
prises means  whereby  the  mercury  which  is  normally  contained  in 
pockets  forming  electrodes  at  the  ends  of  the  lamp  is  caused  to  flow 
temporarily  from  one  pocket  to  the  other  when,  by  reason  of  the 
breaking  of  the  current  of  mercury,  an  arc  is  struck  which  initiates 
the  action  of  the  lamp. 

The  invention  is  stated  in  the  issue  in  nine  counts,  of  which  the 
following  is  a  sufficient  illustration  of  the  matter  in  controversy : 

1.  A  vapor  device  comprising  a  movable  container,  normally  separated  electrodes 
or  contacts  in  said  container  and  included  in  the  main  operating-circuit  of  the 
device,  one  of  such  electrodes  being  a  conducting  liquid,  and  automatic  means 
for  moving  the  container  so  as  to  make  and  break  conductive  connection  between 
the  said  electrodes. 

Yon  Recklinghausen  is  a  patentee,  his  patent  having  been  granted 
July  18,  1905,  No.  794,745,  upon  an  application  filed  December  13, 
1904.  Dempster's  application  involved  in  this  interference.  No. 
274,212,  was  filed  August  14,  1905,  and  is  a  division  of  an  earlier  ap- 
plication, No.  205,107,  filed  April  27,  1904.    There  appears  to  be  no 


Digitized  by  VjOOQIC 


DECISIONS  OF  THE   COMMISSIONEK  OF  PATENTS.  195 

serious  dispute  concerning  the  facts  of  the  case,  the  question  at  issue 
being  whether  as  a  matter  of  law  Dempster  is  entitled  to  the  date  of 
his  original  application  as  the  date  of  his  constructive  reduction  to 
practice  of  the  invention. 

It  was  held  by  the  Examiner  of  Interferences,  and  it  is  not  diluted, 
that  Dempster  has  established  conception  of  the  invention  as  early  as 
the  summer  of  1901.  Von  Recklinghausen  does  not  claim  to  have 
conceived  the  invention  until  October,  1903,  or  to  have  reduced  the 
invention  to  practice  until  October,  1904,  which  is  subsequent  to  the 
date  of  filing  of  Dempster's  original  application.  If,  therefore, 
Dempster  is  given  the  benefit  of  the  date  of  filing  of  his  original 
application  for  constructive  reduction  to  practice,  he  must  prevail, 
since  he  would  then  be  first  to  conceive  and  first  to  reduce  the  invention 
to  practice. 

It  is  contended  in  behalf  of  von  Recklinghausen  that  Dempster's 
original  application  did  not  contain  any  claim  to  the  invention  in 
issue,  that  the  decision  in  a  prior  interference  between  Dempster  and 
Bastian  and  Salisbury  shows  that  Dempster  had  abandoned  this 
invention,  and  that  in  view  of  these  circumstances  an  estoppel  exists 
against  Dempster,  since  he  did  not  present  the  claims  forming  the 
issue  of  this  interference  until  after  the  patent  to  von  Recklinghausen 
had  been  granted.  It  is  also  urged  that  in  any  event  Dempster  is 
not  entitled  to  any  earlier  date  of  the  invention  in  issue  in  this  inter- 
ference than  the  date  upon  which  he  first  made  claim  to  said  invention. 

This  contention  is  believed  to  be  untenable.  The  drawings  of 
Dempster's  parent  application.  No.  205,107,  and  those  of  his  later 
divisional  application.  No.  274,212,  are  identical  in  all  respects,  and 
the  specification  of  his  divisional  application  is  a  verbatim  copy  of 
his  original  application,  the  claims  alone  differing  from  those  orig- 
inally presented.  In  both  applications  a  single  apparatus  is  disclosed 
in  Figure  1,  two  methods  in  which  this  apparatus  may  be  used  being 
diagrammatically  shown  in  Figs.  2,  3,  and  4,  5  of  the  drawings.  In 
the  form  disclosed  in  Figs.  2  and  3,  to  which  the  original  claims  were 
directed,  the  lamp  is  maintained  normally  in  a  horizontal  position, 
60  that  the  pockets  forming  electrodes  are  normally  connected  by  the 
mercury  and  means  are  provided  whereby  the  lamp  is  tilted  to  sepa- 
rate the  mercury  between  the  electrodes,  thus  causing  an  arc  to  be 
struck,  the  lamp  being  maintained  while  active  in  an  inclined  posi- 
tion. In  the  form  shown  in  Figs.  4  and  5  the  lamp  is  normally  main- 
tained in  an  inclined  position  and  is  caused  by  means  of  the  solenoid 
to  assume  a  horizontal  position  upon  the  initial  passage  of  the  current, 
thus  causing  the  mercury  to  flow  from  one  electrode  to  the  other, 
whereupon  the  solenoid  is  short-circuited  and  the  lamp  returned  to 
its  normally  inclined  position,  thus  striking  the  arc.  In  this  case, 
also,  the  lamp  when  operating  is  maintained  in  an  inclined  position. 
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In  the  preamble  to  Dempster^s  original  specification  it  is  stated 
that— 

my  present  Invention  relates  to  certain  Improvements  In  means  for  starting  and 
operating  mercury-vapor  apparatus  such  for  example  as  mercury-vapor  lamps, 
rectifiers,  or  tlie  like.  In  carrying  my  invention  Into  practice  I  mount  the  lamp 
or  other  device  so  as  to  be  carried  on  a  pivot  and  provide  electromagnetic  means 
for  tilting  the  device  on  this  pivot  in  order  to  start  the  same.  The  features 
of  novelty  characteristic  of  my  Invention  are  pointed  out  In  the  appended  claims. 

It  is  contended  in  behalf  of  von  Recklinghausen  that,  inasmuch 
as  Dempster  refers  to  his  invention  as  that  "pointed  out  in  the 
appended  claims,"  which  were  limited  to  the  form  first  described, 
and  in  view  of  the  holding  in  the  prior  interference  that  Dempster 
had  so  concealed  the  invention  as  to  subordinate  his  right  to  a  patent 
to  that  of  Bastian  and  Salisbury,  Dempster  had,  in  fact,  disclaimed 
and  abandoned  the  present  invention. 

It  is  true  that  in  the  interference  between  Dempster  and  Bastian 
and  Salisbury  it  was  held  that  Dempster,  who  was  first  to  conceive, 
but  last  to  file  his  application,  had,  by  reason  of  concealment  of  the 
invention,  forfeited  his  claim  thereto  in  favor  of  his  more  active 
rival.  In  the  present  case,  however,  Dempster  was  not  only  first  to 
conceive  the  invention,  but  he  had  also  filed  his  application  in  the 
Patent  Office  prior  to  the  earliest  date  which  von  Kecklinghausen 
claims  for  actual  reduction  to  practice  of  the  invention  and  also  prior 
to  the  date  upon  which  the  latter  filed  his  application.  The  issue 
of  the  present  interference  does  not  cover  the  same  species  as  that 
constituting  the  issue  of  the  interference  between  Dempster  and 
Bastian  and  Salisbury,  and  the  testimony  of  the  latter  case  can 
therefore  have  no  effect  on  the  present  interference. 

The  specification  and  the  drawings  of  Dempster's  original  applica- 
tion clearly  disclosed  the  invention  in  issue  in  this  interference.  The 
original  application  had  neither  been  forfeited  or  abandoned  at  the 
time  the  divisional  application,  No.  274,212,  was  filed.  During  the 
pendency  of  the  original  application  Dempster  was  entitled  to  amend 
the  same,  and  inasmuch  as  he  could  not  be  permitted  under  the  rules 
of  the  Patent  Office  to  embody  claims  to  the  second  species  shown  on 
Figs.  4  and  5  in  the  original  application  he  was  entitled  to  file  a 
divisional  application  containing  such  claims,  and  this  he  did.  The 
original  specification,  in  my  opinion,  clearly  contains  a  sufficient 
assertion  of  inventorship  to  both  species  disclosed  therein  to  entitle 
Dempster  to  the  date  of  filing  of  the  original  application  for  any 
claim  which  he  subsequently  presented  either  in  the  original  case  or 
in  the  divisional  application.  The  case  in  my  opinion  does  not  fall 
within  the  ruling  of  Christensen  v.  Noyes,  (C.  D.,  1900, 212;  90  O.  Q., 
227;  15  App.  D.  C,  94)  or  Bechman  v.  Wood,  (C.  D.,  1899,  469;  89 
O.  G.,  2462;  15  App.  D.  C,  484,)  as  contended  by  the  appellant,  but 
rather  within  the  ruling  in  the  decisions  McBerty  v,  Cook^  (C.  D., 
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1900,  248;  90  O.  G.,  2295;  16  App.  D.  C,  138;)  PhiOips  v.  Sensenich, 
(C.  D.,  1908,  891;  184  O.  G.,  1806;  81  App.  D.  G,  159,)  and  Lots  v. 
Kenny^  (C.  D.,  1908, 467 ;  185  O.  G.,  1801 ;  81  App.  D.  C,  205.) 

In  McBerty  v.  Cook^  supraj  the  Court  stated  in  part,  in  distinguish- 
ing that  case  from  Bechman  v.  Wood^  supra: 

Tbe  cOfkttntloil  is  that  Cook's  original  application  of  July  29,  1896,  contained 
no  claim  whatever  to  the  invention  of  the  issue;  that  not  untU  five  months 
thereafter  and  after  the  rejection  of  his  claims  in  part  did  he  amend  by  setting 
up  the  claims  of  the  McBerty  patent  now  in  the  issue,  and  that  conseauently 
he  is  now  estopped  or  barred  to  claim  priority  of  invention  thereof  as  against 
McBerty's  subsequent  application  for  reissue. 

In  the  first  place  it  may  be  remarked  in  passing  that  the  attitude  of  the 
parties  is  quite  dilferent  from  that  shown  in  Bechrmm  v.  Wood,  McBerty  did 
not  come  into  the  Patent  Office  originally  after  his  rival,  but  before,  and  when 
he  made  his  reissue  application  his  rival's  later  claims  had  been  made.  He 
does  not,  therefore,  stand  in  the  situation  of  one  who  claims  a  specific  inven- 
tion, with  specifications  and  claims  that  are  not  embraced  in  the  original  appli- 
cation of  an  earlier  applicant,  but  which  the  latter  seeks  by  subsequent  amend- 
ment to  dominate  with  claims  that  have  no  foundation  in  the  original  descrip- 
tion of  his  Invention. 

We  agree,  however,  with  the  Commissioner  of  Patents  that  the  amended 
claims  of  Cook  are  clearly  shown  and  described  in  the  ^)ecifications  of  his 
original  application  and  that  his  amendment  constitutes  no  departure  which 
would  subordinate  him  to  the  claim  of  even  an  intervening  applicant,  as  was 
the  case  in  Bechman  v.  Wood. 

In  PhUlipe  V.  Senaenich^  supra^  facts  similar  to  those  in  the  present 
case  existed.  Sensenich's  original  application  was  filed  November  9, 
1904.  Phillips's  application  was  filed  March  6, 1905,  and  Sensenich's 
divisional  application  containing  the  claims  in  controversy  was  not 
filed  until  August  26, 1905.  The  court,  however,  held  that  Sensenich 
was  entitled  to  the  date  of  filing  of  his  original  application  as  a  con- 
structive reduction  to  practice  of  the  invention  in  issue. 

In  the  more  recent  case  of  Lotz  v.  Kenny ^  aupra^  in  which  a  similar 
state  of  facts  was  present,  the  Court  stated : 

It  is  quite  clear  that  the  invention  of  the  issue  was  disclosed  in  the  prior 
application,  though  no  specific  claims  therefor  were  made  until  after  the  issue 
of  the  patent  to  Lotz.  The  claims  could  have  been  inserted  therein  by  amend- 
ment, but  for  the  rule  of  the  Patent  Office  which  does  not  permit  a  patent  to 
issue  for  two  separate  inventions.  Under  such  conditions,  nothing  r^nained 
but  to  file  a  new  and  divisional  application,  or  to  abandon  this  part  of  the 
invention. 

Hie  first  coBtentloii  on  behalf  of  the  appellant  is  that,  as  section  4888  Re- 
vised Statutes  requires  that  the  application  shaU  not  only  contain  a  fuU  de- 
scription of  the  invention  but  also  contain  claims  for  the  same,  it  is  not  per- 
missible to  amend  by  setting  up  a  new  claim  to  the  invention  or  a  part  thereof 
not  before  claimed.  The  unsoundness  of  this  proposition  in  a  case  where  the 
subject-matter  is  contained  in  the  application  though  not  followed  by  a  specific 
claim  therefor,  has  been  pointed  out  in  the  recent  case  of  PhUlipa  v.  Sensenich, 
(C.  D.,  1908, 14;  184  0.  O.,  1806.) 
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Where  tlie  conditions  of  the  original  application  require  division  instead  of 
its  amendment  merely,  to  secure  a  patent  embracing  the  additional  claims,  the 
rule  is  necessarily  the  same,  as  held  in  the  case  last  cited ;  and  the  new  applica- 
tion dates  baclc  to  the  original  one,  securing  to  the  applicant  the  benefit  of  a 
constructive  reduction  to  practice  as  of  that  date.  (Duryea  v.  Rice,  C.  D.,  1907, 
443;  126  O.  G.,  1357;  28  App.  D.  C,  423,  435.) 

In  distinguishing  that  case  from  the  ruling  in  Bechman  v.  Wood 
the  Court  said : 

In  Bechman  v.  Wood,  (C.  D.,  1899,  453;  89  O.  G.,  2459;  15  App.  D.  G.,  484, 
491,)  the  original  specifications  did  not  disclose  the  broad  claim  of  the  issue, 
and  it  was  not  made  for  nearly  three  years  after  filing,  and  after  Bechman 
had  entered  the  Office  mailing  a  claim  for  another  specific  form  of  the  generic 
invention;  and  it  was  said,  on  the  authority  of  Railioay  Co,  v.  Bayles  (0.  D. 
1879,  349;  15  O.  G.,  243;  97  U.  S.,  554) : 

"  But  it  was  not  compet^it  for  Wood  so  to  alter  his  specifications  as  to  inter- 
fere with  other  inventions  made  prior  to  the  alteration." 

Where,  as  in  this  case,  the  invention  was  shown  in  the  original  application, 
and  the  making  of  the  claim  involved  no  material  alteration  of  the  specifica- 
tions, the  rule  in  Bechman  v.  Wood,  does  not  apply.  {McBerty  v.  Cook,  O.  D., 
1900,  248;  90  O.  G..  2295;  16  App.  D.  C.,  133,  138;  Luger  v.  Browning^  0.  D., 
1903,  593;  104  O.  G.,  1123;  21  App.  D.  0.,  201,  205.) 

Inasmuch  as  Dempster  was  first  to  conceive  the  invention,  and  since 
his  original  application,  which  was  filed  prior  to  von  Reckling- 
hausen's alleged  reduction  to  practice,  contained  a  full  disclosure  of 
the  invention  here  in  issue,  it  is  clear  that  under  the  authorities  above 
discussed  the  decision  of  the  Examiners-in-Chief  awarding  priority 
of  invention  to  Dempster  was  right.  The  decision  is  accordingly 
affirmed. 


Ex  PARTE  SeABS. 

Decided  July  7,  1909. 

148  O.  G.,  279. 

1.  PATENTABttlTT — ^DUPLICATION  OF  PaBTS. 

The  provision  of  two  cranes  in  a  boring-machine  for  the  purpose  of  en- 
abling the  new  work  to  be  hoisted  to  position  simultaneously  with  the 
removal  of  the  completed  piece  Held  to  amount  to  a  patentable  improve- 
ment where  the  prior  art  shows  only  one  crane. 

2.  Same — ^Appeal — Presentation  op  New  Claims. 

The  practice  of  submitting  new  claims  for  the  original  consideration  of 
the  Commissioner  on  appeal  not  approved. 

Appeal  from  Examiners-in-Chief. 

BOBINO-MACHINE. 

Mr.  James  W.  See  and  Messrs.  Broch^  Beeken  <&  Smith  for  the 
appellant. 
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Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  aflSmi- 
ing  the  rejection  by  the  Primary  Examiner  of  the  following  claims: 

1.  A  boring-machine  comprising  a  body,  a  chuck  mounted  thereon  for  rota- 
tion on  a  vertical  axis,  a  tool-bar  mounted  in  the  body  and  fitted  for  sliding 
motion  in  the  line  of  the  axis  of  the  chuck,  a  first  jib-crane  having  its  mast 
vertically  pivoted  on  a  vertical  axis  at  one  side  of  the  chuck,  a  second  Jib- 
crane  liaving  its  mast  pivoted  on  a  vertical  axis  at  the  opposite  side  of  the 
chuck,  hoisting  and  lowering  mechanism  at  each  of  said  cranes,  a  power  device 
for  the  actuation  of  said  hoisting  and  lowering  mechanism,  and  coupling  devices 
for  connecting  said  power  device  with  the  hoisting  and  lowering  mechanism  of 
the  two  cranes  alternatively  or  simultaneously,  combined  substantially  as  set 
forth. 

2.  A  l>oring-machine  comprising  a  body,  a  chuck  mounted  thereon  for  rota- 
tion on  a  vertical  axis,  a  tool-bar  mounted  in  the  body  and  fitted  for  sliding 
motion  in  the  line  of  the  axis  of  the  chuck,  a  first  Jib-crane  having  its  mast 
vertically  pivoted  on  a  vertical  axis  at  one  side  of  the  chuck,  a  second  Jib-crane 
having  its  mast  pivoted  on  a  vertical  axis  at  the  opposite  side  of  the  chuck, 
hoisting  and  lowering  mechanism  at  each  of  said  cranes,  a  power  device  for  the 
actuation  of  said  hoisting  and  lowering  mechanism,  and  coupling  devices  for 
connecting  said  power  device  with  the  hoisting  and  lowering  mechanism  of  the 
two  cranes  and  adapted  to  hoist  a  load  on  one  crane  while  lowering  a  load  on 
the  other  crane,  combined  substantialy  as  set  forth. 

3.  A  boring-machine  comprising  a  body,  a  chuck  mounted  thereon  for  rotation 
on  a  vertical  axis,  a  tool-bar  mounted  in  the  body  and  fitted  for  sliding  motion 
in  the  line  of  the  axis  of  the  chuck,  a  first  Jib-crane  having  its  mast  vertically 
pivoted  on  a  vertical  axis  at  one  side  of  the  chuck,  a  second  Jib-crane  having 
its  mast  pivoted  on  a  vertical  axis  at  the  opposite  side  of  the  chuck,  a  chain 
and  winding  mechanism  at  each  of  said  cranes,  a  driving-shaft,  gearing  con- 
necting the  driving-shaft  idly  with  the  chain  and  winding  mechanism  of  both 
cranes,  and  clutches  to  serve  in  connecting  said  gearing  operatively  with  the 
chain  and  winding  mechanism  of  either  two  cranes,  combined  substantially  as 
set  forth. 

The  references  are :  Putnam,  April  19,  1881,  No.  240,458 ;  American 
Machinist  of  January  21,  1888,  illustration  on  page  5 ;  catalogue  of 
Pond  Machine  Tool  Co.,  illustration  on  pages  28  and  30,  Plainfield, 
N.J. 

The  invention  is  a  boring-machine  of  ordinary  type,  provided  with 
two  hoisting-cranes,  one  on  each  side  of  the  machine.  These  cranes 
are  provided  with  coupling  devices  for  independently  connecting  the 
cranes  to  a  common  source  of  power,  so  that  the  crane  may  be  oper- 
ated simultaneously  in  opposite  directions.  By  means  of  this  con- 
struction one  crane  may  be  used  for  raising  an  object  to  be  acted  upon 
by  the  machine  while  the  article  which  has  been  previously  operated 
upon  by  the  machine  is  being  lowered  from  it 

The  references  show  a  boring-machine  provided  with  one  crane. 

If  the  device  claimed  by  the  appellant  covered  nothing  more  than  a 

boring-machine  to  which  two  similar  cranes  were  attached,  it  is  quite 

clear  that  the  invention  would  not  be  patentable,  for  the  reason  that 

21895— H.  Doc.  124, 61-2 ^14 

Digitized  by  VjOOQIC 


200  DECISIONS  OF   THE   COMMISSIONEB  OF  PATENTS. 

it  would  cover  only  a  duplication  of  what  is  shown  in  the  prior  art. 
It  is  believed,  however,  that  applicant  has  done  more  than  this  and 
that  claims  1  and  2  set  forth  his  new  construction  with  sufficient 
particularity  to  warrant  the  grant  of  a  patent. 
As  stated  by  the  appellant  in  his  brief: 

With  the  old  boring-machines  provided  with  a  single  crane,  the  machine  had 
to  be  stopped  or  allowed  to  run  idle,  while  the  hoisting  chain  or  cable  was 
attached  to  the  completed  piece  of  work,  the  work  was  lowered  to  the  floor,  the 
chain  was  connected  to  a  new  piece  of  work,  and  until  the  new  piece  of  work 
was  hoisted  to  position  on  the  machine.  In  this  way,  a  great  deal  of  time  was 
lost,  as  the  machine  was  necessarily  Idle  a  good  part  of  the  time. 

On  the  other  hand,  with  the  applicant's  invention,  practically  no  time  at  aU 
is  lost  In  the  handling  of  the  work,  for  while  one  piece  is  being  bored,  a  new 
piece  of  work  may  be  hoisted  by  one  crane  in  position  to  be  swung  under  the 
boring-tool,  then  when  the  boring  Is  completed,  the  finished  piece  of  work  may 
be  swung  to  one  side  by  the  second  crane,  thereby  permitting  the  new  piece  of 
work  to  be  swung  to  working  position  with  practically  no  hiatus  at  all  in  the 
boring  operation. 

Taking  this  view,  it  is  held  that  the  inventor  has  made  an  advance 
in  the  art  and  that  he  is  entitled  to  a  patent  therefor. 

Two  claims  have  been  submitted  with  the  brief,  for  which  con- 
sideration is  asked.  The  practice  of  presenting  new  claims  for  origi- 
nal consideration  by  the  Commissioner  is  not  approved.  No  good 
reason  is  seen  for  making  an  exception  in  this  case,  and  therefore  no 
comment  is  made  upon  the  claims  presented. 

Claims  1  and  2  cover  the  invention  in  this  case  and  may  be 
allowed.  Claim  3,  however,  sets  forth  nothing  more  than  a  duplica- 
tion of  what  is  shown  to  be  old  in  the  references  of  record. 

The  decision  of  the  Examiners-in-Chief  is  reversed  as  to  claims  1 
and  2  and  afjirmed  a^  to  claim  3. 


Williams  v.  Webster  v.  Sprague. 

Decided  October  2,  1909. 

148  O.  G.,  280. 

Interference — Motions   to    Dissolve — Renewal   Motions — ^Appeal — Piece- 
meal Action. 
Where  a  motion  to  dissolve  embodying  two  grounds  is  denied  transmis- 
sion as  to  both.  Held  that  the  grounds  may  not  be  separately  prosecuted, 
one  by  direct  appeal  and  the  other  by  renewal  motion  and  subsequent 
appeal. 
Same — Same — Same — Same. 

The  bringing  of  a  renewal  motion  waives  the  right  of  appeal  from  the 
decision  on  the  original  motion. 

On  Motion. 

wind-shield. 

Mr.  Albert  E.  Graves  for  Williams. 
Messrs.  GUlson  <&  GiUson  for  Webster. 
Messrs.  Munn  <&  Co.  for  Sprague. 
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Billings,  Acting  Commissioner: 

This  case  comes  up  on  a  motion  by  Sprague  to  dismiss  two  appeals 
of  Webster's  from  decisions  of  the  Examiner  of  Interferences  refus- 
ing to  transmit  motions  to  dissolve. 

The  appeals  arose  in  the  following  manner:  Webster  brought  a 
motion  to  dissolve  based  on  two  grounds.  The  Examiner  of  Inter- 
ferences refused  to  transmit  this  motion  as  to  either  of  the  grounds. 
Webster  then  brought  a  renewal  motion  for  dissolution  based  on  but 
one  of  the  grounds  before  set  forth,  and  as  to  this  ground  he  made 
the  motion  more  specific,  with  a  view  to  overcoming  the  reason  of  the 
Examiner  of  Interferences  for  refusing  to  transmit  it.  The  ground 
of  this  second  motion  was  unpatentability  of  the  issue  over  eight 
references  cited,  the  subject-matter  of  which  was  set  forth  at  some 
length,  and  in  conclusion  it  was  said  that  reliance  was  placed  on 
these  references  "  separately  and  conjointly.''  This  motion  was  con- 
sidered by  the  Examiner  of  Interferences  and  denied  transmission  in 
so  far  as  it  depended  upon  the  patents  cited  conjointly,  because  it  was 
indefinite  as  to  how  the  references  were  to  be  combined. 

After  this  decision  on  the  second  or  renewal  motion,  but  within 
the  limit  of  appeal  set  in  the  first  decision,  Webster  took  an  appeal 
from  the  decision  on  the  first  motion  in  so  far  as  it  denied  transmis- 
sion on  the  ground  not  covered  in  his  renewal  motion. 

A  few  days  later  he  took  an  appeal  from  the  decision  on  the  second 
motion,  in  so  far  as  it  was  against  him.  It  is  these  two  appeals  which 
Sprague  now  seeks  to  have  dismissed.  He  has  brought  separate 
motions  for  their  dismissal,  but  these  are  in  their  nature  alternative, 
for  he  urges,  on  the  one  hand,  that  the  second  or  renewal  motion  was 
improper  on  account  of  the  then  pending  original  motion,  and,  on 
the  other  hand,  that  the  appeal  on  the  original  motion  was  improper 
because  that  motion  was,  in  effect,  abandoned  by  the  filing  of  the 
renewal  motion.  It  will  be  readily  seen  that  to  sustain  either  one  of 
these  objections  robs  the  other  of  its  force.  In  short,  it  is  clear  that 
Webster  is  entitled  to  one  of  these  appeals,  and  I  believe  equally 
clear  that  he  is  not  entitled  to  both  of  them.  To  permit  a  party  to 
prosecute  separately,  by  renewal  motions,  one  or  more  separate 
grounds  of  dissolution  advanced  in  an  original  motion  and  then  to 
appeal  on  the  separate  motions  as  they  are  decided  against  him  would 
be  to  sanction  a  piecemeal  procedure,  which  has  been  uniformly  and 
properly  condemned  by  the  Office. 

It  becomes  necessary,  then,  to  determine  which  of  the  two  appeals 
is  valid.  The  Encyclopaedia  of  Pleading  and  Practice  (vol.  14,  pp. 
191,  192)  states  as  follows: 

Obtaining  leave  to  renew  a  motion  has  been  held  to  waive  the  right  of  appeal 
from  the  first  order,  and  it  is  clear  that  an  actual  renewal  of  the  motion  is  such 
a  waiver.     (Citing  authority.) 
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Webster's  renewal  motion  accordingly  amounted  to  an  abandon- 
ment of  his  right  to  appeal  on  the  original  motion.  It  is  cleariy 
equitable  that  it  should  be  so  construed ;  otherwise  a  party  might  seek 
the  same  relief  by  several  collateral  proceedings,  which  would  work 
an  unnecessary  hardship  on  the  other  parties. 

There  appears  to  be  no  authority  jfor  the  contention  of  Sprague 
that  the  renewal  motion  was  improper  because  of  a  contemplated 
appeal  tipon  the  original  motion,  which  appeal  was,  in  fact,  subse- 
quently taken.    The  authority  above  quoted  states  further,  on  page  192 : 

Tlie  p^idency  of  an  appeal  from  an  order  is  no  bar  to  an  application  for 
leave  to  renew  the  motion  upon  which  the  order  was  founded. 

It  is  held,  therefore,  that  Webster's  appeal  based  on  his  original 
motion  is  out  of  order  and  that  the  appeal  based  upon  the  renewal 
motion  is  proper.  The  former  appeal  is  accordingly  dismissed.  The 
latter  wUl  be  considered  at  the  time  for  which  the  hearing  is  noticed. 


Pratt  v.  de  Ferranti  and  Hamilton. 

Decided  June  10,  1909, 
148  O.  G.,  560. 

1.  INTERFEBBNCE — PBIORITY — RiOHT     TO     MaKE     THE     CLAIMS— DIFFERENCE     IN 

DiSCLOSUBE. 

Where  the  terms  of  the  claims  in  issue  are  found  to  apply  aptly  to  the 
structure  of  a  party  to  the  interference  who  has  copied  them  from  the  pat- 
ent of  the  other  party,  Held  he  has  a  right  to  make  the  claims  even  though 
his  disclosure  embodies  an  element  the  use  of  which  it  was  the  expressed 
purpose  of  the  patentee  to  render  unnecessary  by  the  structure  particularly 
referred  to  in  the  claims. 

2.  Same — Same — Same — Diffeeence  in  Terminology. 

Where  the  Interference  involves  a  structure  creating  a  "  main  "  and  a 
"leakage"  flux,  it  is  immaterial  for  the  purposes  of  the  interference  that 
the  flux  described  as  the  "  main  flux  "  by  one  party  is  called  the  *'  leakage- 
flux  "  by  the  other,  and  vice  versa,  in  their  respective  specifications. 

Appeal  from  Examiners-in-Chief. 

electric  meter. 

Mr.  Albert  G.  Davis  for  Pratt. 

Messrs.  Spear^  Middleton^  Donaldson  cfe  Spear  for  de  Ferranti  and 
Hamilton. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  de  Ferranti  and  Hamilton  from  the  decision 
of  the  Examiners-in-Chief  affirming  the  decision  of  the  Examiner  of 
Interferences  awarding  priority  of  invention  to  Pratt. 

This  interference  involves  the  application  of  Pratt,  which  was 
filed  April  20,  1904,  and  the  patent  to  de  Ferranti  and  Hamilton, 
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granted  December  12, 1905,  upon  an  application  filed  August  14, 1903. 
Inasmuch  as  the  applications  of  the  interferants  were  copending  de 
Ferranti  and  Hamilton  derive  no  benefit  from  the  issue  of  their  pat- 
ent, and  the  burden  is  upon  Pratt  to  prove  priority  of  invention  by  a 
preponderance  of  evidence. 

The  invention  in  issue  relates  to  induction-meters  for  alternating 
electric  currents  in  which  the  rotating  element  which  actuates  the 
dials  of  the  meter  consists  of  a  non-magnetic  disk  located  between 
two  electric  magnets.  Rotation  is  imparted  to  this  disk  by  reason  of 
the  torque  produced  by  the  dephasement  of  the  magnetic  fluxes  pass- 
ing between  the  poles  of  the  respective  electromagnets.  In  the  devices 
of  each  party  one  of  the  electromagnets  is  energized  by  a  few  turns  of 
the  conductor  of  the  main  or  working  circuit,  while  the  other  electro- 
magnet is  energized  by  a  large  number  of  turns  of  wire  of  a  shunt- 
circuit  connected  across  the  main  circuit.  The  rotating  disk  is  there- 
fore subject  to  the  influence  of  two  magnetic  fluxes  of  different  phases. 
Manifestly  the  greatest  rotary  effect  upon  the  disk  is  produced  when 
the  two  fluxes  are  dephased  with  reference  to  each  other  exactly  ninety 
degrees,  and  it  is  only  when  such  ninety  degrees  dephasement  is 
reached  that  the  speed  of  rotation  of  the  disk  is  accurately  propor- 
tional to  the  amount  of  electrical  energy  consumed  in  the  main  circuit. 

In  order  to  increase  the  dephasement  of  the  fluxes  of  the  opposing 
magnets,  both  of  the  parties  to  this  interference  have  wound  the 
shunt-coil  on  the  intermediate  leg  of  a  magnet  having  three  legs  or  a 
multiple  thereof,  the  coil  being  wound  in  the  de  Ferranti  and  Hamil- 
ton construction  some  distance  above  the  pole-faces,  while  in  the  Pratt 
structure  the  winding  on  the  intermediate  leg  is  brought  very  close 
to  the  lateral  pole- faces  of  the  pole  on  the  intermediate  leg.  In  each 
case  the  number  of  lines  of  force  from  the  shunt-magnet  which  thread 
the  disk  is  largely  restricted,  a  greater  number  of  lines  passing  across 
the  air-space  between  the  outer  legs  and  the  middje  leg  of  the  shunt- 
magnet,  the  latter  serving  to  secure  a  dephasement  of  the  flux  of  the 
shunt-magnet  from  that  of  the  magnet  in  the  main  circuit. 

The  issue  of  this  interference  is  as  follows: 

1.  An  electric  meter  for  use  on  alternating  circuits  comprising  In  combina- 
tion a  series  electromagnet;  a  multipolar  shunt-magnet;  a  coll  connected  as  a 
shunt  across  the  supply-mains  and  wound  on  a  part  only  of  said  shunt-magnet 
whereby  considerable  magnetic  leakage  Is  produced  from  the  remaining  parts, 
together  with  a  rotatable  element  mounted  between  said  series  and  said  shunt 
magnets. 

2.  An  electric  meter  for  use  on  alternating  circuits  comprising  in  combina- 
tion, a  multipolar  series  electromagnet ;  a  multipolar  shunt-magnet ;  a  coll  con- 
nected as  a  shunt  across  the  supply-mains  and  wound  on  a  part  only  of  said 
shunt-magnet  whereby  considerable  magnetic  leakage  Is  produced  from  the  re- 
maining parts,  together  with  a  rotatable  element  mounted  between  said  series 
and  said  shunt  magnets. 
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De  Ferranti  and  Hamilton  presented  no  testimony,  and  are  there- 
fore restricted  to  the  filing  date  of  their  application — August  14, 
1903 — for  conception  and  constructive  reduction  to  practice  of  the 
invention, 

Pratt  has  presented  testimony  which  establishes  the  reduction  to 
practice  of  the  invention  disclosed  in  his  application  as  early  as  June, 
1902,  and  his  proofs  of  this  fact  are  not  disputed  by  de  Ferranti  and 
Hamilton.  It  is,  however,  contended  that  Pratt's  application  does 
not  disclose  the  invention  in  issue  and  that  he  therefore  has  no  right 
to  make  the  claims  in  controversy.  It  is  pointed  out  that  Pratt  de- 
fines the  flux  which  passes  between  the  magnet-poles  as  the  "  main 
flux,"  and  it  is  urged  that  it  cannot  properly  be  termed  a  "  consider- 
able leakage  flux  "  within  the  meaning  of  the  issue.  It  is  further 
contended  that  Pratt's  construction  is  not  capable  of  producing  a 
ninety-degree  lag  without  the  use  of  lagging-coils,  which  it  is  the 
purpose  of  the  de  Ferranti  and  Hamilton  invention  to  avoid. 

The  first  of  these  contentions  is  clearly  untenable.  Although  it  is 
true  that  Pratt  defines  the  flux  which  traverses  the  air-gap  between 
the  adjacent  magnet-poles  as  the  "  main  flux  "  and  that  which  threads 
the  disk  as  "  leakage,"  while  de  Ferranti  and  Hamilton  call  the  flux 
from  the  intermediate  leg  of  the  magnet  to  the  others  across  the  in- 
tervening air-spaces  "  leakage,"  the  torque  for  rotating  the  disk  in 
each  case  is  produced  in  the  same  manner.  As  stated  by  the  Exam- 
iner of  Interferences: 

It  Is  not  believed  that  the  expression  '*  leakage  **  should  be  given  the  restricted 
meaning  which  the  patentees  suggest.  The  flux  produced  by  the  shunt-magnets 
of  both  parties  may  well  be  divided  Into  two  parts,  first,  that  which  threads 
the  disk,  and  which,  in  conjunction  with  the  flux  of  the  series  magnet,  produces 
rotation ;  and,  second,  all  the  remaining  flux  which  flows  through  the  magnetic 
circuit  The  first-mentioned  portion  of  the  flux  de  Ferranti  and  Hamilton  term 
the  working  flux,  whereas  Pratt  designates  this  the  leakage-flux,  the  remaining 
flux  de  Ferranti  and  Hamilton  term  the  leakage-flux,  whereas  Pratt  designates 
this  the  main  flux.  This,  however,  is  simply  a  transposition  of  terms;  both 
admittedly  use  the  same  portion  of  the  flux  to  secure  rotation. 

It  seems  reasonable  that  all  the  flux,  in  both  cases,  which  does  not  pass 
through  the  rota  table  element  should  be  termed  leakage-flux.  This  is  a  proper 
interpretation  of  the  term,  and  one  which  clearly  and  accurately  and  in  the 
same  sense  applies  to  the  constructions  of  both  parties. 

It  is  therefore  clear  that  in  so  far  as  the  real  invention  is  concerned 
it  is  immaterial  that  the  terminology  originally  used  by  Pratt  and  de 
Ferranti  and  Hamilton  to  define  the  functions  of  their  respective 
structures  differed. 

In  respect  to  the  contention  that  the  device  disclosed  in  Pratt's 
application  does  not  embody  the  invention  in  issue,  because  the  mag- 
netic leakage  of  the  shunt-magnet  is  incapable  of  producing  exactly 
ninety  degrees  lag  without  the  use  of  a  lagging-coil,  it  is  of  interest 
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to  refer  to  the  history  of  the  cases  of  the  respective  parties  and  to 
the  preliminary  proceedings  in  this  interference. 

The  basis  for  this  contention  is  found  in  lines  18  to  35,  page  1,  of 
the  specification  of  de  Ferranti  and  Hamilton's  patent,  which  read 
as  follows: 

In  these  meters  it  Is  necessary  to  produce  a  lag  of  ninety  degrees  of  the 
magnetic  field  produced  by  the  shunt-current  behind  the  Impressed  electromotive 
force. 

The  object  of  our  Invention  is  to  provide  a  simple  form  of  meter  in  which  the 
required  phase  displacement  is  obtained  without  the  use  of  special  arrange- 
ments, such  as  additional  choking-coils  or  secondary  circuits. 

Our  invention  consists,  broadly,  in  employing  a  shunt-magnet  having  large 
magnetic  lealcage  through  non-hysteretlc  and  non-conductive  material,  such  as 
air,  so  as  to  obtain  a  lag  of  ninety  degrees  of  the  effective  torque-producing  fiux 
behind  the  impressed  electromotive  force  without  the  use  of  additional  flux- 
retarding  devices. 

It  is  pointed  out  that  in  the  de  Ferranti  and  Hamilton  patent  the 
"large  magnetic  leakage"  through  air  is  accomplished  by  winding 
the  coil  of  the  shunt-magnet  upon  the  intermediate  leg  thereof  at  a 
considerable  distance  from  its  poles,  whereas  the  coil  of  Pratt's  shunt- 
magnet  extends  down  the  inner  leg  substantially  to  the  adjacent  por- 
tions of  the  magnet,  usually  referred  to  as  "  pole- faces." 

It  appears  that. after  the  granting  of  de  Ferranti  and  Hamilton's 
patent  involved  herein  Pratt  presented  in  his  application  four  claims 
copied  from  that  patent.  The  Primary  Examiner,  in  letters  dated 
March  6,  1906,  and  May  8,  1906,  rejected  these  claims,  upon  the 
ground  that  Pratt  had  no  right  to  make  the  same,  stating  that  the 
expressions  "  wound  on  a  part  only  of  the  shunt-magnet "  'and 
"  wound  on  a  part  of  the  shunt-magnet  remote  from  its  poles,"  when 
read  in  the  light  of  the  de  Ferranti  and  Hamilton  patent,  were 
limited,  in  effect,  to  the  winding  of  the  coil  of  the  shunt-magnet  upon 
the  core  so  that  the  parts  adjacent  to  the  poles  were  left  bare,  while 
in  Pratt's  device  the  winding,  which  extended  substantially  to  the 
poles,  is  not  "  on  a  portion  of  said  core  remote  from  its  poles "  or 
"  on  a  portion  only  of  said  magnet "  in  the  sense  referred  to  in  de 
Ferranti  and  Hamilton's  specification.  Upon  argument  of  this  ques- 
tion, however,  the  Examiner  was  convinced  of  Pratt's  right  to  make 
the  claims  and  this  interference  was  declared,  with  all  of  the  four 
claims  constituting  the  counts  of  the  issue.  Thereafter  a  motion  was 
made  by  de  Ferranti  and  Hamilton  to  dissolve  the  interference  upon 
the  ground,  inter  alia^  that  Pratt  had  no  right  to  make  the  claims. 
The  Examiner  in  his  decision  upon  the  motion  for  dissolution  said : 

In  de  Ferranti  *uid  Hamilton  the  shunt-coll  Is  wound  on  the  upper  portion  of 
the  middle  leg  of  the  magnet,  leaving  the  lower  portion  of  that  leg  entirely 
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exposed,  whereby  great  leakage  is  permitted.  In  Pratt's  case  the  shunt-coil 
is  wound  over  the  whole  length  of  the  middle  leg  of  the  magnet  from  the  Junc- 
tion of  the  legs  to  the  polar  extremities,  a  structure  which  would  undoubtedly 
tend  to  materially  confine  the  leakage  of  magnetic  lines.  It  should  be  borne 
in  mind,  however,  that  the  examination  as  to  leakage  of  a  magnet  of  this  form 
cannot  be  confined  to  the  plane  of  the  magnet,  because  there  will  be  a  lateral 
leakage  from  the  right  and  left  hand  legs  of  the  magnet  toward  the  observer 
and  away  from  the  observer  (looking  upon  the  magnet  as  represented  in  the 
drawing)  and  returning  to  the  body  of  the  magnet  at  the  central  pole. 

In  the  first  and  second  counts  of  the  issue  the  limitation,  or  rather  Intended 
limitation,  relates  to  the  relation  of  the  shunt-coil  to  the  magnet-core,  and  is 
expressed  as  follows :  "  a  coil  connected  as  a  shunt  across  the  supply-mains  and 
wound  on  a  part  only  of  said  shunt-magnet."  The  structure  of  both  of  these 
parties,  so  far  as  that  definition  is  concerned,  is  equally  covered  by  this  language, 
because  a  part  only  of  the  magnet  is  in  no  wise  a  satisfactory  definition  of  the 
special  feature  of  either  one  of  these  magnets.  The  central  leg,  or  any  portion  of 
the  central  leg,  or  any  other  portion  of  the  magnetic  body  can  be  described  as  a 
part  only  of  the  shunt-magnet.  De  Ferranti  and  Hamilton  have  attempted  to 
define  this  structure  by  the  functional  statement  "whereby  considerable  magnetic 
leakage  is  produced  from  the  remaining  parts."  The  Examiner  is  not  at  all 
satisfied  that  this  functional  distinction  is  a  real  distinction  between  the  cases  in' 
Interference.  As  remarked  above,  there  is  a  lateral  leakage  which  Is  not  con- 
trolled especially  by  the  position  of  the  shunt-magnet,  and  that  lateral  leakage 
will  be  considerable  and  will  be  present  in  both  cases. 

It  is  believed  that  this  statement  of  the  Examiner  in  respect  to  the 
interpretation  of  the  claims  in  issue  is  sound.  It  is  further  to  be 
observed  that  the  counts  of  the  issue  do  not  call  for  a  lag  of  exactly 
ninety  degrees,  and  there  is  no  reason  which  requires  that  this  limita- 
tion be  imported  into  the  claims.  Although  de  Ferranti  and  Hamil- 
ton state  in  their  specification  that  the  object  of  their  invention  is 
to  obtain  the  required  phase  displacement — 
without  the  use  of  special  arrangements  such  as  additional  choke-coils,  etc. — 

it  is  apparent  that  the  de  Ferranti  and  Hamilton  structure  does  not 
give  the  exact  ninety  degrees  lag,  for  several  means  of  adjusting  the 
lag  are  described  in  the  specification  of  the  patent,  lines  8  to  21,  page 
3,  of  which  read  as  follows : 

We  prefer  to  make  the  shunt-core  somewhat  longer  than  the  coil  which  it 
supports  and  to  mount  the  coil  so  that  it  can  be  longitudinally  adjusted  on  the 
core.  This  is  shown  in  Fig.  2,  the  coU  d  being  adjusted  by  inserting  washer  e, 
of  suitable  thickness. 

We  may  use  any  of  the  following  four  methods  of  adjusting  the  lag:  first, 
altering  positions  of  shunt-coil  on  its  core;  second,  varying  diameter  of  the 
sleeve  I  of  Fig.  10;  third,  varying  length  of  said  sleeve  I;  fourth,  varying  resist- 
ance t  in  the  shunt-circuit.  These  methods  may  be  used  either  separately  or  in 
conjunction. 

The  adjustments  thus  specified  are  clearly  the  functional  equivalent 
of  Pratt's  lagging-coil. 
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It  is  well  settled  that  claims  forming  the  issue  of  an  interference 
will  be  construed  as  broadly  as  the  natural  meaning  of  their  terms 
will  warrant. 

For  the  reasons  above  stated  I  am  of  the  opinion  that  the  claims  in 
issue  are  directed  to  an  invention  which  is  found  in  the  structures  dis- 
closed in  each  of  the  interfering  applications  and  that  the  terms  of 
these  claims,  while  appropriated  by  Pratt  from  the  specification  of 
de  Ferranti  and  Hamilton,  clearly  and  aptly  describe  the  structure 
disclosed  in  Pratt's  application.  It  is  therefore  held  that  Pratt  has 
a  right  to  make  the  claims  forming  the  counts  of  the  issue  of  this 
interference. 

Inasmuch  as  Pratt  has  established  a  reduction  to  practice  of  the 
invention  disclosed  in  his  application  prior  to  any  date  of  conception 
which  can  be  accorded  to  de  Ferranti  and  Hamilton  he  is  entitled  to 
be  awarded  priority  of  invention. 

The  decision  of  the  Examiners-in-Chief  is  dffirmed. 


P.  J.  BowLiN  Liquor  Company  v.  J.  and  J.  Eager  Compant. 

Decided  October  21,  1909. 

•  148  O.  G.,  571, 

Trade-Marks — ^Whisky  and  Gin — Goods  of  the  Same  Descriptive  Properties. 
Whisky  and  gin  are  goods  of  the  same  descriptive  properties.    Decision 
in  Vanden  Bergh  d  Company  v.  Belmont  Distillery  Co.  (C.  D.,  1903,  496; 
107  O.  G.,  2235)  overruled. 

Appeal  from  Examiner  of  Interferences. 

TRADE-MARK   FOR    HOLLAND   GIN. 

Mr.  Arthur  E.  Wallace  for  P.  J.  Bowlin  Liquor  Company. 
Mr.  A.  Parker  Smith  for  J.  and  J.  Eager  Company. 

Billings,  Acting  Commissioner: 

This  is  an  appeal  by  the  P.  J.  Bowlin  Liquor  Company  from  a 
decision  of  the  Examiner  of  Literferences  sustaining  a  demurrer  to 
its  notice  of  opposition  and  adjudging  that  the  same  should  be 
dismissed. 

The  mark  for  the  registration  of  v^hich  the  J.  and  J.  Eager  Com- 
pany made  application  is  the  word  "  Humboldt "  as  a  trade-mark 
for  Holland  gin.  The  P.  J.  Bowlin  Liquor  Company  opposed  the 
registration  of  this  mark  on  the  ground  that  it  was  the  owner  of  the 
mark  "  Humboldt "  as  applied  to  whisky  and  had  obtained  a  certifi- 
cate of  registration  therefor,  No.  50,014,  dated  February  27,  1906. 
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The  J.  and  J.  Eager  Company  demurred  to  this  notice  of  opposition 
on  several  grounds ;  but  the  only  ground  argued  before  the  Examiner 
of  Interferences  and  decided  by  him  was  that  the  goods  of  the  respec- 
tive parties  are  not  of  the  same  descriptive  properties.  The  Exam- 
iner of  Interferences  in  sustaining  the  demurrer  based  his  decision  on 
the  ruling  in  Vanden  Bergh  <&  Company  v.  Belmont  Distillery  Co., 
(C.  D.,  1903,  496;  107  O.  G.,  2235,)  in  which  it  was  held  that  whisky 
and  gin  are  goods  of  different  descriptive  properties. 

That  decision  was  rendered  in  a  case  arising  under  the  Trade- 
Mark  Act  of  1881,  which  did  not  provide  for  an  appeal  from  the 
decision  of  the  Commissioner  of  Patents.  In  two  cases  arising  under 
the  act  of  1905  the  Court  of  Appeals  of  the  District  of  Columbia  has 
rendered  decisions  bearing  upon  the  question  of  when  goods  must  be 
considered  to  be  of  the  same  descriptive  properties. 

These  decisions  are  Walter  Baker  <6  Com^pany^  Limited^  v.  Ha^- 
rison  {post,  284;  138  O.  G.,  770;  32  App.  D.  C,  282)  and  Phoeniw 
Paint  cfe  Varnish  Company  v.  Lewis  <&  Bros.,  {post,  303;  139  O.  G., 
990;  32  App.  D.  C,  285.)    In  the  former  the  Court  said: 

Things  may  be  said  to  possess  the  same  descriptive  properties  when  they  can 
be  applied  to  the  same  general  use.  CJoffee  and  cocoa,  when  used  as  beverages, 
are  at  once  associated  as  belonging  to  the  class  of  beverages  in  general  domestic 
use.  They  belong  to  the  class  of  beverages  universally  used  on  the  table  and 
sold  in  prepared  packages  for  that  purpose.  Should  the  same  mark  be  granted 
to  different  persons  for  use  on  coffee  and  cocoa,  respectively,  the  natural  and 
certain  result  would  be,  that  the  one  wishing  to  profit  by  the  use  of  the  same 
mark  would  adopt  the  style  of  package  used  by  the  other,  and,  by  such  unau- 
thorized Imitation,  cause  confusion  in  the  mind  of  the  purchasing,  consuming 
public  as  to  the  quality  of  the  goods  so  marked.  The  intent  of  the  statute 
Is  to  protect  the  rightful  owners  of  trade-marks  in  their  valuable  property 
rights,  and  it  seems  to  tax  the  courts  to  the  utmost  to  protect  those  rights 
against  the  Ingenuity  of  counsel  and  the  designs  of  sliarp  competitors.  A  mark 
should  be  denied,  not  only  when  used  upon  goods  of  the  same  descriptive  prop- 
erties as  a  similar  registered  mark,  but  when  used  on  goods  belonging  to  the 
same  general  class. 

In  the  latter  it  was  said : 

We  think  two  trade-marks  may  be  said  to  be  appropriated  to  merchandise 
of  the  same  descriptive  properties  in  the  sense  meant  by  the  statute  when  the 
general  and  essential  characteristics  of  the  goods  are  the  same.  To  rule  that 
the  goods  must  be  identical  would  defeat  the  purpose  of  the  statute  and  de- 
stroy the  value  of  trade-marks.  The  test  Is  whether  there  is  such  a  sameness 
in  the  distinguishing  characteristics  of  the  goods  as  to  be  likely  to  mislead  the 
general  public.    If  there  is,    only  one  mark  should  be  registered. 

Applying  these  principles  thus  announced  by  the  court  to  the  facts 
in  this  case,  it  must  be  held  that  gin  and  whisky  are  goods  of  the 
same  descriptive  properties.  The  decision  in  Vanden  Bergh  (6  Comr- 
pony  V.  Belmont  Distillery  Company,  supra,  so  far  as  it  holds  other- 
wise, is  therefore  overruled. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 
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In  re  Marvin  Estate  Company. 

Decided  September  20,  1909. 

148  O.  G.,  571. 

Access  to  Abandoned  Application — ^Access  Granted. 

Where  suit  is  brought  on  a  patent  the  record  of  which  shows  that  one  of 
the  claims  thereof  was  allowed  in  a  prior  application  belonging  to  the  same 
assignee  and  was  transferred  to  the  application  on  which  the  patent  was 
granted,  Held  that  the  defendants  are  entitled  to  inspect  and  obtain  copies 
of  said  prior  application. 

On  Petition. 

Messrs.  Winkler^  FlanderSy  Bottom  <&  Fawsett  for  the  Marvin 
Estate  Company. 

Mr.  Thos.  Ewing^  Jr.^  and  Mr.  Vernon  M.  Dorsey  for  Booth. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  by  the  Marvin  Estate  Company  for  leave  to  in- 
spect and  obtain  copies  of  the  record  of  an  application,  including 
the  appeal  file,  Serial  No.  91,389,  filed  January  27,  1902,  by  Herbert 
C.  Booth,  and  also  of  a  division  of  said  application. 

The  ground  upon  which  this  petition  is  based  is  that  the  petitioner 
is  defendant  in  a  suit  brought  by  the  Vacuum  Cleaner  Company  in 
the  United  States  Circuit  Court  for  the  Northern  District  of  Califor- 
nia, as  assignee,  for  the  infringement  of  Patent  No.  847,947,  granted 
to  David  F.  Kenney  March  17,  1907,  for  an  apparatus  for  removing 
dust,  in  which  the  record  shows  that  claim  3,  one  of  the  claims  in- 
volved in  said  suit,  was  transferred  to  the  application  upon  which 
the  Kenney  patent  was  granted  from  the  application  of  Booth,  No. 
91,389,  to  which  access  is  requested. 

The  record  of  Patent  No.  847,947  shows  that  the  Primary  Exam- 
iner finally  rejected  the  claims  of  the  Kenney  application  and  that 
upon  appeal  to  the  Examiners-in-Chief  the  decision  of  the  Examiner 
was  reversed.  It  appears  from  the  contents  of  the  appeal  file  that 
Kenney  petitioned  the  Commissioner  of  Patents  to  remand  his  appli- 
cation to  the  Examiners-in-Chief  for  the  purpose  of  presenting  a 
claim  to  that  tribunal  for  a  recommendation  as  to  its  patentability. 
The  argument  submitted  therewith  is,  in  part,  as  follows : 

Counsel  is  informed  that  in  the  application  of  H.  C.  Booth,  No.  91,389,  filed 
January  27,  1902,  a  claim  has  been  allowed  in  language  as  follows : 

"1.  In  a  suction  cleaning  apparatus,  the  combination  of  a  suction-nozzle 
adapted  to  be  moved  over  the  surface  and  having  a  narrow  inlet-slot,  a  power- 
operated  suction-pump,  and  impurity-collecting  means  between  said  nozzle 
and  pump  adapted  to  remove  the  impurities  from  the  air  and  prevent  fouling 
the  pump  while  permitting  the  working  vacuum  to  be  maintained  at  the  nozzle." 


Digitized  by 


Google 


210  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS. 

In  view  of  these  actions  of  the  Board,  it  seems  clear  that  applicant  is  entitled 
to  the  following  claim : 

"In  a  suction  cleaning  apparatus,  the  combination  of  a  suction-nozzle 
adapted  to  be  moved  over  the  surface  and  having  a  narrow  Inlet-slot,  a  suc- 
tion-creating device  capable  of  maintaining  a  sufficient  vacuum,  and  impurities- 
collecting  means  between  the  nozzle  and  suction-creating  device  and  suitably 
connected  therewith  for  removing  the  impurities  from  the  air,  substantially 
as  described." 

To  secure  consideration  of  this  claim  under  the  rules,  applicant  requests  this 
application  to  be  remanded  to  the  Board  to  consider  applicant's  request,  which 
is  hereby  presented,  that  the  above  claim  be  recommended  by  the  Board  as 
allowable. 

The  record  shows  that  the  Examiners-in-Chief  recommended  the 
allowance  of  this  claim,  and  thereafter  Kenney  presented  an  amend- 
ment containing  the  claim  which  had  been  recommended  by  the 
Examiners-in-Chief,  stating  in  connection  therewith — 
claim  3  applicant  understands  was  allowed  in  an  application  to  H.  C.  Booth. 

This  claim  is  the  identical  claim  except  for  the  words  "  as  substan- 
tially described,"  which  Kenney  had  stated  in  his  petition  to  the 
Commissioner  had  been  allowed  in  Booth's  application,  No.  91,389. 

In  addition  to  the  statements  in  the  record  showing  the  transfer 
of  claim  3  of  the  Kenney  patent  from  the  Booth  application,  No. 
91,389,  there  appear  in  the  record  of  the  Kenney  patent  the  affidavit 
of  John  Piatt,  an  expert  in  this  art,  and  also  the  affidavit  of  the 
applicant,  Kenney,  which  show  the  identity  and  operation  of  the 
device  disclosed  in  Kenney's  patent  and  that  covered  by  a  British 
patent  to  Booth,  No.  17,433,  series  of  1901,  and  that  Kenney  was  the 
owner  of  the  Booth  application,  No.  91,389,  at  the  time  the  claim 
was  transferred  from  that  application  to  Kenney 's  application. 
Comparison  shows  that  the  Booth  application.  No.  91,389,  is  sub- 
stantially identical  with  the  British  patent  granted  to  him.  It 
therefore  follows  that  the  disclosure  of  Booth's  application.  No. 
91,389,  will  place  no  knowledge  of  other  inventions  of  his  in  the 
hands  of  the  public.  The  case  is  in  this  respect  similar  to  the  case 
in  re  The  New  York  Woven  Wire  Mattress  Company^  (C.  D.,  1906, 
101;  121  O.  G.,  688,)  in  which  it  is  said: 

All  of  the  reasons  for  preserving  original  applications  and  caveats  in  secrecy 
do  not  exist  In  reissue  applications,  and  therefore  the  same  character  of  show- 
ing is  not  required  to  warrant  furnishing  copies.  A  reissue  applicant  has  no 
secret  invention  to  be  concealed  from  the  public,  since  he  has  necessarily  dis- 
closed it  in  his  patent.  All  that  can  be  concealed  in  a  reissue  case  Is  the  pro- 
cedure and  new  claims  made. 

It  is,  however,  urged  in  behalf  of  Kenney  that  the  Commissioner 
is  without  authority  to  grant  access  to  the  pending  application  of 
Booth  without  a  certificate  or  order  of  the  court  before  which  the 
suit  for  infringement  is  being  tried.  This  contention  is  believed 
to  be  without  force.    As  stated  in  the  Metropolitan  West  Side  Ele- 
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vated  Railroad  Company  et  al,  v.  Siemens^  (C.  D.,  1898,  220;  85 
O.  G.,  290:) 

To  sustain  the  second  point  it  is  urged  on  behalf  of  Siemens  that  in  view  of 
the  opinion  of  the  court  in  JJ.  8.,  ex  reL  Bulkley,  v.  Buitencorth,  Commr.  of 
Patents  (C.  D.,  1897,  685;  81  O.  G.,  505)  no  discretion  is  vested  in  the  CJom- 
mlssioner  to  grant  or  withhold  copies  of  such  papers  as  those  in  question  with- 
out a  certificate  or  order  from  the  court  in  which  the  case  is  pending.  I  do 
not  so  Interpret  the  decision  referred  to.  As  a  general  rule  it  will  probably  be 
found  to  be  safer  to  require  an  order  or  certificate  from  a  court  of  competent 
Jurisdiction  before  furnishing  parties  with  copies  of  pending  or  abandoned 
applications.  But  when  a  patentee  has  referred  to  a  prior  application  for  a 
patent,  whether  such  reference  appears  upon  the  face  of  the  specification  or 
only  among  the  application  papers,  and  thereafter  brings  suit  upon  his  patent, 
he  cannot  with  very  good  grace  urge  that  the  papers  referred  to  by  him  are 
"private  papers." 

It  is  well  settled  that  the  history  of  claims  in  the  Patent  Office 
during  the  pendency  of  an  application  has  a  material  bearing  upon 
the  scope  of  such  claims  when  construed  by  the  courts  in  infringe- 
ment cases,  and  it  is  the  settled  practice  of  the  Patent  Office  to  per- 
mit access  to  applications  which  the  record  of  the  patent  shows  led 
to  the  grant  of  the  claims  contained  in  the  patent  on  a  proper  show- 
ing of  interest  by  the  party  desiring  access  to  such  application. 
{Ex  parte  Doman^  C.  D.,  1905,  101;  115  O.  G.,  804;  ex  parte  Lewis 
and  Unger^  C.  D.,  1903,  303;  106  O.  G.,  543;  ex  parte  Lanning^  C.  D. 
1906,  412;  124  O.  G.,  2902;  in  re  The  Vacuum  Specialty  Company^ 
ante  J  88;  142  O.  G.,  1J14.)  The  authority  of  the  Commissioner  to 
grant  access  to  such  applications  is  believed  to  be  sustained  by  the 
opinion  of  the  court  in  the  case  of  MacWilliam  v.  Connecticut  Web 
Company,  (119  Fed.  Eep.,  509,)  in  which  the  Court  said: 

It  is  not  quite  clear  what  sort  of  certificate  this  court  is  asked  to  give.  No 
reference  is  made  to  any  statute  or  to  any  rule  or  regulation  of  the  Patent 
Office  requiring  a  certificate  of  court  as  prerequisite  to  the  production  for  in- 
spection and  copy  of  an  abandoned  application.  For  aught  that  appears,  the 
Commissioner  of  Patents  has  full  power  in  the  premises.  From  the  argument 
in  the  briefs  of  counsel  for  the  respective  parties,  it  would  seem  that  the  prin- 
cipal matter  of  dispute  between  them  is  as  to  whether  the  application  is  rele- 
vant and  material  to  the  issues  in  this  suit.  The  Supreme  CJourt,  however,  in 
Blease  v.  Oarlington,  (92  U.  S.,  1;  23  L.  Ed.,  521,)  has  indicated  that,  in  the 
course  of  taking  proofs  in  equity,  all  such  questions  should  be  reserved  for 
final  hearing,  and  the  testimony  preserved  for  the  appellate  court  should  the 
decision  at  final  hearing  be  adverse  to  its  admission.  This  court  is  prepared 
to  sign  a  certificate  to  the  effect  that,  in  conformity  to  the  rulings  of  the 
United  States  Supreme  Ctourt,  it  would  admit  said  abandoned  application  in 
evidence  if  it,  or  a  certified  copy,  were  offered,  notwithstanding  any  objections 
to  its  relevancy,  materiality,  or  pertinency. 

The  facts  in  this  case  are  substantially  the  same  as  those  appearing 
in  the  case  of  in  re  The  Vacuum  Specialty  Company ,  {ante,  88;  142 
O.  G.,  1114,)  and,  for  the  reasons  stated  in  that  decision,  it  is  believed 
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that  the  petitioner  is  entitled  to  access  to  the  Booth  application  and 
to  the  record  of  the  proceedings  on  appeal  therein. 

I  find,  however,  no  reason  for  permitting  access  to  the  divisional 
application,  since  it  does  not  appear  that  any  action  in  that  applica- 
tion led  to  the  allowance  of  claims  now  forming  a  part  of  the  Kenney 
patent. 

The  petition  is  granted  to  the  extent  indicated. 


Hammond  and  Donahue  v.  Colley  v.  Norms. 

Decided  October  SO,  1909. 

148  O.  G.,  573. 

INTERFEBENCE — MOTION  TO  AMEND  UNDER  RULE  109 — ^APPEAL. 

A  motion  to  dissolve  the  interference  and  a  motion  to  amend  under 
Rule  109  were  transmitted  to  the  Primary  Examiner,  who  granted  the 
former,  but  denied  the  latter.  Held  that  the  fact  that  appeal  was  not  taken 
from  the  decision  on  the  motion  to  dissolve  constitutes  no  ground  for  the 
dismissal  of  the  appeal  from  the  decision  on  the  motion  to  amend. 

Petition. 

Appeal  on  Motion. 

HOISTING   APPABATUS. 

Mr.  H.  J.  Livermore  and  Mr.  Horace  Van  Evereh  for  Hammond 
and  Donahue. 
Mr.  S.  W.  Bates  for  Colley. 
Messrs.  Emery  &  Booth  for  Norris. 

Tennant,  Assistant  Commissioner: 

This  case  is  before  me  upon  petition  by  Norris  that  the  case  be 
remanded  to  the  Examiners-in-Chief  for  the  purpose  of  hearing  and 
deciding  an  appeal  from  the  decision  of  the  Examiner  refusing  cer- 
tain claims  presented  under  Rule  109,  and  also  upon  an  appeal  from 
certain  portions  of  the  decision  of  the  Examiner  refusing  such  claims. 
.  The  record  shows  that  the  preliminary  statements  were  approved 
January  29,  1909,  and  on  that  date  an  order  was  issued  against  Ham- 
mond and  Donahue  to  show  cause  on  or  before  March  1,  1909,  why 
judgment  on  the  record  should  not  be  rendered  against  them.  On 
February  27,  1909,  Norris  filed  a  motion  for  dissolution  and  also  a 
motion  to  amend  under  Rule  109.  On  March  8  the  Examiner  of 
Interferences  rendered  judgment  against  Hammond  and  Donahue 
and  on  the  same  day  transmitted  in  part  Norris's  motion  to  dissolve 
and  also  his  motion  to  amend.    On  April  16  the  Examiner  granted 
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the  motion  for  dissolution,  setting  the  limit  of  appeal  to  expire  May 
8, 1909.  No  appeal  was  taken  from  this  decision.  On  May  12,  1909, 
the  Examiner  rendered  a  decision  denying  Norris's  motion  to  amend, 
and  appeal  was  taken  from  that  decision  to  the  Examiners-in-Chief  as 
to  certain  questions  appealable  to  that  tribunal  and  to  the  Commis- 
sioner upon  certain  other  questions.  The  Examiners-in-Chief  held 
that  inasmuch  as  the  decision  of  the  Examiner  dissolving  the  inter- 
ference had  become  final  the  appeal  upon  the  claims  presented  under 
Kule  109  was  improperly  taken  and  dismissed  the  appeal. 

In  my  opinion  the  conclusion  of  the  Examiners-in-Chief  was  er- 
roneous. Rule  109  gives  an  interferant  the  right  at  any  time  within 
thirty  days  after  the  preliminary  statements  of  the  parties  have  been 
received  and  approved  on  motion  duly  made  to  file  an  amendment  to 
his  application  containing  any  claims  which  in  his  opinion  should  be 
made  the  basis  of  an  interference  between  himself  and  any  of  the 
other  parties. 

It  is  further  provided  that  motions  for  dissolution  will  not  be 
transmitted  in  regard  to  such  claims — 

•where  the  questions  could  have  been  disposed  of  in  connection  with  the  admis- 
sion of  the  claims. 

The  purpose  of  this  rule  is  to  settle  all  preliininary  questions  relat- 
ing to  the  issue  of  an  interference  in  a  single  proceeding,  and  the 
Examiner  should  decide  under  such  circumstances  not  only  the  ques- 
tion of  dissolution  of  the  interference,  but  also  the  questions  raised 
by  the  claims  presented  under  Rule  109,  in  order  that  all  these  ques- 
tions may  be  reviewed,  if  necessary,  by  the  appellate  tribunals  upon 
the  same  appeal.  The  fact  that  the  decision  of  the  Examiner  dis- 
solved the  interference  upon  the  issues  originally  set  forth  does  not 
preclude  the  right  of  inter  partes  consideration  of  the  claims  pre- 
sented under  Rule  109.  The  applicants  are  entitled  to  full  action 
upon  all  these  questions  before  the  termination  of  the  interference. 
Under  these  circumstances  I  am  of  the' opinion  that  the  Examiners- 
in-Chief  should  have  considered  Norris's  appeal  from  the  rejection 
of  the  Examiner  of  the  claims  presented  under  Rule  109.  The  case 
is  accordingly  remanded  to  the  Examiners-in-Chief  for  this  purpose. 

Consideration  of  the  appeal  to  the  Commissioner  from  the  action 
of  the  Primary  Examiner  is  deferred  until  the  Examiners-in-Chief 
have  rendered  their  decision  upon  the  merits,  in  order  to  avoid  piece- 
meal consideration  of  the  case. 

The  petition  is  granted. 


Digitized  by 


Google 


214  DECISIONS  OF  THE   COMMISSIONER  OF  PATENTS. 

Ex  PARTE  Smith. 

Decided  January  26,  1909, 

148  O.  G.,  831. 

PATENTABiLrnr— Aggregation. 

Where  two  mechanisms  for  performing  successive  operations  upon  a 
piece  of  work  are  both  old  in  the  art»  the  assembiying  of  these  mechanisms 
upon  a  unitary  support  in  such  manner  that  the  operator  may  transmit 
the  worlc  from  one  to  the  other  without  changing  his  position  at  the  ma- 
chine Held  not  to  involve  invention. 

Appeal  from  Examiners-in-Chief. 

ROCK-DRILL  SHARPENING  AND  SHAPING  MACHINE. 

Messrs.  Fred  G.  Dieterick  <&  Co.  for  the  applicant 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Examiner  rejecting  claims  1,  8,  9,  10,  and 
11  of  the  above-entitled  application.  The  following  claims  suffi- 
ciently illustrate  the  subject-matter  of  the  appealed  claims : 

1.  In  an  apparatus  of  the  class  described,  a  column  or  support,  a  relatively 
fixed  die-holding  member  and  a  movable  die-holding  member  mounted  on  said 
column,  dies  carried  by  each  of  said  die-holding  members,  an  impactlng-engine 
cooperating  with  said  movable  die  and  pneumatic  means  continuously  tending 
to  move  said  Impacting-engine  and  said  movable  die  toward  the  fixed  die  and 
simultaneously  operating  the  Impacting-engine. 

8.  In  on  apparatus  of  the  class  described,  a  rock-drill-bit-sharpening  means, 
a  bit  shaping  and  gaging  means,  and  a  unitary  support  for  said  means  com- 
bined with  controlling  devices  for  each  of  said  means  operative  by  a  single 
operator  while  standing  in  one  position,  substantially  as  shown  and  described. 

The  references  are:  Allen,  March  13,  1877,  No.  188,224;  Boyer, 
May  9,  1899,  No.  624,447;  Glossop,  November  13,  1900,  No.  661,798; 
Word,  June  23,  1903,  No.  731,728;  Spreyer,  May  8,  1906,  No.  820,023. 

The  invention  relates  to  mechanism  for  sharpening  rock-drills  and 
comprises  a  bed  upon  which  mechanism  is  arranged  for  supporting 
the  drill  to  be  sharpened,  a  dolly  adapted  to  be  pneumatically  oper- 
ated to  get  shaped  to  the  end  of  the  bit  and  also  to  upset  the  same, 
and  a  shaping  device  supported  from  the  same  frame  adapted  to 
swage  the  upset  bit  in  the  proper  side. 

It  appears  that  in  the  sharpening  and  resharpening  of  rock-drills 
it  is  necessary  to  alternately  operate  the  two  by  the  dolly  and  swag- 
ing mechanism  until  the  correct  size  is  given  to  the  sharpened  bit.  It 
is  the  object  of  the  present  invention  to  locate  these  independent 
mechanisms  upon  a  single  frame  in  such  proximity  that  there  will  be 
no  loss  of  heat  by  the  bit  in  transferring  the  same  from  one  mech- 
anism to  another.    It  is  also  the  object  of  the  present  invention  to 
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place  the  operating  levers  within  the  easy  reach  of  the  operator  to 
enable  him  to  accomplish  the  functions  above  referred  to. 

The  mechanism  for  sharpening  the  bit  and  the  device  for  reducing 
the  end  of  the  bit  to  the  proper  size  are  admittedly  old  in  the  prior 
art;  but  it  is  insisted  that  the  assembly ing  of  two  machines  of  differ- 
ent types  upon  a  unitary  support  in  such  a  manner  that  the  operator 
may  transmit  the  drill  from  one  to  the  other  without  changing  his 
position  at  the  machine  involves  invention.  In  my  opinion  this  con- 
tention is  not  well  founded. 

The  patent  to  Spreyer  shows  that' it  is  old  to  use  a  pneumatic  means 
for  moving  the  impacting-engine  and  also  simultaneously  operate 
the  impacting-engine,  and  the  conclusion  of  the  Examiners-in-Chief 
that  the  patent  to  Spreyer  anticipates  claim  1  is  clearly  well  founded. 

Claims  8,  9,  10,  and  11  comprise  merely  the  aggregation  of  two 
mechanisms  upon  a  conmion  support,  the  particular  mechanisms  in 
these  claims  being  old  in  the  references  cited  against  them,  and  it 
involved  merely  the  exercise  of  mechanical  skill  to  place  the  device 
for  controlling  the  separate  mechanisms  within  easy  reach  of  the 
operator.   . 

The  decision  of  the  Examiners-in-Chief  is  afftrmed. 


Lacroix  v.  Tybero. 

Decided  December  28,  1908, 

148  O.  G.,  831. 

1.  Claims — Combination— Use  of  Tebm  "  Means." 

Where  the  Invention  claimed  is  a  combination,  Held  that  the  term 
"means,"  followed  by  a  statement  of  function,  is  properly  readable  on  a 
structure  in  which  such  means  consists  of  more  than  one  element. 

2.  INTERFEBENCE — ^APPEAL    ON    PRIORITY — PATENTABILITY    OF    THE    ISSUE — SUPER- 

VISORY Authority  of  the  Commissioner. 
The' question  of  the  counts  of  the  issue  having  different  meanings  and  of 
their  non-patentability  will  be  considered  on  appeal  on  priority  only  under 
such  extraordinary  circumstances  as  will  warrant  the  exercise  of  the  super- 
visory authority  of  the  Commissioner. 

3.  Public  Use. 

The  fact  that  a  license  was  taken  out  to  malce  cigars  on  the  premises 
where  a  cigar-malchig  machine  was  being  tested  and  that  some  of  the  cigars 
made  were  actually  sold  Held  not  to  establish  a  public  use  of  the  machine 
where  It  appeared  that  the  place  where  such  tests  were  made  was  a  machine- 
shop  and  not  a  cigar  factory,  the  license  being  taken  out  in  order  to  be  able 
to  make  actual  tests  with  tobacco,  and  that  the  machine  was  operated  pri- 
marily for  the  purpose  of  developing  imperfections  In  the  machine  and  that 
many  minor  changes  were  made  therein. 

Appeal  from  Examiners-in-Chief. 
21805— H.  Doc.  124, 61-2 15 
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CIGAB-MACHINE. 

Mr,  James  L.  N orris  for  Lacroix. 

Messrs.  Philipp^  Sawyer^  Rice  <&  Kennedy  for  Tyberg. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  Lacroix  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  in  favor  of  Tyberg. 

The  issue  is  in  six  counts,  as  follows: 

1.  The  combination,  with  a  wrapping  mechanism,  of  means  for  supporting  a 
plurality  of  bunches,  and  means  for  transferring  bunches  from  the  supporting 
means  to  the  wrapping  mechanism. 

2.  The  combination,  with  a  wrapping  mechanism,  of  means  for  supporting  a 
mold,  and  means  for  transferring  the  bunch  from  the  mold  to  the  wrapping 
mechanism. 

3.  The  combination,  with  a  wrapping  meclianism,  of  means  for  supporting  a 
mold  contahiing  a  plurality  of  bunches,  and  means  for  transferring  the  bunches 
from  the  mold  to  the  wrapping  mechanism. 

4.  The  combination  with  a  bunch-support  operating  to  sustain  a  plurality  of 
bunches,  of  a  lifting  device  including  means  for  engaging  each  bunch,  and  de- 
vices for  operating  the  lifting  device  to  remove  the  bunches  from  and  transport 
them  from  the  support. 

5.  The  combination,  with  means  for  supporting  a  mold  having  a  plurality  of 
bunch-receptacles,  of  means  for  removing  the  bunches  from  said  receptacles  and 
transporting  them  from  the  mold. 

6.  The  combination,  with  a  bunch-support,  of  bunch-removing  means,  said 
means  including  a  bunch-impaling  device,  and  means  for  operating  said  bunch- 
removing  means  to  transport  the  bunch  from  the  support 

The  application  of  Lacroix,  the  junior  party  to  this  interference, 
was  filed  October  10,  1902.  Tyberg  has  two  applications  involved  in 
the  interference — viz.,  applications  No.  123,979,  containing  counts  1, 
2,  and  3,  filed  September  19,  1902,  and  No.  53,211,  containing  counts 
4,  5,  and  6,  which  was  filed  March  28,  1901.  The  burden  of  proof 
rests  upon  Lacroix. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  found 
that  Tyberg  reduced  the  invention  of  the  issue  to  practice  by  complet- 
ing and  successfully  testing  a  machine  involving  the  construction 
called  for  by  all  the  counts  of  the  issue  as  early  as  March  or  April, 
1900,  but  that  in  view  of  the  allegation  in  his  preliminary  statement 
of  reduction  to  practice  in  May,  1900,  he  could  not  be  given  a  date  of 
reduction  to  practice  prior  to  May  1,  1900.  They  also  found  that 
since  Lacroix  does  not  allege  an  actual  reduction  to  practice  prior  to 
October  10, 1902,  the  filing  date  of  his  application,  he  can  prevail  only 
in  case  he  was  the  first  to  conceive  and  was  exercising  diligence  in 
reducing  to  practice  from  the  time  Tyberg  entered  the  field  until 
October  10,  1902.  They  further  found  that  the  evidence  fails  to 
establish  that  Lacroix  had  a  conception  of  the  invention  prior  to  that 
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of  Tyberg,  but  that  even  if  such  prior  conception  was  proved  Lacroix 
could  not  prevail,  because  there  is  no  evidence  corroborating  his  own 
testimony  as  to  the  exercise  of  diligence  on  his  part  from  March,  1900, 
when  Tyberg  certainly  had  a  full  conception  of  the  invention,  to  Au- 
gust, 1901,  when  Lacroix  again  commenced  making  drawings. 

The  voluminous  evidence  filed  in  the  case  was  carefully  analyzed 
in  the  decision  of  the  Examiner  of  Interferences,  and  it  is  unneces- 
sary to  repeat  it  here.  The  decisions  of  the  Examiner  of  Interfer- 
ences and  of  the  Examiners-in-Chief  have  been  carefully  reviewed 
in  connection  with  the  evidence  filed,  and  are  believed  to  fully  war- 
rant the  conclusion  reached  by  them. 

On  this  appeal  the  main  argument  of  Lacroix  is  that  even  if  the 
above  findings  of  the  Examiner  of  Interferences  and  the  Examiners- 
in-Chief  are  correct  as  to  the  dates  to  which  the  respective  applicants 
are  entitled  Tyberg  is  not  entitled  to  a  patent  containing  claims  cor- 
responding to  the  counts  of  the  issue.  Lacroix  contends  in  substance 
as  follows,  (brief,  p.  39:) 

First,  that  the  Tyberg  application  does  not  disclose  a  machine 
coming  within  the  wording  of  the  first  three  counts  of  the  issue. 

Second,  that  as  to  counts  1,  2,  and  3  the  interference  is  merely  in 
words,  and  the  counts  have  a  different  meaning  when  read  upon  the 
structures  of  the  respective  parties. 

Third,  that  if  the  evidence  in  behalf  of  Tyberg  is  held  to  establish 
a  reduction  to  practice  as  early  as  March  or  May,  1900,  the  same 
evidence  shows  that  the  machine  in  which  the  invention  was  reduced 
to  practice  was  in  public  use  for  more  than  two  years  before  he  filed 
his  application  for  patent  upon  it,  on  September  19, 1902,  and  a  statu- 
tory bar  exists  to  the  grant  of  a  patent. 

Fourth,  that  counts  4  and  5  are  not  readable  on  Lacroix's  machine ; 
also,  that  they  are  not  patentable  over  patents  cited. 

Fifth,  that  count  6  is  not  patentable  over  the  prior  art,  but  if 
patentable  then  Lacroix  is  entitled  to  an  award  of  priority. 

Sixth,  that  according  to  the  disclosure  in  the  respective  applications 
and  the  evidence  filed  Lacroix  and  not  Tyberg  is  the  inventor  of  the 
subject-matter  defined  in  counts  1,  2,  and  3  of  the  issue. 

The  first  of  the  above  contentions  raises  the  question  of  the  right 
of  Tyberg  to  make  the  claims  forming  counts  1,  2,  and  3  of  the  issue. 
The  question  of  the  right  of  one  party  to  make  the  claims  when  ma- 
terial to  the  other  party's  right  to  a  patent  containing  them  was  held 
to  be  a  legitimate  question  to  raise  at  final  hearing  as  ancillary  to 
that  of  priority  by  the  Court  of  Appeals  of  the  District  of  Columbia 
in  the  Podlesak  and  subsequent  cases.  (C.  D.,  1906,  558;  120  O.  G., 
2127;  26  App.  D.  C,  399.)  In  the  present  case  if  the  counts  of  the 
issue  will  not  read  on  Tyberg's  structure  he  never  made  the  invention 
of  the  issue  and  is  not  entitled  to  an  award  of  priority. 
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In  Tyberg's  device  a  plurality  of  bunches  are  transferred  by  an 
arm  carrying  a  series  of  needles  from  their  support  in  the  mold  to  a 
chain  carrier.  From  said  chain  carrier  a  swinging  gripping  device 
transfers  the  bunches  one  by  one  to  the  wrapping  mechanism.  In 
the  device  of  Lacroix  a  single  bunch  is  transferred  at  one  operation 
by  means  of  an  oscillating  arm  from  the  mold  to  the  wrapping  mech- 
anism and  without  the  use  of  the  intermediate  chain  carrier  of 
Tyberg.  Lacroix  contends  that  the  portion  of  claims  1,  2,  and  3 
calling  for — 

means  for  transferring  the  bunches  from  the  mold  to  the  wrapping  mechanism — 

is  not  properly  readable  on  Tyberg's  structure,  since  in  the  latter 
structure  it  must  cover  three  elements — viz.,  the  needle-bar,  the  chain 
carrier,  and  the  swinging  arm. 

This  contention  is  believed  to  be  without  force.  The  claims  con- 
stituting these  counts  of  the  issue  originated  in  the  Tyberg  appli- 
cation and  should  be  construed  in  the  light  of  his  disclosure.  In 
Tyberg's  machine  it  was  found  advantageous  to  remove  all  the 
bunches  from  the  mold  at  one  operation.  The  wrapping  mechanism, 
however,  could  operate  on  but  one  bunch  at  a  time.  It  was  therefore 
necessary  in  his  device  to  provide  the  intermediate  chain  carrier  to 
receive  a  plurality  of  bunches  removed  from  the  mold  and  permit 
them  to  be  taken  one  at  a  time  to  the  wrapping  mechanism.  The 
only  function  of  the  needle-bar,  chain  carrier,  and  swinging  arm 
is  to  take  the  bunches  from  the  mold  to  the  wrapping  device.  Taken 
together  they  form  the  transfer  mechanism  or  the — 
means  for  transferring  the  bunches  from  the  mold  to  the  wrapping  mechanism — 

as  called  for  in  these  counts  of  the  issue.  It  is  true  that  Lacroix 
shows  a  different  species  of  transferring  device,  and  the  means  in 
his  cas^  covers  merely  the  oscillating  arm  and  its  operating  mechan- 
ism. The  term  "  means,"  however,  is  a  generic  one  and  equally  appli- 
cable to  either  species  of  transferring  device.  In  reply  to  the  con- 
tention that  it  does  not  properly  define  Tyberg's  invention  it  may  be 
said  that  the  invention  of  the  counts  under  consideration  does  not 
reside  in  any  particular  construction  of  transferring  means,  but  in 
the  combination  of  the  transferring  means  with  the  other  elements  of 
the  combination  claimed. 

The  second,  fourth,  and  fifth  of  the  above  contentions  of  Lacroix — 
viz.,  that  counts  1,  2,  and  3  have  different  meanings  in  the  respective 
applications  and  that  there  is  consequently  no  interference  in  fact, 
that  counts  4  and  5  are  not  readable  on  his  own  device,  and  that 
counts  4,  6,  and  6  are  not  patentable  over  the  prior  art,  and  that  for 
these  reasons  the  interference  should  be  dissolved — do  not  relate 
to  matter  that  can  properly  be  considered  at  final  hearing  on  priority, 
except  under  such  circumstances  as  would  warrant  the  exercise  of  the 
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supervisory  authority  of  the  C!ommissioner.  {Sobey  v.  HoUclaw^ 
C.  D.,  1905,  523;  119  O.  G.,  1922;  Potter  v.  Mcintosh,  C.  D.,  1906,  56; 
120  O.  G.,  1823;  Eachinger  v.  Drummond  and  Lieherknecht,  C.  D., 
1906,  121;  121  O.  G.,  1348;  Lipachutz  v.  Floyd,  C.  D.,  1907,  319; 
130  O.  G.,  2718.)  The  counts  of  the  issue  were  held  patentable  by 
the  Primary  Examiner  at  the  time  the  interference  was  declared. 
Appellant  brought  a  motion  to  dissolve  the  interference,  which  was 
denied  by  the  Primary  Examiner,  and  while  all  of  the  above  grounds 
do  not  appear  to  have  been  included  in  said  motion  appellant  should 
have  urged  them  at  that  time,  if  he  wished  to  raise  them  at  all.  It 
is  well  settled,  as  set  forth  in  the  decisions  cited  above,  that  the  super- 
visory authority  of  the  Commissioner  will  be  exercised  only  imder 
extraordinary  circumstances  and  to  correct  a  manifest  error.  The 
circumstances  of  the  present  case  do  not  call  for  the  exercise  of  the 
supervisory  authority  of  the  Commissioner. 

The  third  contention  of  appellant  relates  to  the  alleged  existence 
of  the  statutory  bar  of  public  use  and  not  to  the  question  of  prior- 
ity of  invention.  In  the  case  of  Buraon  v.  Vogel  (C.  D.,  1907, 
669;  131  O.  G.,  942;  29  App.  D.  C,  388)  the  Court  of  Appeals  of 
the  District  of  Columbia  said : 

Whether  Burson's  use  of  his  machine  in  his  factory  for  more  than  two  years 
before  applying  for  a  patent,  amounted  to  such  public  use  within  the  meaning 
of  section  4886,  Revised  Statutes,  as  to  bar  his  right  to  a  patent,  is  not  a 
question  which  can  be  raised  in  this  case  which  involves  priority  of  invention 
as  between  him  and  Vogel.  The  question  is  one  for  the  consideration  of  the 
Commissioner  on  the  final  allowance  of  a  patent. 

In  view  of  the  fact,  however,  that  this  question  was  discussed  and 
passed  upon  by  the  lower  tribunals  and  that  it  can  best  be  considered 
at  the  present  time  it  may  be  stated  that  the  testimony  upon  this 
point  has  been  reviewed  and  is  believed  to  show  that  such  use  as 
was  made  of  Tyberg's  machine  more  than  two  years  prior  to  Sep- 
tember 19,  1902,  the  filing  date  of  his  latest  application,  was  an 
experimental  use  and  not  a  public  use  of  the  invention. 

It  is  true  that  the  evidence  shows  that  a  license  was  taken  out  by 
the  American  Tobacco  Company,  the  assignee  of  the  Tyberg  appli- 
cations, in  October,  1899,  to  make  cigars  on  the  premises  where  the 
Tyberg  machine  was  being  tested  and  perfected,  and  that  the 
"  Tyberg  Exhibit  Revenue  Book  "  shows  that  some  forty  thousand 
cigars  were  made  during  tests  of  the  machine  in  three  months.  It 
appears,  however,  that  it  was  necessary  under  the  internal  revenue 
laws  to  take  out  a  license  and  to  account  for  all  tobacco  received 
in  order  to  make  actual  tests  of  the  machine  with  tobacco.  The  evi- 
dence shows  that  the  machine  was  tested  in  a  machine-shop  rather 
than  a  cigar  factory  proper;  that  only  employees  of  the  company 
were  admitted  to  the  shop ;  that  the  machine  was  operated  primarily 
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for  the  purpose  of  developing  imperfections  in  the  machine,  and  that 
many  minor  changes  were  made  whereby  the  percentage  of  waste 
was  reduced.  Under  these  circumstances  the  fact  that  incidentally 
cigars  were  produced,  some  of  which  were  sold  at  a  reduced  price 
to  the  workmen  and  others  were  suflSciently  perfect  to  be  placed  upon 
the  market,  does  not  change  the  character  of  the  use  from  an  experi- 
mental to  a  public  one. 

The  sixth  contention  of  appellant,  relating  to  priority  of  invention 
of  the  structure  of  counts  1,  2,  and  3,  has  already  been  considered  and 
found  unwarranted. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Ohlsen  v.  Harmer. 

Decided  July  13,  1909. 

148  O.  G.,  1085. 

1.  INTEBFEBENCE — ORIGINALITY — FIDUCIARY  RELATION   BETWEEN  PARTIES. 

When  O.  was  admittedly  the  Inventor  of  aU  the  features  of  the  Inven- 
tion save  one  and  H.  obtained  his  knowledge  of  these  features  from  O.  and 
the  testimony  was  not  clear  as  to  whether  the  other  feature  was  an  Im- 
provement suggested  by  H.  or  by  a  third  party,  Held  that  O.  was  entitled 
to  an  award  of  priority  In  either  event.  Inasmuch  as  a  partnership  relation 
was  shown  to  exist  between  O.  and  H.  at  the  time  the  invention  in  issue 
was  made. 

2.  Same — Same — Circumstances  and  CJonduct. 

In  cases  where  the  question  Is  on  the  originality  rather  than  priority  of 
invention  the  surrounding  circumstances  and  conduct  of  the  parties  are 
entitled  to  great  weight. 

Appeal  from  Examiners-in-Chief. 

VALVE. 

Mr.  Charles  A.  Brovm  for  Ohlsen. 
Mr.  G.  F,  De  Wein  for  Harmer. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Harmer  from  the  decision  of  the  Examiners- 
in-Chief  reversing  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  adoption  in  favor  of  Ohlsen. 

The  issue  consists  of  the  two  following  counts: 

1.  The  combination  with  a  valve-seat  provided  with  ports,  of  a  valve  member 
resting  against  said  seat,  said  seat  being  provided  with  guides  to  restrain  the 
movement  of  said  valve  member,  said  valve  member  being  provided  with  guides 
disposed  at  an  angle  with  respect  to  the  guides  upon  said  valve-seat,  a  stem 
provided  with  a  pin  eccentric  to  the  axis  thereof,  a  block  adapted  to  move 
between  the  guides  on  said  valve  member,  said  block  being  provided  with  an 
aperture  adapted  to  receive  said  pin. 
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2.  The  combination  with  a  valve-seat  provided  with  ports,  of  a  rectangular 
valve  member  adapted  to  control  said  ports,  guides  for  compelling  said  valve 
member  to  move  in  a  right  line,  a  valve-stem  provided  with  a  pin  disposed 
eccentrically  to  the  axis  of  said  stem,  a  rectangular  block  provided  with  an 
aperture  adapted  to  receive  said  pin,  said  valve  member  being  provided  with 
guides  disposed  at  right  angles  with  respect  to  the  guides  on  the  valve-seat,  said 
guides  being  adapted  to  restrain  the  movement  of  said  block  to  a  right  line. 

The  senior  party,  Harmer,  has  a  patent,  No.  844,307,  issued  Febru- 
ary 12,  1907,  on  an  application  filed  December  17,  1906.  Ohlsen's 
application  was  filed  April  11,  1907.  Only  the  party  Ohlsen  took 
testimony.  The  invention  in  controversy  is  a  controlling- valve  for 
an  air-brake  system  and  embodies  certain  improvements  on  the 
Cheshire  valve  of  Patent  No.  762,025,  issued  June  7, 1904. 

The  Examiner  of  Interferences  awarded  priority  of  invention  in 
favor  of  Harmer  on  the  ground  that  Ohlsen  had  failed  to  discharge 
the  burden  of  proof  placed  upon  him  by  reason  of  the  fact  that 
Harmer  has  a  patent  granted  before  Ohlsen  filed  his  application. 
The  Examiners-in-Chief  reversed  the  decision  of  the  Examiner  of 
Interferences  and  awarded  priority  in  favor  of  Ohlsen  on  the  ground 
that  he  first  had  knowledge  of  the  main  plan  of  the  invention  and 
suggested  the  main  improvements  in  the  Cheshire  valve  to  Harmer. 
Concerning  the  following  state  of  facts  there  appears  to  be  no  dis- 
pute. In  the  year  1904  and  for  some  time  thereafter  both  Ohlsen 
and  Harmer  were  employees  of  the  National  Electric  Company  and 
its  successor,  the  National  Brake  &  Electric  Company,  the  assignee 
of  the  Ohlsen  application.  At  that  time  this  company  was  manu- 
facturing the  Cheshire  valve,  and  Ohlsen,  who  was  an  expert  in  this 
line,  constructed  a  model  of  a  valve  in  which  he  endeavored  to 
remedy  certain  defects  that  he  had  detected  in  the  Cheshire  construc- 
tion. After  completing  the  model  he  showed  it  to  Harmer  and 
sought  to  secure  his  services  in  promoting  the  invention.  Harmer 
was  impressed  with  the  advantages  of  the  valve,  and  a  partnership 
arrangement  was  entered  into  by  which  Harmer  was  to  pay  part  of 
the  expense  of  making  a  commercial  valve  and  was  to  endeavor  to 
secure  its  adoption  by  some  manufacturing  concern.  Drawings  and 
patterns  were  made  of  the  Ohlsen  valve  and  an  order  given  to  one 
Braun  for  the  construction  of  two  valves.  During  the  process  of 
their  manufacture  it  was  decided  to  substitute  a  cross-head  for  the 
pin-and-slot  connection  of  the  Ohlsen  model  for  actuating  the  sliding 
valve.  One  of  the  two  valves  which  had  been  ordered  was  accord- 
ingly constructed  with  a  cross-head,  while  the  other  valve  embodied 
the  pin-and-slot  connection.  The  officers  of  the  National  Electric 
Company  decided  that  this  valve  was  an  improvement  upon  the 
Cheshire  valve  and  adopted  it  as  their  commercial  valve.  They  took 
an  assignment  from  Harmer  and  Ohlsen,  whom  they  understood  to 
be  joint  inventors,  paying  each  the  sum  of  ninety -five  dollars.    An 
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application  for  a  patent  in  the  name  of  Harmer  and  Ohlsen  as  joint 
inventors  was  prepared  in  the  fall  of  1906;  but  Harmer,  who  had 
in  the  meantime  entered  the  employ  of  the  Allis-Chalmers  Company, 
declined  to  execute  said  application.  Shortly  afterward  Harmer 
filed  his  application  as  sole  inventor,  and  a  patent  issued  thereon 
to  the  Allis-Chalmers  Company  as  assignee  on  January  24,  1907. 
Upon  learning  of  this  the  officers  of  the  National  Brake  &  Electric 
Company,  after  investigation,  decided  that  Ohlsen  was  the  real  in- 
ventor of  the  valve,  and  an  application  was  accordingly  filed  in  the 
name  of  Ohlsen  as  the  sole  inventor.  This  application  was  executed 
by  Ohlsen  and  assigned  to  the  National  Brake  &  Electric  Company. 
Subsequently  Ohlsen  also  entered  the  employ  of  the  Allis-Chalmers 
Company. 

It  is  admitted  in  the  brief  filed  by  Harmer  that  Ohlsen  alone  is  the 
inventor  of  the  pin-and-slot  form  of  valve,  which  embodied  many 
improvements  over  the  Cheshire  valve,  such  as  having  the  stem  cen- 
tral in  the  casing,  dispensing  with  the  ring  at  the  ground  joint,  lessen- 
ing the  eccentricity,  the  substitution  of  an  eccentric-pin  for  the  shoe- 
shaped  end  portion  on  the  stem,  and  the  extension  of  the  lugs  entirely 
across  the  slide  to  form  parallel  ways  for  the  eccentric-pin  and  the 
adjustable  connection  of  the  ways  to  compensate  for  the  wear.  As 
heretofore  stated,  one  of  the  two  specimen  valves  was  constructed 
with  a  cross-head  or  rectangular  block  provided  with  an  aperture 
which  received  the  eccentric-pin,  while  in  the  other  form  the  eccentric- 
pin  moved  between  parallel  ways  or  shoulders  formed  upon  the  valve. 
The  purpose  of  the  cross-head  was  to  reduce  the  wear  incident  to  the 
other  form  of  construction,  and  each  count  of  the  issue  embodies  as 
an  element  said  cross-head  or  block. 

The  decision  of  the  Examiner  of  Interferences  turned  upon  the 
question  of  who  was  the  first  to  suggest  said  cross-head,  and  he  held 
that  the  testimony  fails  to  establish  that  Ohlsen,  upon  whom  rests 
the  burden  of  proof,  was  the  inventor  thereof.  The  Examiners-in- 
Chief,  on  the  other  hand,  held  that  the  block  or,  cross-head,  while  an 
essential  feature  of  the  issue,  is  not  for  the  purpose  of  this  case 
regarded  as  of  great  importance  and  that  since  the  testimony  shows 
that  Ohlsen  made  the  other  and  main  improvements  on  the  Cheshire 
valve  he  was  entitled  to  the  award  of  priority. 

It  is  admitted  by  Harmer  that  all  the  improvements  except  the 
block  or  cross-head  were  originated  by  Ohlsen ;  but  he  contends  that 
the  cross-head  is  an  essential  element  of  the  issue  and  that  Ohlsen 
testified  that  it  was  the  suggestion  of  another. 

Concerning  the  suggestion  of  the  cross-head  Ohlsen  testified  as 
follows : 

X-Q.  1344.  Were  any  valves  built  according  to  the  drawings  made  by  your 
Bon,  under  your  direction,  that  is,  the  drawings  made  under  your  direction? 
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A.  Mr.  Harmer  and  I  had  two  of  them  valves  made,  of  which  one  was  changed 
while  the  valves  were  In  process  of  making. 

X-Q.  1345.  How  was  one  of  them  changed? 

A.  In  one  of  them  a  cross-head  or  auxiliary  slide  was  put  in,  and  the  adjust- 
able parallels  .done  away  with. 

X-Q.  1346.  Why  was  one  of  them  changed? 

A.  Talking  the  matter  over  with  some  boys  in  the  shop,  one  of  them,  if  I 
ain't  mistaken,  it  was  Harry  Maker,  thought  we  would  do  better  putting  a  cross- 
head  in  place  of  the  adjustable  parallels.  That's  why  one  of  them  was  changed 
with  the  block  or  cross-head. 

Ohlsen  repeatedly  testified  that  Harmer  did  not  mention  the  block 
or  cross-head  until  after  Maker  suggested  it.  (RD.  Q.  1930,  1931, 
1970,  2003.) 

The  extent  of  this  suggestion  and  the  work  done  by  Ohlsen  in 
carrying  it  out  appear  from  the  following  testimony  of  Ohlsen : 

RD.  Q.  2000.  Was  there  anything  said  about  how  the  cross-head  should  be 
arranged? 

A.  No. 

RD.  Q.  2001.  Did  you  say  anything  about  it? 

A.  No,  not  that  I  can  think  of. 

RD.  Q.  2002.  But  you  figured  out  in  your  mind  just  how  you  would  arrange 
and  construct  it? 

A.  Yes. 

*  iH  41  *  4i  4i  * 

RD.  Q.  2028.  Now,  Just  how  much  of  a  mention  was  made  about  a  cross- 
head? 

A.  As  close  as  I  can  think  of,  it  was  said,  "don't  you  people  think  you 
would  do  better  if  you  put  a  cross-head  in  that  valve ; "  that's  about  all  that 
was  said  about  It. 

RD.  Q.  2024.  Do  you  recall  who  said  it? 

A.  It  was  Mr.  Maker  that  said  it;  I  guess  it  was  Mr.  Maker  that  said  it. 

RD.  Q.  2025.  Then  was  Mr.  Maker  one  of  the  boys  among  whom  that  so- 
called  shop  discussion  took  place? 

A.  Tes,  he  was  one  of  them. 

RD.  Q.  2026.  Did  he  say  where  or  how  it  should  be  put  in? 

A.  No  sir,  nothing  said  about  It 

RD.  Q.  2027.  But  in  your  own  mind  you  studied  it  out  as  to  how  the  cross- 
head  should  be  arranged  and  constructed  to  properly  work  together  with  the 
other  parts  of  the  valve  that  Mr.  Braun  was  then  making? 

A.  Yes. 

RD.  Q.  1940.  Had  you  made  any  sketches  of  how  the  parts  would  look  with 
the 'cross-head  put  In? 

A.  No. 

RD.  Q.  1941.  Well,  then,  how  did  Mr.  Braun  know  Just  how  to  make  that 
cross-head? 

A.  The  cross-head  I  made  myself. 

RD.  Q.  1942.  When? 

A.  In  December,  1904. 

As  stated  above,  no  testimony  was  taken  on  behalf  of  Harmer; 
but  he  was  called  on  as  a  witness  by  Ohlsen's  assignee.    It  does  not 
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appear,  however,  that  he  was  examined  upon  the  matter  of  the  origin 
of  the  cross-head  construction. 

Whether  the  first  suggestion  of  the  desirability  of  the  cross-head 
came  from  Harmer  or  from  Maker,  it  is  thought  that  under  the 
circumstances  presented  and  for  the  purposes  of  this  case  it  must 
inure  to  the  benefit  of  Ohlsen.  Admittedly  Ohlsen  originated  the 
most  of  the  improvements  and  was  the  main  worker  and  expert  in 
the  art.  If  the  suggestion  of  the  cross-head  came  from  Maker,  the 
testimony  shows  that  Ohlsen  was  in  possession  of  the  invention 
before  any  date  that  Harmer  had  it.  If  Harmer  suggested  this 
feature  to  Ohlsen,  the  testimony  shows  that  Ohlsen  worked  it  out 
and  embodied  the  feature  in  the  valve.  A  fiduciary  relationship 
existed  between  Harmer  and  Ohlsen,  due  to  the  partnership  arrange- 
ment whereby  Harmer  was  to  assist  in  promoting  the  invention. 
Under  such  circumstances  it  appears  to  be  well  settled  that  if  the 
suggestion  of  a  single  feature  of  the  improvements  comes  from  one 
partner  the  principal  inventor  is  entitled  to  the  benefit  of  the  sug- 
gestion. 

In  the  case  of  Jackson  v.  Summerfield  (C.  D.,  1904,  403;  112  O.  G., 
1212)  it  was  held: 

It  is  very  clear  from  this  contract  that  Jackson  was  to  make  the  inv^tions 
and  secure  the  patents  and  that  he  and  Summerfield  were  to  share  equally  in 
the  benefits.  It  was  clearly  not  a  mere  license,  as  contended  by  Summerfield. 
It  was  a  partnership  arrangement  for  their  mutual  benefit,  and  it  was  clearly 
not  contemplated  that  Summerfield  should  secure  a  patent  as  a  result  of  the 
work  under  the  contract,  and  thereby  exclude  Jackson  from  all  benefit. 

In  the  case  of  Kirkegaard  and  Jehsen  v.  Ries  (C.  D.,  1906,  485; 
125  O.  G.,  1700)  it  is  stated: 

Kirkegaard  admits  discussing  with  Rles  the  structure  of  his  bottle-stopper 
disclosed  in  his  patent,  but  denies  that  Ries  made  any  suggestions  to  him 
relative  to  the  structure  of  the  stopper  in  issue  except  as  to  the  narrow  slot. 
In  regard  to  this  feature  it  is  shown  by  Kirkegaard  that  he  had  in  his  posses- 
sion prior  to  his  conversation  with  Rles  a  patent  to  one  Harris  in  which  a  cam- 
lever  having  a  narrow  double-acting  slot  is  disclosed.  It  is  of  little  consequence 
whether  Kirkegaard  and  Jebsen  obtained  a  suggestion  as  to  the  form  of  the 
operating-slot  from  Ries  or  from  the  Harris  patent,  as  this  feature  is  only  one 
element  of  the  structure  embodied  in  the  combination  defined  by  the  issue. 
Furthermore,  Ries  on  cross-examination  (X-Q.  271-337  and  351)  admits  that 
Kirkegaard  independently  followed  his  own  ideas  as  to  the  mechanical  details 
and  acted  in  the  capacity  of  a  subsequent  inventor. 

In  the  case  of  Oedge  v.  Cromwell  (C.  D.,  1902,  514;  98  O.  G.,  1486; 
19  App.  D.  C.,  192)  the  Court  of  Appeals  of  the  District  of  Columbia 
said: 

The  rule  is  that  one,  who,  by  way  of  partnership,  or  contract,  or  In  any  other, 
empowers  another  person  to  make  experiments  upon  his  own  conception  for 
the  purpose  of  perfecting  it  in  its  details,  is  entitled  to  the  ownership  of  such 
improvements  in  the  conception  as  may  be  suggested  by  such  other  person. 
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And  we  do  not  understand  that  the  exceedingly  liberal  policy  of  the  Patent 
Office  In  the  allowance  of  independent  patents  for  minute  improvements  is 
to  be  regarded  as  contravening  this  rule.  Indep^ident  inventors  may  not 
come  within  the  scope  of  the  rule. 

It  clearly  appears  that  this  is  a  case  of  originality  rather  than 
priority  of  invention.  In  such  cases  the  surrounding  circumstances 
and  conduct  of  the  parties  is  entitled  to  great  weight.  The  conduct 
of  Harmer  throughout  is  inconsistent  with  his  claims  of  inventorship. 
Tell,  the  vice-president  and  general  manager  of  the  National  Brake 
&  Electric  Company,  testilBed  that  at  the  time  he  interrogated  Ohlsen 
the  latter  stated  that  Harmer  had  nothing  whatever  to  do  with  the 
actual  invention  of  the  valve.  (Q.  58,  X-Q.  161.)  Tell  further  testi- 
fied that  during  the  several  talks  he  had  with  Harmer  the  latter  never 
claimed  that  he  was  the  inventor  or  that  Ohlsen  was  not  the  inventor, 
although  he  had  abundant  opportunity  to  do  so.    (RD.  Q.  195,  202.) 

No  error  is  found  in  the  decision  of  the  Examiners-in-Chief^  and 
it  is  affirmed, 

Weintraub  v.  HEwrrr. 

Decided  July  22,  1909, 

148  O.  a,  1087. 

lNTEBFEBENOE>—PBiOBrrY— Right  to  Make  the  Claims. 

Where  the  claim  In  issue  specifies  separate  sources  of  current  connected 
to  a  plurality  of  electrodes  of  a  mercury-vapor  device  and  H.  shows  sepa- 
rate phases  of  a  polyphase  generator  connected  to  the  respective  electrodes. 
Held  that  he  has  a  right  to  make  this  claim,  (citing  Westinghouse  Electric 
Mfg.  Co.  V.  The  New  England  Granite  Co.,  110  Fed.  Rep.,  753.) 

Appeal  from  Examiners-in-Chief. 

OPEBATINO    VAPOB    ELECTBIO    LAMPS    FROM    AN    ALTEBNATING-CURBENT    SOUBOE. 

Mr.  Albert  G.  Davis  for  Weintraub. 

Mr.  Charles  A.  Terry  and  Messrs.  Duell^  Warfleld  <&  Duell  for 
Hewitt. 

Moore,  Commissioner: 

This  is  an  appeal  by  Weintraub  from  the  decision  of  the  Exam- 
iners-in-Chief aflBrming  the  decision  of  the  Examiner  of  Interfer- 
ences awarding  priority  to  Hewitt  on  the  following  issue: 

The  combination  of  an  hermetically-sealed  inclosing  chamber,  a  gas  or  vapor 
path  therein,  a  plurality  of  positive  electrodes  and  a  common  negative  electrode, 
each  of  the  positive  electrodes  being  connected  with  a  separate  source  of  current. 

The  invention  in  issue  and  the  structures  of  the  respective  parties 
are  described  as  follows  in  the  decision  of  the  Examiners-in-Chief: 

The  invention  involved  in  this  Intereference  Is  an  apparatus  adapted  for  use 
either  as  a  lamp  or  as  a  rectifier  for  alternating  currents.    In  order  that  such 
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a  device  may  be  effective  it  has  been  found  essential  that  the  negative  electrode 
be  continually  excited  by  the  passage  of  a  current  and  that  if  this  current 
ceases  for  any  reason  the  lantp  is  extinguished.  There  can  be  no  question  that 
both  parties  show  such  apparatus  in  which  this  condition  of  continuous  excita- 
tion of  the  negative  electrode  is  maintained,  but  the  devices  are  specifically 
different.  Each  instrument  contains  a  plurality  of  anodes  and  a  single  cathode, 
the  latter  coactlng  with  each  of  the  anodes.  Weintraub  has  a  source  of  alter- 
nating current  connected  between  one  anode  and  the  cathode  which  furnishes 
the  main  current  and  an  additional  source  of  current,  which  is  direct  or 
continuous,  connecting  the  other  anode  to  the  cathode,  so  that  whatever  the 
condition  of  the  source  of  alternating  current  a  direct  current  is  constantly 
maintained.  Hewitt  on  the  other  hand  has  each  of  his  anodes  connected  to 
an  individual  or  distinct  coll  of  a  polyphase  generator  of  alternating  current, 
the  currents  supplied  to  the  several  anodes  being  so  related  in  phase  that  the 
Impulses  overlap;  that  is  to  say,  conjointly  they  continually  supply  current  to 
keep  up  the  excitation  of  the  cathode. 

The  date  of  conception  alleged  in  Weintraub's  preliminary  state- 
ment is  subsequent  to  Hewitt's  iBling  date;  but  it  is  contended  on 
behalf  of  Weintraub  that  priority  should  be  awarded  him  for  the 
reason  that  Hewitt  is  not  entitled  lo  make  the  claim  corresponding 
to  the  issue.  This  contention  is  based  on  the  ground  that  Hewitt 
does  not  disclose  a  separate  source  of  current  for  each  of  the  positive 
electrodes. 

Each  of  Hewitt's  positive  electrodes  is  connected  with  one  of  the 
coils  of  a  polyphase  generator,  and  Weintraub  contends  that  these 
coils  are  not  separate  sources  of  current.  The  claim  corresponding 
to  the  count  was  first  made  by  Hewitt  in  a  later  application  than  the 
one  involved  in  this  interference  and  was  afterward  transferred  to 
the  earlier  application  and  was  suggested  to  Weintraub  for  purposes 
of  interference.  It  appears  that  in  this  later  application  Hewitt  dis- 
closes not  only  the  form  shown  in  the  present  application,  but  a  form 
corresponding  to  that  of  Weintraub,  in  which  a  direct  current  con- 
necting one  of  the  positive  electrodes  with  the  negative  electrode 
was  used  for  the  purpose  of  keeping  the  lamp  or  rectifier  alive. 

When  the  claims  were  first  made,  the  Examiner  then  in  charge  of 
the  case  held  that  this  claim  was  for  a  diiferent  species  from  certain 
other  claims,  which  did  not  call  for  separate  sources  of  current  for 
each  of  the  electrodes.  This  view,  however,  was  not  taken  by  the 
Examiner  in  charge  of  the  case  at  the  time  that  the  claim  was  pre- 
sented in  the  present  application.  On  a  motion  to  dissolve  based 
on  the  ground  that  Hewitt  had  no  right  to  make  this  claim  he  held 
that  the  claim  could  be  made  by  Hewitt,  and  in  his  decision  made  the 
following  statement: 

It  is  thought  that  Hewitt  clearly  has  a  right  to  make  the  claims  involved 
in  counts  1  and  2.  Weintraub  uses  a  single-phase  current  and  has  a  separate 
positive  electrode  and  common  negative  electrode  connected  in  a  battery-circuit, 
while  Hewitt  has  his  separate  positive  electrodes  connected  with  the  different 
parts  of  a  polyphase  generator.    The  same  broad  result  is  accomplished  by 
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both  constructions,  viz.,  a  separate  current  traversing  the  rectifier  to  the  nega- 
tive electrode  during  the  operation  of  what  may  be  termed  the  main  current. 
It  is  thought  in  this  broad  sense,  and  especially  in  view  of  the  decision  of  the 
court  of  appeals  on  the  Tesla  polyphase  patents,  that  Hewitt's  sources  of  cur- 
rent are  separate  within  the  usual  meaning  given  to  that  word  in  the  art  of 
electricity,  and  that  he  has  a  right  to  make  the  claims  corresponding  to  counts 
1  and  2  in  the  application  involved  in  this  interference. 

The  Examiners-in-Chief ,  after  stating  the  grounds  of  Weintraub's 
contention,  said: 

There  is  no  art  before  us  which  leads  to  the  conclusion  that  the  count  In 
the  interpretation  contended  for  by  Hewitt  would  be  unpatentable.  Weintraub, 
however,  points  out  the  advantage  in  his  construction  that  if  the  main  current 
for  any  reason  failed  and  was  then  reestablished  the  operation  of  the  device 
would  be  immediately  renewed,  whereas  in  Hewitfs  device  if  the  currwit 
through  one  of  the  anodes  were  interrupted  from  any  cause  the  action  of  the 
lamp  would  be  stopped  even  though  the  interrupted  current  were  renewed. 
This  difference  of  action  is  not  questioned  but,  as  it  appears  to  us,  it  depends 
not  on  the  fact  that  the  source  of  secondary  current  In  the  Weintraub  device 
Is  separate  in  a  fuller  sense  than  In  the  Hewitt  device  but  by  reason  of  the 
character  of  the  subsidiary  current  In  'that  it  is  continuous.  To  make  this 
point  more  clear,  it  is  obvious  that  if  a  source  of  alternating  current  were 
substituted  for  the  direct  generator  of  Weintraub  his  lamp  or  rectifier  would 
be  open  to  the  same  objection  which  he  has  raised  to  that  of  Hewitt  It  is 
true  that  Hewitt's  sources  of  current  form  part  of  a  single  machine,  to  wit :  a 
polyphase  generator,  but  each  coil  is  as  much  a  source  of  separate  current  as 
though  it  were  separately  mounted  either  on  the  same  shaft  or  on  a  shaft 
driven  by  a  different  motor,  and  the  device  would  operate  in  the  same  way  so 
long  as  the  necessary  phase  relations  were  maintained.  The  issue  is  not  con- 
cerned with  separation  in  a  bodily  sense  but  only  as  regards  the  function  of  the 
sources. 

This  holding  is  believed  to  be  right.  It  is  argued  on  behalf  of 
Weintraub  that  the  decision  in  the  Tesla  case  referred  to  by  the 
Primary  Examiner  is  no  authority  for  holding  that  the  coils  of 
Hewitt's  polyphase  generator  are  "  separate  "  sources,  for  the  reason 
that  in  this  decision  reference  was  made  to  the  following  clause  con- 
tained in  one  of  the  patents  involved : 

By  "  independent "  I  do  not  mean  to  imply  that  the  circuits  are  necessarily 
isolated  from  one  another,  for  in  some  instances  there  might  be  electrical  con- 
nections between  them  to  regulate  or  modify  the  action  of  the  motor  without 
necessarily  producing  a  new  or  different  action. 

Both  the  circuit  court  and  the  circuit  court  of  appeals  referred  to 
this  clause  of  the  patent,  and  in  the  decision  of  the  latter  {Westing- 
house  Electric  Mfg.  Co.  y.  The  New  England  Granite  Co.^  110  Fed. 
Rep.,  753)  the  following  statement  is  made  with  reference  thereto: 

The  meaning  of  the  clause  is  that  independent  circuits  are  not  necessarily 
circuits  isolated  from  each  other  and  that  electrical  connections  are  permitted, 
if  they  do  not  Interfere  with  the  electrical  independency  of  the  circuits — 

but  the  Court  made  this  further  statement : 

It  is  an  evident  fact  that  the  defendant's  circuits  are  operatively  independent, 
and  that,  as  the  word  "independent"  is  used  by  electricians,  they  are  elec- 
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trically  independent    The  word  was  used,  as  It  was  wont  to  be  used  by  elec- 
tricians, to  mean  independent  in  an  electrical  sense. 

The  connections  of  the  circuits  there  referred  to  were  the  same  as 
the  connections  in  the  Hewitt  device — ^namely,  the  circuits  leading 
from  a  polyphase  generator.  It  is  clear  that  in  the  same  sense  in 
which  the  court  held  those  circuits  to  be  electrically  independent  the 
sources  of  current  in  Hewitt's  device  are  electrically  separate,  and 
this  is  all  that  is  called  for  by  the  issue.  For  this  reason  it  must  be 
held  that  Hewitt  had  a  right  to  make  the  claim  in  issue  and  that 
priority  was  properly  awarded  to  him. 

The  decision  of  the  Exarmners-in-Chief  is  affirmed. 


Ex  PARTE  Meyer. 

Decided  October  1$,  1909. 

148  O.  G.,  1088. 

AlMendment — ^Admission  of  Claims  After  Final  Rejection — Rule  68  Con- 

STBUED. 

Claims  admitted  after  final  rejection  under  that  part  of  Rule  68  requir- 
ing a  **  showing  duly  verified,  of  good  and  sufficient  reasons  why  they  were 
not  earlier  presented,"  are  for  consideration  by  the  Primary  Examiner  and 
not  for  the  purpose  of  appeal  only. ' 

On  Petition. 

BALLOT-BOX. 

Mr,  E.  TF.  Bradford  for  the  applicant. 

Billings,  Acting  Commissioner: 

This  is  a  petition  for  the  reopening  of  this  case  after  final  rejection, 
with  the  admission  of  a  single  claim  filed  in  lieu  of  two  claims  which 
were  under  final  rejection. 

The  record  shows  that  all  the  claims  were  originally  rejected ;  but 
upon  reconsideration  of  the  application  the  Examiner  allowed  three 
of  the  claims  and  finally  rejected  two  claims.  The  applicant  then 
canceled  the  two  finally-rejected  claims  and  submitted  a  single  claim 
in  lieu  thereof.  The  Examiner  refused  to  admit  this  claim  without 
a  showing  of  good  and  sufficient  reasons  why  it  was  not  earlier  pre- 
sented. This  showing  was  made  and  accepted  by  the  Primary  Exam- 
iner; but  the  claim  was  admitted  for  the  purpose  of  appeal,  and  not 
for  consideration  by  the  Examiner. 

Under  the  provisions  of  Rule  68  claims  submitted  after  an  applica- 
tion is  under  final  rejection  may  be  entered,  first,  without  showing, 
when  they  are  presented  in  place  of  those  rejected  "  in  better  form 
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for  consideration  on  appeal,"  and,  second,  "upon  a  showing  duly 
verified  of  good  and  sufficient  reasons  why  they  were  not  earlier 
presented." 

When  admitted  upon  a  showing  such  as  that  above  indicated,  they 
are  not  entered  for  consideration  on  appeal,  but  for  the  purpose  of 
consideration  by  the  Primary  Examiner  prior  to  appeal.  In  this 
case  the  showing  was  required,  and  I  agree  with  the  Examiner  that 
it  is  sufficient  to  justify  the  late  presentation  of  the  claim.  Under 
these  circumstances  it  was  error  to  admit  the  claim  merely  for  the 
purpose  of  appeal.  It  should  be  considered  and  acted  upon  by  the 
Primary  Examiner. 

The  petition  is  granted. 


C.  E.  Sears  &  Co.  v.  A.  &  B.  Loogie. 

Decided  November  8,  1909. 

148  O.  G.,  1088. 

Trade-Mabks— OpposmoN— Pbactice, 

Where,  after  pleadings  had  been  filed  In  an  opposition  proceeding,  Juris- 
diction was  restored  to  the  Examiner  of  Trade-Marks  for  the  purpose  of 
refusing  registration  In  view  6f  a  registered  trade-mark  and  no  action 
was  taken  by  the  applicant  for  more  than  a  year  after  the  letter  of  the 
Examiner  of  Trade-Marks  refusing  such  registration.  Held  that  on  motion 
by  the  opposer  the  Eb^amlner  of  Interferences  should  Issue  an  order  that 
the  applicant  show  cause  why  the  opposition  should  not  be  sustained. 

On  Petition. 

TBADE-lf  ABK    FOB   CANNED   FBUITS   AND  VEGETABLES. 

Messrs.  Steuart  <&  Steuart  for  C.  E.  Sears  &  Co. 
Mr.  A.  P.  Oreeley  tot  A.  &  R.  Loggie. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  by  C.  E.  Sears  &  Co.  that  proceedings  in  the 
above-entitled  case  be  resumed,  or  that  an  interference  be  declared 
involving  the  trade-mark  application  of  A.  &  R.  Loggie  with  said 
C.  E.  Sears  &  Co.,  or  that  the  final  judgment  be  entered  in  favor  of 
C.  E.  Sears  &  Co. 

It  appears  that  the  trade-mark  of  A.  &  R.  Loggie  was  published 
in  the  Otwcial  Gazette  of  February  4, 1908 ;  that  on  March  4, 1908, 
C.  E.  Sears  &  Co.  filed  an  opposition  against  the  registration  of  said 
mark.  Answer  to  the  notice  of  opposition  was  duly  filed  by  the  appli- 
cant and  replication  filed  by  the  opposer.  Times  were  then  set  by  the 
Examiner  of  Interferences  for  the  taking  of  testimony  in  the  case. 
On  March  11, 1908,  the  Examiner  of  Trade-Marks  requested  jurisdic- 
tion of  the  application  for  the  purpose  of  refusing  registration  in  view 
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of  a  certain  registered  trade-mark.  Jurisdiction  was  given  to  the 
Examiner  for  this  purpose,  and  on  March  13,  1908,  a  formal  letter 
written  in  the  application  of  A.  &  R.  Loggie  refusing  registration  of 
the  mark  claimed  in  view  of  such  references.  In  view  of  this  action 
of  the  Examiner  the  taking  of  testimony  in  the  case  was  suspended. 
More  than  one  year  has  elapsed  since  the  date  of  the  letter  of  the 
Examiner  of  Trade-Marks  refusing  registration  of  the  applicant's 
mark  in  view  of  the  reference  cited,  and  no  responsive  action  has  been 
taken  by  the  applicant.  In  order  that  the  opposition  proceeding  may 
be  concluded,  in  view  of  these  circumstances  the  Examiner  of  Inter- 
ferences is  directed  to  reinstate  the  opposition  proceedings  and  to 
order  the  applicant,  A.  &  R.  Loggie,  to  show  cause  within  a  reasonable 
period  why  the  opposition  should  not  be  sustained  and  judgment  ren- 
dered that  said  applicant  is  not  entitled  to  register  its  trade-mark. 


BaETZ  V,  KUKKUCK. 

Decided  January  IS,  1909, 

148  O.  G.,  1343. 

1.  INTEBFEBENCB — AMOTION  TO  DISSOLVE — TBAI7SMIS8IOIT. 

A  motion  to  dissolve,  aUeglng  no  interference  in  fact  on  accoont  of  the 
meaning  which  it  Is  contended  should  be  given  a  certain  term,  Is  too  in- 
definite to  be  transmitted  where  this  term  does  not  occur  in  all  the  counts 
and  it  is  not  stated  to  which  of  the  counts  the  motion  is  Intaided  to  apply. 

2.  Same — Same — Same. 

An  allegation  in  a  motion  to  dissolve  that  the  opposing  party  has  no  right 
to  make  the  claims  **  since  the  issue  covers  an  Invention  not  contemplated 
nor  disclosed  by  him  in  the  original  specification  (Rule  70)"  Held  not  a 
sufllclently  definite  statement  of  the  reasons  upon  which  the  motion  is 
based  and  transmission  of  the  motion  properly  refused. 

3.  Same — Same — Same. 

A  motion  to  dissolve  on  the  ground  of  the  lack  of  right  of  the  opposing 
party  to  make  the  claims  was  properly  refused  transmission  where  the 
motion  did  not  specifically  sitate  what  elements  of  the  claims  were  not 
shown. 

Appeal  on  Motion. 

feed  mechanism  fob  dbtino  appabatus. 

Mr.  Emil  Starek  for  Baetz. 

Messrs.  Howson  <&  Howson  for  Kukkuck. 

Moore,  Commissioner: 

This  is  an  appeal  by  Baetz  from  a  decision  of  the  Examiner  of  In- 
terferences refusing  to  transmit  a  motion  to  dissolve. 

The  motion  to  dissolve  is  based  on  four  grounds — ^namely,  first,  that 
there  is  no  interference  in  fact;  second,  that  the  senior  party  has  no 
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right  to  make  the  claims;  third,  irregularity  in  declaring  the  inter- 
ference, and,  fourth,  that  the  claims  are  not  patentable  to  Kukkuck. 
The  Examiner  of  Interferences  denied  the  motion  as  to  all  grounds, 
for  the  reasons,  as  to  the  iBrst  and  second  grounds,  that  the  motion  was 
not  sufficiently  definite ;  as  to  the  third  ground,  that  the  irregularity 
alleged  was  substantially  the  same  as  that  urged  on  the  motion  to 
shift  the  burden  of  proof,  which  was  decided  at  the  same  time  as  the 
motion  to  transmit,  and  as  to  the  fourth  ground,  that  the  reasons 
were  not  stated  with  sufficient  definiteness  and,  furthermore,  related 
apparently  to  the  same  facts  urged  in  support  of  the  first  and  second 
grounds. 

A  careful  reading  of  the  motion  and  the  briefs  filed  in  behalf 
thereof  before  the  Examiner  of  Interferences  and  on  the  present 
appeal  discloses  no  error  in  his  decision.  With  respect  to  the  first 
ground,  the  reasons  given  in  support  thereof  appear  to  relate  to  the 
use  in  the  claims  of  the  word  "  confined,"  which  it  is  contended  must 
be  interpreted  in  the  light  of  a  prior  patent  to  Baetz,  No.  845,843. 
As  pointed  out  by  the  Examiner  of  Interference^,  this  term  does 
not  appear  in  counts  6  to  10,  inclusive,  and  the  motion  is  not  suffi- 
ciently definite  because  it  does  not  state  to  which  of  the  counts  it  is 
intended  to  apply. 

The  reason  given  in  support  of  the  second  ground  is  as  follows: 

Kukkuck  had  no  right  to  make  the  claims  involved  in  interference  since  the 
issue  covers  an  invention  not  contemplated  by  him  nor  disclosed  by  him  In  the 
original  specification  (Rule  70). 

This  is*  clearly  not  a  sufficiently  definite  statement  of  the  reasons 
upon  which  this  ground  of  the  motion  is  based.  If  by  the  paren- 
thetical inclusion  of  Rule  70  it  was  intended  to  imply  that  new  mat- 
ter had  been  placed  in  the  Kukkuck  application  and  his  claims  cor- 
responding to  the  issue  were  based  thereon,  it  should  have  been 
clearly  stated  of  what  that  new  matter  consisted. 

As  to  the  third  ground,  the  alleged  irregularity,  so  far  as  the 
reasons  given  therefor  in  the  motion  are  concerned,  relates  wholly 
to  the  relation  between  the  Kukkuck  application  and  the  earlier 
Baetz  patent — ^that  is,  to  the  question  of  shifting  the  burden  of  proof. 
This  question  was  raised  on  a  motion  to  shift  the  burden  of  proof, 
which  was  decided  at  the  same  time  as  the  motion  to  transmit. 

The  reason  given  in  support  of  the  fourth  ground  is  as  follows : 

Kukkuck  having  laid  no  foundation  for  the  claims  and  no  construction  to 
support  them  they  are  not  patentable  to  him. 

This  is  clearly  a  statement  that  Kukkuck  has  no  right  to  make  the 

claims.    In  other  words,  it  is  the  same  as  the  second  ground,  and  for 

the  reasons  given  above  it  should  have  been  specifically  pointed  out 

on  what  Kukkuck's  lack  of  right  to  make  the  claims  was  based,  or,  in 

21895— H.  Doc.  124, 6-2 16 
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other  words,  those  elements  of  the  claims  which  were  not  readable 
on  the  Kukkuck  device  should  have  been  specifically  stated. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


LOTTERHAND  V.  CoRNWAIJi. 

Decided  November  5,  1909. 

148  O.  G.,  1344. 

1.  Interference — Preuminart  Statement — ^Application  Filed  by  an  Admin- 

istrator— Statement  Mat  be  Made  by  Assignee  of  Entire  Interest. 

Where  an  application  was  filed  by  the  administrator  of  an  inventor  and 

the  entire  Interest  therein  assigned,  it  is  not  necessary  that  the  preliminary 

statement  be  made  by  the  **  applicant,"  but  it  may  be  made  by  the  assignee. 

2.  Same — Same — ^Rule  131  Onstrued. 

Rule  131  relates  only  to  the  assignee  of  an  undivided  interest,  and  it  is 
not  necessary  that  the  assignee  of  the  entire  interest  file  a  motion  such  as 
provided  for  in  that  rule  in  order  to  be  allowed  to  file  a  preliminary  state- 
ment 
8.  Same — Motion  to  Dissolve — Renewed  Motion — Appeal. 

Where  transmission  of  a  motion  to  dissolve  is  refused  and  an  amended 
motion  is  filed,  appeal  from  the  decision  refusing  to  transmit  the  original 
motion  is  abandoned. 
4.  Same — Same — Transmission — Informality. 

A  motion  to  dissolve,  alleging  informality  because  the  claims  in  issue 
are  for  incomplete  combinations  when  read  on  the  opposing  party's  dis- 
closure, was  properly  refused  transmission,  since  this  question  is  one  relat- 
ing to  the  merits. 
6.  Same — Same — Same — ^Application  of  References. 

A  motion  to  dissolve  on  the  ground  of  non-patentability  of  the  counts  of 
the  issue  should  l>e  refused  transmission  unless  the  patents  relied  upon 
are  specially  named  and  applied. 

Appeal  on  Motion. 

adding- MACHINE. 

Mr,  Wm.  R.  Baird  and  Mr.  Shipley  Brashears  for  Lotterhand. 
{Mr.  Stephen  J.  Cox  of  counsel.) 
Mr.  F.  R.  Cornwall  pro  se. 

Billings,  First  Assistant  Commissioner: 

This  case  comes  up  on  appeals  by  Lotterhand  from  decisions  of 
the  Examiner  of  Interferences  on  motions  to  strike  out  the  pre- 
liminary statement  of  Cornwall  and  to  transmit  a  motion  to  dissolve. 

A  motion  having  both  these  objects  in  view  was  filed  by  Lotter- 
hand on  August  28, 1909,  and  was  denied  by  the  Examiner  of  Inter- 
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ferences  in  a  decision  rendered  September  9,  1909.  On  the  day  the 
limit  of  appeal  was  to  expire  Lotterhand  filed  an  appeal  from  this 
decision  and  also  two  renewal  motions,  seeking  the  same  relief  as 
the  original  motion.  These  motions  were  filed  in  separate  papers 
and  made  to  differ  in  some  other  respects  from  the  original  motion, 
with  a  view  to  overcoming  defects  pointed  out  in  the  previous  de- 
cision of  the  Examiner  of  Interferences.  On  September  29,  1909, 
the  Examiner  of  Interferences  rendered  decisions  denying  each  of 
the  renewal  motions,  and  on  October  6  appeals  from  these  decisions 
were  filed. 

By  bringing  the  renewal  motions  before  the  Examiner  of  Interfer- 
ences Lotterhand,  in  effect,  abandoned  his  appeal  on  the  first  motion 
{Williams  v.  Webster  v.  Sprague^  ante^  200;  148  O.  G.,  280.)  The 
appeal  from  the  decision  on  the  original  motion  is  therefore  dis- 
missed.   The  appeals  based  on  the  renewal  motions  will  be  considered. 

With  regard  to  the  motion  to  strike  out  Cornwall's  preliminary 
statement  it  is  contended  in  behalf  of  Lotterhand  that  Cornwall  him- 
self should  have  made  the  statement  instead  of  Hopkins — the  repre- 
sentative of  the  assignee — ^because  the  rules  require  that  the  "  appli- 
cant "  make  the  statement,  and,  further,  that  the  statement  is  defec- 
tive because  it  does  not  show  the  source  of  the  information  and 
belief  upon  which  the  assignee  founds  the  allegations  in  the  statement. 

Rule  110,  providing  for  preliminary  statements,  states  that  "  Each 
party  to  the  interference  will  be  required  to  file,"  etc.,  not  that  the 
"  applicant "  shall  file  it.  It  is  of  record  in  the  oath  accompanying 
Cornwall's  application  that  the  inventor  himself  is  dead  and  that 
Cornwall  files  the  application  as  administrator.  Under  these  circum- 
stances it  is  not  to  be  assumed  that  because  he  is  the  applicant  he  had 
any  special  knowledge  of  the  time  or  manner  in  which  the  invention 
was  completed.  The  assignee  of  the  entire  interest  in  this  case  is 
quite  as  likely  to  be  apprised  of  the  facts  necessary  to  the  preliminary 
statement  as  is  the  administrator  of  the  estate  of  the  deceased  in- 
ventor. It  appears,  further,  in  the  record  of  the  application  that  the 
assignee  has  intervened  and  appointed  an  attorney  of  his  own  selec- 
tion. (Rules  5  and  20.)  It  is  deemed  entirely  proper  that  the 
assignee  of  the  entire  interest  should  make  the  preliminary  statement 
in  this  case,  and,  further,  that  the  facts  appear  so  fully  in  the  record 
that  no  additional  showing  is  required.  A  separate  motion  such  as 
provided  for  by  Rule  131  is  unnecessary  where  the  assignee  holds  the 
entire  interest,  as  in  the  present  instance.  {Hastings  v.  Gallagher^ 
C.  D.,  1900, 158;  93  O.  G.,  189.) 

The  Examiner  of  Interferences  committed  no  error  in  denying  the 
motion  to  strike  out  the  preliminary  statement  executed  by  an  officer 
of  the  assignee  company  which  was  filed  in  behalf  of  Cornwall, 
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Lotterhand's  renewal  motion  to  dissolve,  which  was  refused  trans- 
mission, sets  forth  four  grounds,  (numbered  I,  II,  III,  and  III',) 
all  of  which  were  found  informal  by  the  Examiner  of  Interferences, 

The  first  ground  alleges  that  there  was  informality  in  the  declara- 
tion because  the  claims  are  for  incomplete. combinations  when  read 
on  Cornwall's  disclosure  and  because  the  claims — 

when  read  in  tlie  light  of  the  two  specifications  and  drawings  are  vague  and 
Indefinite. 

The  question  of  the  incompleteness  of  the  claims  in  Cornwall's 
application  is  one  of  merits.  As  pointed  out  by  the  Examiner  of 
Interferences,  this  question  cannot  be  raised  under  the  allegation  of 
"  informality  in  the  declaration."  On  the  question  of  indefiniteness 
several  expressions  are  pointed  out  which  are  claimed  to  be  indefinite 
"in  view  of  Cornwall's  drawings  and  specification."  The  expres- 
siqns  indicated,  however,  are  obviously  not  vague  in  themselves.  It 
seems  likely,  from  the  qualifying  expressions,  "in  the  light  of  the 
two  specifications  "  and  "  in  view  of  Cornwall's  drawings  and  specifi- 
cation," used  by  Lotterhand,  that  he  thinks  the  elements  mentioned 
in  these  expressions  are  not  well  identified  in  the  disclosure  of  one  or, 
perhaps,  both  cases.  It  is  very  clear  that  this  ground  of  the  motion 
is  vague  and  indefinite.    It  was  properly  refused  transmission. 

The  second  ground  of  the  motion  is  that  the  claims  are  unpatent- 
able to  Cornwall  because — 

*  *  *  lacking  in  invention  considered  separately  and  in  the  light  of  the 
prior  art  as  evidenced  by  patents  cited  against  the  respective  applications  of 
the  parties  and  other  patents  known  to  the  Examiner  and  the  parties  hereto. 

This  ground  is  so  obviously  indefinite  as  to  need  no  comment.  It 
is  well  settled  that  where  patents  are  relied  upon  they  must  be  named 
specifically  and  applied.  {Brown  v.  Inwood  and  Lavenherg^  C.  D., 
1907,  249;  130  O.  G.,  978;  Phillips  v.  Scott,  C.  D.,  1907,  270;  130 
O.  G.,  1312.) 

The  third  ground  alleges  that  Cornwall  has  no  right  to  make  the 
claims  because  his  device  is  inoperative.  Eleven  elements  are  pointed 
out  by  reference-numerals,  which  it  is  stated  are  "  so  constructed, 
mounted,  and  arranged  "  that  it  is  impossible  to  perform  any  func- 
tion with  them.  This  amounts  merely  to  a  restatement  that  the 
specified  parts  are  inoperative.  The  defects  due  to  which  the  device 
is  inoperative,  if  they  exist,  are  matters  which  could  and  should  have 
been  clearly  pointed  out.    This  ground  is  therefore  indefinite. 

Ground  III'  is  hardly  intelligible.  It  seems  to  be  a  restatement  of 
ground  III,  inasmuch  as  it  relates  to  inoperativeness.  In  any  event 
it  is  clearly  too  indefinite  to  be  transmitted. 

The  decision  of  the  Examiner  of  Interferences  is  afftrmed. 
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The  Warren  Paint  Co.  v.  Reeve  &  Co.  v.  Davidson  &  Knowles  Co. 

Decided  November  10,  1909. 

148  O.  a,  1346. 

TRADE-MaBKS — "  WOOD-FILLEBS  "     AND     "WHITE     LEAD " — GoODS    OF    THE    SaMB 

Descbiptite  Properties. 
Wood-fillers  and  white  lead  are  goods  of  the  same  descriptive  properties 
within  the  meaning  of  the  Trade-Mark  Act  of  February  20,  1906. 

On  Appeal. 

TRADE-MARK  FOR  WHITE  LEAD. 

Messrs.  Bates^  Fonts  <&  Hull  for  The  Warren  Paint  Co. 

Messrs.  Smith  <&  Denison  for  Reeve  &  Co. 

Messrs.  Wise  <&  Lichtenstein  for  Davidson  &  Knowles  Co. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  dissolve  this  interference. 

The  trade-marks  in  controversy  comprise  in  common  the  words 
"  White  Seal,"  and  this  interference  is  declared  between  the  applica- 
tion of  The  Warren  Paint  Co.  for  the  registration  of  this  mark  for 
white  lead,  registration  No.  29,324  by  Reeve  &  Co.  of  the  same  mark 
for  "  wood-fillers,"  and  the  registration  of  Davidson  &  Knowles  Co. 
for  white-lead  paint  The  motion  for  dissolution  was  brought  by 
Reeve  &  Co.  and  is  based  on  the  ground  that  "  wood-fillers  "  are  goods 
of  different  descriptive  properties  from  white  lead  or  white-lead 
paint,  and  it  is  asserted  that  in  view  of  the  fact  that  Reeve  &  Co. 
specifically  disclaimed  the  use  of  this  trade-mark  in  connection  with 
paints  the  Patent  Office  is  estopped  from  declaring  an  interference 
between  this  registration  and  the  registration  of  Davidson  &  Knowles 
Co.  and  the  application  of  The  Warren  Paint  Co. 

In  this  proceeding  the  only  question  to  be  determined  is  the  right 
of  registration  of  the  applicant.  The  Warren  Paint  Co.  No  question 
is  raised  as  to  the  interference  between  the  registration  of  Davidson 
&  Knowles  Co.  and  the  application  of  The  Warren  Paint  Co.  The 
only  question  before  me  is  whether  the  mark  of  Reeve  &  Co.  used  on 
fillers  is  used  upon  merchandise  of  the  same  descriptive  properties 
as  white  lead  claimed  by  the  applicant,  The  Warren  Paint  Co. 
Fillers  are  composed  of  several  ingredients,  among  which  white  lead 
is  in  many  instances  not  the  least,  as  will  be  seen  upon  reference  to 
the  following  patents:  TuUy,  February  8,  1870,  No.  99,610;  Miller, 
May  18, 1873,  No.  138,914;  Sharp,  August  6,  1873,  No.  141,518;  Wil- 
ber,  January  27,  1886,  No.  311,401;  Klie,  September  1,  1886,  No. 
324,416;  Phillips,  November  8,  1898,  No.  614,024. 
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In  view  of  this  fact  I  am  of  the  opinion  that  the  merchandise  of 
Reeve  &  Co.  and  of  the  applicant  necessarily  have  the  same  general 
characteristics  within  the  ruling  of  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia  in  the  case  of  Phoenix  Paint  cfe  Varnish  Co,  v.  John 
T.  Lewis  <&  Bros.  Co.,  {post,  303;  139  O.  G.,  990;  32  App.  D.  C, 
285,)  in  which  the  Court  said : 

We  think  two  trade-marks  may  be  said  to  be  appropriated  to  merchandise  of 
the  same  descriptive  properties  in  the  sense  meant  by  the  statute  when  the 
general  and  essential  characteristics  of  the  goods  are  the  same.  To  rule  that 
the  goods  must  be  identical  would  defeat  the  purpose  of  the  statute  and  destroy 
the  value  of  trade-marks.  The  test  is  whether  there  Is  such  a  sameness  in  the 
distinguishing  characteristics  of  the  goods  as  to  be  likely  to  mislead  the  general 
public.    If  there  is,  only  one  mark  should  be  registered. 

It  is  therefore  held  that  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  dissolve  this  interference  was  right.  It  is  ac- 
cordingly affimed. 


California  Canneries  Company  v.  Kothe,  Wells  and  Bauer 

Company. 

Decided  November  IS,  1909, 

148  O.  G.,  1345. 

Tbaob-Mabks — Oppositioit — ^Jurisdiction  of  the  Examiner  of  Interfebencbb. 
The  Jurisdiction  of  deciding  all  questions  raised  on  opposition  proceedings, 
including  that  of  the  similarity  of  the  marks  of  the  applicant  and  the 
opposer,  is  vested  in  the  Examiner  of  Interferences. 

On  Petition. 

TRAOE-lfABK  FOR  FLAVORING  EXTRACTS  USED  AS  FOODS  AND  INGREDIENTS  OF  FOODS. 

Messrs.  Mason,  Fenwick  d*  Lawrence  for  California  Canneries 
Company. 

Mr.  Ehoin  M.  Hulse  and  Messrs.  Sfeuart  cfi  Steuart  for  Kothe, 
Wells  &  Bauer  Company. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  by  Kothe,  Wells  and  Bauer  Company  that  this 
opposition  be  referred  to  the  Examiner  of  Trade-Marks  for  the  pur- 
pose of  determining  whether  or  not  there  is  an  interference  in  fact 
between  the  trade-marks  claimed  by  the  respective  parties.  It  is 
asserted  that  in  view  of  certain  demurrers  which  were  sustained  in 
part  against  the  notice  of  opposition  as  originally  filed  the  only 
grounds  of  opposition  which  now  remain  to  be  determined  are  whether 
the  marks  are  so  nearly  identical  as  to  cause  confusion  in  trade  and 
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whether  the  opposer  was  the  first  to  adopt  and  use  a  mark  of  that 
character,  and  it  is  urged  that  the  former  should  be  decided  by  the 
Examiner  of  Trade-Marks. 

It  is  noted  that  during  the  progress  of  this  proceeding  three  de- 
murrers have  been  filed  by  the  applicant  and  that  following  the 
decision  of  the  Examiner  overruling  the  last  demurrer  in  part  the 
applicant  filed  an  answer  to  the  notice  of  opposition,  and  the  replica- 
tion of  the  opposer  has  also  been  filed.  It  is  therefore  obvious  that 
the  applicant  has  exhausted  its  rights  under  the  present  practice  of 
the  Office.  This  petition  must  be  treated,  therefore,  as  a  request  for 
the  exercise  of  the  supervisory  authority  of  the  Commissioner. 

It  is  urged  that  when  the  identity  of  trade-marks  in  an  opposition 
proceeding  is  raised  by  demurrer  the  question  should  be  determined 
in  the  first  instance  by  the  Examiner  of  Trade-Marks  in  analogy  to 
interference  practice.  This  contention  is  believed  to  be  without  force. 
The  statute  provides  for  an  opposition  proceeding  as  an  independent 
remedy  from  interference.  Interference  proceedings  are  declared 
by  the  Office  to  enable  the  parties  to  present  testimony  upon  which 
the  Office  may  base  an  adjudication  as  to  the  title  of  the  marks,  and  as 
stated  in  the  Robert  Smith  Ale  Brewing  Company  v.  Beadleston  & 
Woerz,  (C.  D.,  1905,  468;  119  O.  G.,  841:) 

A  motion  for  dissolution  of  an  interference  before  the  taking  of  testimony,  is 
in  effect,  a  request  for  reconsideration  of  the  action  declaring  the  interference. 
Since  the  Examiner  of  Trade-Marks  declared  the  interference,  he  is  the  one 
who  should  give  reconsideration  in  the  light  of  argument  by  both  parties. 

Opposition  proceedings  are,  however,  instituted  not  by  the  Office, 
but  by  the  opposer  himself,  and  it  is  believed  that  the  jurisdiction  of 
deciding  all  questions  raised  on  opposition  proceedings  is  by  the 
statute  vested  in  the  Examiner  of  Interferences  as  the  tribunal  of 
original  jurisdiction. 

The  Court  of  Appeals  of  the  District  of  Columbia  has  recognized 
his  authority  to  decide  questions  of  the  character  presented  in  the 
present  case,  (BatUe  Creek  Sanitarium  Company,  Limited,  v.  Ful- 
ler, C.  D.,  1908,  370;  134  O.  G.,  1299;  30  App.  D.  C,  411;  The  HalVa 
Safe  Company  v.  Herring-HaU-Marvin  Safe  Company,  C.  D.,  1908, 
473;  135  O.  G.,  1804;  31  App.  D.  C,  498.) 

In  view  of  the  facts  above  stated  I  find  no  reason  for  exercising  the 
supervisory  authority  of  the  Commissioner  in  this  matter. 

The  petition  w  accordingly  denied. 
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In  RE  Ives. 

Decided  November  22, 1909, 

149  O.  G.,  309. 

Assignee  op  Application — ^Bankbuft — ^Title  op  Trustee. 

Where  an  application  for  patent  is  assigned  and  prior  to  the  issuance  of 
a  patent  thereon  the  assignee  Is  declared  a  bankrupt*  Held  that  the  trustee 
In  bankruptcy  acquires  no  title  to  such  application. 

On  Petition. 

Mr.  F.  H.  Stevens  for  the  petitioner. 

Moore,  Commissioner: 

This  is  a  petition  by  Howard  R.  Ives  for  access  to  certain  applica- 
tions filed  by  John  S.  Cantelo. 

It  appears  that  these  applications  were  assigned  by  Cantelo  to  the 
Cantelo  Manufacturing  Company,  such  assignments  being  of  the  en- 
tire interest,  with  request  that  the  patents  issue  to  the  assignee. 
According  to  the  certificate  of  the  clerk  of  the  District  Court  of  the 
United  States  for  the  District  of  Maine,  which  accompanies  the  peti- 
tion, the  Cantelo  Manufacturing  Company  was  declared  a  bankrupt 
and  Howard  R.  Ives  was  appointed  its  trustee. 

In  the  decision  in  re  McDonnell  (101  Fed.  Rep.,  239)  it  was  held 
that  where  an  inventor  who  had  filed  an  application  for  patent  was 
adjudged  a  bankrupt  before  the  issuance  of  a  patent  on  such  appli- 
cation the  interest  of  the  bankrupt  in  such  patent  did  not  pass  to  the 
trustee  in  bankruptcy.  This  decision  was  based  on  the  ground  that 
the  term  "  patents  and  patent  rights  "  as  used  in  section  70  of  the 
Bankruptcy  Act  did  not  include  pending  applications  for  patents. 

In  the  case  of  in  re  Dann  (129  Fed.  Rep.,  495)  the  question  certified 
to  the  court  was: 

Can  a  bankrupt  be  compelled  to  assign  to  the  receiver  or  to  the  trustee  all  his 
rights,  title  and  interest  in,  to  and  under  applications  pending  in  the  Pat^it 
Office  for  Letters  Patent  upon  alleged  inventions? 

The  court  held  that  this  question  must  be  answered  in  the  negative, 
citing  with  approval  the  decision  in  re  McDonnell^  supra^  and  also 
holding  that  such  pending  application  could  not  be  reached  under  the 
terms  of  section  70*  (5)  of  the  Bankruptcy  Act  as — 

property  which  prior  to  the  filing  of  the  petition  he  could  by  any  means  have 
transferred  or  which  might  have  been  levied  upon  or  sold  under  judicial  process 
against  him. 

In  the  former  case  the  bankrupt  was  the  applicant  for  patent;  but 
it  is  not  stated  in  the  second  case  whether  he  was  the  applicant  or  an 
assignee,  and  neither  the  question  certified  nor  the  decision  is  limited 
to  the  case  of  an  applicant  for  patent,  nor  is  any  reason  seen  for  mak- 
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ing  a  distinction  between  the  case  of  an  applicant  and  that  of  an 
assignee.  If,  as  held  in  these  decisions,  the  interest  in  a  pending 
application  does  not  under  the  terms  of  the  Bankruptcy  Act  pass  to 
the  trustee,  this  is  true  whether  the  bankrupt  was  the  owner  of  such 
pending  application  as  the  applicant  or  as  an  assignee. 

It  must  therefore  be  held  that  the  trustee  in  bankruptcy,  Howard 
R.  Ives,  has  no  such  title  to  the  Cantelo  applications  as  would  justify 
granting  his  request  for  access  to  and  copies  thereof. 

Whether  he  has  such  an  interest  in  these  applications  as  would 
justify  his  being  allowed  to  inspect  them  can  only  be  decided  after  a 
hearing  upon  a  petition  duly  filed,  with  proof  of  service  upon  the 
owner  of  these  applications,  in  accordance  with  the  practice  set  out 
in  the  decisions  in  the  cases  of  in  re  Commercial  Mica  Company 
(C.  D.,  1907,  186;  129  O.  G.,  479)  and  in  re  Bullock  Electric  Marm- 
facturing  Company,  (C.  D.,  1907,  207;  129  O.  G.,  1611.) 

The  petition  is  denied. 


Ex  PARTE  COPELAND. 

Decided  October  25,  1909. 

149  O.  G.,  309. 

1.  Abawdonment— FAttimE  to  Take  Pbopeb  Action. 

Where  the  Examiner  rejected  eight  claims  and  just  before  the  expiration 
of  the  year  the  applicant  canceled  four  of  these,  amended  one,  pointed  out 
wherein  the  other  three  avoided  the  references,  and  added  two  new  claims 
without  pointing  out  how  these  two  were  believed  to  distinguish  over  the 
prior  art,  Held  that  the  application  is  abandoned. 

2.  Same — Same — Long  Delays. 

Where  an  applicant  relies  upon  his  technical  right  to  delay  action  as 
long  as  possible  in  each  instance,  he  is  entitled  to  no  leniency  in  the  appli- 
cation of  the  rule  which  provides  that  prosecution  of  an  application  to  save 
it  from  abandonment  must  include  such  proper  action  as  the  condition  of 
the  case  may  require. 

On  Petition. 

vehicle-brake. 

Mr.  Oales  P.  Moore  for  the  applicant 

Billings,  Acting  Com/miasioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  this  case 
abandoned  for  lack  of  sufficient  prosecution. 

On  December  4,  1906,  the  Examiner  rejected  eight  claims,  stating 
that  the  remaining  claims  appeared  to  be  allowable.  On  November 
18, 1907,  applicant  presented  an  amendment  directing  the  cancelation 
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of  four  of  these  claims,  amending  one,  pointing  out  wherein  the  three 
remaining  claims  were  believed  to  be  patentable  over  the  references 
cited,  and  adding  two  new  claims.  On  March  3,  1908,  the  Examiner 
held  that  as  no  effort  had  been  made  to  point  out  what  patentable 
novelty  the  new  claims  were  supposed  to  possess  or  how  they  avoided 
the  references  cited  the  communication  of  November  18,  1907,  was 
not  such  action  as  the  condition  of  the  case  required  and  that  the 
application  was  therefore  abandoned. 

The  action  of  the  Examiner  appears  to  have  been  an  entirely  proper 
one.  He  states  in  his  letter  of  March  3,  1908,  that  the  proposed  new 
claims  are  much  broader  than  any  before  presented,  and  the  fact  that 
these  claims  are  broad  claims  is  admitted  by  the  applicant  in  his 
brief  on  this  petition.  Applicant  now  argues  that  he  was  not  to  be 
expected  to  present  affidavits  and  sketches  showing  why  he  was  en- 
titled to  these  claims  prior  to  their  rejection  by  the  Office.  As,  how- 
ever, these  claims  were  broader  than  claims  before  presented  which 
had  been  rejected,  it  was  clearly  the  duty  of  the  applicant  to  show 
why  these  claims  were  allowable. 

The  facts  in  this  case  are  almost  identical  with  the  case  of  ex  parte 
Richards,  (C.  D.,  1906,  403;  124  O.  G.,  2534.)  In  that  case,  after 
repeated  actions  on  the  part  of  the  Office  and  the  applicant,  a  claim 
was  rejected  for  want  of  identity  with  the  original  invention.  A 
few  days  before  the  expiration  of  the  year  within  which  the  appli- 
cant could  take  action  he  presented  an  amendment  directing  the 
cancelation  of  the  previously-rejected  claim  and  substituting  a  claim 
therefor;  but  this  claim  was  accompanied  by  no  showing  of  why  it 
was  considered  patentable  further  than  the  mere  statement  that — 
applicant  has  amended  claim  1  to  cure  the  faults  alluded  to  by  the  Examiner. 

There,  as  here,  the  applicant  argued  that  there  were  certain  rea- 
sons why  he  was  entitled  to  present  this  claim  at  that  stage  in  the 
prosecution  of  the  case.  In  answer  to  that  contention  the  Commis- 
sioner said : 

In  this  case  a  broadened  claim  is  presented  in  the  twenty-eighth  action  on  the 
case,  taken  more  than  eight  years  after  the  case  was  filed.  The  invention 
is  a  simple  one,  the  progress  of  the  case  has  not  been  delayed  by  interference 
proceedings,  and  no  new  references  have  been  cited  for  more  than  three 
years  prior  to  the  action  in  question.  The  applicant's  reasons  for  presenting  the 
new  claim  and  for  regarding  it  as  allowable  were  capable  of  clear  and  brief 
statement,  as  is  shown  by  the  statemoit  thereof  in  his  brief  upon  this  petition, 
and  they  would  undoubtedly  have  been  of  considerable  assistance  to  the  Oflice 
in  acting  upon  the  case.  But  the  applicant  thinks  that  for  the  reasons  given 
above  he  was  exempt  from  the  requirement  of  the  rule  for  ordinary  cases,  and 
entitled  to  withhold  his  reasons  for  believing  the  new  claim  to  be  allowable 
until  the  Oflice  had  acted,  and  to  extend  the  prosecution  of  the  case  another 
year  before  furnishing  them,  if  he  so  desired.  Clearly  his  position  is  without 
merit. 
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This  statement  is  clearly  applicable  to  the  present  case. 

This  application  was  filed  in  1901,  and  its  prosecution  has  appar- 
ently been  delayed  as  much  as  possible,  as  the  following  statement  of 
the  dates  of  the  rejections  and  amendments  will  show:  Application 
filed  February  4,  1901,  rejected  February  25,  1901 ;  amended  Febru- 
ary 12,  1902,  rejected  March  11,  1902;  amended  February  28,  1903, 
rejected  April  7, 1903;  amended  April  1, 1904,  rejected  May  20, 1904; 
amended  May  20, 1905,  rejected  October  12, 1905 ;  amended  October  4, 
1906,  rejected  December  4,  1906 ;  proposed  amendment  filed  Novem- 
ber 18,  1907;  letter  holding  the  case  abandoned  March  3,  1908;  let- 
ter requesting  reconsideration  of  that  holding  March  1, 1909;  holding 
of  abandonment  repeated  April  13,  1909;  petition  to  the  CJommis- 
sioner  taken  September  7,  1909.  It  is  well  settled  that  where  an  ap- 
plicant relies  upon  his  technical  right  to  delay  action  as  long  as  pos- 
sible in  each  instance  he  is  entitled  to  no  leniency  in  the  application 
of  the  rule  which  provides  that  prosecution  of  an  application  to  save 
it  from  abandonment  must  include  such  proper  action  as  the  condition 
of  the  case  may  require.  {Ex  parte  Ries^  C.  D.,  1904,  501 ;  113  O.  G., 
1147;  ex  parte  Naef,  C.  D.,  1905, 137;  115  0.  G.,  2135.) 

The  petition  is  denied. 


Ex  PARTE  Wagner. 

Decided  November  22,  1909, 

149  O.  G.,  881. 

Reopening  Oasb  Afteb  Appeal. 

An  Inventor  is  presumed  to  know  the  essence  of  his  invention  before  it  i» 
filed,  certainly  before  it  has  been  prosecuted  through  an  appeal,  and  the 
mere  statement  that  a  certain  feature  has  been  found  to  be  important  is 
not  a  showing  of  sufficient  cause  to  justify  reopening  the  case  to  admit 
new  claims. 

On  Petition. 

INOUBATOB-THEHMOMETEB. 

Mr.  Fred  B.  Fetherstonhaugh  and  Mr.  Ellis  Spear  for  the  appli- 
cant. 

Moore,  Commissioner: 

This  is  a  petition  requesting  the  admission  and  consideration  of  an 
amendment  canceling  the  three  claims  now  in  the  case  and  presenting 
one  claim  in  lieu  thereof. 

The  three  claims  were  rejected  by  the  Primary  Examiner  on  May 
7, 1909.  An  appeal  was  taken  from  this  action  to  the  Examiners-in- 
Chief ,  who  rendered  a  decision  affirming  the  action  of  the  Primary 
Examiner.    No  appeal  from  the  latter  decision  has  been  taken. 
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Rule  142  provides  that  cases  which  have  been  decided  by  the  Ex- 
aminers-in-Chief  will  not  be  reopened  by  the  Primary  Examiner  ex- 
cept upon  the  written  authority  of  the  Commissioner — 

and  tlien  only  for  the  consideration  of  matters  not  already  adjudicated  upon, 
sufficient  canse  being  shown. 

As  pointed  out  by  the  Primary  Examiner  in  his  statement  respond- 
ing to  this  petition,  the  subject-matter  of  the  proposed  claim  is  sub- 
stantially embraced  in  the  pending  claims,  particularly  claim  2,  It 
is  at  best  but  a  colorable  variation  of  the  appealed  claims  and  could 
in  no  sense  be  considered  as  matter  "  not  adjudicated  "  within  the 
meaning  of  Rule  142. 

The  rule  also  requires  that  a  showing  of  sufficient  cause  for  reopen- 
ing the  case  be  made.  In  this  instance  the  only  showing  made  is 
that— 

♦  ♦  ♦  the  applicant  has  found,  since  the  appeal,  that  the  important  feature 
of  the  invention  is  in  having  the  bulb  or  lower  portion  of  the  thermometer  in- 
cased within  a  shell — 

of  a  particular  size.  Why  he  did  not  find  this  out  earlier  does  not 
appear.  An  inventor  is  presmned  to  know  the  essence  of  his  inven- 
tion before  the  case  is  filed,  certainly  before  it  has  been  prosecuted 
through  an  appeal. 

Inasmuch  as  neither  of  the  conditions  necessary  for  the  reopening 
of  a  case  under  the  provisions  of  the  rule  quoted  is  found  to  be 
present,  the  petition  must  he  denied. 


Knight  tK  Cutler. 

Decided  November  22,  1909. 

149  O.  G.,  1119. 

INTERFESENCB — MOTION  TO  DISSOLVE — TRANSMISSION. 

It  is  well  settled  that  the  transmission  of  motions  to  dissolve  is  left 
largely  to  the  discretion  of  the  Examiner  of  Interferences  and  that  where 
he  grants  a  motion  to  transmit  his  decision  will  be  disturbed  only  upon  a 
showing  of  abuse  of  discretion. 

Same — Same — Same. 

Within  the  time  set  for  bringing  motions  K.  filed  a  motion  to  dissolve, 
which  was  denied  on  the  ground  of  Indefiniteness.  Four  day^  later  he  filed 
an  amended  motion  seeking  to  overcome  the  indefiniteness  of  the  original 
motion.  On  the  day  of  hearing  he  filed  an  aflldavit  in  support  of  the  mo- 
tion, and  upon  objection  by  O.  the  hearing  was  postponed  one  week.  Held 
that  these  facts  do  not  show  any  abuse  of  discretion  upon  the  part  of  the 
Examiner  of  Interferences  in  transmitting  the  amended  motion. 

On  Petition. 
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MOTOlft-STABTEB. 

Mr.  A.  O.  Davis  for  Ejiight.     (il/n  Frank  J.  Seabolt  of  counsel.) 
Messrs.  Jones^  Addington  ds  Ames  and  Mr.  Edwin  B.  H.  Tower 
for  Cutler. 

Moore,  Commissioner: 

This  is  a  petition  by  Cutler  that  this  case  be  remanded  to  the  Ex- 
aminer of  Interferences,  with  instructions  to  rescind  his  order  of 
October  9,  1909,  transmitting  Knight's  motion  to  dissolve,  to  refuse 
transmission  thereof,  and  to  enter  judgment  against  Knight. 

The  record  shows  that  after  the  opening  of  the  preliminary  state- 
ments an  order  was  issued  against  Knight  to  show  cause  why  judg- 
ment should  not  be  rendered  against  him  on  the  record.  Within  the 
time  allowed  he  filed  a  motion  to  dissolve,  which  was  denied  trans- 
mission on  the  ground  of  indefiniteness.  Four  days  after  the  deci- 
sion refusing  transmission  of  this  motion  an  amended  motion  was 
filed  whereby  it  was  sought  to  overcome  the  indefiniteness  of  the  orig- 
inal motion.  On  the  day  the  motion  to  transmit  this  amended  mo- 
tion was  noticed  for  hearing  Knight  filed  an  affidavit  of  his  attorney 
in  support  thereof.  Upon  objection  by  Cutler  to  the  delay  in  filing 
the  affidavit  the  hearing  was  postponed  one  week.  On  October  9  the 
Examiner  of  Interferences  rendered  a  decision  transmitting  the 
amended  motion  to  the  Primary  Examiner  and  suspending  judgment. 

It  is  well  settled  that  the  transmission  of  motions  to  dissolve  will 
be  left  largely  to  the  discretion  of  the  Examiner  of  Interferences. 
In  Pickard  v.  Ashton  and  Curtis  (C.  D.,  1908,  241;  137  O.  G.,  977) 
it  was  said : 

For  the  same  reasons  which  apply  to  motions  to  amend  preliminary  state- 
ments {Smith  and  Wickes  v.  Emerson  v.  Sanders,  C.  D.,  1908,  97;  133  O.  G., 
1433)  and  to  motions  with  respect  to  the  taking  of  testimony  {Ooodfellow  v. 
JoUy,  C.  D.,  1905,  105;  115  O.  G.,  1064)  the  question  of  transmitting  motiCHis  to 
dissolve  should  be  left  largely  to  the  discretion  of  the  Examiner  of  Interfer- 
ences, and  where  he  grants  a  motion  to  transmit  his  decision  will  not  be  dis- 
turbed unless  it  be  clearly  shown  that  such  discretion  has  been  abused. 

To  the  same  effect  is  the  decision  in  Thiem  v.  Bowen^  {ante^  102; 
143  O.  G.,  1345,)  which  cites  with  approval  Pickard  v.  Ashton  and 
Curtis^  supra^  and  earlier  cases  in  point. 

In  the  present  case  the  circumstances  show  no  abuse  of  discretion 
upon  the  part  of  the  Examiner  of  Interferences  in  transmitting  the 
amended  motion  to  dissolve. 

The  petition  is  denied* 
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Hewitt  and  Waterman  v.  Greenfield. 

Decided  November  SO,  1909. 

149  O.  G.,  1119. 

1.  Interference — Right  to  Make  the  Claims  in  a  Party's  Own  Applica- 

tion— Final  Hearing. 
A  party's  right  to  make  a  claim  in  issue  in  his  own  application  is  not  a 
matter  that  can  be  properly  raised  at  final  hearing  under  Rule  130. 

2.  Same — Same — ^Two  Applications  op  Same  Party  Involved — ^Transferring 

Claims. 
Where  a  party  contends  that  a  claim  in  issue  is  not  readable  upon  that 
one  of  two  of  his  applications  involved  in  which  it  is  made,  but  upon  the 
other,  Held  that,  if  true,  this  would  not  constitute  such  irregularity  as  to 
preclude  a  proper  determination  of  priority  and  that  the  supervisory  au- 
thority of  the  Commissioner  will  not  be  exercised  to  have  the  claim  trans- 
ferred from  one  application  to  the  other. 

Appeal  from  Examiners-in-Chief. 

flexible  tubing. 

Mr.  Henry  A.  Seymour  for  Hewitt  and  Waterman. 
Mr.  Samuel  O.  Edmonds  for  Greenfield. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Hewitt  and  Waterman  from  the  decision  of 
the  Examiners-in-Chief  affirming  the  decision  of  the  Examiner  of 
Interferences  awarding  priority  of  invention  as  to  count  13,  the  only 
count  upon  which  appeal  was  taken,  to  Greenfield,  the  senior  party, 
upon  the  record. 

As  declared,  this  interference  included  two  applications  of  appel- 
lants, and  the  issue  embraced  fourteen  counts.  Appellants'  original 
application  disclosed  three  species,  and  claims  corresponding  to  counts 
9-14,  inclusive,  were  made  in  that  application.  Counts  1-8,  inclu- 
sive, correspond  to  claims  1-8,  inclusive,  of  appellants'  later  applica- 
tion. This  application  was  filed  as  a  division  of  appellants'  original 
application  for  the  purpose  of  embodying  claims  specific  to  the  form 
of  device  shown  in  Figures  3  and  6  of  the  original  application. 

During  the  prosecution  of  the  interference  appellants  brought  a 
motion  to  dissolve  the  interference  as  to  count  13,  on  the  ground  that 
it  is  not  patentable  over  the  prior  art.  This  motion  was  transmitted 
to  the  Primary  Examiner  and  was  denied  by  him.  Appellants  then 
filed  a  second  motion  to  dissolve  as  to  count  13,  on  the  grounds  of  no 
interference  in  fact,  informality  in  the  declaration  of  the  interference, 
and  that  they  had  no  right  to  make  the  claim  corresponding  to  said 
count  in  their  earlier  application.  This  motion  was  refused  trans- 
mission by  the  Examiner  of  Interferences,  for  the  reason  that  appel- 
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lants'  motions  to  dissolve  were  brought  piecemeal,  also  because  the 
showing  did  not  satisfactorily  excuse  the  delay  in  bringing  the  latter 
motion.  On  appeal  the  decision  of  the  Examiner  of  Interferences 
refusing  transmission  was  afSrmed  hj  the  Commissioner.  Neither 
party  took  testimony,  and  priority  of  invention  was  awarded  in  favor 
of  the  senior  party. 

Of  the  eight  assignments  of  error  set  up  in  this  appeal  only  the 
fifth  alleges  error  in  the  award  of  priority.  This  assignment  reads 
as  follows: 

5tli.  The  Examiners-in-Chlef  erred  In  awarding  priority  to  Greenfield  as  to 
cotmt  13,  for  the  reason  that  the  Hewitt  and  Waterman  application  embodying 
count  13  does  not  disclose  the  elements  of  said  count. 

If  appellants'  application  containing  the  claim  of  this  count  does 
not  disclose  all  of  the  elements  of  said  count  and  if  appellants  have 
no  right  to  make  the  claim  in  said  application,  as  they  allege,  it 
clearly  furnishes  no  reason  why  the  award  of  priority  in  favor  of 
Greenfield  should  be  reversed.  Moreover,  this  is  not  a  matter  that 
can  be  properly  raised  at  final  hearing  under  Rule  130. 

The  remaining  assignments  allege  error  in  the  decision  of  the  Ex- 
aminers-in-Chief  in  not  holding  that  appellants  had  no  right  to  make 
the  claim  of  count  13  in  their  parent  application,  as  it  is  specific  to 
the  construction  disclosed  in  their  divisional  application ;  in  not  hold- 
ing that  there  was  such  irregularity  in  the  declaration  of  the  interfer- 
ence as  would  preclude  a  proper  determination  of  the  question  of 
priority  as  to  count  13;  in  not  suggesting  that  count  13  should  be 
transferred  to  the  divisional  application ;  in  not  calling  the  attention 
of  the  Commissioner  to  the  matters  stated  above,  and  in  not  recom- 
mending that  said  count  is  anticipated  by  a  British  patent.  The 
matters  set  forth  in  these  assignments  do  not  relate  to  priority  of  in- 
vention and  were  not  properly  before  the  Examiners-in-Chief.  It  is 
well  established  that  no  appeal  lies  to  the  Commissioner  from  a  re- 
fusal to  make  a  recommendation  under  Rule  126.  {Walsh  v.  Hall- 
hauer,  C.  D.,  1901,  9;  94  O.  G.,  223;  Benet  and  Mereie  v.  McClean, 
C.  D.,  1901, 191;  97  O.  G.,  1595;  WUcomh  v.  Lasher,  C.  D.,  1903,  235; 
105  O.  a,  743;  Woods  v.  Waddell,  C.  D.,  1903,  391 ;  106  O.  G.,  2017.) 

Appellants  state  in  their  brief: 

All  that  we  seek  to  do  by  this  appeal  is  to  have  this  irregularity  corrected  by 
a  transfer  of  count  13  from  the  original  to  the  divisional  appUcation. 

And  they  ask  that  the  Commissioner  exercise  his  supervisory  au- 
thority and  instruct  the  Primary  Examiner  that  count  13  is  readable 
only  on  the  construction  disclosed  in  their  divisional  application  and 
should  be  transferred  to  said  application. 

The  circumstances  of  this  case  do  not  call  for  the  exercise  of  the 
supervisory  authority  of  the  Commissicmer.     Appellants  failed  to 
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raise  this  matter  in  their  original  motion  to  dissolve,  and  the  refusal 
of  the  Examiner  of  Interferences  to  transmit  their  later  motion  was 
affirmed  by  the  Commissioner.  ^  The  purpose  of  this  interference  pro- 
ceeding is  to  determine  the  question  of  priority  of  invention,  and 
appellants  do  not  question  the  correctness  of  the  lower  tribunals  in 
their  award  in  favor  of  Greenfield.  Both  applications  of  appellants 
are  involved  in  the  interference,  and  they  admit  that  the  count  is 
readable  on  the  construction  of  at  least  one  of  said  applications. 
Under  these  circumstances  and  at  this  stage  of  the  proceeding  it  is 
unnecessary  to  construe  the  count  and  determine  which  forms  of  ap- 
pellants' device  come  within  the  terms  of  the  count.  This  is  a  matter 
for  the  determination  of  the  courts  after  the  issue  of  Greenfield's 
patent. 

Whether  coimt  13  is  generic  to  all  forms  of  appellants'  device  or 
is  specific  to  that  of  the  divisional  application  is  immaterial,  since 
the  award  of  priority  in  any  event  must  be  in  favor  of  Greenfield. 
Clearly  there  was  no  such  irregularity  in  the  declaration  of  the  inter- 
ference as  to  preclude  the  proper  determination  of  priority. 

No  error  is  found  in  the  decision  of  the  Examdners-in-Chiefy  and 
it  is  accordingly  affirmed. 


B.  Fischer  &  Co.  v.  A.  F.  Beckmann  &  Co. 

Decided  November  16,  1909. 

149  O.  G.,  1120. 

1.  Tbadb-Mabks — Cancelation — Damage — Sufficiency  of  Showing. 

Where  the  mark  shown  in  the  registration  whose  cancelation  is  sooi^t 
consists  of  the  words  "Crown  Aster"  for  "canned  fruits,  canned  vege- 
tables, pork  and  beans,  Jam,  preserves,  and  marmalades  "  and  the  applicant 
for  cancelation  merely  alleges  that  it  had  adopted  the  mark  "  Hotel  Astor  " 
for  coffee  prior  to  the  date  of  adoption  of  the  mark  "  Crown  Aster  *'  by  the 
registrant  and  had  used  it  continually  ever  since.  Held  that  the  showing  of 
damage  is  not  sufficient,  and  a  demurrer  to  the  application  for  cancelation 
was  properly  sustained. 

2.  Same — Same — Same — Goods  in  Same  Class. 

While  the  owner  of  a  trade-mark  is  entitled  to  protection  against  the 
registration  of  the  same  or  a  similar  mark  by  another  upon  goods  adapted 
to  similar  use,  he  is  not  entitled  by  reason  of  its  use  on  one  article  to  a 
monopoly  of  the  mark  for  all  goods  which  may  be  included  in  a  broad  class 
established  by  the  Patent  Office. 

Appeal  from  Examiner  of  Interferences. 

TBADE-MABK    FOB    CANNED   FRUITS    AND   VEGETABLES. 

Messrs.  C.  A.  Snow  A  Co.  for  B.  Fischer  &  Co. 
Mr.  Samuel  E.  Darby  for  A.  F.  Beckmann  &  Co. 
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Tbnnant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences sustaining  a  demurrer  of  Beckmann  &  Co.  dismissing  the  appli- 
cation for  cancelation  of  Fischer  &  Co.  upon  the  ground  that  the 
petition  for  cancelation  does  not  set  forth  allegations  of  fact  showing 
that  the  petitioner  has  acquired  any  such  trade-mark  right  as  would 
warrant  the  cancelation  of  the  registration  of  the  respondent 

The  record  shows  that  a  demurrer  was  filed  against  the  applica- 
tion for  cancelation  as  originally  filed.  This  demurrer  was  sustained 
by  the  Examiner  of  Interferences  and  the  applicant  for  cancelation 
permitted  to  amend.  Upon  filing  such  amendment  a  second  demurrer 
was  filed,  which  in  turn  was  sustained  and  Fischer  &  Co.  again  per- 
mitted to  amend  its  application  for  cancelation.  The  demurrer  under 
consideration  was  filed  against  this  amended  application  for  cancela- 
tion and,  as  was  stated,  is  sustained  by  the  Examiner  of  Inter- 
ferences. 

The  mark  sought  to  be  canceled  comprises  the  words  "  Crown 
Aster,"  which  were  registered  by  A.  F.  Beckmann  &  Co.  February 
11,  1908,  No.  67,588,  as  its  trade-mark  for  canned  fruits,  canned  vege- 
tables, pork  and  beans,  jam,  preserves,  and  marmalades. 

The  grounds  set  forth  in  the  amended  application  for  cancelation 
briefly  stated  that  on  or  about  October,  1905,  Fischer  &  Co.  adopted 
for  use  as  a  trade-mark  for  coffee  the  words  "  Hotel  Astor  "  and  that 
said  mark  has  been  continuously  used  by  it  until  the  present  time, 
and  it  is  further  alleged  that — 

(4)  Tour  petitioner  is  informed  and  believes  that  on  the  date  of  its  adoption 
and  first  use  of  the  said  trade-mark  for  coffee  that  no  other  person,  firm,  or 
corporation  was  using  such  trade-marlc  or  any  near  resemblance  thereto  for 
coffee,  canned  fruits  or  goods  of  the  same  general  class. 

(5)  That  your  petitioner  is  informed  and  believes  that  the  respondent  A.  F. 
Beckmann  did  not  adopt  and  use  the  words  "  Crown  Aster  "  for  coffee  or  for 
any  other  goods  of  the  same  descriptive  properties  of  the  same  general  class 
until  subsequent  to  the  adoption  and  use  of  your  petitioner's  words  **  Hotel 
Astor"  for  coffee. 

It  is  further  asserted  that  at  the  time  the  respondents'  trade-mark 
for  coffee  was  registered  the  same  was  classified  in  class  50,  "  Foods 
not  otherwise  classified,"  and  that  the  mark  of  B.  Fischer  &  Co.,  which 
is  also  registered,  was  classified  in  class  46,  "  Coffee,  tea,  and  substi- 
tutes," being  a  separate  and  distinct  class,  and  that  then  separate  reg- 
istration was  required  for  the  goods  in  each  separate  class,  but  that 
since  the  registration  of  the  trade-marks  in  controversy  the  Patent 
Office  classification  has  been  changed,  so  that  the  merchandise  for- 
merly contained  in  classes  46  and  50  are  now  classified  in  a  single 
class  46,  "Foods  and  ingredients  of  foods."  It  is  contended  that 
inasmuch  as  merchandise  of  the  respective  parties  is  now  included 
21896— H.  Doc  124, 6-2 17 
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in  the  same  general  class  as  prescribed  by  the  Patent  Office  classifica- 
tion the  allegations  of  the  application  for  cancelation  are  sufficient  to 
warrant  the  taking  of  testimony  in  the  present  cause,  and  in  support 
of  this  contention  the  decision  of  the  Court  of  Appeals  of  the  District 
of  Columbia  in  the  case  of  Walter  Baker  db  Co,  v.  Harrison  {post^ 
284;  138  O  G.,  770;  32  App.  D.  C,  272)  is  cited.  In  that  case  the 
court  had  under  its  consideration  the  question,  raised  by  demurrer, 
whether  coffee  was  goods  of  the  same  descriptive  properties  as  cocoa 
and  cocoa  preparations.  In  respect  to  the  similarity  of  these  goods 
the  Court  said : 

Coffee  and  cocoa  when  used  as  beverages  are  at  once  associated  as  belonging 
to  tlie  class  of  beverages  in  general  domestic  use.  They  belong  to  the  class  of 
beverages  universally  used  on  the  table  and  sold  in  prepared  packages  for  that 
purpose.  ♦  ♦  ♦  A  mark  should  be  denied  not  only  when  used  upon  goods 
of  the  same  descriptive  properties  as  a  similar  registered  mark  but  when  used 
on  goods  belonging  to  the  same  general  class. 

The  Court  further  said : 

It  is  not  a  debatable  question  that  coffee  and  cocoa  belong  to  the  same  class 
of  goods  that  may  be  described  generally  as  household  beverages.  The  injury 
which  the  appellant  would  sustain  by  granting  registration  to  the  appellee  con- 
sists chiefly  in  the  possibility  of  the  appellant^s  using  the  mark  on  an  inferior 
quality  of  coffee  and  thereby  by  association  in  the  mind  of  the  public  Injure 
the  standing  of  the  appellant's  goods.  The  public  are  entitled  to  protection 
against  such  a  result. 

It  is  to  be  observed  that  in  this  application  for  cancelation  Fischer 
&  Co.  asserts  merely  that  it  is  the  owner  of  the  trade-mark  for  coffee 
and  that  A.  F.  Beckmann  &  Co.  did  not  adopt  and  use  the  words 
"  Crown  Aster  "  for  coffee  or  for  any  other  goods  of  the  same  descrip- 
tive properties  of  the  same  general  class  until  subsequent  to  the  adop- 
tion and  use  by  the  petitioner  of  the  words  "  Hotel  Astor  "  for  coffee. 
I  fail  to  find  in  this  allegation  or  in  any  other  set  forth  in  the  appli- 
cation for  cancelation  any  sufficient  ground  upon  which  to  base  an 
allegation  of  damage  to  the  applicant  for  cancelation.  Section  13 
of  the  Trade-Mark  Act  of  1905  provides  that — 

whenever  any  person  shall  deem  himself  injured  by  the  registration  of  a  trade- 
mark In  the  Patent  Office  be  may,  at  any  time,  apply  to  the  Commissioner  of 
Patents  to  cancel  the  registration  thereof. 

The  Court  of  Appeals  of  the  District  of  Columbia  held  in  Mcll- 
henny^s  Sons  v.  New  Iberia  Extract  of  Tabasco  Pepper  Co,^  Ltd.^ 
(C.  D.,  1908,  325;  133  O.  G.,  995;  30  App.  D.  C,  337,)  that  the  right 
of  the  petitioner  to  intervene  was  dependent  upon  a  showing  of  in- 
terest, stating  that — 

The  statute  does  not  contemplate  that  any  one  may  petition  the  Commissioner 
to  cancel  a  trade-mark  regularly  registered,  but  it  does  provide  that  any  one 
who  '*  shall  deem  himself  Injured  **  may  do  so.  The  petition,  therefore,  must 
contain  a  statement  of  fact  upon  its  jurisdictional  question  sufficiently  full  to 


Digitized  by  VjOOQIC 


DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.  249 

show  that  the  petitioner  lias  been  injured  by  the  registry  of  the  mark  he 
seeks  to  have  canceled,  and  this  fa^  must  not  be  left  to  conjecture  but  must 
aflOrmatlTely  appear. 

In  the  present  case  the  applicant  for  cancelation  is  claiming  only 
the  use  of  his  trade-mark  upon  coffee  and  does  not  assert  with  any 
particularity  that  the  trade-mark  of  the  opposer  is  used  upon  goods 
of  the  same  descriptive  properties,  except  in  so  far  as  coffee  and  the 
goods  for  which  the  mark  of  Beckmann  &  Co.  is  registered  are  em- 
braced in  a  single  broad  class  of  merchandise  established  by  the 
Patent  Office  for  its  own  convenience  in  classification. 

Section  2  of  the  act  of  May  4,  1906,  which  provides  for  the  estab- 
lishment of  classes  of  merchandise  for  the  purpose  of  trade-mark 
registration  provides  in  part — 

on  a  single  applicatioa  for  registration  of  a  trade-mark  the  trade-mark  may 
be  registered  at  the  option  of  the  applicant  for  any  or  all  goods  upon  which  the 
mark  has  actuaUy  been  used  comprised  in  a  ^single  class  of  merchandise,  pro- 
Tided  the  particular  descriptions  of  goods  he  stated.    (Italics  mine.) 

It  cannot  be  well  asserted  that  because  a  merchant  has  adopted  and 
used  a  trade-mark  upon  one  kind  of  food  or  ingredient  of  foods  he 
can  thereby  preclude  any  other  person  from  using  the  same  mark 
upon  every  other  article  of  food  or  ingredient  of  foods.  The  last 
clause  of  the  section  above  quoted  clearly  shows  that  the  applicant 
should  be  required  to  assert  in  unmistakable  terms  the  particular  de- 
scription of  goods  for  which  he  claims  ownership  of  the  trade-mark, 
and  while  he  is  clearly  entitled  to  protection  against  the  registra- 
tion of  the  same  or  a  similar  mark  by  another  upon  goods  adapted 
to  similar  use  (as  coffee  and  cocoa,  supra)  he  is  clearly  not  entitled 
to  a  monopoly  of  the  mark  for  all  goods  which  may  be  included  in 
a  broad  class  established  by  the  Patent  Office  by  its  use  on  one  article. 

In  a  proceeding  for  the  cancelation  of  a  trade-mark  upon  the 
ground  of  prior  adoption  it  is  therefore  incumbent  upon  the  appli- 
cant for  cancelation  to  set  forth  facts  which  if  established  will  show 
that  not  only  the  registrant's  mark  is  so  nearly  identical  with  that 
of  applicant  for  cancelation  as  to  be  likely  to  be  mistaken  therefor, 
but  that  the  registrant's  goods  are  adapted  to  the  same  general  use  as 
those  upon  which  the  petitioner's  mark  is  used.  The  allegations  con- 
tained do  not  in  my  opinion  contain  any  averment  which  will  sup- 
port an  allegation  of  damage,  which  is  a  necessary  basis  for  this  pro- 
ceeding. 

The  decision  of  the  Examiner  of  Interferences  is  afjirmed. 
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In  re  Philippine  Islands. 

147  O.  G.,  239. 

Trade-Marks — ^Acr  op  1905 — Residents  of  Philippine  Islands — Entitled  to 

Registration. 

The  Trade-Mark  Act  of  1905,  sections  1  and  29,  construed  and  Held  that 

under  this  act  residents  of  the  Philippine  Islands  are  entitled  to  regrister 

trade-marks  in  this  country.     (Opinion  of  the  Attorney-General,  23  Op.^ 

635;  C.  D.,  1902,  493;  98  O.  G.,  2175,  distinguished.) 

Department  of  Justice, 
Washington^  September  H^  1909. 
The  Secretary  op  the  Interior. 

Sir:  Your  communication  of  September  20,  1909,  in  which  you 
request  an  opinion  as  to  whether  a  resident  of  the  Philippine  Islands 
has  the  right  to  register  a  trade-mark  in  the  Patent  Office  of  the 
United  States,  was  received,  and  I  have  the  honor  to  reply : 

The  act  of  March  3,  1881,  (21  Stat.,  502,)  provided,  with  reference 
to  the  residence  of  those  entitled  to  the  registration  of  trade-marks, 
that  they  should — 

be  domicUed  in  the  United  States,  or  located  in  any  foreign  country  or  tribe 
which  by  treaty,  convention  or  law,  affords  similar  privileges  to  citizens  of  the 
United  States. 

Attorney-General  Ejiox  held  that  under  this  provision  a  resident 
of  the  Philippine  Islands  was  not  entitled  to  the  privileges  of  the 
Trade-Mark  Law,  because  those  islands  were  not  a  part  of  the  United 
States.  (23  Op.,  634,  636;  C.  D.,  1902,  493;  98  O.  G.,  2175.)  But 
in  the  Trade-Mark  Act  of  February  20,  1905,  (33  Stat.,  724,)  this 
provision  as  to  residence  was  so  changed  as  to  make  it  sufficient  that 
the  owner  "  be  domiciled  within  the  territory  of  the  United  States." 

Unquestionably  the  Philippine  Islands,  though  not  an  organized 
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Territory  of  the  United  States,  yet  constitute  "territory  of  the 
United  States.*'  {Dorr  v.  United  States,  195  U.  S.,  138.)  But  if 
there  were  otherwise  any  doubt  upon  this  question,  it  would  be  set 
at  rest  by  the  29th  section  of  the  said  act  of  1905,  which  provides : 

That  in  construing  this  act  the  following  rules  must  be  observed,  except  where 
the  contrary  intent  is  plainly  apparent  from  the  context  thereof:  The  United 
States  includes  and  embraces  aU  territory  which  is  under  the  Jurisdiction  and 
control  of  the  United  States — 

thus  unequivocally  declaring  the  purpose  of  C!ongress  to  bring  within 
the  provisions  of  the  act  all  territory  belonging  to  the  United  States, 
whether  embraced  within  a  State  or  organized  Territory,  or  not. 

/  am,  therefore,  of  the  opinion  that  a  resident  of  the  Philippine 
Islands  has  the  right  to  avail  himself  of  the  privileges  of  the  trade- 
mark law. 

Very  respectfully,  Lloyd  W.  Bowers, 

Acting  Attorney-General. 


Digitized  by 


Google 


DECISIONS 

OF  Tns 

UISriTED  STATES  COURTS 

IN 

PATENT  OASES, 
1909. 


[Supreme  Court  of  the  District  of  Columbia.] 

The  United  States  of  America,  ex  rel.  Boyer,  v.  Moore. 

Decided  July  16,  1908. 

138  O.  G.,  529. 

Access  to  Pending  Applications — Rights  of  Assignee — Judgment  of  State 
Court — M  and  am  us. 
Where  in  suit  In  the  Supreme  Court  of  New  York  between  the  M.  Co.  and 
B.  involving  the  title  to  certain  inventions  for  which  applications  had  been 
filed  in  the  United  States  Patent  OflSce  it  was  held  that  B.  was  the  owner 
of  such  inventions  and  it  was  ordered  that  such  applications  be  assigned  by 
the  M.  Co.  to  B.,  which  order  was  finally  complied  with,  and  an  appeal  was 
talcen  from  such  decision,  but  no  supersedeas  of  the  order  of  the  trial  court 
was  ever  had.  Held  that  the  judgment  of  the  Supreme  Court  of  New  York, 
until  reversed  or  modified,  was  conclusive  as  between  the  parties  on  all 
questions  of  ownership  of  the  applications,  that  it  was  the  duty  of  the  Com- 
missioner of  Patents  to  recognize  this  right  and  i)ermlt  B.  to  Inspect  and 
obtain  copies  of  such  applications,  and  that  a  mandamus  to  this  effect 
should  issue. 

Mr.  C.  L.  Sturteoant  for  the  relator. 
Mr.  W,  S.  Ruckmari  for  the  respondent. 

Wright,  /.; 

It  appears  from  the  pleadings  herein  that  one  Berger  was  the 
original  owner  of  divided  applications  for  a  patent.  Berger  assigned 
the  applications  to  the  Metropolitan  Sewing  Machine  Company  upon 
certain  conditions  with  which  the  Sewing  Machine  Company  failed 
to  comply;  subsequently  Berger  transferred  all  his  right,  title  and 
interest  in  his  contract  with  the  company  and  in  the  applications  to 

253 


Digitized  by 


Google 


254      DECISIONS  OF   THE   UNITED   STATES   COURTS   IN   PATENT   CASES. 

the  relator,  Boyer;  Boyer  brought  suit  in  the  Supreme  Court  of  the 
State  of  New  York,  for  the  county  of  New  York,  against  the  company 
in  order  to  compel  a  reassignment  of  the  applications  from  the  com- 
pany to  himself;  after  a  hearing  the  suit  was  decided  in  Boyer's  favor, 
the  company  was  ordered  to  make  the  assignment,  refused  so  to  do, 
contempt  proceedings  were  instituted  against  it,  and  as  an  outcome 
of  these  proceedings  the  company  executed  the  assignment  and 
delivered  it  to  the  relator;  the  case  was  appealed  to  the  appellate  divi- 
sion where  the  order  of  the  trial  court  was  affirmed  and  from  there  an 
appeal  was  taken  to  the  Court  of  Appeals  of  the  State  of  New  York ; 
no  supersedeas  of  the  order  of  the  trial  court  was  ever  had.  Mean- 
while, the  relator  duly  filed  the  assignment  so  procured  with  the  Com- 
missioner of  Patents  and  requested  that  he  be  permitted  to  inspect  and 
obtain  copies  of  the  applications,  which  request  the  Commissioner  of 
Patents,  after  due  consideration,  declined  to  grant. 

The  action  here  is  in  mandamus  to  determine  the  right  of  the  re- 
lator to  the  inspection.  The  Commissioner  of  Patents  has  found  him- 
self of  the  opinion  that  his  duty  required  him  to  refuse  the  request 
on  the  ground  that  the  subject-matter  of  the  applications  was  in  liti- 
gation, and  this  seems  to  be  the  point  of  the  case.  If  conflicting 
claims  to  the  applications  existed  there  could  be  no  doubt  of  the 
correctness  of  the  Commissioner's  position,  but  it  seems  to  me  that  a 
claim  which  has  been  adversely  adjudicated  by  a  court  of  full  juris- 
diction cannot  longer  be  said  to  "  exist "  as  an  adverse  claim.  I  can- 
not escape  the  conviction  that  the  judgment  of  the  Supreme  Court 
of  New  York,  until  reversed  or  modified,  or  until  superseded  by  ap- 
propriate proceedings,  is  conclusive  as  between  the  parties  to  that 
suit  on  all  questions  of  ownership  of  the  applications;  that  the  "  full 
faith  and  credit "  clause  of  the  Constitution  reaches  the  case,  and  that 
the  executive  branch,  as  well  as  the  judicial  tribunals  of  the  Govern- 
ment, are  required  to  recognize  the  conclusive  effect  of  that  judgment. 

It  has  been  suggested  by  counsel  for  the  Commissioner  that  irre- 
parable damage  might  result  to  the  Sewing  Machine  Company  if  the 
relator  were  permitted  to  inspect  the  applications ;  while  this  may  be, 
yet  the  Sewing  Machine  Company  has  itself  the  remedy  in  hand  by 
availing  itself  of  the  opportunity  to  supersede  the  judgment  in  ac- 
cordance with  the  laws  of  New  York  and  the  terms  prescribed  by  the 
New  York  court ;  if  the  matter  is  not  regarded  by  them  as  of  sufficient 
importance  to  require  this  step  on  their  part,  it  is  hardly  to  be  ex- 
pected that  the  Commissioner  of  Patents  ought  to  be  under  the  duty 
of  guarding  them.  I  have  reflected  a  good  deal  over  the  point  and 
am  forced  to  the  conclusion  that  the  New  York  judgment  must  be  re- 
regarded  as  conclusive,  that  as  a  result  the  records  of  the  Patent  Office 
show  the  relator  with  a  clear  title  and  a  right  to  inspection  and  copies. 

Motion  for  judgment  is  therefore  granted. 
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DiLo  V.  MooRE,  (Substituted  for  Allen,)  Commissioner  of  Patents 
OF  THE  United  States. 

Bedded  January  28,  1909. 

149  O.  G.,  601. 

Patentabh-ity — Bill  Undeb  Section  4915,  Revised  Statutes. 

The  evidence  presented  considered  and  Held  insufficient  to  overcome  tlie 
ruitngs  of  Patent  Office  and  the  Court  of  Appeals  of  the  District  of  Colum- 
bia that  the  claims  are  unpatentable. 

Messrs.  War-field  c6  Duell  for  the  complainant. 

Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

Gould,/..- 

This  is  a  bill  in  equity  filed  under  section  4915  Revised  Statutes  of 
the  United  States  to  compel  the  Commissioner  of  Patents  to  issue 
Letters  Patent  to  the  plaintiff,  Dilg.  The  section  under  which  the 
suit  is  brought  reads  as  follows: 

Whenever  a  patent  on  application  is  refused,  either  by  the  Commissioner  of 
Patents  or  by  the  Supreme  Court  of  the  District  of  Columbia  upon  appeal  from 
the  Commissioner,  the  applicant  may  have  remedy  by  bill  in  equity;  and  the 
court  having  cognizance  thereof,  on  notice  to  adverse  parties  and  other  due  pro- 
ceedings had,  may  adjudge  that  such  applicant  is  entitled,  according  to  law,  to 
receive  a  patent  for  his  Invention,  as  si)eclfled  In  his  claim,  or  for  any  part 
thereof,  as  the  facts  In  the  case  may  appear.  And  such  adjudication,  if  it  be  in 
favor  of  the  right  of  the  applicant,  shall  authorize  the  Commissioner  to  Issue 
such  patent  on  the  applicant  filing  In  the  Patent  Office  a  copy  of  the  adjudica- 
tion, and  otherwise  complying  with  the  requirements  of  law.  In  all  cases, 
where  there  is  no  opposing  party,  a  copy  of  the  bill  shall  be  served  on  the  Com- 
missioner; and  all  the  expenses  of  the  proceeding  shall  be  paid  by  the  appli- 
cant, whether  the  final  decision  is  in  his  favor  or  not. 

The  plaintiff's  application  relates  to  rings  for  holding  balls  used 
in  ball-bearings  and  keeping  them  properly  spaced.  The  device 
specifically  involved  in  the  bill  consists  of  a  flat  hollow  ring,  upon 
each  of  the  two  edges  of  which  are  projections  or  standards,  and  on 
the  top  of  the  outer  edge  triangular  flaps  projecting  over  to  the  top 
of  the  corresponding  inner  projections,  thus  forming  what  may  be 
termed  a  pocket  into  which  the  balls  are  sprung.  It  will  be  noticed 
that  plaintiff's  claims  show  two  series  of  retainingrstandards,  each 
series  springing  from  opposite  sides  of  the  ring. 

The  original  application  of  plaintiff  for  a  patent  was  filed  in  1897 
and  another  in  1900.  These  applications  disclose  substantially  the 
same  subject-matter.  In  1903,  he  inserted  three  claims,  which  are 
numbered  fourteen,  fifteen  and  sixteen,  which  were  taken  from  a 
patent  issued  to  another  party.    These  claims  read  as  follows: 

14.  A  ball-retaining  device  for  ball-bearings  consisting  of  a  ring-shaped  por- 
tion or  base  having  a  series  of  standards  springing  from  one  edge  thereof  only 
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and  provided  with  sector-shaped  or  flaring  angularly-arranged  extensions, 
whereby  suitable  spaces  are  formed  for  receiving  and  confining  the  l>all8  be- 
tween adjacent  standards. 

15.  A  ball-retainer  consisting  of  an  annular  base  portion  and  a  series  of  inte- 
gral parts  extending  from  one  edge  on]y  of  said  base  and  having  flaring  por- 
tions arranged  at  an  angle  thereto,  whereby  suitable  spaces  are  formed  for 
receiving  bails  which  are  sprung  into  said  spaces  and  confined  between  said 
parts. 

16.  A  ball-retaining  device  for  ball-bearings,  consisting  of  a  ring-shaped  por- 
tion or  base  having  a  series  of  standards  springing  axially  from  one  edge 
thereof  only  and  terminating  in  sector-shaped  or  flaring  angularly-arranged 
flanges  of  extensions,  whereby  suitable  spaces  are  formed  for  receiving  and 
conflning  t^e  balls  between  adjacent  standards. 

The  question  involved  is  whether  these  claims  describe  anything 
disclosed  in  his  original  applications. 

The  law  is  well  settled  to  the  effect  that  patents  must  be  restricted 
as  to  matter  of  substance  to  what  was  disclosed  in  the  original  appli- 
cation. {Railway  Co.  v.  Sayles,  C.  D.,  1879,  349;  15  O.  G.,  243;  97 
U.  S.,  554;  in  re  Dilg,  C.  D.,  1905,  620;  115  O.  G.,  1067;  25  App. 
D.  C  9.) 

So  that  the  question  here  involved  is  whether  Dilg's  application 
for  a  retaining-ring  having  a  series — 

of  inner  and  outer  flaps    ♦    ♦    ♦    to  confine  the  balls — 

that  is,  one  series  of  projections  which  arise  from  both  the  inner 
and  outer  edges  of  the  base-ring,  warrants  an  amendment  which 
refers  to  a  series  of  standards  springing  from  one  edge  only. 

It  seems  to  me  this  is  entirely  a  question  for  expert  testimony. 
And  in  this  conclusion  I  am  sustained  by  the  action  of  the  plaintiff 
in  this  case.  In  the  only  testimony  of  any  importance  which  he 
has  added  to  the  record  heretofore  made  is  that  of  an  expert  to  the 
effect  that  plaintiff's  original  claims  warranted  the  inclusion  of  the 
contested  claims,  Nos.  14,  15,  and  16. 

But  if  the  question  is  one  for  experts,  I  should  feel  that  I  stood  on 
m<we  solid  ground  if  I  accepted  the  disinterested  views  of  the  Pri- 
mary Examiner,  the  Examiners-in-Chief,  the  Commissioner  of  Pat- 
ents, and  the  court  of  appeals  (Mr.  Justice  Duell  writing  the  opin- 
ion) all  of  whom  held  that  the  contested  claims  were  not  covered  by 
either  of  plaintiff's  original  claims,  rather  than  the  unsupported 
views  of  Mr.  Day,  who  was  the  plaintiff's  expert,  and  the  sole  witness 
upon  this  crucial  point  in  the  case. 

All  these  disinterested  experts  hold  that  plaintiff's  original  appli- 
cation gave  him  no  right  to  include  the  claims  of  Keiper's  patent. 

/  will  therefore  sign  a  decree  dismissing  plaintiffs  bill. 
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United  States  of  America  v.  Patterson. 

June  4,  1909. 

144  O.  G.,  563. 

PKSLixmr — ^Afpidavit  to  Sttppobt  Application  fob  Letters  Patent. 

Tbe  offense  of  perjury  as  defined  by  section  5392,  Revised  Statutes  of 
the  United  States,  may  be  predicated  upon  the  oath,  declaration,  or  affidavit 
subscribed  in  support  of  an  application  for  Letters  Pat«it  if  the  party 
making  the  oath  or  making  the  declaration  or  affidavit  swore  falsely  with 
r^ation  thereto  or  if  at  the  time  of  making  said  oath  he  did  not  believe 
the  matter  or  facts  set  forth  therein  to  be  true. 

Mr.  Walter  H.  Evans  and  Mr.  J.  Russell  Wyatt^  Assistant  United 
States  Attorneys. 

Mr.  Allen  R.  Joy^  Mr.  E.  H.  Ridd^ll^  and  Mr.  W.  H.  Fowler  for 
the  defendant. 

Wolverton,  Dis.  /.,  (charging  jury :) 

Gentlemen  of  the  Jury  :  You  have  heard  the  testimony  in  this 
case  and  you  have  listened  to  the  argument  of  counsel,  and  it  be- 
comes my  duty  at  this  time  to  advise  you  touching  the  law  of  the  case 
as  applied  to  the  facts  which  have  been  narrated  in  your  hearing. 

The  defendant  is  charged  by  the  indictment  hereinr  with  having 
sworn  falsely,  under  an  oath  administered  to  him  by  C.  W.  Hodson, 
a  notary  public  for  Oregon,  in  a  matter  material  to  an  inquiry  before 
the  Commissioner  of  Patents  of  the  United  States.  The  indictment 
is  drawn  under  section  5392  of  the  Revised  Statutes  of  the  United 
States,  which  provides  that  every  person  who,  having  taken  an  oath 
before  a  competent  tribunal,  officer,  or  person  in  any  case  in  which 
the  law  of  the  United  States  authorizes  an  oath  to  be  administered, 
that  he  will  testify,  declare,  depose,  or  certify  truly,  or  that  any  writ- 
ten testimony,  declaration,  deposition,  or  certificate  by  him  subscribed 
is  true,  wilfully  and  contrary  to  such  oath  states  or  subscribes  any 
material  matter  which  he  does  not  believe  to  be  true,  is  guilty  of 
perjury. 

A  copy  of  the  oath  alleged  to  have  been  taken  and  subscribed  is 
set  forth  in  the  indictment,  whereby  the  defendant  Charles  A.  Patter- 
son swears — 

that  he  verily  believes  himself  to  be  the  original,  first,  and  sole  Inventor  of  the 
improvement  in  buckles  described  and  claimed  in  the  annexed  specifications — 

whereas  it  is  alleged  by  the  indictment  that  he,  at  the  time  of  taking 
said  oath,  namely,  the  14th  day  of  March,  1907,  well  knew  that  he 
was  not  the  original,  first,  and  sole  inventor  of  said  improvement  in 
buckles,  as  described  and  claimed  in  said  specifications. 
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Under  the  law  of  Congress  relating  to  patents,  it  is  requisite  for 
one  desiring  to  obtain  a  patent-right  upon  a  new  invention,  or  any 
novel  improvement  on  an  old  invention,  to  make  application  there- 
for in  writing  to  the  Commissioner  of  Patents,  and  file  the  same 
in  the  Patent  Office,  specifying  in  certain  manner  and  particu- 
lars the  invention  desired  to  have  patented.  The  law  furtte* 
requires  that  the  petitioner  shall  make  an  oath  that  he  does  verily 
believe  himself  to  be  the  original  and  first  inventor  or  discoverer  of 
the  art,  machine,  or  improvement  for  which  he  solicits  a  patent. 
Such  an  oath,  declaration,  or  affidavit  constitutes  in  part  the  proof 
upon  which  the  Commissioner  of  Patents  acts  in  determining  whether 
or  not  the  invention  claimed  is  new  and  useful,  and  is  such  a  one  as  to 
entitle  the  claimant  to  a  patent  thereon.  Thus  it  is  that  the  claim 
for  the  patent  forms  the  basis  upon  which  this  inquiry  proceeds,  and 
the  oath,  declaration,  or  affidavit  subscribed  in  support  of  the  appli- 
cation is  therefore  touching  a  matter  material  to  the  inquiry  before 
the  Commissioner  of  Patents,  and  is  such  a  one  upon  which  perjury 
may  be  predicated  under  said  section  5392,  if  the  party  taking  the 
oath  or  making  the  declaration  or  affidavit  swore  falsely  with  relation 
thereto,  or  if  at  the  time  of  taking  said  oath,  he  did  not  believe  the 
matter  or  facts  set  forth  therein  to  be  true. 

The  plea  of  not  guilty  puts  in  issue  all  the  material  allegations  of 
the  indictmeiit,  and  this  casts  upon  the  Government  the  burden  of 
proving  or  substantiating  all  of  such  allegations,  to  your  satisfac- 
tion, beyond  a  reasonable  doubt. 

The  law  presumes  the  accused  to  be  innocent  until  he  is  proven 
guilty.  This  is  not  a  presumption  to  be  regarded  lightly,  but  is  real 
and  substantial  and  attends  the  accused  until  it  is  overcome  by  evi- 
dence satisfying  your  minds  of  his  guilt. 

The  real  issue  in  this  case  is  reduced  to  very  narrow  limits.  The 
oath  or  declaration  alleged  to  have  been  subscribed  and  verified  by 
the  defendant,  I  instruct  you  was  touching  a  matter  material  to  an 
inquiry  before  the  Commissioner  of  Patents,  which  disposes  of  that 
element  in  the  case.  Furthermore,  the  proofs  touching  the  defend- 
ant's subscription  and  verification  of  the  oath,  declaration,  or  affi- 
davit set  forth  in  the  indictment  before  C.  W.  Hodson,  a  notary  pub- 
lic for  Oregon,  is  very  persuasive,  so  that  there  can  scarcely  be  any 
question  about  that.  Indeed,  neither  the  defendant  nor  his  counsel 
make  any  special  question  upon  the  subject.  But,  however  that  may 
be,  I  leave  it  for  you  to  determine  whether  or  not  the  defendant  so 
subscribed  and  verified  such  oath  or  declaration. 

The  pivotal  controversy  is  touching  the  alleged  improvement  upon 
the  buckle  which  has  been  exhibited  to  you.  The  first  question  with 
reference  to  this  is,  who  was  the  original,  first  and  sole  inventor  of 
ttie  improvement  claimed?    I  refer  to  the  invention  which  consists 
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of  an  improvement  upon  a  one-piece  buckle,  the  principal  features  or 
elements  of  the  improvement  being  a  clamping-plate,  having  an  inner 
flat  face,  connecting  with  side  bars  at  one  end,  the  inner  face  of  said 
plate  lying  at  an  angle  to  the  normal  strain, -and  a  counter-bar  join- 
ing the  side  bars  at  the  opposite  end,  with  an  approximately  semi- 
circular projection  extending  rearwardly  in  a  plane  coincident  with 
a  plane  therefrom  passing  through  a  median  longitudinal  line  of  the 
side  bars.  Or,  to  simplify  it,  the  invention  consists  of  this  binding- 
plate  composing  the  front  of  the  buckle  and  the  projection  or  lip  on 
the  connecting-bar  at  the  rear.  All  other  features  or  elements 
claimed  for  the  improvement  are  purely  arbitrary  and  without  in- 
ventive utility.  I  call  your  attention  to  the  binding-plate,  which  is 
this  front  piece  of  the  buckle.  This  is  one  element  of  the  invention. 
And  then  this  lip  or  extension  on  the  after  bar,  which  is  another  part 
or  element  of  the  invention.  Something  has  been  said  and  testified 
to  here  before  you  relative  to  a  mechanical  principle  which  has  been 
attempted  to  be  illustrated  by  the  plate  marking  the  quarter  part  of 
a  circle.  But  that  element  is  not  claimed  in  the  patent  itself  and  it 
is  not  a  part  of  the  claim  here,  so  that  you  may  as  well  put  that  out 
of  your  minds.  Another  element  as  spoken  of  in  the  claims  is  the  for- 
ward edge  of  the  clamping-plate  being  of  appreciable  width  to  form 
a  binding- face  and  lying  in  a  plane  coincident  with  the  plane  of  the 
forward  edge  of  the  side  bars  and  at  an  angle  to  the  plane  or  inner 
face.  That  refers  to  the  face  of  the  plane  at  the  front  of  the  buckle 
being  coincident  with  the  sides  of  the  bar,  but  that  is  not  a  matter  of 
invention.  That  is  merely  arbitrary,  so  that  matter  is  not  in  this 
case.  It  is  also  claimed  in  the  patent  that  this  pin  is  placed  at  right 
angles  with  the  clamping- face.  That  is  an  old  device,  and 'it  is  not 
claimed  as  a  part  of  the  improvement  here,  so  that  the  improvement 
or  the  elements  of  the  improvement  are  reduced  to  two,  as  I  have 
stated  them  to  you ;  simply  the  binding-plate  composing  the  front  of 
the  buckle,  and  the  projection  or  lip  on  the  connecting-bar  or  rear. 
So  that  you  can  disabuse  your  minds  of  all  other  complications  about 
this  patent,  and  reduce  it  to  these  two  elements  or  conditions. 

Was  it  Van  Emon  or  was  it  the  defendant  who  was  the  inventor 
of  this  new  improvement  ?  Both  of  these  men  claim  to  be  the  original 
or  first  inventor  of  said  improvement.  If  the  defendant  was  the 
original,  first,  and  sole  inventor  of  such  improvement,  then  that  is  the 
end  of  this  case;  because  if  so,  his  oath  or  declaration  would  be  true, 
and  he  would  not  be  guilty  of  perjury  under  the  indictment.  But  if 
Van  Emon  was  the  original,  first,  and  sole  inventor — and  this  you 
must  ascertain — ^then  another  question  will  arise,  which  has  two 
aspects,  namely :  Whether  the  defendant  knew  that  Van  Emon  was 
such  original,  first,  and  sole  inventor,  and,  having  such  knowledge, 
took  the  oath  or  made  the  declaration  in  question ;  or,  whether  he  had 
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no  such  knowledge  of  such  fact,  but,  knowing  that  he  himself  was  not 
such  inventor,  verified  said  oath  or  declaration,  because  in  either  event 
he  could  not  have  believed  the  alleged  facts  stated  in  said  oath  or 
declaration  to  be  true.    , 

In  this  relation,  I  further  instruct  you  that,  to  constitute  perjury, 
the  false  oath  must  have  been  taken  wilfully  and  corruptly;  that  is 
to  say,  it  must  have  been  taken  with  some  degree  of  deliberation,  and 
with  an  intent  to  testify  falsely,  and  the  accused  must  not,  at  the 
time,  have  believed  the  facts  so  verified  and  sworn  to  to  be  true.  The 
intent  or  motive  being  a  condition  of  the  mind,  you  must  determine 
as  to  that  by  the  acts  and  demeanor  of  the  accused,  and  by  all  the  at- 
tendant*facts  and  circumstances.  Men  do  not  usually  act  without 
some  impelling  influence,  some  purpose  in  view,  and  for  the  ascer- 
tainment of  that  purpose,  or  the  intent  or  motive  behind  it,  where 
there  is  no  express  declaration  respecting  it  by  the  accused,  resort 
must  be  had  to  his  acts  and  demeanor,  Bis  relationship  with  the  prin- 
cipal and  controlling  facts  in  the  case,  and  all  the  attendant  circum- 
stances that  may  throw  light  upon  the  subject. 

False  swearing  in  an  honest  belief  that  the  statements  verified  are 
true  could  not  constitute  perjury ;  and  if  the  defendant,  when  he  made 
oath  to  the  declaration  in  question,  truly  believed  that  he  was  the 
original,  first,  and  sole  inventor  of  the  specified  improvement,  and 
honestly  and  in  good  faith  believed  such  statement  .to  be  true,  he 
would  not  be  guilty  of  the  charge.  The  law  also  presumes  that  a 
p«*son  to  whom  a  patent  has  been  issued  is  the  original  and  first 
inventor  of  the  device  or  thing  patented ;  that  is  to  say,  the  production 
of  the  patent  makes  a  prima  facie  case  in  his  favor.  But  this  pre- 
sumption or  prima  fade  case  may  be  overcome  by  proof  to  the  con- 
trary, and  has  been  overcome  in  the  courts,  because  patents  have  been 
set  aside  and  canceled  on  subsequent  ascertainment  and  proof  that 
the  claimant  was  not  in  truth  and  in  fact  such  original  and  first 
inventor. 

It  is  further  essential  to  this  case,  before  a  conviction  can  be  had, 
that  Van  Emon  must  have  been  the  original  and  first  inventor  of  the 
improvement  upon  a  one-piece  buckle  containing  the  same  elements 
that  defendant  has  obtained  the  patent  upon,  which  principal  and 
essential  elements  I  have  explained  to  you  heretofore.  For  the  ascer- 
tainment, therefore,  as  to  who  of  these  parties,  Van  Emon  or  the 
defendant,  was  the  original,  first,  and  sole  inventor  of  this  improve- 
ment in  question,  you  will  take  into  consideration  the  relationship  of 
the  parties,  the  purchase  of  the  Larson  claim  or  application  for  patent 
jointly  by  Van  Emon,  the  defendant  and  Mrs.  Parrish,  the  opportu- 
nity afforded  the  parties,  namely.  Van  Emon  and  the  defendant,  for 
ascertaining  minutely  the  elements  of  such  claim,  the  suggestions  and 
discussions  between  them  and  others  as  to  its  utility,  and  touching 
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any  improvement  thereto,  and  especially  the  improvements  in  ques- 
tion ;  the  further  joint  application  for  a  patent  upon  a  buckle  by  Van 
Emon,  the  defendant  and  Mrs.  Parrish,  the  purpose  they  had  in  view 
in  making  such  application,  and  the  final  withdrawal  of  such  claim, 
and  how  and  why  it  was  done,  and  the  subsequent  application  of  the 
defendant  alone  for  the  patent  to  the  improvement  in  question,  and 
how  and  why  he  so  made  the  application  alone,  and  without  joining 
with  the  other  parties  concerned  in  the  previous  claims  for  a  patent 
particularized  by  the  last  invention  upon  a  one-piece  buckle. 

You  will  further  take  into  consideration  the  models  that  have  been 
produced  here  by  the  respective  parties,  namely.  Van  Emon  and  the 
defendant,  and  determine,  if  you  can,  who  originated  or  produced 
the  first  and  primary  idea  of  the  improvement,  which  is  shown  forth 
by  the  one-piece-buckle  patent — ^whether,  considering  all  these,  to- 
gether with  other  testimony  in  the  case  bearing  upon  the  subject, 
bearing  in  mind  at  the  same  time  the  credibility  of  the  witnesses  and 
the  weight  to  be  given  such  testimony,  Van  Emon  produced  the  origi- 
nal, first  distinct  and  definite  idea  of  the  improvement,  not  vague  and 
fanciful,  but  well  defined,  exact,  and  susceptible  of  demonstration,  or 
whether  the  defendant  was  the  original,  first,  and  sole  inventor,  as  he 
declares  under  oath  that  he  believes  he  was.  If  he  was  not  such  origi- 
nal, first,  and  sole  inventor  thereof,  as  I  have  said  before,  and  was 
conscious  that  Van  Emon  was  such  inventor,  if  you  so  find  that  Van 
Emon  was,  or  was  conscious  that  he  (defendant)  was  not  such  origi- 
nal, first,  and  sole  inventor,  and  deliberately,  with  culpable  and 
corrupt  intent,  swore  to  such  declaration  that  he  believed  he  was  the 
original,  first,  and  sole  inventor  of  such  improvement,  and  did  not  at 
the  time  believe  the  declaration  to  be  true,  he  would  be  guilty  under 
the  charge.    Otherwise,  he  should  be  acquitted. 

I  will  explain  to  you  now  the  significance  of  the  expression  reason- 
able doubt.  It  is  such  a  doubt  as  exists  in  reason — not  captious, 
frivolous,  or  whimsical,  but  of  substantial  moment — and  intercepts 
or  arrests  satisfactory  conviction  in  the  mind,  and  causes  hesitation 
and  uncertainty  as  to  the  real  fact.  Applied  to  a  finding  as  to  the 
guilt  of  the  accused  in  criminal  practice,  it  is  such  a  doubt,  suggested 
by  the  dictates  of  reason,  common  sense  or  common  understanding, 
not  fanciful  or  farfetched,  as  will  intercept  fair  conviction  in  the 
minds  of  the  jury  touching  the  guilt  of  the  accused  under  the  charge 
for  which  he  is  being  tried,  after  a  careful  survey  and  consideration 
of  all  the  testimony  in  the  case.  Stated  objectively,  it  is  that  state  of 
the  .case  which,  after  entire  comparison  and  consideration  of  all  the 
evidence,  leaves  the  minds  of  the  jurors  in  that  condition  that  they 
cannot  say  they  feel  an  abiding  conviction  to  a  moral  certainty,  as  to 
the  truth  of  the  charge.  If,  therefore,  upon  such  proof  as  here  ad- 
duced, considering  it  in  its  fullness  and  entirety,  there  remains  ih  your 
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minds  a  reasonable  doubt  as  to  the  guilt  of  the  accused,  he  is  entitled 
to  the  benefit  of  it  by  an  acquittal.  That  is,  the  evidence  must  estab- 
lish guilt  under  the  charge  to  a  reasonable  and  moral  certainty — a 
certainty  that  convinces  and  directs  your  imderstanding,  and  satisfies 
your  reason  and  judgment,  acting  under  your  duties  and  obligations 
as  jurors. 

It  is  the  province  of  the  court  to  instruct  you  touching  the  law 
governing  the  cause  at  issue,  and  you  will  take  and  accept  the  law 
given  to  be  the  law  in  the  case.  But  it  is  your  sole  province,  under 
the  instructions  of  the  court,  to  find  the  fact  or  facts  from  the  testi- 
mony adduced;  that  is,  you  must  judge  of  the  effect  of  the  evidence 
and  return  your  verdict  accordingly.  And  here  I  will  say  to  you 
that  if  the  court  has  expressed  an  opinion  upon  the  fact  or  facts  in  the 
case  you  will  not  be  controlled  by  that,  but  you  must  use  your  own 
judgment  upon  that  subject.  Your  power  and  authority  of  judging 
of  the  effect  of  evidence  is,  however,  not  arbitrary,  but  your  function 
in  that  regard  should  be  exercised  with  legal  discretion,  and  in  sub- 
ordination to  the  rules  of  evidence.  For  instance,  you  are  not  bound 
to  find  in  conformity  with  the  declarations  of  any  number  of  wit- 
nesses, which  do  not  produce  conviction  in  your  minds,  against  a  less 
number,  or  against  a  presumption  or  other  evidence  satisfying  your 
miods.  To  justify  conviction  upon  a  charge  of  perjury,  it  must  be 
supported  by  the  testimony  of  two  credible  witnesses,  or  by  one  wit- 
ness worthy  of  credit  and  other  corroborating  proof  or  circumstances, 

A  witness  is  presumed  to  speak  the  truth.  This  presumption,  how- 
ever, may  be  overcome  by  the  manner  in  which  he  testifies,  by  the 
character  of  his  testimony,  or  by  evidence  affecting  his  character  on 
oath,  or  by  contradictory  evidence.  And  a  witness  false  in  one  part 
of  his  testimony  is  to  be  distrusted  in  all. 

Being  the  judges  of  the  effect  and  value  of  the  evidence,  you  are 
necessarily  the  judges  also  of  the  credibility  of  the  witnesses.  This 
you  must  determine  by  the  manner  in  which  the  witness  deports  him- 
self upon  the  witness-stand — whether  he  appears  to  be  candid  and 
fair,  or  whether  he  is  evasive,  or  is  swift,  or  is  reserving  part  of  the 
truth,  not  detailing  the  whole  truth,  and  also  by  testimony  serving  to 
contradict  or  impeach  the  witness,  or  by  any  facts  or  circumstances 
appearing  in  the  case  tending  to  his  discredit,  considering  at  the  same 
time  any  bias  or  interest  the  witness  may  have  in  the  cause.  In  this 
relation,  I  direct  your  attention  to  the  fact  that  the  defendant  has 
taken  the  witness-stand  in  his  own  behalf,  which  he  had  a  right  to  do 
if  he  so  chose.  Having  gone  upon  the  stand,  it  was  competent  for 
the  Government  to  discredit  his  testimony,  as  that  of  any  other  wit- 
ness, and  by  the  same  methods.  You  can  properly  consider,  therefore, 
his  manner  of  testifying,  the  inherent  probabilities  of  his  story,  the 
amount  and  character  of  the  contradictory  testimony,  the  nature  and 
extent  of  his  interest  in  the  result  of  the  trial,  and  the  impeaching 
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evidence,  whatever  it  may  be,  in  determining  how  much  credence  he  is 
entitled  to. 

Now,  gentlemen  of  the  jury,  you  will  take  this  case,  and,  under  the 
instructions  that  I  have  given  you,  acting  fairly  and  impartially,  and 
without  prejudice  or  bias,  either  toward  the  Government  or  toward 
the  defendant,  as  triers  of  fact,  you  will  determine  from  all  the  testi- 
mony adduced  at  the  trial  whether  the  defendant  is  guilty  or  not 
guilty  under  the  charge  contained  in  the  indictment,  as  I  have  ex- 
plained it  to  you,  and  render  your  verdict  accordingly. 

The  jury  found  the  defendant  guilty. 


[U.  8.  District  Court— District  of  Oregon.] 

United  States  of  America  v,  Patterson. 

Decided  Augmt  9,  1909. 

146  O.  G.,  258. 

Pebjtjby — ^Affidavit  to  Suppobt  Application  fob  I-iETTebs  Patent — Wobd 
"  Sole  "  Matebial. 
The  use  of  the  word  "  sole  "  In  the  affidavit  as  subscribed,  in  connection 
with  the  words  "  original "  and  **  first,"  has  a  significant  and  material 
bearing  In  the  inquiry  which  was  then  being  prosecuted  before  the  Com- 
missioner of  Patents  and  a  false  oath  with  reference  thereto  rentiers  the 
affiant  guilty  of  i)erjury. 

Mr.  Walter  H.  Evans  and  Mr.  J.  R.  Wyatt  for  the  Government. 
Mr.  H.  H.  RiddU,  Mr.  R.  A.  Wade,  and  Mr.  E.  S.  J.  McAllister 
for  the  defendant. 

Wolverton,  Dis.  J.: 

This  is  a  motion  for  a  new  trial,  based  upon  the  instructions  of  the 
court  touching  the  alleged  crime  charged  in  the  indictment,  namely, 
perjury,  and  what  act  or  asseverations  on  the  part  of  the  defendant 
would  render  him  guilty  of  that  offense.  {Ante,  257;  144  O.  G.,  563.) 

The  indictment  is  drawn  under  section  5392  of  the  Revised  Stat- 
utes of  the  United  States,  which  provides  that  every  person  who, 
having  taken  an  oath  before  a  competent  tribunal,  officer,  etc.,  that 
he  will  testify,  declare,  depose,  or  certify  truly,  or  that  any  written 
testimony,  declaration,  deposition,  or  certificate  by  him  subscribed  is 
true,  wilfully  and  contrary  to  such  oath  states  or  subscribes  any  ma- 
terial matter  which  he  does  not  believe  to  be  true,  is  guilty  of  perjury. 

It  is  alleged  in  the  indictment  that  the  defendant  took  an  oath  be- 
fore C.  W.  Hodson,  a  notary  public,  to  the  effect  that : 

He  verily  believes  himself  to  be  the  original,  first  and  sole  inventor  of  the 
improvement  In  buckles  described  and  claimed  in  the  annexed  sjieclflcation ; 
tliat  he  does  not  l?now  and  does  not  believe  that  the  same  was  ever  known  or 
used  before  his  invention  or  discovery  thereof. 

21805— H.  Doc.  124,  61-^ 18 
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The  indictment  negatives  the  statements  in  the  oath  in  the  fol- 
lowing language : 

Whereas  in  truth  and  in  fact  the  said  Charles  A.  Patterson  at  the  time  when 
he  so  swore  and  made  his  said  declaration  and  affidavit  as  aforesaid,  well  knew 
that  he  was  not  the  original,  first  and  sole  inventor  of  said  improvement  in 
buckles — 

and  that  he — 

well  knew  and  believed  that  the  same  had  been  known  and  used  before  his 
alleged  invention  and  discovery  thereof. 

The  theory  upon  which  the  case  was  tried,  and  upon  which  the 
court  instructed  the  jury,  was  that  the  charge  of  perjury  was  based 
upon  the  words  contained  in  the  oath,  namely — 

that  he  verily  believes  himself  to  be  the  original,  first  and  sole  inventor  of  the 
improvement  in  buckles. 

This  is  indicated  by  the  instructions  of  the  Court,  as  follows: 

Was  it  Van  Emon  or  was  it  the  defendant  who  was  the  inventor  of  this  new 
improvement?  Both  of  these  men  claim  to  be  the  original  or  first  inventor  of 
said  improvement.  If  the  defendant  was  the  original,  first,  and  sole  inventor 
of  such  improvement,  then  that  is  the  end  of  this  case;  because  if  so,  his  oath 
or  declaration  would  be  true,  and  he  would  not  be  guilty  of  perjury  under  the 
indictment.  But  if  Van  Emon  was  the  original,  first,  and  sole  inventor — and 
this  you  must  ascertain — then  another  question  will  arise,  which  has  two  as- 
pects, namely :  whether  the  defendant  knew  that  Van  Emon  was  such  original, 
first,  and  sole  inventor,  and,  having  such  knowledge,  took  the  oath  or  made  the 
declaration  in  question ;  or,  whether  he  had  no  such  knowledge  of  such  fact,  but, 
knowing  that  he  himself  was  not  such  inventor,  verified  said  oath  or  declara- 
tion, because  in  either  event  he  could  not  have  believed  the  alleged  facts  stated 
in  said  oath  or  declaration  to  he  true. 

It  will  be  seen  that  the  word  "  sole  "  has  a  material  bearing,  both 
on  the  theory  upon  which  the  case  was  tried  and  on  that  upon  which 
it  was  put  to  the  jury  by  the  instructions  of  the  court.  If  perjury 
cannot  be  predicated  upon  the  use  of  that  word,  in  connection  with 
the  words  "  original "  and  "  first "  the  oath  having  been  made  in  a 
proceeding  to  obtain  a  patent,  then  a  new  trial  should  be  granted. 
Otherwise,  it  must  be  conceded  that  the  judgment  is  proper.  The 
theory  upon  which  the  court  proceeded  is,  that  the  oath  was  taken  in 
an  inquiry  before  the  Commissioner  of  Patents  as  to  whether  a  pat- 
ent should  issue  for  this  improvement  in  buckles  to  Patterson,  the 
applicant  for  the  patent. 

Any  person  who  has  invented  or  discovered  any  new  and  useful  art,  machine, 
manufacture,  or  composition  of  matter,  or  any  new  and  useful  improvements 
thereof,  not  known  or  used  by  others  in  this  country,  before  his  invention  or 
discovery  thereof,  and  not  patented  or  described  in  any  i)rinted  publication  in 
this  or  any  foreign  country,  before  his  invention  or  discovery  thereof,  or  more 
than  two  years  prior  to  his  application,  and  not  In  public  use  or  on  sale  in  this 
country  for  more  than  two  years  prior  to  his  application  unless  the  same  is 
proved  to  have  been  abandoned,  may,  upon  imyment  of  the  fees  required  by 
law,  and  other  due  proceeding  had,  obtain  a  intent  therefor.    (Sec.  4886,  R.  S.) 
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It  is  further  provided  (Sec.  4888,  R.  S.)  that  before  any  inventor 
or  discoverer  shall  receive  a  patent  for  his  invention  or  discovery, 
he  shall  make  application  therefor,  in  writing,  to  the  Commissioner 
of  Patents  (specifying  what  the  application  shall  contain,)  which 
applicaticMi  shall  be  signed  by  the  inventor  and  attested  by  two 
witnesses.  Then  follows  the  requirement  of  section  4892,  which  is 
as  follows: 

The  applicant  shall  make  oath  that  he  does  verily  believe  himself  to  be  the 
original  and  first  inventor  or  discoverer  of  the  art,  machine,  manufacture,  com- 
position or  improvement  for  which  he  solicits  a  patent ;  that  he  does  not  know 
and  does  not  beUeve  that  the  same  was  ever  before  known  or  used. 

Then  by  section  4893 : 

On  the  filing  of  any  sik^  application  and  the  payment  of  the  fees  required 
by  law,  the  Commissioner  of  Patents  shall  cause  an  examination  to  be  made 
of  the  alleged  new  invention  or  discovery ;  and  if  on  such  examination  it  shall 
appear  that  the  claimant  is  Justly  entitled  to  a  patent  under  the  law,  and  that 
the  same  is  sufficiently  useful  and  important,  the  Commissioner  of  Patents 
shall  issue  a  patent  therefor. 

It  is  plain  to  be  seen  from  these  statutes  that  the  Commissioner  of 
Patents  has  a  very  important  duty  to  perform  in  this  relation, 
namely,  that  of  an  examination  of  the  application  and  proofs,  for  a 
determination  as  to  whether  or  not  the  applicant  is  entitled  to  the 
patent  applied  for.  It  seems  to  me,  therefore,  that  the  subscribing 
of  the  oath  in  question  was  the  production  of  matter  material  to  that 
inquiry,  and  a  false  oath  taken  with  reference  thereto  would  bring 
the  case  within  the  intendment  of  section  5392  of  the  Revised 
Statutes,  and  would  render  the  affiant  guilty  of  perjury.  And  this 
is  the  especial  theory  upon  which  the  court  instructed  the  jury  in 
the  case. 

By  Rule  46,  adopted  by  the  Commissioner  of  Patents  with  the 
approval  of  the  Secretary  of  the  Interior — 

The  applicant,  if  the  inventor,  must  make  oalti  or  affirmation  that  he  does 
verily  believe  himself  to  be  the  original  and  first  inventor  or  discoverer  of  the 
art,  machine,  manufacture,  composition  or  improvement  for  which  he  solicits  a 
patent;  that  he  does  not  know  and  does  not  believe  that  the  same  was  ever 
before  known  or  used,  and  shaU  state  of  what  country  he  is  a  citizen  and 
where  he  resides,  and  whether  he  is  a  sole  or  joint  inventor  of  the  Invention 
claimed  in  his  application. 

This  rule,  if  not  authorized  by  law,  of  course,  could  not  make  that 
perjury  which  is  not  constituted  perjury  under  the  statute  of  Con- 
gress. 

One  of  the  purposes  of  the  inquiry,  as  indicated  by  the  rule,  was 
to  determine  whether  the  applicant  was  the  sole  inventor,  or  whether 
he  had  invented  a  device  jointly  with  some  one  else.  If  he  were 
jointly  interested  with  some  one  else,  it  is  plain  that  he  would  not  be 
entitled  to  a  patent  in  his  own  right.  So  that  this  condition  was 
one  very  material  to  the  inquiry  before  the  Commissioner  of  Patents. 
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The  Commissioner,  if  it  had  appeared  by  the  application  in  question 
and  under  the  affidavit  made  by  the  defendant  Patterson  that  he  was 
a  joint  inventor  with  some  other  person,  would  not  have  issued  him 
any  patent  at  all,  or  else  would  have  issued  the  same  to  Patterson 
jointly  with  the  other  individual  entitled  with  him  to  an  interest 
therein.  So  it  is  the  use  of  the  word  "  sole  "  was  a  thing  material 
and  important  in  the  inquiry  being  made,  and  that  an  oath  taken 
with  reference  thereto,  if  false,  constituted  perjury  under  section 
5392.  After  all,  the  word  "  sole  "  is  a  shorter  way  of  saying  that  the 
applicant  does  not  know  and  does  not  believe  that  the  same,  namely, 
the  invention,  was  ever  before  known  or  used.  If  the  applicant  was 
a  joint  inventor  with  some  one  else,  it  follows,  without  question,  that 
it  would  have  been  previously  known  and  used.  Hence  the  word 
"  sole  "  means  the  same  thing,  practically,  as  is  couched  by  significa- 
tion in  the  clause  just  alluded  to.  But  it  seems  to  me,  however,  that 
the  use  of  the  word  "  sole  "  in  the  affidavit  as  subscribed,  in  connec- 
tion with  the  words  "original"  and  "first,"  has  a  significant  and 
material  bearing  in  the  inquiry  which  was  then  being  prosecuted 
before  the  Commissioner  of  Patents,  and  that  a  false  oath  with 
reference  thereto  renders  the  affiant  guilty  of  perjury. 

I  am  familiar  with  the  doctrine  as  announced  in  the  cases  of 
Williamson  v.  United  States  (207  U.  S.,  425)  and  Robnett  v.  United 
States^  (169  Fed.,  778,)  but  in  those  cases  the  oath  was  taken  with 
reference  to  matter  not  deemed  material  to  the  inquiry,  and  it  seems 
to  me  they  do  not  have  application  here. 

For  these  reasons,  the  motion  for  a  new  trial  wUl  he  denied. 

Note. — ^The  defendant  was  sentenced  to  serve  thirteen  months  in 
the  United  States  penitentiary  at  McNeil's  Island. 


[U.  8.  Circuit  Court — Bastern  District  of  Pennsylyania.] 

Hess-Bright  Mfg.  Co.  et  al.  v.  Standard  Roller  Bearing  Q>. 

Decided  June  26, 1909. 

147  O.  a,  521. 

FoBEioN  Applications — ^Time  por  Filing  Domestic  Applications — Section  4887 
or  the  Revised  Statutes  Constbxted. 
In  computing  the  time  under  Revised  Statutes,  section  4887,  as  amended 
by  act  of  March  3,  1903,  the  day  upon  which  the  application  in  a  foreign 
country  was  filed  should  be  excluded,  and  where  such  an  application  was 
filed  on  February  23,  1903,  an  application  filed  in  this  country  February  23, 
1904,  was  in  time. 

Mr.  Dwight  M.  Lowrey  and  Mr.  Robert  Fletcher  Rogers  for  the 
complainants. 

Mr.  Augustus  B.  Stmighton  for  the  defendant. 
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Lanning,  Cir,  J.: 

The  single  question  raised  by  the  plea  in  this  case  has  to  do  with 
the  method  of  computing  time  under  the  provisions  of  section  4887 
of  the  Revised  Statutes,  as  amended  by  act  March  3,  1903,  (c.  1019, 
32  Stat,  1225;  U.  S.  Comp.  St.  Supp.,  1907,  p.  1003.)  That  section 
provides  that  no  person  otherwise  entitled  thereto  shall  be  dd)arred 
from  receiving  a  patent  for  his  invention,  nor  shall  any  patent  be 
declared  invalid  by  reason  of  its  having  been  first  patented  in  a 
foreign  country — 

imless  the  application  for  said  foreign  patent  was  filed  more  than  twelve  months 
♦    ♦    ♦    prior  to  the  filing  of  the  application  in  this  country. 

A  further  provision  of  the  section  is  to  the  effect  that  an  applica- 
tion for  a  patent  for  an  invention  by  any  person  who  has  previously 
regularly  filed  an  application  for  a  patent  for  the  same  invention 
in  a  foreign  country  which  by  treaty,  convention,  or  law  affords  simi- 
lar privileges  to  citizens  of  the  United  States  shall  have  the  same 
force  and  effect  as  the  same  application  would  have  if  filed  in  this 
country  on  the  date  on  which  the  application  for  patent  for  the  same 
invention  was  filed  in  such  foreign  country — 

provided  the  application  in  this  country  is  filed  within  twelve  months    ♦    ♦    ♦ 
from  the  earliest  date  on  which  any  such  foreign  application  was  filed. 

By  the  plea  it  appears  that  the  inventions  covered  by  the  two  pat- 
ents in  suit  were  patented  in  Germany  on  an  application  filed  in  that 
country  February  23, 1903.  The  earlier  of  the  applications  on  which 
the  two  patents  in  suit  were  allowed  was  filed  in  this  country  on 
February  23,  1904.  The  contention  of  the  defendant  is  that  the  pe- 
riod of  twelve  months  referred  to  in  section  4887  of  the  Ke vised 
Statutes  had  expired  before  the  earlier  application  was  filed  in  this 
country.    Is  this  contention  sound? 

The  defendant  relies  in  part  upon  RusseU  v.  Ledaam^  (14  M.  &  W., 
574,)  where  the  plaintiff  averred  that  original  Letters  Patent  had 
been  granted,  to  him  on  February  26,  1825,  for  a  term  of  fourteen 
years,  and  that  these  Letters  Patent  were  renewed  on  February  26, 
1839.  The  defendant  there  contended  that  the  renewal  Letters  were 
granted  after  the  expiration  of  the  term  of  fourteen  years  for  which 
the  original  Letters  were  granted.     Baron  Parke  said : 

The  next  question  arises  on  a  point  reserved  at  the  trial  on  the  evidence  in 
support  of  the  seventh  plea.  That  plea  was  that  the  second  or  renewed  Letters 
Patent  were  granted  after  the  expiration  of  the  term  of  fourteen  years  granted 
by  the  first  Letters  Patent.  ♦  ♦  ♦  The  proof  was  that  the  original  Letters 
Patent  were  dated  on  the  26th  February,  1825,  the  second  on  the  26th  February, 
1839,  and  the  question  is  whether  the  day  of  the  date  of  the  first  Letters  Patent 
was  inclusive  or  exclusive.  The  usual  course  In  recent  times  has  been  to  con- 
strue the  day  exclusively,  whenever  an3rthing  was  to  be  done  in  a  certain  time 
after  a  given  ev«it  or  date;  and  consequently  the  time  for  enrolling  a  specifica- 
tion within  six  months  given  by  the  proviso  is  reckoned  exclusively  of  the  day 
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of  the  date.  •  *  *  But  In  this  case  the  question  Is  when  the  tom  given  by 
a  patent  commences;  and  the  same  rule  would  apply  as  to  the  commencement 
of  a  tenn,  which,  if  It  is  to  run  from  the  date  of  the  lease,  includes  the  day  of 
the  date.  It  was  asked  by  Mr.  Kelly  whether,  if  there  had  been  an  imitation 
of  the  invention  on  the  day  the  patent  was  dated,  It  would  have  been  an  in- 
fringement of  it,  and  we  have  no  doubt  that  the  answer  ought  to  be  that  it 
would ;  and,  if  so,  the  day  of  the  date  would  be  included,  and  the  patent  would 
expire  at  midnight  on  the  25th  day  of  February,  1839,  for  the  law  never  takes 
notice  of  the  fraction  of  a  day,  except  where  there  are  conflicting  rights  between 
subject& 

This  case  was  referred  to  in  the  later  case  of  WiUiama  v.  Nash^ 
(28  Beav.j  93.)  In  this  latter  case  it  appeared  that  by  act  of  Parlia- 
ment it  was  provided  that — 

Letters  Patent  should  be  void  at  the  expiration  of  three  years  ♦  ♦  ♦  from 
the  date  thereof  unless  there  be  paid  before  the  expiration  of  the  said  three 
years    •    *    *    the  stamp  duties  in  the  schedule  to  this  act  annexed. 

It  was  held  that  the  payment  of  the  stamp  duty  on  February  26, 
1858,  upon  Letters  dated  February  26,  1855,  was  in  time  to  save  the 
patent,  and  the  language  of  Baron  Parke  from  the  Ledsam  case 
as  to  the  usual  course  in  recent  times  of  excluding  the  day  from 
which  the  computation  is  to  be  made  was  commented  on  as  estab- 
lishing the  general  rule  of  computation.  To  the  same  effect  are  the 
cases  of  Hicks  v.  National  Life  Ins.  Co.^  (60  Fed.,  690;  9  C.  C.  A., 
215,)  Supreme  Council  v.  Gootee^  (89  Fed.,  941 ;  82  C.  C.  A.,  436,)  and 
SKeets  v.  Seldea^s  Lessee^  (2  Wall.,  190;  17  L.  Ed.,  822.)  Following 
these  cases,  as  I  understand  them,  I  conclude  that  in  the  computa- 
tion of  time  February  23,  1903,  should  be  excluded,  and  that  Febru- 
ary 23, .  10D4,  was  available  for  the  purpose  of  filing  the  original  ap- 
plication for  the  patents  now  in  suit.  It  is  admitted  that  the  latter 
of  the  two  patents  in  suit  was  issued  as  a  division  of  the  application  of 
the  first  patent. 

The  plea  will  therefore  he  overruled^  and  the  defendant  allowed 
twenty  days  after  the  service  of  a  copy  of  the  order  overruling  the 
plea  within  which  to  fie  its  answer. 


[U.  8.  Clrcoit  Conrt—^DUtrict  of  New  Jeraej.l 

The  Old  Lexington  Club  Di8tiij.bry  Company  v.  Kentucky  Dis- 
tilleries AND  Warehouse  Company. 

Decided  November  i,  1909. 

148  O.  G.,  1346. 

Teadb-Mabkb — Smr  Umnai  Sbction  4915,  Revised  STATiTTES^DEinnutEB. 

In  a  suit  under  section  4915,  Beylsed  Statutes,  to  obtain  the  registration 
of  the  words  "  Old  Lexington  Club  *'  as  a  trade-mark  a  demurrer  was  filed 
alleging  that  the  mark  is  invalid.  Heid  that  the  invalidity  of  the  mark  is 
not  obvious  and  that  the  demurrer  should  be  overruled. 
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Messrs.  Alexander  <&  Green  and  Mr.  Charles  (7.  Deming  for  the 
demurrant. 
Mr.  John  M,  Coit  for  the  complainant. 

Cross,  J.: 

This  matter  is  before  the  court  upon  a  demurrer  to  the  bill  of  com- 
plaint, which  is  founded  upon  section  4915  of  the  Eevised  Statutes, 
and  section  9  of  the  Trade-Mark  Act,  of  February  20,  1905. 

Briefly  stated  the  bill  shows  that  on  or  about  the  29th  of  May, 
1905,  the  complainant  applied  to  the  Commissioner  of  Patents  for 
registration  of  the  mark  "  Old  Lexington  Club ; "  that  notice  of 
opposition  was  filed  thereto  by  the  defendant  herein,  to  which  answer 
was  duly  made  by  the  complainant ;  that  upon  such  issue  the  Exam- 
iner of  Interferences  found  in  favor  of  the  complainant,  and  adjudged 
that  it  was  entitled  to  register  the  mark  in  question ;  that  such  deci- 
sion was  appealed  from  to  the  Commissioner  of  Patents,  who  affirmed 
the  decision  of  the  Examiner;  that  thereupon  appeal  was  taken  to 
the  Court  of  Appeals  of  the  District  of  Columbia,  which  reversed  the 
decision  of  the  Commissioner  and  determined  that  the  complainant 
was  not  entitled  to  the  registration  of  said  mark. 

Thereupon  this  proceeding  was  instituted  under  section  4915  of  the 
Revised  Statutes,  which  provides  in  part  as  follows  : 

Wbenever  a  patent  is  refused,  eitber  by  the  Commissioner  of  Patents  or  by 
the  Supreme  Court  of  the  District  ^of  Columbia,  upon  appeal  from  the  Com- 
missioner, the  applicant  may  have  remedy  by  bUl  in  equity. 

The  word  "  patent "  as  used  in  the  above  statute,  has  been  held  by 
the  Supreme  Court  to  apply  to  trade-marks.  {Frasch  v.  Moore^ 
C.  D.,  1908,  609;  137  O.  G.,  230;  211  U.  S.,  1;  Athins  v.  Moore,  212 
U.  S.,  285.)  A  number  of  causes  of  demurrer  were  assigned,  of 
which  however,  the  following  only  were  argued. 

1.  That  the  alleged  trade-mark  is  invalid  because  it  is  geographical. 

2.  That  the  alleged  trade-mark  is  invalid  because  it  is  descriptive. 

3.  That  the  alleged  trade-mark  is  invalid  because  it  resembles  too 
closely  the  trade-mark  of  another. 

4.  That  the  alleged  trade-mark  is  invalid  because  it  consists  merely 
of  the  name  of  a  corporation. 

5.  That  the  alleged  trade-mark  is  invalid  because  it  does  not  indi- 
cate ownership  and  origin. 

A  careful  reading  of  the  opinion  of  the  Court  of  Appeals  of  the 
District  of  Columbia,  shows  th^t  its  conclusions  were,  to  a  consider- 
able degree,  if  not  entirely  based  upon  the  evidence  before  it,  and  it 
is  clear  to  my  mind  that  the  matters  involved  in  this  suit,  cannot, 
with  a  proper  regard  to  the  rights  of  the  parties,  be  adjudicated  upon 
demurrer.  It  is  impossible  to  say  at  this  time  that  no  evidence  that 
could  be  adduced  might  not  change  any  conclusions  thus  reached. 
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and  where  such  is  the  case  a  demurrer  should  be  overruled.  The 
invalidity  of  the  mark  in  question  is  not  upon  its  face  obvious ;  the 
most  that  can  be  said  is,  that  it  is  doubtful.  Turning  briefly  to  the 
causes  of  demurrer,  it  may  be  said  as  to  the  first,  that  an  objection 
that  a  trade-mark  is  invalid  because,  consisting  of  a  geographical 
name  cannot  be  considered  on  demurrer.  {Jewish  Colonization  Asso- 
ciation et  al.  V.  Solomon  and  Germansld^  125  Fed.,  994.)  And 
particularly  is  this  so  where,  as  in  this  case,  it  is  alleged  in  the  bill 
and  admitted  by  the  demurrer,  that  the  words  "Old  Lexington 
Club,"  have  been  recognized  for  a  long  period,  by  the  trade  and  the 
purchasing  public  as  an  arbitrary  mark  identifying  the  origin  and 
ownership  ^oi  the  goods  upon  which  they  appear,  and  that  the  com- 
plainant is  entitled  to  the  sole  use  thereof.  The  second  ground  of 
demurrer  is  likewise  a  proposition  which  cannot  in  the  absence  of 
evidence,  and  in  Adew  of  the  allegations  of  the  bill,  be  adjudicated  in 
favor  of  the  demurrant.  The  mark,  may,  or  may  not  be  descriptive 
in  fact,  but  the  bill  alleges  that  it  is  not,  and  the  demurrer  admits 
that  it  is  not.  As  to  the  third  ground,  that  is  a  matter  which  clearly 
must  be  set  up  by  way  of  answer  and  established  by  proof.  As  to  the 
fourth  ground,  it  is  sufficient  at  this  time,  to  say  that  upon  the  face 
of  the  bill  the  alleged  trade-mark  does  not  clearly  appear  to  consist 
merely  in  the  name  of  a  corporation.  Furthermore,  the  mark  accept- 
ing the  allegations  of  the  bill,  was  in  use  by  the  complainant  and  its 
predecessors  in  title,  long  before  the  complainant  was  incorporated, 
while  of  the  last  ground,  it  may  be  said  that  it  is  simply  a  denial  of  a 
fact  alleged  in  the  bill. 

Any  intimation  as  to  the  ultimate  merits  of  this  controversy,  has 
been  carefully  avoided.  The  only  attempt  has  been  to  show  that  its 
merits  can  only  be  safely  adjudicated  here,  as  they  were  in  the  court 
of  appeals,  after  all  available  light  has  been  thrown  upon  the  matter, 
by  evidence. 

The  demurrer  will  he  overruled^  and  the  defetidant  allowed  thirty 
days  in  which  to  answer. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Fullagar. 

Decided  December  7,  1908. 
138  O.  G.,  259.     32  App.  D.  C,  222. 

1.   JUMSDrCTION — COUBT  OF  APPEALS  OF  THE  DISTRICT  OF  CJOLtTMMA. 

The  Jurisdiction  of  the  Ck)urt  of  Appeals  of  the  District  of  Columbia  to 
entertain  appeals  from  the  decisions  of  the  Commissioner  of  Patents  in 
proceedings  relating  to  patents  is  limited  to  two  classes  of  cases — (1)  where 
the  claims  of  an  application  for  a  patent  or  the  reissue  of  a  jmtent  after 
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Laving  been  twice  rejected  have  been  finally  rejected  on  appeal  to  the  Com- 
missioner in  due  course  of  procedure;  (2)  where  on  appeal  to  the  Commis- 
sioner in  an  interference  proceeding  there  has  been  a  final  decision  on 
priority  in  favor  of  one  of  the  parties  thereto.  (R.  S.,  sees.  4909,  4910, 
4911;  Westinghouse  v.  Duncan,  C.  D.,  1894, 170;  66  O.  G.,  1009;  2  App.  D.  C, 
131,  132;  Allen  v.  Lowry,  C.  D.,  1905,  643;  116  O.  G.,  2253;  26  App.  D.  C, 
8, 17,  26 ;  Union  Distilling  Co.  v.  Schneider,  C.  D.,  1907,  613 ;  129  O.  G.,  2503 ; 
29  App.  D.  C,  1.) 

2.  Appeal  to  the  Court  op  Appeals  of  the  Distbicjt  of  Columbia — Decision 

ON  Motion  to  Dissolve. 
The  Court  of  Appeals  of  the  District  of  Columbia  lias  no  ji^risdiction  to 
oitertain  an  appeal  from  a  decision  of  the  Commissioner  of  Patents  on  a 
motion  to  dissolve  an  interference  l)etween  an  applicant  for  reissue  and  an 
original  application  holding  that  appellant  had  no  right  to  a  reissue  on  the 
ground  that  his  showing  of  inadvertence,  accident,  or  mistake  was  insuffi- 
cient and  that  he  had  failed  to  excuse  the  long  delay  of  more  than  two 
years  in  filing  the  reissue  application,  as  such  judgment  does  not  constitute 
an  adjudication  of  the  question  of  priority  between  the  parties. 

3.  Same — Same — Parties  to  Appeal. 

A  motion  by  E.  that  he  be  made  a  party  to  an  appeal  to  the  Court  of 
Appeals  of  the  District  of  Columbia  taken  by  F.  from  a  decision  of  the 
Commissioner  of  Patents  on  a  motion  to  dissolve  holding  tliat  F.  liad  no 
right  to  make  the  claims  of  the  issue  l>ecause  of  his  delay  in  filing  his 
reissue  application  involved  in  this  interference  denied  on  the  ground  that 
the  Commissioner's  decision  did  not  result  in  an  award  of  priority  to  B., 
and  therefore  F.  could  not  bring  him  before  the  court  by  an  appeal.  For 
the  same  reasons  E.*s  motions  to  have  the  docket  entry  changed  and  to  dis- 
miss F.'s  appeal  denied. 

Mr.  T.  F.  Sheridan,  Mr.  G.  Z.  ^yUk^nBon,  and  Mr.  W.  A.  Scott  for 
the  appellant. 

Mr.  R.  N.  Dyer  and  Mr.  L.  S.  Bacon  for  Emmet. 
Mr.  F.  A.  Tennant  for  the  Commissioner  of  Patents. 

Shepard,  C.  J. : 

While  separately  docketed,  these  cases  were  heard  together  in  the 
Patent  Office  as  involving  substantially  the  same  questions.  They 
have  been  brought  up  in  one  transcript  of  the  record  arid  are  to  be 
heard  thereon,  at  the  same  time,  in  this  court. 

W.  L.  R.  Emmet,  who  was  a  party  to  each  interference  with  Fulla- 
gar,  has  filed  two  motions.  The  first  is  to  change  the  docket  entry 
so  as  to  read,  Hugh  Francis  Fullagar,  appellant,  v.  W.  L.  R.  Emmet, 
appellee,  and  to  permit  him  to  be  recognized  as  a  party.  The  second 
is  to  dismiss  the  appeals. 

The  complicated  history  of  the  proceedings  in  the  Patent  Office, 
culminating  in  the  decisions  appealed  from,  is  set  forth  in  the  Com- 
missioner's decision  as  follows: 

This  interference  together  with  a  companion  interference  number  27,622  is 
before  me  upon  appeal  from  a  decision  of  the  Examiners-in-Chlef  affirming  the 
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action  of  the  Primary  Examiuer  dissolving  these  interferences  upon  the  ground 
that  FuUagar  has  no  right  to  reissue  his  former  patents  upon  the  applications 
Involved  in  these  Interferences. 

The  record  of  the  applications  involved  in  this  interference  shows  that  on 
February  24,  1902,  Emmet  filed  the  application  involved  in  this  interference. 
On  April  18,  1901,  Fullagar  filed  an  application  No.  56,462,  which  became  a 
patent  No.  696,867,  April  1,  1902.  On  November  8, 1904,  he  filed  a  reissue  appli- 
cation upon  which  Reissue  Patent  No.  12,317  was  granted  February  14,  1905. 
On  October  31,  1906,  Fullagar  filed  the  application  involved  hi  this  interference 
which  is  for  the  reissue  of  his  Reissue  Patent  No.  12317»  or,  in  other  words,  is 
for  a  second  reissue  of  his  original  Patent  Na  696,867. 

On  September  16,  1901,  Fullagar  filed  an  application  No.  75,651,  upon  which 
Patent  No,  746,061,  was  granted  December  8, 1903.  On  January  7, 1907,  he  filed 
an  application  No.  351,258,  for  the  reissue  of  t^iis  patent,  which  application  is 
Involved  in  the  companion  interference. 

The  record  shows  that  on  May  12,  1903,  an  interference  No.  22,666  was  de- 
clared between  the  original  application  of  Fullagar  No.  75,651,  and  the  applica- 
tion of  Emmet  involved  in  the  present  interference.  That  interference  was 
subsequently  dissolved  upon  the  ground  that  the  claim  in  issue  was  not  readable 
on  Fullagar*s  disclosure.  In  view  of  the  fact  that  the  parties  at  this  time  did 
not  make  claims  to  the  same  invention.  Patent  No.  746,061  was  granted  to 
Fullagar.  Emmet  then  inserted  in  his  application  a  claim  corresponding  to 
claim  16  of  the  Fullagar  patent  and  interference  No.  23,802  was  declared  May 
31,  1904.  Testimony  was  taken  in  this  interference  and  a  decision  was  ren- 
dered by  the  Examiner  of  Interferences  awarding  priority  to  Fullagar.  This 
decision  was  reversed  by  the  Examiners-in-Chief  on  appeal  and  priority  of 
invention  was  awarded  to  Emmet  Appeal  was  taken  to  the  Ck)mmiB8ioner  of 
Patents  who,  in  a  decision  affirming  the  decision  of  the  Examiners-in-Chief, 
rendered  July  21,  1906,  (C.  D.,  1906,  386;  124  O.  G.,  2178;)  stated  that: 

"  It  is  found  that  Fullagar's  original  application  did  not  disclose  the  com- 
plete invention  of  the  issue  and  therefore  Fullagar  has  ho  right  to  the  claim 
forming  the  issue  of  this  interference.  For  this  reason  Emmet  is  entitled  to  the 
award  of  priority.** 

Soon  after  this  decision  of  the  Commissioner,  Fullagar  filed  application 
Serial  No.  341,509,  for  the  reissue  of  his  first  patent  No.  696,867,  and  inserted 
therein  the  claims  forming  the  complete  subject-matter  of  the  two  interferences 
now  before  me.  Fullagar's  claim  of  this  application  corresponding  to  count  4 
was  subsequntly  incorporated  in  his  other  release  application  Serial  No. 
351,285,  and  interference  No.  27,362  was  declared  May  23,  1907,  embodying  this 
claim,  and  including  both  of  Fullagar*s  reissue  applications. 

Motions  to  dissolve  were  brought  by  Emmet  in  both  interferences  upon  several 
grounds,  including,  first,  the  insufficiency  of  Fullagar's  oath  to  excuse  the  delay 
between  the  grant  of  bis  original  patents  and  the  date  upon  which  he  filed  the 
respective  reissue  applications;  second,  that  intervening  rights  had  accrued 
against  a  grant  of  a  reissue  of  the  patents  to  Emmet ;  and,  third,  that  Fullagar 
bad  no  right  to  make  the  claim  corresponding  to  count  4  of  this  Interference 
in  his  original  application  because  the  invention  defined  is  indivisible  from  the 
Invention  claimed  in  his  Patent  No.  696,867.  The  Primary  E^xamlner  grranted  the 
motion  as  to  the  first  and  second  grounds,  but  denied  it  as  to  the  third.  Upon 
appeal  the  Examlners-in-Chief  affirmed  the  action  of  the  Examiner  in  respect 
to  the  first  ground,  holding  that  the  specification  of  errors  in  the  Fullagar 
oaths  did  not  Justify  the  allowance  of  the  appealed  claims  to  him  ''either  as 
establishing  *  inadvertence,  accident  or  mistake,**  or  excusing  his  delay."  They, 
however,  revised  the  decision  of  the  Examiner  as  to  the  ground  of  intervening 
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rigbta  Fullagar  baa  appealed  from  the  decision  of  tlie  Examiners-in-Ohief 
affirming  the  decision  of  tlie  Primary  Examinear  and  Emmet  has  also  filed 
an  appeal  from  the  decision  of  the  Examlners-ln-Ohief  holding  that  no  inter- 
vening rights  liad  accrued  which  would  bar  the  grant  of  the  reissue  patents  to 
Fullagar. 

Emmet's  appeal  has  no  standing,  whether  it  be  considered  an  appeal  from  a 
f^voraUe  decision  or  an  appeal  from  the  reasons  which  are  the  basis  of  a 
decision  in  his  favor,  even  though  such  reasons  in  part  are  adverse  to  him. 
(Rule  124.)  (Breul  v.  BmitK  C.  D.,  1898,  124 ;  84  O.  G..  809.)  Emmet's  appeal 
is  therefore  dismissed. 

In  respect  to  E\illagar's  appeal  the  only  question  before  me  is  as  to  the 
sufficiency  of  the  Fullagar  oaths  to  warrant  the  granting  to  blm  of  reissue 
pat^its  containing  the  claims  in  controversy. 

After  stating  this  single  issue,  the  Commissioner  proceeded  to  con- 
sider whether  FuUagar's  applications  for  reissue,  founded  on  inad- 
vertence, accident,  or  mistake,  had  been  filed  within  a  reasonable 
time.  After  reviewing  the  questions  of  law  and  fact  involved,  he 
said: 

I  do  not  find  in  the  oaths  to  the  Fullagar  applications,  either  the  original  or 
his  supplemental  oath,  which  was  permitted  to  be  incorporated  in  the  Fullagar 
cases  after  the  first  decision  upon  the  motion  for  dissolution  had  been  ren- 
dered by  the  Examiner,  any  sufficient  grounds  to  excuse  the  long  delay  which 
intervened  l>etween  the  allowance  of  FuUagar's  original  interference  and  the 
date  of  filing  of  his  original  application.  It  appears  that  in  the  first  instance 
Ful lager  intentionally  omitted  presenting  claims  commensurate  in  scope  with 
the  present  interference  in  view  of  certain  alleged  Information  concerning  an 
invention  of  one  Rateau,  and  he  avers  that  he  did  not  until  recently  discover 
tliat  Bateau's  inv^ition  did  not  preclude  him  from  broadly  claiming  the  struc- 
ture set  forth  in  his  application.  It  does  not  appear,  however,  why  Fullagar 
might  not  have  obtained  the  same  information  he  now  possesses  at  the  time  he 
applied  for  his  first  reissue. 

******* 

A  careful  review  of  the  authorities  cited  by  counsel  fails  to  disclose  any 
case  in  which  a  reissue  application  was  allowed  or  a  reissue  patent  held  valid 
where  the  reissue  applicant  having  knowledge  of  the  broader  claims  of  his 
<H;>p<ment  to  the  invention  neglected  to  assert  such  claims  until  more  than  two 
years  after  tlie  granting  of  his  original  patent.  Upon  the  contrary,  it  appears 
that  where  an  applicant  for  reissue  asserted  broader  claims  than  those  com- 
prehended in  his  original  patent,  the  failure  to  assert  such  claims  within  two 
years  from  the  date  of  his  patent  was  not  excused  unless  caused  by  some  spe- 
cial reason  which  could  not  have  been  foreseen  or  could  not  have  been  avoided 
by  the  exercise  of  reasonable  diligence. 

I  therefore  fully  concur  with  the  reasons  and  the  conclusion  ably  stated  by 
the  Examiners-in-Chief  that  the  verified  showing  made  in  support  of  FuUagar's 
reissue  applications  is  insufficient  to  warrant  the  granting  of  reissue  patents 
to  him  and  that  these  interferences  should  be  dissolved  upon  the  ground  that 
Fullagar  has  no  right  to  the  claims  in  issue. 

The  decision  of  the  Examiners-in-Chief  Is  affirmed. 

It  is  from  this  decision  that  the  appeal  has  been  prosecuted  by 
Fullagar,  who  caused  it  to  be  docketed  as  an  ex  parte  appeal.  Under 
the  practice  of  this  court  the  Commissioner  is  permitted  to  appear 
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by  counsel  in  ex  parte  appeals.  His  counsel  concurs  in  the  motion 
of  Emmet  to  change  the  docket  entry,  and  to  be  recognized  as 
appellee,  contending  that  he  is  a  proper  party  to  the  appeal. 

The  jurisdiction  of  this  court  to  entertain  appeals  from  decisions 
of  the  Commissioner  of  Patents,  in  proceedings  relating  to  patents, 
is  limited  to  two  classes  of  cases.  The  first  is  where  the  claims  of  an 
applicant  for  a  patent,  or  the  reissue  of  a  patent,  after  having  been 
twice  rejected,  have  been  finally  rejected  on  an  appeal  to  the  Com- 
missioner in  due  course  of  procedure.  The  second  is  where  on  an 
appeal  to  the  Commissioner  in  an  interference  proceeding  there  has 
been  a  final  decision  of  priority  in  favor  of  one  of  the  parties  thereto. 
(R.  S.  Sees.  4909,  4910,  4911 ;  Westing  house  v.  Duncan,  C.  D.,  1894, 
170;  66  O.  G.,  1009;  2  App.  D.  C,  131,  132;  Allen  v.  Lowry,  C.  D., 
1905,  643;  116  O.  G.,  2253;  26  App.  D.  C,  8, 17,  26;  Union  Distilling 
Co.  V.  Schneider,  C.  D.,  1907,  613;  129  O.  G.,  2503;  29  App.  D.  C,  1.) 
The  case  last  cited  arose  under  section  9  of  the  Trade-Mark  Act, 
approved  February  20,  1905,  in  an  interference  case  between  appli- 
cants for  the  registration  of  trade-marks,  the  procedure  in  which  is 
similar  to  patent  interferences. 

The  question  for  determination  on  this  motion  is  whether  these 
appeals  come  within  either  of  the  above-named  classes. 

The  recitals  of  the  Commissioner's  decisions  show  that  interfer- 
ences were  declared  between  reissue  application  of  FuUagar  and 
original  applications  of  Emmet,  in  which  motions  to  dissolve  were 
made  by  each  party.  Fullagar's  motions  were  denied  by  the  Primary 
Examiner  to  whom  they  were  referred,  and  Emmet's  were  sustained 
on  two  grounds.  FuUagar  appealed  to  the  Examiners-in-Chief  who 
differed  with  the  Primary  Examiner  on  all  points  save  one,  but 
affirmed  his  decision  on  the  ground  that  Fullagar's  showing  of  inad- 
vertence, accident,  or  mistake  was  insufficient,  and  failed  to  excuse  his 
long  delay  of  more  than  two  years  in  each  case.  On  appeal  by  both 
parties  to  the  Commissioner,  as  shown  by  his  decision,  he  dismissed 
Emmet's  appeal  as  without  foundation,  and  affirmed  the  decision  of 
the  Examiners-in-Chief  as  to  FuUagar.  He  also  stated,  it  is  true, 
that  FuUagar  had  no  right  to  make  the  claims;  but  this  remark  is 
evidently  as  a  result  of  the  conclusion  that  FuUagar  had  failed  to 
show  that  he  had  come  with  the  requirements  for  reissue.  Had  he 
held  that  FuUagar  had  made  a  sufficient  showing  for  reissue,  and 
then  decided  that  he  had  no  right  to  make  the  claims  of  the  inter- 
ference, because  not  disclosed  in  his  application,  he  would  neces- 
sarily have  awarded  priority  to  Emmet.  {Newcomb  Motor  Co.  v. 
Moore,  C.  D.,  1908,  332;  133  O.  G.,  1680;  30  App.  D.  C,  464.) 
The  latter's  application  having  been  allowed,  and  FuUagar  having 
been  put  out  of  the  case,  there  would  remain  nothing  else  to  do. 
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It  is  now  settled  that  the  right  of  either  party  to  make  the  claim 
of  the  interference  issue  may  be  urged,  and  brought  up  as  an  ancil- 
lary question  necessarily  involved  in  that  of  priority.  {Podlesak  v 
Mclrmemey,  C.  D.,  1906,  658;  120  O.  G.,  2127;  26  App.  D.  C,  399, 
405.)    In  that  case  it  was  said  by  Mr.  Justice  Duell : 

The  question  of  the  right  of  a  party  to  make  a  claim  goes  to  the  very  founda- 
tion of  an  interference  for  if  a  party  has  not  such  right  the  interference  falls. 
If  it  be  Incorrectly  held  that  such  party  has  the  right  to  malte  the  claim  priority 
may  be  awarded  to  him  and  his  adversary  be  deprived  of  a  substantial  right  in 
that  he  Is  not  given  a  claim  where  he  necessarily  Is  the  prior  inventor,  his 
adversary  never  having  made  the  invention.  Manifestly  that  question  should 
not  be  finally  determined  by  the  Primary  Examiner  who  originally  declared 
the  interference.  We  therefore  take  jurisdiction  to  determine  that  question 
in  this  case  as  an  ancillary  question  to  be  considered  in  awarding  priority  of 
invention. 

If  the  Commissioner  had  decided  that  FuUagar  was  not  entitled  to 
make  the  claim  under  his  applicaticMi,  and  had,  in  consequence, 
awarded  priority  to  Emmet,  Fullagar  would  have  the  right  to  appeal, 
bringing  Emmet  up  for  a  final  adjudication  of  the  question  of  priority 
in  this  court.  Instead  of  so  deciding,  the  effect  of  his  decision  was 
to  set  aside  the  allowance  of  FuUagar's  application  as  an  entirety, 
and  dissolve  the. interference.  No  award  of  priority  was  made  in 
favor  of  Emmet.  He  was  not  declared  entitled  to  the  patent,  nor 
was  his  application  rejected.  He  had  nothing  from  which  he  could 
appeal.  All  that  was  left  to  him  was  to  renew  his  demand  for  a 
patent,  ex  parte^  which  will  be  ultimately  allowed,  there  being  no 
ground  for  further  declaration  of  interference  with  Fullagar,  unless 
some  additional  reference  be  found  to  bar  his  right.  As  there  was  no 
final  decision  in  Emmet's  favor,  it  follows  that  Fullagar  could  not 
bring  him  before  this  court  by  an  appeal.  If  Fullagar  has  any  right 
to  appeal  at  all  it  is  by  way  of  an  ex  parte  appeal  under  section  4911, 
Revised  Statutes,  on  the  ground  that  the  decision  is  in  fact  the  final 
rejection  of  his  application. 

We  are  clearly  of  the  opinion  that  Emmet,  then,  has  no  standing  in 
this  court  as  a  party  to  the  appeal,  and  his  motion  to  appear  and  have 
the  docket  entry  changed  must  be  denied.  It  follows,  therefore,  that 
he  has  no  right  to  move  to  dismiss  FuUagar's  appeal. 

But  FuUagar's  right  to  appeal  ex  parte  from  the  Commissioner's 
decision  involves  a  question  of  jurisdiction  which  the  court  must  con- 
sider of  its  own  motion. 

It  is  not  pretended  that  this  is  a  regular  ex  parte  proceeding  upon 
an  application  for  a  patent  that  has  been  rejected.  Instead  of  being 
rejected  it  was  allowed  by  the  Primary  Examiner,  and  might  have 
proceeded  to  issue  had  there  been  no  interference  with  another  al- 
lowed application.  It  came  before  the  Commissioner  in  that  interfer- 
ence, and  the  right  to  appeal  is  founded  on  the  character  and  effect 
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of  his  decision  therein.  But  we  cannot  recognize  the  right  of  the  Com- 
missioner, if  he  so  intended,  to  ccmvert  an  interference  case  into  an 
ordinary  proceeding  by  one  party  upon  an  application  for  a  patent, 
which  he  concludes  to  reject  without  an  award  of  priority  to  the  other 
party.  The  statute  prescribes  the  procedure  in  the  case  of  an  applica- 
tion for  a  patent  and  for  the  reissue  of  a  patent.  If  the  application 
be  rejected  by  the  Primary  Examiner,  he  must  give  notice  of  the 
same,  with  the  grounds  of  his  rejection,  to  the  applicant,  who  has  the 
right  to  answer  the  objections,  or  obviate  them  if  possible,  and  to 
persist  in  his  application.  In  that  event  he  is  entitled  to  a  reexami- 
nation of  his  application.  (R.  S.  Section  4903.)  He  has  no  right  to 
appeal  from  the  first  rejection,  but  must  await  the  reexaminaticm  and 
a  second  rejection  thereafter.  Of  course,  no  interference  can  be  de- 
clared in  such  a  case  until  there  has  been  an  allowance. 

After  the  second  rejection  he  can  appeal  to  the  Examiners-in-Chief 
and  in  succession  to  the  Commissioner  and  to  this  court.  (R.  S.,  Sees. 
4909,  4910,  4911.)  .  The  conditions  of  the  statute  conferring  the  right 
of  appeal  must  be  observed,  and  the  procedure  it  prescribes  must  gov- 
ern the  proceedings  throughout. 

As  the  proceedings  in  this  case  are  not  in  compliance  with  the 
statute,  we  are  constrained  to  hold  that  this  court  has  no  jurisdiction 
of  the  appeal. 

Upon  the  return  of  the  case  to  the  Patent  Office  FuUagar  will  be 
entitled  to  have  his  application  remanded  for  reexamination ;  and  if 
again  rejected,  he  will  be  entitled  to  his  successive  appeals,  in  due 
course,  if  it  should  become  necessary  to  resort  thereto. 

In  accordance  with  these  views^  the  appeals  will  he  dismissed. 

It  is  so  ordered,  and  that  this  decision  be  certified  to  the  Conmiis- 
sioner  of  Patents  as  the  statute  requires. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

MooKE,  Commissioner  of  Patents,  i\  The  United  States  of  America 

EX  REL.  BOTER. 

Decided  December  22,  1908. 

138  O.  G..  530;  32  App.  D.  C,  243. 

1.  Access  to  Pending  Applications — Rights  of  Assignee — Judgment  of  State 
CouBT — Mandamus. 
Where  in  a  suit  in  the  Supreme  CJourt  of  New  York  between  the  M.  O). 
and  B.  involving  the  title  to  certain  inventions  for  which  applications  had 
been  filed  in  the  United  States  Patent  Office  it  was  held  that  B.  was  the 
owner  of  such  inventions  and  it  was  ordered  that  such  applications  be  as- 
signed by  the  M.  CJo.  to  B.,  which  order  was  finally  complied  with,  Held 
that  it  was  within  the  discretion  of  the  Commissioner  to  8UEq[)end  action 
upon  such  applications  pending  appeal  from  the  decision  of  the  court  and  to 
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refuse  B.  access  thereto  or  copies  thereof  until  the  final  determination  of 
the  question  of  ownership  of  the  inventions,  although  no  stay  of  execution 
was  granted,  and  that  a  mandamus  requiring  the  Ommissioner  to  permit 
B.  to  have  access  to  such  applications  was  improperly  granted. 

2.  Mandamus — Power  of  Court  to  Control  Action  of  Executive  Officer. 

The  court  is  powerless  to  direct  the  action  of  an  executive  ofllcer  unless 
a  positive  legal  right  is  being  invaded  by  the  officer  where  the  duty  i|ii- 
posed  upon  him  is  clearly  prescribed  and  enjoined  by  law.  The  duty,  how- 
ever, must  be  so  plain  and  positive  that  the  officer  has  no  discretion  left. 
{Merrill  on  Mandamus,  p.  64.) 

3.  Assignments — Commissioner  not  Bound  to  Recognize — Issuance  of  Pat- 

ent. 
There  is  no  law  compelling  the  Commissioner  of  Patents  to  recognize  an 
assignment     It  is  no  part  of  his  duty  to  pass  upon  the  validity  or  in- 
validity of  assignm^its  filed  in  his  Office,  and  it  is  a  matter  within  his 
discretion  whether  he  shall  issue  the  patent  to  the  assignee  or  the  inventor. 

Mr.  W.  S.  Ruckman  and  Mr.  Robert  F.  Whitehead  for  the  appel- 
lant. 
Mr.  C.  L.  Sturtevant  for  the  appellee. 

Van  Orsdel,  J.: 

This  is  an  appeal  by  the  Commissioner  of  Patents  from  a  judgment 
of  the  Supreme  Court  of  the  District  of  Columbia  granting  a  per- 
emptory writ  of  mandamus  commanding  him  to  grant  to  the  relator 
permission  to  inspect  and  obtain  copies  of  certain  applications  for 
Letters  Patent  filed  by  one  Joseph  Berger,  Jr.  {Ante,  253;  138 
O.  Q.,  529.)  It  appears  that  Berger,  on  August  4,  1902,  and 
March  19,  1903,  respectively,  filed  applications  for  patents  on 
"  feed  mechanism  for  sewing-machines."  Thereafter,  in  June,  1904, 
these  applications  were  assigned  to  the  Metropolitan  Sewing 
Machine  Company.  Under  the  terms  of  this  assignment,  the  assignee 
was  to  pay  to  the  assignor  certain  royalties.  It  was  a  further 
condition  of  the  assignment  that,  upon  failure  of  the  company  to 
pay  the  royalties  for  a  stated  length  of  time,  the  applications 
should  be  reassigned  to  the  inventor.  Such  failure  occurred,  but 
the.  company  refused  to  carry  out  the  conditions  of  its  agreement 
and  reassign  the  applications.  In  October,  1906,  Berger  assigned 
to  the  Union  Special  Machine  Company  his  reversionary  interests 
in  the  former  assignment,  together  with  the  right  to  sue  for  and 
collect  back  royalties  and  for  the  reconveyance  of  the  applications. 
Thereafter,  the  Union  Special  Machine  Company  transferred  all  its 
rights,  acquired  from  the  assignment  of  Berger,  to  the  appellee  Boyer, 
an  official  of  the  company. 

Boyer,  being  a  resident  of  New  York,  brought  suit  in  the  Supreme 
Court  of  that  State,  setting  forth  the  failure  of  the  Metropolitan 
Sewing  Machine  Company  to  carry  out  the  conditions  of  its  contract 
with  Berger.    As  a  result  of  this  suit,  a  decree  was  entered  March  2, 
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1908,  ordering  the  Metropolitan  Sewing  Machine  Company  to  assign 
the  applications  to  the  appellee  Boyer.  From  this  judgment,  the 
Metropolitan  Sewing  Machine  Company  appealed,  which  appeal  is 
now  pending.  There  was,  however,  no  stay  of  execution  granted.  The 
Metropolitan  Sewing  Machine  Company,  failing  to  comply  with  the 
conditions  of  the  decree,  upon  the  motion  of  appellee  on  AprU  14, 1908, 
were  held  in  contempt  and  ordered  to  immediately  execute  and  deliver 
an  assignment  as  required  by  the  terms  of  the  decree.  Accordingly, 
the  company  executed  an  assignment  to  Boyer,  which  was  duly  recorded 
by  the  Commissioner  in  the  assignment  records  of  the  Patent  Office. 
Immediately  after  the  entering  of  the  decree  of  the  court  of  March  2, 
1908,  in  his  favor,  appellee  filed  a  petition  in  the  Patent  Office  re- 
questing that  action  on  the  Berger  applications  be  suspended  for 
thirty  days,  which  request  was  granted  by  an  order  of  the  Assistant 
Commissioner  of  March  16, 1908.  On  March  23,  appellee  filed  a  peti- 
tion in  the  Patent  Office  for  permission  to  inspect  the  Berger  applica- 
tions and  make  copies  thereof.  This  petition  was  denied,  but  to  safe- 
guard the  rights  of  all  parties,  the  Assistant  Commissioner  made  an 
order  suspending  further  action  on  the  applications  until  the  pending 
appeal  should  be  finally  disposed  of  by  the  courts  of  the  State  of  New 
York. 

Upon  the  filing  of  the  assignment  from  the  Metropolitan  Sewing 
Machine  Company,  appellee  renewed  his  petition  for  permission  to 
examine  and  obtain  copies  of  said  applications.  The  Assistant  Com- 
missioner thereupon  made  an  order  requiring  the  Metropolitan  Sew- 
ing Machine  Company  to  show  cause  why  the  petition  of  appellee 
should  not  be  granted.  After  a  hearing,  at  which  both  parties  ap- 
peared, the  Commissioner  denied  the  petition  of  appellee  and  made 
the  following  order : 

Under  the  order  of  April  1,  1908,  also  by  reason  of  the  assignment  of  record 
by  the  Metropolitan  Sewing  Machine  Oomimny,  said  comi)any  can  take  no 
action  on  this  application  pending  a  decision  on  appeal.  It  appears,  there- 
fore, that  the  interests  of  Boyer  are  fully  protected,  and  there  Is  no  good 
reason  based  on  this  ground  for  permitting  him  to  have  access  to  the  applica- 
tion. The  order  holding  that  neither  party  be  permitted  to  take  action  in 
the  case  in  which  appeal  is  pending  is  conceded  to  be  just  because  of  the  In- 
jury that  might  result  to  the  other  party  If  the  final  decision  should  be  In  his 
favor.  To  permit  Boyer  under  these  circumstances  to  have  access  to  the  appli- 
cation might  equally  well  cause  irreparable  injury  to  the  Metropolitan  Sewing 
Machine  Company  In  case  it  Is  finally  held  entitled  to  the  application.  The 
request  of  Boyer  for  access  to  this  application  pending  the  determination  of 
the  question  of  title  on  appeal  is  accordingly  denied. 

Appellee  thereupon  filed  in  the  Supreme  Court  of  the  District  of 
Columbia  his  petition  for  a  writ  of  mandamus  commanding  the  Com- 
missioner  to  grant  him  permission  to  inspect  and  obtain  copies  of  the 
Berger  applications.    In  response  to  a  rule  to  show  cause,  appellant, 
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respondent  below,  filed  his  answer.  Appellee,  relator  below,  then 
filed  a  motion  for  judgment.  On  hearing,  the  court  graijted  the 
motion  for  judgment  and  ordered  the  writ  of  mandamus  to  issue  as 
prayed  for.    From  this  judgment,  the  ease  comes  here  on  appeal. 

This  is  clearly  an  instance  of  judicial  interference  with  the  dis- 
cretionary power  of  an  executive  oflScer  of  the  Government.  It  is 
elementary  that  a  court  is  powerless  to  direct  the  action  of  an  execu- 
tive officer  unless  a  positive  legal  right  is  being  invaded  by  the 
officer  where  the  duty  imposed  upon  him  is  clearly  prescribed  and 
enjoined  by  law.  The  duty,  however,  must  be  so  plain  and  positive 
that  the  officer  has  no  discretion  left.    {Merrill  on  Mandamus^  p.  64.) 

The  Commissioner  of  Patents  is  vested  with  full  authority  to  con- 
trol and  regulate  the  course  of  proceedings  in  his  Office.  If,  in  his 
judgment,  action  on  a  pending  application  should  be  suspended  tem- 
porarily for  what  he  deems  a  sufficient  reason,  so  long  as  such  sus- 
pension does  not  interfere  with  a  positive  legal  right,  a  court  will 
not  inquire  into  the  wisdom  of  his  action.  We  recognize  the  well- 
established  principle  that  courts  will  intervene  to  protect  the  citizen 
when  his  constitutional  or  legal  rights  are  being  invaded  by  the  exer- 
cise of  arbitrary  power.  Where  an  officer,  acting  under  assumed 
authority  vested  in  him  by  virtue  of  his  office,  undertakes  in  the  per- 
formance of  his  official  duties,  without  due  process  of  law,  to  deprive 
the  citizen  of  rights  he  has  acquired  by  administrative  or  judicial 
proceedings,  the  courts  will  afford  protection,  either  by  mandamus  or 
injunction.  In  this  case,  no  such  right  has  been  invaded.  The  hear- 
ing of  the  cases  has  simply  been  postponed  for  reasons  clearly  within 
the  discretion  of  the  Commissioner,  and  all  the  rights  of  appellee  are 
protected.  The  appellee  has  not  been  deprived  of  any  legal  right 
conferred  by  law.  The  Commissioner  of  Patents  filed  in  his  Office 
the  assignment  executed  by  virtue  of  the  decree  of  the  Supreme  Court 
of  New  York.  The  decree  not  only  imposed  no  duty  upon  the  Com- 
missioner, but  it  is  not  even  persuasive  as  to  how,  or  when,  or  to  whom 
the  patents  in  this  case  shall  be  issued.  "  The  full  faith  and  credit 
clause  "  of  the  Constitution  has  not  been  violated  by  the  Commis- 
sioner. It  does  not  in  any  way  enter  into  this  case.  It  is,  therefore, 
unnecessary  for  us  to  consider  whether  or  not  that  clause  relates  to 
executive  officers  of  the  Government,  or  is  confined  exclusively  to  the 
courts.  What  the  Supreme  Court  of  New  York  did  was  to  direct 
the  execution  of  an  assignment  of  the  Berger  applications  to  appellee. 
The  Commissioner  has  not  questioned  the  validity  of  the  action  of  the 
court  or  the  assignment.  He  has  merely  suspended  further  action  on 
the  applications  until  the  case  in  New  York,  now  pending  on  appeal, 
is  finally  determined.  This,  in  our  opinion,  was  not  only  a  due  exer- 
cise of  discretion,  but  it  was  prudent  action  cm  the  part  of  the  Com- 
missioner.   Had  he  permitted  appellee  to  prosecute  the  applications 
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to  patent,  or  even  to  examine  the  applications  and  secure  copies  of 
them,  and  the  decree  should  be  afterwards  reversed,  irreparable 
damage  might,  or  almost  certainly  would,  result  to  the  Metropolitan 
Sewing  Machine  Company.  On  the  other  hand,  should  the  decree 
of  the  court  be  affirmed,  there  is  no  law  compelling  the  Commis- 
sioner to  recognize  the  assignment.  It  is  no  part  of  the  duty  of  the 
Commissioner  to  pass  upon  the  validity  or  invalidity  of  assignments 
filed  in  his  Office.  Whether  he  recognizes  th^  assignment  or  not 
will  not  affect  the  legal  status  of  appellee  as  fixed  by  the  decree  of  the 
New  York  court. 

It  is  well  settled  that  it  is  purely  discretionary  with  the  Commis- 
sioner whether  he  shall  issue  the  patent  to  the  assignee  or  the  pat- 
entee. As  said  by  this  court  in  a  case  where  there  were  two  assign- 
ments filed  in  the  Patent  Office : 

Having  determined  that  a  patent  should  issue,  it  is  conceded  he  might  have 
ignored  both  assignments  and  issued  a  patent  in  the  name  of  the  inventor, 
which,  probably,  would  have  been  the  better  course  for  him  to  have  followed. 
(In  re  Peanalh  C.  D.,  1908,  420;  135  O.  G.,  221 ;  81  App.  D.  C,  265.) 

Should  the  decree  be  affirmed  and  the  Commissioner  finally  deter- 
mine that  patents  should  be  issued  upon  the  applications  in  this  case, 
which  yet  remains  to  be  decided,  it  is  discretionary  with  him  whether 
they  shall  be  issued  to  the  inventor  Berger  or  to  the  assignee. 

No  damage  can  occur  to  the  appellee  as  a  result  of  the  exercise  of 
such  discretion  on  the  part  of  the  Commissioner.  Appellee  is  fully 
protected  by  his  assignment.  The  patents  are  equally  valid  whether 
issued  in  the  name  of  the  applicant  or  the  assignee,  and,  when  issued, 
the  title  immediately  vests,  bj'  operation  of  law,  in  the  assignee. 
{Gaylor  v.  Wilder^  10  How.,  477.) 

Upon  no  theory  is  there  a  case  here  presented  for  the  interference 
of  the  courts.  The  extraordinary  writ  of  mandamus  is  not  available 
for  this  purpose. 

The  order  is^  therefore^  reversed  with  costs  and  cause  remanded 
with  directions  to  vacate  such  order^  to  discharge  the  rule  to  show 
cause  and  to  dismiss  the  petition;  and  it  is  so  ordered. 


(Court  of  Appeals  of  the  District  of  ColumMa.] 

Schmidt  v.  Clark. 

Bedded  December  22,  1908. 

138  O.  a.  768;  32  App.  D.  O..  290. 

1.   IlTTEBFEBENCE — EVIDENCE — WEIGHT  AND  SUTFICIENCY. 

The  testimony  of  a  witness  that  he  Icnew  of  the  malting  and  testing  of 
a  device  corresponding  to  a  certain  blue-print  and  that  the  test  was  sue- 
cessful  is  of  no  value  whatever  where  he  did  not  attempt  to  describe  the 
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Invention,  did  not  indicate  tbat  be  had  any  real  knowledge  of  it,  and  did 
not  state  the  facts  upon  which  he  based  his  conclusion  that  the  test  he 
witnessed  was  successful. 

2.  Same — Pbesumption — Failure  to  Call  Witness. 

The  failure  to  call  a  witness  to  whom  the  invoitor  testifies  he  disclosed 
the  invention  or  to  account  for  his  absence  is  a  circumstance  tending  to 
discredit  such  testimony. 

3.  Same— Reduction  to  Practicb — ^Diligence. 

Where  the  evidence  fails  to  show  any.  activity  on  the  part  of  S.  from 
July,  1903,  to  December,  1906.  when  he  filed  his  application,  and  in  the 
meantime  C.  enters  the  field  and  gives  the  public  the  benefit  of  his  discovery 
by  manufacturing  several  hundred  devices  embodying  the  invention,  in 
order  to  prevail  S.  must  prove  his  case  beyond  a  reasonable  doubt.  ( War- 
ner V.  Bmith,  C.  D.,  1808,  517;  84  O.  G.,  311;  13  App.  D.  C.  111.) 

4.  Same — Conception  of  Invention — Reduction  to  Practice — ^Diligence. 

A  would-be  Inventor  frequently  has  a  nebulous  and  g^ieral  idea  of  a 
result  which  he  wishes  to  accomplish  and  possibly  a  general  idea  of  means 
to  accomplish  that  result,  but,  being  unable  to  give  his  ideas  practical 
form,  allows  them  to  slumber.  Upon  learning  that  another  has  success- 
fully worked  out  such  ideas  the  mists  of  uncertainty  are  immediately  dis- 
sipated, vagueness  takes  definite  form,  and  the  would-be  inventor  becomes 
in  his  own  mind  the  actual  inventor  and  acts  accordingly.  The  danger 
and  opportunity  for  fraud  or  mistake  in  such  cases  are  so  great  that  the 
proof  should  be  very  clear  and  very  convincing  to  warrant  an  award  to 
the  dilatory  party. 

Mr.  T.  A.  ConnoUy  and  Mr.  J.  B.  Connolly  for  the  appellant. 
Mr.  C.  D.  Davis  for  the  appellee. 

RoBB,  /.; 

This  is  an  appeal  by  Schmidt,  the  junior  party  to  an  interference 
proceeding,  from  the  decision  of  the  Commissioner  of  Patents,  award- 
ing priority  of  invention  to  Clark,  the  senior  party.  The  issue  is 
stated  in  the  following  counts : 

1.  In  a  pipe-coupling,  an  entering  member  having  an  elastic  tapered  end 
portion  in  combination  with  a  receiving  member  having  a  tapered  socket,  the 
taper  of  the  socket  being  at  a  different  angle  from  the  taper  of  said  end  portion. 

2.  In  a  pipe-coupling,  an  entering  member  having  an  elastic  end  portion,  and 
a  receiving  member  having  a  tapered  socket,  the  socket  contacting  with  the 
end  portion  only  at  the  extremity  of  the  latter. 

The  invention  relates  to  a  pipe-coupling  for  use  in  high-pressure 
mains,  and  its  utility  lies  in  the  fact  that  packing,  heretofore  neces- 
sary, is  dispensed  with.  As  the  counts  of  the  issue  indicate,  this  result 
is  brought  about  by  constructing  the  walls  of  the  receiving  member  or 
socket  slightly  conical  and  the  entering  member  at  the  point  of  contact 
slightly  larger  than  the  smallest  diameter  of  the  socket  or  receiving 
member,  so  that  when  the  parts  are  drawn  together  the  end  of  the 
entering  member  is  compressed  within  the  socket.  The  walls  of  the 
entering  member  are  so  thinned  as  to  be  somewhat  elastic  and,  there- 
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fore,  capable  of  overcoming  any  slight  irregularities  of  workmanship 
or  alinement. 

It  is  apparent  that  the  invention,  while  a  simple  one,  is  one  of  great 
usefulness.  It  is  also  apparent  that  any  one  making  such  an  invention 
would  be  very  likely  to  put  it  into  immediate  use. 

It  is  stipulated  that  Clark  conceived  and  disclosed  the  invention 
prior  to  December,  1904,  and  that  during  that  month  he  made  a  pair 
of  couplings  embodying  the  invention,  which  were  immediately  put 
into  successful  use  in  one  of  the  systems  of  piping  in  the  plant  of 
Armour  &  Company,  at  the  Union  Stock  Yards,  Chicago,  111. ;  that 
this  pair  of  couplings  is  still  in  actual  and  successful  use,  and  that 
about  twenty-five  hundred  pairs  of  such  coupling  have  since  been 
manufactured  and  sold  under  Clark's  direction  and  authority. 

Clark  filed  an  application  for  a  patent  on  September  21,  1905. 

Schmidt's  application  was  not  filed  until  December  14,  1906.  Ac- 
cording to  his  testimony  he  conceived  the  invention  in  London,  Eng- 
land, in  July,  1901,  when  he  claims  to  have  made  a  sketch  which  he 
introduced  in  evidence.  This  sketch  he  brought  with  him  to  this 
country  in  November,  1901.  He  did  not  show  the  sketch  to  any  one, 
but  during  1902— 

described  to  Mark  Dean,  an  employee  of  the  Central  Foundry  Co.  at  Dundalk, 
Baltimore,  Md.,  the  difference  in  taper  between  the  male  and  female  parta 
And  about  March,  1903,  also  sketched  out  for  him  on  a  blue-print  the  male  end 
of  the  pipe  with  the  male  member  reduced  on  the  interior  to  produce  flexibility. 

Schmidt  at  that  time  and  at  the  time  he  gave  his  testimony  was 
vice-president  of  the  Central  Foundry  Co.  Dean  was  not  produced 
as  a  witness ;  neither  did  Schmidt  undertake  to  account  for  the  failure 
to  produce  him.  Schmidt  further  testified  that  pipe-couplings  em- 
bodying the  sketch  which  he  made  in  Dean's  presence  were  con- 
structed in  May,  1903.  He  did  not,  however,  state  where  these  coup- 
lings were  used;  neither  did  he  produce  one.  He  produced  a 
blue-print  which  he  claimed  represented  the  coupling  which  he 
sketched  for  Dean.  But  this  blue-print  was  sent  him  from  the  main 
office  of  the  Central  Foundry  Co.  in  New  York,  and  he  did  not  under- 
take to  explain  its  origin.  He  did  state,  however,  that  couplings 
embodying  the  invention  were  successfully  tested  in  the  month  of 
July,  1903. 

In  support  of  his  testimony  Schmidt  introduced  two  witnesses, 
both  employees  of  the  Central  Foundry  Co.  James  J.  Fitzsimmons, 
one  of  said  witnesses,  was  not  able  to  identify  the  blue-print  upon 
which  Schmidt  traced  the  drawing  for  Dean ;  neither  was  he  able  to 
identify  the  blue-print  last  referred  to  by  Schmidt.  He  did  testify, 
however,  that  in  July,  1903,  he  made  a  number  of  couplings  according 
to  said  blue-print  No.  2.    His  testimony  failed  to  show  that  he  under- 
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stood  the  invention  or  that  the  couplings  made  by  him  embodied  it. 
The  testimony  of  David  Heller,  the  second  witness,  is  absolutely 
valueless.  He  was  shown  blue-print  No.  2  and  asked  whether  he 
could  identify  it,  and  stated  that  he  could.  He  was  next  asked 
whether  he  knew  of  any  pipe  and  fitting  corresponding  to  this  blue- 
print having  been  made  and  tested,  and  he  replied : 

Yes,  in  January  and  February,  1903,  at  the  Baltimore  plant  of  the  Central 
Foundry  Company — 

and  that  the  test  was  successful.  He  did  not  attempt  to  describe  the 
invention ;  did  not  indicate  that  he  had  any  real  knowledge  of  it ;  and 
did  not  state  the  facts  upon  which  he  based  his  conclusion  that  the  test 
he  witnessed  was  successful. 

The  record  being  silent  as  to  whether  or  not  Schmidt  did  anything 
with  his  invention  after  July,  1903,  until  the  filing  of  his  applica- 
tion in  December,  1906,  it  is  a  fair  presumption  that  he  did  not.  At 
that  time  Clark  not  only  had  entered  the  field,  but  had  given  the 
public  the  benefit  of  his  discovery  by  manufacturing  several  hun- 
dred pairs  of  couplings.  Schmidt,  therefore,  in  order  to  prevail 
must  prove  his  case  beyond  a  reasonable  doubt.  (Warner  v.  Smithy 
C.  D.,  1898,  517;  84  O.  G.,  311 ;  13  App.  D.  C,  111.)  We  agree  with 
the  Commissioner  that  he  has  fallen  far  short  of  this  standard  of 
proof.  In  the  first  place  his  testimony  on  the  vital  question  as  to 
whether  he  did  in  fact  disclose  the  invention  to  Dean  and  make  the 
pencil  sketch  in  his  presence  in  March,  1903,  which  pencil  sketch 
constitutes  the  only  real  evidence  that  he  then  had  a  conception  of 
this  invention,  is  uncorroborated,  and  is,  therefore,  not  suflScient  to 
show  conception.  (Sharer  v.  McHenry^  C.  D.,  1902,  603;  96  O.  G., 
685;  19  App.  D.  C,  168;  Petrie  v.  de  Schweinitz,  C.  D.,  1902,  636; 
99  O.  G.,  1387;  19  App.  D.  C,  386.)  His  failure  either  to  call  Dean 
or  give  any  reason  for  not  doing  so  is  a  circumstance  tending  to  dis- 
credit his  testimony.  The  evidence,  therefore,  merely  shows  that 
sometime  in  1903  couplings  were  made  by  the  Central  Foundry  Co., 
which  were  said  to  embody  this  invention.  In  view  of  the  unsatis- 
factory and  conflicting  nature  of  that  testimony  and  of  the  further 
very  significant  and  important  fact  that  nothing  was  done  toward 
putting  the  invention  upon  the  market,  we  think  the  Commissioner 
entirely  justified  in  his  conclusion  that  the  evidence  is  not  sufficiently 
clear  to  show  reduction  to  practice.  It  is  inconceivable  that,  if  this 
invention  was  reduced  to  practice  and  its  utility  demonstrated  in 
1903,  Schmidt,  who  was  in  a  position  to  have  immediately  put  it 
into  use,  should  not  have  done  so. 

A  would-be  inventor  frequently  has  a  nebulous  and  general  idea 
of  a  result  which  he  wishes  to  accomplish  and  possibly  a  general  idea 
of  means  to  accomplish  that  result,  but,  being  unable  to  give  his 
ideas  practical  form,  allows  them  to  slumber.    Upon  learning  that 
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another  has  successfully  worked  out  such  ideas,  the  mists  of  uncer- 
tainty are  immediately  dissipated,  vagueness  takes  definite  form  and 
the  would-be  inventor  becomes,  in  his  own  mind,  the  actual  inventor 
and  acts  accordingly.  The  danger  and  opportunity  for  fraud  or 
mistake  in  such  cases  are  so  great  that  the  proof  should  be  very  clear 
and  very  convincing  to  warrant  an  award  to  the  dilatory  party. 

The  decision  of  the  Commissioner  of  Patents  is  afprmed^  and  the 
clerk  of  the  court  will  certify  this  opinion  and  the  proceedings  in  this 
court  to  the  Commissioner  of  Patents,  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Walter  Baker  &  Company,  Limited,  v.  Harrison. 

Decided  December  22, 1908. 
138  O.  G.,  770;  32  App.  D.  C,  272. 

1.  TRADB-MaBKS — SlHILABITT. 

There  is  conflict  between  a  mark  consisting  of  the  word  *'  Quaker  '*  with 
the  picture  of  a  woman  wearing  a  cap  and  apron  and  carrying  a  tray  with 
a  cup  on  it  and  a  mark  consisting  of  the  picture  of  a  woman  wearing  a  cap 
and  apron  of  the  same  style  and  carrying  a  tray  with  cups  upon  it  which 
may  be  at  once  recognized  as  that  of  a  Quaker  lady. 

2.  Same — Class  or  Goods — Coffee  and  Cocoa. 

According  to  general  Imowledge  and  observation  coffee  and  cocoa  are 
goods  of  the  same  descriptive  properties,  and  so  far  as  tliere  is  any  ques- 
tion of  fact  involved  in  this  point  it  should  not  l>e  decided  on  demurrer, 
but  should  be  left  for  submission  of  proof. 
8.  Same — Same — Same. 

Things  may  be  said  to  possess  the  same  descriptive  properties  when  they 
can  l>e  applied  to  the  same  general  use.  Coffee  and  cocoa  when  used  as 
beverages  are  at  once  associated  as  belonging  to  the  class  of  beverages  in 
general  domestic  use.  They  belong  to  the  class  of  beverages  universally 
used  on  the  table  and  sold  in  prepared  packages  for  that  purpose. 

4.  Same — Same — Registration. 

a  mark  should  be  denied,  not  only  when  used  on  goods  of  the  same  de- 
scriptive properties  as  a  similar  registered  mark,  but  when  used  on  goods 
belonging  to  the  same  general  clasa 

Mr.  H.  A.  Dodge  and  Mr.  W.  L.  Putnam  for  the  appellant. 
Mr.  E,  T,  Fenwick  for  the  appellee. 

Van  Orsdel,  e/./ 

This  case  comes  here  on  appeal  from  a  decision  of  the  Commis- 
sioner of  Patents  affirming  a  decision  of  the  Examiner  of  Interfer- 
ences sustaining  a  demurrer  to  the  opposition  filed  by  appellant  to 
the  allowance  of  a  trade-mark  to  appellee.    It  appears  that  the  ap- 
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pellee  filed  an  application  in  the  Patent  Office  for  the  registration  of 
a  trade-mark  for  coffee.  The  mark  consisted  of  the  word  "  Quaker," 
together  with  the  picture  of  a  woman  wearing  a  cap  and  apron  and 
carrying  a  tray  with  a  cup  on  it.  The  trade-mark,  which  the  ap- 
pellants are  seeking  to  protect  by  the  opposition,  consists  of  the 
picture  of  a  woman  wearing  a  cap  and  apron  and  carrying  a  tray 
with  cups  upon  it.  The  style  of  dress  shown  in  each  mark  is  the 
same,  being  the  style  at  once  recognized  as  that  of  a  Quaker  lady. 

Appellant,  it  appears,  has  used  this  mark  on  various  cocoa  prod- 
ucts for  many  years,  first  registering  it  as  a  trade-mark  in  1883,  and 
registering  it  again  in  July,  1905.  In  the  statement  filed  at  the  time 
of  the  application  for  registration,  the  use  of  the  mark  is  described 
as  follows : 

The  classes  of  merchandise  to  whidi  the  trade-mark  Is  appropriated  are  bev- 
erages, confectionery,  and  foods,  and  the  particular  description  of  goods  com- 
prised In  said  classes  upon  which  said  trade-mark  Is  used  Is  cocoa,  chocolate, 
broma,  and  cocoa  preparations. 

The  registration  of  appellee's  mark  is  opposed  on  the  ground  that, 
because  of  its  similarity  t^  appellant's  mark,  its  use  will  tend  to 
create  confusion  in  trade  and  work  serious  injury  and  damage  to 
appellant,  and  that  the  goods  upon  which  the  mark  is  sought  to  be 
used  by  appellee,  are  of  the  same  descriptive  qualities  and  contain 
the  same  descriptive  properties  as  the  goods  upon  which  the  mark  of 
appellant  is  used. 

The  question  of  the  similarity  of  the  marks  is  not  an  open  one. 
They  are  so  similar  as  to  constitute  substantially  the  same  design, 
and,  if  sought  to  be  used  on  goods  of  the  same  descriptive  properties, 
such  use  would  be  prohibited.  We  think  the  opposition  in  this  case  is 
well  founded,  in  so  far  as  the  use  of  the  marks  being  upon  goods  of 
the  same  descriptive  properties.  This  would  seem  clearly  so  as  a 
matter  of  general  knowledge  and  observation,  and  whatever  question 
of  fact  is  involved  on  this  point  should  have  been  left  open  for  the 
submission  of  proof.  The  products  of  the  cocoa-bean  and  the  prod- 
ucts of  the  coffee-bean  are  applied  to  the  same  general  use.  Things 
may  be  said  to  possess  the  same  descriptive  properties  when  they  can 
be  applied  to  the  same  general  use.  Coffee  and  cocoa,  when  used  as 
beverages,  are  at  once  associated  as  belonging  to  the  class  of  bever- 
ages in  general  d<Hnestic  use.  They  belong  to  the  class  of  beverages 
universally  used  on  the  table  and  sold  in  prepared  packages  for  that 
purpose.  Should  the  same  mark  be  granted  to  different  persons  for 
use  on  coffee  and  oocoa,  respectively,  the  natural  and  certain  result 
would  be,  that  ihe  one  wishing  to  profit  by  the  use  of  the  same  mark 
would  adopt  the  style  of  package  used  by  the  other,  and,  by  such  un- 
authorized  imitation,  cause  confusion  in  the  mind  of  the  purchasing, 
consuming  public  as  to  the  quality  of  the  goods  so  marked.    The 
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intent  of  the  statute  is  to  protect  the  rightful  owners  of  trade-marks 
in  their  valuable  property  rights,  and  it  seems  to  tax  the  courts  to 
the  utmost  to  protect  those  rights  against  the  ingenuity  of  counsel 
and  the  designs  of  sharp  competitors.  A  mark  should  be  denied,  not 
only  when  used  upon  goods  of  the  same  descriptive  properties  as  a 
similar  registered  mark,  but  when  used  on  goods  belonging  to  the 
same  general  class. 

In  the  early  case  of  Collins  <&  Co.  v.  Oliver  Ames  ds  Sons^  (18  Fed., 
561,)  decided  by  Mr.  Justice  Blatchford,  it  appeared  that  Collins  & 
Co.  were  manufacturers  of  axes,  hatchets,  and  other  edged  tools;  and 
their  products  had  high  reputation,  not  only  in  this  country,  but  in 
other  countries,  notably  Australia.  Oliver  Ames  &  Sons  were  manu- 
facturers of  shovels,  and  wishing  to  build  up  a  trade  in  Australia, 
marked  their  shovels  "Collins  &  Co."  Applying  the  law  to  this 
state  of  facts,  the  learned  justice  said: 

It  appears  tliat  the  axes  and  other  articles  made  by  the  plaintiff,  and  which 
before  that  time  were  known  and  used  in  Australia,  were  stamped  **  Ck>Ulns  & 
Co."  Therefore,  although  the  shovels  made  by  Ames  &  Sons  under  this  order 
and  subsequently,  and  stamped  **  Ck>llln8  &  Co.,'*  and  sent  to  Australia  and  else- 
where, may  intrinsically  have  been  of  high  quality,  yet  the  only  object  of  the 
defendant  in  putting  the  stamp  *'  Ck>llin8  &  Co."  upon  them  must  have  been  to 
avail  himself  of  the  credit  and  reputation  and  marliet  which  the  plaintiff  had 
established  for  the  articles  it  made  and  sold  with  the  stamp  "  Collins  &  Co." 
upon  them.  There  was  no  other  purpose  in  this.  Clearly,  those  who  purchased 
shovels  made  by  Ames  &  Sons  and  stamped  "  Collins  &  Co."  would  believe  that 
such  shovels  were  made  by  the  plaintiff,  for  there  was  no  other  Collins  &  Co. 
than  the  plaintiff.  This  was  an  unlawful  appropriation  of  the  plaintiff*s  trade- 
mark. It  is  true  that  the  plaintiff  up  to  that  time  had  made  no  shovels.  It  is 
also  true  that  Ames  &  Sons  and  the  defendant  have  built  up  a  business  in 
shovels  stamped  "Collins  &  Co."  But  the  plaintiff  had  a  right  to  make 
shovels,  and  it  had  made  kindred  articles  of  metal,  and  its  good  name  and 
reputation  in  its  business  were  wholly  connected  with  the  use,  in  its  trade,  of 
the  mark  "  Collins  &  Co." 

The  decision,  we  conceive,  would  have  been  the  same  had  Ames  & 
Sons  attempted  to  use  the  mark  on  any  other  implement  belonging  to 
the  general  class  of  tools  manufactured  for  and  dealt  in  as  a  part  of 
the  hardware  business.  In  the  case  of  Church  ds  Dwight  Co.  v.  Rvss 
(C.  D.,  1900,  260;  91  O.  G.,  228;  99  Fed.,  276)  the  plaintiff  was  a 
manufacturer  of  saleratus  who  had  adopted  a  certain  trade-mark. 
This  mark  was  imitated  by  defendant  on  baking-powder.  The  Court 
said: 

Soda  and  baking-powder  are  used  for  the  purpose  of  leavening  or  lightening 
dough  in  the  manufacture  of  bread  and  cakes,  as  well  as  for  other  domestic 
uses.  They  are  generally  handled  by  the  same  class  of  dealers  and  are  par- 
chased  by  the  same  class  of  customers.  Either  is  indifferently  used,  as  may  be 
most  conveni^t,  to  accomplish  the  same  object.  To  the  extent  that  baking- 
powder  is  used  to  that  extent  it  will  necessarily  displace  the  use  of  soda  for 
baking  purposes.    They  belong  to  the  same  class  of  goods,  coming  in  direct 
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competition  with  each  other  in  sale  and  use  for  the  same  purpose.  The  public 
will  readily  suppose  that  the  baking-powder  bearing  the  complainants  trade- 
marli  was  either  manufactured  by  it  or  by  some  one  having  its  authority  and 
consent  and  that  it  vouched  for  the  superiority  and  high  character  of  the  goods 
bearing  such  trade-mark.  Goods  are  in  the  same  class  whenever  the  use  of  a 
given  trade-mark  or  symbol  on  both  would  enable  an  unscrupulous  dealer 
readily  to  palm  off  on  the  unsuspecting  purchaser  the  goods  of  the  infringer  as 
the  goods  made  by  the  owner  of  the  trade-mark  or  with  his  authority  and 
consent. 

This  case  is  directly  in  point. 

Coffee  and  cocoa  are  used  to  a  large  extent  for  the  same  purposes. 
In  the  language  of  the  case  just  cited — 

They  are  generally  handled  by  the  same  class  of  dealers  and  are  purchased 
by  the  same  class  of  customers. 

Any  one  seeing  on  a  package  of  appellee's  coffee  the  mark  used  so 
long  and  so  extensively  by  appellant,  would  naturally  draw  the  infer- 
ence, as  was  done  in  the  case  just  quoted,  that  coffee — 

bearing  the  complainant's  (appellant's)  trade-mark  was  either  manufactured 
by  it,  or  by  some  one  having  Its  authority  and  consent,  and  that  It  vouched  for 
the  superiority  and  high  character  of  the  goods  bearing  such  trade-mark. 

It  is  not  a  debatable  question  that  coffee  and  cocoa  both  belong  to 
the  same  class  of  goods  that  may  be  described  generally  as  household 
beverages.  The  injury  which  appellant  would  sustain  by  granting 
registration  to  appellee  consists  chiefly  in  the  possibility  of  appellee's 
using  the  mark  on  an  inferior  quality  of  coffee,  and  thereby,  by  asso- 
ciation in  the  mind  of  the  public,  injure  the  standing  of  appellant's 
goods.    The  public  are  entitled  to  protection  against  such  a  result. 

The  court  in  this  case,  as  in  many  trade-mark  cases  upon  which 
we  are  called  to  pass,  is  forced  to  the  conclusion  that  appellee  has 
some  sinister  motive  in  seeking  to  register  this  mark.  If  not,  it  is 
strange  that  out  of  all  the  hundreds  of  thousands  of  designs  that  are 
available  for  his  use  as  a  trade-mark  on  his  goods,  he  accidentally 
should  have  selected  the  same  mark  that  appellant  has  used  so  long 
and  so  extensively  on  a  line  of  the  same  general  class  of  goods.  We 
are  not  the  first  to  draw  this  inference.  In  a  very  early  decision, 
{Carroll  v.  ErtheUer^  1  Fed.,  688,)  where  it  was  held  that  "Lone 
Jack,"  a  trade-mark  for  smoking-tobacco,  could  not  be  used  by 
defendant  on  cigarettes,  the  Court,  speaking  of  the  motive  that  per- 
meated such  an  attempt,  said : 

If  the  public  and  the  trade  ♦  ♦  ♦  do  not  suppose  the  defendant's  cigar- 
ettes to  be  made  of  the  plaintiff's  tobacco,  and  the  defendant  so  understands, 
why  does  he  adopt  the  designation  by  which  this  tobacco  is  familiarly  known 
and  persist  in  using  it? 

We  are  forced  to  the  same  inquiry  in  this  case. 
The  decision  of  the  Commissioner  is  reversed^  and  the  clerk  is 
directed  to  certify  these  proceedings  as  by  law  required. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Mabk  V.  Greenawalt. 

Decided  December  22,  1908. 

138  O.  G.,  965;  32  App.  D.  C,  258. 

1.  INTEBFEBENGE — EVIDENCE — ^TESTS. 

G.  built  a  furnace  and  made  certain  tests  tbereof  to  show  that  the 
furnace  described  in  M/s  application  was  inoperative.  M.  was  not  pres- 
ent or  represented  at  the  tests,  and  the  furnace  was  dismantled  before 
he  had  an  opportunity  to  Inspect  it.  While  this  did  not  render  the  testi- 
mony incompetent,  it  is  of  great  importance  in  determining  the  weight  to 
be  given  to  the  evidence  relating  to  the  testa. 

2.  Same — Same — Same. 

A  party  deeply  interested  In  showing  that  his  rival's  device  will  not 
operate  or  accomplish  the  object  claimed  for  it  who  secretly  tests  the  same 
with  the  aid  of  an  expert  who  had  previously  testified  to  the  opinion  that 
it  would  not  operate  must  necessarily  rest  under  the  burden  of  showing* 
with  great  certainty,  that  they  conformed  strictly  with  all  the  require- 
ments of  the  description  and  in  good  faith  and  with  great  care  took  all 
the  steps  necessary  and  Important  to  obtain  fair  and  accurate  results. 

Mr.  C.  D.  Davis  and  Mr.  C.  G.  Bulkley  for  the  appellant 
Mr.  J.  M.  Spear  and  Mr.  Ellis  Spear  for  the  appellee. 

Shepard,  C,  J,: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  case,  having  the  following  issue: 

1.  In  a  furnace,  the  combination  of  a  porous  hearth  supporting  the  material 
to  be  treated,  and  means  for  passing  the  air  or  gases  through  the  porous 
hearth  to  the  material. 

2.  In  a  reverberatory  furnace,  the  combination  of  porous  material  for  sup- 
porting the  material  to  be  treated,  an  air  chamber  or  passage  underneath 
said  porous  material,  and  means  for  Introducing  air  or  other  gases  to  said 
chamber  or  passage. 

Mark's  application,  filed  November  8,  1897,  claimed  an  improve- 
ment in  reverberatory  furnaces  for  melting  and  purifying  metal 
through  a  porous  hearth.  Greenawalt's  application  filed  December 
27,  1901,  claimed  an  improvement  in  reverberatory  furnaces,  for 
roasting  ores,  with  a  like  introduction  of  air  through  a  porous 
hearth.  An  earlier  interference  than  this  was  declared  between  the 
two  applications  with  a  narrow  issue  relating  particularly  to  a  fur- 
nace for  roasting  ores  as  described  by  Greenawalt.  Questions  were 
raised  as  to  the  operativeness  of  Mark's  furnace  for  the  purpose  de- 
scribed by  him,  and  as  to  his  right  to  make  the  narrow  claims  of  the 
issue.  When  the  case  reached  the  Commissioner  he  dissolved  the 
interference  on  the  ground  that  Mark's  furnace  was  inoperative  as 
a  melting-furnace  for  metals,  and  remanded  the  application  for  a 
further  consideration  of  the  question  of  operativeness.    Affidavits  of 
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experts  were  filed  by  Mark  which  were  satisfactory  to  the.  Primary 
Examiner  in  respect  of  operativeness;  but  he  expressed  the  opinion 
that  Mark  had  no  right  to  make  the  narrow  claims  of  the  issue. 

The  difficulty  of  the  situation  was  this:  The  essential  feature  of 
the  invention  clfiimed  by  each  was  the  arrangement  of  a  reverbera- 
tory  furnace  with  a  porous  hearth  and  the  means  of  forcing  air  or 
gases  containing  oxygen  through  the  interstices  of  the  porous  hearth 
to  assist  in  the  roasting  or  melting  process  to  be  carried  on  in  the 
melting-chamber  of  the  furnace.  Greenawalt^s  expressed  object  was 
to  roast  ore,  particularly  that  containing  precious  metals,  prepara- 
tory to  the  extraction  of  such  metals  by  a  further  process:  the  air 
being  introduced  during  the  melting  process  to  oxidise  certain  com- 
bustible elements  of  the  ores.  Mark's  expressed  object  was  to  melt 
metal,  particularly  pig-iron,  as  commonly  done  in  reverberatory 
furnaces ;  and  the  introduction  of  air  through  the  porous  hearth  wai 
to  aid  in  the  melting  and  purification  of  the  metal  treated. 

The  invention  lay  in  the  forcing  of  the  air  through  a  porous 
hearth,  which  is  common  to  both  applicants,  and  not  in  the  different, 
though  related,  uses  intended.  Consequently,  a  patent  could  not 
properly  be  issued  to  each  for  the  same  furnace,  with  a  limitation 
to  a  different  practical  use. 

Mark  met  the  situation  presented  by  the  Examiner's  ruling,  by 
inserting  the  broader  claims  of  the  present  issue,  which  Oreenawalt 
also  adopted,  and  then  the  present  interference  was  declared. 

It  was  found  by  all  of  the  tribunals  of  the  Office,  and  is  beyond 
doubt,  that  Mark  was  the  first  to  conceive  the  invention.  The  ques- 
tion then  was,  as  stated  by  the  Examiner  of  Interferences : 

Mark  being  the  first  to  conceive  and  the  first  to  file  his  application,  the 
decision  in  this  case  depends  on  whether  that  application  discloses  an  opera- 
tive device,  and  Marie  is  entitled  to  it  as  a  constructive  reduction  to  practice. 

Oreenawalt  was  charged  with  the  burden  of  showing  that  Mark's 
furnace  was  inoperative,  and  the  case  turns  upon  the  evidence  offered 
by  him  showing  practical  tests  of  the  same  in  Denver  on  February 
3,  5  and  8,  of  1906,  respectively.  The  tribunals  of  the  Office,  in  turn, 
held  that  this  evidence  established  the  fact  of  inoperativeness,  and 
was  not  overcome  by  the  evidence  on  behalf  of  Mark,  who  has  never 
built  or  operated  a  furnace  after  his  design,  because,  as  claimed,  of 
the  want  of  means  and  opportunity  so  to  do. 

The  evidence  offered  by  Oreenawalt,  taken  a  few  days  after  the 
tests,  tended  to  show  that  he  built  at  his  works  in  Denver  a  furnace 
with  a  porous  hearth  and  provided  it  with  the  means  of  supplying 
air  thereto,  as  described  by  Mark,  and  furnished  with  appliances 
for  measuring  the  amount  of  air  supplied.  Drawings  of  the  furnace 
were  eidiibited. 
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The  tests  were  made  by  Greenawalt  and  his  brother,  with  the  active 
assistance  of  two  experts,  who  were  provided  with  a  modem  pyrom- 
eter for  testing  the  temperature  of  the  furnace  from  time  to  time. 
The  first  test  made  was  to  ascertain  if  the  air  introduced  through 
the  porous  hearth  would  combine  with  the  combustible  gases  coming 
from  the  fire-box  and  increase  the  temperature  of  the  melting-chamber 
of  the  furnace,  with  no  metal  therein.  The  second  was  to  determine 
the  effect  of  passing  the  air-current  through  the  hearth  with  pigs 
of  metal  lying  thereon.  The  third  was  to  determine  the  eflfect  of 
passing  air  through  the  hearth  while  covered  with  molten  metal. 
The  testimony  then  tended  to  show:  (1)  that  the  temperature  was 
not  increased  as  the  result  of  the  first  test;  (2)  that  the  air  so  ap- 
plied was  of  no  assistance  in  melting  the  iron;  and  (3)  that  in  at- 
tempting to  introduce  the  air  through  the  molten  metal,  the  pressure 
at  once  rose  and  disrupted  the  hearth.  Mark  objected  to  the  com- 
petency of  this  evidence,  on  the  ground  that  the  experiment  was 
made  without  notice  to  him  or  opportunity  for  him  to  be  present  and 
observe  the  same. 

He  also  attacked  its  weight  on  the  ground  that  the  experiment 
was  privately  carried  on  by  the  interested  party  with  experts  on  his 
behalf,  and  that  the  furnace  had  been  dismantled  or  broken  up  im- 
mediately afterwards. 

He  also  introduced  several  expert  witnesses  who  analyzed  the 
evidence  describing  the  experiments  and  undertook  to  show  that  the 
furnace  was  not  erected  in  accordance  with  the  description  of  Mark, 
was  not  a  properly-constructed  reverberatory  furnace,  and  that  the 
temperature  readings  were  not  properly  taken,  and  particularly  that 
in  the  third  test,  the  air  was  not  properly  introduced. 

There  can  be  no  doubt  that  the  fairest  way  to  make  these  tests 
would  have  been  to  notify  Mark  and  give  him  the  opportunity  to 
witness  the  same;  or,  at  least,  to  leave  the  furnace  intact,  and  give 
him  and  his  assistants  the  opportunity  to  make  other  tests  in  their 
presence  and  that  of  their  experts,  together  with  the  presence  of  other 
disinterested  experts  if  such  could  be  reasonably  procured.  By  pur- 
suing either  course  all  possible  doubt  might  have  been  easily  removed. 
We  are  not, prepared  to  say,  however,  that  the  testimony  was  incom- 
petent for  the  reasons  given.  But,  at  the  same  time,  the  one-sided 
nature  of  the  tests,  and  the  subsequent  dismantling  or  partial  dis- 
mantling of  the  furnace,  ought  to  have  great  importance  in  respect  of 
the  weight  to  be  given  to  the  evidence  relating  to  the  tests. 

A  party  deeply  interested  in  showing  that  his  rival's  device  will  not 
operate  or  accomplish  the  object  claimed  for  it,  who  secretly  tests  the 
same  with  the  aid  of  an  expert  who  had  previously  testified  to 
the  opinion  that  it  would  not  operate,  must  necessarily  rest  under 
the  burden  of  showing,  with  great  certainty,  that  they  conformed 
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strictly  with  all  the  requirements  of  the  description,  and  in  good  faith 
and  with  great  care  took  all  the  steps  necessary  and  important  to 
obtain  fair  and  accurate  results. 

After  careful  examination  of  the  voluminous  testimony  relating  to 
the  tests,  we  are  of  the  opinion  that  the  tribimals  of  the  Office  did  not 
give  sufficient  weight  to  these  considerations. 

It  is  readily  seen  that  Mark's  application  is  rather  indefinite  in  its 
description,  but  it  is  to  be  remembered  that  while  one  is  required  to 
point  out  and  distinctly  claim  the  part,  improvement,  or  combination 
which  he  claims  as  his  invention  or  discovery,  his  specifications  are 
not  addressed  to  the  public  generally  but  to  those  skilled  in  the  art. 
In  the  language  of  Mr.  Justice  Bradley: 

He  may  be^  at  the  point  where  his  invention  begins,  and  describe  what  he 
has  made  that  is  new»  and  what  it  replaces  of  the  old.  That  which  is  conmion 
and  well  known  Is  as  If  it  were  written  out  in  the  patent  and  delineated  in  the 
drawings.  Webster  Loom  Co,  v.  Higgins  (C.  D.,  1882,  285;  21  O.  G..  2031;  105 
U.  S.,  580,  586.)  Carnegie  Steel  Co,  v.  Camhria  Iron  Co.  (C.  D.,  1902,  592;  99 
O.  G.,  1866;  185  U.  S.,  403,  437.) 

Mark  distinctly  pointed  out  the  invention  which  he  claimed  which 
was  arranging  in  a  reverberatory  furnace  a  hearth  permeable  to  air 
but  impermeable  to  the  metal  melted  thereon,  and  providing  means 
for  the  introduction  of  air  thereunder  and  forcing  the  same  through 
the  hearth  and  into  the  metal  thereon.    "  In  this  way,"  he  said — 

the  air  can  bum  out  the  combustible  portion  of  the  metal  and  so  materially  aid 
the  melting  action,  without  removing  from  such  action  any  of  the  advantages 
incident  to  its  performance  in  a  reverberatory  furnace. 

It  was  unnecessary  to  describe  the  reverberatory  furnace  which  had 
been  long  in  common  use.  This  furnace  has  a  fire-box  and  adjacent 
thereto  what  is  called  the  melting-chamber,  separated  at  the  bottom 
by  a  bridge-wall  over  which  the  heat  and  fuel-gases  pass  from  the 
fire-box  into  the  melting-chamber.  The  hearth  was  ordinarily  con- 
structed of  silica  sand  on  which  the  metal  to  be  melted  was  placed. 
It  was  customary  to  heat  the  furnace  before  introducing  the  metal  so 
that  the  sand  would  be  baked  into  a  thin  crust  on  the  surface,  and 
hold  the  metal  without  breaking  up.  Naturally  the  flame  and  heat 
will  flow  from  the  fire-box  to  and  along  the  arch  or  top  of  the  melting- 
chamber  towards  the  chimney-flue,  unless  deflected  and  made  to  turn 
down  upon  the  hearth.  The  reverberatory  furnace  used  in  making 
malleable-iron  castings  gets  its  name  from  the  fact  that  it  is  so  con- 
structed as  to  cause  the  heat  to  reverberate  down  upon  the  hearth  and 
as  near  the  fire-bridge  wall  as  possible.  The  object  in  firing  seems 
to  be  to  gasify  a  large  part  of  the  fuel  in  the  fire-box  and  turn  as 
much  as  possible  of  the  unconsumed  gases  and  the  hottest  part  of  the 
flames  into  the  melting-chamber.  Part  of  that  construction,  com- 
monly adopted  at  the  time  of  Mark's  application,  consisted  of  a  pro- 
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jection  from  the  arch  or  roof  of  the  furnace,  directly,  or  almost  di- 
rectly above  the  fire-bridge  wall  for  the  purpose  of  assisting  in  de- 
flecting the  heat  current  and  combustible  gases  downward  towards 
the  hearth.  It  was  also  a  general  if  not  universal  practice  in  furnaces 
of  good  size  to  force  quantities  of  cold  air  into  the  melting-chamber 
through  what  are  known  as  twyers  inserted  in  the  top  or  roof  directly, 
or  nearly  so,  over  the  fire-bridge  wall.  This  air-current  is  so  directed 
as  to  aid  in  the  deflection  of  the  heat  downward.  It  also  effects  the 
combination  of  the  fuel-gases  which  pass  out  of  the  fire-box,  and 
thereby  increases  the  heat  in  the  melting-chamber.  No  invariable 
rule  can  be  laid  down  as  to  the  quantity  of  this  air  which,  if  in  excess 
of  the  amoimt  necessary  to  effect  the  combustion  of  all  the  fuel-gases, 
would  have  a  detrimental  effect.  Therefore  the  pressure  and  conse- 
quent volume  of  air  must  be  regulated  by  the  judgment  of  the  opera- 
tor of  the  furnace  who  must  take  into  consideration  all  of  the  condi- 
tions attending  the  operation  from  beginning  to  end. 

The  same  conditions  apply  in  the  process  of  Mark  for  introducing 
air  through  the  hearth,  the  effect  of  which  according  to  his  idea  is, 
first,  to  increase  the  heat  at  the  hearth  by  operation  upon  the  im- 
consumed  gases  deflected  thereon,  and,  second,  to  purify  the  molten 
iom  by  burning  out  its  impurities. 

This  brings  us  to  the  consideration  of  the  evidence  relating  to 
the  tests  which  are  claimed  as  demonstrating  the  inoperativeness 
of  Mark's  invention. 

It  would  prolong  this  opinion  to  an. intolerable  length  were  we  to 
undertake  to  review,  in  detail,  the  evidence  offered  in  support  of  the 
sufficiency  of  the  tests  to  demonstrate  the  inoperativeness  of  Mali's 
apparatus  and  process,  or  the  evidence  of  Mark's  experts,  in  whose 
opinions  the  tests  weire  not  properly  and  satisfactorily  made.  We 
shall,  therefore,  confine  ourselves  to  a  statement  of  the  chief  reasons 
why,  in  our  opinion,  the  evidence  of  the  test  falls  short  of  the  cer- 
tainty of  proof  heretofore  mentioned  as  necessary  under  all  the 
circumstances. 

1.  The  reverberatory  furnace  in  most  general  use  in  making 
malleable-iron  castings  has  a  melting-chamber  from  eighteen  to 
twenty  feet  in  length.  The  fire-bridge  walls  in  such  furnaces  ap- 
parently vary  in  width  from  twenty-seven  inches  to  more,  and  the 
size  of  the  fire-box  is  in  reasonable  proportion  to  the  size  of  the  melt- 
ing-chamber. The  shape  of  the  top  of  the  melting-chamber  varies 
according  to  the  ideas  of  different  manufacturers,  but  the  object  is 
to  obtain  a  construction  that  will  cause  the  deflection  and  reverber- 
ation of  heat.  In  many  constructions  this  is  accomplished  in  part, 
as  before  stated,  by  arranging  a  projection  frcnn  the  roof  of  the  fur- 
nace over  the  fire-bridge  wall  that  will  tend  to  give  an  abrupt  down- 
ward deflection  of  the  flames  and  fuel^gases,   This  projection  is  indi- 
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cated  in  Mark's  drawing.    In  all  large  furnaces,  at  least,  it  is  cus- 
tomary to  provide  twyers  that  have  been  before  described. 

The  demonstration  furnace,  built  shortly  before  the  test  of  Greena- 
walt's  works  in  Denver  and  apparently  for  the  purpose  of  this  test, 
was  quite  a  small  one.  The  fire-box  may  have  been  unduly  large,  or 
the  fire-bridge  wall  of  twenty-four  inches  may  have  been  too  wide; 
but  we  need  not  consume  time  with  the  criticism  of  their  size,  etc. 
The  melting-chamber  was  three  feet,  nine  inches  long  and  was  curved 
from  the  outer  edge  of  the  fire-box  to  the  chimney-flue.  There  was  no 
projection  from  the  curved  surface  over  the  fire-bridge  wall  or  any- 
where else.  There  were  no  twyers  and  the  curved  construction  was 
alone  relied  upon  for  the  deflection  of  the  heat.  The  experts  on 
behalf  of  Greenawalt,  testified  that  this  construction  was  more  effi- 
cient than  that  indicated  in  Mark's  drawing,  and  that  in  so  small 
furnace  twyers  were  not  necessary.  We  will  pass  by  the  probable 
effect  of  twyers  in  such  a  furnace.  On  the  other  hand,  Mark's  lead- 
ing expert  testified  that  the  furnace  curve  tended  to  deflect  the  heat 
towards  the  end  of  the  furnace  near  the  chimney-flue,  and  not 
towards  the  hearth  at  and  near  the  fire-bridge  wall  where  most  im- 
portant. It  seems  quite  clear  that  the  heat  should  have  been  deflected 
upon  the  hearth  at  the  nearest  point  to  the  fire-bridge  wall  to  insure 
as  far  as  possible  uniformity  of  heat  along  the  entire  surface  of  • 
the  hearth.  Without  undertaking  to  determine  that  the  one  con- 
struction would  be  as  effective  as  the  other  in  the  small  furnace,  we 
are  not  satisfied  that  such  is  the  case.  Whatever  the  opinion  of 
Greenawalt,  we  think  it  was  incumbent  upon  him  to  use  a  furnace 
conforming  strictly  to  Mark's  description,  or  else  to  show  with  cer- 
tainty that  the  deflection  in  the  test  furnace  would  be  fully  as  effective 
as  the  other. 

2.  In  view  of  what  has  been  said  in  regard  to  the  construction  of 
the  furnace,  the  first  of  the  tests  may  be  briefly  disposed  of.  If,  as 
contended  by  Mark's  expert,  the  construction  of  the  test  furnace 
was  such  as  to  cause  the  greatest  heat  and  the  current  of  unconsumed 
gases  to  follow  the  top  line  of  the  arch,  and  to  be  deflected  to  the 
hearth  at  or  near  the  flue  end,  then  it  would  seem  natural  that  the 
introduction  of  cold  air  through  the  hearth,  that  would  not  come 
into  immediate  contact  with  the  fuel-gases,  would  lower  the  tem- 
perature especially  in  the  neighborhood  of  the  fire-bridge  wall.  As 
before  said  we  are  not  satisfied  by  the  evidence  that  the  curved  con- 
struction would  not  have  the  effect  attributed  to  it  by  Mark's  expert 
witness. 

8.  The  same  considerations  apply  in  the  second  test  where  the  air 
was  introduced  through  the  hearth  while  the  charge  of  1,100  pounds 
of  pig-iron  was  being  heated  and  melted.  The  amount  of  air  intro- 
duced into  the  melting-chamber  through  the  twyers,  as  we  have  be- 
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fore  remarked,  is  a  matter  of  discretion  to  be  determined  by  the 
operator  under  the  conditions  presented  from  time  to  time;  and 
the  same  must  be  true  as  regards  the  introduction  of  the  air  through 
the  hearth  of  the  furnace.  CJonsidering  the  conditions  of  heat  at  the 
time  of  this  second  test  it  seems  highly  probable  that  an  excessive 
amount  of  air  was  forced  in  through  the  hearth.  The  experts  who 
made  the  tests  immediately  prepared  a  statement  of  their  actions  and 
observations,  which  they  compared  with  their  notes  taken  throughout 
the  different  processes.  Mark's  experts  have  vigorously  attacked 
the  accuracy  of  the  heat  records  disclosed  in  the  statement.  We 
deem  it  unimportant,  however,  to  consider  them,  save  in  one  respect. 

It  is  agreed  by  all  the  experts  that  average  pig-iron  will  ordi- 
narily melt  at  a  temperature  of  2,000^,  F.,  though  it  is  customary  to 
secure  certainty  and  quicker  results  to  get  a  heat  averaging,  say, 
2,500  F.  It  appears  from  the  statement  that  the  empty  furnace 
was  heated  for  four  hours  without  introducing  air.  At  2.48  p.  m. 
the  pyrometer  readings  were  registered  as  follows :  hearth  2,723,  F. ; 
arch  2,728,  F.;  bridge,  2,732,  F.  Within  twenty  minutes  a  charge 
of  1,118  pounds  of  pig-iron  was  introduced.  With  the  heat  recorded 
the  melting  of  this  small  amount  of  iron  ought  to  have  commenced 
and  been  completed  with  great  rapidity;  apparently  within  a  half- 
hour  or  very  little  more.  At  3.25  p.  m.,  twenty-four  minutes  after 
the  charging  was  completed,  2.30  cubic  feet  of  air  per  square  foot 
of  hearth  area  was  forced  in  under  a  water-pressure  indication  of 
seventeen  inches.  This  was  about  all  that  the  hearth  would  resist, 
for  within  twenty  minutes  a  blow-hole  action  was  observed.  Now  if 
an  excessive  amount  of  air  was  introduced  it  would  have  a  detri- 
mental action  upon  the  heat  as  heretofore  observed.  And  it  seems 
that  it  would  have  been  reasonable  to  introduce  the  air  in  small 
quantities  at  first,  and  after  observing  its  effect  to  gradually  increase 
it.  Be  that  as  it  may,  at  3.50  p.  m.,  (forty-five  minutes  after  the  iron 
was  charged  and  the  air  turned  on)  the  following  reading  was  taken : 
hearth  2,075  F.;  arch  2,775  F.;  bridge  3,200  F.  At  4.45  p.  m.,  the 
reading  was:  hearth  2,003  F. ;  arch  2,775  F. ;  bridge  3,047  F.  Now  it 
is  further  stated  that  some  of  the  iron  in  the  upper  layer  began  to 
*  melt  and  run  down  upon  the  lower  layer,  where  it  was  chilled  to 
solidification.  Pieces  of  this  iron  broken  from  the  pigs  with  which 
it  had  come  in  contact  were  exhibited. 

Without  intending  to  impugn  the  veracity  of  the  persons  conduct- 
ing the  tests,  we  are  constrained  to  say  that  we  are  not  satisfied  with 
the  accuracy  of  the  pjrrometer  readings,  an  error  in  which  might 
have  been  due  to  the  construction  of  the  pyrometer,  or  to  the  ap- 
parent difficulties  attending  the  accurate  ascertainment  of  the  posi- 
tion of  the  indicator,  which  the  evidence  tends  to  show.  Aside  from 
the  character  of  the  readings  first  given,  we  cannot  escape  the. con- 
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elusion  that  there  wns  some  mistake,  because  of  the  stat^ent  as 
to  the  melting.  As  the  heat  over  the  upper  layer  was  far  above  the 
melting-point  of  all  iron,  the  melting  of  that  layer  should  have  be^a 
very  rapid.  As  the  molten  metal  ran  down  upon  ^e  pigs^  it  ought 
to  have  increased  their  heat  and  assisted  their  melting.  And  if  the 
heat  at  the  hearth  was  in  fact  2,075,  F.,  and  then  as  low  even  as 
2,003,  F.,  it  was  still  above  the  melting  heat  Coming  down  with 
exoeesive  heat  in  it,  we  are  unable  to  understand  why  this  metal 
should  have  solidified  at  a  temperature  when  still  about  the  melting- 
point. 

Grant  that  the  metal  may  have  been  of  a  character  that  required 
more  than  2,000,  F.,  to  melt  it,  it  seems  reasonable  that  when  melted 
it  would  have  remained  in  that  state  at  the  lesser  temperature. 
Moreover,  the  iron  at  the  bottom  was  not  cold  iron,  but  must  have 
been  near  tiie  melting-point  at  least,  hence  its  chilling  effect  ought 
to  have  been  more  than  counteracted  by  the  excessive  heat  of  the 
molten  metal  flowing  upon  it. 

4.  We  come  now  to  the  third  and  last  test  in  which  the  air  was 
forced  through  the  hearth  when  it  was  covered  with  sevwal  indies 
of  molten  metal. 

It  is  evident  that  the  demonstrators  forced  the  air  with  extraordi- 
nary pressure  so  that  it  disrupted  the  hearth  and  blew  parts  of  its 
cont^its  through  and  to  the  top  of  the  molten  bath.  On  this  occa- 
sion the  furnace  was  first  heated  for  four  hours  without  introducing 
air  through  the  hearth.  At  1.26  p.  m.,  the  pyrometer  read :  hearth 
2,542  F. ;  arch  2,732  F. ;  bridge  2,804  F.  Without  considering 
whether  the  heat  at  the  bridge  was  out  of  due  proportion  owing 
either  to  imperfect  firing,  or  the  construction  of  the  furnace,  it  is 
to  be  observed  that  there  is  a  difference  between  the  heat  in  this  aftd 
the  preceding  two  at  a  similar  period  of  the  operation  in  that  thMe 
was  in  excess  of  190  F.  at  the  ardi  over  that  registered  at  the  hearth, 
there  having  been  no  introduction  of  cold  air  either  at  the  top  or 
through  the  hearth  of  the ,  melting-chamber.  The  charging  with 
1,118  pounds  of  pig-iron  was  finished  at  1.30  p.  m.  It  began  to 
melt  at  2.46  p.  m»  and  the  melted  iron  dropped  on  the  hearUi  and 
remained  molten.    The  statement  then  reads  as  follows : 

At  5.d0  p.  m.,  when  tbe  Irrm  was  moltem  and  flooded  tbe  hearth  to  a  depth 
of  about  tHree  Inches^  atr  was  hitroduced  through  the  hearth  and  molten  iron. 
The  air  was  turned  on  very  gradually.  When  the  air-meter  registered  1.7 
cubic  feet  of  air  per  minute  per  square  foot  of  hearth  area,  the  first  indication 
was  seen  on  the  molten  iron.  It  manifested  itself  by  coming  through  the  iron 
In  three  or  four  blow-holes.  There  was  no  other  manifestation  of  air  in  the 
fumaee.  The  pressure-gage  at  the  time  registered  sixty  inches  of  water. 
Within  about  a  minate  after  the  blow-hole  action  began,  there  was  an  upheaval 
of  the  hearth  in  the  vicinity  of  the  blow-holes  which  ec^sitMl  of  aa&d,  chiUed 
iron,  and  slag. 

21895— H.  Doc.  124, 61-2 ^20 
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It  goes  on  to  state  that  within  two  minutes  after  the  air  was  turned 
on,  the  hearth  was  completely  destroyed ;  no  molten  metal  remained 
on  the  surface  and  none  could  be  drawn  out  through  the  taphole. 

It  appears  from  Dr.  Chauvenet's  testimony  that  the  long  time  that 
was  taken  to  melt  the  whole  was  due  to — 

the  &ct  that  at  one  corner  of  the  furnace  close  to  the  bridge-wall  there  was 
flome  iron  which  resisted  the  melt  longer  than  at  any  other  point,  the  heat 
was  continued  for  some  time  after  the  great  bulk  of  the  metal  was  molten, 
in  order  that  the  turning  on  of  the  air  should  not  be  tried  until  the  whole  of 
the  pig-iron  was  in  a  fluid  condition. 

We  are  not  satisfied  from  all  of  the  evidence  that  the  air  was 
properly  turned  on  in  this  test.  Notwithstanding  the  statement, 
from  which  we  have  quoted,  that  the  air  was  turned  on  "very 
gradually,"  Dr.  Chauvenet,  in  cross-examination,  said  that  the  air 
turned  on  registered  1.7  cubic  feet  per  square  foot  of  hearth  and — 

at  this  time  the  pressure  rose  at  once  to  flve  feet  in  the  tube-gage,  that  is  the 
difference  in  the  height  of  the  water  column  in  the  two  arms  of  the  tube  was 
five  feet 

Professor  Sadtler,  the  other  expert  demonstrator,  said  in  his  direct 
examination : 

The  air  was  turned  on  at  the  rate  of  fourteen  cubic  feet  per  minute,  and  the 
water-gage  immediately  Jumped  from  zero  to  sixty  inches  pressure.  J  ran 
outside  to  observe  the  influence  of  the  introduction  of  this  amount  of  air  and 
first  noticed  nothing  on  the  surface  of  the  molten  bath  of  metal,  but  some  air 
was  blowing  out  around  the  edge  of  the  hearth.  Then  several  small  blow- 
holes made  their  appearance  near  the  center  of  the  bath  metal,  the  metal 
around  such  blow-holes  being  dark  in  color  and  apparently  chilled  by  the  air. 
In  a  very  short  period  thereafter,  probably  a  minute,  a  mass  of  iron  rose  to 
the  surface  of  the  metal  accompanied  by  a  very  liberal  spouting  of  the  sand 
of  the  hearth  which  remained  on  the  surface  of  the  metal  which  gradually 
disappeared  or  sunk  in  level  leaving  the  sand  or  chilled  fragments  on  top. 

(It  is  to  be  remarked  that  the  statement  of  fourteen  cubic  inches 
of  air  had  reference  to  the  whole  hearth  area,  and  accords  with  the 
statement  of  Dr.  Chauvenet  that  it  amounted  to  1.7  cubic  feet  per 
square  foot  of  hearth  area.) 

Under  all  the  evidence  we  cannot  but  feel  uncertain  as  to  the 
probable  result  had  the  air  been  in  fact  turned  on  "  very  gradually.'' 
We  are  not  prepared  to  assume  that  had  there  been  a  gradual  turn- 
ing on  of  the  air,  stopping  short  of  a  pressure  that  would  disrupt 
the  hearth,  there  would  still  have  been  no  beneficial  result. 

In  explaining  the  sudden  and  immediate  rise  of  water  in  the  gage 
indicating  extraordinary  pressure,  it  is  attributed  to  the  condition 
of  the  crust  of  the  hearth,  which,  it  is  contended,  became  practically 
impermeable  to  air,  and  resisted  the  pressure  from  below  until  it 
broke  as  related.  It  is  upon  this  theory  that  the  Commissioner,  in 
the  original  interference  between  the  parties,  decided  that  Mark's 
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furnace  was  inoperative.  He  said  that  it  was  necessary  for  the 
materials  of  the  hearth  to  be  well  fritted  or  fused  together  to  support 
molten  metal.    He  said: 

In  producing  such  a  bottom  In  practice,  the  material,  generally  a  refractory 
sand,  is  spread  in  a  thin  layer  and  subjected  to  a  high  temperature  until  the 
grains  reach  a  state  of  semifusion  and  weld  into  a  compact  mass.  Then  a  fresh 
layer  of  sand  is  applied  and  the  process  continued  until  the  bottom  is  of  the 
required  thickness.  *  *  *  It  is  thought  the  bottom  would  have  to  be  so 
hard  and  dense  as  to  preclude  the  passage  of  an  appreciable  quantity  of  air 
therethrough. 

The  evidence  in  this  case  shows  that  while  some  hearths  may  be 
constructed  as  above  set  forth,  it  is  sufficient  to  make  the  hearth  of 
one  layer  of  sand,  and  apparently  that  is  the  way  in  which  the  hearth 
in  the  demonstration  furnace  was  made.  Such  sand  while  permeable 
to  air  is  impermeable  to  molten  metal  to  any  appreciable  extent.  It 
is  usual,  however,  to  give  the  furnace  a  preliminary  heating  for  the 
purpose  of  baking  and  hardening  the  top  of  the  sand-bed ;  but  this  is 
done  to  prevent  the  pigs  when  thrown  in  from  sinking  in  the  sand 
and  otherwise  destroying  the  level  of  the  hearth.  When  there  is  no 
preliminary  heating,  boards  are  laid  on  the  hearth  for  the  purpose 
of  receiving  the  pigs.  The  sand  is  neither  fused  and  glazed  by  the 
preliminary  heating  nor  by  contact  with  the  molten  metal.  While 
this  crust  is  less  permeable  to  air  than  loose  sand,  it  remains  porous 
and  penetrable.  It  appears  that  even  after  a  number  of  successive 
meltings  this  crust  which  increases  in  thickness  each  time  remains 
porous  and  will  absorb  water.  Such  of  it  as  bums  and  mingles  with 
other  impurities  becomes  slag  which  instead  of  lying  on  the  hearth 
and  increasing  the  difficulty  of  forcing  sCir  up  through  it  rises  up 
through  the  molten  metal  to  the  surface  of  the  same.  Hence  it  is 
not  seen  why  air  might  not  have  been  forced  through  it  without  dis- 
ruption under  a  carefully-regulated  pressure.  With  the  air  forced 
through  without  disruption  of  the  hearth  it  does  not  seem  improbable 
that  it  might  have  assisted  in  the  complete  melting  and  then  in  puri- 
fying the  metal  by  causing  the  burning  of  some  of  the  impurities.  At 
any  rate  the  evidence  does  not  satisfy  us  that  such  would  not  have 
been  the  result.  In  the  ore-roasting  furnace  of  Qreenawalt,  it  does 
accomplish  this  burning  and  purifying  result,  though  in  that  process 
there  is  no  melting  of  the  ore. 

The  experts  on  behalf  of  Greenawalt  seem  to  have  confounded 
Mark's  process,  to  some  extent,  with  that  of  the  Bessemer  direct 
process  of  making  steel,  in  which  a  current  of  air  under  tremendous 
pressure  is  driven  into  and  through  the  molten  metal  in  the  converter. 
In  that  process  the  converter  is  provided  with  openings  or  twyers 
through  which  the  metal  would  escape  unless  prevented  by  the  great 
air-pressure  applied  thereto.    Mark's  process,  on  the  other  hand,  does 
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not  require  an  air-pressure  that  will  support  the  metal  and  drive  the 
air  through  it,  but  is  limited  to  forcing  the  air  into  the  metaL  ^^  In 
this  way,"  he  says — 

the  air  can  born  out  the  combustible  portion  of  the  metal  and  so  materiaUy  aid 
the  melting?  action,  without  removing  from  such  action  any  of  the  advantages 
incident  to  its  performance  in  a  reverberatory  furnace. 

Forcing  the  air  into  the  metal  lying  on  the  hearth  may  be  under- 
stood as  forcing  it  into  contact  with  the  metal  and  in  part  penetrating 
it  through  the  burning  operation  that  begins  with  the  contact.  It 
certainly  does  not  mean  forcing  the  air  through  the  mass  of  molten 
material  as  was  done  in  the  test  under  consideration. 

We  are  not  to  be  understood  as  finding  that  Mark's  apparatus  and 
process  will  operate  successfully  and  commercially.  That  question  is 
not  before  us.  His  application  was  allowed  as  disclosing  operative- 
ness,  and  Greenawalt  was  charged  with  the  burden  of  showing  that 
it  was  not  really  operative  for  any  practical  or  useful  purpose.  The 
effect  of  the  evidence  of  his  tests  upon  which  he  relied  was  the  single 
subject  of  consideration  by  the  tribunals  of  the  Office  and  that  is  the 
question  brought  up  to  us  by  this  appeal. 

We  repeat  that  this  evidence  is  not  of  sufficient  weight  and  cer- 
tainty, in  our  opinion,  to  overcome  the  burden  imposed ;  and  for  that 
reason  we  are  constrained  to  reverse  the  decision  appealed  from. 

The  decision  will  he  reversed  and  the  clerk  is  directed  to  certify 
this  decision  to  the  Commissioner  of  Patents  as  required  by  the  statute. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Johnson  o.  Brandau. 

Decided  January  5,  1909. 

139  O.  G.,  732;  32  App.  D.  C,  348. 

1.  TbadE'Marrs — Opposition — Based  on  Use  of  Descriptive  Word  as  a  Trade- 

Name. 
Application  having  been  made  for  the  registration  of  a  mark  containing 
a  descriptive  word,  it  was  permissible  for  a  party  who  claimed  to  have 
used  that  word  as  a  trade-name  to  file  an  opposition  to  the  registration  of 
the  mark. 

2.  Same — Descriptive  Word  Shown  in  Drawing — Essential  Feature. 

Applicant  having  shown  a  mark  consisting  of  the  picture  of  an  nss  with 
a  descriptive  word  written  thereacross,  he  made  all  essential,  and  the  mark 
must  be  treated  as  an  entirety. 

3.  Same — Same — Practice. 

In  such  a  case  registration  should  be  denied  as  claimed. 

Mr.  T.  E.  Robertson  and  Mr.  B.  R.  Johnson  for  the  appellant 
Mr.  H.  P.  DooUttle  for  the  appellee. 
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Shepabd,  C,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
sustaining  a  demurrer  to  an  opposition  to  the  registration  of  a  trade- 
mark.   (C.  D.,  1908, 114;  134  0.  G.,  257.) 

On  May  22, 1907,  Brandau  filed  an  application  for  the  registration 
of  a  trade-mark  used  on  molders'  shoes  manufactured  of  leather  and 
asbestos.  The  description  and  the  drawing  filed  with  this  application, 
show  the  picture  of  an  ass,  above  which,  in  a  curved  line,  appear  the 
words,  "A.  Brandau's  "  in  large  printed  letters.  In  a  straight  line, 
across  the  figure  of  the  ass,  appears  the  word,  ^^ Asbestos  "  in  large 
printed  letters,  and  in  smaller  letters,  immediately  under  the  same, 
appears  the  word  "  Fireproof."  Below  the  figure  appear  the  words, 
in  a  curved  line  and  in  large  printed  letters,  "  Moulder's  Shoes." 

The  application  was  passed  for  allowance  after  the  required  pub- 
lication, and  on  August  19, 1907,  Charles  W.  Johnson  filed  an  opposi- 
tion thereto.  In  this  he  alleges  the  use  of  the  word  ^'Asbestos  "  as  a 
trade-name  applied  to  boots  and  shoes  of  heat-resisting  and  fireproof 
qualities,  since  early  in  1903 ;  and  the  registration  of  the  trade-name, 
"Asbestos  Shoes  "  imder  the  laws  of  many  of  the  States.  That  his 
shoe  has  been  known  from  the  first,  as  the  "Asbestos  Shoe."  That 
these  shoes  have  been  designed  especially  for  the  molder's  trade  and 
are  well  known  to  the  trade  as  the  "Moulder's  Original  Asbestos 
Shoe."  That  the  applicant,  Brandau,  well  knew  of  opponent's  sole 
and  exclusive  use  of  the  word  "Asbestos  "  as  a  trade-name  applied  to 
boots  and  shoes,  and  used  this  word  as  a  part  of  the  trade-mark  for 
which  he  has  made  application  for  registration  for  the  purpose  of 
securing  trade  already  established  by  opponent,  among  molders,  for 
his  "Asbestos  Shoe."  He  further  says  that,  having  a  large  and  con- 
stantly-increasing trade  in  the  several  States  in  which  his  trade-mark 
has  been  registered,  if  applicant  is  allowed  to  register  his  trade-mark 
containing  the  word  "Asbestos,"  his  use  thereof  would  greatly  dam- 
age opponent's  business.  The  applicant  demurred  to  this  statement 
of  opposition  on  the  following  grounds : 

1.  It  appears  by  the  opponent's  showing  that  he  is  not  entitled  to 
the  relief  prayed. 

2.  It  appears  by  said  opposition  that  opponent  alleges  that  if  appli- 
cant is  permitted  to  use  the  word  "Asbestos,"  or  "Asbestos  Shoes:"- 

By  what  authority  has  the  opponent  the  exclusive  right  to  use  the  word 
''Asbestos,"  or  the  words  "Asbestos  Shoes?"  The  word  "asbestos"  is  a  com- 
mon word  as  is  also  the  word  "  shoe."  The  word  "  asbestos,"  alone,  as  applied 
in  this  case  Is  descriptive,  and  if  not  descriptive  it  is  deceptive,  and  If  either 
descriptive  or  deceptive  is  not  registrable  subject-matter  for  trade-mark  regis- 
tration in  the  United  States  Patent  Office. 

3.  That  applicant  does  not  claim  the  word  "Asbestos,"  or  the  words 
"Asbestos  Shoe  "  to  be  the  essential  feature  of  his  trade-mark,  and 
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the  Commissioner  has  no  right  to  determine  which  feature  is  the 
essential  one  of  applicant's  mark. 

The  Examiner  expressed  the  opinion  that  the  word  "Asbestos  "  as 
used  by  the  applicant  is  descriptive  because  he  describes  his  goods  as 
made  of  leather  and  asbestos.  That  as  the  opponent  does  not  state 
the  material  of  which  his  shoe  is  made,  the  word  as  employed  by  him 
is,  if  not  descriptive,  deceptive.  That  as  the  word  "Asbestos  "  is  the 
only  matter  in  common  between  the  parties,  and  cannot  be  exclusively 
appropriated  by  either,  but  may  be  used  by  any  one,  it  is  not  seen 
how  the  opposer  can  be  damaged  by  the  registration  of  the  applicant's 
mark  "  which  contains  this  word  as  an  element."  He  expressed  the 
further  opinion  that  "  Asbestos  "  is  not  the  essential  feature  of  the 
applicant's  mark. 

There  Is  other  matter  in  the  mark  which  is  far  more  striking  than  the  word 
"Asbestos/'  and  the  fact  that  the  applicant  happens  to  use  this  descriptive  term 
in  conjunction  with  other  matter  does  not  render  the  mark  as  an  entirety 
unregistrable. 

He  then  sustained  the  demurrer  and  adjudged  the  applicant  entitled 
to  registration. 

On  appeal  to  the  Commissioner  this  decision  was  affirmed.  The 
Commissioner  discussed  the  question  at  greater  length,  but  took  sub- 
stantially the  saime  ground  as  the  Examiner.  After  quoting  some  of 
the  provisions  of  the  statute,  he  said : 

By  virtue  of  this  provision  of  the  statute  registration  of  a  trade-mark  is  per- 
mitted where  the  controlling  and  distinguishing  feature  of  the  mark  is  an  arbi- 
trary symbol,  although  such  symbol  may  be  accompanied  by  accessories  which 
in  themselves  are  not  registrable.  This  being  the  case  it  follows  that  although 
the  opposer  may  show  that  he  has  used  the  word  "  Asbestos  "  since  1903,  which 
is  prior  to  the  alleged  date  of  adoption  of  the  applicant's  mark,  in  connection 
with  goods  of  the  same  descriptive  properties  as  those  sold  by  the  applicant, 
such  use  would  not  prevent  the  registration  by  the  latter  of  a  mark  which 
includes  the  word  "Asbestos"  merely  as  a  descriptive  and  subordinate  feature, 
since  any  manufacturer  of  asbestos  goods  has  the  right  to  describe  his  goods 
by  that  term,  and  the  Inclusion  of  this  word  by  the  applicant  in  his  trade-mark 
would  not  cause  legal  damage  to  the  opposer. 

******* 

The  second  ground  of  the  notice  of  opposition  raises  a  question  of  unfair  com- 
petition, which  it  is  well  settled  will  not  be  considered  in  any  opposition  pro- 
ceeding. 

It  is  also  urged  by  the  opposer  that  the  applicant  having  admitted  by  his 
demurrer  that  the  word  "Asbestos"  is  descriptive  registration  of  the  mark 
should  be  refused.  This  is  not  one  of  the  grounds  of  opposition,  and  the  ques- 
tion is  not,  therefore,  before  me;  but  it  may  be  noted  that  the  applicant  is  not 
seeking  to  register  the  word  "Asbestos"  alone.  Upon  the  contrary,  the  word 
**Asbestos  "  as  disclosed  in  the  applicant's  mark  is  merely  an  accessory  and  not 
the  controlling  feature  of  the  mark.     (C.  D.,  1908,  114;  134  O.  G.,  257.) 

The  word  "  Asbestos  "  is  clearly  descriptive  of  the  goods  manu- 
factured by  each  party.    Being  descriptive  its  registration  as  a 
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trade-mark  is  prohibited  by  the  statute.  It  is,  therefore,  open  to  use 
by  the  public  at  will,  subject,  of  course,  to  such  limitations  as  may 
be  imposed  by  the  courts  in  cases  involving  unfair  competition. 

The  opposer  in  this  case  is  not  attempting  to  secure  registration 
of  the  word  for  himself.  Claiming  to  have  used  it  as  a  trade-name 
prior  to  its  adoption  by  the  applicant,  and  to  have  built  up  a  consid- 
erable trade  in  his  goods,  he  opposes  its  registration  as  an  exclusive 
trade-mark,  under  section  6  of  the  statute,  as  a  ^'  person  who  believes 
he  would  be  damaged  by  the  registration."  If  registration  be 
allowed,  it  becomes  prima  facie  evidence  of  the  applicant's  ownership 
of  it  as  a  valid  trade-mark,  under  section  16  of  the  act,  in  any  action 
which  he  may  institute  against  the  opposer  or  others  who  may  use  the 
word  as  a  general  trade-name  for  similar  articles  of  goods.  Having 
used  the  word  as  such  a  trade-name,  although  not  entitled  to  owner- 
ship of  it  as  a  trade-mark,  we  think  it  is  permissible  for  the  opposer 
to  make  opposition  to  the  registration  by  the  applicant.  {Ky.  D.  <6 
W.  Co.  V.  Old  Lexington  Co.  C.  D.  Co.^  C.  D.,  1908,  417;  136  O.  G., 
220;  81  App.  D.  C,  223,  228.) 

yffi  come  now  to  the  question  whether  the  registration  applied  for 
amounts  to  the  registration  of  the  word  ^^  Asbestos "  as  the  trade- 
mark, or  as  an  essential  feature  of  the  trade-mark.  The  Examiner 
of  Interferences  and  the  Commissioner  held  that  it  does  not.  As  we 
have  seen  from  the  parts  of  their  decision  hereinbefore  recited,  the 
Examiner  thought  that  there  was  other  matter  in  the  mark,  as  applied 
for,  "far  more  striking"  than  the  word  "Asbestos,"  and  thou^ 
happening  to  use  the  word  in  conjunction  with  other  matter,  that  fact 
does  not  render  the  mark  unregistrable  as  an  entirety.  The  Com- 
missioner regards  it  "merely  as  a  descriptive  and  subordinate 
feature"  of  the  applicant's  trade-mark.  The  "far  more  striking 
matter  "  of  the  trade-mark,  referred  to  by  the  Examiner,  necessarily 
indicates  the  figure  of  the  ass,  for  the  other  word  printed  in  connec- 
tion with  "  Asbestos,"  namely,  "  Fireproof  "  is  equally  if  not  more 
certainly  descriptive.  The  applicant  describes  with  particularity, 
what  he  has  used,  and  what  he  wishes  to  have  registered  as  his  trade- 
mark. He  not  only  described  his  trade-mark  but  also  filed  a  drawing 
in  which  the  figure  and  words  appear.  He  does  not  limit  his  claim 
to  any  particular  feature  of  the  drawing,  or  claim  one  as  the  essential 
feature  of  the  mark,  as  he  might  have  done.  See  in  re  Standard 
Underground  Cable  Co.,  (C  D.,  1906,  687;  123  O.  G.,  666;  27  App. 
D.  C.,  320,  324.)  In  that  case  the  applicant  asked  registration  for 
the  word  "  Eclipse,"  and  was  denied  because  he  did  not  claim  it  and 
show  it  in  his  drawing  as  accompanied  by  a  certain  accessory  figure 
and  words  shown  on  a  label  which  he  had  used,  but  limited  his  claim 
to  the  said  word  as  the  essential  feature  of  his  trade-mark.    In  re- 
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Versing  that  decision,  Mr.  Justice  Duell,  who  deliyered  the  opinion 
of  the  court,  said : 

We  do  not  think  that  Gongrees  intended  to  confer  upon  the  Oommissioner  of 
Patents  authority  to  eay  to  an  applicant  how  much  or  how  little  of  the  em- 
beUiflhments  appearing  In  connectioD  with  what  may  be  ealled  the  esMHtial 
feature  of  a  trade-mark,  form  an  actual  part  of  the  trade^mark.  Bather  do  we 
think  that  this  right  of  selection  and  designation  rests  with  the  applicant 

It  is  to  be  noted,  also,  that  the  applicant  in  the  third  ground  of  his 
demurrer,  himself,  denied  the  right  of  the  Commissioner — 
to  determine  which  feature  is  the  eeeeatial  one  of  applicant's  mark. 

The  applicant  deliberately  selected  and  carefully  designated  the 
trade-mark  having  the  descriptive  word  printed  in  large  letters 
across,  and  partly  obscuring  the  figure  of  the  ass.  He  thereby  made 
it  an  actual  and  prominent  feature  of  his  trade-mark,  claiming  the 
same  as  an  entirety.  He  made  all  essential,  and  as  we  have  seen, 
denied  the  Commissioner's  right  to  determine  that  any  one  was  the 
essential  feature,  and  another  accessory  and  subordinate.  Under 
these  conditions  it  was  not  for  the  Commissioner  to  say  that  the  word 
"Asbestos  ^  was  an  unessential  feature,  and  to  be  regarded  as  mere 
surplusage.  The  registration,  if  granted,  would  show  no  such  excep- 
tion or  qualification  on  its  face,  and  the  prima  facie  right  accorded  to 
registration  would  apply  to  the  mark  as  an  entirety  as  shown  in 
the  application  and  drawing. 

We  have  recently  aiBrmed  a  decision  of  the  Commissioner  denpng 
registration  to  a  trade-mark  showing  the  figure  of  an  eagle  with  the 
words  "  Oriental  Cream  "  printed  above  it,  and  described  as — 

"  Oriental  Cream  *'  associated  with  an  eagle  holding  a  scroll  in  its  beak. 

"  Oriental "  was  held  to  be  a  geographical  term  prohibited  by  the 
statute.  (In  re  Hopkins,  C  D.,  1907,  549;  128  O.  G.,  890;  29  App. 
D.  C,  118.)  The  figure  of  the  eagle  was  as  oonspicuous  in  that  case 
as  is  the  figure  of  the  ass  in  this;  and  the  wwds  descriptive  of  the 
nature  of  the  goods  were  printed  above  it  so  that  it  was  .in  no  wise  ob- 
scured. There  was  no  suggestion  that  because  the  figure  was  registra- 
ble, the  words  could  be  treated  as  merely  aoeessory.  When  an  appli- 
cant describes  and  illustrates  his  trade-mark  and  applies  for  its  regis- 
tration as  so  described,  the  Commissioner  must  likewise  consider  it  in 
its  entirety.  We  are  of  the  opinion  thai,  in  this  case,  he  should  have 
denied  registration  as  claimed,  giving  the  applicant,  at  the  same  time, 
an  opportunity  to  amend  by  disclaiming  and  omitting  the  word  ob- 
jected to. 

For  the  reasons  given  we  must  reverse  the  decision  sustaining  the 
donmrrer  to  the  opposition.  It  is  so  ordered,  and  that  this  decisioii 
be  certified  to  the'  Commissioner  of  Patents. 
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[Conrt  of  Appeals  of  tbe  Dlitrlct  of  Colnnbia.] 

Phoenix  Paint  &  Varnwh  Company  v.  John  T.  Jjewjb  &  Bros. 

Company, 

Decided  December  99,  1908, 
laO  0.  a,  990;  32  App.  D.  C,  286. 

1,  Tradb-Mabks — Goods  of  Same  Descriptive  Propebtibb. 

Two  trade-marks  may  be  said  to  be  appropriated  to  merchandise  of  the 
same  descriptive  properties  in  the  sense  meant  by  the  statute  when  the 
general  and  essential  characteristics  are  the  same,  the  test  being  whether 
there  is  such  sameness  in  the  distinguishing  ctiaracteristics  of  the  goods 
as  to  be  likely  to  mislead  the  public. 

2.  Same — Same — Paste  Paints  and  Ready-Mixed  Paints. 

Paste  paints  and  ready-mixed  paints  are  goods  of  the  same  descriptive 
properties  within  the  meaning  of  the  Trade-Mark  Act. 

3.  Same — Interfesence — Knowledge  by   Later  to  Adopt  of  Prior  Use  bt 

Another  Party — Presumption. 
The  purpose  of  the  act  being  to  prevent  and  not  to  promote  fraud  and 
mistake,  we  wouid  not  feel  inclined,  even  in  a  doubtful  case,  to  grant  regis- 
tration to  a  claimant  where  it  appeared,  as  here,  that  when  be  adopted  the 
mark  he  knew  of  its  prior  adoption  and  use  by  another  firm  in  connection 
with  goods  of  the  same  general  character  and  properties.  The  opportunity 
for  selection  being  as  limitless  as  the  human  imagination,  we  have  reason 
to  question  the  motive  prompting  the  adoption  by  one  dealer  of  a  mark 
previously  applied  by  another  dealer  to  like  goods, 

4,  Same— -Same— Iaacbbs. 

In  an  interference  proceeding  where  the  only  question  involved  Is  whether 
the  right  of  registration  will  be  accorded  either  or  both  parties  to  the 
proceeding  tlie  question  of  laches  is  immaterial. 

Mr.  T.  W.  Johnson  for  the  appellant. 
Mr.  F.  M.  Phelps  for  the  appellee. 

BoBB,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commisaioiier  of  Patents 
awarding  priority  of  adoption  and  use  of  the  trade-mark  "  Phoenix  " 
to  John  T.  Lewis  &  Bros.  Company,  the  appellee  herein.  (C.  D., 
1»08, 128;  134  O- G.,  1049.) 

The  John  T.  Lewis  &  Bros.  Company  and  its  predecessors  have  used 
this  mark  continuously  on  paint-colors  and  paste  paint  since  1860. 
The  company  is  located  at  Philadelphia,  Pa.  In  1892,  more  than 
thirty  years  after  its  adoption  and  use  by  appellee,  the  Phoenix 
Paint  &.  Varnish  Company  was  organized  in  Philadelphia,  and  com- 
menced to  use  this  mark  on  ready*mixed  paints,  which  use  has  con- 
tinued to  the  present  time. 

On  May  1,  1906,  the  Phoenix  Paint  &  Varnish  Company  filed  an 
application  for  registration,  in  which  application  it  is  stated  that  the 
mark  is  appropriated  by  the  firm  to  "  paints  and  stains,  japans  and 
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varnishes."  Upon  the  filing  of  an  application  for  the  registration 
of  the  same  mark  by  appellee  and  the  declaration  of  an  interference, 
the  Phoenix  Company  amended  its  application  so  as  to  have  the 
mark  apply  to  ready-mixed  paints  and  stains,  japans  and  varnishes. 

The  Examiner  of  Interferences  found  that  paste  paints  and  ready- 
mixed  paints  are  of  the  same  descriptive  properties,  and  awarded 
priority  of  adoption  and  use  to  appellee.  This  decision  was  affirmed 
by  the  Commissioner. 

While  there  is  considerable  evidence  in  the  record  that  the  John 
T.  Lewis  &  Bros.  Company  have  used  this  mark  on  ready-mixed 
paints  as  well  as  on  paint-colors  and  paste  paints,  we  prefer  to  rest 
our  decision  upon  the  broader  ground  that  paste  paints  and  ready- 
mixed  paints  are  goods  of  the  same  descriptive  properties  within  the 
meaning  of  the  Trade-Mark  Act.     Section  5  of  that  act  provides : 

That  trade-marks  which  are  identical  with  a  registered  or  known  trade-mark 
and  known  and  in  use  by  another  and  appropriated  to  merchandise  of  the  same 
descriptive  properties,  or  which  so  nearly  resemble  a  registered  or  known  trade- 
mark owned  and  in  use  by  another  and  appropriated  to  merchandise  of  the  same 
descriptive  properties  as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind 
of  the  public  or  to  deceive  purchasers,  shall  not  be  registered. 

In  construing  the  above  provisions  it  must,  be  borne  in  mind  that 
the  purpose  of  the  act  was  to  protect  honest  dealers  and  the  public. 
It  must  also  be  borne  in  mind  that  courts  have  been  very  loath  to  per- 
mit one  concern,  however  remotely  its  goods  might  be  connected  with 
those  of  another  concern,  to  appropriate  through  the  instrumentality 
of  a  technical  trade-mark  the  reputation  of  the  other  firm. 

We  think  two  trade-marks  may  be  said  to  be  appropriated  to  mer- 
chandise of  the  same  descriptive  properties  in  the  sense  meant  by  the 
statute  when  the  general  and  essential  characteristics  of  the  goods 
are  the  same.  To  rule  that  the  goods  must  be  identical  would  defeat 
the  purpose  of  the  statute  and  destroy  the  value  of  trade-marks.  The 
test  is  whether  there  is  such  a  sameness  in  the  distinguishing  char- 
acteristics of  the  goods  as  to  be  likely  to  mislead  the  general  public. 
If  there  is,  only  one  mark  should  be  registered.  Congress  evidently 
intended  to  prevent  the  second  registration  of  a  mark  that  would 
enable  an  unscrupulous  dealer  to  obtain  the  benefit  of  a  valuable  trade 
reputation  established  by  conscientious  effort  and  fair  dealing  to  the 
injury  of  the  public  as  well  as  the  owner  of  the  mark. 

The  record  shows  that  paste  paint  is  produced  by  grinding  dry 
colors  in  linseed-oil  until  the  paint  and  the  oil  become  blended  to- 
gether and  form  a  cohesive  mass  or  substance.  While  this  substance 
is  in  a  semifluid  condition  it  requires  further  thinning  with  oil  and 
drier  before  it  is  ready  for  use.  It  will  thus  be  seen  that  the  dis- 
tinguishing characteristics  of  paste  paint  and  ready-mixed  paint  are 
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the  same.  They  both  contain  color  and  both  contain  oil  and  both  are 
designed  for  the  same  ultimate  purpose.  The  conclusion  is  irresistible 
that  the  use  of  this  mark  on  paste  paints,  which  are  really  mixed 
paints,  by  one  concern  and  its  use  on  ready-mixed  paints  by  another 
concern  would  inevitably  lead  to  confusion  to  the  possible  injury  of 
the  public  and  the  firm  first  to  adopt  and  use  the  mark. 

When  the  Phoenix  Company  adopted  this  mark  it  had  been  in  use 
by  appellee  for  more  than  thirty  years.  It  is  a  technical  mark,  and 
there  was  absolutely  no  valid  reason  for  its  adoption  by  the  Phoenix 
Company.  The  mark  was  then  the  property  of  appellee,  and  whether 
appellee  desired  to  use  it  in  connection  with  the  sale  of  its  ready- 
mixed  paint  or  not,  appellant  had  no  right  to  so  use  it. 

The  purpose  of  the  act  being  to  prevent  and  not  to  promote  fraud 
and  mistake,  w,e  would  not  feel  inclined,  even  in  a  doubtful  case,  to 
grant  registration  to  a  claimant  where  it  appeared,  as  here,  that  when 
he  adopted  the  mark  he  knew  of  its  prior  adoption  and  use  by  an- 
other firm  in  connection  with  goods  of  the  same  general  character  and 
properties.  The  opportunity  for  selection  being  as  limitless  as  the 
human  imagination,  we  have  reason  to  question  the  motive  prompting 
the  adoption  by  one  dealer  of  a  mark  previously  applied  by  another 
dealer  to  like  goods. 

In  Collins  v.  Ames  (18  Fed.,  561)  Justice  Blatchford  restrained 
the  use  by  the  Ames  Company  of  the  trade-mark  "  Collins  &  Co."  on 
shovels,  notwithstanding  that  up  to  that  time  Collins  &  Company  had 
made  no  shovels,  but  were  engaged  in  the  manufacture  of  edge-tools. 
The  Court  said : 

It  appears  that  the  axes  and  other  articles  made  by  the  plaintiff,  and  which 
l)efore  that  time  were  known  and  used  in  Australia,  were  stamped  **  CJoUins  & 
Co."  Therefore,  although  the  shovels  made  by  Ames  &  Sons  under  this  order  and 
subsequently,  and  stamped  "  Collins  &  Co.,"  and  sent  to  Australia  and  elsewhere, 
may  intrinsically  have  been  of  high  quality,  yet  the  only  object  of  the  defendant 
in  putting  the  stamp  "  Collins  &  Co."  upon  them  must  have  been  to  avail  him- 
self of  the  credit  and  reputation  and  market  which  the  plaintiff  had  established 
for  the  articles  it  made  and  sold  with  the  stamp  "  Collins  &  Co."  upon  them. 
There  was  no  other  purpose  In  this.  Clearly,  those  who  purchased  shovels  made 
by  Ames  &  Sons  and  stamped  "  Collins  &  Co.,"  would  believe  that  such  shovels 
were  made  by  the  plaintiff  ♦  ♦  *.  This  was  an  unlawful  appropriation  of 
the  plaintiff's  trade-mark.  It  is  true  that  the  plaintiff  up  to  that  time  had  made 
no  shovels.  It  is  also  true  that  Ames  &  Sons  and  the  defendant  have  built  up  a 
business  in  shovels  stamped  **  Collins  &  Co."  But  the  plaintiff  had  a  right  to 
make  shovels,  and  it  had  made  kindred  articles  of  metal,  and  its  good  name  and 
reputation  in  its  business  were  wholly  connected  with  the  use,  In  its  trade,  of 
the  mark  "  Collins  &  Co." 

In  Church  <&  Dwight  Co.  v.  Ruaa  et  ah  (C.  D.,  1900,  260;  91  O.  G., 
228;  99  Fed.,  276)  it  was  held  that  a  trade-mark  used  on  packages  of 
baking-soda  and  saleratus  is  infringed  by  the  use  of  such  mark  on 
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packages  of  baking-powder  on  the  ground  that  the  articles  are  of  the 
same  class.    The  Court  said : 

The  greater  part  of  tbe  baking-powder  consists  of  tbe  starchy  used  simply  as  a 
drier  to  absorb  the  moisture  to  which  the  balcing-powder  may  be  exposed,  and 
thus  to  prevent  the  formation  of  cark>onic-acid  gas  by  the  chemical  combination 
of  the  soda  and  acid.  Ck)n0eQuently  every  time  the  respondents  sell  a  pac^ge 
of  their  baking-powder,  having  the  complainant's  trade-mark  upon  it  they  are 
actually  selling  a  package  a  material  part  of  which  consists  of  baking-soda. 
*  *  ♦  They  belong  to  the  same  class  of  goods,  coming  in  direct  competition 
with  each  other  In  sale  and  use  for  the  same  purpose.  The  public  would  readily 
suppose  that  the  baking-powder  bearing  the  complainant's  trade-mark  was 
either  manufactured  by  it  or  by  some  one  having  its  authority  and  consent 
and  that  it  vouched  for  the  superiority  and  high  character  of  the  goods  bearing 
such  trade-mark.     (See  also  OodiUot  v.  Amer,  Grocery  Co.,  71  Fed.,  873.) 

Smith  V,  Reynolds,  (10  Blatchf.,  100,  and  13  Blatchf.,  458,)  relied 
upon  by  appellant  is  not  in  point.  That  ease  merely  holds  that  the 
registration  of  a  trade-mark  for  "  paints "  does  not  enable  the  regis- 
trant to  restrain  another  party  who  previously  to  the  adoption  and 
use  of  the  mark  by  the  registrant  had  adopted  and  used  it  as  a  trade- 
mark on  a  particular  kind  of  paint. 

The  contention  is  made  that  the  appellee  has  forfeited  its  right  by 
laches.  This  contention  in  this  proceeding  is  untenable.  {McLean  v. 
Flemming,  C.  D.,  1878, 262 ;  13  O.  G.,  913 ;  96  U.  S.,  245 ;  Menendez  v. 
Holt,  C.  D.,  1889,  344 ;  46  O.  G.,  971 ;  128  U.  S.,  514.)  This  is  not  an 
infringement  suit,  but  is  an  interference  proceeding  where  the  only 
question  involved  is  whether  the  right  of  registration  will  be  ac- 
corded either  or  both  parties  to  the  proceeding.  If  the  Commissioner 
is  of  the  opinion  that  confusion  will  follow  registration  by  both 
parties,  it  is  his  duty  to  deny  such  registration.  In  an  action  for  in- 
fringement the  question  of  laches  may  be  pertinent,  but  not  here. 

Tfte  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  of  the  court  will  certify  this  (pinion  and  the  proceedings  in  this 
court  to  the  Commissioner  of  Patents,  as  required  by  law. 


[Court  of  Appeals  of  tbe  District  of  Colmabla.] 

Ik  re  Gardner. 

Decided  December  22,  1909. 

140  O.  G.,  258 ;  32  App.  D.  C,  249. 

3..  Patsntabujtt— 'FiTNcnoNs  or  RjEauLTs  Not  Patektabub. 

It  is  a  well-settled  law  that  a  patent  cannot  issue  for  a  result  sought  to 
be  accomplished  by  the  inventor  of  a  machine,  but  only  for  the  mechanical 
means  or  instrumentalities  by  which  that  result  is  to  be  obtained.  One  can- 
not describe  a  machine  which  will  perform  a  certain  function  and  then  dalm 
tbe  function  itself  and  all  other  niachlBes  that  may  be  invented  by  others 
to  perform  the  same  function. 
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2.  Sams — Same— VAPoii-BtGi»TEft. 

The  claim  reading  "In  combination  In  a  yapor-reglster,  a  dial  upon 
which  are  marked  pressures  and  heat  characteristics  and  a  device  for 
automatically  Indicating  on  said  dial  simultaneous  pressures  and  heat 
characteristics"  and  claims  similar  thereto  were  properly  rejected  as 
claims  for  functions  or  results.  If  allowed,  they  would  cover  means  sub- 
stantially different  from  those  described  which  might  be  discovered  by 
another  for  accomplishing  the  same  results. 

Mr.  James  Hamilton  for  the  appellant. 

Mr.  W.  8.  Ruckman  and  Mr.  Lineaa  Z>.  Underwood  for  the  Com- 
missioner of  Patents. 

Shepabd,  C.  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
rejecting  seven  claims  in  an  application  for  a  patent 

As  stated  in  the  application,  the — 

invention  relates  to  Improvements  In  registering  devices,  and  particularly  to 
devices  operated  automatically  and  made  to  register  by  the  vapor  itself  Its 
characteristics,  such  as  its  pressure,  its  degree  of  superheat,  (if  any,)  the 
number  of  thermal  units  contained  in  a  unit  weight  of  it,  its  conditions  as  to 
dryness  or  quality  and  the  lika  *  *  *  By  the  Instrument  herein  described 
one  is  enabled  to  determine  at  a  glance  the  heat  characteristic  of  the  vapor,  as 
well  as  its  pressure ;  and,  also.  Its  condition  as  to  dryness,  that  is  whether  wet. 
Just  dry,  or  superheated. 

Thirteen  of  the  eighty-three  claims  of  the  application  were  rejected 
by  the  Primary  Examiner;  some  of  them  on  the  ground  that  they 
were  functional,  and  others  on  references  to  other  patents.  On 
appeal  to  the  Examiners-in-Chief  the  decision  was  reversed  as  to  six 
of  the  claims,  and  affirmed  as  to  the  following  seven : 

IS.  In  a  vapor-register,  in  combination  with  a  vapor-condult,  means  opera- 
tive connected  therewith  for  determining  and  showing  the  percentage  of 
entrained  liquid  in  the  vapor. 

7&  In  combination  in  a  vapor-register,  a  dial  upon  which  are  marked  pres- 
sures and  heat  characteristics  and  a  device  for  automatically  indicating  on 
said  dial  simultaneous  pressures  and  heat  characteristica 

79.  In  combination  in  a  vapor-register,  a  dial  upon  which  are  marked  pres- 
sures and  conditions  as  to  dryness;  and  a  device  for  automatically  indicating 
on  said  dial  simultaneous  pressures  and  conditions  as  to  dryness. 

80.  In  combination  in  a  vapor-register,  a  dial  upon  which  are  marked  heat 
characteristics  and  conditions  as  to  dryness;  and  a  device  for  automatically 
indicating  on  said  dial  simultaneous  heat  characteristics  and  conditions  as  to 
dryness. 

81.  In  a  vapor-register,  in  combination  with  a  suitably-inscribed  dial,  a  device 
for  automatically  indicating  thereon  simultaneous  pressures  and  heat  char- 
acteristics for  superheated  vapor. 

82.  In  a  vapor-reglster,  in  combination  with  a  suitably-inscribed  dial,  mech- 
anism for  automatically  determining  and  Indicating  thereon  simultaneous  heat 
units  and  conditions  for  wet  and  superheated  vapor. 

83.  In  a  vapor-register,  in  combination  with  a  suitably-inscribed  dial,  mech- 
anism for  automatically  determining  and  indicating  thereon  the  condition  of 
the  vapor  through  a  range  from  wet  to  superheated  Inclusive  and  the  heat 
characteristics  of  the  vapor  corresponding  to  any  given  condition  of  the  vapor. 
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Their  decision  was  affirmed  by  the  Commissioner,  and  the  appli- 
cant has  again  appealed. 

It  is  well-settled  law  that  a  patent  cannot  issue  for  a  result  sought 
to  be  accomplished  by  the  inventor  of  a  machine,  but  only  for  the 
mechanical  means  or  instrumentalities  by  which  that  result  is  to  be 
obtained.  One  cannot  describe  a  machine  which  will  perform  a 
certain  function,  and  then  claim  the  function  itself,  and  all  other 
machines  that  may  be  invented  by  others  to  perform  the  same 
function. 

Section  4888  Bevised  Statutes  requires  that  the  applicant  for  a 
patent  shall  describe  his  invention  in  such  full,  clear,  concise,  and 
exact  terms  as  to  enable  any  person  skilled  in  the  art  to  make,  and 
use  the  same ;  and  that  in  case  of  a  machine  that  he  shall  explain  the 
principle  thereof,  and  the  best  mode  in  which  he  has  contemplated 
applying  that  principle,  so  as  to  distinguish  it  from  other  inventions; 
and  that  he  shall  particularly  point  out  and  distinctly  claim  the  part, 
improvement,  or  combination  which  he  claims  as  his  invention  or 
discovery.  The  purpose  of  this  requirement  is  not  only  to  secure  to 
the  inventor  the  benefit  of  his  invention,  but  also  that  the  public  may 
know  what  they  are  prevented  from  doing  during  the  existence  of 
his  monopoly.  {Brooks  v.  Fiske^  15  How.,  211,  214;  O'^Reilly  v. 
Morae^  15  How.,  62, 119.)  In  the  case  last  cited  the  requirements  are 
thus  stated  by  Chief  Justice  Taney : 

Whoever  discovers  that  a  certain  useful  result  will  be  produced  in  any  art, 
machine,  manufacture,  or  composition  of  matter,  by  the  use  of  certain  means, 
is  entitled  to  a  patent  for  it ;  provided  he  specifies  the  means  he  uses  in  a  man- 
ner so  full  and  exact  that  any  one  skilled  in  the  science  to  which  it  appertains 
can,  by  using  the  means  he  specifies,  without  any  addition  to  or  subtraction  from 
them,  produce  precisely  the  result  he  describes.  And  if  this  cannot  be  done  by 
the  means  he  describes,  the  patent  is  void.  And  if  It  can  be  done,  then  the 
patent  confers  on  him  the  exclusive  right  to  use  the  means  he  specifies  to  pro- 
duce the  result  or  effect  he  describes,  and  nothing  more.  And  it  makes  no  differ- 
ence in  this  respect,  whether  the  effect  is  produced  by  chemical  agency  or  com- 
bination ;  or  by  the  application  of  discoveries  or  principles  in  natural  philosophy, 
known  or  unknown  before  his  invention;  or  by  machinery  acting  altogether 
upon  mechanical  principles.  In  either  case,  he  must  describe  the  manner  and 
process  as  above  mentioned,  and  the  end  it  accomplishes.  Any  one  may  lawfully 
accompUsh  the  same  end,  without  infringing  the  patent,  if  he  uses  means  sub- 
stantially different  from  those  described. 

It  is  the  duty  of  the  Commissioner  of  Patents  to  see  that  these  con- 
ditions are  performed. 

Testing  the  appealed  claims  by  the  rules  above  stated,  we  are  of 
the  opinion  that  they  were  rightly  rejected  as  claims  for  functions 
or  results.  If  allowed  they  would  cover  means  substantially  different 
from  those  described,  which  might  be  discovered  by  another  for  ac- 
complishing the  same  results,  namely,  the  determination  of  the  per- 
centage of  entrained  liquid  in  the  vapor,  as  in  claim  13,  and  the 
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indication  of  heat  characteristics  and  conditions  as  to  dryness,  etc., 
as  in  the  other  claims.  We  deem  it  unnecessary  to  add  anything  by 
way  of  argument,  to  the  grounds  assigned  by  the  Primary  Examiner 
and  the  Examiners-in-Chief  in  their  decisions  which  are  sufficiently 
full,  and  satisfactory. 

TTie  decision  appealed  from  wUl  he  aifirraed.  It  is  so  ordered,  and 
that  the  clerk  certify  this  decision  to  the  Commissioner  of  Patents 
as  the  law  requires. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Mabk  v.  Greenawalt. 

Decided  December  22,  1908. 
140  O.  G.,  509;  32  App.  D.  C,  267. 

INTEBFEBENCE — PRIORITY. 

The  decision  of  the  Commissioner  of  Patents  awarding  priority  of  inven- 
tion of  a  process  to  G.  reversed  for  the  reasons  given  in  the  companion 
interference  involving  apparatus  used  in  carrying  out  the  process,  which 
is  decided  herewith. 

Mr.  Charles  D.  Davis  and  Mr.  C.  C.  Bulkley  for  the  appellant. 
Mr.  J.  M.  Spear  and  Mr.  Ellis  Spear  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  interference  proceeding  between  opposing  applicants 
for  a  patent  for  a  process  of  subjecting  materials  to  the  action  of  air 
and  other  gases.  The  process  is  practiced  by  the  introduction  of  air 
or  other  oxygen-containing  gas  through  the  porous  bed  or  hearth  of 
a  reverberatory  furnace. 

While  an  interference  was  depending  between  the  same  parties  on 
applications  for  patents  for  an  improvement  in  furnaces  adapted  to 
the  use  of  the  process,  Mark,  applied  for  this  process  patent,  and  the 
same  was  issued  to  him  May  19,  1903.  On  January  26,  1904,  Greena- 
walt filed  a  division  of  the  applica4:ion  for  his  apparatus  invention, 
and  this  interference  was  declared  between  them,  on  the  process 
claims.  Both  parties  relied  on  their  apparatus  applications  as  con- 
structive reductions  to  practice,  and  as  Mark's  was  the  earlier  one, 
the  burden  was  upon  Greenawalt.  He  attacked  the  operativeness  of 
Mark's  apparatus.  No  tests  of  the  same  had  then  been  made  by 
either  party.  The  Examiner  of  Interferences  decided  that  Mark's 
apparatus  was  apparently  operative  and  awarded  priority  to  him. 
On  appeal  to  the  Examiners-in-Chief  this  decision  was  aflSrmed  save 
as  to  counts  six  and  seven  of  the  issue,  of  the  possession  of  the  in- 
vention of  which  it  was  said,  that  Mark  had  no  evidence  prior  to  the 
disclosure  of  Greenawalt's  application.  Mark  did  not  appeal  from 
any  part  of  that  decision,  but  Greenawalt  did. 
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The  appeal  was  heard  by  the  Commisgioiier  with  the  later  appeal 
of  Mark  from  the  decision  of  the  Examiners-in-Chief  in  the  interfer- 
ence proceeding  relating  to  the  apparatus.  The  evidence  in  that  case 
of  the  tests  of  the  Mark  furnace,  made  in  Fdl>ruary,  1906,  was  by 
stipulation  considered  in  this  one.  There  was  a  practical  consolida- 
tion of  the  two  cases,  but  a  separate  decision  was  made  in  each,  and 
separate  appeals  were  taken  in  each  case  to  this  court.  The  Oom^ 
missioner  having  decided  that  the  tests  of  Mark's  furnace  demon- 
strated its  inoperativeness,  awarded  priority  in  that  case  to  Greena- 
walt.  Holding  that  that  determination  removed  the  foundation  of 
Mark's  claim  of  that  application  as  a  constructive  reduction  to  practice 
of  the  process  invention,  he  reversed  the  decision  in  favor  of  Mark 
and  awarded  priority  to  Greenawalt  in  this  case  also.  The  appeals 
numbered,  respectively,  in  this  court  as  506,  and  507,  were  submitted 
together  as  they  had  been  to  the  Commissioner. 

Having  reversed  the  Commissioner'^s  decision  holding  that  MarVs 
apparatus  was  inoperative^  in  No,  607^  {a/nte^  288;  1^  O.  G.,  965,) 
it  follows  that  his  decision  in  this  case  must  also  he  reversed.  It  is  so 
ordered  and  that  this  decision  be  certified  to  the  Commissioner  of 
Patents  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

J.  A.  ScRivEN  Company  v.  The  W.  H.  Towi^bs  Manufacturing 
Company,  Morris  &  Company,  and  North  Brothers  &  Strauss. 

Decided  January  5,  190P. 
140  O.  G.,  610;  82  App.  D.  C,  821. 

1.  Tbade-Mabkb — CouHTS — Comity. 

The  question  involved  having  been  decided  by  the  conrts  of  appeals 
for  the  fourth  and  eighth  circuits,  '*in  which  decisions  we  fully  concur, 
we  do  not  deem  it  necessary  to  discuss  the  propositions  advanced  by 
appellant  in  this  appeal.  {Brill  v.  Wash,  Rp.  dt  El  Co.,  C  D..  1908,  S77; 
184  O.  G.,  1563;  80  App.  D.  C,  256.)" 

2.  Same— BuTP-CoLOWCD  Knitted  Stbip  Insebted  in  Seam  of  a  Gabment— 

Effect  of  Ezfibation  of  Patent. 
The  decision  of  the  Ck)inmIs8ioner  of  Patents  refusing  to  register  as  a 
trade-mark  for  men's  undergarments  the  representation  of  a  buff-colored 
strip  of  knitted  material  Interposed  lengthwise  thereof  on  the  ground 
that  the  registration  would  extend  the  monopoly  enjoyed  by  applicant 
under  the  Brown  patent,  which  purported  to  cover  such  an  inserted  strip 
and  which  expired  In  1898,  Held  to  be  founded  in  reason  and  ioatained  by 
authority. 

Mr.  Arthur  v.  Briesen  for  the  appellant 
Mr.  Arthur  Steuart  for  the  appellees. 
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ROBB,  J.: 

This  case  comes  here  on  an  appeal  from  concurrent  decisions  of  the 
Patent  Office  sustaining  the  opposition  of  appellees  to  the  registra- 
tion as  a  trade-mark  by  appellant  of  a  pictorial  representation  of  a 
buff-colored  strip  of  knitted  material  interposed  lengthwise  of  a 
pair  of  drawers  made  of  woven  fabric. 

In  1881  a  patent  was  issued  to  Charles  A,  Brown  covering,  or, 
at  least,  purporting  to  cover,  an  inserted  strip  of  knitted  material 
in  woven  undergarments,  the  function  of  said  strip  being  to  give 
elasticity  to  the  garment  at  the  point  of  insertion.  This  patent  was 
acquired  in  1883  by  Jeremiah  A.  Scriven,  a  manufacturer  of  drawers. 
In  1886  Scriven  formed  a  partnership  under  the  firm-name  of  J.  A. 
Scriven  &  Company,  which  firm  commenced  the  manufacture  of 
drawers,  under  the  Brown  patent,  marking  ai^d  advertising  their  out- 
put as  "  Patented  June  28,  1881."  This  firm  in  1891  was  displaced 
by  the  appellant  corporation,  which  continued  to  manufacture  and 
mark  drawers  as  before  until  the  patent  expired  in  1898. 

The  Examiner  of  Interferences  and  this  Commissioner  in  turn  sus- 
tained the  opposition  to  the  registration  of  appellant's  alleged  mark 
on  the  ground  that  the  application  of  the  buff  strip  to  garment  dur- 
ing its  manufacture  was  purely  functional  and  not  intended  for, 
and  not  a  proper  subject  of,  trade-mark.  Both  tribunals  of  the 
Patent  Office  found  that  the  granting  of  appellant's  application 
would  result  in  restricting  the  use  of  buff  knitted  material,  which  is 
a  common  article  of  commerce  and  the  best  material  for  the  purpose 
to  which  it  has  been  applied  by  appellant.  In  other  words,  that  to 
register  this  mark  would  prolong,  to  a  measurable  degree  at  least, 
the  monopoly  enjoyed  under  the  Brown  patent. 

In  J.  A.  Scriven  Co.  v.  Morris  (154  Fed.,  914)  the  right  of  ap- 
pellant to  this  alleged  mark  was  in  issue,  and  the  conclusion  of  the 
court  was  adverse  to  appellant.    The  Court  said : 

The  complainant  Is  now  seeking  to  have  the  court  rule  that  although,  by 
the  expiration  of  the  patent,  the  use  of  the  strip  of  insertion  is  free  to  all, 
the  defendants  are  to  be  enjoined  from  using  it  because  they  use  it  of  the 
same  color  as  complainant  and  the  patentee  did  when  they  were  operating 
under  the  patent  To  so  decide  would  be  in  many  cases  to  extend  indefinitely 
the  monopoly  of  the  patent 

On  appeal  to  the  Court  of  Appeals  for  the  Fourth  Circuit,  the 
judgment  of  the  trial  court  was  affirmed.     (158  Fed.,  1020.) 

The  same  question  was  passed  upon  at  the  September  term,  1908, 
of  the  Court  of  Appeals  for  the  Eighth  Circuit,  in  Ferguson-McKin- 
ney  Dry  Goods  Co.  v-  J.  A.  Scriven  Co.,  (165  Fed.,  689,  666,)  and 
the  same  conclusion  reached  in  a  carefully-considered  and  exhaustive 
opinion. 

21895— H.  Doc.  124, 61-2—21 
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In  view  of  the  above  decisions,  in  which  we  fully  concur,  we  do 
not  deem  it  necessary  to  discuss  the  propositions  advanced  by  appel- 
lant in  this  appeal.  {Brill  v.  Wash.  Ry,  &  El.  Co.,  C.  D.,  1908,  377; 
134  O.  G.,  1668 ;  30  App.  D.  C,  255.)       ' 

We  conclude  that  the  decision  of  the  Commissioner,  in  refusing 
appellant's  application  for  registration,  was  founded  in  reason,  and 
sustained  by  authority. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  of  this  court  will  certify  this  opinion  and  the  proceedings  in 
this  court  to  the  Commissioner  of  Patents,  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Colambla.] 

J.  A.  ScBivEN  CoBiPANT  V.  Febguson-McEIinnet  Dbt  GrooDS  Com- 
pany. 

Decided  January  5,  1909, 

140  O.  a,  &10;  32  App.  D.  C,  323. 

Mr.  Arthur  v.  Briesen  for  the  appellant. 
Mr.  S.  S.  Watson  for  the  appellee. 

BoBB,  J.: 

This  is  an  opposition  by  another  paity  to  the  registration  of  the 
mark  involved  in  /.  -4..  Scriven  Company  v.  The  W.  H.  Towles  Manu- 
facturinff  Company,  Morris  dk  Company,  and  North  Brothers  & 
Strauss,  No.  609,  just  decided ;  ante,  310 ;  140  O.  G.,  510. 

It  follows  that  the  decision  will  be  the  same  as  in  the  other  case. 

The  decision  of  the  Com^missioner  of  Patents  is  afftrrn^,  and  the 
clerk  of  the  court  will  certify  this  opinion  and  the  proceedings  in 
this  court  to  the  Commissioner  of  Patents,  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Colombia.] 

In  re  Mbybr  Bbothers  Coppbb  and  Spice  Company. 

Decided  Decemher  22,  1908, 

140  O.  a,  756 ;  32  App.  D.  C,  277. 

1.  Trade-Mahks — "ABnaucA's  Stbewoth  "  fob  Coffee — Nor  Registbable. 

The  words  "America's  Strength^  are  not  registrable  as  a  trade^mark 
for  coffee,  since  the  word  "America  **  Is  clearly  geograpblcal,  and  the  word 
"  Strength  "  as  applied  to  coffee  Is  descriptive  of  quality. 

2.  Same— Combination  of  Non-Rbgistbable  Wobds. 

A  registrable  trade-mark  cannot  be  made  by  combining  two  non- 
registrable  words. 
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Mr.  J.  A.  Cam  for  the  appellant. 

Mr.  W.  8.  Ruckman  for  the  Commissioner  of  Patents. 

Van  Obbdel,  e/.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
refusing  registration  to  appellant  of  the  words  "America's  Strength  " 
as  a  trade-mark  for  coffee.  (C.  D.,  1908,  169;  135  O.  G.,  893.) 
Neither  of  the  words  used  in  this  combination  would,  standing  alone, 
be  registrable  as  a  trade-mark  for  coffee.  The  word  "America"  is 
clearly  geographical.  {Shaver  v.  Heller  db  Merz^  108  Fed.,  821.) 
The  word  "  Strength,"  if  used  as  a  mark  on  coffee,  would  be  descrip- 
tive of  quality  and  likewise  prohibited  by  secticm  5  of  the  Trade- 
Mark  Act  of  1905.  This  court  has  held  that  a  registrable  mark  can- 
not be  made  by  combining  two  non-registrable  words.  {Kentucky 
Distilleries  cfe  Warehouse  Co.  v.  Old  Lexington  Club  Distilling  Co.^ 
C.  D.,  1908, 417;  185  O.  G.,  220;  31  App.  D.  C,  323.) 

TJie  decision  of  the  Commissioner  is  oiffirmsd^  and  the  clerk  is 
directed  to  certify  these  proceedings,  as  by  law  required. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Geltz  and  Hosack  V.  Cbozieb. 

Decided  January  5,  1909. 
140  O.  G.,  757;  32  App.  D.  C,  324. 

INTEHFEBENCE — ISSUE — CON  8TBUCJTION. 

Where  the  issae  of  an  Interference  is  in  clear  and  unambiguous  languaise 
and  is  capable  of  but  one  construction,  the  court  wUl  not  read  into  it  a 
limitation  not  expressed  therein. 

Mr.  W.  B.  Corwin  for  the  appellants. 

Mr.  J.  F.  Williams  and  Mr.  C.  J.  O^Neill  for  the  appellee. 

Van  Orsdel,/.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding,  affirming  the  decision  of  the  Board  of 
Examiners-in-Chief,  which,  in  turn,  had  aflSrmed  the  decision  of  the 
Examiner  of  Interferences,  awarding  judgment  of  priority  to 
appellee,  the  junior  party. 

The  invention  before  us  relates  to  boiler-flues,  and  the  issue  is  de- 
fined by  but  a  single  count,  which  reads  as  follows : 

A  boller-flue  having  one  end  reduced  in  internal  diameter  and  Increased  in 
external  diameter,  substantiaUy  as  described. 

I  As  stated  by  the  Commissioner  in  his  opinion : 

The  object  of  this  invention  Is  to  provide  a  detachable  boiler-flue  with  an  end 
of  increased  thickness  in  order  that  the  walls  of  the  tube  at  the  flre4)oi  will  be 
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of  substantially  the  same  thickness  as  the  fine-sheet  and  thereby  overcome  the 
objection  of  unequal  expansion  and  contraction  due  to  the  changes  of  tempera- 
ture in  the  boiler  and  also  to  provide  a  flue  which  may  be  readily  repaired. 

ApJ)ellants'  application  was  filed  on  November  24,  1905,  while 
appellee  did  not  file  his  application  until  March  22,  1906.  On  May 
22, 1906,  a  claim  from  appellee's  application,  the  count  here  in  issue, 
was  suggested  to  appellants  for  the  purpose  of  interference.  Upon 
the  adoption  of  this  claim,  an  interference  was  declared. 

The  record  discloses,  and  it  is  not  disputed,  that  appellants  con- 
ceived the  invention  in  September,  1904;  but,  not  reducing  their  in- 
vention to  practice  prior  to  the  filing  of  their  application,  they  must 
be  restricted  to  that  date  for  a  constructive  reduction  to  practice.' 
Appellee,  on  the  other  hand,  testified  that  he  conceived  the  inventicm 
in  issue  in  May,  1904,  and  that,  in  the  latter  part  of  that  month,  dis- 
closed it  to  one  Alexander  Hill.  Hill  was  called  as  a  witness  and 
corroborated  appellee  as  to  the  disclosure  at  that  time  of  a  boiler-' 
tube,  one  end  of  which  was  decreased  in  its  internal  diameter  and 
increased  in  its  external  diameter,  and  testified  that  he  described  to 
appellee  a  machine  by  which  he  thought  such  a  tube  could  be  made.' 
All  three  tribunals  of  the  Patent  Office  held  this  disclosure  to  be 
sufficient,  and  with  them  we  fully  agree. 

Appellee  has  introduced  in  evidence  a  tube,  (Crozier's  Eidiibit  4,) 
which  he  testified  was  made  in  April,  1905.  In  this  he  is  corroborated 
by  a  witness  named  TurnbuU,  a  boiler-maker  and  blacksmith,  who  as- 
sisted in  the  making  of  this  and  similar  tubes,  and  who  testified  that, 
in  their  manufacture,  each  tube  was  first  crimped  or  drawn  in,  a 
heated  ring  then  placed  over  it,  and  both  tube  and  ring  heated  and 
welded  together.  This  resulted  not  only  in  an  increase  in  the  exter- 
nal diameter,  but  in  a  material  decrease  in  the  internal  diameter  of  the 
tube. 

It  is  contended  by  counsel  for  appellants  that  the  issue,  construed 
in  the  light  of  the  prior  art  and  of  the  specifications  and  claims  of  the 
applicants,  should  be  read  so  as  to  require  that  the  external  and  in- 
ternal reinforcements  of  the  tube  should  be  integral  with  it.  If  this 
contention  is  correct,  "  Crozier's  Exhibit  4  "  does  not  constitute  a  re- 
duction to  practice.  While  it  is  true  that  courts  will  liberally  con- 
strue a  claim  in  order  to  uphold  its  validity  or  to  protect  the  rights  of 
a  patentee  from  infringement,  it  is  well  settled  that  such  a  construc- 
tion must  be  consistent  with  the  language  employed  and  not  add  to  or 
detract  from  the  terms  of  the  claim. 

A  patent  should  be  construed  In  a  liberal  spirit  to  sustain  the  Just  claims  of 
the  Inventor.  This  principle  Is  not  to  be  carried  so  far  as  to  exclude  what  Is  In 
lt»  or  to  Interpolate  anything  which  It  does  not  contain.  (Rubber  Co.  v.  Oood- 
year,  9  Wall.,  78a) 
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This  distinction  wars  also  recognized  in  the  case  of  Cimiotti  Un- 
hairing  Co.  v.  American  Fur  Refining  Co.^  (C.  D.,  1905,  729;  116 
O.  a,  1452;  198  U.  S.,  399,)  where  the  Court  said: 

It  Is  well  settled  that  a  greater  degree  of  liberality  and  a  wider  range  of 
eqoiyalents  are  permitted  where  the  patent  is  of  a  pioneer  character  than  when 
the  invention  is  simply  an  improvement,  may  be  the  last  and  successful  step,  in 
the  art  theretofore  partially  developed  by  other  inventors  in  the  same  field. 
Upon  this  subject  it  was  said  by  the  Ctourt  {Westinghouse  v.  Boyden  Power 
Brake  Co.,  C.  D.,  1898,  443;  83  O.  G.,  1067;  170  U.  S.,  537.)  quoted  with  approval 
In  Singer  Co,  v.  Cramer,  (C.  D.,  1904,  688;  108  O.  G.,  1869;  192  U.  S..  266:)  "To 
what  liberality  of  construction  these  claims  are  entitled  depends  to  a  certain 
extent  upon  the  character  of  the  invention,  whether  it  is  what  is  termed  in  ordi- 
nary parlance  a  *  pioneer.' " 

Later  in  the  same  case,  the  Court  said : 

In  /naking  his  claim  the  inventor  is  at  liberty  to  choose  his  own  form  of  ex- 
pression, and  while  the  courts  may  construe  the  same  in  view  of  the  specifica- 
tions and  the  state  of  the  art,  th^  may  not  add  to  or  detract  from  the  claim. 

Although,  in  this  case,  the  count  of  the  issue  was  one  of  appellee's 
claims,  appellants  adopted  the  same  by  incorporating  it  into  their  ap- 
plication. Had  they  objected  to  the  language  or  scope  of  the  claim,  ^ 
they  were  at  liberty  to  move  to  dissolve  the  interference.  In  White 
V.  Dunbar  (C.  D.,  1886,  494;  37  O.  G.,  1002;  119  U.  S.,  47)  the  Court 
said : 

Some  persons  seem  to  suppose  that  a  claim  is  like  a  nose  of  wax  which  may  be 
turned  and  twisted  in  any  direction,  by  merely  referring  to  the  specification,  so 
as  to  make  it  include  something  more  than,  or  something  different  from,  what  its 
terms  express.  The  context  may,  undou6tedly,  be  resorted  to,  and  often  is  re- 
sorted to,  for  the  purpose  of  better  understanding  the  meaning  of  the  claim, 
but  not  for  the  purpose  of  clianging  it,  and  making  it  different  from  what  it  is. 
The  claim  is  a  statutory  requirement,  prescribed  for  the  very  purpose  of  mak- 
ing the  patentee  define  precisely  what  his  invention  is ;  and  it  is  unjust  to  the 
public,  as  well  as  an  evasion  of  the  law,  to  construe  it  in  a  manner  different  from 
the  plain  import  of  its  terms.  This  has  been  so  often  expressed  in  this  Ck)urt 
that  it  is  unnecessary  to  pursue  the  subject  further. 

Appellants  introduced  several  patents  in  evidence  to  show  the  state 
of  the  art.  After  a  careful  consideration  of  these  patents,  the  Ex- 
aminer of  Interferences  said: 

In  view  of  the  art  as  outlined  above  no  reason  is  seen  for  giving  the  claim 
such  a  narrow  construction  even  if  such  a  course  were  t)ermissible. 

This  statement  was  affirmed  by  the  other  two  tribunals  of  the 
Patent  Office,  the  Commissioner  saying: 

There  is  not  in  the  art  relied  upon  any  patent  covering  the  structure  claimed 
and  I  do  not  therefore  find  any  sufficient  reason  for  placing  a  limited  construc- 
tion upon  the  claim. 

We  can  find  no  theory  upon  which  to  interpolate  into  the  issue  the 
limitation  sought  by  appellants.    The  count  is  in  clear  and  unam- 
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biguous  language  and  is  capable  of  but  one  construction.  Where  a 
product  can  only  be  made  by  the  particular  process  described,  it  is 
true  that  such  process  may  be  read  into  the  claim,  but,  in  this  case, 
a  flue  of  the  character  claimed,  having  one  end  reduced  in  internal 
diameter  and  increased  in  external  diameter,  may  be  manufactured 
in  several  ways.  Neither  does  a  consideration  of  the  applications 
warrant  a  conclusion  that  the  parties  intended  to  limit  their  inven- 
tion to  the  specific  integral  structure  shown.  In  some  of  the  claims, 
the  broad  idea  is  sought  to  be  protected,  while  other  claims  are  drawn 
ta  a  flue  reinforced  integrally. 

We  are,  therefore,  of  the  opinion  that  "  Crozier's  Exhibit  4 ''  does 
constitute  a  reduction  to  practice,  and  that  appellee,  being  the  first 
to  conceive  and  the  first  to  reduce  to  practice,  is  entitled  to  judgment 
of  priority. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  will  certify  these  proceedings,  as  by  law  required. 


[Coart  of  Appeals  of  the  District  of  Colambia.] 

Udell-Predock  Manufacturing  Company  v.  The  Udell  Works. 

Decided  December  22,  1908. 
140  O.  G..  1002;  32  App.  D.  C.  282. 

1.  Tradb-Mabks — Name  of  PATENi^n)' Abticle. 

Between  1870  and  1884  several  patents  f6r  ImproTements  in  step-ladders 
wece  issued  to  C.  G.  Udell,  the  predecessor  in  bnsinesB  of  The  UdeU  Work& 
Udell  adopted  as  his  trade^mark  the  wood  "Excelsior.'*  The  Bscehrtor 
ladder  embodied  features  of  several,  but  not  of  all,  of  the  patents.  Six 
other  styles  of  ladders  were  manufactured,  some  of  which  closely  resembled 
the  Excelsior  ladder  and  all  of  which  embodied  features  of'  the  Udell 
patents.  Held  that  the  word  **  Excelsior ''  did  not  become  during  the  Uf e 
of  the  Udell  patents  the  generic  designation  of  ladders  manufactured 
thereunder. 

2.  Same — Same— That  a  Tbade-Mabk  is  Generic  Not  to  be  PsESUMia). 

While  care  should  be  taken  lest  a  monoply  be  continued  beyotld  the  life 
of  a  patent  through  the  agency  of  a  trade-name  which  has  come  to  indicate 
to  the  public  the  patented  article,  the  Patent  Office  would  not  be  justified 
In  presuming  that  a  trade-mark  was  generic.  In  the  present  case  the 
appellee  company  has  built  up  a  trade  In  ladders  because  of  the  superior 
excellence  of  the  product  and  the  tSLir  dealings  of  the  company.  Manifestly 
it  would  be  unjust  to  deny  the  company  the  benefit  of  its  reputation  unless 
convinced  that  to  do  so  would  prolong  a  monopoly. 

Mr.  F.  J.  Kent  and  Mr.  J.  L.  Hopkins  for  the  appellant. 

Mr.  Chester  Bradford  and  Mr.  Arthur  M.  Hood  for  the  appellee. 
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EoBB,  /.; 

This  is  an  appeal  by  the  Udell-Predock  Manufacturing  Company, 
which  is  opposing  the  registration  of  the  word  "Excelsior''  to 
appellee,  from  a  decision  of  the  Commissioner  of  Patents  granting 
such  registration. 

From  1870  to  1884  several  patents  for  improvements  in  step-ladders 
were  issued  to  Calvin  G.  Udell,  the  predecessor  of  The  Udell  Works. 
The  patentee  commenced  the  manufacture  of  step-ladders  in  Chicago 
in  about  1870,  and  adopted  the  word  "  Excelsior  "  as  his  trade-mark. 
Later  the  patentee  removed  to  Indianapolis,  where  the  appellee  com- 
pany is  now  located.  The  Excelsior  ladder,  which  embodied  features 
of  several,  but  not  of  all,  of  the  patents,  continued  to  be  manufactured. 
The  company  also  manufactured  six  other  styles  of  ladders,  some  of 
which  very  closely  resembled  the  one  sold  under  the  mark  "  Excel- 
sior," and  all  of  which  embodied  features  of  the  Udell  patents.  M.  R. 
Udell,  the  organizer  of  the  appellant  company  and  brother  of  said 
Calvin  G.  Udell,  was  a  selling  agent  for  the  goods  of  appellee  until 
about  January,  1906,  when  his  connection  with  the  appellee  com- 
pany terminated.  Upon  the  organization  of  the  appellant  company 
in  St.  Louis  it  commenced  the  manufacture  and  sale  of  ladders  which 
were  exact  duplicates  of  those  manufactured  by  The  Udell  Works, 
and  which  it  sold  under  the  same  trade-mark  applied  by  Hie  Udell 
Works. 

The  sole  question  here  involved  is  whether  the  word  "  Excelsior  " 
became,  during  the  life  of  the  Udell  patent,  the  generic  designation 
of  the  ladders  manufactured  under  said  patents  instead  of  a  name 
exclusively  indicating  the  source  or  origin  of  manufacture.  There 
is  no  evidence  in  the  record  upon  which  to  base  sudi  a  finding.  The 
only  evidence  of  appellant  on  this  point  is  found  in  the  testimony  of 
said  M.  R.  Udell,  and  his  testimony  is  in  the  nature  of  an  opinion 
and  contains  no  substantive  proof.  On  tlie  other  hand,  the  testimony 
of  appellee  tends  to  show  that  "  Exc^ior  "  was  applied  to  a  ladder 
of  superior  workmanship  and  did  not  in  any  s^ise  become  the  generic 
designation  of  the  output  of  the  company.  This  contention  is  ma- 
terially strengthened  by  the  evidence  that  the  company  manufac- 
tured and  sold  six  other  styles  of  ladders  embodying  features  of  the 
same  patent,  which  it  sold  under  as  many  different  trade-names.  It 
also  appears  that  several  other  firms  have  manufactured  ladders  em- 
bodying these  patents,  which  have  been  designated  under  different 
trade-names. 

While  care  should  be  taken  lest  a  monopoly  be  continued  beyond 
the  life  of  a  patent  through  the  agency  of  a  trade-name  which  has 
come  to  indicate  to  the  public  the  patented  article,  the  Patent  Office 
would  not  be  justified  in  presuming  that  a  trade-maik  was  generic. 
In  the  present  case,  the  appellee  company  has  built  up  a  trade  in  lad- 
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ders  because  of  the  superior  excellence  of  the  product  and  the  fair 
dealings  of  the  company.  Manifestly  it  would  be  unjust  to  deny  the 
company  the  benefit  of  its  reputation  unless  convinced  that  to  do  so 
would  prolong  a  monopoly. 

We  see  nothing  in  Singer  Manufacturing  Co.  v.  June  Manufactur- 
ing Co.  (C.  D.,  1896,  687;  75  O.  G.,  1703;  163  IT.  S.,  169)  inconsistent 
with  our  conclusion  in  this  case.  In  that  case  the  word  "  Singer '' 
was  applied  to  all  the  sewing-machines  manufactured  by  the  com- 
pany, and  all  the  machines  embodied  certain  fundamental  patents 
controlled  by  the  company.  In  other  words,  the  name  "  Singer " 
represented  the  whole  class  of  machines  and  was  so  understood  by 
the  public.  Here  the  word  "  Excelsior "  was  only  one  of  several 
words  applied  to  a  patented  product,  and  we  think  indicated  origin 
and  not  genus. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  of  the  court  will  certify  this  opinion  and  the  proceedings  in  this 
court  to  the  Commissioner  of  Patents  as  required  by  law. 


[Coart  of  Appeals  of  the  District  of  Colombia.] 

Wayne  County  Preserving  Company  v.  The  Burt  Olnby  Canning 

Company. 

Decided  December  22,  1908. 

140  O.  G.,  1003;  32  App.  D.  C^  279. 

1.  Trade-Marks — SiiciLARrrY — Olonial  Figures. 

a  trade-mark  for  canned  fruits  consisting  of  a  full-length  figure  of  a 
colonial  military  officer,  accompanied  by  the  words  "  Ool.  Willett,"  Held  so 
similar  to  a  prior  registered  mark  for  the  same  goods  consisting  of  a  bust 
portrait  of  Gen.  Anthony  Wayne  in  a  colonial  military  uniform  as  to  be 
likely  to  cause  confusion  in  toede. 

2.  Same — Same — ^Doubt  Resolved  in  Favor  of  Prior  Rbqistrant  and  User. 

"The  property-right  in  trade-marks  is  a  valuable  one,  and  is  entitled  to 
protection  from  those  who  would  profit  by  its  imitation,  and  the  courts 
should  resolve  the  doubt,  if  any  exists.  In  favor  of  the  prior  registrant  and 
user  in  good  faith." 

Mr.  Theodore  K.  Bryant  and  Mr.  H.  P.  Denison  for  the  appellant 
Mr.  A.  P.  Greeley  for  the  appellee. 

Van  Orsdel,/.; 

This  is  an  appeal  from  the  Commissioner  of  Patents  dismissing  the 
opposition  of  appellant  and  registering  a  trade-mark  for  appellee. 
The  marks  here  in  conflict  are  used  on  canned  fruits  and  vegetables. 
It  appears  that  appellee,  on  July  22, 1907,  filed  an  application  in  the 
Patent  Office  for  the  registration  of  a  trade-mark  consisting  of  a  full- 
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length  figure  of  a  colonial  military  officer,  accompanied  by  the  words 
"  Col.  WUlett."  Appellant  filed  notice  of  opposition  to  the  granting 
of  appellee's  registration,  on  the  ground  that  it  was  the  owner  of  a 
registered  mark  that  it  and  its  predecessors  had  used  on  canned  fruits 
and  vegetables  since  1880,  consisting  of  a  bust  portrait  of  GJen.  An- 
thony Wayne  in  a  colonial  military  uniform.  This  mark  was  first 
registered  by  its  predecessor  in  business  in  1887  and  again  registered 
by  it  in  1906. 

Appellant  filed. its  notice  of  opposition  to  the  registration  of  ap- 
pellee's mark  on  the  ground  that  the  similarity  of  the  marks  would 
tend  to  create  confusion  in  trade.  Appellee  demurred  to  appellant's 
notice  of  opposition.  On  hearing,  the  Examiner  of  Interference  over- 
ruled the  demurrer  and  gave  appellee  thirty  days  in  which  to  further 
plead  or  answer.  From  this  decision  of  the  Examiner,  appellee  ap- 
pealed to  the  Commissioner  of  Patents,  which  appeal  was  dismissed 
for  the  reason  that  it  was  not  an  appeal  from  a  final  order  of  the 
Examiner.  Appellee  then  went  back  to  the  Examiner,  and,  the  time 
within  which  it  might  answer  the  notice  of  opposition  having  ex- 
pired, judgment  was  rendered  against  it  upon  the  demurrer.  From 
this  decision  of  the  Examiner  of  Interferences  sustaining  the  oppo- 
sition of  appellant  and  refusing  registration  to  appellee,  appellee  ap- 
pealed to  the  Commissioner  of  Patents,  who  reversed  the  decisicm  of 
the  Examiner  and  dismissed  the  opposition,  allowing  registration  to 
appellee.    From  this  decision,  the  matter  comes  here  on  appeal. 

It  appears  that  the  appellant  and  its  predecessors  have  been  en- 
gaged in  the  business  of  canning  fruits  aijd  vegetables  in  Wayne 
county,  New  York,  since  the  year  1867,  and  has  used  its  mark  con- 
tinuously since  1880.  The  appellee  company  is  engaged  in  similar 
business  in  the  county  of  Madison,  adjoining  the  county  of  Wayne, 
in  New  York,  and  has  been  using  its  mark  since  1897. 

The  sole  question  to  be  here  considered  is,  whether  the  marks  are  so 
similar  as  to  create  confusion  or  mistake  in  the  mind  of  the  public 
when  applied  to  goods  of  the  same  descriptive  properties.  The 
statute  under  which  this  case  arises  is  as  follows: 

That  trade-marks  which  are  identical  with  a  re^stered  or  known  trade-mark 
owned  and  in  use  by  another,  and  appropriated  to  merchandise  of  the  same 
descriptive  properties,  or  which  so  nearly  resemble  a  registered  or  known 
trade-mark  owned  and  in  use  by  another,  and  appropriated  to  mercliandise  of 
the  same  descriptive  properties,  as  to  be  likely  to  cause  confusion  or  mistake 
in  the  mind  of  the  public,  or  to  deceive  purchasers,  shall  not  be  registered. 

It  is  conceded  that  the  goods  to  which  the  marks  before  us  are 
applied  contain  not  only  the  same  descriptive  properties,  but  are 
identically  the  same.  This  narrows  the  question  to  the  similarity 
of  the  marks  sought  to  be  used.  Just  what  degree  of  resemblance  is 
necessary  to  bring  about  confusion  in  trade  is  incapable  of  exact 
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dBfinition.  About  all  that  can  be  said  is,  that  no  person  engaged  in 
tvade  can  adopt  a  trade-mark  so  resembling  that  of  another  trader, 
when  apf^lied  to  the  same  elass  of  goods,,  as  will  mislead  a  purchaser 
when  buying  with  ordinary  caution.  The  rule  announced  by  the 
Supreme  Court  in  McLean  v.  Fleming  (C.  D,,  1878,  262;  13  O.  G., 
913;  96  U.  S*,  245)  is  as  follows: 

Two  trnde^marks  are  substantiaUy  tbe  same  in  legal  contemplation,  if  the 
resemblance  is  such  as  to  deceive  an  ordinary  purchaser  giving  such  attention 
to  the  same  as  soch  a  purchaser  usually  gives,  and  to  cause  him  to  purchase 
the  one  supposing  it  to  be  the  other. 

In  the  two  marks  here  before  us,  &  striking  characteristic  is  the 
figure  of  a  colonial  military  officer,  in  which  the  uniforms  are  sub- 
stantially the  same,  and  the  resemblance  of  the  men  is  striking; 
except  that,  in  the  case  of  appellant,  only  the  bust  of  the  officer 
appears,  while  appellee's  mark  represents  a  full-length  figure.  It  is 
not  a  case  where  portraits  of  two  men  are  used  who  are  known  and 
recognized  by  the  puUic  generally  throughout  the  commercial  world; 
but,  in  tdie  case  of  appdlee  at  least,  the  officer  represented  is  practi- 
cally unknown.  These  marks,  when  appearing  on  the  canned  goods 
of  the  respectivfe  parties,  exposed'  to  the  public  on  the  shelves  of  the 
i^etailer,  are  so  similar  as  to  be  Hkely  to  cause  confusion ;  and  where,  fis 
in  this  case,  there  is  no  evidence  on  that  subject  except  the  marks 
themselves,  it  is  the  duty  of  the  court  to  protect  the  prior  registrant 
and  user  frcHn*  the  probability  of  any  such  occurrence.  It  is  strangely 
coincident  that  af^pellee,  engaged  in  the  same  business  as  appellant 
and  located  in  4iie  adjobting'  county  to  where  appellant  has  used  his 
mark  for  many  shears,  should  select  a  mark  so  similar.  The  property- 
right  in  trade^marks  is  a  valuable  one,  and  is  entitled  to  protection 
from  those  who  would  profit  by  its  imitation,  and  the  courts  should 
resolve  the  doubt,  if  any  exists,  in  favor  of  the  prior  registrant  and 
user  in  good  fiiitdi. 

The  decision  of  the  Commissioner  is  reversed,  and  the  clerk  is 
directed  to  certify  these  proceedings,  as  by  law  required. 


[Court  of  Ameals  of  the  District  of  Columbia.] 

In  re  Berger. 

BeotOed  Jmiwary  5,  19iS9. 

140  O.  G..  1004;  32  App.  D.  C.  358. 

PATENTABnJTT — ^NON-lNVENTiON — SHELF-BBACkST — CHANGE  IN   FASTBNINQ. 

A  shelf-bracket  having  a  brace  pivotally  secured  to  the  bracltet  at  one 
end,  80  that  it  can  be  swung  aside  while  securing  the  bracket  to  tke  wall 
and  shelf,  ffelS  lacking  in  patentable  InTentlon  in  view  of  a  prior  patent 
diBgloiing  a  bracket  having  a  brace  arranged  to  be  attached  to  the  bracket 
after  the  latter  is  secured  in  position. 
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Mr.  W.  G.  Henderson  for  the  appellant 

Mr.  W.  ;S^.  Ruckman  for  the  Commissioner  of  Patents. 

Shepabd,  C.  J.: 

The  appellant,  Berger,  filed  an  application  for  an  improved  sink 
or  shelf  bracket  having  two  claims.  One  of  these  was  allowed,  the 
other  rejected.  From  the  decision  rejecting  that  claim  he  has 
appealed.    The  claim  reads  as  follows: 

a  sink  or  sbelf  bradcet  composed  of  angularly-disposed  members  normally 
Joined  one  to  tbe  otber,  and  a  connecting  brace-bar  having  ane  end  permanently 
secured  to  one  of  said  members  by  a  rivet  pivotally  connecting  it  ttiereto  be- 
tween tbe  angularly-disposed  members,  tbe  opposite  end  of  said  bar  being  free, 
to  permit  tbe  brace-bar  to  be  swung  to  one  side  of  tbe  bracket  in  place,  sub- 
stantially as  described. 

The  invention  is  thus  described  in  appellant's  brief: 

The  object  of  tbe  invention  is  to  construct  the  bracket  so  that  its  bracing-bar, 
while  forming  a  permanent  inseparable  part  of  the  bracket,  may,  when  the 
bracket  is  being  set  up  in  place,  be  swung  to  one  side  out  of  the  way,  in  order 
that  the  workman  may  have  perfect  freedom  in  the  use  of  his  hands  for  the 
unobstructed  nmnipulation  of  the  necessary  tools  in  attaching  the  bracket  to 
the  wall  and  the  sink  to  the  horizontal  arm  of  the  bracket.  This  is  accomplished 
by  loosely  riveting  one  end  of  the  brace  to  one  arm  of  the  bracket,  so  that  the 
rivet  serves  as  a  pivot  on  which  the  brace  may  turn,  or  rotate,  the  other  end 
of  the  brace  being  left  free  and  unattached,  and  the  two  arms  of  the  bracket 
formed  so  as  to  permit  the  brace  to  swing  freely  to  one  side  or  the  other  to 
meet  the  requirements  of  the  place  or  position  in  which  the  brackets  are  set  up. 

Several  patents  cited  as  references,  but  only  two  were  finally  relied 
on— Doebler,  December  21,  1897,  and  Callender,  July  9,  1901. 
The  C!ommissioner  said: 

None  of  the  references  cited  shows  the  exact  construction  set  forth  in  the 
claim.  The  patent  to  Cailender,  however,  shows  a  sheet-metal  bracket  having 
a  detachable  brace  which  is  secured  in  place  by  screws  passing  therethrough 
and  through  the  wall  and  shelf  portions  of  the  bracket  The  Doebler  patent 
shows  a  sheet-metal  bracket,  the  brace  of  which  is  riveted  to  the  wall  and  shelf 
portions.  The  holding  of  the  Examiner  that  the  claim  is  not  patentable  over 
these  references  was  clearly  correct.  To  omit  one  of  the  rivets  of  the  Doebler 
device,  or  to  omit  the  lugs  and  projections  of  the  Callender  device  and  rivet 
one  end  of  the  brace  constitutes  a  mere  reorganiaation  of  the  parts  whldi  la 
not  invention.  It  is  urged  that  by  pivoting  the  brace  it  can  be  swung  aaide 
80  as  to  be  out  of  the  way  of  the  tools  used  in  putting  the  bracket  in  place,  but 
this  is  true  of  the  Callender  construction,  since  the  bracket  can  l>e  fastened  to 
tiie  wall  and  to  the  shelf  before  the  brace  is  put  in  place. 

The  contention  of  the  appellant  is,  that  to  adapt  the  construction  of 
either  patent  to  perform  the  function  of  applicant's  bracket^  they 
must  be  reconstructed  for  the  purpose  of  putting  into  practice  a  con- 
ception not  suggested  by  either  patentee. 
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In  other  words — 

he  says — 

neither  patent,  in  the  remotest  degree,  suggests  the  idea,  or  discloses  a  construc- 
tion capable  of  putting  it  into  practice. 

And  in  an  attempt  to  bring  himself  within  the  doctrine  relating  to 
some  apparently  simple  inventions  which  were  nevertheless  held  to  be 
patentable,  that  was  enounced  in  Webster  Loom  Co.  v.  Higgina 
(C.  D.,  1882,  285;  21  O.  G.,  2031;  105  U.  S.,  580,  591)  and  other  cases 
cited,  he  argues  as  follows: 

In  behalf  of  the  applicant  it  is  contended  that  if  the  idea  is  original,  and  when 
embodied  in  practical  form  the  construction  is  novel  and  the  parts  operate  in 
a  manner  of  which  the  citations  are  incapable,  and  a  useful  purpose  is  served, 
all  the  requisites  of  invention  and  patentability  are  existing,  and  the  invention 
is  entitled  to  protection  of  patent.  If  any  patent  were  cited  showing  the  idea 
to  be  old,  and  some  means  for  carrying  the  idea  into  practice,  there  might  then 
be  raised  the  question  whether  the  particular  means  employed  by  applicant  for 
carrying  the  same  idea  into  practice  involved  invention  or  mere  mechanical 
skiU.  But  where  the  conception  is  novel,  the  construction  is  novel,  and  a  useful 
result  is  accomplished,  the  inventor  is  entitled  to  a  patent,  however  simple  his 
invention  may  be. 

We  may  assume  the  applicability  of  this  argument  to  Doebler's 
patented  construction,  for  while  his  brace  is  riveted,  though  not  loosely 
so  as  to  act  as  a  pivot,  he,  apparently,  had  no  conception  of  the  object 
which  applicant  had  in  view,  namely,  the  convenient  fastening  of  the 
bracket,  under  all  conditions  of  location  of  the  shelf  or  sink,  without 
the  interference  of  the  brace  in  the  operation.  But  it  does  not  apply 
to  Callender  who  had  this  object  in  view,  and  went  about  its  attain- 
ment in  a  different  way.  In  the  specification  of  the  latter's  patent 
it  is  said : 

In  this  class  of  brackets,  which  are  designed  to  be  attached  to  the  wall  and 
shelf  or  other  structure  by  screws  or  similar  fastening  devices,  difficulty  has 
been  experienced  in  conveniently  securing  the  same  in  position  by  reason  of  the 
position  of  the  supporting-brace,  which  prevents  the  use  of  the  tools  in  a  con- 
venient manner.  In  my  improved  device  the  shelf  and  wall  plates  are  first  se- 
cured in  position  and  the  brace  afterward  attached  thereto. 

Instead  of  riveting  one  end  of  his  brace  loosely  to  the  bracket  so 
that  it  would  act  as  a  pivot,  leaving  the  brace  to  be  swung  out  of  the 
way  of  the  mechanic  while  securing  the  bracket  to  the  wall  and  shelf, 
he  accomplished  the  same  purpose  by  attaching  his  brace  after  the 
bracket  shall  have  been  secured  in  position.  Having  this  object  dis- 
closed in  the  specification  of  the  patent,  with  knowledge  of  which  the 
applicant  must  stand  charged,  the  real  question  presented  is,  whether 
the  mere  change  in  the  manner  of  securing  the  brace  to  accomplish 
the  same  beneficial  result,  involved  invention  or  mere  mechanical 
skill 
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The  object  of  the  invention  i^  not  an  important  one  to  which  the 
attention  of  skilled  mechanics  would  probably  be  called,  to  any  ex- 
tent, with  a  view  to  provide  a  simpler  or  more  eflfective  means  than 
that  of  Callender  to  carry  it  out.  The  pivoted  rivet  was  old  and  in 
constant  use.  It  seems  to  us,  therefore,  that  any  skilled  mechanic, 
with  the  specifications  of  other  patents  before  him,  and  desiring  to 
improve  on  Callender's  exploitation  of  the  idea,  would  readily  have 
conceived  a  construction  similar  to  applicant's.  (See  in  re  Garrett j 
C.  D.,  1906,  645;  122  O.  G.,  1047;  27  App.  D.  C,  19,  23;  MtUett  v. 
Allen,  C.  D.,  1906,  752;  124  O.  G.,  1524;  27  App.  D.  C,  70,  76;  in  re 
Warren,  C.  D.,  1908,  351;  134  O.  G.,  258;  31  App.  D.  C,  308,  311.) 
We  agree  with  the  Commissioner  that  the  claim  of  invention  is  not 
made  out. 

The  decision  rejecting  the  application  will,  therefore,  be  a^rmed. 
It  is  so  ordered ;  and  the  clerk  will  certify  this  decision  to  the  Com- 
missioner of  Patents  as  the  law  prescribes. 


[Coart  of  Appeals  of  the  District  of  Colambia.] 

Chables  Denneht  &  Co.  v.  Kobertson,  Sanderson  &  Co.,  LiMrrED. 

Decided  January  5, 1909, 

140  O.  G.,  1005;  32  App.  D.  C,  355. 

TBAOC-MaBKS — "MOtlNTAIN  DEW  "  FOB  Whibky — Descriptite. 

The  words  "Mountain  Dew*'  as  a  trade-mark  for  whis^  Held  to  be 
descriptive  and  registration  properly  refused,  for  the  reason  that,  however 
fanciful  the  term  may  originally  have  been,  the  words  are  now  generally 
recognized  as  meaning  whisky. 

Mr.  A.  E.  Wallace  for  the  appellant 
Mr.  Marcellus  Bailey  for  the  appellee. 

Shepard,  C.  J.: 

This  appeal  is  from  the  denial  of  registration  to  the  words  "  Moun- 
tain Dew  "  as  a  trade-mark  for  whisky. 

The  application  of  Charles  Dennehy  &  Co.,  a  corporation,  filed 
June  15,  1905,  alleged  the  use  of  the  words  as  a  trade-mark  for 
whisky  in  commerce  among  the  States  continuously  since  the  year 
1882.  July  27,  1905,  this  application  was  denied  by  the  Examiner 
on  the  ground  that  moimtain-dew  is  a  term  commonly  applied  to, 
and  descriptive  of  whisky.  December  21, 1905,  applicant  filed  a  sub- 
stitute for  the  original,  in  which  he  alleged  continuous  and  exclusive 
ijse  of  the  words  as  a  trade-mark  for  ten  years  next  preceding  the 
passage  of  the  Trade-Mark  Act,  of  February  20, 1906, 
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This  «pplic8tion  was  passed  for  puUication  and,  later,  an  inter- 
ference was  declared  between  it  and  an  application  for  registration 
of  the  same  words  filed  by  Robwtson,  Sanderson  &  Co.,  Limited,  on 
November  23,  1906.  The  latter,  a  firm  engaged  as  liquor  dealers  in 
Leith,  Scotland,  claimed  the  use  of  the  words  as  a  trade-mark  for 
Scotch  whisky  in  Great  Britain,  since  the  year  1846,  and  also  trade- 
maric  use  in  this  country.  The  evidence  on  their  behalf  showed  the 
use  in  Oreat  ^Mtain,  and  one  sale  and  shipment  of  a  small  lot  of 
whisky  with  said  brand  to  a  grocery  merchant  in  Philadelphia  in 
February,  1883.  There  was  no  evidence  of  any  further  shipments  to 
this  country  until  August,  1894,  when  they  established  an  agency  in 
the  city  of  New  York,  and  since  which  time,  through  said  agents  and 
their  successors,  they  have  sold  large  quantities  of  their  goods, 
branded  as  aforesaid.  The  brand  was  also  advertised  in  trade  jour- 
nals, and  agent's  price-lists. 

The  evidence  on  behalf  of  Dennehy  &  Co.  showed  that  their  prede- 
cessors in  title  to  the  trade-mark  had  commenced  the  use  of  the  same 
in  1882,  and  had  continuously  used  it  in  interstate  trade  since  that 
time. 

The  Examiner  of  Interferences  awarded  priority  to  Dennehy  & 
Co.  and  Robertson,  Sanderson  &  Co.  appealed  to  the  Commissioner. 
It  is  unnecessary  to  state  the  groimds  upon  which  he  denied  the 
effect  of  the  foreign  use  by  them,  as  they  contented  themselves,  before 
the  Commissioner,  with  opposing  the  registration  of  their  opponents, 
and  have  not  appealed  from  his  decision  denying  registration  to  both 
parties. 

As  the  Commissioner  did  not  question  the  right  of  Dennehy  &  Co. 
to  claim  registration,  both  as  a  technical  trade-mark,  and  by  reason 
of  the  ten  years'  use,  under  his  substituted  application,  we  will  follow 
bis  example,  but  without  intending  to  approve  or  disapprove  the 
practice.  He  considered,  first,  the  right  to  registration  as  a  technical 
trade-mark  and  denied  it  for  reasons  stated  in  the  following  extract 
from  his  opinion : 

The  question  of  whether  the  words  "  Mountain  Dew  "  when  applied  to  wiiisky 
are  **  descriptive  of  the  goods  with  which  they  are  used,  or  of  the  character  or 
quality  of  such  goods  "  so  as  to  render  them  ineligible  to  registration  as  a  tech- 
nical trade-mark  under  the  first  part  of  section  5  of  the  Trade-Mark  Act  will  be 
considered  first  Judicial  notice  is  taken  of  the  fact  that  it  is  a  matter  of  com- 
mon knowledge  that  the  term  *'  mountain-dew  "  means  whisky  and  is  defined  in 
tlie  Century,  Worcester,  Welter  and  Standard  Diolionariea  as  follows : 

"Mountain-dew.    Whiskey,  especially  Highland  whiskey.     (Scotch.) 

**  The  shepherds  who  had  all  come  down  from  the  mountain  heights  and  were 
collected  together  (not  without  a  quench  of  the  mountain-dew  or  water  of  life) 
in  a  large  shed."  J.  Wilson,  Lights  and  Shadows  of  Scottish  Life,  p.  385. 
{Century  Dictionary,  edition  ot  1890.) 

**  Mountain  dew.  Scotch  Highland  whisky  that  has  paid  no  duty.  (Worces- 
ter Dictionary,  editions  of  IS^  and  1902.) 
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'*  Moantaln-dew.  Illicitly-distilled  wfaisky;  so  called  from  being  ^ery  com- 
monly made  among  the  moimteins.''     {etmndard  DioHonary,  edition  of  1886.) 

It  is  unnecessary  to  cite  others  than  these  commonly-accepted  authorities 
which  are  conveniently  at  hand.  They  show  conclusively  that  the  words 
"  monntain-dew '*  commonly  mean  whisky  or  a  particular  kind  of  whisky. 
(C.  D..  1908,  117;  134  O.  G..  513.) 

He  also  referred  to  certain  testimony  of  Dennehy  to  the  effect  that 
the  trade-mark  was  suggested  to  him  by  an  Irish  salesman  who  said 
that  "the  words  mountain-dew,  in  Ireland,  are  suggestive  of  whidiy.'' 

We  agree  with  the  Commissianer  that  the  words, "  Mountain  Dew,'' 
however  fanciful  the  term  may,  originally,  have  been,  are  now  ffmer- 
ally  recognized  as  meaning  whisky ;  and  we  deem  it  unneeessary  to 
add  anything  to  his  discussion. 

The  Commissioner  was  clearly  right  in  denying  registration  under 
the  "  ten-years  clause  "  of  the  Trade  Mark  Act,  because  the  evidence 
shows  that  the  use  by  D^Eineby  &  Go.  was  not  an  actual,  escclumve 
use  of  the  same  for  ten  years  next  preceding  the  passage  of  the  Trade- 
Mark  Act     {Worcester  Brewing  Co.  v.  Renter^  C.  D.,  1908,  329;  188 

0.  G.,  1190;  30  App.  D.  C,  428,  431;  Natural  Food  Co.  v.  Wtaiamsy 
a  D.,  1908,  320;  133  O.  G.,  232;  30  App.  D.  C,  348,  351;  Brown- 
F airman  Go.  v.  Beech  HiU  DistiOAng  Co.,  C  D.,  1908,  384;  134  O-  Q^ 
1565;  30  App.  D.  C,  485,  486;  Ky.  Z>.  A  W.  €o.  v.  md  Lemngtm 
C.  D.  Co.,  C.  D.,  1906,  41T;  136  O.  G.,  220;  81  App.  D.  C,  228,  227.) 

The  decision  must  he  affirmed.  It  is  so  ordered,  and  the  cleit  wiHl 
certify  this  decision  to  the  Commissioner  of  Patents  as  required  by 
the  statute. 

[Conrt  of  Appeals  of  the  District  of  C61iiiiibla.1 

In  re  Bla€kmob£. 

140  O.  a,  1209;  32  App.  D.  C,  33a 

1.  Specification — Sttpficiewct  op  DiscLostTBE. 

In  claiming  a  patent  for  the  discoyery  of  a  usefnl  result  in  any  art, 
machine,  mannfactnre,  or  composition  of  matter  t>y  the  nse  of  certain  means 
the  application  must  specify  **the  means  lie  uses  in  a  manner  so  fitll  and 
exact,  that  any  one  skilled  in  the  science  to  which  it  appertains,  can,  by 
using  the  means  he  specifies,  without  any  addition  to,  or  subtraction  from 
them,  produce  precisely  the  result  he  describes.**  ((TiCeiHy  v.  Morse,  15 
How.,  62,  119.) 

2.  Application — Right  to  AiiK]ViH-*OiTAnoN  or  KEwBnzBSNCBAPTEBAirjEAL — 

TlllE  FOB   OBJBOTION. 

Where  an  Examiner  in  his  statement  on  appeal  raises  a  new  ground  for 
rejection  for  the  first  time  and  offers  applicant  an  opportunity  to  withdraw 
his  appeal  in  ^lew  of  that  fact,  which  applicant  declines  to  do,  it  is  too 
late  to  raise  an  objection  on  appeal  to  the  conrt  of  Appeals  that  he  was 
deprived  at  the  oppoEtnnity  to  amend  -liis  claims  afler  the  citation  of  such 
reference. 
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Mr.  C.  Z.  Parker  for  the  appellant. 

Mr.  Frederick  A.  Tennant  for  the  Commissioner  of  ^^atents. 

Shepabd,  C,  J,: 

This  is  an  appeal  from  the  rejection  by  the  Commissioner  of  Pat- 
ents of  the  following  claims  of  an  application  for  a  patent  for  a 
process  of  extracting  aluminum  and  other  metals: 

1.  The  process  of  electrically  producing  metals  from  substances  containing 
the  same,  which  consists  in  fusing  the  substance  containing  the  metal  desired 
by  the  action  of  an  alternating  current  so  disposed  or  applied  through  a  fused 
conductor  as  to  impart  heat  to  the  substance  and  liberating  the  metal  there- 
from by  the  action  of  a  direct  current. 

2.  The  process  of  electrically  producing  metal  from  substances  containing 
the  same,  which  consists  in  fusing  the  substances  containing  the  metal  desired 
by  the  action  of  an  alternating  current  so  disposed  or  applied  through  a  fused 
conductor  as  to  impart  heat  to  the  substance  and  liberating  the  metal  therefrom 
by  the  action  of  a  direct  curroit  while  In  the  presence  of  a  substance  capable 
of  uniting  with  the  electronegative  constituents  of  the  metal-contalnlng  sub- 
stance to  be  electrolyzed. 

3.  The  process  of  electrolytlcally  producing  metal  from  substances  contain- 
ing the  same,  which  consists  In  maintaining  the  fusion  of  the  metal-contalnlng 
substance  by  the  action  of  an  alternating  current  so  disposed  or  applied  through 
a  fused  conductor  as  to  Impart  heat  to  the  substance  and  liberating  the  metal 
therefrom  by  the  action  of  a  direct  current 

4.  The  process  of  electrolyticaUy  producing  metal  from  substances  containing 
the  same,  which  coiislsts  in  maintaining  the  fusion  of  the  metal-containing  sub- 
stance by  the  action  of  an  alternating  current  so  disposed  or  applied  through 
a  fused  conductor  as  to  Impart  heat  to  the  substance  and  liberating  the  metal 
therefrom  by  the  action  of  a  direct  current  while  In  the  presence  of  a  substance 
capable  of  uniting  with  the  electronegative  constituents  of  the  metal-containing 
substance  to  be  electrolyzed. 

5.  The*  process  of  electrically  producing  metal  from  substances  containing 
the  same,  which  consists  In  maintaining  the  fusion  of  the  substance  contain- 
ing the  metal  desired  by  the  action  of  a  non-electrolyzing  current  applied 
through  a  fused  conductor  and  liberating  the  metal  therefrom  by  an  electro- 
negative current 

6.  The  process  of  electrically  producing  metal  from  substances  containing 
the  same,  which  consists  In  maintaining  the  fusion  of  the  substance  containing 
the  metal  desired  by  the  action  of  a  non-elect roly zing  current  applied  through 
a  fused  conductor  and  liberating  the  metal  therefrom  by  an  electrolytic  current 
while  In  the  presence  of  a  substance  capable  of  uniting  with  the  electronegative 
constituents  of  the  metal-contalnlng  substance  to  be  electrolyzed. 

7.  The  process  of  electrically  producing  metal  from  substances  containing  the 
metal  desired,  which  consists  In  subjecting  such  substance  to  the  action  of 
an  e*lectrlc  current  of  selective  and  non-metal-yleldlng  heating  nature  through 
a  fused  conductor  and  an  electric  current  of  electrolytic  nature,  the  said  heating- 
current  being  applied  Independent  of  the  electrolyzlng-current,  whereby  the 
electrolytic  efficiency  of  the  direct  or  electrolytic  current  may  be  utUlzed  with- 
out loss. 

8.  The  process  of  electrically  producing  metal  from  substances  containing 
the  same,  which  consists  In  maintaining  fusion  of  the  metal-contalnlng  sub- 
stance by  the  action  of  an  alternating  current  so  disposed  or  applied  through 
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a  fused  conductor  as  to  heat  the  ingredients  independent  of  the  electrolytic 
electrodes  and  liberating  the  metal  therefrom  by  the  action  of  a  direct  current* 
9.  The  process  of  reducing  metals  which  consists  in  maintaining  fusion  of 
substances  contalnfng  metal  by  the  action  of  a  non-metal-yielding  electric  cur- 
rent through  a  fused  conductor  commsnlcating  therewith,  while  liberating  metal 
therefrom  by  the  action  of  a  metal-yielding  electric  currant. 

We  adopt  the  statemeBt  of  the  invention  by  the  CommissioDer : 

The  invention  disclosed  in  the  application  is  the  reduction  of  a  metal-contain- 
ing compound  in  a  fused  l>ath,  specifically,  the  reduction  of  aluminum  oxid  fused 
with  aluminum  fluorid.  In  the  ordinary  process  of  electrolytic  reduction  a 
direct  current  is  employed  for  heating  and  reducing.  In  order  to  avoid  various 
disturbances  caused  by  the  use  of  so  large  a  direct  current,  applicant  proposes 
to  employ  an  alternating  current  for  fusing  the  material  and  a  comparatively 
weak  direct  current  for  accomplishing  the  reduction  of  the  metal. 

After  numerous  objections  and  amendments,  a  number  of  the  proc- 
ess claims  were  allowed.  These  it  seems  were  then  canceled  and  pre- 
sented in  a  later  divisional  application..  The  amended  claims  set  out 
above,  were  rejected  in  sueoession  by  each  tribunal  of  the  Office  upon 
the  grounds :  1.  That  they  were  not  warranted  by  the  description  in 
the  application,  and  are  too  indefinite;  2.  That  they  are  anticipated 
by  other  patents  referred  to. 

In  claiming  a  patent  for  the  discovery  of  a  useful  result  in  any 
art,  machine,  manufacture,  or  composition  of  matter  by  the  use  of 
certain  means,  the  application  must  specify — 

the  means  he  uses  in  a  manner  so  full  and  exact,  that  any  one  skilled  in  the 
science  to  which  it  appertains,  can,  by  using  the  means  he  specifies,  without  any 
addition  to,  or  subtraction  from  them,  produce  precisely  the  result  he  describes. 
{O'Reilly  V.  Morse,  15  How.,  62,  119.)  The  object  of  this  is  to  apprise  the 
public  of  what  the  patentee  claims  as  his  own,  the  courts  of  what  they  are 
called  upon  to  construe,  and  competing  manufacturers  and  dealers  of  exactly 
what  they  are  bound  to  avoid.  {The  Incandescent  Lamp  Patent,  159  U.  S., 
40S,  474.) 

Applicant  filed  no  drawing  with  his  application  and  described  no 
specific  apparatus  therein.  The  description  .given  is  recited  in  the 
decisions  as  follows: 

In  extracting  the  aluminum  or  other  metal  in  accordance  with  my  process 
as  aforestated,  I  fuse  the  composition  by  the  action  of  an  alternating  current 
and  dissociate  or  reduce  the  metal  by  the  simultaneous  action  of  a  direct  cur- 
rent. In  this  nmnner,  the  constituents  may  be  maintained  in  a  molten  condition 
without  interrupting  the  action  of  a  direct  current  or  deteriorating  the  value  of 
the  same  as  an  electrolytic  agent,  whereby  the  whole  of  the  direct  current  may 
be  expended  in  yielding  metal  instead  of  being  utilized  to  a  considerable  extent 
to  maintain  fusion  as  employed  in  processes  hitherto. 

The  appellftni  recites  this  in  his  brief  also,  and  relies  upon  it  for 
the  disclosure  on  which  he  rests  his  claims. 

It  was  not  then  broadly  new  to  use  an  alternating  current  in  co- 
operation with  a  direct  current  in  fusing  and  electrolyzing  metal- 
21806— H.  Dec  124^  01-2 ^22 
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bearing  substances.  Carlson  and  De  Laval  had  done  this  in  certain 
ways  pointed  out  in  their  patents.  Their  patents  are  referred  to  at 
this  time  not  to  show  anticipation  of  the  apparatife  and  process  of 
Blackmore,  but  to  emphasize  the  importance  of  requiring  particu- 
larity in  the  description  of  his  invention  not  only  to  point  out  the 
particulars  in  whidi  it  consists,  but  also  to  clearly  differentiate  it 
from  the  others. 
Appellant  in  his  argument  says  that — 

the  appellant  is  the  first  to  pass  an  alternating  current  through  the  bath  In  an 
electrolytic  process.  In  the  practical  application  of  appellant's  process,  in  the 
extraction  of  the  metal,  as,  for  example,  aluminum,  the  metal-containing  sub- 
stance, preferably  a  mixture  of  aluminum  oxid  and  aluminum  fluorld,  is  simul- 
taneously subjected  to  the  action  of  an  alternating  and  a  direct  current,  the 
former  operating  to  maintain  the  bath  in  a  melted  or  fused  condition,  while 
the  latter  operates  to  electrolytically  disrupt  or  separate  the  elements  of  the 
bath,  and  thereby  effect  the  extraction  of  the  metallic  aluminum.  The  appellant's 
invention  is  thus  seen  to  consist  broadly  in  an  electrolytic  process  of  separating 
metals  from  metai-contalning  substances,  by  maintaining  the  fusion  thereof  by 
the  action  of  an  alternating  current  passed  therethrough,  while  liberating  the 
metal  therefrom  by  the  action  of  a  direct  current. 

The  difficulty  with  the  description,  which  this  statement  fails  to 
meet,  is  thus  stated  by  the  Examiner: 

It  is  not  therefore  disclosed  in  the.  original  case  whether  the  alternating  cur- 
rent is  to  l)e  passed  through  the  electrolytic,  or  some  other  conductor.  But 
even  were  the  disclosure  of  the  passage  of  the  heating-current  through  the  fused 
bath,  it  is  not  set  forth  in  the  claims;  on  the  contrary,  in  each  it  is  stated  that 
the  alternating  ciirrent  passes  through  a  "  fused  conductor  "  which  may  or  may 
not  be  electrolytic.  The  claims  are  broad  enough  in  their  language  to  cover  a 
process  in  which  the  current  is  passed  through  a  conductor  other  than  the 
electrolyte,  so  long  as  the  conductor  is  "  in  communication  with  the  bath," 
which  is  understood  to  mean  in  heat-conducting  relation  thereto. 

In  affirming  the  decision  of  the  Examiner,  the  Examiners-in-Chief 
said: 

In  the  appellant's  procedure  a  mass  of  material,  such  as  a  mixture  of  alumi- 
num oxid  and  aluminum  fluorld,  is  placed  in  a  containing  vessel. 

This  mass  of  material  is  fused  by  the  action  of  an  alternating  current  and 
the  metal  dissociated  or  reduced  by  the  simultaneous  action  of  a  direct  current 

The  original  specification  was  not  accompanied  by  a  drawing  and  there  was 
no  further  description  than  that  above  referred  to  as  to  the  arrangement  of  the 
apparatus. 

By  the  action  of  the  alternating  current  the  mixture  is  fused  and  electrolyzed, 
causing  the  deposition  of  aluminum,  which  would,  however,  be  less  conducting 
than  the  electrolyte  so  that  the  heating-current  would  pass  mainly  through  the 
electrolyte. 

There  is  no  hint  in  the  original  specification  of  placing  metallic  aluminum 
in  the  bottom  of  the  vessel  to  start  the  operation. 

When  in  operation,  therefore,  the  material  itself  must  be  simultaneously  fused 
and  electrolyzed,  and  the  curious  language  of  the  claim  means  that  the  same 
particles  which  are  the  "  fused  conductor  "  of  the  claims  are  imparting  heat  to 
each  other.  So  read,  the  claims  are  indistinct  If  th^  are  Intended  to  cover 
the  use  of  a  fused  material  other  than  the  mixture  itself,  they  are^nwarranted 
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by  the  original  specifications.    In  either  case  they  should  be,  as  they  are, 
rejected. 

The  Commissioner,  after  saying  that  the  specification  did  not  state 
whether  the  alternating  current  passes  through  the  bath  or  not,  and 
reciting  the  descriptive  matter  before  quoted,  said : 

If  the  claims  mean  that  the  "  fused  conductor  "  Is  other  than  the  "  substance  " 
to  be  reduced,  then  there  is  no  warrant  for  them  in  the  original  disclosure.  On 
the  other  hand,  if  they  mean  the  **  fused  conductor  "  is  the  "  substance  "  itself, 
they  are  not  patentable  over  the  prior  art. 

The  appellant  complains  that  in  view  of  the  final  rejection  of  his 
claims  on  new  grounds,  as  he  contends,  based  on  the  disclosures  of 
the  patents  to  Carlson  and  De  Laval,  he  was  entitled  to  the  oppor- 
tunity to  withdraw  his  appeal  and  amend  his  claims.  Being  deprived 
of  this  right,  he  filed  a  petition  for  rehearing  and  attached  thereto 
several  affidavits  of  experts  in  the  art  in  support  of  his  contention. 

This  complaint  comes  rather  late,  as  substantially  the  same  ground 
was  presented  in  the  decision  of  the  Examiner,  who,  for  the  reason 
that  it  had  been  raised  for  the  first  time  in  the  proceeding,  offered 
the  applicant  the  opportunity  then  to  withdraw  his  appeal,  which  he 
declined  to  do.  These  affidavits  have  no  bearing  on  the  point  now 
under  consideration.  They  state  the  performance  of  the  process,  but 
do  not  show  how  it  was  performed.  They  shed  no  light  upon  the 
question  whether  the  alternating  current  was  passed  through  the  elec- 
trolyte or  through  some  other  conductor,  but  confine  themselves  to 
the  statement  that  prior  to  applicant's  performance  it  was  unknown 
in  the  art  that  an  alternating  and  a  direct  current  could  be  operated 
simultaneously  in  the  reduction  of  metals,  without  interference ;  that 
it  had  been  generally  believed  by  experts  that  it  could  not  be  done; 
and  that  it  was  not  obvious  until  practically  demonstrated  by  Black- 
more. 

We  are  of  the  opinion  that  there  was  no  error  in  the  Commis- 
sioner's decision  upon  the  point  considered.  There  is,  therefore,  no 
occasion  to  consider  the  other  ground  to  which  these  affidavits  relate. 

The  decision  wiU  he  affirmed.  It  is  so  ordered,  and  that  this 
decision  be  certified  to  the  Commissioner  of  Patents  as  the  statute 
requires. 

[Coart  of  Appeals  of  the  District  of  Colambia.1 

In  re  Central  Consumers  Company. 

Decided  Fehruary  2,  1909. 

140  O.  G.,  1211 ;  32  App.  D.  C,  523. 

1.  Tbade-Mabes — REOiSTBABiLrrY — Must  be  Abbitbabt  Wobdb  ob  Designs. 

It  was  evidently  the  Intention  of  Congress  in  placing  these  restrictions 
in  the  Trade-Mark  Act  to  prohibit  any  one  from  acquiring  a  property- 
right,  protected  by  law  in  Its  exclusive  use,  In  a  name  possessing  any 
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inliareiit  si^flcottoa  that  wouM,  of  itself,  enhanee  the  sate  or  Taiue  of 
the  article  or  articles  to  which  it  may  be  applied.  In  other  words,  it  was 
intended  to  limit  the  selection  to  mere  arbitrary  words  or  designs,  the 
value  of  which  should  consist  alone  in  their  becoming  fixed  in  the  public 
mind  through  continued  use  on  the  goods  of  the  owner.  It  was  not 
intended  that  the  mark  should  lend  value  to  the  goods,  but  that  the 
quality  of  the  goods  and  the  reputation  of  the  owner  should  ultimately 
make  the  mark,  valuable  as  a  symbol  in  the  connection  in  which  It  may  be 
used." 
2.  Same — ^**JNextobkeb  "  fob  Malt  Beverage — ^Descriptive. 

Held  that  the  word  "Nextobeer,"   used  as  a   trade-mark  for  a  non- 
intoxieating  beverage,  is  descriptive,  and  therefore  not  registrable. 

Mr.  Ge^ge  H,  Hamlin  for  the  appellant. 

Mr..  Webster  S.  Ruckman  for  the  Commissioner  of  Patents. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
refusing  to  register,  as  a  trade-mark  for  a  non-intoxicating  malt 
beverage,  the  word  "  Nextobeer."  (C.  D.,  1908, 186 ;  135  O.  G.,  1581.) 
Registration  was  refused  for  the  reason  that  the  mark  is  descriptive 
of  the  character  or  quality  of  the  goods  upon  which  it  is  used. 

It  is  well  settled  that  a  device,  mark,  or  symbol  which  identijBes 
the  class,  grade,  style,  or  quality  of  the  goods  on  which  it  is  used  is 
not  su^'ect  to  registration.  {Columbia  MiU  Co.  v.  Alcorn^  C.  !>., 
1893,  672  r  66  O.  G.,  1916;  150  U.  S.,  460.)  Neither  are  words  that 
are  merely  descriptive  of  the  character,  qualities,  or  composition  of 
an  article  registrable.  {Brown  Chemical  Co.  v.  Meyer^  C.  D.,  1891, 
346;^  55  O.  G.,  287;  139  U.  S.,  540.)  Nor  can  a  generic  name  de- 
scriptive of  the  qualities,  ingredients,  or  characteristics  of  an  article 
be  registered.     {Canal  Co.  v.  Clark,  1  O.  G.,  279;  13  Wall.,  311.) 

The  beverage  on  which  it  is  proposed  to  use  the  mark  here  in  ques- 
tion is  described  as  a  malt  product  containing  two  per  cent,  alcohol. 
Beer  is  a  malt  product  containing  about  four  per  cent,  alcohol.  It 
requires  no  stretch  of  the  imagination  to  understand  how  the  public 
would  at  once  draw  the  inference  it  is  manifestly  intended  it  should 
draw  from  the  use  of  this  mark,  that  the  beverage  on  which  it  is 
used  is  almost  the  same  as  beer,  or  a  good  substitute  for  beer,  or 
possesses  almost  the  same  ingredients  and  qualities  as  beer.  Such 
a  mark  comes  clearly  within  the  prohibition  of  the  statute. 

It  was  evidently  the  intention  of  Congress  in  placing  these  restric- 
tions in  the  trade-mark  act  to  prohibit  any  one  from  acquiring  a 
property-right,  protected  by  law  in  its  exclusive  use,  in  a  name  pos- 
sessing any  inherent  signification  that  would,  of  itself,  enhance  the 
sale  or  value  of  the  article  or  articles  to  which  it  may  be  applied.  In 
other  words,  it  was  intended*  to  limit  the  selection  to  mere  arbitrary 
words  or  designs,  the  value  of  which  should  consist  alone  in  their 
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becoming  fixed  in  the  public  mind  tkrough  continued  use  on  the  goods 
of  the  owner.  It  was  not  intended  th&t  the  mark  should  lend  value 
to  the  goods,  but  that  the  quality  of  the  goods  and  the  xeputaticin  of 
the  owner  should  ultimately  make  the  mark  valuable  as  a  eyahoi  ia 
the  connection  in  which  it  may  be  used. 

The  decision  of  the  Commrnmrner  i»  a^rmed^  end  the  olerik  is  di- 
rected to  certify  these  proceedings  as  by  law  required. 


[Court  of  AppealB  of  the  District  of  Columbia.] 

In  re  Hbrbst. 

Decided  December  22,  1908. 
141  O.  a,  287;  32  App.  D.  C,  ^89. 

TBADE-MaBKB — INTEBFEBENCB — ReS    AdJUBICATA. 

In  a  trade-mark  interference  the  Oommissioner  held  that  none  of  the 
parties  thereto  were  entitled  to  registration.  No  appeal  was  tedcen  from 
his  decision,  but  thereafter  H.  applied,  to  the  Bzaminer  of  Trade-Marks 
for  allowance  of  his  original  application,  and  from  refnsal  of  the  Ex- 
aminer appeals  were  presented  to  the  Commissioner  and  the  Court  of 
Appeals.  Held  that  if  H.  was  aggrieved  by  the  decision  of  the  Commis- 
sioner in  the  interference  his  remedy  was  by  way  of  appeal  from  Hiat  de- 
cisiOD,  and  when  the  time  within  which  such  an  appeal  might  have  beea 
taken  expired  the  decision  became  final  and  was  res  adfudiaiPta. 

Mr.  L.  S.  Bacon  for  the  appellant. 

Mr.  Frederick  A.  Termcunt  for  the  Commissioner  of  Patents. 

RoBB,  /.; 

'Riis  is  an  appeal  by  Solomon  C.  Herbst,  one  of  the  parties  to  a 
trade-mark  interference  proceeding,  from  a  decision  of  the  Commis- 
sioner of  Patents  refusing  to  register  the  words  "  Old  Judge  "  as  a 
trade-mark  for  whisky.     (C.  D.,  1908,  277;  137  O.  G.,  1»89.) 

There  were  three  parties  to  the  interference:  Hferbst,  Records  £ 
Goldsborough,  and  the  Rothenberg  Co.,  rival  claimants  for  the  mark. 
During  the  taking  of  testimony  the  fact  developed  that  the  mark 
was  adopted  and  used  by  the  .firm  of  Kane,  OTieary  &  Company 
prior  to  the  earliest  date  of  adoption  established  by  either  of  the  con- 
tending parties.  ThereujKm  the  Examiner  of  Interferences  adjudged 
that  none  of  the  parties  to  the  interference  was  entitled  to  registra- 
tion. Prom  this  decision  an  appeal  was  prosecuted  to  the  Commis- 
siwier,  who  aiBrmed  the  decision  of  the  Examiner  of  Interferences 
and  denied  registration  to  each  party.  After  the  Commissioner's 
decision  had  become  final  appellant  made  application  to  the  Ex- 
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aminer  of  Trade-Marks  that  his  original  application  be  allowed. 
The  Examiner  denied  this  application  on  the  ground  that  the  decision 
of  the  Commissioner  in  the  interference  proceeding  was  final  and 
controlling.  An  appeal  was  thereupon  taken  to  the  Commissioner, 
who  aflSrmed  the  decision  of  the  Examiner.  The  Commissioner  also 
determined  that,  independently  of  the  question  of  res  adjudicata^ 
Herbst  was  not  entitled  to  registration. 

Section  7  of  the  Trade-Mark  Act  of  February  20,  1905,  requires 
the  Commissioner  to  give  notice  when  an  opposition  has  been  filed 
and  the  grounds  therefor.  The  section  also  provides  for  the  declara- 
tion of  an  interference  in  certain  cases.  The  section  further  pro- 
vides that  in  every  case  of  interference  the  Commissioner  shall  direct 
the  Examiner  in  charge  of  interferences — 

to  determine  the  question  of  the  right  of  registr^ation  to  such  mark  *  *  * 
in  such  maimer  and  upon  such  notice  to  those  interested  as  the  Commissioner 
may  by  rules  prescribe. 

The  section  further  provides  that  the  Commissioner — 

may  refuse  to  register  both  of  two  interfering  marks  •  ♦  ♦  unless  an  appeal 
is  takoi  as  hereinafter  provided  f<v,  etc. 

Section  8  gives  every  applicant  for  registration,  or  for  the  renewal 
of  registration,  whose  application  is  refused,  or  a  party  to  an  inter- 
ference against  whom  a  decision  has  been  rendered,  or  a  party  who 
has  filed  a  notice  of  opposition  to  the  registration  of  a  trade-mark, 
an  appeal  from  the  decision  of  the  lower  tribunals  to  the  Commis- 
sioner in  person. 

Section  9  provides  for  appeals  to  this  court. 

It  aflhroatively  appears  in  the  present  case  that  the  interference 
proceeding  followed  the  requirements  of  the  statute.  The  Examiner 
of  Interferences  determined  that  neither  party  to  the  interference 
was  entitled  to  register  the  mark,  and  the  Commissioner  on  appeal 
sustained  that  decision  and  denied  registration  to  each  party.  Appel- 
lant's remedy,  if  he  was  aggrieved  by  the  decision  of  the  Conmiis- 
siorier,  was  by  way  of  appeal  to  this  court.  When  the  time,  within 
which  an  appeal  might  have  been  taken  from  that  decision,  expired, 
the  decision  becaftie  final  and  was  res  adjudicate^  and  appellant  had 
no  more  right  to  prosecute  his  original  application  before  the  Ex- 
aminer of  Trade-Marks  than  he  would  have  had  to  prosecute  his 
application  before  the  Examiner  for  the  second  time  after  an  adverse 
decision  by  the  Conmiissioner  in  an  ex  parte  case.  {Newcomh  Motor 
Co.  V.  Moore,  C.  D.,  1908,  332;  133  O.  G.,  1680;  30  App.  D.  C,  464.) 

The  case  of  Union  Distilling  Co.  v.  Schneider  (C.  D.,  1907,  613; 
129  O.  G.,  2503;  29  App.  D.  C.,  1)  is  not  in  conflict  with  our  conclu- 
sion in  the  present  case.  In  that  case  the  Commissioner  merely  dis- 
solved the  interference  on  the  suggestion  of  the  Examiner  that  the 
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mark  had  been  registered  to  a  company  not  a  party  to  the  interference. 
The  Commissioner  said : 

The  appellant's  remedy  would  seem  to  be  not  an  interference,  but  a  showing 
in  the  form  of  affidavits  tending  to  overcome  the  presumption  that  the  regis- 
trant under  the  act  of  1870  is  still  the  owner  of  the  mark.  If  such  affidavits 
are  filed,  a  continuance  of  the  present  interference  will  necessarily  follow. 

In  other  words,  the  Commissioner  did  not  finally  determine  the 
question  of  the  right  of  the  appealing  party  to  registration,  but  gave 
him  the  opportunity  to  present  further  proof. 

In  the  present  case  all  the  facts  were  before  the  Commissioner  and 
it  was  within  the  scope  of  his  authority  finally  to  determine  the  ques- 
tion here  sought  to  be  reviewed,  and  he  exercised  that  authority.- 
Appellant  did  not  petition  the  Commissioner  for  leave  to  file  addi- 
tional evidence  tending  to  overcome  the  evidence  of  prior  use  by  a 
stranger  to  the  interference,  but  proceeded  to  retry  his  case  before 
the  Examiner  on  the  identical  record  that  had  already  been  finally 
passed  upon  by  the  Commissioner. 

TJie  decision  of  the  Conrniiadoner  was  rights  and  is  affirmed.  The 
clerk  of  the  court  will  certify  this  opinion  and  the  proceedings  in  this 
court  to  the  Commissioner  of  Patents,  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Colambia.] 

In  re  IIerbst. 

Decided  March  2,  1909. 
141  O.  a,  286;  32  App.  D.  C,  565. 

TBADB-MaBKS — INTERFEBENCE — ^PbACTICE. 

"  In  a  trade-mark  interference  proceeding  the  issue,  which  the  Commis- 
sioner is  called  upon  to  determine,  is  not  merely  one  of  priority  as  in  a 
patent  interference  proceeding,  but  involves  any  question  that  might  be 
raised  in  an  ew  parte  case." 

Mr.  L.  S.  Bacon  for  the  appellant. 

Mr.  Frederick  A.  Tennant  for  the  Conmiissioner  of  Patents. 

BoBB,  /.; 

This  application  for  rehearing  is  based  upon  the  erroneous  assump- 
tion that  the  Trade-Mark  Act  prescribes  the  same  procedure  in  the 
Patent  Office  that  the  law  requires  in  patent  cases.  Congress,  on  the 
contrary,  recognized  a  distinction  between  the  two  classes  of  cases, 
and  hence  enacted  a  law  that  would  enable  the  Commissioner  of 
Patents  expeditiously  to  dispose  of  trade-mark  cases.  The  reason  for 
this  distinction  is  not  far  to  seek.  Patent  cases  involve  novel  discov- 
eries and  frequently  intricate  questions  of  law  and  fact,  while  in 
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trade-mark  cases  the  issue  is  usually  a  yery  narrow  one  and  quite 
easily  determined. 

As  pointed  out  in  the  opinion,  secticm  7  of  ihe  Trade-Mark  Act  in 
terms  clothes  the  Commissioner  with  power — 
to  refuse  to  register  both  of  two  Interfering  marks — 
or  to — 

register  the  mark,  as  a  trade-marli,  for  the  person  first  to  adopt  and  use  the 
mark,  if  otherwise  entitled  to  register  the  same. 

It  will  thus  be  seen  that  in.  a  trade-mark  interference  proceeding 
the  issue,  which  the  Commissioner  is  called  upon  to  determine,  is  not 
merely  one  of  priority  as  in  a  patent  interference  proceediQg,  but 
involves  any  question  that  might  be  raised  in  an  ex  parte  case.  The 
provision  at  the  end  of  secticm  9,  that  the  same  rules  of  practice  and 
procedure  shall  govern  in  trade-mark  cases  as  in  patent  cases  ''as  fur 
as  the  same  may  be  applicahle^^  is  hot  in  conflict  with  the  above  con- 
clusion. Neither  is  there  in  Rule  48  of  the  Trade-Mark  Rules  any- 
thing not  in  harmony  with  this  opinion*  That  rule  provides  (mfer 
alia)  that  the  Commissioner  before  final  judgm^it  on  the  question  of 
priority  m/iy  suspend  the  interference  and  remand  the  same  to  the 
Examiner  in  charge  of  trade-marks  for  his  consideration  of  matters 
relating  to  priority  to  which  the  attention  of  the  Commissioner  has 
been  directed.  Thus  in  Union  Distilling  Co.  v.  Schneider^  (C.  D., 
1907,  613;  129  O.  G.,  2503;  29  App.  D.  C,  1,)  the  Commissioners  did 
not  finally  determine  the  question  of  the  right  of  appellant  to  regis- 
tration, but,  in  effect,  remanded  the  case  that  further  testimony  might 
be  taken. 

In  re  Fullagar^  anie^  270;  138  O.  G.,  259;  32  App.  D.  C,  222,  in- 
volved an  interference  as  to  an  invention,  in  which,  as  above  stated, 
the  sole  issue  to  be  determined  by  the  Commissioner  is  one  of  priority. 

The  petition  for  rehearing  is  denied. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Orcutt,  Assignor  to  the  Standabo  Scale  &  Founoby 

Company. 

Decia0d  January  5,  1909. 

141  O.  G.,  5C7 ;  82  App.  D.  C,  846. 

Patentabkjty — Non-Invention — Chance  op  Maxebiai. 

The  substitution  of  commercially-rolled  chasnels  for  the  cast-iron  end 
frames  of  a  wagon-scale  Held  not  to  involve  patentable  invention. 

Mr.  J.  C.  Petmie  and  Mr.  C.  J.  O^NeHl  for  the  appellant. 
Mr.  F.  A.  Tewnant  for  the  Ccomnissioner  of  Patents. 


Digitized  by 


Google 


DECISIOKS  OF  THE  T7KITBD  STATB6  COUStTS  IK  PWLTBJTT  QASKB.     )tiS 
ROMI,  /..' 

This  is  an  appeal  from  the  decision  ci  the  Oomoiissioiier  of  Patents 
I'ejecting  claims  1  to  6  of  appellant's  application.  Claim  2,  we  think, 
typical  and  sufficiently  illustratiTe  ^f  the  claims.  This  claim  is  as 
follows : 

In  a  pitless  wagonnBcale,  the  eomblimtion  wtth  two  eommer(fIally-Fon«d  dkan- 
nels  tonuing  the  end  mQuAers  of  the  frame,  means  for  connecting  «aid  t^jbaanels 
together,  caetings  secured  to  the  inner  IDuceB  of  4iaici  channels,  swiaging  members 
which  are  supported  by  said  castings,  rocker-shafts  parallel  with  said  end 
channels  and  provided  with  laterally-extending  projections  engaging  said  sup- 
porting members,  said  rocker-shafts  also  being  provided  with  oppositely-dis- 
posed projections  for  supporting  the  platform  of  the  scale,  rock-arms  which 
are  secured  to  said  rocker-shafts  and  extend  toward  each  other,  and  a  cross- 
lever  to  which  said  rock-arms  are  connected  all  of  the  above-mentioned  elements 
i)eing  above  the  horizontal  plane  of  the  bottom  faces  of  the  channel  end  frames; 
substantially  as  described. 

The  subject-matter  of  these  claims  relates  to  a  pitless  wagon-scale, 
the  structure  of  which  may  be  readily  understood  from  reading  ttie 
above  claim. 

Appellant's  application  was  originally  involved  in  interference 
with  a  patent  to  McDonald  and  McDonald  for  the  same  daims.  The 
McDonald  and  McDonald  application  was  filed  June  80,  1904,  and 
a  patent  was  granted  thereon  June  6, 1905.  Thereupon  Orcutt  copied 
the  claims  of  the  issue,  and  an  interference  was  declared.  The  Ex- 
aminer of  Interferences  awarded  priority  to  McDonald  and  Mc- 
Donald. Orcutt  thereupon  appealed  to  the  Examiners-in-Chief ,  who, 
without  passing  upon  the  question  of  priority,  ^stated  to  the  Commis- 
sioner, under  Eule  126,  that  in  their  opinion  the  claims  in  issue 
were  unpatentable  in  view  of  a  prior  patent  to  McDonald  and  Mc- 
Donald dated  February  17,  1903.  Under  the  practice,  the  case  was 
thereupon  referred  to  the  Primary  Examiner,  who  rejected  the  claims 
in  accordance  with  the  views  of  the  Examiners-in-Chief,  pointing  out, 
however,  certain  structural  differences  between  the  claims  and  said 
prior  patent  to  McDonald  and  McDonald.  Upon  appeal  to  the 
Examiners-in-Chief  they  again  held  the  claims  not  patentable,  which 
decision  the  Commissioner  aflftrmed.    This  appeal  ensued. 

In  view  of  the  inadvertence  of  the  Patent  Office  in  granting  a 
patent  to  McDonald  and  McDonald  for  the  claims  of  the  issue,  which 
patent  is  now  beyond  the  control  x)f  the  Office,  it  would  probably 
have  been  the  more  equitable  practice  to  have  assumed  patentability 
in  the  interference  proceeding  for  the  purpose  of  determining  the 
question  of  priority  between  the  two  parties  thereto.  However,  it 
was  within  the  scope  of  the  Connmssioner's  authority  to  dissolve 
the  interference,  if  convinced  that  the  issue  was  not  patentable. 
Should  we  declare  the  rejected  daims  patentable,  the  result  would 
l)e  that  an  interferenoe  wwid  again  be  dedmred  and  the  question 
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of  priority  determined.  It  will  thus  be  seen  that  the  decision  of 
the  Commissioner  dissolving  the  interference  did  not  preclude  Orcutt, 
if  there  was  merit  in  his  claims,  from  ultimately  contesting  the 
question  of  priority  with  the  patentees  McDonald  and  McDonald. 
We,  therefore,  pass  to  a  consideration  of  the  question  involved  in 
tliis  appeal,  which  is  the  patentability  of  the  rejected  claims. 

Orcutt  in  his  brief  states  that  all  the  elements  set  forth  in  his 
claims  are  found  in  the  original  McDonald  and  McDonald  patent — 

with  the  exception  that  In  the  scale  of  the  McDonald  patent  (of  February  17, 
1903,)  the  end  frames  are  cast-iron  I-beams  having  vertical  webs,  the  inner 
faces  of  which  are  provided  with  integral  brackets  for  supporting  the  stirrups 
or  swinging  members,  while  in  the  construction  set  forth  in  the  claims  1  to  6 
in  question,  the  end  frames  are  commercially-rolled  channels  instead  of  cast- 
iron,  and  the  brackets  are  separable  castings,  Instead  of  being  integral  parts 
of  the  webs  of  the  end  frames. 

In  other  words,  Orcutt  has  employed  rolled  channels  having  sep- 
arable brackets,  that  is,  brackets  fastened  by  bolts,  in  place  of  cast- 
iron  channels  with  integral  cast  brackets.  We  agree  with  the  Com- 
missioner that  the  substitution  of  commercially-rolled  channels  for 
the  castings  of  a  patent  did  not  involve  patentable  invention.  While 
this  change  undoubtedly  enhanced  the  utility  of  the  device,  it  is 
plain,  we  think,  that  it  would  have  been  obvious  to  any  iron-worker. 

In  the  brief  of  McDonald  and  McDonald,  which  they  were  permit- 
ted to  file,  it  is  urged  that  weight  should  be  given  to  the  limitation 
contained  in  the  claims  that — 

all  of  the  above-mentioned  elements  are  above  the  horizontal  plane  of  the  bot- 
tom faces  of  the  channel  end  frames. 

Manifestly,  as  observed  by  the  Commissioner,  if  these  elements 

were  not — 

above  the  horizontal  plane  of  the  bottom  faces  of  the  channel  end  frames — 

the  scale  would  not  be  entitled  to  be  designated  as  a  "  pitless  "  scale. 

Being  thus  aptly  described,  the  manner  of  securing  the  castings  to 

the  channel-bar  is  obvious. 

The  decision  of  the  Com/missioner  is  rights  and  is  afftrmed. 

The  clerk  of  the  court  will  certify  this  opinion  and  the  proceedings 

in  this  court  to  the  Commissioner  of  Patents,  as  required  by  law. 


[Conrt  of  Appeals  of  the  District  of  Columbia.] 

Chubchill  V,  Goodwin. 

Decided  January  18,  1909. 

141  O.  Q.,  568;  82  App.  D.  C,  428. 

INTEBFEBENCE — JUDGMENT    BY    DEFAULT — ^DlSCBETION    OF    THE    Ck)MMI8SI0NEB. 

Judgment  of  priority  was  rendered  against  C.  because  of  his  failare  to 
file  a  preliminary  statement  within  the  time  set  Held  that  the  extension 
and  limitation  of  time  within  which  a  party  to  an  interference  shall  file 
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his  preliminary  statement  is  within  the  discretion  of  the  Commissioner,  and 
his  refusal  to  extend  such  time  is  not  subject  to  review  by  the  Court  of 
Appeajs  of  the  District  of  Columbia  unless  it  clearly  appears  from  the 
record  ttiat  he  has  abused  his  discretion. 

Mr.  F.  T.  Brovm  and  Mr.  F.  A.  Hopkins  for  the  appellant. 
Mr,  R.  C.  Mitchell  and  Mr.  Langdon  Moore  for  the  appellee. 

Van  Orsdel,  J.: 

This  is  an  appeal  from  the  decision  of  the  CcMnmissioner  of  Pat- 
ents in  an  interference  proceeding.  The  subject-matter  of  the  inter- 
ference is  an  improvement  in  locks  for  locker-doors.  It  is  unneces- 
sary to  set  out  the  issue  for  the  purpose  of  deciding  the  case  before  us. 

Appellee  filed  his  application  on  January  9,  1904.  Appellant  filed 
his  application  August  7,  1905.  The  interference  was  declared 
March  12,  1907. 

Appellant,  the  junior  party,  failed  to  file  any  preliminary  state- 
ment as  required  by  the  rules  of  the  Patent  Office.  It  appears  from 
the  statement  of  counsel  that  the  time  for  filing  the  preliminary  state- 
ment was  extended  repeatedly,  but  this  extension,  or  the  reasons 
therefor,  do  not  appear  in  the  transcript  of  record,  and  are  not  prop- 
erly before  us  for  consideration. 

On  March  24,  1908,  the  Examiner  of  Interferences  rendered  the 
following  decision : 

On  February  13, 1908,  notice  was  given  that  Judgment  on  the  record  would  be 
rendered  against  Churchill,  the  Junior  party,  for  failure  to  file  a  preliminary 
statement,  unless  he  should,  by  March  14,  1908,  show  sufficient  cause  why  such 
action  should  not  be  tal^en.  This  time  having  passed  and  no  sufficient  showing 
having  been  made  [the  petitions  by  Churchill  having  been  denied  by  the  Com- 
missioner! Judgment  of  priority  of  invention  of  the  subject-matter  in  issue  in 
this  interference  is  hereby  rendered  in  favor  of  Edward  C.  Goodwin,  the  senior 
party. 

The  petitions  referred  to  within  the  brackets  in  this  decision  do  not 
appear  in  the  record. 

From  the  record  it  is  impossible  for  us  to  even  pass  upon  the  ques- 
tion of  the  proper  exercise  of  discretion  by  the  Conmiissioner  of 
Patents.  It  appears  that  one  year  elapsed  between  the  declaration 
of  the  interference  and  the  decision  of  the  Examiner.  During  this 
period,  appellant  failed  to  file  his  preliminary  statement.  Due  notice 
was  given  him  by  the  Patent  OflSce  to  the  effect  that,  if  this  statement 
was  not  filed  by  a  given  date,  judgment  would  be  rendered  against 
him  on  the  record.  He  failed  to  respond  to  the  notice,  and  judgment 
was  accordingly  rendered.  So  far  as  the  record  before  us  discloses, 
no  injustice  was  perpetrated  upon  appellant  by  any  of  the  tribunals  of 
the  Patent  Office,  and,  in  the  absence  of  such  showing,  we  must  pre- 
sume that  none  was  committed.    The  extension  and  limitation  of  the 
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time  wiAin  which  appellant  should  file  his  preliminary  statement  was 
a  matter  within  the  discretion  of  the  Commissioner.  The  exercise  of 
discretion  in  refusing  to  longer  continue  the  case  in  ordtr  to  give 
appellant  further  time  to  file  his  preliminary  statement  is  not  subject 
to  review  by  us,  unless  it  clearly  appears  from  the  record  that  the 
rights  of  appellant  have  been  prejudiced  by  an  unwarranted  depar- 
ture from  the  law  or  rules  of  procedure  regulating  proceedings  of  this 
kind  in  the  Patent  OflSce.  {Hallowell  v.  Darling^  App.  D.  C,  present 
term,  and  cases  cited.)  No  such  abuse  of  discreticm  is  apparent  on 
the  face  of  this  record. 

The  decision  of  the  Commissioner  of  Patents  is  therefore  afftrmed^ 
and  the  cterk  is  ordered  to  certify  these  proceedings,  as  required  by 
law. 


{Conrt  of  Aj^pcals  of  tbe  Dlstf  let  of  tJoluaUa.] 

The  Hankis  Distilling  Company  v.  Qeobqe  W.  Tobbey  Company. 

Bedded  February  2, 1909. 
141  O,  a,  569 ;  32  App.  D.  C,  530. 

1.  Tbade-Mabks — Opposition  Pboceedinos — ^Amendment  or  NoncB. 

A  refusal  by  the  Patent  Office  to  pennit  an  amendxnent  of  a  jxotlce  of 
opposition  after  the  expiration  of  the  thirty  days  allowed  by  the  statute  ap- 
proved on  the  ground  that  If  the  amendment  did  not  set  up  new  8n*ounds  of 
opposition  no  advantage  could  result  from  the  amendment,  and  if  it  did  set 
up  new  grounds  it  was  brou^t  too  late. 

2.  Same — ^Abandonment  of  Mabk — State  Law. 

The  non-user  of  a  trade-mark  for  liquor  for  a  period  of  years,  caused  by 
a  restriction  upon  the  sale  thereof  by  a  State  law,  did  not  operate  as  an 
abandonment  of  the  property  rights  in  the  mark  which  were  acquired  prior 
to  the  passage  of  the  said  law. 

3.  Same — Same — Same — Use  in  Interstate  Trade. 

Tbe  iranmaer  of  a  tmde-mark  tor  liquor  for  a  period  of  years,  caused  by 
a  restriction  tipon  the  sale  thereof  by  a  State  law,  should  not  be  held  to 
operate  as  an  abandonment  of  the  property  rights  in  the  mark  which  were 
acquired  prior  to  the  passage  of  the  «tate  law  where  It  appears  that  the 
Ofwner  of  the  mark  was  engaged  in  Interstate  trade  and  there  was  nothing 
in  the  restrtettag  act  to  prevent  the  manufacture  of  the  liquor  bearing  the 
mark  and  the  dlflposal  of  it  in  other  States. 

Mr.  WUliam  N.  Cromwell  for  the  appellant. 
Mr.  James  Hamilton  for  the  appellee. 

Tan  Owsdel,  J.: 

This  case  is  brought  here  by  appellant,  the  Hannis  Distilling  Com- 
pany, from  a  decision  of  the  Commissioner  of  Patents  dismissing  its 
notice  of  opposition  to  the  registration  by  appellee  George  W.  Torrey 
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CompHny  of  the  words  "  Torrey's  Old  Mt.  Vemcm  Rye,  24  So.  MazJoet 
St.,  Boston,  Established  1826,"  as  a  trade-mark  for  whisky.  The  no^ 
tiee  of  opposition  alleges  that  appellant  has  used  the  words  '^Moimt 
Vernon  "  as  a  trade-mark  for  whisky  continuously  since  1860. 

Subeeqfient  to  the  filing  of  this  notice,  a  motion  was  made  asking 
leave  to  amend  the  notice  of  opposition  by  carrying  the  date,  of  use 
back  to  1857.  The  motion  also  sought  to  amend  the  notice  by  adding 
the  following  grounds: 

12.  That  if  at  any  time  prior  to  1855  the  applicant  or  its  predecessors  had 
ever  applied  the  words  "  Mount  Vernon  "  to  wliisky,  they  abandoned  and  discon- 
tinued the  application  of  those  words  to  whisky  in  the-  year  1805  and  never  re- 
sumed the  use  of  such  words  in  iq^IeatloD  to  whisky  until  more  than  tw^ity 
years  subsequently. 

13.  That  during  the  years  1855  and  1875,  both  inclusive,  the  applicant's  prede- 
cessors were  not  ^igaged  in  manufacturing  or  dealing  in  spirituous  liquors  of 
any  kind. 

This  motion  was  denied  by  the  Examiner  of  Interferences,  and  his 
action  was  affirmed  by  the  Commissioner.  This  point  is  assigned  as 
error.  It  appears  that  the  motion  was  made  after  the  testimony  had 
been  taken  and  after  the  thirty  days  allowed  by  statute  for  filing  a 
notice  of  opposition  had  expired.  We  think  the  Examiner  of  Inter- 
ferences properly  denied  the  motion  upon  the  following  statement : 

If  the  amaidment  does  not  contain  matter  constituting  new  grounds  of  opposi- 
tion no  advantage  can  result  to  the  opponent  from  its  admission  and  the  amend- 
ment should  be  denied ;  if  it  does  set  out  new  grounds  of  opposition  it  is  bronc^t 
too  late  and  cannot  be  allowed. 

The  sole  question  before  us  is  one  of  priority  of  use.  Wefe  tiie 
question  of  the  registrability  of  this  mark  before  us,  we  would  find 
no  difficulty  in  speedily  terminating  this  controversy.  On  the  ques- 
tion of  priority  of  use,  we  think  the  evidence  clearly  establishes  the 
use  by  appellee  and  its  predecessor  in  business  as  early  as  1847  or 
1848.  The  Examiner  of  Interferences  found  that  appellee  had  used 
the  mark  in  question  as  esrly  as  1847.  Th»  Commissioner  disagreed 
with  this  finding,  but  found  that  the  evidence  established  such  use  as 
early  as  1852.  It  is  unnecessary  for  us  to  consider  the  evidence  relat- 
ing to  these  dates,  as  either  date  establishes  a  use  long  prior  to  the  use 
of  the  words  "  Mount  Vernon  "  by  the  appellant 

It  is  contended,  however,  that  appellee  abandoned  the  use  of  its 
mark  for  twenty  years  between  1855  and  1875.  On  this  point  the 
Commissioner  held  as  follows: 

It  appears  that  frona  1855  to  1875,  restrictions  weve  placed  on  the  sale  of 
intoxicating  llqnors  in  Massachnsetts,  in  view  of  frhich  it  is  contended  that 
imder  the  law  existing  during  thia  period  applicant  had  no  right  to  sell  liquors 
and  that  applicant  is  therefore  not  entitled  to  a  date  of  adoption  and  use  prior 
to  1875.  The  ground  upon  which  appellant  bases  this  o(»tention  is  not  clearly 
stated,  but  as  far  as  can  be  understood,  it  is  that  as  applicant  could  not  law- 
fully use  the  mark  during  the  years  1855-1875  it  became  abandimed.    It  appears 
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to  me,  however,  tliat  applicant  acquired  a  property  right  in  the  mark  prior. to 
the  passage  of  the  act  restricting  the  sale  of  liquors,  and  that  even  if  the  law 
required  the  suspension  of  the  use  of  the  mark  during  this  period,  such  enforced 
suspension  did  not  take  away  such  property  right  But  even  if  it  be  assumed, 
as  a  matter  of  law,  that  a  non-user  of  the  mark  for  the  period  stated  under  a 
law  prohibiting  the  sale  of  the  product  to  which  it  was  applied  would  amount 
to  an  abandonment,  it  would  not  be  decisive  in  the  present  case  because  It  has 
not  been  satisfactorily  shown  that  applicant  did  not  make  lawful  sales  within 
the  State,  as  the  law  did  not  prohibit  all  sales,  and  in  any  event  no  reason  is 
seen  why  the  use  of  the  mark  in  lawful  commerce  with  citizens  of  other  States, 
would  not  be  sufficient  to  save  applicant's  rights. 

We  fully  agree  with  the  Commissioner  on  the  proposition  that  if 
appellee  had  acquired  a  right  to  the  use  of  this  mark  prior  to  1855, 
which  we  find  to  be  fully  established  by  the  evidence,  that  right  could 
not  be  lost  by  any  enforced  restriction  that  might  have  been  placed 
temporarily  upon  the  sale  of  liquors  in  the  State  of  Massachusetts. 
On  the  other  hand,  it  clearly  appears  that  appellee  was  engaged  in 
interstate  trade,  and  there  was  nothing  in  the  restricting  act  to  pre- 
vent it  from  manufacturing  whisky  bearing  this  mark  in  the  State  of 
Massachusetts  and  disposing  of  it  in  other  States.  Either  of  the 
above  reasons  is  sufficient  to  dispose  of  the  question  of  abandonment. 
We  have  carefully  examined  the  record  and  the  evidence  as  disclosed 
on  behalf  of  both  appellant  and  appellee,  and  find  no  reason  to  dis- 
turb the  conclusion  reached  by  both  of  the  tribunals  of  the  Patent 
Office. 

The  decision  of  the  Comrmaaioner  is  therefore  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Sydeman  and  Meade  v.  Thoma. 

Decided  Janvary  5,  1909. 

141  O.  G.,  866;  32  App.  D.  C„  362. 

1.  Intertebencb— Eeduction  to  Practice — What  Constitutes. 

Decisions  involving  this  often-litigated  question  of  actual  reduction  to 
practice  may  be  divided  into  three  general  classes.  The  first  class  includes 
devices  so  simple  and  of  such  obvious  efficacy  that  the  complete  construction 
of  one  of  a  size  and  form  intended  for  and  capable  of  practical  use  is  held 
sufficient  without  test  in  actual  use.  The  second  class  consists  of  those 
where  a  machine  embodying  every  essential  element  of  the  invention, 
having  been  tested  and  its  practical  utility  for  the  intended  purpose  demon- 
strated to  reasonable  satisfaction,  has  been  held  to  have  been  reduced  to 
practice,  notwithstanding  it  may  not  be  a  mechanically-perfect  machine. 
The  third  class  includes  those  where  the  machine  is  of  such  a  character 
that  the  particular  use  for  which  It  is  intended  must  be  given  special  con- 
sideration and  requires  satisfactory  operation  in  the  actual  execution  of 
the  object. 
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2.  Same — Same — Giboumstangbs. 

In  cases  falling  witbin  the  second  and  third  classes  described  long  delay 
in  patting  the  machine  in  actual  use  for  the  intended  purpose  has  always 
been  regarded  as  a  potent  circumstance  in  determining  whether  the  test  was 
successful  or  only  an  abandoned  experiment 

3.  Same — Same. 

Where  the  object  of  an  invention  was  "  the  production  of  apparatus  for 
rapidly  and  efficiently  treating  textile  fabric  coated  with  a  rubber  or  gutta- 
percha compound  or  composition  to  the  end  that  the  coating  may  be  t^n- 
porarily  softened  or  rendered  *  tacky'  in  order  that  the  fabric  may  be 
readily  applied  to  other  objects,  such  as  insoles  for  boots  and  shoes,"  Held 
that  a  machine  which  the  witnesses  stated  "  worked  too  slow  to  be  put  into 
a  shoe-shop  "  and  which  was  subsequently  remodeled  was  not  a  reduction 
to  practice  thereof. 

Mr.  Nathan  Heard  and  Mr.  C.  H.  DueU  for  the  appellant. 
Mr.  Horace  Van  Everen  and  Mr.  F.  J.  N.  Dakin  for  the  appellee. 

Shepabd,  C.  J.: 

This  is  an  interference  proceeding  involving  priority  of  invention 
of  a  machine  for  treating  duck,  having  a  coating  of  adhesive  material, 
so  as  to  render  the  coating  "  tacky,"  or  sticky.  The  issue  is  in  the 
three  following  counts: 

1.  In  apparatus  of  the  class  described  means  to  support  the  coated  fabric 
and  cause  it  to  travel  longitudinally,  means  to  apply  moisture  to  said  fabric, 
and  means  to  subject  simultaneously  corresponding  portions  of  the  fabric  to 
dry  heat,  to  soften  and  render  tacky  the  coating  thereof. 

2.  A  machine  for  applying  inner  sole-reinforcing  fabric  comprising  means  for 
delivering  a  continuous  web  of  fabric  previously  coated  with  cement  on  one 
side  only,  moisture-applying  means  containing  water  or  steam  for  application 
to  said  previously-cemented  web,  feed-pipes  for  supplying  said  water  or  steam, 
means  for  applying  heat  to  said  web  for  rendering  the  coated  side  thereof  tacky 
in  its  progress  through  the  machine  and  cooperating  means  combined  with  the 
aforesaid  mechanism  to  maintain  said  coated  side  undisturbed  and  deliver  the 
same  to  be  cut  in  a  moist  and  tacky  condition. 

3.  A  machine  for  applying  inner  sole-reinforcing  fabric,  comprising  means  for 
delivering  a  continuous  web  of  fabric  previously  coated  with  cement  on  one 
side  only,  moisture-applying  means  containing  water  or  steam,  a  feed-drum, 
and  means  cooperating  therewith  for  rendering  the  coated  side  of  said  fabric 
tacky  whUe  being  fed  through  the  machine. 

The  proceedings  in  the  Patent  OflSce  may  be  briefly  stated  as  fol- 
lows: On  March  13,  1905,  Andrew  Thoma  made  application  for  a 
patent  for  the  method  of  making  adhesive  duck,  as  practiced  on  his 
machine.  The  machine  was  described,  but  not  claimed  therein. 
Process  patent  issued  February  13,  1906.  May  15,  1905,  he  filed  the 
application  of  this  interference  for  a  patent  on  the  machine  or 
apparatus. 

June  9, 1905,  Sydeman,  Meade,  and  one  Gallagher,  filed  a  joint  ap- 
plication for  a  machine  to  accomplish  the  same  object.    Interference 
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was  declared  between  these  two  applications..  Preliminary  state- 
ments were'  filed  bat  the  jtmiors  to<^  no  evidence,  and  abandoned 
their  application.  April  13,  1906,  Sydeman  and  Meade,  omitting 
Gallagher,  filed  a  new  application,  identical  in  description  with  the 
abandoned  one,  and  interference  with  Thoma  was  declared  thereon. 
A  volume  of  testimony  was  taken  relating  to  conception  and  reduc- 
tion to  practice,  by  the  respective  parties*  The  Examiner  of  Inter- 
ferences found  that  Sydeman  and  Meade  conceived  the  invention  in 
January,  1903 ;  that  Thoma  conceived  it  in  January,  1905,  and  ob- 
tained constructive  reduction  to  practice  on  March  13, 1905,  by  filing 
his  method  application  on  thai  date«  He  found  that  Sydeman  and 
Meade's  evidence  relating  to  reduction  to  practice,  in  May,  1904, 
failed  to  establish  the  same,  and  that  they  were  not  exercising  dili- 
gence when  Thoma  entered  the  field.  He,  consequently,  awarded 
priority  to  Thoma.  This  decision  was  affirmed'  on  successive  appeals 
to  the  Examiners-in-Chief  and  the  Commissioner,  and  further  ap- 
peal has  been  prosecuted  to  this  court  by  Sydeman  and  Meade. 

In  the  consideration  of  the  foregoing  questions  it  is  immaterial 
whether  Thoma  be  accorded  the  date  of  his  method  application,  or 
of  this  one  as  constructive  reduction  to  practice;  and  .there  seems  to 
be  no  question  but  that  he  conceived  the  invention  early  in  January, 
1905^  Before  proceeding  to  the  consicteration  of  the  question  of  re- 
duction to  practice  by  Sydeman  and  Meade  in  1904,  it  is  deemed  ad- 
visable to  give  a  brief  history  of  the  state  of  the  conditions  at  the 
time,  and  the  purposes  of  the  invention,  as  an  aid  to  the  elucidation  of 
the  questions  to  be  determined.  Cloths  of  various  kinds  had  long 
been  coated  with  combinations  of  gutta-perdia  and  other  things  for 
rendering  them  waterproof,  and  many  persons  were  engaged  in  the 
manufacture;  among  them  the  Plymouth  Co.,  owners  of  the  Syde- 
man and  Meade  application,  and  the  Clifton  Co.,  owner  of  Thoma's. 
Some  of  this  material  consisting  of  thin  domestics  and  drills,  and 
called  ''  plumping-cloth,"  had  been  used  for  lining  the  '^  uppers  "  of 
shoes,  among  other  uses.  As  the  price  of  leather  increased,  canvas 
began  to  be  substituted  therefor  in  making  innersoles  of  cheap  shoes. 
The  "sleeper''  innersole  was  first  invented.  In  this  the  innersole 
was  made  up  of  a  lower  layer  of  canvas,  having  a  rib  molded  thereon, 
a  center  layer,  and  an  upper  layer  all  cemented  together  and  trimmed. 
This  was  followed  by  the  invention  of  the  "  Gem  "  innersole.  In 
this  a  low-grade  light  leather  was  used  and  a  rib  formed  on  it,  which 
was  reinforced  with  canvas  or  duck  cemented  so  as  to  adhere  thereto. 
The  method  first  used  was,  substantially,  this:  The  leather  innersole 
was  cut  in  the  desired  form,  a  rib  formed  on  it,  and  then  covered  on  the 
rib  side  with  rubber  cement.  The  reinforcing-canvas,  cut  in  strips  of 
requisite  width,  was  coated  with  rubber  cement.  Both  tiiese,  and  the 
leather  innersoles  were  allowed  to  dry  sufficiently  to  become  "  tacky,'* 
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The  canvas  was  then  pressed  on  the  innersole  aforesaid,  their  ce- 
mented sides  in  contact,  and  formed  in  and  around  the  rib  thereof. 
The  innersole  thus  made  was  then  passed  through  a  machine,  known 
as  the  "  Gem,"  which  pressed  the  canvas  firmly  to  the  leather  and 
formed  or  tacked  it  around  the  rib,  and  at  the  same  time  trimmed  the 
edge  of  the  canvas  even  with  the  edge  of  the  leather.  This  process 
was  a  slow  one  as  the  cement  had  to  dry  for  a  time  before  the  canvas 
was  applied  to  the  leather,  and  was  expensive.  The  object  of  the  new 
invention  is  to  overcome  these  defects  by  using  duck  coated  with  a 
suitable  preparation,  passing  the  same,  when  cut  in  suitable  strips, 
through  water  or  steam,  in  order  to  make  it  pliable  and  easily  fitted 
to  the  leather  innersole,  and  then  heating  it,  drying  out  some  of  the 
water,  and  rendering  it  "  tacky,"  so  that  it  can  be  pressed  into  firm 
adhesion  with  the  leather.  It  was  readily  ascertainable  that  this 
could  be  effected  in  a  satisfactory  manner,  by  simply  taking  a  piece  of 
the  material  in  the  hand,  wetting  it  and  then  heating  it  upon  any- 
thing hot  enough,  applying  it  to  the  leather  innersole  and  pressing 
into  adhesion.  This  process  would  necessarily  be  slow,  and  expensive. 
The  desirable  object  was  to  make  a  machine,  by  passing  through 
which  both  the  moistening  and  heating  would  be  accomplished,  and 
the  material  delivered  to  the  operator  for  cutting  the  required  length 
and  placing  on  the  innersole  to  be  pressed  by  the  "  Gem  "  machine. 

The  parties  to  this  interference  were  not  manufacturing  either 
machinery  or  shoes,  and  apparently  had  no  idea  of  becoming  engaged 
therein.  They  had  like  interests  and  were  actuated  by  the  same 
motive.  Being  manufacturers  of  coated  duck,  they  reasonably  ex- 
pected to  greatly  increase  their  sales  by  discovering  a  machine  that 
would  simultaneously  and  effectually  moisten  and  heat  the  passing 
material,  with  requisite  speed,  so  that  it  could  be  continuously  used 
by  the  operator,  who  pulled  it  upon  the  table,  cut  it  in  proper  lengths, 
and  applied  it  to  the  innersole  for  pressure  and  trimming  by  the 
**Gtem"  machine.  Both  parties  have  since  been  furnishing  their 
completed  machines  to  shoe  manufacturers,  free  of  charge,  for  the 
purpose  of  making  a  market  for  their  coated  duck  goods.  No  part 
of  the  invention  is  in  the  discovery  that  the  coated  duck,  when 
moistened  and  heated,  is  capable  of  use  as  a  cheap  and  suitable  rein- 
forcement for  a  leather  sole.  It  consists  in  a  machine  that  will 
moisten  and  heat  the  material  in  such  a  manner  as  to  meet  the  neces- 
sary requirements  of  shoe  manufacturers.  Failing  this,  the  machine 
would  be  of  no  practical  value  to  them  and  would  not  be  adopted  by 
them;  and  without  their  adoption  it  would  be  of  no  value  to  the 
inventor. 

Assuming,  for  the  present,  the  general  truthfulness  of  the  testi- 
mony relating  to  the  alleged  reduction  to  practice  by  Sydeman  and 
Meade  in  1904,  and  the  accuracy  of  the  dates  assigned  thereto,  we 

21895— H.  Doc.  124, 61-2 23 
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will  now  consider  the  legal  effect  of  that  testimony.  Sydeman  and 
Meade  tried  pieces  of  the  material  by  first  cutting  it  and  then  heat- 
ing it  on  the  cylinder  of  their  factory-engine.  When  heated  enough 
to  become  "  tacky  "  they  applied  it  to  leather  innersoles,  by  hand, 
and  found  it  would  adhere  tightly  to  the  leather.  Appreciating  the 
importance  of  a  machine  that  would  operate  as  before  described,  they 
conceived  the  idea  of  the  one  now  claimed,  and  after  some  other  ex- 
periments, set  about  its  construction  in  April,  1904.  As  first  con- 
structed it  consisted  of  a  drum  of  galvanized  iron  about  twenty-one 
inches  in  diameter  over  which  the  strips  of  material  were  to  be  passed 
for  heating,  with  the  uncovered  side  next  to  the  drum-surface.  To 
provide  the  heat,  a  flat  coil  of  pipes  was  inserted  in  the  drum  through 
which  steam  was  passed  from  the  boiler  of  the  factory-engine.  The 
machine  was  set  up  for  operation  in  the  engine-room.  A  small  tank 
of  hot  water  was  set  at  the  bottom  with  a  roller  in  or  next  it  under 
which  the  strips  passed  for  melting,  and  then  up  and  over  the  drum 
for  heating  before  being  ready  for  delivery  to  the  shoe-operator.  The 
drum  was  made  to  revolve  by  pulling  the  strips  onto  the  cutting- 
table.  This  was  operated  several  hours,  but  would  not  give  beat 
enough.    As  the  constructor  said : 

It  worked  very  slow ;  too  slow  to  be  a  success. 

It  was  due  to — 
not  enough  heat  in  the  drum. 

To  obviate  this  trouble,  a  round  coil  of  pipe  was  substituted  for 
the  flat  one,  and  supplied  more  heat  to  the  drum-surface.  Of  this, 
the  constructor  said  that  it — 

worked  very  satisfactorily.  Mr.  Meade  was  well  pleased  with  the  way  the 
machine  worked. 

But  he  said  there  was  an  objection: 

The  machine  worked  too  slow  to  put  into  a  shoe-shop. 

When  asked  what  was  done  to  secure  more  speed,  he  said  that  he 
started  on  a  new  machine.  The  new  machine  was  to  be  like  the  old 
one,  save  that  an  outside,  stationary  drum  was  to  be  put  over  the 
revolving  one.  The  idea  of  this  was  to  retain  the  heat  and  increase 
its  effect  on  the  material  passing  over  the  inner  drum.  This  new 
machine  was  not  finished  until  in  May,  1905.  In  direct  examination 
the  witness  said : 

It  stuck  the  duck  on  the  leather  fine,  and  Mr.  Meade  and  Mr.  Sydeman 
were  highly  pleased  with  it. 

It  proved  more  speedy  than  the  first  machine.  This  constructor 
left  the  employ  of  the  Plymouth  Co.,  May  13, 1905,  and  returned  later 
in  the  year.  Meade  said  the  machine  worked  satisfactorily,  but  was 
a  little  too  clumsy  to  present  to  the  shoe-manufacturing  trade. 

We  decided  we  would  have  to  make  it  a  little  more  compact. 
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This  machine  and  the  first  one  were  placed  in  the  storehouse  and 
was  destroyed  by  fire.  The  first  was  thought  to  have  been  destroyed 
by  the  same  fire,  but  during  the  taking  of  the  testimony  it  was  found 
and  produced.  The  constructor  of  these  machines,  Lane,  was  the 
engineer  in  charge  of  the  factory-engine.  He  left  May  13,  1905, 
but  returned  a  considerable  time  thereafter.  In  the  meantine  his 
place  was  first  taken  by  one  Gallagher.  During  April,  1905,  Syde- 
man  and  Meade  knew  that  the  Clifton  Co.  had  put  out  the  Thoma 
machine,  and  intended  to  apply  for  a  patent  on  it.  Gallagher  was 
directed  to  make  a  new  machine  which  he  did.  He  did  away  with 
the  water-tank  and  supplied  moisture  witl^in  the  outer  casing  by 
means  of  a  steam-spray.  It  was  on  a  machine  of  this  construction 
that  the  joint  application  (June  9,  1905)  of  Sydeman,  Meade,  and 
GktUagher  was  based.  It  would  seem  that  the  passage  of  the  material 
through  the  hot-water  tank  was  then  regarded  as  preventing  the 
rapid  heating  and  drying.  In  the  specification  of  the  application 
in  interference,  which  is  identical  with  the  earlier  one  of  Sydeman, 
Meade,  and  Gallagher,  it  is  said : 

As  will  appear  hereafter,  the  apparatus  is  so  constmcted  and  arranged  that 
the  textile  fabric  is  not  dampened  or  wetted,  so  that  when  the  treated  fabric  is 
applied  to  some  other  object,  as  an  insole,  the  latter  is  ready  for  further  opera* 
dons  connected  with  the  manufacture  of  the  boot  or  shoe  without  requiring 
any  drying  operation. 

Later  they  say  they  have — 

found  that  the  treating  the  fabric  to  soften  the  coating  thereof  may  be  hastened, 
and  with  some  kinds  of  coating  material  Improved,  by  subjecting  the  exposed 
or  coated  face  of  the  fabric  to  the  action  of  moist  heat  while  the  opposite  or 
textile  face  is  subjected  to  dry  heat. 

This  is  provided  for  by  introducing  steam  into  the  space  between 
the  casing  and  the  drum.    They  also  say  that — 

Instead  of  introducing  steam  into  the  casing,  moisture-laden  air  may  be 
employed  in  lieu  thereof. 

The  object  of  the  invention  is  thus  stated : 

This  invention  has  for  its  object  the  production  of  apparatus  for  rapidly 
and  efficiently  treating  textile  fabric  coated  with  a  rubber  or  gutta-percha  com- 
pound or  composition,  to  the  end  that  the  coating  may  be  temporarily  softened 
or  rendered  "  tacl^y  "  in  order  that  the  fabric  may  be  readily  applied  to  other 
objects,  such  as  insoles  for  boots  and  shoes,  etc.  *  *  *  By  means  of  our 
present  invention  the  coated  fabric  is  rapidly  and  efficiently  treated  so  that  as 
the  fabric  emerges  its  coated  surface  is  In  the  desired  tacky  condition  for 
application  to  another  object 

In  answer  to  a  question  by  his  own  counsel,  Meade  said : 

From  1903  until  1905  Mr.  Sydeman  and  I  had  no  intention  of  attempting  to 
get  a  patent  on  the  process  for  covering  Gem  innersoles  until  in  the  month  of 
May  I  was  informed  by  my  brother  Matt  that  there  was  a  machine  similar  to 
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the  one  I  had  talked  to  him  about  running  in  the  shoe  factory  in  Brockton,  and 
he  understood  that  they  had  applied  for  a  patent.  I  took  the  matter  up  with 
Mr.  Sydeman,  then  with  our  attorney,  who  advised  us  to  take  out  a  patent  to 
protect  our  rights. 

That  Meade,  who  was  an  employee  of  the  Plymouth  Co.,  regarded 
the  first  experiments  as  failures,  for  the  purpose  sought  to  be  accom- 
plished, is  also  borne  out  by  the  fact  that  on  April  12, 1905,  he  entered 
into  a  written  agreement  with  the  Brockton  Kubber  Works  Co.  for 
hire  to  it  for  two  years  from  May  1,  1905.  This  agreement  was  not 
carried  out  by  him  for  reasons  that  do  not  appear  very  satisfactory 
from  his  statement  of  them.  Stowe,  the  president  of  that  company, 
testified  that  when  Meade  came  to  him  seeking  employment,  he  asked 
Meade  if  he  knew  of  a  good  compound  for  use  in  this  work.  Meade 
said  he  did.  He  then  asked  Meade  if  he  knew  of  a  machine  for  run- 
ning this  duck  through  to  stick  it  in  the  condition  required  in  shoe 
factories,  and  he  said  he  did  not.  Witness  said  that  he  then  drew  a 
diagram  of  a  machine  he  had  seen  in  the  Snow  Co.  factory  and  ex- 
plained it  to  him,  telling  him  the  machine  was  now  in  use,  and  patent 
pending  for  the  same.  Further  told  him  that  he  (witness)  had 
dropped  the  matter  owing  to  the  question  of  a  patent,  but  that  he 
thought  it  possible  a  machine  could  be  constructed  that  would  not  be 
an  infringement  of  the  patent  that  he  supposed  then  belonged  to  the 
Clifton  Co. ;  that  he  thought  a  machine  could  be  made  whereby  steam 
was  used  instead  of  hot  water.  Meade  positively  denied  this  state- 
ment. The  circumstances  favor  the  credibility  of  Stowe,  who  was  a 
disinterested  witness  engaged  in  the  rubber-coating  business,  and, 
moreover,  thought  that  Meade  was  to  enter  his  employment  as  super- 
intendent of  his  factory  on  the  first  of  the  ensuing  month. 

We  think  it  clear  from  the  evidence  that  Sydeman  and  Meade 
regarded  their  experiment  in  1904  as  a  failure  and  practically  aban- 
doned the  same  until  after  they  had  been  informed  of  the  instalment 
and  operation  of  the  Thoma  machine  in  one  or  more  shoe  factories. 
We  are  unable  to  reconcile  their  statement  that  the  machines  worked 
satisfactorily,  with  the  admission  that  they  worked  too  slow,  as  well 
as  with  their  subsequent  conduct.  They  well  knew  that  the  fabric 
when  sufficiently  moistened  and  heated  could  be  successfully  applied 
in  the  reinforcing  of  the  Gem  leather  insoles.  This  had  been  dem- 
onstrated by  the  hand  experimental  operations.  But  the  hand  opera- 
tion was  too  slow  for  the  shoe  manufacturers  and,  therefore,  useless. 
The  thing  to  be  attained  was  the  construction  of  a  machine  after 
passing  through  which  the  material  would  emerge  in  a  pliable,  and 
"tacky"  condition,  and  sufficiently  dry  so  that  it  could  be  rapidly 
cut  and  applied,  and  passed  to  the  pressing-machine.  This  alone 
would  meet  the  demand  of  the  shoe  manufacturers.  "  Working  too 
slow"  could  not  mean  anything  else  than  that  the  heat  applied  in 
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passing  the  material  through  the  machine  was  not  suflScient  to  enable 
it  to  be  applied  as  desired,  for  it  could  pass  the  fabric  as  rapidly 
as  any  of  the  later  improved  machines.  None  of  them  are  automatic 
and  the  fabric  is  pulled  through  and  out  by  the  operator  who  is  to 
cut  and  apply  it.  If  the  fabric  were  pulled  more  rapidly  the  heating 
period  would  be  less;  if  less  rapidly  more  water  would  be  absorbed 
in  passing  through  the  tank,  and  more  heat  and  drying  time  would 
be  required.  The  chief  feature  of  the  subsequent  conduct,  referred 
to,  is  the  long  delay  in  making  the  new  machine  of  the  last  construc- 
tion, completed  in  May,  1905.  The  machine  was  a  simple  one  that 
could  have  been  made  by  an  ordinary  tinner,  or  sheet-iron  worker,  in 
a  very  short  time,  a  few  days  at  the  most.  The  inventors  had  abun- 
dant means  to  employ  such  persons  who  were  near  at  hand.  Instead, 
they  left  it  to  the  engineer.  Lane,  who  was  not  an  expert  in  that  line, 
to  be  constructed  during  the  time  he  could  save  from  his  regular 
duties.  His  work  occupied  nearly  a  year.  The  entries  in  his  diary, 
which  he  said,  referred  to  work  on  this  new  machine,  show  the 
following:  Week  ending  May  28,  1904,  15  hours  making  coil  and 
4  hours  fixing  pipe;  week  ending  June  25,  10  hours  putting  pipe  in 
tank;  week  ending  Oct.  15,  making  coil  of  pipe;  week  ending  Janu- 
ary 7,  1905,  20  hours  making  drum ;  week  ending  April  1,  20  hours 
working  around  new  machine ;  week  ending  April  8,  5  hours  same 
thing;  week  ending  May  6,  50  hours  same  thing;  week  ending  May 
13,  18  hours  making  new  coil  X)f  pipe  for  new  machine.  He  left  the 
employment  that  day.  There  is  no  reasonable  excuse  for  this  long 
delay,  if  they  had  been  satisfied  with  the  test  of  the  earlier  machine. 
Moreover,  when  the  new  machine  was  remodeled  by  Gallagher,  who 
omitted  the  water-tank,  and  substituted  a  steam-spray  for  softening 
the  fabric  and  aiding  in  heating  it,  they,  apparently,  for  the  first 
time  regarded  the  invention  as  satisfactorily  completed,  and  included 
him  in  their  first  application  as  a  joint  inventor  with  themselves. 

All  of  the  tribunals  of  the  Patent  Office  concurred  in  holding  that 
upon  this  state  of  facts,  there  was  no  reduction  to  practice  in  May, 
1904;  and  that  there  was  no  diligence  being  exercised  by  the  inventors 
in  the  matter  of  reduction  to  practice  when  Thoma  entered  the  field. 
Whether  certain  acts  done  show  reduction  to  practice  depends  upon 
the  special  facts  and  circumstances  of  each  particular  case.  As  was 
said  in  a  former  case: . 

In  considering  the  question  we  apprehend  that  the  same  act  or  set  of  acts 
may  or  may  not  constitute  reduction  to  practice,  modified,  as  they  may  be,  by 
the  special  circumstances  of  the  particular  case.  We  do  not  think  that  the 
size  of  a  device  is  necessarily  controlling  in  determining  the  question  of  reduc- 
tion to  practice.  In  the  Com  Planter  Patent  (6  O.  G.,  392;  23  Wall.,  181)  a 
half-sized  device  was  held  to  be  the  equivalent  of  a  reduction  to  practice,  but 
that  device  was  actually  used  in  planting  com,  and  completely  demonstrated  the 
utility  and  practicability  of  the  device.    Nor  do  we  think  mechanical  perfection. 
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or  that,  as  has  been  well  stated,  there  are  ''  possibilities  of  greater  excellence  in 
sliape,  location,  arrangement,  material,  or  adjustment,"  essential  to  a  reduction 
to  practice.  Tested  by  any  such  requirements,  nearly  every  pioneer  invention,  as 
put  upon  the  market,  would  have  failed  to  support  the  patent  granted  to  it. 
Nevertheless,  it  is  essential  tliat  a  device  to  constitute  a  reduction  to  practice 
must  show  that  ''  the  work  of  the  inventor  must  be  finished,  physically  as  well 
as  mentally."  Nothing  must  be  left  to  the  inventive  genius  of  the  public.  (Oalr 
lagher  y.  Hien,  C.  D.,  1905,  624;  115  O.  G.,  1330;  25  App.  D.  0.,  77,  81,  82.) 

The  device  in  that  case  was  a  frictional  spring  for  use  in  railway- 
couplings.  Gallagher  was  the  first  to  conceive  the  invention,  and 
relied  upon  a  test  as  actual  reduction  to  practice.  He  made  a  spring 
the  exterior  rings  of  which  were  something  over  three  inches  in 
diameter,  and  about  an  inch  wide.  It  was  first  tested  by  pressure 
in  a  vise.  It  was  then  taken  to  the  shops  and  the  springs  tempered ; 
after  which,  it  was  put  in  a  vise  on  the  anvil  of  a  very  powerful 
steam-hammer.  It  made  a  good  showing  of  its  action,  but  finally 
broke  under  a  very  hard  blow.  This  was  held  not  to  constitute  re- 
duction to  practice,  and  priority  was  awarded  to  Hien  who  conceived 
the  invention  later,  but  made  a  satisfactory  reduction  to  practice.  As 
appears  from  the  opinion  quoted  above,  the  difficulty  does  not  lie  in 
the  fact  that  the  spring  was  small.  The  invention  was  declared  a 
simple  one,  but  it  was  said  that  it — 

undoubtedly  belongs  to  that  class  which  requires  either  actual  use  or  thorough 
tests  to  demonstrate  its  practical  utility,  and  therefore  there  can  be  no  actual 
reduction  to  practice  until  one  or  the  other  thing  takes  place  and  is  proven. 

Decisions  involving  this  often-litigated  question  of  actual  reduction 
to  practice  may  be  divided  into  three  general  classes.  The  first  class 
includes  devices  so  simple  and  of  such  obvious  efficacy  that  the  com- 
plete construction  of  one  of  a  size  and  form  intended  for  and  capable 
of  practical  use,  is  held  sufficient  without  test  in  actual  use.  {Mason 
V.  Hepburn,  C.  D.,  1898,  610;  84  O.  G.,  147;  13  App.  D.  C,  86,  89; 
Lindemeyr  v.  Hoifman,  C.  D.,  1901,  353 ;  95  O.  G.,  838 ;  18  App.  D.  C, 
1,  5;  Loomis  v.  Hauser,  C.  D.,  1902,  530;  99  O.  G.,  1172;  19  App. 
D.  C,  401,  404;  Cowk  v.  Bamett,  C.  D.,  1904,  650;  110  O.  G.,  1431; 
23  App.  D.  C,  446,  449;  Rolfe  v.  Hoifman,  C.  D.,  1906,  588;  121 
O.  G.,  1350;  26  App.  D.  C,  336,  342.)  The  second  class  consists  of 
those  where  a  machine  embodying  every  essential  element  of  the  in- 
vention, having  been  tested  and  its  practical  utility  for  the  intended 
purpose  demonstrated  to  reasonable  satisfaction,  has  been  held  to 
have  been  reduced  to  practice  notwithstanding  it  may  not  be  a  me- 
chanically-perfect machine.  In  other  words  it  is  sufficient  reduction 
to  practice  although  a  more  desirable  commercial  result  may  be 
attained  by  some  simple  and  obvious  mechanical  improvement,  or 
by  substituting  another  well-known  material  for  the  one  used  in  the 
original  construction,  as,  for  example,  metal  for  wood,  cast  metal  for 
^eet  metal,  and  the  like.     {Coffee  v.  Guerrant,  C.  D.,  1894,  384;  68 
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O.  G.,  279;  3  App.  D.  C,  497,  499;  Norden  v.  Spavlding,  C.  D.,  1905, 
588;  114  O.  G.,  1828;  24  App.  D.  C,  286, 290;  Smith  v.  Brooks,  C.  D., 
1904,  672;  112  O.  G.,  953;  24  App.  D.  C,  75,  80;  Andrews  v.  NUson, 
C.  D.,  1906,  717;  123  O.  G.,  1667;  27  App.  D.  C,  451,  457;  Lowrie  v. 
Taylor,  C.  D.,  1906,  713;  123  O.  G.,  1665;  27  App.  D.  C,  522,  526; 
Burson  v.  Vogel,  C.  D.,  1907,  669;  131  O.  G.,  942;  29  App.  D.  C,  388, 
394;  Howard  v.  Bowes,  31  App.  D.  C,  619,  622.)  The  third  class 
includes  those  where  the  machine  is  of  such  a  character  that  the 
particular  use  for  which  it  is  intended  must  be  given  special  consid- 
eration, and  requires  satisfactory  operation  in  the  actual  execution 
of  the  object  {MacdonaU  v.  Edison,  C.  D.,  1903,  622;  105  O.  G., 
1263;  21  App.  D.  C,  527,  529;  McKenzie  v.  Cummings,  C.  D.,  1904, 
683;  112  O.  G,  1481;  24  App.  D.  C,  462,  467;  Gallagher  v.  Hein, 

C.  D.,  1905,  624;  115  O.  G.,  1330;  25  App.  D.  C,  77,  82;  Ocumpaugh 
V.  Norton,  C.  D.,  1905,  632;  115  O.  G.,  1850;  25  App.  D.  C,  90,  93,  94; 
Sherwood  v.  Drewsen,  C.  D.,  1907,-  642;  130  O.  G.,  657;  29  App. 

D.  C,  161, 173.) 

In  cases  falling  within  the  second  and  third  classes  described,  long 
delay  in  putting  the  machine  in  actual  use  for  the  intended  purpose, 
has  always  been  regarded  as  a  potent  circumstance  in  determining 
whether  the  test  was  successful  or  only  an  abandoned  experiment. 

Notwithstanding  the  failure  of  Sydeman  and  Meade  to  attempt  to 
introduce  the  machine  of  1904  into  commercial  use,  when  it  was  of 
such  great  importance  to  do  so,  and  their  negligence  in  constructing 
the  new  and  improved  machine  of  1905,  which  they  regarded  as  show- 
ing such  patentable  novelty  as  to  entitle  the  improver,  Gallagher,  to 
claim  a  part  of  the  invention,  it  is  earnestly  contended  that  the  evi- 
dence in  regard  to  the  construction  and  test  of  the  1904  machine 
brings  it  within  the  principle  of  the  second  class  of  cases  above  men- 
tioned. We  cannot  concur  in  this  view.  As  before  said,  it  was  known 
that  the  coated  duck  could  be  moistened  and  heated  so  that  it  would 
adhere  effectually  to  the  leather  insole  of  the  shoe.  The  purpose  in 
view  was  to  construct  a  machine  that  would  operate  so  as  to  perform 
this  moistening  and  heating  in  a  practically  useful  manner  commer- 
cially. The  purpose  of  the  parties  was  to  produce  a  machine  for 
"  rapidly  and  eflSciently  "  treating  the  coated  fabric  so  that  it  would 
become  sufficiently  soft  and  tacky,  as  it  emerged  continuously  from 
the  machine,  to  be  effectually  applied  to  the  leather  innersoles.  With- 
out this  capacity  the  machine  was  of  no  practical  utility,  and  valueless 
to  the  manufacturer  of  shoes  on  the  one  hand,  and  the  manufacturers 
of  the  fabric  on  the  other.  Becoming  satisfied  that  the  machine  was 
too  slow,  that  is  to  say,  in  our  opinion,  that  it  would  not  efficiently  as 
well  as  rapidly  dry  and  heat  the  wet  fabric,  the  parties  laid  it  aside, 
and  did  not  go  actively  to  work  to  improve  upon  it  until  they  had 
heard  of  the  apparent  success  of  Thoma's  machine  and  process.    We 
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are  constrained  to  hold  that  there  was  not  a  reduction  to  practice,  as 
claimed,  in  1904.  To  hold  otherwise  would  establish  a  dangerous  pre- 
cedent. 

It  is  evident,  from  what  has  been  said  regarding  the  delay  of  the 
parties  between  May,  1904,  and  May  19,  1905,  that  they  were  not  ex- 
ercising the  requisite  diligence  when  Thoma  entered  the  field. 

These  conclusions  render  it  unnecessary  to  consider  the  question 
raised  as  to  the  credibility  of  the  evidence  relating  to  the  alleged  re- 
duction to  practice  in  1904. 

The  decision  in  favor  of  Thoma  will  he  affirmed.  It  is  so  ordered ; 
and  that  the  clerk  certify  this  decision  to  the  Commissioner  of 
Patents. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

NeUBERTH    l\    LiZOTTE. 

Decided  January  5,  1909. 
141  O.  G.,  1162;  32  App.  D.  C,  329. 

1.  Interference — Interpretation  of  the  Issue. 

The  claims  In  issue  which  were  first  made  by  N.  were  not  in  his  specifi- 
cation as  originally  filed,  but  were  made  after  It  had  been  amended.  Held 
that  the  meaning  of  the  claims  must  be  determined  by  the  specification  as 
so  amended. 

2.  Same — Priority — Right  to  Make  the  Claims. 

The  claims  as  interpreted  In  the  light  of  N.'s  amended  specification,  where 
they  originated,  call  for  twice  bending  the  covering  material — first  at  right 
angles  to  the  edge  of  the  flange  of  the  eyelet  and  then  over  under  the  flange 
to  secure  It  thereto.  Held  that  as  N.'s  machine  as  constructed  and  oper- 
ated and  as  shown  In  his  application  was  not  capable  of  operating  In  this 
manner  N.  has  no  right  to  make  these  claims. 

3.  Same — Same — Same. 

Count  7  specifies  a  machine  for  covering  studs.  N.'s  machine  as  shown 
and  Illustrated  could  not  be  used  for  covering  studs.  Held  that  as  he  does 
not  point  out  In  his  specification  any  modification  of  his  machine  by  which 
it  could  be  made  to  cover  studs  and  as  such  modification  would  not  be  a 
mere  matter  of  mechanical  skill  N.  has  no  right  to  make  a  claim  In  the 
terms  of  this  count. 

Mr.  Horace  Van  Everen^  Mr.  Benj.  Phillips^  and  Mr.  W.  G.  Ogden 
for  the  appellant. 
Mr.  W.  O.  Underwood  and  Mr.  C.  L.  Sturtevant  for  the  appellee. 

Shepard,  C.  J. : 

This  is  an  interference  proceeding  having  the  following  issue : 

1.  In  a  machine  for  applying  covering  material  to  eyelets,  means  for  bending 
the  covering  material  over  the  edge  of  the  fiange  of  an  eyelet,  combined  with 
means  for  forcing  said  bent-over  material  under  the  edge  of  the  flange. 
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2.  In  a  machine  of  the  class  described,  means  for  bending  covering  material 
over  the  edge  of  the  flange  of  an  eyelet,  and  other  means  for  thereafter  forcing 
the  covering  material  under  the  eyelet-flange  and  into  contact  with  the  under 
surface  of  the  flange. 

3.  In  a  machine  for  covering  eyelets  with  plastic  sheet  material,  means  for 
applying  the  material  to  the  upper  surface  of  the  flange  of  an  eyelet,  and  means 
for  bending  the  material  over  the  edge  of  the  flange,  combined  with  means  for 
turning  said  bent-over  material  under  the  edge  of  the  flange  and  Into  contact 
with  the  under  surface  of  the  flange. 

4.  In  a  machine  of  the  class  described,  means  for  bending  covering  material 
over  the  edge  of  the  flange  of  an  eyelet  and  holding  said  covering  material  from 
reverse  movement,  combined  with  means  for  acting  on  the  bent-over  iwrtlon  of 
covering  material  to  force  it  under  the  flange. 

5.  In  a  machine  of  the  class  described,  means  for  bending  covering  material 
over  the  edge  of  the  flange  of  an  eyelet,  combined  with  means  for  acting  on  the 
bent-over  portion  of  covering  material  to  force  It  under  the  flange  and  Into  con- 
tact with  the  under  surface  of  the  flange,  said  mechanism  having  provision  for 
holding  the  covering  material  from  lateral  spreading  while  it  is  being  forced 
under  the  flange. 

6.  In  a  machine  for  covering  eyelets  with  plastic  sheet  material,  means  for 
heating  the  plastic  material,  means  for  applying  the  material  to  the  upper 
surface  of  the  flange  of  an  eyelet,  and  means  for  bending  the  material  over  the 
edge  of  the  flange,  combined  with  means  for  turning  said  bent-over  material 
under  the  edge  of  the  flange  and  into  contact  with  the  under  surface  of  the 
flange. 

7.  In  a  nlachine  for  covering  studs,  the  combination  with  a  die  for  shaping 
the  covering  material  to  conform  to  the  outer  surface  of  the  stud,  of  means  for 
acting  on  the  projecting  edge  of  the  material  to  crimp  and  turn  the  same  into 
contact  with  the  inner  surface  of  the  stud,  and  means  for  producing  consecutive 
operations  of  the  die,  and  the  means  for  acting  on  the  projecting  edge  of  the 
material. 

8.  In  a  machine  for  covering  eyelets,  the  combination  with  means  for  shap- 
ing covering  material  to  conform  to  the  upper  surface  of  the  eyelet;  of  means 
for  acting  on  the  projecting -edge  of  the  covering  material  to  crimp  and  turn 
the  same  under  the  edge  of  the  flange  of  the  eyelet. 

Neuberth's  application  was  filed  April  28, 1904 ;  Lizotte's  December 
24,  1904. 

Neuberth  alleged  conception  in  November,  1901,  and  reduction  to 
practice  in  April,  1902.  Lizotte  claimed  to  have  conceived  the  in- 
vention in  1891,  to  have  made  a  model  in  1892,  and  to  have  con- 
structed a  machine  and  reduced  it  to  practice  in  May,  1901. 

The  invention  of  the  issue  is  a  machine  for  covering  the  heads  of 
eyelets  and  lacing-hooks  with  sheet-celluloid.  Neuberth's  machine  is 
designed  particularly  for  covering  eyelets,  while  that  of  Lizotte  is 
specially  adapted  to  covering  hooks.  It  was  not  new  to  cover  hooks 
and  eyelets  with  celluloid.  This  had  been  done  by  heating  a  lump  of 
celluloid  to  a  point  at  which  it  would  flow  and  molding  it  upon  the 
flange  of  the  eyelet  or  the  head  of  the  hook.  Both  of  the  applicants 
contemplated  the  use  of  sheet-celluloid.  A  washer  or  disk  is  cut 
therefrom  and  heated  to  a  temperature  at  which  it  will  bend.    It  is 
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then  applied  to  one  side  of  the  hook  or  flange  of  the  eyelet,  over  the 
edge  of  the  same,  and  operated  upon  to  securely  fasten  it  to  the 
article  covered. 
Three  questions  were  raised  for  determination : 

1.  Whether  Neuberth  is  entitled  to  make  the  claims  of  the  issue. 

2.  Whether  Lizotte  actually  reduced  the  invention  to  practice  in 
May,  1901. 

3.  Whether  if  having  reduced  his  invention  to  practice  as  alleged, 
Lizotte  lost  the  right  to  his  invention  through  concealment  and  sup- 
pression of  the  same  thereafter. 

The  Examiner  of  Interferences  determined  all  of  these  questions  in 
favor  of  Lizotte  and  awarded  priority  to  him.  He  was  reversed  by 
the  two  members  of  the  Board  of  Examiners-in-Chief  then  acting, 
who  held  that  Neuberth  had  the  right  to  make  the  claims,  and  further 
that  Lizotte  had  not  reduced  to  practice  in  1901  as  claimed. 

On  appeal  to  the  Commissioner  this  decision  was  reversed  and 
priority  awarded  to  Lizotte  both  on  the  ground  that  Neuberth  had  no 
right  to  make  the  claims,  and  that  Lizotte  had  completed  his  inven- 
tion by  reduction  to  practice  in  the  summer  of  1901  and  before  con- 
ception by  Neuberth.     From  that  decision  Neuberth  has  appealed. 

The  first  question  in  order  is  Neuberth's  right  to  make  the  several 
claims  embodied  in  the  issue. 

The  difficulty  in  determining  the  meaning  to  be  given  the  claims  is 
complicated  by  the  several  amendments  of  Neuberth's  application 
before  they  were  made.  The  testimony  shows  that  while  both  appli- 
cations were  pending  and  before  any  interference  had  been  declared, 
negotiations  were  had  between  the  United  Shoe  Machine  Company 
(the  substantial  owner  of  Neuberth's  invention)  and  Lizotte  looking 
to  the  sale  of  his  right  to  the  said  company.  Lizotte  had  no  knowl- 
edge of  Neuberth's  application  or  of  the  construction  of  his  machine. 
At  the  request  of  the  company  he  sent  to  it  a  copy  of  his  application 
for  the  inspection  of  its  counsel.  The  negotiations  failed  and  the 
papers  were  returned.  The  amendments  thereafter  filed  by  Neuberth 
made  changes  in  the  statement  of  the  operation  of  his  machine  in  cer- 
tain particulars,  and  revised  among  other  things,  the  drawings  of  the 
original.  Claims  1,  2,  3,  4,  5,  6,  and  8  of  the  issue  were  then  made  for 
the  first  time.  Those  claims  specify  a  machine  for  covering  eyelets. 
Claim,  or  count  7  originated  with  Lizotte  and  specifies  a  machine  for 
covering  studs  which  is  another  name  for  lacing-hooks.  When  this 
claim  was  suggested  to  Neuberth  by  the  Examiner,  he  first  filed  a 
claim  in  which  the  word  "  eyelet "  was  substituted  for  "  stud." 

This  claim  7  was  first  considered  by  the  Commissioner.  Neuberth's 
construction  as  described  and  illustrated  could  not  be  used  to  cover 
studs,  or  lacing-hooks,  and  he  so  admitted  when  testifying  as  a  witness 
in  the  case.    He  claimed,  however,  that  a  lacing-hocJs  could  be  made 
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by  first  using  his  machine  to  cover  the  head  of  a  properly-shaped 
blank,  and  then  forming  the  blank  into  a  hook.  He  does  not  point 
out  in  his  description  any  modification  of  his  machine  by  which  it 
could  be  made  to  cover  hooks  or  studs;  and  as  was  said  by  the 
Commissioner: 

As  such  modification  would  not  be  a  matter  of  mere  mechanical  skUl,  it  must 
be  held  that  Neuberth  is  not  entitled  to  make  a  claim  in  the  terms  of  count  7  of 
the  Issua 

It  is  sufficient  now  to  say  of  the  remaining  counts  of  the  issue,  that 
they  involve  devices  for  fastening  the  washer  or  disk  of  sheet-celluloid 
to  the  top  of  an  eyelet,  bending  it,  and  securing  its  edges  to  the  other 
side  of  the  eyelet-flange,  and  thereby  obtaining  a  complete  covering 
of  the  same.  On  behalf  of  Lizotte,  the  contention  is  that  the  said 
claims,  by  their  proper  construction,  specify  means  whereby  the  last 
step  in  the  covering  process  is  accomplished  by  bending  over  the  part 
of  the  washer,  which  had  previously  been  bent  over  the  edge  of  the 
eyelet-flange  or  other  like  article,  and  securing  it  to  the  under  surface. 

Neuberth  disputes  this  limitation  of  the  claims  and  contends  that 
they  merely  demand  means  for  forcing  the  material,  which  had  been 
bent  at  right  angles  to  the  flange,  under  the  same  so  as  to  secure  a 
firm  attachment.  He  argues  that  the  novelty  of  the  invention  lies  in 
the  first  step  which  consists  in  bending  the  sheet-celluloid  down,  and 
that  it  is  sufficient  that  the  bent-over  portion  be  forced  under  the 
flange  thus  securing  the  covering  material  to  the  eyelet.  In  his  origi- 
nal application  the  machine  is  described  as  having  means — 

provided  for  pressing  a  piece  of  covering  material  against  the  portion  of  the 
eyelet  which  is  to  constitute  the  flange,  and  at  the  same  time  spreading  or 
bending  said  portion  whereby  the  flange  Is  caused  to  cut  into  the  covering  mate- 
rial and  embed  itself  ther^n.  The  covering  material  may  and  preferably  will 
be  molded  into  the  desired  form  about  the  flange  of  the  eyelet 

He  describes  the  operation  of  pressing  the  covering  material  against 
the  flange  of  the  eyelet  and  bending  it  at  right  angles  to  the  flange, 

and  says: 

Thereafter  as  the  movable  die  completes  its  stroke  the  pressure  of  the  cover- 
ing material  against  the  partial ly-out turned  flange  of  the  eyelet  and  the  wedg- 
ing of  the  covering  material  between  the  enlarged  portion  204  and  the  base  of 
the  eyelet-flange  bends  or  spreads  said  flange  while  at  the  same  time  the  flange 
is  caused  to  cut  into  the  washer  both  by  the  direct  pressure  of  the  flange  against 
the  washer  and  by  the  spreading  of  the  flange,  which  causes  its  edge  portion  to 
move  radially  outward  and  into  the  washer. 

While  the  flange  of  the  eyelet  is  being  spread  to  cut  into  and  embed  itself  in 
the  washer  of  covering  material  the  covering  material  is  being  pressed  between 
the  cooperating  surfaces  194  and  202  of  the  two  dies  to  mold  it  upon  both  sides 
of  the  flange  of  the  eyelet 
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In  some  of  his  original  claims  he  includes  the  feature  of  spreading 
the  flange  and  causing  it  to  cut  into,  and  become  partially  embedded 
in  the  washer  or  covering  material. 

An  examination  of  Neuberth's  evidence  in  both  direct  and  cross 
examination  supports  the  following  statement  in  the  Commissioner's 
decision : 

The  description  of  the  operation  of  the  machine  as  given  in  the  original  speci- 
fication agrees  with  the  testimony  of  Neul>erth  who  states  tliat  the  upper  part  of 
the  washer  does  not  go  under  the  flange,  but  that  the  upper  part  of  the  cellu- 
loid Is  shifted  upon  itself  so  as  to  make  it  somewhat  thicker  on  top  and  the 
flange  of  eyelet  spread  so  as  to  cut  into  the  material. 

Neuberth  used  celluloid  thirty-thousandths  of  an  inch  thick,  and 
the  cutting  into  this  was  about  five-thousandths  of  an  inch.  No  por- 
tion of  the  bent  washer  was  turned  or  bent  over  under  the  flange 
and  it  seems  that  all  of  it  that  got  under  the  flange  is  through  the 
spreading  of  the  flange  and  the  cutting  in  and  partial  embedding 
referred  to.  It  appears  from  the  testimony  that  several  of  Neu- 
berth's  machines  were  constnicted  and  put  in  operation  in  the  fac- 
tory of  the  Brook  Company,  to  which  the  invention  then  belonged. 
Several  millions  of  eyelets  were  made  and  many  of  them  shipped  to 
shoe  manufacturers.  It  is  claimed  that  no  objection  was  made  to 
the  utility  of  these  save  in  one  instance,  where  a  manufacturer  com- 
plained that  the  covering  would  come  off  in  fastening  the  eyelets  in 
shoes.  In  January,  1903,  the  manufacture  was  discontinued,  and  the 
machines  were  converted  into  use  for  striking  out  ordinary  eyelets. 
No  good  reason  is  given  for  suspending  this  manufacture  if  the  eye- 
lets so  made  were  satisfactory  in  every  respect.  A  number  of  these 
eyelets  were  produced  in  evidence. 

In  the  course  of  Neuberth's  cross-examination,  he  said,  upon  exam- 
ination of  a  cross-section  of  the  die,  punch,  and  eyelet,  that  there 
had  been  a  material  change  in  the  shape  and  thickness  of  the  cellu- 
loid covering,  and  that  the  inner  part  or  throat  of  the  eyelets  had 
been  reduced  very  much — 

in  fact  brought  down  to  a  sharp  edge  by  the  pressure  and  the  celluloid  had 
shifted  on  itself  and  made  it  somewhat  thicker  on  the  top.  The  exhibit  also 
shows  that  the  eyelet  blank  has  slightly  cut  into  the  washer  as  you  can  observe 
by  comparing  the  washer  and  the  celluloid  side  by  side. 

He  was  then  shown  an  eyelet  taken  at  random  from  the  mass  and 
admitted  that  it  showed  that  it  has  substantially  preserved  intact 
the  striations  produced  in  manufacture  of  the  sheet-celluloid  upon 
the  face  of  the  eyelet.    He  added : 

It  also  proves,  In  my  estimation,  that  the  celluloid  was  not  in  proper  con- 
dition of  softness  to  be  molded ;  if  it  had  been  these  would  have  disappeared. 
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Another  was  then  taken  from  the  lot  manufactured  in  1902  and 
1903,  in  which  he  said  the  surface  striations  could  be  seen  upon  the 
outer  surface  of  the  celluloid. 

X-Q.  163.  This  shows,  does  it  not,  that  the  thiclcenlng  on  the  face  of  the  eye- 
let has  talcen  place  under  the  surface? 

A.  It  does.    How  far  under  the  surface  it  would  be  Impossible  to  say. 

X-Q.  164.  Then  it  shows,  does  it  not,  tliat  there  has  been  a  molecular  rear- 
rangement? 

A.  Yes,  there  has  been  a  rearrangement 

X-Q.  167.  What  you  observe  upon  the  face  of  the  eyelet  causing  it  to 
thiclcen  without  changing  the  striation-marks  shows  an  action  in  the  nature 
of  the  former,  does  it  not,  at  this  point  rather  than  in  the  direction  of  the 
latter? 

A.  The  eyelet  In  question  shows  that  there  has  been  a  rearrangement;  it 
also  shows  that  the  fibers  have  been  ruptured  In  this  rearrangement,  showing 
cleavage-lines  on  the  inner  part  of  the  fold  of  the'  eyelet,  which  are  character- 
istic in  almost  all  of  our  products. 

X-Q.  168.  In  view  of  the  examination  which  you  have  made  of  these  eyelets, 
and  the  explanations  which  you  have  given,  do  you  claim  tliat  the  edge  of  the 
washer  is  turned  under  the  edge  of  the  flange? 

A.  Part  of  it,  yes. 

X-Q.  169.  And  when  you  use  the  term  "  turned  under  "  in  your  specification 
it  should  be  made  to  mean  the  action  which  talces  place  as  you  have  testified 
in  this  examination? 

A.  Tes,  I  should  think  it  would. 

This  turning  under  is  first  described  in  the  amended  specification. 

In  the  operation  of  this  machine  the  portion  of  the  celluloid  which 
is  under  the  flange  does  not  lie  in  a  plane  parallel  to  its  original  posi- 
tion, but  in  one  at  right  angles  thereto.  The  portion  of  the  celluloid 
that  has  been  bent  over  the  edge  of  the  flange  is  not  further  bent  to 
bring  it  into  contact  with  the  under  surface  of  the  eyelet. 

The  claims  under  consideration  were  not  made  by  Neuberth  origi- 
nally, but  were  filed  with  his  amended  specifications,  and  it  is  by  the 
latter  that  their  meaning  must  be  determined. 

In  the  amendment,  whether  the  result  or  not  of  the  examination  of 
Lizotte's  application,  the  mechanism  is  described  as  engaging  the 
covering  material  and  bending  it  over  the  edge  of  the  flange,  and 
comprising  an — 

independent  member  for  forcing  or  turning  the  bent-over  covering  material 
under  the  edge  of  the  flange  and  into  contact  with  the  under  surface  of  the 
flange. 

And  this  member  as  having — 

a  face  for  engaging  the  bent-over  portion  of  the  covering  material  and  turning 
It  under  the  flange  of  the  eyelet  and  into  contact  with  the  under  surface  thereof. 

The  amended  sheet  of  drawings  shows  more  plainly  than  the  orig- 
inal the  successive  steps  of  applying  the  washer  to  the  eyelet,  bend- 
ing it  over  the  edge  of  the  flange  at  right  angles  thereto,  and  then 
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further  bending  this  bent-up  portion  under  the  under  surface  of  the 
flange  and  into  contact  therewith. 

Lizotte's  machine  clearly  shows  means  for  pressing  a  thin  disk — 
much  thinner  than  that  made  by  Neuberth — against  the  head  of  the 
lacing-hook  to  shape  the  celluloid  in  conformation  with  the  outer 
surface  of  the  hook.  As  the  operation  proceeds  another  piece  of  the 
mechanism  bends  the  washer  of  celluloid  around  the  edge  of  the  head 
of  the  hook.  Certain  independent  "  wipers  "  bend  over  or  turn  and 
crimp  the  edge  of  the  washer  under  the  edge  of  the  flange  of  the  hook, 
and  by  another  movement  of  a  die  the  edges  so  bent  or  turned  over 
are  pressed  down  and  into  firm  contact  with  the  under  surface  of  the 
flange. 

Considering  the  claims  of  the  issue  in  the  light  of  the  specifica- 
tions of  Neuberth  as  amended,  we  think  that  they  call  for  substan- 
tially the  same  operation,  that  is  to  say,  for  two  bends  of  the  covering 
material;  the  first  bending  the  same  at  right  angles  to  the  edge  of 
the  flange,  and  the  second,  bending  that  portion  over  under  the  flange 
for  securing  it  thereto. 

Inasmuch  as  the  Neuberth  machine,  as  constructed  and  operated, 
was  not  capable  of  the  operation  in  the  manner  intended  by  the  claims 
of  the  issue,  we  must  concur  with  the  Commissioner  in  the  conclu- 
sion that  he  has  no  right  to  make  them. 

As  this  conclusion  is  sufficient  for  the  determination  of  the  appeal, 
we  deem  it  unnecessary  to  consume  time  with  the  consideration  of  the 
question  of  Lizotte's  reduction  to  practice. 

For  the  reasons  given  the  decision  will  be  afflrmed.  It  is  so  ordered, 
and  that  this  decision  be  certified  to  the  Commissioner  of  Patents. 


[Court  of  Appeals  of  the  District  of  Colombia.] 

Peirce  V.  Hiss,  Jr. 

Decided  March  2,  1909, 
141  O.  G.,  1165;  33  App.  D.  0.,  1. 

Interfebence — Pbiority — Circumstances  and  Presumptions. 

P.  filed  his  application  for  a  cable-hanger  after  he  had  obtained  knowl- 
edge, through  an  interference,  of  H.'s  application.  He  claimed  to  have 
conceived  the  invention  In  Issue  and  reduced  it  to  practice  at  the  same 
time  that  he  Invented  a  similar  device  shown  in  an  earlier  application  on 
which  he  obtained  a  patent  held  that  P.,  being  a  manufacturer  of  cable- 
hangers,  an  inventor,  and  highly  skilled  In  the  art,  was  certainly  In  a 
position  to  understand  and  fully  appreciate  the  value  of  such  device,  and 
it  was  inconceivable  that  he  should  have  failed  to  disclose  it  In  his  earlier 
application  If  he  actually  had  conceived  it  and  embodied  it  in  concrete 
form. 
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Mr,  Melville  Church  and  Mr.  Wilber  A.  Owen  for  the  appellant. 
Mr.  Alan  M.  Johnson  for  the  appellee. 

RoBB,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
awarding  priority  to  Hiss,  Jr.,  the  senior  party  to  an  interference 
proceeding.    The  issue  is  stated  in  the  following  counts : 

1.  A  cable-hanger  consisting  of  a  metal  clip  forming  a  loop,  the  ends  of  said 
clip  forming  a  cooperating  eye  and  hoolc  and  a  suspender  passing  through 
said  eye  and  forming  a  loop. 

2.  A  cable-hanger  consisting  of  a  clip  forming  a  loop  having  cooperating 
securing  means  on  the  ends  of  the  same  and  a  suspender  permanently  engaging 
said  securing  means. 

The  device  described  in  the  above  counts  is  used  in  attaching 
cables  to  supporting  messenger-wires,  and,  while  the  device  is  simple 
in  construction,  it  is  one  of  considerable  utility.  Formerly  cables 
were  attached  to  messenger- wires  by  the  so-called  Cameron  hook, 
one  end  of  which  was  provided  with  a  closed  eye  through  which 
a  loop  of  marlin  was  passed  and  then  wrapped  about  the  cable  and 
passed  over  the  hook.  The  Cameron  device  was  open  to  objection 
because  of  its  liability  to  become  detached  from  the  messenger-wire. 

Prior  to  the  date  claimed  by  either  party  as  his  date  of  conception 
Peirce  was  president  of  the  Peirce  Specialty  Company,  which 
manufactured  the  Cameron  device,  and,  being  a  prolific  inventor 
and  patentee  and  having  knowledge  of  the  objections  to  the  Cameron 
device,  he  attempted  to  devise  an  improved  hook.  In  July,  1904, 
he  did  devise  a  U-shaped  hook  with  the  ends  bent  over  so  as  to  form 
loops.  To  cooperate  with  these  loops  he  provided  a  piece  of  marlin 
knotted  at  either  end.  On  May  31,  1905,  he  filed  an  application  for 
a  patent  on  this  device,  and  the  patent  was  issued  to  him  on  January 
12,  1909.  The  Patent  Office  has  held  that  there  is  a  patentable 
difference  between  the  construction  described  in  this  patent  and  the 
device  of  the  issue. 

This  interference  was  originally  declared  on  June  19,  1906,  and 
then  involved  Hiss  and  a  party  named  Swisher.  After  the  pre- 
liminary statements  had  been  opened  to  opposing  parties,  the  Nagel 
Manufacturing  Company,  which,  meanwhile,  had  acquired  both  the 
Swisher  application  and  the  original  application  of  Peirce,  procured 
Peirce  to  file  an  additional  application  dated  January  2,  1907,  for 
the  construction  of  the  issue. 

Hiss  took  no  testimony,  but  relied  upon  his  filing  date. 

The  testimony  on  behalf  of  Peirce  is  directed  to  showing  that  he 
conceived  the  device  of  the  issue  and  reduced  it  to  practice  at  the 
same  time  he  invented  the  device  upon  which  he  received  a  patent. 

We  have  examined  this  testimony,  and,  while  the  question  is  not 
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free  from  doubt,  we  are  not  disposed,  owing  to  the  circumstances 
under  which  Peirce's  application  was  filed,  to  disturb  the  conclusion 
of  the  Commissioner  and  Board  of  Examiners-in-Chief.  Peirce, 
being  a  manufacturer  of  cable-hangers,  an  inventor,  and  highly 
skilled  in  the  art,  was  certainly  in  a  position  to  understand  and 
fully  appreciate  the  value  of  a  device  like  this,  and  it  is  inconceivable, 
if  he  did  conceive  it  and  embody  his  conception  in  concrete  form, 
(which  in  this  case  we  apprehend  would  have  constituted  a  reduction 
to  practice,)  that  he  should  have  failed  to  include  it  in  his  earlier 
application.  Therefore,  without  entering  upon  an  analysis  of  the 
testimony,  we  affirm  the  decision  of  the  Commissioner. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  of  this  court  will  certify  this  opinion  and  the  proceedings  in 
this  court  to  the  Commissioner,  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Nelson  v.  Felsing  and  Felsing  v.  Nelson. 

Decided  January  12,  1909. 

142  O.  G.,  289;  32  App.  D.  C,  420. 

1.  Reissue — Must  be  fob  the   "  Same   Invention  " — Section   4916,   Revised 

Statutes. 
The  phrase  **  same  invention  "  in  section  4916,  Revised  Statutes,  relating 
to  reissues  of  patents,  has  been  repeatedly  defined  by  the  courts  to  mean 
whatever  invention  was  described  in  the  original  Letters  Patent  and  ap- 
pears therein  to  have  been  intended  to  be  secured  thereby.  (Walker  on 
Patents,  sec.  233.)  By  "new  matter"  is  meant  "new  substantive  matter," 
such  as  would  have  the  effect  of  changing  the  invention  or  of  introducing 
what  might  be  the  subject  of  another  application  for  a  patent.  (Powder 
Co.  V.  Powder  Works,  C.  D.,  1879,  356;  150  O.  G.,  289;  98  U.  S..  126;  Par- 
ker &  Whipple  Co,  V.  Yale  Clock  Co,,  C.  D.,  1887,  584 ;  41  O.  G.,  811 ;  123 
U.  S.,  87;  Corbin  Cabinet  Lock  Co.  v.  Eagle  Lock  Co.,  C.  D.,  1893,  612;  65 
O.  G.,  1066;  150  U.  S.,  38.) 

2.  Same — Identity  of  Inventions  Claimed — How  Detebmined. 

In  the  consideration  of  the  right  to  make  claims  in  a  reissue  it  is  not  to 
be  concluded  that  what  was  suggested  or  indicated  in  the  original  specifica- 
tion, drawings,  or  Patent  Office  model  Is  to  be  considered  as  a  part  of  the 
invention  intended  to  have  been  covered  by  the  original  patent  unless  It  can 
be  seen  from  a  comparison  of  the  original  patent  and  the  reissue  that  the 
invention  which  the  original  patent  was  intended  to  cover  fairly  expresses 
the  things  suggested  or  indicated  in  the  original  specification,  drawings,  or 
Patent  Office  model  and  unless  the  original  specification  indicated  that  those 
things  are  embraced  in  the  invention  intended  to  liave  been  secured  by  the 
original  patent. 
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3.  Same — Mebe  Disclosure  in  Drawing  Not  a  Sufficient  Indication  of  In- 

tent TO  Claim. 
Where  the  original  specification  is  silent  as  to  matters  sought  to  be  cov- 
ered by  a  reissue  application,  although  the  drawings  might  be  construed  to 
disclose  the  same,  there  is  no  suflacient  Indication  of  intention  in  the  origi- 
nal patent  to  claim  such  an  invention ;  but  where  the  patent  shows  and  de- 
scribes a  construction  and  claims  it  in  general  terms  the  reissue  applicant 
is  not  barred  from  making  a  claim  In  specific  language  to  such  construction 
because  he  failed  to  designate  such  construction  by  that  specific  language 
or  because  he  attributes  to  it  a  function  additional  to  that  which  was  origi- 
nally attributed  thereto.  (In  re  Briede,  C.  D.,  1906,  677;  123  O.  G..  322: 
27  App.  D.  C,  298,  distinguished.) 

4.  Interference — Patentee — ^Application  for  Reissue — Right  of  Reissue  Ap- 

plicant TO  Make  Claim. 
Where  It  appeared  In  an  Interference  proceeding  between  a  patent  and 
an  application  for  the  reissue  of  a  patent  that  the  reissue  applicant  Is  not 
entitled  to  make  the  claim  because  It  Is  not  for  the  same  Invention  Intended 
to  be  secured  In  the  original  patent,  the  decision  on  priority  was  awarded  in 
favor  of  the  patentee. 

5.  Same — Prior  Interference  Between  Same  Parties — Res  Adjudicata — ^Al- 

leged Duress  in  Prior  Proceeding. 
Where  It  appears  that  a  claim  Involved  In  an  Interference  proceeding  be- 
tween a  patentee  and  an  applicant  for  the  reissue  of  a  patent  covers  sub- 
stantially the  same  invention  as  a  claim  of  a  prior  Interference  between  the 
same  parties  in  which  the  patentee  filed  a  concession  of  priority,  the  question 
of  priority  Is  res  adjudicata,  and  evidence  offered  by  the  patentee  that  the 
concession  was  obtained  from  him  by  duress  will  not  be  considered.  A  Judg- 
ment obtained  by  fraud  or  duress  must  be  attacked  In  a  direct  proceeding 
and  not  collaterally. 

Mr.  E.  G.  Siggers  and  Mr.  H.  F.  RUey  for  Nelson. 

Mr.  E.  W.  Bradford  and  Mr.  Chester  Bradford  for  Felsing. 

Van  Orsdel,  /.; 

These  are  appeals  from  the  decision  of  the  Commissioner  of  Pat- 
ents in  an  interference  proceeding.  The  Examiner  of  Interferences 
awarded  judgment  of  priority  to  Nelson  on  all  seven  of  the  counts  of 
the  issue,  which  decision  was  affirmed  by  the  Board  of  Examiners-in- 
Chief.  On  appeal,  the  Commissioner  reversed  the  decisions  of  the 
lower  tribunals  a.s  to  count  6,  affirming  them  as  to  the  remainder. 
From  this  decision,  both  parties  have  appealed  to  this  court. 

The  invention  in  issue  relates  to  improvements  in  pneumatic 
stackers  in  which  the  straw  is  delivered  to  a  hopper  in  front  of  a  fan 
or  fans,  whence  it  is  projected  through  a  stacker-tube  to  the  desired 
point.  Other  hoppers  are  located  above  the  fan-casings  into  which 
the  chaff  from  the  grain-separating  sieves  is  discharged.  These  hop- 
pers tap^r  toward  and  are  open  at  the  bottom  and  communicate  with 
the  fan  or  fans,  so  that  chaff  falling  into  the  hopper  is  drawn  into 
the  fans  and  discharged,  together  with  the  straw,  through  the  stacker- 
tube;  but  any  heavy  objects,  such  as  wrenches,  cylinder-teeth,  and  the 
21895— H.  Doc.  124, 61-2 24 
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like,  which  may  have  accidentally  passed  through  the  separators, 
will  drop  directly  through  the  open  bottoms  of  the  hoppers,  without 
passing  into  the  fans  or  the  straw-chute.  The  fan-casings  are  pro- 
vided with  V-shaped  portions  which  form  parts  of  the  inclined  sides 
of  the  adjacent  hoppers. 

The  invention  is  embraced  in  the  following  counts : 

1.  In  a  straw-stacker,  the  combination  of  a  blower  haTing  a  lateral  opoiing, 
and  a  hopper  arranged  to  direct  material  toward  the  lateral  opening  of  the 
blower  and  provided  at  its  bottom  with  an  opening  to  permit  heavy  objects  to 
drop  through  the  straw-stacker,  substantially  as  described. 

2.  In  a  straw-stacker,  the  combination  of  a  blower  provided  with  lateral  op^i- 
ings,  rear  hoppers  located  at  opposite  sides  of  the  blower  to  direct  material  to 
the  lateral  openings  and  provided  with  open  bottoms  to  permit  heavy  objects 
to  fall  through  the  straw-stacker,  and  a  front  hopper  located  in  advance  of 
the  blower,  substantially  as  described. 

3.  In  a  straw-stacker,  the  combination  of  a  blower  having  a  plurality  of  fan- 
casings  and  provided  at  opposite  sides  of  the  same  with  hoppers  having  open 
bottoms  to  permit  heavy  objects  to  drop  through  the  stacker,  and  fans  operat- 
ing in  the  casings,  substantially  as  described. 

4.  In  a  straw-stacker,  the  combination  of  a  blower,  a  rear  hopper  provided 
with  an  open  bottom  and  arranged  to  direct  chaff  toward  the  blower,  and  a 
front  hopper  arranged  in  advance  of  the  blower  to  receive  the  straw,  substan- 
tially as  described. 

5.  In  a  straw-stacker,  the  combination  of  a  blower  having  lateral  openings, 
rear  hoppers  arranged  to  direct  chaff  to  the  blower  and  provided  with  open 
bottoms,  a  front  hopper  arranged  to  receive  the  straw  and  communicating  at 
its  back  with  the  blower,  and  a  chute  connected  with  the  front  of  the  front 
hopper,  substantially  as  described. 

6.  In  a  straw-stacker,  the  combination  of  a  casing  forming  a  body  of  the 
stacker  and  provided  with  front  and  rear  hoppers,  fan-casings  mounted  in  the 
rear  portions  of  the  said  casing  and  located  between  the  rear  hoppers  and  pro- 
vided with  caps  having  oppositely-inclined  sides,  and  fans  operating  in  the  fan- 
casings,  substantially  as  described. 

7.  A  straw-stacker  provided  with  a  fan  and  having  an  intermediate  outlet 
located  at  a  point  between  the  discharge  end  of  the  straw-stacker  and  the  fan 
to  permit  heavy  articles  to  drop  through  the  straw-stacker,  substantially  as 
described. 

This  interference  involves  a  patent  granted  to  Nelson  and  an  appli- 
cation for  reissue  of  a  patent  to  Felsing.  The  application  upon  which 
Nelson's  patent  was  issued  was  filed  March  4,  1903,  and  Felsing's 
original  application,  upon  which  his  patent  was  granted,  was  filed 
one  day  later,  on  March  5,  1903.  The  record  shows  that  the  claims 
forming  counts  1,  2,  3,  4,  5,  and  6  of  the  issue  were  included  by  Nel- 
son in  his  application  as  first  presented,  and  that  the  claim  correspond- 
ing to  count  7  was  inserted  by  an  amendment  filed  June  2, 1903.  Fel- 
sing's original  application  contained  no  description  or  claims  relative 
to  the  invention  embraced  in  counts  1,  2,  3,  4,  5  and  7,  although  the 
drawings  might  be  construed  to  show  hoppers  having  open  bottoms. 
On  Jime  10, 1903,  three  claims  taken  from  Felsing's  application  were 
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suggested  to  Nelson  for  the  purposes  of  interference,  and,  upon  the 
adoption  of  these  claims,  an  interference  was  declared  on  September 
8,  1903.  A  formal  concession  of  priority  was  filed  by  Nelson  on 
October  10,  1903,  and  on  October  12,  1903,  judgment  was  rendered 
in  favor  of  Felsing.  Felsing's  patent  was  issued  on  December  22, 
1903.  Nelson's  patent,  containing  the  claims  corresponding  to  the 
counts  here  under  consideration,  was  granted  January  5, 1904.  Over 
one  year  later,  on  January  13,  1905,  Felsing  filed  his  application  for 
reissue,  the  one  here  in  interference,  which  contained  an  additional 
figure,  a  description  of  the  invention  here  in  controversy,  and  claims 
corresponding  to  the  counts  of  the  issue.  A  further  object  of  his 
invention  was  stated  to  be — 

to  provide  a  construction  in  which  the  chaff  and  finer  stuff  may  be  received 
directly  from  the  screen-shoes  of  the  separator  and  passed  through  the  fan- 
casing,  and  from  thence  into  the  ma.in  chute,  the  construction  being  such  that 
any  heavy  objects  such  as  wrenches,  cylinder-teeth,  and  the  lllie  which  may  have 
accidentally  passed  through  the  separator  will  drop  directly  through  the  receiv- 
ing-hopper without  passing  into  the  fan  or  the  straw-chute. 

On  September  1,  1905,  Nelson  filed  a  motion  to  dissolve  the  inter- 
ference on  the  ground  that  Felsing  has  no  right  to  make  such  claims, 
inasmuch  as  it  does  not  appear  from  his  original  patent  that  the 
claims  so  presented  constitute  parts  or  portions  of  the  invention  which 
were  sought  or  intended  to  be  covered  by  the  original  patent.  This 
motion  was  granted  by  the  Primary  Examiner,  but,  on  appeal,  the 
Board  of  Examiners-in-Chief  reversed  this  decision.  Nelson  having 
no  further  right  of  appeal,  the  case  then  went  to  the  Examiner  of 
Interferences,  where  it  was  heard  on  the  merits. 

The  subject-matter  of  Felsing's  appeal  will  first  be  considered.  We 
are  met  at  the  outset  with  the  question  of  his  right  to  make  claims 
corresponding  to  counts  1,  2,  3,  4,  5,  and  7.  Not  only  were  his  orig- 
inal specification  and  claims  silent  in  regard  to  the  bottoms  of  the 
hoppers  being  open,  but  his  drawings,  on  which  he  bases  his  right 
to  the  claims,  are  so  vague  and  indefinite  on  this  point  as  to  lead  the 
Primary  Examiner  to  remark,  when  considering  the  motion  to 
dissolve : 

It  Is  enough  to  say  that.  In  my  opinion,  the  study  of  it,  with  or  without  the  aid 
of  his  specifications,  would  not  suggest  to  the  reader  the  subject  of  these  claims. 
After  reading  Nelson's  patent,  he  might  go  searching  Felsing's  drawing,  and 
fancy  he  could  put  such  a  construction  upon  some  uncertain  lines  of  It,  as  would 
enable  him  to  strain  the  open-bottomed  hopper  Invention  Into  It  But  coming, 
fresh,  to  Felsing's  patent,  and  without  any  prior  suggestion  as  to  the  matter,  I 
do  not  think  the  patent  would  afford  a  clear  and  distinct  suggestion  of  the 
matter.  In  fact,  Felsing  himself  confesses  to  a  material  lack  of  this  sort  in  his 
patent  drawing,  by  presenting  in  his  reissue  drawing,  an.  additional  figure  pat- 
terned closely  after  Nelson's  Figure  4,  aU  which  is  quite  persuasive  of  an 
endeavor  on  Felsing's  part  to  level  up  his  showing  to  Nelson's. 
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Section  4916  of  the  Revised  Statutes  provides  that,  under  certain 
conditions,  the  Commissioner,  on  surrender  of  a  patent,  may  cause 
a  new  patent  for  the  same  invention  to  be  issued  to  the  patentee. 

The  specification  may  be  amended  so  as  to  malte  It  more  clear  and  distinct, 
the  claim  may  be  modified  so  as  to  make  it  more  conformable  to  the  exact 
rights  of  the  patentee;  but  the  invention  must  be  the  same.  (Powder  Co.  v. 
Powder  WorkSy  C.  D.,  1879,  356;  15  O.  G..  289;  98  U.  S.,  126.) 

The  phrase  "  same  invention  "  has  repeatedly  been  defined  by  the 
courts  to  mean  whatever  invention  was  described  in  the  original 
Letters  Patent  and  appears  therein  to  have  been  intended  to  be 
secured  thereby.  {Walker  on  Patents^  sec.  233.)  Mere  disclosure 
in  the  drawing  is  not  sufficient  to  evidence  such  intention.  This  rule 
precludes  the  interpolation  of  new  matter  into  the  reissue  application. 

By  "  new  matter  "  we  suppose  to  be  meant  new  substantive  matter,  such  as 
would  have  the  effect  of  changing  the  invention,  or  of  introducing' what  might 
he  the  subject  of  another  application  for  a  patent.  {Powder  Co,  v.  Powder 
Works,  supra,) 

The  case  of  Parker  d;  Whipple  Co.  v.  Yale  Clock  Co.  (C.  D.,  1887, 
584;  41  O.  G.,  811 ;  123  U.  S.,  87)  is  directly  in  point.  This  suit  was 
brought  on  a  reissued  patent.  The  original  patent  contained  no  de- 
scription of  the  subject-matter  covered  by  the  first  eight  claims  of 
the  reissue,  although  the  drawings  might  be  construed  to  disclose  the 
invention. 

An  examination  of  the  Hotchkiss  patent  showed  that  the  vital  parts  of  the 
Invention  were  not  alluded  to  in  the  specification  or  in  the  claims.  Perhaps 
the  fact  that  the  clock  had  but  three  wheels  their  position  might  have  been 
understood  by  an  expert  from  drawing  No.  6. 

The  Supreme  Court,  speaking  of  the  right  to  make  the  claims  in  the 
reissue,  said  through  Mr.  Justice  Blatchford : 

In  what  was  thus  said  in  Seymour  v.  Oshome  there  is  no  warrant  for  the 
view  that,  ex  vi  termini,  what  was  suggested  or  indicated  in  the  original  speci- 
fication, drawings,  or  Patent  Office  model  is  to  be  considered  as  a  part  of  the 
Invention  intended  to  have  been  covered  by  the  original  patent,  unless  the  court 
can  see  from  a  comparison  of  the  two  patents  that  the  invention  which  the 
original  patent  was  intended  to  cover  fairly  embraced  the  things  thus  suggested 
or  Indicated  in  the  original  specification,  drawings,  or  Patent  Office  model,  and 
unless  the  original  specification  Indicated  that  those  things  were  embraced  in 
the  invention  intended  to  have  been  secured  by  the  original  patent 

In  the  case  at  bar,  the  original  specification,  being  silent  on  the 
subject,  most  certainly  did  not  indicate  that  the  invention  covered 
by  this  appeal  was  embraced  in  the  invention  intended  to  have  been 
secured  by  the  original  patent. 

The  case  of  Corbin  Cabinet  Lock  Co.  v.  Eagle  Lock  Co.  (C.  D., 
1893,  612;  65  O.  G.,  1066;  150  U.  S.,  38)  went  even  farther  than  the 
case  just  cited.  The  first  claim  of  the  reissue  patent  was  for  a  com- 
bination of  a  lock  with  a  mortise.    The  drawings  of  the  reissue  were 
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the  same  as  those  of  the  original  patent,  and  the  specification  of  the 
latter  partially  described  the  mortise,  but  the  lock  alone  was  claimed. 
The  Court,  speaking  through  Mr.  Justice  Jackson,  said  : 

It  is  settled  by  the  authorities  that  to  warrant  new  and  broader  claims  in 
a  reissue,  such  claims  must  not  be  merely  suggested  or  indicated  In  the  original 
specification,  drawings,  or  models,  but  it  must  further  appear  from  the  original 
patent  that  they  constitute  parts  or  portions  of  the  inirention  which  were 
intended  or  sought  to  be  covered  or  secured  by  such  original  patent. 

We  can  see  nothing  inconsistent  with  this  view  in  the  case  of 
in  re  Briede.  (C.  D.,  1906,  677;  123  O.  G.,  322;  27  App.  D.  C,  298.) 
There,  there  was  no  new  matter  introduced  into  the  specification 
of  the  reissue  patent,  and  the  drawings  were  the  same  as  in  the 
original  patent.  The  claim  was  for  the  same  invention  as  that  al- 
ready secured,  and  was  suggested  by  the  specification  when  taken 
in  connection  with  the  drawings.  The  Court,  differentiating  from 
Parker  &  Whipple  Co.  v.  Yale  Clock  Co.^  supra^  said : 

In  the  case  last  cited  there  was  new  matter  introduced  into  the  specification 
of  the  reissue  patent  and  claims  were  based  upon  such  matter.  The  original 
claims  related  to  one  part  of  the  machine,  the  reissue  claims  to  another  part. 

This  distinction  applies  with  equal  force  to  the  case  before  us. 
Summing  up  the  authorities.  Walker,  in  his  work  on  patents  (sec. 
233,)  says: 

Therefore  no  reissue  claim  can  stand  any  longer  upon  a  model  alone,  nor 
cTen  alone  upon  a  drawing  of  an  original  patent;  and  indeed  neither  models, 
drawings,  nor  descriptions,  nor  all  of  them  together,  can  support  a  reissue  claim, 
except  where  the  description  in  the  original  Letters  Patent  shows  that  the 
invention  covered  by  that  claim  was  intended  to  be  secured  in  the  original. 

It  is  contended  by  counsel  for  Felsing  that  the  former  proceeding 
in  the  Patent  OflBce  is  res  adjudicata  of  the  subject-matter  of  the 
present  interference.  Having  held  that  Felsing  evinced  no  intention 
to  claim  this  invention,  it  must  follow  that  it  was  not  tried  and 
determined  by  such  proceeding. 

Count  6,  however,  stands  upon  a  different  foundation.  The  prin- 
cipal element  in  this  count  is  the  fan-casings  having  oppositely- 
inclined  sides  or  V-shaped  portions.  Felsing  not  only  shows  these 
in  his  drawings,  but  describes  and  claims  them.  While,  in  his  orig- 
inal patent,  he  states  the  object  of  these  V-shaped  portions  to  be 
to  deflect  the  air — 

more  certainly  and  powerfully  into  the  hopper  or  air-trunk — 
yet,  having  described  and  claimed  them,  he  is  entitled  to  the  benefit 
of  the  function  stated  in  his  reissue  application  of  preventing — 
a  lodgment  of  material  on  the  tops  of  the  fan-casings — 
and — 

to  provide  a  construction  by  which  the  chaff  and  finer  stuff  may  be  received 
directly  from  the  screen-shoes  of  the  separator  and  passed  through  the  fan- 
casing,  and  from  thence  into  the  main  chute. 
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It  is  contended  that  Felsing  fails  to  describe  and  claim  "rear 
hoppers."  While  this  is  true,  the  construction  shown  necessarily 
forms  "  rear  hoppers,"  and  Felsing  is  not  barred  from  making  such 
claim  in  his  reissue  application  by  his  failure  to  designate  his  con- 
struction by  the  term  "  hoppers."  This  count  comes  under  the  de- 
cision in  in  re  Briede^  supra. 

It  was  held  by  the  Commissioner  that  the  count  just  considered 
covers  substantially  the  same  invention  as  count  3  of  the  former 
interference.    This  count  reads  as  follows : 

3.  In  a  device  of  the  class  described,  a  frame,  a  hopper,  fan-casings  sup- 
ported In  front  of  said  hopper  and  discharging  into  the  front  end  of  the  latter, 
said  fan-casings  having  upper  inverted-V  shaped  portions  and  air-intalces  in 
the  sides  thereof,  a  shaft  Journaled  upon  the  sides  of  the  frame  and  extending 
through  the  fan-casings,  and  fans  upon  said  shaft  within  the  fan-casings. 

With  the  Commissioner,  we  must  agree.  The  two  counts  are  so 
nearly  identical  that  the  invention  covered  by  count  6  must  neces- 
sarily have  been  tried  and  determined  by  the  prior  interference. 

Nelson  has  offered  evidence  to  prove  that  the  concession  of  prior- 
ity filed  in  the  former  interference  was  obtained  from  him  by  duress, 
and,  for  that  reason,  the  judgment  rendered  thereon  is  not  res  adjudi- 
cata.  It  is  unnecessary  for  us  to  consider  this  evidence.  The  ques- 
tion is  not  properly  before  us.  A  judgment  obtained  by  fraud  or 
duress  must  be  attacked  in  a  direct  proceeding,  and  not  collaterally. 

The  decision  of  the  Commissioner  of  Patents  is  afjlrmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  The  New  South  Brewery  and  Ice  Company. 

Decided  March  2,  1909. 
142  O.  G.,  291 ;  32  App.  D.  C,  591. 

Trade  Masks — "  Crystal  " — Descriptive. 

The  word  "Crystal"  for  beer  Held  to  be  descrlptlye.  "As  applied  to 
beer  the  word  would  Import  that  it  is  clear,  transparent,  that  Is,  light,  clear 
beer  as  distinguished  from  other  beers  that  are  dark  or  black.  That  it  was 
intended  by  the  applicant  to  represent  this  quality  is  apparent  from  the 
figure  on  the  label,  of  a  woman  holding  up  a  glass  of  the  beverage  and  ex- 
amining it  in  the  rays  of  the  sun." 

Mr.  E.  T.  Fenwick  for  the  appellant. 

Mr.  W.  S.  Ruckman  for  the  Commissioner  of  Patents. 

Shepard,  C.  J.: 

This  is  an  appeal  from  the  denial  of  the  registration  of  a  trade-mark. 
The  application  when  filed  was  accompanied  by  a  label  which  had 
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been  used  on  bottles  or  packages  of  beer.  It  contains  a  female  figure 
holding  aloft  and  inspecting  a  glass  of  the  beer  in  the  rays  of  a  blaz- 
ing sun.  Above  her  appears  the  words  "  Crystal  Pale  "  and  on  a 
scroll  beneath  appears  the  word  "  Beer  "  in  gilt  letters  over  the  name 
of  the  applicant.  Upon  objection  raised  to  "  Crystal  Pale,"  the  ap- 
pellant amended  so  as  to  claim  the  worcl  "  Crystal  "  and  filed  a  draw- 
ing showing  that  word  only. 

The  application  having  been  finally  denied  by  the  Examiner,  ap- 
peal was  taken  to  the  Commissioner  who  affirmed  the  decision  of  the 
Examiner.  The  denial  was  on  the  ground  that  the  word  "  Crystal " 
is  descriptive  of  the  characteristic  or  quality  of  the  goods  upon  which 
it  is  used.  It  is  shown  by  reference  to  the  Century  Dictionary^  and 
certain  others  therein  quoted,  that  the  word  crystal  is  frequently  if 
not  commonly  used  as  clear,  transparent,  pellucid.  The  expression 
"  clear  as  crystal "  is  frequently  applied  to  liquids  by  persons  who, 
probably  have  no  idea  of  the  primary  or  technical  meaning  of  the 
word.  As  applied  to  beer  the  word  would  import  that  it  is  clear, 
transparent,  that  is,  light,  clear  beer  as  distinguished  from  other 
beers  that  are  dark  or  black.  That  it  was  intended  by  the  applicant 
to  represent  this  quality  is  apparent  from  the  figure  on  the  label,  of 
the  woman  holding  up  a  glass  of  the  beverage  and  examining  it  in 
the  rays  of  the  sun. 

We  think  that  the  Commissioner  was  right  in  holding  it  descriptive 
within  the  meaning  of  the  statute.  (See  in  re  American  Circular 
Loom  Co.,  C.  D.,  1907,  452;  126  O.  G.,  2191;  28  App.  D.  C,  450;  in  re 
National  Phonograph  Co.,  C.  D.,  1907,  550;  128  O.  G.,  1295;  29  App. 
D.  C.,  142;  Worcester  Brewing  Corporation  v.  Reuter  <&  Company^ 

C.  D.,  1908,  329;  133  O.  G.,  1190;  30  App.  D.  C,  428;  Winchester 
Repeating  Arms  Co.  v.  Peters  Cartridge  Co.,  C.  D.,  1908,  401;  134 
O.  G.,  2030;  30  App.  D.  C,  505;  Kentucky  Distilleries  <&  W.  Co.  v. 
Old  Lexington  Cluh,  C.  D.,  1908,  417;  135  O.  G.,  220;  31  App. 

D.  C,  223.) 

The  decision  must  he  affirmed.  It  is  so  ordered,  and  that  the  clerk 
certify  this  decision  to  the  Commissioner  of  Patents  as  required  by 
law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Johnson  &  Johnson  v.  Whelan. 

Decided  March  2,  1909, 

142  O.  G.,  569;  33  App.  D.  C,  4. 

Trade-Mabks — Interference — Use  of  the  Mark — Evtdbnoe. 

In  an  Interference  proceeding  relating  to  a  trade-mark  for  toilet  powder 
where  it  clearly  appears  from  the  evidence  that  a  large  number  of  cans 
bearing  the  trade-mark  were  made  and  deUvered  to  the  Junior  party  (a 
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corporation)  prior  to  the  date  which  can  be  accorded  to  the  senior  party 
and  from  that  time  on  cans  were  made  and  delivered  to  the  Junior  party 
bearing  the  same  mark  the  general  testimony  of  an  officer  of  the  corpora- 
tion that  these  cans  were  filled  with  powder  and  sold  to  the  drug  trade 
through  the  regular  channels,  without  specifying  any  particular  persons 
or  firms  to  whom  it  was  sold,  in  connection  with  the  testimony  of  a  witness 
that  he  saw  some  of  the  cans  filled  with  powder,  Is  sufficient  to  establish 
priority  of  use  of  the  mark  by  the  junior  party.  The  continuous  purchase 
of  cans  bearing  the  mark  Is  not  sufficient  alone  to  prove  actual  sales;  but 
It  is  such  a  strong  circumstance  that  very  little  additional  proof  is  necessary. 

Mt,W.  G.  Henderson  for  the  appellant. 
Mr.  G.  A,  Prevost  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  interference  involving  the  right  to  use  the  representa- 
tion of  a  red  Greek  cross  as  a  trade-mark  for  toilet  powder. 

The  mark  was  registered  by  Mary  C.  Whelan,  February  21,  1899, 
under  an  application  filed  August  26,  1898. 

Johnson  &  Johnson,  a  corporation,  filed  application  for  registra- 
tion October  17,  1905. 

Interference  having  been  declared,  testimony  was  taken  by  John- 
son &  Johnson,  upon  whom  was  cast  the  burden  of  proof  of  earlier 
adoption  and  use  of  the  mark.    None  was  taken  by  Whelan. 

The  Examiner  of  Interferences  and  the  Commissioner  concurred 
in  holding  that  Johnson  &  Johnson's  testimony  was  not  sufficient 
to  show  prior  adoption  and  use,  and  priority  was  awarded  to  Whelan. 

We  cannot  agree  with  the  Commissioner  in  regard  to  the  sufficiency 
of  the  proof  offered  by  Johnson  &  Johnson. 

There  can  be  no  possible  doubt  that  Johnson  &  Johnson  had  or- 
dered- the  construction  of  10,000  cans  for  putting  up  toilet  and  baby 
powder  in  October,  1894.  These  were  manufactured  by  Somers 
Brothers  and  delivered  in  December,  1894.  These  cans  bore  printed 
labels  showing  the  character  of  the  goods,  the  name  of  the  manu- 
facturer, and  the  red  cross  mark.  Somers  Brothers  have  been  mak- 
ing the  same  cans  for  Johnson  &  Johnson  continuously  since.  This 
testimony  was  given  by  Miller,  the  superintendent  of  Somers  Brothers. 
Some  slight  changes  have  been  made  in  the  construction  of  the  cans, 
and  in  certain  words  on  the  label,  but  the  red  cross  mark  has  always 
been  used.  The  witness  also  testified  to  seeing  the  same  cans  filled 
with  baby-powder  at  Johnson  &  Johnson's  factory. 

James  W.  Johnson  testified  for  the  appellant.  He  was  interested 
in  the  partnership  of  Johnson  &  Johnson,  which  was  merged  in  the 
corporation  before  1890,  and  was  vice-president  of  the  latter.  He 
said  that  the  corporation  had  been  engaged  in  manufacturing  the 
powder  and  putting  it  up  in  cans  manufactured  by  Somers  Brothers, 
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since  the  latter  part  of  1894.    The  cans  produced  by  Miller  are  the 
same.    When  these  were  received  from  Somers  Brothers — 

we  filled  them  with  antiseptic  toilet  powder  or  baby-powder  and  sold  them  to 
the  drug  trade  or  any  other  trade,  for  tliat  matter,  through  our  regular  channels. 

That  it  had  been  sold — 

generally  to  wholesale  and  retail  druggists  throughout  the  United  States  and 
foreign  countries. 

He  also  produced  a  price-list  of  the  corporation,  printed  in  the 
latter  part  of  1895,  for  the  year  1896.  On  page  22  of  the  same  is 
displayed  a  can,  bearing  the  same  label  and  trade-mark,  that  had 
been  made  by  Somers  Brothers.  Previous  price-lists  did  not  contain 
a  similar  cut  or  illustration.  He  said,  further,  that  Johnson  &  John- 
son had  continued  to  sell  toilet  powder  in  similar  cans  since  the  time 
when  such  cans  had  been  manufactured  and  delivered.  Some  in- 
voices from  Somers  Brothers  for  the  cans  were  produced  by  Johnson 
and  offered  in  evidence.  A  question  has  been  raised  on  their  com- 
petency as  evidence.  We  do  not  consider  it  necessary  to  consume 
time  with  a  discussion  of  the  point.  They  were  excluded  on  the  hear- 
ing below.  Putting  them  aside  altogether,  the  fact  that  the  cans  were 
made  and  delivered  by  Somers  Brothers  in  1894,  and  contained  the 
trade-mark,  is  established  by  the  direct  testimony  beyond  question. 
The  tribunals  below  were  of  the  opinion  that  the  testimony  of  John- 
son as  to  the  sale  of  the  powder  was  too  general,  and  indefinite ;  and 
that  he  ought  to  have  been  able  to,  and  should  have  produced  docu- 
mentary evidence  of  particular  sales  to  named  persons,  on  specified 
dates. 

To  establish  a  right  to  a  trade-mark  it  is  necessary  to  show,  to  the 
reasonable  satisfaction  of  the  tribunal  passing  on  the  same,  that  it  has 
been  actually  applied  to  the  goods  and  used  in  trade.  The  required 
particularity  and  certainty  of  such  proof  varies  with  the  circum- 
stances of  each  particular  case.  In  some,  greater  particularity  and 
certainty  are  required  than  in  others.  Under  the  circumstances  of 
this  case,  the  general  testimony,  we  think,  was  suflBcient.  It  is  to  be 
remembered  that  10,000  of  the  cans  with  this  label  had  been  fur- 
nished to  the  applicant  in  December,  1894,  and  sopie  of  them  had  been 
seen  by  a  disinterested  witness,  filled  with  the  toilet  or  baby  powder. 
Not  only  were  these  then  furnished,  but  they  had  been  continuously 
made  and  delivered  to  the  appellant  in  quantities  from  that  time 
down  to  the  taking  of  the  testimony.  The  price-list  of  1896,  issued 
for  the  information  of  the  trade,  contained  an  illustration  of  the  can 
and  label.  The  appellant  had  no  other  use  for  the  cans  than  as 
packages  to  contain  powder  for  sale  to  the  trade  throughout  the 
country.  It  is  unreasonable  to  believe  that  they  ordered  10,000  cans 
in  1894,  and  continued  to  order  and  pay  for  others  without  making 
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sales  of  the  article  which  they  were  intended  to  contain,  in  the 
meantime.  While  the  continuous  purchase  of  the  cans  from  1894  to 
the  time  of  taking  the  testimony  would  not  be  sufficient,  alone,  to 
prove  actual  sales  of  the  goods  to  the  trade,  it  is  so  strong  a  circum- 
stance, that  little  additional  proof  is  required.  General  and  indefinite 
as  the  testimony  of  the  witness  is,  we  think  it  sufficient  under  all  the 
circumstances. 

We  think  there  was  error  in  refusing  registration  to  the  applicants^ 
and  that  the  decision  should  he  reversed.  It  is  so  ordered,  and  that 
this  decision  be  certified  to  the  Commissioner  of  Patents,  as  the  law 
requires. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  E.  C.  Atkins  &  Company. 

Decided  ApHl  2,  1907, 

142  O.  G.,  570;  29  App.  D.  C,  385. 

TBADE-MaBKS — DESCBIPTION   op   the   MaBK — DiSCBETION   OF   THE   COMMISSIONEB. 

Held  that  the  Commissioner  in  refusing  to  allow,  under  the  act  of  May 
4,  1906,  in  an  application  for  the  registration  of  a  trade-mark,  a  description 
of  the  mark  acted  within  his  discretion,  and  in  the  absence  of  a  gross  abuse 
of  that  discretion  his  action  will  not  be  disturbed. 

Mr.  Chester  Bradford  and  Mr.  Arthur  M.  Hood  for  the  appellant. 
Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

RoBB,  J.: 

Appeal  from  a  decision  of  the  Commissioner  of  Patents  in  a  trade- 
mark case.    (C.  D.,  1907,  67;  J26  O.  G.,  3424.) 

The  material  facts  are  as  follows:  Appellant  applied  for  the  reg- 
istration of  the  trade-mark  "AAA"  for  saws,  and  in  its  application 
set  forth  that — 

it  has  adopted  for  its  use  a  trade-mark  of  which  the  following  is  a  description: 
The  trade-mark  consists  of  a  symbol  composed  of  the  letters  "AAA." 

To  this  description  the  Examiner  made  objection  and  directed  the 
petitioner  to  amend  its  petition  so  that  the  portion  above  quoted 
would  read — 

ha^  adopted  for  its  use  the  trade-mark  shown  in  the  accompanying  drawings. 

But  for  the  fact  that  the  petitioner  in  the  hearing  before  the  Com- 
missioner proceeded  upon  the  assumption  that  the  hearing  was  a 
final  adjudication  of  the  case  by  the  Patent  Office,  the  fact  that  the 
Commissioner  appears  to  have  acquiesced  in  that  assumption,  and 
the  further  fact  that  counsel  in  the  arguments  at  bar  so  treated  the 
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matter,  we  would  be  inclined  to  rule  that  the  decision  appealed  from 
was  a  mere  interlocutory  decision  from  which  no  appeal  lies  to  this 
court.  In  view,  however,  of  the  peculiar  circumstances  of  this  case, 
we  will  disregard  matter  of  form,  and  proceed  to  a  consideration  of 
the  merits  of  the  question  involved. 

The  Trade-Mark  Act  of  February  20,  1905,  (33  Stats,  at  L.,  724, 
chap.  592;  U.  S.  Comp.  Stat.  Supp.,  1905,  p.  667,)  provided,  inter 
alia — 

that  tbe  owner  of  a  trade-mark  ♦  ♦  ♦  may  obtain  registration  for  such 
trade-mark  by  complying  with  the  following  requirements:  First,  by  filing 
in  the  Patent  Office  an  application  therefor  in  writing,  ♦  ♦  ♦  specifying 
♦    ♦    ♦    a  description  of  the  trade-mark  itself. 

By  the  act  of  May  4,  1906,  (34  Stats,  at  L.,  168,  chap.  2081,)  the 
provision  for  a  description  of  the  trade-mark  was  amended  so  as  to 
read: 

A  description  of  the  trade-mark  itself,  only  when  needed  to  express  colors 
not  shown  in  the  drawing. 

It  is  upon  this  amendment  of  1906  that  the  Commissioner  bases 
his  decision.    In  it  he  says: 

It  is  understood  that  the  purpose  of  this  amendment  is  to  make  the  registra- 
tion definite  by  limiting  it  to  the  disclosure  in  the  drawing,  leaving  the  ques- 
tion of  what  is  an  immaterial  variation  in  the  mark  to  the  courts.  It  thus 
appears  that  the  object  of  the  amended  statute  is 'to  prevent  Just  such  an 
apparently  indefinite  extension  of  the  scope  of  the  registered  mark  by  a  generic 
description  as  the  petitioners  contend  for. 

In  other  words,  it  is  the  opinion  of  the  Commissioner  that  the  law 
contemplates  the  registration  of  the  mark  actually  used,  and  that 
the  applicant's  opinion  as  to  the  scope  of  the  mark  and  his  rights 
thereunder  form  no  necessary  part  of  the  application. 

This  is  a  matter  fairly  within  the  discretion  of  the  Commissioner. 
In  such  a  case  the  court  will  not  interfere  unless  there  has  been  a 
gross  abuse  of  discretion.  No  such  abuse  is  here  shown.  No  sub- 
stantial right  of  appellant  is  involved,  since  the  Commissioner  has 
not  denied  him  registration  of  his  trade-mark,  but  has  merely  de- 
clined to  permit  him  to  encumber  his  application  with  unnecessary 
and  ambiguous  matter.  There  is  no  claim  that  the  descriptive  mat- 
ter insisted  upon  by  appellant  is — 

needed  to  express  colors  not  shown  on  the  drawings. 

The  Commissioner  insists  that  such  matter  is  not  only  not  needed 
at  all,  but  that  its  inclusion  in  the  petition  would  be  misleading. 
We  are  not  prepared  to  say  that  he  is  wrong. 

The  decision  of  the  Commissioner  of  Patents  is  therefore  affimied^ 
and  the  clerk  of  this  court  will  certify  this  opinion  to  the  Commis- 
sioner of  Patents,  according  to  law. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Conner  v.  Dean. 

Decided  January  5,  1909. 

142  O.  G.,  856;  32  App.  D.  C,  375. 

1.  Intebfebence — ^Actual  Reduction  to  Pbactice — Making  of  Device  Suffi- 

cient. 
The  making  of  a  sample  ringing-key  for  a  four-party  telephone-line  Held 
to  constitute  a  reduction  to  practice,  as  the  operatlveness  of  the  device 
would  be  apparent  to  any  one  skilled  in  the  art,  there  being  little  In  the 
key  that  was  new,  and  several  witnesses  who  examined  it  carefully  having 
pronounced  the  invention  a  success. 

2.  Same — Testimony — Inclusion  of  Ibbelevant  and  Immatebial  Matteb. 

**  Before  proceeding  to  a  consideration  of  the  case  we  deem  it  proper  to 
express  our  disapprobation  of  the  conduct  of  counsel  in  filling  the  record 
with  Immaterial,  irrelevant,  and  useless  matter.  This  practice,  which  is 
altogether  too  general  In  patent  cases,  entails  needless  expense  upoh  clients 
and  much  needless  labor  upon  the  tribunals  of  the  Patent  Office  as  well  as 
this  court,  and  should  be  discontinued.  Objections  can,  and  should,  be 
stated  in  a  few  words  and  *  vain  repetition '  of  testimony  avoided." 

3.  Same — Pbiobity — Obiginality. 

The  testimony  revle»ved  and  Held  In  view  of  all  the  circumstances  of  the 
case  to  show  that  C.  was  the  original  Inventor  of  the  Invention  In  Issue  and 
that  D.  derived  his  knowledge  thereof  from  him. 

Mr.  Lynn  Williams^  Mr.  C.  A.  Brown^  Mr.  J.  C.  Pennie^  and  Mr. 
C.  J.  O^Neill  for  the  appellant. 
Mr.  C.  B.  Camp  and  Mr.  B.  R.  Johnson  for  the  appellee. 

RoBB,  J.: 

This  is  an  appeal  from  three  concurrent  decisions  of  the  Patent 
Office  tribunals  in  an  interference  proceeding,  in  which  priority  of 
invention  Was  awarded  Dean,  the  nominal  appellee. 

The  real  parties  in  interest  are  the  Stromberg-Carlson  Telephone 
Manufacturing  Company,  Conner's  assignee,  and  the  Kellogg  Switch- 
board and  Supply  Company,  Dean's  assignee. 

The  issue  is  expressed  in  one  count  and  is  as  follows: 

In  an  operator's  ringing-key,  the  combination  with  a  suitable  supporting- 
frame,  of  a  plurality  of  vertically-reciprocating  plungers  and  a  plurality  of 
switch-springs  carried  by  said  frame,  each  of  said  plungers  having  three  dis- 
tinct positions,  a  normal  position,  an  Intermediate  i>ositlon,  and  an  operative 
position,  said  plungers  being  adapted  to  actuate  said  springs  when  In  the  last- 
mentioned  position  to  put  ringing-current  upon  the  line,  and  means  for  releasing 
any  one  of  said  plungers  from  the  Intermediate  i)ositlon  when  any  other  of  said 
plungers  Is  moved  to  the  operative  i)osltlon. 

We  adopt  the  following  description  of  the  invention  by  the  Exam- 
iners-in-Chief : 

The  Invention  which  forms  the  subject-matter  of  this  controversy  is  a  four- 
party-line  key  for  telephone-switchboards.    In  Instruments  of  this  character 
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it  has  long  been  possible  to  call  up  any  of  the  four  parties  without  ringing  up 
the  remaining  parties,  distinct  and  separate  plungers  being  provided  for  each 
party.  But  occasion  frequently  arises  where  the  party  called  falls  to  respond 
and  it  Is  necessary  for  the  operator  to  call  him  again.  For  this  purpose  it  Is  de- 
sirable to  have  In  a  key  of  this  character  some  Indlcatitm  of  the  party  last  called. 
The  construction  common  to  both  parties  is  a  framework  In  which  Is  mounted 
a  series  of  plungers  corresponding  to  the  number  of  parties  on  the  line,  which 
plungers  are  normally  spring-pressed  upward  through  an  escutcheon-plate  and 
provided  with  finger-pieces  for  depression  Individually.  Each  plunger  Is  pro- 
vided with  a  wedge  which  is  adapted  to  enter  between  and  spread  apart  a  imir 
of  springs,  which  springs  are  thereby  forced  into  contact  with  other  springs 
arranged  outside  thereof  to  complete  the  circuit  and  ring  the  bell  of  the  cor- 
responding subscriber.  In  order  to  effect  the  indication  referred  to  above  a 
catch  is  provided  common  to  all  the  plungers  and  adapted  to  lock  them  in  a 
position  Intermediate  to  that  In  which  contact  Is  had  between  the  circuit-closing 
springs,  hereinafter  referred  to  as  the  ringing  position,  and  the  fully-raised  po- 
sition. It  Is  thus  seen  that  each  plunger  has  three  distinct  positions,  the  normal 
position,  the  operative  or  ringing  position,  and  the  intermediate  position  In  which 
the  plunger  is  partially  depr^^sed  but  no  contact  is  made  in  the  circuit.  In  each 
case  also  the  catch  which  holds  the  respective  plungers  In  their  depressed  posi- 
tion is  such  that  on  depressing  the  plunger  it  releases  that  previously  depressed 
so  that  but  one  plunger  Is  held  depressed  at  a  time.  ♦  ♦  ♦  The  key  of  the 
Issue  is  new  only  in  certain  particulars.  Before  this  invention  a  so-called  mas- 
ter-key had  been  employed  for  this  purpose  in  which  a  series  of  plungers,  such 
as  those  In  Issue,  was  employed,  each  plunger  being  adapted  to  operate  a  pair 
of  springs  on  being  depressed.  A  catch  common  to  the  series  was  provided  to 
hold  the  plunger  last  operated  In  its  depressed  position  until  another  plunger 
was  operated.  In  this  key  the  plungers  were  locked  down  by  the  catch  with  the 
springs  in  position  to  close  the  circuit,  but  the  ringing-current  was  only  sent 
when  an  additional  switch  was  closed  by  the  operation  of  a  rlnglng-lever.  It 
appears  that  in  this  master-key  it  was  not  essential  that  the  plunger  be  locked 
in  Its  lowermost  position  but  only  that  it  be  locked  sufficiently  depressed  to 
hold  the  springs  In  contact  In  such  a  construction  the  position  of  the  key  last 
depressed  gives  an  indication,  Just  as  does  the  key  of  this  Issue,  but  such  a  sig- 
nal is  without  importance  since  to  ring  again  the  last  subscriber  called  It  Is 
only  necessary  to  operate  the  rlnglng-lever.  Such  a  master-key  may  also  be 
said  to  have  three  positions,  but  functionally  it  has  but  two,  since  In  the  locked 
position  as  well  as  In  the  fully-depressed  position  the  springs  operated  by  the 
plunger  are  In  contact  The  gist  of  the  present  invention  Is  a  key  In  which  the 
plungers  have  three  positions  in  the  Intermediate  of  which  the  springs  are  out 
of  contact  with  each  other  and  In  the  fully-depressed  position  the  plunger  rings 
the  subscriber  without  the  necessity  of  the  use  of  the' rlnglng-lever.  While  in 
the  master-key,  as  before  pointed  out,  It  was  not  necessary  when  the  oi)erator 
desired  to  call  again  the  subscriber  last  rung  to  know  which  plunger  had  been 
depressed,  it  is  apparent  that  in  the  key  of  the  issue  such  knowledge  Is  abso- 
lutely essential. 

It  will  be  observed  that  the  essence  of  this  invention  consists  in 
the  indicating  feature. 

Before  proceeding  to  a  consideration  of  the  case  we  deem  it  proper 
to  express  our  disapprobation  of  the  conduct  of  counsel  in  filling 
the  record  with  immaterial,  irrelevant,  and  useless  matter.  This  prac- 
tice, which  is  altogether  too  general  in  patent  cases,  entails  needless 
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expense  upon  clients  and  much  needless  labor  upon  the  tribunals  of 
the  Patent  Office  as  well  as  this  court,  and  should  be  discontinued. 
Objections  can,  and  should,  be  stated  in  a  few  words  and  "vain 
repetition  "  of  testimony  avoided. 

The  record  discloses  that  at  the  time  the  testimony  was  taken  the 
Kellogg  Company  had  been  absorbed  by  the  Bell  Telephone  Com- 
pany, and  that  the  Western  Electric  Company  was  the  manufactur- 
ing department  of  the  Bell  Company.  The  interference  originally 
contained  a  third  party,  one  Manson,  against  whom  judgment  was 
entered  because  in  his  preliminary  statement  the  date  of  March  17, 
1904,  was  given  as  his  date  of  invention.  This  date  was  subsequent 
to  the  filing  date  of  either  of  the  other  parties. 

Conner  is  a  telephone  engineer  and  at  the  time  he  claims  to  have 
made  this  invention  was  employed  by  the  Western  Electric  Com- 
pany. He  was  then,  as  now,  highly  skilled  in  the  art.  Some  time  in 
the  fall  of  1898  he  was  directed  to  design  a  four-party-line  key  and 
soon  thereafter  did  design  such  a  key.  Thereupon  a  full-sized  sam- 
ple-key was  manufactured  in  accordance  with  his  design.  The  free- 
hand drawing,  from  which  the  sample-key  was  made,  was  introduced 
in  evidence.  This  drawing  bears  date  of  October  9,  1898,  and  is  wit- 
nessed by  Conner's  superior,  McQuarrie.  It  is  entitled  "Combined 
Listening  &  4  party  line  Ringing  Key,"  and  contains  the  notation 
"  Pushing  keys  to  notch  does  not  ring."  The  sketch  shows  a  key  in 
longitudinal  section  and  detailed  views.  The  cam  at  the  left  of  the 
device  is  marked  "  No.  6  Cam,"  and  below  the  cam  appears  the  words 
"All  contacts  on  the  key  platinum."  Conner  testified  that  the  sketch 
was  complete  in  every  particular  before  the  original  key  was  made. 
He  also  stated  that  the  terms  "  No.  6  Cam  "  and  "All  contacts  on  the 
key  platinum  "  show  that  the  cam  was  a  listening  and  not  a  ringing 
cam  because  the  listening-cam  of  the  Western  Electric  Company 
was  known  as  "No.  6,"  and  that  platin\*m  contacts  were  not  used 
with  ringing-cams.  This  latter  testimony  was  given  no  weight  by 
the  tribunals  of  the  Patent  Office  be^^ause  not  supplemented  by  other 
corroborating  testimony  notwithstanding  that  it  was  not  disputed 
by  the  appellee  who  could  easily  have  disproved  it  had  it  been  untrue. 
Conner  submitted  the  sample-key  to  McBerty  who  was  in  charge  of 
the  patent  department.  McBerty  concluded  that  the  key  was  not  of 
sufficient  merit  to  justify  its  being  patented.  Subsequently  the  key 
was  sent  to  the  New  York  factory  of  the  company  where  it  was  re- 
designed. It  is  worthy  of  notice  that  the  redesigned  key  contained 
an  indicating  feature,  which,  however,  differed  radically  from  that 
claimed  by  Conner  to  have  been  present  in  his  key.  Conner  was 
asked  why  he  did  not  himself  apply  for  a  patent  when  McBerty 
declined  to  do  so,  and  he  replied  he  believed  it  would  jeopardize  his 
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position  with  the  company  to  make  an  application  for  himself.  Being 
further  pressed  for  reasons  he  stated : 

Because  in  this  particular  instance,  although  Mr.  McBerty  was  In  charge  of 
the  patent  department,  any  employee  who  made  any  attempt  to  carry  on  any 
kind  of  business  operation  outside  of  the  company  was  questioned  and  brought 
to  task  by  parties  entirely  diCTerent  from  Mr.  McBerty,  wljo  would,  in  a  case 
of  this  kind,  have  used  their  own  Judgment  as  to  whether  the  key  was  of 
importance  or  not,  rather  than  take  the  word  of  Mr.  McBerty.  As  long  as  I 
remained  with  the  Western  Electric  Company  I  was  subject  to  Mr.  McBerty's 
orders,  and  what  I  could  have  gotten  out  of  this  matter  would  hardly  have  been 
worth  having  any  friction  with  him. 

In  March,  1900,  Conner  was  sent  by  the  company  to  Antwerp 
where  he  remained  in  charge  of  the  company's  oflBce  for  two  years 
and  ten  months,  or  until  January,  1903,  when  he  returned  to  this 
country  and  reentered  the  home  office  at  Chicago.  On  September 
10, 1903,  he  left  the  Western  Electric  Company,  and  became  the  chief 
engineer  of  the  Stromberg-Carlson  Company.  He  testified  that  he 
was  exceedingly  busy  for  some  time  in  organizing  the  engineering 
department  of  that  company  which  caused  him  to  delay  the  filing 
of  the  application  in  interference  until  May  19,  1904.  He  further 
testified  that  he  had  been  careful  to  retain  the  original  sketch  from 
which  the  sample-key  was  made,  and  that  he  had  no  idea  of  abandon- 
ing his  invention.  After  Conner  became  the  chief  engineer  of  the 
Stromberg-Carlson  Company  he  designed  a  key  for  that  company, 
which  did  not  contain  the  indicating  feature  of  the  issue.  In  ex- 
planation of  this  apparent  inconsistency  he  says  the  indicating-key 
is  designed  for  equiping  central  offices  in  residence  districts  where 
practically  all  subscribers  are  on  a  party-line  basis,  and  that  the 
Stromberg-Carlson  Company  and  its  customers  being  on  the  direct- 
line  basis,  experience  had  demonstrated  that  a  party-line  ringing- 
key  slowed  down  the  traffic — 

on  account  of  the  fact  that  the  operator  had  of  necessity  to  select  a  specific 
button  each  time  she  rang,  whether  the  call  was  for  a  party-line  subscriber  or 
a  direct-line  subscriber. 

We  will  first  determine  the  important  question  whether  or  not  the 
sample-key  made  from  Conner's  design  drawing  embodied  the  issue, 
and  in  reviewing  the  testimony  of  the  witnesses  on  that  question  two 
important  facts  must  be  kept  in  mind,  namely,  that  the  indicating 
feature  claimed  by  Conner  to  have  been  present  in  the  sample-key 
was  new,  and  that  the  witnesses  who  saw  the  key  and  testified  con- 
cerning it  were  highly  skilled  in  the  art  and,  therefore,  likely  to 
recognize  and  remember  so  novel  a  feature. 

Charles  W.  Boethelt,  who  when  he  testified  was  employed  by  the 
Dean  Company,  was  one  of  the  mechanics  who  made  the  original 
Conner  key.  This  key  he  made  from  the  Conner  sketch  which  was 
handed  him  by  his  foreman  Mr,  Spies.     He  identified  the  sketch  as 
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the  one  from  which  he  made  the  original  key.     He  was  asked  how 
the  plungers  and  locking-bar  worked  in  this  key,  and  replied : 

When  you  pressed  the  plunger,  It  gave  the  bar  the  end  motion  until  you 
reached  the  straight  part  of  the  notch  which  locked  same.  In  order  to  release 
this  plunger  you  would  have  to  do  so  by  pressing  either  of  the  other  keys  until 
it  released  itself. 

He  was  further  asked : 

As  you  remember  it,  about  how  far  down  was  the  locking  position  of  the 
plungers  of  this  old  model  key  which  you  made? 

and  he  answered : 

About  three-eighths  of  an  Inch. 

He  was  then  asked : 

How  much  was  the  full  stroke  of  the  plungers,  as  you  remember  it? 
and  replied : 

About  five-eighths  of  an  inch. 

The  witness  did  not  remember  the  exact  number  of  springs  to  each 
plunger  and  so  stated  in  his  direct  examination.  It  is  contended 
that  his  cross-examination  lessens  the  weight  of  the  testimony  above 
quoted,  but  we  think  a  careful  reading  of  all  the  testimony  of  the 
witness  shows  that  he  was  certain  at  all  times  about  the  indicating 
feature. 

George  Throop,  an  electrical-instrument  maker  employed  by  the 
Dean  Company,  but  formerly  employed  by  the  Western  Electric  Com- 
pany, testified  that  he  saw  Boethelt  working  on  the  Conner  key,  and 
that  he  saw  the  key  in  its  completed  condition.  He  described  the  key 
in  detail  and  was  certain  about  the  indicating  feature.  In  cross- 
examination  he  was  asked  how  he  happened  to  remember  the  key,  and 
replied :  , 

That  key  being  entirely  new,  something  I  had  never  seen  before,  always 
caused  more  attention  than  modifications  and  changes  in  stuff  we  had  seen 
before. 

Q.  And  there  was  no  other  reason,  excepting  that  it  was  a  new  form  of 
ringing-key,  that  caused  you  to  notice  it;  is  that  right? 

A.  The  style  of  the  key,  as  I  remember,  was  much  simpler  than  the  more 
complicated  apparatus  then  in  use. 

Q.  In  what  way  was  this  key  simpler  in  construction  than  the  key  then  in  use 
by  the  Western? 

A.  On  that  key  the  plungers  would  lock  and  show  the  operator  the  key  that 
had  been  depressed  before.     I  never  saw  anything  like  It  before. 

A.  C.  Dodge,  an  assistant  shop  superintendent  in  the  engineering 
department  of  the  Western  Electric  Company,  and  in  the  employ  of 
that  company  when  he  testified,  stated  that  Conner  exhibited  and  ex- 
plained his  key  to  witness  at  the  time  it  was  made.  The  witness  was 
questioned  concerning  the  indicating  feature,  and  replied : 
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The  button  was  not  restored  to  its  normal  position  on  account  of  the  rack; 
this  rack  is  so  arrange  that  the  plunger  would  be  forced  far  enough — so  that 
the — as  soon  as  the  plunger  left  the  springs,  it  caught  and  it  was  held  in  this 
position  until  another  key  was  depressed. 

He  was  asked  whether  he  snapped  the  buttons  himself  to  see  how 
the  key  operated,  and  replied  that  he  did.  The  witness  examined 
Conner's  original  sketch  and  stated  that  it  showed  the  key  he  had 
described  and  which  had  been  exhibited  to  him  by  Conner.  It  de- 
veloped in  cross-examination  that  the  witness  did  not  feel  free  to  dis- 
cuss the  case  with  counsel  for  Conner  until  after  he  had  been  sub- 
poened  "  and  then  only  in  a  general  way."  The  witness  was  asked 
on  cross-examination  the  following  question : 

What  fixes  the  time  of  this  disclosure  in  your  mind;  was  there  anything 
peculiar  about  this  particular  conversation  that  impressed  it  upon  your  mind 
any  more  than  any  other  chance  conversation  that  you  may  have  had  about 
the  same  time? 

and  replied: 

I  remember  that  the  question  of  an  indicator  for  a  four-party-line  key  was 
receiving  a  good  deal  of  attention  at  that  time,  and  that  when  Mr.  Conner's 
model  was  brought  out,  we  thought — we  thought  that  he  had  solved  the  problem, 
and  when  he  was  told  that  it  would  not  be  patented — when  he  was  told  that  it 
was  not  to  be  patented,  he  was  very  much  displeased,  and  as  I  remember  it, 
so  informed  a  number  of  his  associates  in  the  department. 

McBerty,  to  whom  Conner  submitted  his  key  for  patent,  did  not 
remember  the  indicating  feature.  The  following  statement  from  his 
testimony  is  significant  and  corroborative  of  Conner's  contention  that 
his  invention  did  not  meet  with  approval: 

At  the  time  Conner  brought  his  model  to  me  the  idea  of  causing  the  key  to 
indicate  which  of  the  parties  of  the  line  had  been  called  was  familiar  to  myself 
and  a  number  of  others,  though  there  was  considerable  dovbt  and  some  discus- 
sion as  to  whether  the  use  of  such  an  indicator  was  of  8ubst€Mtial  aid  to  the 
operator, 

Malcolm  E.  Launbranch,  a  telephone  engineer  and  formerly  em- 
ployed by  the  Western  Electric  Company,  and  at  the  time  of  his 
testimony  with  the  Western  Electric  Company  of  San  Francisco,  a 
branch  of  the  former  company,  was  apparently  reluctant  to  testify 
in  Conner's  interest.  He  stated  that  he  knew  Conner  and  was  asso- 
ciated with  him  in  1898  and  1899  in  the  same  office,  and  that  both  were 
then  engaged  in  designing  telephone-exchanges.  After  ineffectual 
efforts  to  obtain  information  from  the  witness  he  was  asked  whether 
he  did  not  receive  a  letter  from  Conner  dated  July  3, 1906,  requesting 
him  to  state  what  information,  if  any,  he  possessed  concerning  the 
original  Conner  key,  and  he  admitted  that  he  did,  and  identified  his 
letter  dated  August  8,  1906,  in  reply,  in  which  letter  he  stated : 

I  distinctly  remember  your  working  upon  the  design  of  this  key  at  the  time 
we  were  together  in  Chicago.    I  do  not  definitely  recollect  the  date  thereof,  but 
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what  I  do  recollect  is  that  we  were  iu  the  small  room  adjohihig  the  drafting- 
room,  I  think  it  was  on  the  7th  floor,  and  I  believe  Mr.  Smythe  and  Mr.  Dixon 
were  in  the  office  with  us.  I  remember  your  plan  of  having  the  key  depressed 
half-way  and  staying  there  as  an  indicator,  and  of  using  the  shifting  latch  for 
holding  the  key  in  this  position. 

The  Patent  OflSce  tribunals  have  given  little  weight  to  this  letter 
because  in  his  testimony  the  witness  sought  to  modify  it.  We,  on  the 
contrary,  attach  far  greater  weight  to  the  letter  than  to  his  testimony. 

R.  W.  Ingersoll,  an  electrical  engineer  of  the  Western  Electric  Com- 
pany, was  handed  Conner's  original  drawing  and  asked  to  describe 
the  mode  of  operation  of  the  keys  therein  shown.  We  reproduce 
his  answer: 

It  is  my  understanding  that  this  key  was  designed  for  use  in  an  operator's 
cord-circuit,  when  used  in  connection  with  party-lines.  It  is  my  understanding 
that  the  mechanism  is  such  that  each  button  has  three  positions,  a  normal 
position,  an  intermediate  position,  and  an  extreme  position.  The  structure 
being  such  that  when  a  key  is  depressed  to  its  extreme  position  it  opens  one 
set  of  contacts  and  closes  another  set.  That  said  button  does  not  return  to  its 
normal  position  upon  release,  but  returns  to  an  intermediate  position,  wherein 
it  is  locked  until  another  of  the  gang  of  buttons  is  depressed. 

J.  L.  McQuarrie,  Conner's  immediate  superior  when  he  designed 
the  key  in  1898,  did  net  remember  the  Conner  drawing  but  his  tes- 
timony concerning  the  operation  of  the  key  therein  shown  was  simi- 
lar to  that  of  the  witness  Ingersoll. 

Conner  caused  a  search  to  be  made  in  the  model-room  of  the  New 
York  factory  of  the  Western  Electric  Company  for  his  sample-key, 
but  was  unable  to  locate  it. 

We  think  the  conclusion  irresistible  that  Conner  designed  a  key 
containing  the  subject-matter  of  this  interference  in  1898,  and  that 
a  full-sized  sample-key  was  constructed  in  the  winter  of  1898-99. 
It  is  admitted  that  he  was  directed  to  design  a  four-party-line  key; 
that  he  designed  such  a  key;  and  that  one  was  made  and  sent  to 
New  York.  The  testimony,  we  think,  leaves  no  room  for  doubt 
that  the  original  key  contained  the  indicating  feature  of  this  issue, 
and  we  so  hold. 

That  the  making  of  the  sample-key  constituted  a  reduction  to  prac- 
tice is  equally  plain,  for  the  reason  that  the  operativeness  of  the 
device  would  be  apparent  to  any  one  skilled  in  the  art.  There  was 
little  in  the  key  that  was  new,  and  several  witnesses  examined  it  care- 
fully, observed  the  relation  of  the  parts  and  pronounced  the  inven- 
tion a  success.  The  device  was  operative  if  contact  was  made  in 
the  circuit  when  a  plunger  was  in  its  fully-depressed  position  and 
such  contact  broken  when  the  plunger  assumed  its  intermediate,  or 
indicating  position.  The  testimony  establishes  the  existence  of  these 
conditions. 
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Dean  was  employed  by  the  Western  Electric  Company  at  the  time 
Conner's  key  was  designed  and  made.  He  was  then  an  electrical 
engineer  of  experience  and  a  prolific  inventor.  He  testified  that  the 
question  cf  selective  party-line  service  was  attracting  a  great  deal  of 
attention,  and  that  the  keys  then  used  were  not  provided  with  any 
indicating  features;  that  the  members  of  the  Western  Electric  Com- 
pany's engineering  department  frequently  discussed  the  best  way  to 
accomplish  this  result  and  that  he  among  others  worked  on  the  prob- 
lem; and  that  Conner  came  to  him  with  a  model  of  an  indicating 
ringing-key  for  his  inspection  and  critician.  The  witness  explained 
the  key  in  detail  and  his  testimony,  if  accepted,  establishes  that  the 
invention  when  made  was  fully  disclosed  to  and  understood  by  him. 
Subsequently  Dean  entered  the  employ  of  the  Kellogg  Company, 
and  was  soon  called  upon  to  design  an  indicating  party-line  key. 
He  testified  that  not  having  seen  or  heard  of  any  patent  of  the  Con- 
ner key  he  went  to  work  along  that  line;  that  he  developed  a  key  and 
in  January,  1903,  submitted  it  to  Mr,  Ames,  the  patent  attorney  of 
the  company,  for  patent;  that  it  was  his  intention,  and  he  so  in- 
structed Mr.  Ames,  to  claim  a  patent  only  on  the  specific  construc- 
tion of  his  key,  and  that  he  did  not  intend,  and  so  informed  Mr. 
Ames,  to  claim  the  broad  idea  of  the  issue;  that  he  assigned  the  in- 
vention to  the  Kellogg  Company  the  day  he  executed  the  application 
for  patent;  that  the  application  did  not  contain  the  claim  of  the 
issue,  which  claim  was  subsequently  inserted  without  his  knowledge 
or  consent;  and  that  early  in  1903  learning  that  the  Kellogg  Com- 
pany had  been  absorbed  by  the  Bell  interests  he  left  the  company  and 
became  one  of  the  organizers  of  the  Dean  Company  at  Elyria,  Ohio, 
a  concern  now  in  litigation  with  the  Bell  interests. 

Ames  testified  in  behalf  of  appellee  that  he  did  not  remember  be- 
ing informed  by  Dean  that  he.  Dean,  was  not  the  inventor  of  the 
indicating  feature,  and  that  he  was  quite  certain  he  would  have  re- 
membered had  Dean  so  informed  him,  but  the  significant  fact  remains 
that  the  claims  as  originally  drawn  and  submitted  to  Dean  were 
based  upon  the  specific  construction  of  the  Dean  key  and  that  sub- 
sequently without  Dean's  knowledge  the  claim  of  the  issue  was 
inserted.    Ames  says  of  the  original  claims: 

In  the  present  case  I  presented  the  claims  with  the  idea  of  later  amending, 
if  possible,  or  rather  if  practical,  to  include  the  broad  feature  of  indicating. 
Some  time  before  the  case  was  filed  I  gained  the  impression  that  the  American 
EHectric  Telephone  Company  was  malting  or  using  or  going  to  use  a  key  em- 
bodying this  feature,  and  while  I  wished  to  file  an  application  on  the  key  to  save 
our  rights,  I  wanted  to  be  a  little  circumspect  about  claiming  this  feature  until 
I  found  out  for  sure  about  their  device. 

Just  why  it  was  necessary  for  him  "  to  be  a  little  circumspect  about 
claiming  this  feature  "  imtil  he  found  out  about  the  device  of  the 
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American  Electric  Telephone  C!ompany,  is  not  clear.  We  are  inclined 
to  the  opinion  that  Dean's  recollection  concerning  this  point  is  the 
more  reasonable  of  the  two. 

In  support  of  Dean's  testimony  Conner  called  two  witnesses :  Man- 
son,  and  one  Libby. 

Libby  is  an  electrical  engineer  and  was  Dean's  assistant  in  the  en- 
gineering department  of  the  Western  Electric  Company  when  the 
Conner  key  was  invented.  He  testified  that  he  heard  Dean  and  Conner 
discussing  the  key ;  and,  being  interested  in  a  four-party-line  key,  he 
subsequently  discussed  the  Conner  key  with  Dean  who  by  means  of 
sketches  explained  it  to  him.  The  witness  described  the  key,  and  his 
testimony,  we  think,  leaves  no  room  for  doubt  that  Dean  then  knew 
of  the  Conner  construction.  Some  attempt  is  made  to  discredit  Libby 
because  he  was  not  certain  whether,  when  Dean  and  Conner  discussed 
the  Conner  key,  it  had  then  been  sent  to  New  York.  After  such  a 
lapse  of  time  an  error  as  to  a  minor  detail  like  this  is  not  of  much 
consequence.  Attention  is  directed,  however,  to  Libby's  answer  to 
cross-question  77,  in  which  he  states  that  he — 

heard  the  words  "design,"  "construction,"  "manufacture,"  "New  York,"  and 
others  enough  to  know  they  were  talking  about  a  four-party-Hne  key,  and  that 
this  had  been  sent  to  New  York  or  was  going  to  be  sent  for  their  New  York 
house  to  see. 

Manson  is  an  electrical  engineer,  and  was  employed  by  the  Western 
Electric  Company  in  1899,  and  later  as  Dean's  assistant  with  the 
Kellogg  Company.  Witness  testified  that  he  first  learned  of  the 
indicating  ringing-key  from  Dean  in  August,  1899,  and  that  Dean 
then  gave  Conner  the  credit  of  inventing  it.  The  witness  explained 
the  Conner  construction.  This  witness  is  discredited  by  the  tribimals 
of  the  Patent  OflSce  because  he  made  oath  to  his  preliminary  state- 
ment in  this  interference.  The  application  as  filed  did  not  contain 
the  claim  of  the  issue,  but  like  Dean's  original  claim  embodied  the 
specific  construction  of  Manson's  device.  Subsequently  without  his 
knowledge  the  claim  of  the  issue  was  inserted  by  his  attorney,  and 
thereafter  he  made  oath  to  his  preliminary  statement.  He  explains 
that  he  took  it  for  granted  that  the  preliminary  statement  referred  to 
the  application  as  filed.  We  are  inclined  to  accept  this  explanation 
for  the  very  sufficient  reason  that  in  his  preliminary  statement  he 
claims  March  17,  1904,  as  his  date  of  invention.  Knowing,  as  he  did, 
not  only  the  date  of  the  Conner  invention  in  1898  or  1899  but  also  the 
date  of  Dean's  invention  in  1903,  manifestly  his  preliminary  state- 
ment was  not  made  with  reference  to  the  claim  of  the  issue. 

Having  in  mind  the  established  fact  that  Conner  devised  a  four- 
party-line  indicating-key ;  that  such  a  key  was  actually  made  and  ex- 
hibited generally  to  the  engineers  then  in  the  Western  Electric  Com- 
pany's engineering  department;  that  Dean  was  in  charge  of  the  lab- 
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oratory,  interested  in  such  devices,  and  in  a  position  to  have  seen  this 
one;  that  he  himself  states  that  he  saw  it;  and  that  his  testimony  is 
corroborated,  we 'hold  that  Conner  and  not  Dean  was  the  original 
inventor.  And,  in  reaching  this  conclusion  we  are  not  unmindful  of 
the  well-recognized  and  salutary  rule  that  the  burden  is  heavily  upon 
the  party  who  has  slept  on  his  rights  while  another  has  given  the 
invention  to  the  public.  We  have  examined  the  record  with  care  and 
are  convinced  that  the  circumstances  surrounding  Conner  at  the' time 
he  made  the  invention  are  consistent  with  and  corroborative  of  the 
aflSrmative  testimony  that  he,  and  not  Dean,  was  the  original  and 
real  inventor. 

The  decision  of  the  Commissioner  of  Patents  is  reversed^  and  the 
clerk  of  the  court  will  certify  this  opinion  and  the  proceedings  in  this 
court  to  the  Commissioner  of  Patents,  as  required  by  law. 


[Conrt  of  Appeals  of  the  District  of  Columbia.] 

Wainwrioht  v.  Parker. 

Decided  February  2,  1909. 

142  O.  G.,  1115;  32  App.  D.  C,  431. 

Application — Date — Disclosure  in  Priob  Patent  to  Same  Party. 

An  application  disclosing  and  claiming  subject-matter  disclosed  in  a 
patent  granted  prior  to  the  filing  of  such  application  cannot  be  considered 
as  a  continuance  of  the  prior  application,  since  after  the  application  has 
eventuated  into  a  patent  there  is  nothing  left  pending  before  the  Patent 
Office  upon  which  It  could  act  or  to  which  the  later  application  could 
attach.  (Citing  Spitteler,  C.  D.,  1908,  374;  134  O.  G.,  1301;  31  App.  D.  C, 
271.  Smith  v.  Goodyear  Denial  Vulcanite  Go,,  C.  D.,  1877,  171 ;  11  O.  G., 
.  246;  93  U.  S.,  487;  and  Cain  v.  Park,  C.  D.,  1899,  278;  86  O.  G.,  797;  14 
App.  D.  C,  43,  distinguished.) 

Mr.  D.  Walter  Brown  for  the  appellant. 
Mr.  Joseph  L.  Atkins  tor  the  appellee. 

Van  Orsdel,  /..• 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  affirming  the  decision  of  the  Board  of 
Examiners-in-Chief,  which,  in  turn,  had  affirmed  the  decision  of  the 
Examiner  of  Interferences,  awarding  judgment  of  priority  of  inven- 
tion to  appellee  on  the  following  issue: 

The  combination  with  a  curb  of  concrete  construction  of  an  angle-plate  and 
a  central  endwise-disposed  web,  said  web  being  provided  throughout  its  extent 
with  a  series  of  spacious  circumscribed  apertures  that  are  respectively  pene- 
trated by  and  filled  with  the  concrete  material  of  the  curb. 
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Appellee  filed  his  application  on  April  15,  1905,  and  a  patent  was 
issued  thereon  on  October  6,  1906.  Having  taken  no  testimony,  he  is 
restricted  to  his  filing  date. 

Appellant  filed  his  application  on  January  21,  1907.  The  only 
evidence  submitted  on  his  behalf  is  a  certified  copy  of  an  application 
filed  by  him  on  March  8,  1900.  It  appears  that  this  application,  as 
originally  presented,  disclosed  four  differeht  species,  among  which 
was  a  device  similar  to  that  involved  in  this  interference.  Claims 
suflScient  in  scope  to  cover  all  of  these  species  were  originally  in- 
cluded, but,  after  repeated  objections  by  the  Primary  Examiner,  the 
application  was  limited,  without  appeal,  to  one  of  the  species,  and 
the  drawings,  specification,  and  claims  were  so  amended  as  to  elimi- 
nate all  reference  to  the  device  involved  in  this  interference.  In 
this  condition,  the  application  was  allowed  and  went  to  patent  on 
May  5,  1903. 

It  is  contended  by  counsel  for  appellant  that  the  present  applica- 
tion of  appellant  and  the  one  upon  which  his  patent  was  issued  con- 
stitute a  continuous  transaction,  and,  therefore,  he  is  entitled  to  the 
benefit  of  the  latter  application  as  a  constructive  reduction  to  prac- 
tice. Appellant  delayed  nearly  four  years  after  the.  issuance  of  his 
patent  before  filing  the  application  here  in  interference.  His  original 
application  having  eventuated  into  a  patent,  there  was  nothing  left 
pending  before  the  Patent  OflSce  upon  which  it  could  act,  or  to  which 
the  later  application  could  attach.  In  this  respect,  the  case  at  bar 
differs  from  the  case  of  Smith  v.  Goodyear  Dental  Vulcanite  Co.^ 
(C.  D.,  1877,  246;  11  O.  G.,  171;  93  U.  S.,  487,)  upon  which  the  ap- 
pellant relies.  There,  the  first  application  was  filed  in  1855,  and, 
after  three  rejections  by  the  Patent  Office,  no  action  was  again  taken 
until  1864.  While  the  court  held,  delay  being  excused  because  of  the 
ill  health  and  pecuniary  condition  of  the  applicant,  that  the  later 
application  was  a  continuation  of  the  first,  it  must  be  remembered 
that  the  original  application  was  before  the  Office  during  the  entire 
period  between  the  last  Office  rejection  and  the  filing  of  the  subse- 
quent application,  which,  having  substantially  the  same  specification 
and  the  same  drawings,  operated  as  a  renewal  of,  and  could  relate 
back  and  attach  to,  the  former.  That  the  court  took  this  view  of 
the  case  is  shown  by  the  following: 

No  act  of  Cummings  amounted  to  a  withdrawal  of  his  first  petition,  or  to 
an  acquiescence  In  its  rejection.  It  is  true,  lie  filed  a  second  petition  in  1864; 
but  he  accompanied  it  with  substantially  the  specification  that  remained  in  the 
Oflice,  and  with  the  same  drawings.  It  was  a  mode  of  procuring  another  con- 
sideration of  his  rejected  claim,  and  the  Commissioner  regarded  it  as  such. 
♦  ♦  ♦  We  are  not  aware  that  filing  a  second  petition  for  a  patent,  after  the 
first  has  been  rejected,  has  ever  been  regarded  as  severing  the  second  applica- 
tion from  the  first,  and  depriving  the  applicant  of  any  advantage  he  would  have 
enjoyed  had  the  patent  been  granted  without  a  renewal  of  the  application. 
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The  application  here  under  consideration  cannot  be  considered  as 
a  renewal  of  the  former.  A  patent  had  been  granted  upon  appellant's 
original  application,  and  for  four  years  there  had  been  nothing  pend- 
ing before  the  Patent  OflSce ;  there  was  no  "  specification  that  re- 
mained in  the  Office." 

The  case  of  Cain  v.  Park,  (C.  D.,  1899,  278;  86  O.  G.,  797;  14  App. 
D.  C,  43,)  also  relied  upon  by  appellant,  is  not  in  point.  There,  the 
applicant  had  failed  to  pay  the  final  Office  fee  on  his  application,  and 
a  new  application  had  been  filed  within  the  statutory  period  of  two 
years.  The  court  simply  held  that  the  two  applications  were  con- 
tinuous and  that  the  former  was  a  constructive  reduction  to  practice. 

This  application  must,  therefore,  be  regarded,  not  as  a  renewal,  but 
us  in  the  nature  of  a  divisional  application,  and  should  be  governed 
by  the  ruling  in  in  re  Spitteler,  (C.  D.,  1908,  374;  134  O.  G.,  1301 ;  31 
App.  D.  C,  271,)  where  the  Court  said : 

But,  having  amended  that  application  so  as  to  conform  to  the  ruling  of  the 
Eixaminer,  It  was  merged  in  the  patent  issued  thereon.  After  tliat  there  was  no 
application  pending  in  the  Office  as  a  foundation  for  division.  The  proceeding 
having  been  closed  by  the  issue  of  the  patent,  there  was  nothing  to  be  continued. 
The  rule  which  permits  a  divisional  application  to  relate  back  to  the  filing  date 
of  the  original  which  also  discloses  its  subject-matter,  as  long  as  it  remains  open 
in  the  Patent  Office,  is  a  very  liberal  one  that  sometimes  worlds  hardship  upon 
intermediate  inventors,  and  it  ought  not  to  be  extended  to  cases  not  clearly 
within  it 

It  must  be  held  that  appellant  is  not  entitled  to  the  date  of  his 
original  application  for  reduction  to  practice;  and  the  application 
here  in  interference  must  stand  or  fall  upon  its  own  merits.  Appel- 
lant, therefore,  being  the  junior  party,  and  having  failed  to  overcome 
the  burden  of  proof  thus  placed  upon  him,  judgment  of  priority  must 
be  awarded  to  appellee. 

The  decision  of  the  Commissioner  is  afjirmed,  and  the  clerk  is 
directed  to  certify  these  proceedings  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

TOWNSEND  V.  ThULLEN. 

Decided  March  2,  1909. 

142  O.  G.,  1116;  32  App.  D.  C,  575. 

Interference— PBioBrrY — Right  to  Make  Claim. 

A  disclosure  in  an  appUcation  which  is  sufficiently  specific  to  enable 
persons  skilled  in  the  art  to  readily  construct  and  use  the  invention  con- 
stitutes a  compliance  with  section  4888,  Revised  Statutes,  ( Hopkins  v.  New- 
man, C.  D.,  1908,  395;  134  O.  G.,  2028;  30  App.  D.  C,  402;)  but  in  an  appli- 
cation for  an  automatic  signailog  system  involving  an  inductive  bond  em- 
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ployed  to  bridge  the  rails  a  general  reference  to  "  transformers  "  does  not 
entitle  the  applicant  to  amplify  his  description  by  adding  thereto  a  descrip- 
tion of  a  particular  kind  of  transformer  and  make  claims  thereto,  although 
such  construction  may  have  been  old  in  the  art  when  the  application  was 
originally  filed. 

Mr.  E.  C.  Brovm  for  the  appellant. 
Mr.  George  E,  Cruse  for  the  appellee. 

Shepard,  C,  J.: 

This  appeal  involves  priority  of  invention  between  Townsend  and 
Thullen  of  an  improvement  in  inductive  bonds  employed  to  bridge 
the  rails  of  an  electric  railway  at  each  end  of  a  block-section  thereof. 
The  rails  of  such  tracks  are  usually  electrically  continuous  so  that 
the  propulsion-current  which  flows  from  the  motors  may  return  to 
the  source  of  generation.  In  separating  a  track  into  block-sections 
for  track-signaling  it  is  necessary  to  provide  a  means  by  which  the 
signaling-current  of  each  section  may  be  kept  separate  from  the 
signaling-current  of  adjacent  blocks. 

These  insulating  means  would  interrupt  the  electrical  continuity 
of  the  track-rails,  and  destroy  their  usefulness  as  return-conductors 
for  the  propelling-current,  unless  conductors  are  provided  to  bridge 
the  insulated  gaps  and  make  a  path  for  the  return-current  of  the 
motors,  while  choking  back  the  alternating  signaling-current 

As  stated  in  the  appellant's  brief : 

The  operation  of  the  inductive  bond  depends  upon  the  following  well-known 
laws  of  electromagnetism,  viz. :  tliat  when  an  electric  current  traverses  a  con- 
ductor a  magnetic  effect  is  produced,  called  a  magnetic  field  or  magnetic  flux — 
and  if  the  conductor  be  formed  into  a  loop  or  turn,  opposite  magnetic  poles  will 
be  manifested  upon  opposite  sides  of  the  loop.  If  the  conductor  be  formed  into 
a  series  of  adjacent  turns,  or  a  coll,  the  magnetic  effect  will  be  cumulative, 
the  separate  loops  or  turns  of  the  coil  being  mutually  assisting  producing  a 
strong  magnetic  field,  or  inductive  effect.  This  is  the  effect  when  the  electric 
current  flows  through  one  of  the  inductive  bonds  from  end  to  end.  The  mag- 
netism thus  set  up  reacts  upon  the  electric  current  to  oppose  or  check  its 
passage  through  the  coil.  In  order  that  there  may  be  no  opposition  to  the 
passage  of  the  car-propulsion  current  through  the  coiled  conductor  of  the 
inductive  bonds,  which  is  the  object  of  the  cases  involved  in  this  interference, 
it  is  necessary  to  prevent  the  formation  of  a  magnetic  field  by  the  passage  of 
the  electric  current.  It  has  long  been  known  that  when  two  conductors  are 
placed  side  by  side  throughout  their  length,  and  equal  electric  currents  are 
sent  through  them  in  opposite  directions,  the  magnetic  effect  produced  in 
one  conductor  will  nullify  or  destroy  that  produced  in  the  other  so  that  no 
magnetic  effect  will  be  produced  by  the  passage  of  the  current  in  either  con- 
ductor. When  the  two  conductors  are  wound  into  a  coil  no  magnetism  will 
be  manifested  in  the  coil  if  equal  and  opposite  currents  are  sent  through  the 
separate  conductors  so  wound,  provided  they  are  wound  side  by  side  throughout 
their  length. 
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The  appellee  says: 

The  inductive  bonds  of  both  the  appellant  and  the  appellee  are  designed  to 
conduct  the  direct  current  from  the  car-motors  through  their  windings  without 
appreciable  magnetization  of  the  cores  and  at  the  same  time  impede  the  pas- 
sage of  alternating  signaling-currents.  An  inductance-bond  (usually  composed 
of  a  copper  conductor  wound  around  an  iron  core)  has  the  property  of  con- 
ducting the  direct  current  freely  and  of  impeding  or  choking  back  alter- 
nating current;  but  when  a  direct  current  is  passed  through  the  coil  of  such 
•inductance-bond  the  iron  core  immediately  becomes  magnetized,  and  the  mag- 
netization tends  to  impair  the  power  of  the  coil  to  impede  the  alternating 
signaling-current.  If  two  colls  are  placed  at  the  core,  and  a  part  of  the 
direct  current  is  sent  through  one  coil  in  one  direction  and  the  remainder 
through  the  other  in  the  opposite  direction,  the  magnetizing  of  the  core  will 
be  largely  neutralized.  The  degree  of  neutralization  increases  as  the  coils 
are  brought  into  closer  relation,  and  the  greatest  degree  is  obtained  when  the 
coils  are  interwoven  or  sandwiched. 

Townsend  originally  applied  for  a  patent  on  June  16,  1904,  and 
ThiiUen  on  February  27,  1906.  This  last  application  passed  into  a 
patent  granted  December  18,  1906. 

It  seems  that  there  had  been  a  prior  interference  between  the 
same  parties,  which,  while  referred  to  in  the  present  proceedings, 
is  not  set  out  therein.  Due  to  this,  apparently,  Townsend  filed  a 
division  of  his  application  on  March  14,  1906.  After  various  pro- 
ceedings he  amended  his  claims,  inserting  four  copied  from  ThuUen's 
patent  which  had  in  the  meantime  issued.  This  interference  was 
then  declared  in  four  counts  embracing  said  claims.  ThuUen  moved 
to  dissolve  the  interference  on  the  ^ound  that  Townsend  had  no 
right  to  make  said  claim. 

The  Primary  Examiner  held  that  Townsend  had  the  right  to  make 
the  claim  of  the  first  count,  but  not  the  right  to  make  the  other  three. 
The  four  read  as  follows : 

1.  In  a  system  of  automatic  block-signaling  for  electric  railways  and  in  com- 
bination with  the  traffic-rails  each  divided  Into  block-sections  by  Insulated  Joints, 
reactance-bonds  each  bond  comprising  a  core,  a  coll  thereon  connected  across 
the  trackway,  and  a  conductor  connecting  the  middle  point  of  the  coils  on  ad- 
jacent bonds. 

2.  An  Inductive  bond  comprising  a  core  having  a  plurality  of  legs  or  arms,  a 
winding  for  said  core  all  the  turns  of  which  are  arranged  on  the  same  leg  or 
arm  of  the  core,  said  winding  being  in  two  parts,  the  turns  of  which  are  all 
In  the  same  direction,  and  are  interposed  one  with  the  other  and  an  end  of  one 
part  electrically  connected  to  the  end  of  the  other  part  to  form  a  middle  point 
of  the  winding,  and  a  conductor  leading  from  said  middle  point  of  the  winding. 

3.  An  inductive  bond  comprising  a  core  having  a  plurality  of  legs  or  arms,  a 
winding  for  said  core  all  the  turns  of  which  are  In  the  same  direction,  on  the 
same  leg  or  arm  of  the  core,  and  are  Interposed  one  with  the  other,  and  a  con- 
ductor leading  from  the  middle  point  of  the  winding. 

4.  An  Inductive  bond  comprising  a  core  having  a  plurality  of  legs  or  arms, 
and  a  magnetic  circuit  of  high  reluctance,  a  winding  for  said  core,  all  the  turns 
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of  which  are  in  the  same  direction,  on  the  same  leg  or  arm  of  the  core,  and  are 
interposed  one  with*  the  other,  and  a  conductor  leading  from  the  middle  point 
of  the  winding. 

The  grounds  of  his  decision  as  regards  the  foregoing  counts  is,  that 
among  their  elements  is — 

a  winding  for  said  core  *  *  *,  said  winding  being  in  two  parts,  *  ♦  ♦ 
and  are  interposed  one  with  the  other — 

and  that — 

Townsend  does  not  show  or  describe  a  winding  In  which  the  turns  are  inter- 
posed with  each  other. 

On  appeal  to  the  Examiners-in-Chief  this  decision  was  aflSrmed  in 
an  elaborate  decision.  On  further  appeal  this  decision  was  aflSrmed 
by  the  Commissioner.  The  necessary  result  is  an  award  of  priority 
to  ThuUen.  All  maintained  the  view  of  the  Primary  Examiner  that 
Townsend  had  failed  to  disclose  an  induction-bond  with  the  turns  of 
the  windings  "  interposed  with  each  other." 

The  claims  having  been  copied  from  Thullen's  patent,  the  familiar 
rule  of  construction  was  followed,  namely,  that  they  are  to  be  under- 
stood in  the  light  of  the  description  in  that  patent. 

The  claims  for  windings  interposed  one  with  the  other  follow  the 
specific  description  of  the  patent.  There  is  no  such  description  in 
Townsend's  application  and  drawings.  He  states,  however,  that  it  is 
well  known  that  certain  kinds  of  transformers  have  been  in  use  with 
interposed  windings,  and  contends  that  his  reference  to  transformers 
informs  all  persons  skilled  in  the  krt  that  the  windings  about  the  core 
of  his  device  are  intended  to  be  made  in  the  same  manner,  and  is 
therefore  suflScient  to  entitle  him  to  make  the  claims  of  ThuUen. 

It  is  quite  true  that  the  specifications  of  a  patent  are  addressed  to 
persons  skilled  in  the  art,  and  that  a  disclosure  which  is  suflSciently 
specific  to  enable  such  persons  to  readily  construct  and  use  the  inven- 
tion constitutes  a  compliance  with  the  requirements  of  section  4888, 
Revised  Statutes,  as  held  in  the  case  relied  on  by  the  appellant. 
{Hopkins  v.  Newman,  C.  D.,  1908,  395;  134  O.  G.,  2028;  30  App. 
D.  C,  402,  410,  and  cases  there  cited.) 

In  that  case,  the  invention  was  of  a  device  by  which  a  combination 
was  to  be  eflFected  in  the  operation  of  his  type-writing  machine  with 
a  separate  adding-machine.  Newman's  specifications  and  drawings 
showed  a  type-writing  and  an  adding  machine  placed  side  by  side, 
with  a  suitable  means  for  adapting  a  single  platen  to  cooperate  with 
the  printing  mechanism  of  each  machine.  The  printing  mechanism 
of  the  type-writing  machine  was  shown  in  the  drawing  and  described 
together  with  the  mechanism  for  actuating  and  controlling  the  move- 
ment of  the  platen.  The  drawing  showed  only  the  case  and  a  few 
minor  elements  of  the  adding-machine.    The  object  described  was 
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merely  to  provide  type-writing  mechanism  and  means  for  combining 
the  same  with  the  adding  mechanism;  and  stated  that  it  was  illus- 
trated in  connection  with  an  adding-machine  known  as  the  registering 
accountant  that  has  been  patented  to  Burroughs.  Expert  witnesses 
testified  that  they  recognized  the  Burroughs  machine  in  the  drawing, 
and  that  from  the  description  and  drawing  the  invention  could  be 
readily  constructed  by  any  one  skilled  in  the  art.  Newman  did  not 
undertake  to  make  any  change  or  improvement  in  the  well-known 
adding-machine.  His  invention  began  with  it  and  consisted  in  com- 
bining therewith  his  type-writing  machine,  by  making  the  specified 
change  in  the  carriage  whereby  a  single  platen  is  made  to  cooperate 
with  the  separate  printing  mechanism  of  the  two  machines. 

It  was  held  that  in  order  to  make  the  claims,  it  was  not  obligatory 
upon  Newman  to  completely  describe  and  illustrate  the  mechanism  of 
the  adding-machine;  the  want  of  specification  of  its  elements  and 
functions  being  fully  supplied  and  rendered  certain  by  the  reference. 
The  other  cases  cited  go  no  farther  than  that. 

The  conditions  of  Townsend's  case  are  quite  different.  No  one  of 
the  several  kinds  of  transformers  is  a  part  of  the  device  or  ^mbina- 
tion  of  the  issue.  The  reference  to  transformers  in  general  Ifes  noth- 
ing to  do  with  their  windings.  While  it  is  said  the  construction  is 
in  many  respects  like  transformers — no  particular  kind  of  which  is 
mentioned — these  respects  are  then  specifically  limited  to  their 
methods  of  insulation,  which,  it  is  said,  are  not  illustrated  because  not 
novel  and  no  claim  is  made  for  them. 

In  view  of  this  reference  to  transformers  generally  and  the  limited 
nature  of  the  reference  to  their  insulation,  we  must  hold  that  the  de- 
scription is  insuflScient  for  the  purpose  contended.    . 

We  concur  in  the  following  extract  from  the  Commissioner's  de- 
cision : 

If  the  Illustration  of  the  windings  shown  by  Townsend  is  considered  as  merely 
diagrammatic  and  the  Thullen  arrangement  is  old  in  the  art,  as  contended  by 
appellant,  this  fact  does  not  warrant  Townsend  in  substituting  said  arrange- 
ment for  his  conventional  illustration  and  claiming  it  in  his  application.  There 
may  be  several  ways  of  arranging  the  windings  in  the  prior  art,  any  one  of 
which  Townsend  might  appropriate  if  his  contention  is  correct.  It  is  common  to 
illustrate  a  battery  diagrammatically,  for  example,  but  such  illustration  would 
not  support  claims  for  any  particular  variety  of  battery.  (Ex  parte  Scott, 
C.  D.,  1905,  4;  114  O.  G.,  260.) 

On  the  other  hand,  If  the  position  apparently  taken  by  the  Examiner,  namely, 
that  Townsend  discloses  the  specific  construction  of  his  bond,  be  accepted,  it  is 
clear  that  Thullen  shows  another  species  of  bond.  The  Primary  Examiner  held 
count  1  of  the  issue  generic  to  both  species.  The  remaining  counts  are  believed 
to  be  specific  to  ThuUen's  construction  for  the  reason  stated  above.  The  fact 
that  ThuUen's  structure  may  be  the  equivalent  of  that  of  appellant  does  not 
give  Townsend  the  right  to  make  the  specific  claims. 
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It  is  not  necessary  to  determine  which  of  the  above  interpretations  of  Town- 
send's  disclosure  is  correct,  since  under  neither  interpretation  has  he  the  right 
to  make  the  appealed  claims. 

We  find  no  error  in  the  decision  and  it  will  therefore  be  affirmed. 
The  clerk  will  certify  this  decision  to  the  Commissioner  of  Patents 
as  the  law  directs. 


[Court  of  Appeals  of  the  District  of  Colnmbia.] 

Peters  v.  Pike,  Jr. 

Decided  March  5,  1909. 

143  O.  G.,  259;  33  App.  D.  C,  59. 

INTEBFEBENCE — EVTOENCE — ^ALLEGED     DISCLOSURE     TO     DRAFTSMAN — ^FAILUBE     TO 

Embody  in  Drawings. 
Where  an  inventor  alleges  tliat  he  disclosed  an  invention  to  a  draftsman 
for  the  purpose  of  liaving  drawings  made  of  the  invention  disclosed  to  him 
and  neither  the  drawings  produced  by  the  draftsman  nor  the  machines 
built  therefrom  contain  the  invention,  it  is  evident  that  either  the  invention 
had  lyt  been  conceived  or  that  it  had  not  been  disclosed  as  claimed. 

Mr.  F.  P.  Davis  for  the  appellant. 
Mr.  Charles  E.  Foster  for  the  appellee. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  affirming  the  decision  of  the  Board  of 
Examiners-in-Chief,  which,  in  turn,  affirmed  the  decision  of  the 
Examiner  of  Interferences,  awarding  judgment  of  priority  to  ap- 
pellee. 

This  invention  relates  to  improvements  in  adding-machines  of  the 
Burroughs  type.  In  the  machines  as  placed  upon  the  market  prior  to 
this  invention,  if  the  operator  desired  to  strike  a  total  of  the  amount 
that  had  been  printed,  a  special  key  was  depressed  and  the  handle  of 
the  machine  pulled  forward,  whereupon  the  total  would  be  printed  on 
the  strip  of  paper  at  the  foot  of  the  list.  If  the  key  was  held  down, 
not  only  while  the  operating-handle  was  on  its  forward  stroke,  but 
until  it  returned  to  its  normal  position,  the  adding-wheels  returned 
to  zero,  or  in  position  for  the  printing  of  another  column  of  numbers. 
When  it  became  necessary  to  carry  the  total  forward  for  further 
items  to  be  added  to  it,  or,  in  the  language  of  the  trade,  obtain  a 
subtotal,  this  was  accomplished  by  releasing  the  special  key  before 
the  operator  released  the  handle.  It  will  be  observed  that  the  strik- 
ing of  a  subtotal  involved  caution  on  the  part  of  the  user  to  release 
the  special  key  at  just  the  proper  time.  It  was  to  obviate  this  diffi- 
culty that  the  invention  in  interference  was  conceived,    A  special 
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key  was  provided  to  obtain  a  subtotal  which  need  not  be  released 
in  the  middle  of  the  operation,  but,  like  the  original  total-key,  it 
would  remain  depressed  throughout  the  operation  of  the  machine. 
The  issue  is  embodied  in  the  following  counts: 

1.  In  a  machine  of  the  class  described,  the  combination  with  the  register- 
actuating  raclcs  and  the  register  normally  in  engagement  with  said  racks,  of 
the  main  shaft,  connections  from  the  main  shaft  adapted  to  normally  disengage 
and  re^gage  the  register  and  racks  while  accumulating  amounts,  means  con- 
trolling said  connections  for  taking  the  totals,  and  independent  means  for  render- 
ing said  connections  inoperative  to  disengage  the  register  from  the  racks  while 
taking  subtotals. 

2.  In  a  machine  of  the  class  described,  the  combination  with  the  register- 
actuating  racks  and  the  register  normally  in  engagement  with  said  racks,  of 
the  main  shaft,  connections  from  the  main  shaft  adapted  to  normally  disengage 
and  reengage  the  register  and  racks  while  accumulating  amounts,  means  con- 
trolling said  connections  for  making  the  totals,  and  a  key  which  when  pressed 
in  renders  said  connections  inoperative  to  disengage  the  register  from  the  racks 
while  making  subtotals. 

3.  In  a  machine  of  the  class  described,  the  combination  with  the  register- 
actuating  racks  and  the  register  normally  in  engagement  with  said  racks,  of 
the  main  shaft,  mechanism  operated  by  the  main  shaft  for  normally  disengag- 
ing and  reengaging  the  racks  and  register  while  accumulating  amounts,  and 
a  subtotal-key  adapted  to  disconnect  said  meclianism  from  the  main  shaft. 

4.  The  combination  with  the  forked  pitman  and  reciprocating  arm  and  con- 
nections, of  a  controller  adjustable  to  put  the  pitman  into  and  out  of  operative 
connection  with  the  arm. 

5.  In  a  machine  of  the  character  described,  the  combination  with  the  forked 
pitman,  oscillating  arm  and  its  pawl,  and  three-armed  lever  913,  of  means 
adjustable  to  put  the  arm  and  pitman  into  and  out  of  operative  connection. 

6.  In  a  machine  of  the  character  described,  the  combination  with  the  forked 
pitman,  of  devices  for  reciprocating  the  same,  and  a  controller  adjustable  to 
render  said  devices  operative  or  inoperative  on  the  pitman. 

Appellee  filed  his  application  on  August  5,  1904,  while  appellant 
did  not  file  his  application  until  April  29,  1905.  It  will  thus  be  seen 
that  appellant  comes  here  not  only  with  the  weight  of  the  decisions 
of  the  three  tribunals  of  the  Patent  OflSce  against  him,  but  also  with 
the  burden  cast  upon  him  as  the  junior  party  to  this  interference. 

No  testimony  was  taken  by  appellee.  He  relies  on  the  filing  of  his 
application  for  the  date  of  his  conception  and  reduction  to  practice. 

The  sole  question  before  us  is  whether  the  evidence  is  suflScient  to 
overcome  appellee's  prior  filing  date.  Appella'nt  claims  to  have  con- 
ceived the  invention  in  issue  and  disclosed  it  to  one  Conkling,  his 
office  assistant,  to  one  Schiffling,  a  mechanical  inspector  for  the  Bur- 
roughs Adding  Machine  Company,  and  to  one  Tripp,  a  draftsman, 
during  the  first  week  of  July,  1904,  while  examining  a  copy  of  a 
patent  granted  to  appellee  on  June  28,  1904.  His  evidence  on  this 
point  is  indefinite,  and  it  is  not  clear  whether  the  subtotaling  device 
had  been  conceived  by  appellant  at  that  time,  or  whether  the  testimony 
related  to  an  automatic  totaling  device,  an  invention  entirely  distinct 
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from  the  subtotaling  device  of  the  issue.  Considering  his  evidence 
in  the  most  favorable  light,  it  is  necessary  that  it  be  corroborated  by 
the  testimony  of  one  or  more  of  the  persons  to  whom  he  claims  to  have 
disclosed  this  invention. 

The  evidence  of  Miss  Conkling  is  characterized  by  that  uncertainty 
and  indefiniteness  which  pervades  the  whole  record.  An  examination 
of  her  testimony  fails  to  fix  the  date  of  the  disclosure  of  the  invention 
in  issue  prior  to  August  5th,  appellee's  filing  date.  Upon  being  asked 
to  state  what  had  taken  place  during  her  employment  concerning  the 
inventions  of  appellant,  she  replied : 

During  that  time  Mr.  Peters  made  a  number  of  inventions,  among  them  the 
automatic  totaling  device,  and  others. 

She  then  fixed  the  date  of  the  disclosure  of  the  automatic  totaling 
device  as  in  the  early  part  of  July,  1904.  This  date  is  fixed  by  rela- 
tion to  a  trip  which  she  says  she  made  to  the  factory  in  June.  The 
following  question  was  then  asked : 

Please  state,  as  near  as  you  can  recall,  Just  what  Mr.  Peters  explained  to  you 
at  that  time  with  reference  to  this  Invention. 

In  reply  she  described  the  structure  involved  in  the  automatic 
totaling  device.  This  answer,  we  think,  casts  a  serious  doubt  upon 
the  contention  that  the  device  here  in  issue  was  disclosed  at  that  time. 
The  following  question  and  answer  then  appear : 

Q.  What,  if  anything,  did  Mr.  Peters  claim  about  the  taking  of  a  subtotal? 

A.  Naturally,  that  was  the  first  question  asked  in  the  office,  and  he  explained 
to  us  that  by  interfering  with  the  normal  action  of  the  821,  as  the  machine 
was  automatically  arranged,  the  821  would  be  thrown  out  of  mesh  with  the  961 
stud,  on  the  three-cornered  part,  which  rocks  backward  and  forward  coopera- 
tively with  the  operation  of  the  934,  or  pitman. 

We  agree  with  the  Commissioner  when  he  says: 

This  answer  contains  the  most  definite  statement  found  in  the  testimony  of 
Miss  Conkling  as  to  the  date  of  the  disclosure  to  her  of  the  subtotaling  device  of 
the  issue.  The  fact  tliat  the  matter  of  taking  a  subtotal  was  "  naturally 
♦  ♦  ♦  the  first  question  asked  in  the  office  "  does  not  warrant  the  conclusion 
that  the  disclosure  took  place  prior  to  August  5,  1904,  the  filing  date  of  Pike. 

It  does  not  follow  that  the  means  for  subtotaling  was  disclosed  on 
the  same  date  the  automatic  totaling  device  was  disclosed.  This  tes- 
timony must  be  considered  in  connection  with  the  other  evidence  in 
the  record,  which  tends  to  establish  this  disclosure,  if,  in  fact,  one  was 
made  at  all,  subsequent  to  that  date.  It  will  also  be  noted  that  this 
witness  was  not  aware  of  any  specific  means  by  which  the  normal 
action  of  the  pawl  could  be  interfered  with. 

The  witness  Schiffling  testified  that  appellant  explained  to  him  the 
device  for  automatically  taking  a  total,  and  also  showed  him  a  sketch 
of  the  same.     As  to  the  subtotaling  device,  he  said : 

Mr.  Peters,  in  his  sketch  shown  me,  illustrated  only  the  idea  of  the  automatic 
total,  but  stated  that  a  separate  device  would  be  necessary  to  take  a  subtotal. 
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He  explained  this  could  be  done  very  easily  by  interfering  with  the  action  of 
821  on  the  913.  He  illustrated  this  by  using  a  lead-pencil  on  the  821,  prevent- 
ing it  from  operating  the  913. 

He  fixes  the  date  of  this  disclosure  as  prior  to  a  vacation  which  he 
took  from  August  5th  to  August  13th.  This  testimony,  while  more 
definite  as  to  the  date  than  that  of  Miss  Conkling,  is  also  open  to  the 
objection  that  it  fails  to  show  that  appellant  was  in  possession  of  any- 
thing more  than  the  conception  of  a  result  which  he  wished  to 
accomplish. 

It  appears  from  the  record  that  appellant  disclosed  to  the  witness 
Tripp  the  automatic  totaling  device,  and  also  the  idea  "  of  taking  a 
subtotal  through  the  operation  of  the  error-key."  There  is,  however, 
a  failure  to  establish  the  date  of  this  disclosure  prior  to  the  filing  of 
appellee's  application.  This  witness  was  instructed  by  appellant  to 
make  working  drawings  of  the  invention  disclosed  to  him.  These 
drawings  were  b^un  on  September  8,  1904,  and  finished  on  the  22nd 
of  the  same  month.  Tripp  also  testified  that  appellant  first  ap- 
proached him  on  the  subject  about  two  weeks  prior  to  his  beginning 
work  on  the  drawings,  which  was  more  than  a  month  subsequent  to 
appellee's  filing  date.  After  the  completion  of  the  drawings,  a 
machine,  which  is  in  evidence,  was  built  therefrom.  It  is  self-evi- 
dent, from  an  examination  of  the  drawings  and  the  machine,  that, 
either  appellant  had  not  conceived  the  invention  in  issue,  or,  having 
conceived  it,  had  not  disclosed  it  to  Tripp,  for  neither  the  drawings 
nor  the  machine  contain  means  for  taking  a  subtotal. 

It  must,  therefore,  be  held,  on  this  branch  of  the  case,  that  appel- 
lant has  failed  to  overcome  the  heavy  burden  resting  upon  him. 

It  is  contended  by  counsel  for  appellant  that  a  machine  constructed 
in  accordance  with  appellee's  application  would  be  inoperative,  and, 
therefore,  appellee  is  not  entitled  to  make  the  claims  of  the  issue.  To 
prove  that  such  contention  is  incorrect,  a  machine  was  built  and 
offered  in  evidence,  which  correspond^  to  appellee's  disclosure  except 
that  the  slot  in  the  pitman,  instead  of  being  L-shaped  with  straight 
edges,  is  made  with  the  lower  branch  of  the  slot  slightly  curved. 
This  change  renders  the  device  operative,  preventing  the  camming 
action  found  to  take  place  in  the  construction  shown  by  the  original 
disclosure.  All  three  tribunals  of  the  Patent  Office  held  that  the 
change  made  required  only  the  skill  of  the  mechanic,  and  we  are  not 
disposed  to  overrule  their  judgment  on  this  question. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Johann  Hoff. 

Decided  April  6y  1909. 

143  O.  G.,  260;  33  App.  D.  C,  233. 

1.  Tbaoe-Mabks — Pbesumption  Against  Right  to  Registbation  Raises)  bt  a 

Decbee  of  a  Ooubt. 
Where  an  applicant  is  confronted  with  a  decree  of  a  court  which  at  least 
raises  a  strong  presumption  against  his  right  to  registration,  that  presump- 
tion is  not  overcome  by  the  formal  statement  contained  in  the  affidavit  in 
support  of  his  declaration. 

2.  Same — Similabity — "  Hoff's  "  and  "  IjEopold  Hoff's.** 

The  words  "  HoflTs  "  and  "  Leopold  HoflTs  "  are  so  similar  as  to  be  lilsely 
to  cause  confusion  when  applied  to  the  same  class  of  goods,  the  word 
"  HoflTs  "  being  the  predominating  feature. 

Mr.  E.  T,  Fenwick  for  the  appellant. 

Mr.  Frederick  A.  Tennant  for  the  Commissioner  of  Patents. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
refusing  the  registration  of  the  name  "  Hoff's  "  as  a  trade-mark  for 
malt  extracts.  The  applicant  corporation  bases  its  right  to  the  regis- 
tration of  this  mark  on  the  allegation  of  exclusive  use  of  the  mark 
for  a  period  of  more  than  ten  years  prior  to  the  passage  of  the  present 
Trade-Mark  Act. 

It  appears  that  the  appellant  was  the  plaintiff  in  a  suit  in  the 
United  States  Circuit  Court  for  the  Southern  District  of  New  York, 
brought  against  Tarrant  &  Company  to  restrain  that  company  from 
using  the  word  "  Hoff's  "  as  a  mark  for  malt  extracts.  Tarrant  & 
Company  were  agents  for  the  goods  of  one  Leopold  Hoff,  of  Ham- 
burg, Germany,  and  were  placing  said  goods  upon  the  market  bear- 
ing the  mark  of  "  Hoff's  Malt  Extract."  The  court  restrained  Tar- 
rant &  Company  from  using  the  mark  "  Hoff's  Malt  Extract,"  and 
required  them  to  prefix  the  words  by  the  word  "  Leopold,"  making 
the  mark  "  Leopold  Hoff's  Malt  Extract."  In  the  opinion  the  Court 
said: 

The  public  ought  to  know  that  the  defendant's  extract  is  made  by  Leopold 
and  not  Johann  HoflT.  The  defendant  concedes  this  by  the  use  of  the  perpen- 
dicular label.  How  can  the  defendant  object  to  imparting  this  information 
in  a  manner  so  plain  that  no  mistake  can  be  made,  and,  when  this  is  done,  what 
further  ground  of  complaint  will  the  complainant  have?  It  is  thought  that  the 
defendant  should  be  required  to  print  the  name  "  Leopold  "  before  the  words 
"HoflTs  Malt  Extract"  on  its  large  label,  so  that  the  line  will  read,  in  type 
of  the  same  size,  "  Leopold  HoflTs  Malt  Extract"  (Johann  Hoff  v.  Tarrant  d 
Co.,  71  Fed.,  163.) 
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The  decree  in  this  ease  was  entered  January  4,  1896,  and  was 
affirmed  by  the  Court  of  Appeals  of  the  Second  Circuit  October  21, 
1896.  {Tarrant  &  Co.  v.  Johann  Eoif,  C.  D.,  1897,  795;  78  O.  G., 
1107;  76  Fed.,  959.) 

It  is  conceded  that  the  word  "  Hoff 's  "  would  not  be  registrable  as 
a  technical  trade-mark,  but  it  is  insisted  by  the  appellant  that  there 
is  nothing  in  this  record  to  show  that  the  word  "  Hoff's,"  without 
any  prefix,  was  used  by  any  other  than  appellant  during  the  period  of 
ten  years  prior  to  the  passage  of  the  Trade-Mark  Act  of  February 
20,  1905.  It  is  insisted  that  while  the  decree  entered  in  the  circuit 
court  in  1896,  and  affirmed  by  the  circuit  court  of  appeals  in  October 
of  the  same  year,  restrained  Tarrant  &  Company  from  using  the 
word  "  Hoff's,"  there  is  no  evidence  in  the  record  to  show  conclusively 
that  Tarrant  &  Company  used  this  mark  within  the  period  of  ten 
years  prior  to  February  20, 1905.  It  will  be  observed  that  the  decree 
affirmed  by  the  circuit  court  of  appeals  was  entered  almost  a  year 
after  the  period  within  which  the  applicant  is  required  to  show  ex- 
clusive use  of  the  word  sought  to  be  registered.  The  decree  entered 
against  Tarrant  &  Company  restraining  it  from  using  the  words 
"  Hoff's  Malt  Extract "  stated  that  it,  the  defendant  company,  had— - 

continuously  sold  In  the  United  States  a  malt  extract  manufactured  by  Leopold 
Hoff  in  the  city  of  Hamburg,  in  the  Empire  of  Germany,  in  bottles  with  labels 
afllxed  thereto  having  printed  on  the  front  thereof,  the  words  ''HofiTs  Malt 
Extract." 

Conceding,  as  appellant  does,  that  it  has  no  right  to  the  registration 
of  its  mark  as  a  technical  trade-mark  or  because  it  was  successful 
in  its  suit  against  Tarrant  &  Company,  it  is  confined  to  the  sole  ques- 
tion of  whether  or  not  it  has  had  exclusive  use  of  the  mark  for  more 
than  ten  years  immediately  prior  to  February  20, 1905.  It  is  insisted 
that  the  affidavit  filed  in  support  of  the  application,  to  the  effect  that 
appellant  has  had  such  exclusive  use,  casts  the  burden  of  proving  the 
contrary  upon  the  Commissioner  of  Patents.  We  are  not  impressed 
with  this  contention.  The  applicant  for  registration  of  a  trade-mark 
is  required  to  satisfy  the  Commissioner  by  clear  and  convincing  proof 
that  he  is  entitled  to  the  claim  made.  When  the  applicant  is  con- 
fronted, as  in  this  case,  with  a  decree  of  court,  which,  at  least,  raises 
a  strong  presumption  against  his  right  to  registration,  the  presump- 
tion is  not  overcome,  or  the  burden  of  proof  shifted,  by  the  formal 
statement  contained  in  the  affidavit  in  support  of  his  declaration. 

The  circumstances  of  the  suit  of  appellant  against  Tarrant  & 
Company  and  the  language  of  the  decree  are  sufficient  to  create  a 
presumption  against  the  right  of  appellant  to  have  its  mark  reg- 
istered, until  removed  by  competent  evidence,  as  to  justify  the  Com- 
missioner in  refusing  registration.  Appellant  being  a  party  to  the 
former  suit,  was  in  position  to  have  easily  furnished  such  proof  if 
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it  was  available,  and,  in  the  absence  of  any  attempt  on  its  part  to  do 
so,  the  reasonable  presumption  is  that  it  does  not  exist.  This  court 
has  held  that  to  authorize  the  registration  of  a  non-technical  trade- 
mark, the  applicant  must  have  had  sole  use  of  the  mark,  to  the  ex- 
clusion of  all  others,  for  ten  years  next  preceding  the  passage  of  the 
Trade-Mark  Act  of  February  20,  1905.  ( Worcester  Brewing  Co.  v. 
^et/^^rc3&C't?.,C.D.,1908,329;  133  O.  G.,  1190;  30  App.  D.  C,  428; 
Brown-Forman  Co.  v.  Beech  Hill  Distilling  Co.^  C.  D.,  1908,  384; 
134  O.  G.,  1565;  30  App.  D.  C,  485;  Kentucky  Distilleries  <&  Ware- 
house Co.  V.  Old  Lexington  Club  Distilling  Co.^  C.  D.,  1908,  417 ;  135 
O.  G.,  220;  31  App.  D.  C,  223.) 

From  the  foregoing,  we  have  no  difficulty  in  finding  a  concurrent 
use  of  the  word  "  HoflTs  "  as  a  mark  by  appellant  and  Tarrant  & 
Company  within  the  ten  years'  period.  The  suit,  however,  against 
Tarrant  &  Company  did  not  involve  the  use  of  the  word  as  a  trade- 
mark, but  was  to  prevent  unfair  competition.  This  leaves  the  ques- 
tion open  for  our  consideration,  whether  the  word  "  HoflTs  "  and  the 
words  "  Leopold  Hoff 's,"  when  applied  to  malt  extracts,  are  so  nearly 
similar  as  to  create  confusion  in  trade.  A  trade-mark  is  determined 
by  its  dominant  feature.  In  these  marks,  the  word  "  Hoff's  "  is  the 
dominant  feature ;  and  we  think  the  goods  marked  "  Hoff's  Malt  Ex- 
tract" might  easily  be  mistaken  by  the  purchasing  public  for  the 
goods  of  Leopold  Hoff,  and,  on  the  other  hand,  the  goods  of  Leopold 
Hoff  might  be  mistaken  for  the  goods  of  appellant.  Applying  the  rule 
announced  by  this  court  in  Kentucky  Distilleries  &  Warehouse  Co.  v. 
Old  Lexington  Club  Distilling  Co.^  supra^  neither  the  mark  "  Hoff's  " 
nor  the  mark  "  Leopold  Hoff's  "  is  entitled  to  registration.  In  that 
case  we  said : 

There  can  be  no  donbt  but  what  the  use  of  the  trade-mark  "  Old  Lexington 
Club  "  would  tend  to  mislead  and  confuse  the  public  with  the  words  "  Lexing- 
ton Club,"  which  are  shown  to  have  been  widely  used  by  appellant  for  a  long 
IKjriod  of  time.  Confusion  is  not  only  forbidden  between  registered  trade- 
marks, but  l)etween  a  registered  mark  and  a  mark  known  to  be  in  use.  Both 
of  the  marks  in  question  have  long  been  in  general  use,  and  the  registration  of 
either  one  would  tend  to  confuse  the  public  mind  with  the  other.  {In  re  S.  C. 
Herbat  Importing  Co,,  C.  D.,  1908.  383;  134  O.  G.,  1505;  30  App.  D.  C,  297.) 
Where  two  marks  are  so  nearly  identical  as  to  tend  to  confuse  and  mislead  the 
public,  neither  is  entitled  to  registration,  even  under  the  ten-years  clause  of 
the  act  of  1905. 

Viewing  this  case  from  any  standpoint,  there  is  such  a  total  failure 
on  the  part  of  appellant  to  establish  exclusive  use  of  the  mark  here 
sought  to  be  registered  during  the  ten  years'  period  as  to  justify  the 
refusal  of  its  application. 

The  decision  of  the  Commissioner  is  affirmed^  and  the  clerk  is  di- 
rected to  certify  these  proceedings  as  by  law  required. 
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[Coart  of  Appeals  of  the  District  of  Colambia.] 

KoLFB  V.  Kaisling  V.  Leeper. 

Decided  March  2,  1909, 
143  O.  G.,  562;  32  App.  D.  C,  582. 

1.  INTEBFERENCE — REDUCTION   TO  PRACTICE — TEST — SIMPLE  DEVICES. 

The  mere  construction,  without  test,  of  an  electrical-circuit  protector 
comprising  means  operable  upon  an  excess  of  current  for  protecting  the 
circuit  and  having  provisions  whereby  it  is  automatically  reset  and  re- 
soldered  in  reset  condition  Held  to  constitute  a  reduction  to  practice  in  view 
of  the  condition  of  the  prior  art. 

2.  Same — Priority — Delay    in     Filing    Application    After    Reduction    to 

Practice. 
In  the  absence  of  evidence  showing  actual  abandonment  of  the  invention 
a  mere  failure  to  file  an  application  for  i>atent  for  about  four  years  will  not 
be  considered  as  an  estoppel  by  concealment  within  the  meaning  of  Mason 
V.  Hepburn  (C.  D.,  1898,  510;  84  O.  G.,  147;  13  App.  D.  C,  86)  and  Warner 
V.  Smith,  C.  D.,  1808,  517;  84  O.  G.,  311;  13  App.  D.  C,  111.) 

3.  Same — Same — Evidence — ^Alleged  Disclosure  to  Opposing  Party — Failure 

TO  Testify. 
Where  a  party  to  an  interference  testifies  that  he  described  to  the  oppos^ 
ing  party  certain  experiments  which  he  had  made  involving  the  invention 
of  the  issue  and  it  appears  that  such  party  at  the  time  of  such  disclosure 
\  was  highly  skilled  in  the  art  and  that  prior  thereto  he  was  not  in  possession 
of  the  invention,  the  failure  of  such  party  to  testify  in  his  own  behalf 
justifies  the  conclusion  that  the  testimony  is  true. 

Mr.  A.  M.  Bel-field^  Mr,  L.  S.  Bacon^  and  Mr.  J.  H.  MUans  for  the 
appellant. 

Mr.  W.  C.  Jonea^  Mr.  R.  L.  Ames^  Mr.  A.  B.  Setbold^  and  Mr.  G.  R. 
Hamlin  for  the  appellee. 

RoBB,  J.: 

This  is  an  appeal  by  Rolfe  from  the  decision  of  the  Commissioner  of 
Patents  awarding  priority  of  invention  to  Leeper,  the  junior  party 
to  an  interference  proceeding.  The  claims  of  the  issue  are  stated  in 
the  following  counts: 

1.  An  electrical  controller  comprising  thermally-operable  securing  means 
releasable  on  a  change  in  electrlcal-circnit  conditions,  and  having  provisions 
whereby  it  Is  automatically  resecured  in  operable  condition  preparatory  for 
another  operation. 

2.  An  electrical-circuit  protector  comprising  solder-controlled  devices  for  pro- 
tecting the  circuit  on  the  passage  of  an  unduly  strong  current,  and  having  pro- 
visions for  automatically  resoldering  itself  preparatory  for  another  operation. 

3.  An  electrical-circuit  protector  comprising  a  movable  part,  a  solder  joint 
for  normally  securing  said  part  in  position,  a  thermal  device  for  releasing  said 
solder  joint,  and  means  for  moving  said  movable  part,  said  protector  having 
provisions  for  automatically  resoldering  said  joint  with  the  protector  in  opera- 
tive condition. 
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4.  An  electrical-circuit  protector  comprising  means  operable  upon  an  excess 
of  current  for  protecting  the  circuit,  and  having  provisions  whereby  it  is  auto- 
matically reset  and  resoldered  in  reset  condition. 

5.  In  an  electrical-circuit  protector,  the  combination  of  a  quantity  of  cement- 
ing material,  means  for  softening  said  material  on  the  passage  of  an  unduly 
strong  current,  a  movable  part  normally  held  against  movement  by  said  cement- 
ing material,  and  means  for  moving  said  part  when  the  same  is  released  by  the 
passage  of  an  unduly  strong  current,  said  part  being  moved  into  position  for 
another  operation  and  associated  with  said  cementing  material  after  movement, 
whereby  said  part  is  automatically  recemented  after  movement. 

6.  In  an  electrical-circuit  protector,  the  combination  of  a  movable  part  nor- 
mally held  against  movement  by  a  solder  joint,  means  for  softening  the  solder 
of  said  joint  on  the  passage  of  an  unduly  strong  current,  and  means  for  moving 
said  part  when  the  same  Is  released  by  the  softening  of  the  solder,  said  part 
being  moved  into  iK>sition  for  another  operation  and  being  associated  with  the 
solder  after  such  movement,  whereby  the  parts  are  resoldered  or  self-soldered 
preparatory  for  another  operation. 

The  invention,  as  the  counts  indicate,  relates  to  a  self-soldering 
thermal  cut-out  automatically  operated  by  the  heat  produced  by  an 
abnormal  current  in  the  circuit  containing  the  cut-out;  the  object  of 
the  invention  being  the  protection  of  the  instruments  in  the  circuit. 
It  is  not  disputed  that  thermal  cut-outs  were  well  known  in  the  art 
prior  to  the  date  of  this  invention.  One  great  disadvantage  of  the 
cut-outs  of  the  prior  art  was  that,  when  an  abnormal  current  had 
softened  the  solder,  disrupted  the  parts,  and  thereby  opened  the 
circuit,  the  cut-out  was  thereafter  useless  and  had  to  be  replaced. 
To  quote  from  the  decision  of  the  Board  of  Examiners-in-Chief : 

The  idea  of  the  invention  in  the  issue  is  to  go  one  step  further  in  this  bonded, 
as  it  were,  cut-out  in  arranging  it  so  as  to  be  self-restoring.  This  idea  is  car- 
ried out  in  the  embodiment  of  both  the  interferauts  substantially  along  the 
same  line.  A  wire  is  used  on  which  solder  is  mounted  and  inclosing  the  solder 
is  a  cylinder  or  tube  to  which  is  secured  a  wheel  or  detent  in  the  teeth  of  which 
a  catch  engages,  the  other  end  of  the  catch  being  secured  to  an  automatically- 
opening  switch.  The  solder  serves  to  hold  the  cylinder  against  actual  rotation 
on  the  wire  thereby  allowing  the  catch  to  remain  engaged  In  the  detent  and 
holding  the  switch  closed.  Upon  the  passage  of  a  current  of  suitable  strength 
the  solder  is  softened  at  the  point  of  Its  adhesion  to  the  wire  thereby  allowing 
the  tube  to  turn  upon  the  wire  and  releasing  the  catch  which  permits  the 
spring  to  operate  to  open  the  rwitch,  thereby  opening  the  circuit.  In  the  course 
of  time  after  the  passage  of  the  current  the  solder  again  gets  hard  and  rebonds 
itself,  as  it  were,  to  the  wire,  thus  locking  the  cylinder  fast  thereon  and  thereby 
restoring  itself  in  the  condition  it  originally  was.  The  invention,  it  can  well 
be  imagined,  is  a  very  desirable  one. 

Kaisling,  having  taken  no  testimony,  is  restricted  to  his  filing  date 
of  October  5, 1903,  which,  being  subsequent  to  the  filing  date  of  Rolfe 
eliminates  Kaisling  from  the  case. 

The  Examiner  of  Interferences  awarded  priority  to  Leeper,  but 
his  decision  was  reversed  by  the  Examiners-in-Chief.  The  Assistant 
Commissioner,  in  turn,  reversed  the  Board  and  awarded  priority  to 
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Leeper.  There  is,  however,  very  little  conflict  in  the  findings  of  fact 
of  the  three  tribunals.  Each  has  found  that  Leeper  conceived  the 
invention  and  fully  disclosed  it  to  others  prior  to  the  earliest  date 
claimed  or  establidied  by  Rolfe.  Each  has  found  that  Leeper  con- 
structed a  device  disclosing  the  invention  prior  to  Rolfe's  entry  in  the 
field.  The  Examiner  of  Interferences  and  the  Assistant  Commis- 
sioner each  has  held  that  this  device  constituted  a  reduction  to  prac- 
tice, while  the  Board  of  Examiners-in-Chief  has  held  that  it  did  not. 
In  1900  Leeper  was  in  the  employ  of  the  Central  Union  Telephone 
Company,  in  Ohio,  and  had  had  experience  with  cut-outs  of  the  prior 
art.  While  conducting  experiments  he  conceived  the  invention  of  the 
issue,  and  on  April  15,  1900,  addressed  a  letter  to  one  E.  L.  Cook, 
in  which  he  disclosed  the  invention.  The  sending  and  receipt  of  this 
letter  together  with  its  contents  were  fully  established  by  competent 
evidence.  On  the  24th  of  April,  of  the  same  year,  Leeper  wrote  to 
his  mother,  Mrs.  Mary  R.  Tapy,  and  disclosed  the  invention  by  de- 
scription and  sketch,  which  letter  was  introduced  in  evidence,  its  re- 
ceipt by  Mrs.  Tapy  having  been  proven.  In  June,  1900,  Leeper  left 
the  Central  Union  Telephone  Company  and  entered  the  service  of  the 
Underwriters  Association  in  Chicago,  111.  It  is  clearly  established 
that  in  July,  or  August,  of  the  same  year,  he  constructed  a  full-sized 
device,  which,  as  above  stated,  each  of  the  tribunals  of  the  Patent 
Office  has  held  fully  (^isclosed  the  issue.  In  the  fall  of  1900  he  ex- 
hibited his  device  to  his  mother,  his  step-father,  H.  H.  Tapy,  a  book- 
keeper named  Charles  H.  Hunt,  and  a  dining-car  conductor  named 
Edmund  J.  Johnson,  who  was  interested  in  batteries  and  telegraph  in- 
struments. On  January  1,  1901,  Leeper  exhibited  his  device  to  Le 
Roy  Drake,  an  electrical  engineer  and  a  graduate  of  the  Armour  In- 
stitute of  Technology.  Mr.  Drake,  although  blind,  testified  with  con- 
vincing clearness.  He  selected  Leeper's  Exhibit  No.  1,  which  con- 
tained the  novel  parts  of  the  original  device,  from  among  other  ex- 
hibits, and  was  able  to  identify  the  apparatus.  Asked  to  describe  the 
device  examined  by  him  on  January  1,  1901,  he  replied : 

The  device  to  which  I  allude  was,  and  is  known  to  me,  as  an  automatic  cir- 
cuit-breaker. It  consisted  of  an  ordinary  knife-switch  of  the  single-pole  type, 
mounted  on  an  InsuIating-base,  a  wire  extended  from  the  place  into  which 
the  blade  of  the  switch  would  fit,  through  a  kind  of  cartridge  and  thence  to 
the  place  where  it  would  be  connected  to  the  circuit  on  which  it  was  to  be 
placed.  At  the  end  of  the  insulated  handle  of  the  switch,  extended  a  piece 
of  metal  having  at  its  lower  end  a  kind  of  fork  which  was  engaged  by  one  of 
a  series  of  depressions  at  the  large  end  of  the  cartridge.  The  cartridge  con- 
tained a  compound  susceptible  to  heat,  and  when  said  cartridge  was  heated  to 
the  proper  temperature,  it  would  move  freely  on  the  wire  previously  described. 

The  witness  was  positive  that  the  wire  and  cartridge  in  the  device 
which  he  examined  on  the  stand  were  the  same  as  those  in  the  original 
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device.  The  witness  testified  that  he  successfully  tested  the  original 
device  by  the  use  of  hot  water.  Other  witnesses  either  tested  it  or 
saw  it  tested  by  the  use  of  matches. 

In  Rolfe  V.  Hoffrnm  (C.  D.,  1906,  588;  121  O.  G.,  1350;  26  App. 
D.  C,  336)  the  question,  whether  a  similar  device  constructed  by 
Rolfe  (a  party  to  this  interference)  constituted  a  reduction  to  prac- 
tice, was  before  the  court,  and  the  court  held  that  the  invention 
demonstrated  itself,  saying: 

The  invention  relates  to  devices  for  protecting  low-tension  circuits,  such  as 
telegraph,  telephone,  and  fire-alarm,  from  injurious  effects  of  unduly  strong 
currents,  such  as  those  carried  by  power  and  lighting  circuits.  The  art  is 
a  well-developed  one  and  most  of  the  devices  used  for  the  purpose  are  simple 
and  their  working  well  understood  not  only  by  electricians  but  by  those  who 
work  In  that  line,  yet  lay  no  claim  to  be  ranked  as  experts.  A  man  of  ordinary 
skill  and  exi>erlence  in  the  art  would,  in  our  opinion,  understand  the  device  in 
controversy,  and  would  come  to  the  conclusion  that  It  would  work.  ♦  ♦  ♦ 
The  device  in  controversy  belongs  to  the  type  of  simple  devices  disclosed  and  re- 
ferred to  In  Ma%on  v.  Hepburn,  (C.  D.,  1898.  510;  84  O.  G.,  147;  13  App.  D.  C, 
86;)  Roe  v.  Hanson,  (C.  D.,  1902,  546;  99  O.  G.,  2550;  19  App.  D.  C,  559,)  and 
analogous  cases,  rather  than  to  the  devices  disclosed  in  M€u:donald  v.  Edison 
(C.  D.,  1903,  622;  105  O.  G.,  1283;  21  App.  D.  C.  527)  and  analogous  cases. 

The  only  thing  about  this  device  that  is  new  is  the  rotatable  re- 
soldering-detent.  It  was  well  known  that  a  current  of  a  given 
strength  over  a  wire  of  a  given  size  would  soften  the  detent,  and  there- 
by open  the  circuit.  It  was  equally  well  kno\<n  that  the  opening  of 
the  circuit  cut  off  the  heat-supply  and  thereby  permitted  the  solder  to 
harden,  which,  in  this  case  meant  that  the  rotatable  element  would 
again  become  rigid.  As  was  stated  by  the  Board  of  Examiners-in- 
Chief: 

It  cannot  be  doubted  from  the  evidence  that  an  electric  current  of  sufficient 
strength  will  soften  solder  and  that  the  solder  will  harden  upon  cooling,  and 
that  a  suitable  spring  will  open  the  switch,  and  those  things  can  rightfully  be 
Inferred  of  the  device  alleged  to  have  been  disclosed  (the  Leeper  device)  from 
the  past  experience  of  those  skilled  in  the  art  of  non-self-restoring  thermal 
cut-outs ; 

or  as  was  stated  by  the  Assistant  Commissioner : 

Fuses  and  circuit-protectors  were  In  common  use.  These  devices  generally 
used  solder,  which  fused  when  subjected  to  the  heat  produced  by  an  abnormal 
current  and  thereby  opened  the  circuit  or  permitted  devices  to  operate  and 
break  the  circuit  The  resistance  of  the  wire  and  the  melting-point  of  the 
solder  determined  the  amount  of  current  that  the  circuit  would  carry  without 
operating  the  device  and  the  time  within  which  It  would  oi^erate  with  a  given 
current.  It  was  well  known  that  by  varying  the  size  of  the  wire  and  the  melt- 
ing-point of  the  solder  used  in  constructing  the  device,  it  was  possible  to  vary 
the  current  and  the  time  necessary  to  operate  It  It  was  not  necessary  for 
Leeper  to  test  his  device  to  ascertain  these  facts.  He  knew  that  If  the  device 
operated  when  subjected  to  the  heat  of  water  or  a  flame,  it  would  operate  when 
the  heat  was  generated  In  an  electric  circuit 
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Having  in  mind  the  prior  state  of  the  art,  and  the  tests  made  of 
Leeper's  original  device,  we  hold  that  it  constituted  a  reduction  to 
practice. 

There  is  no  controversy  regarding  the  date  to  which  Leeper  is 
entitled,  which  is  earlier  than  the  earliest  date  even  claimed  by 
Kolfe.  It  is,  however,  contended  that  Leeper  by  his  long  delay  in 
filing  his  application  is  estopped  to  set  up  his  rights  against  those 
of  Kolfe,  who  was  diligent  both  in  respect  to  reduction  to  practice 
and  in  applying  for  a  patent.  It  is  true  that  Leeper's  application 
was  not  filed  until  May  28, 1904.  It  is  also  true  that  he  did  not  con- 
ceal or  abandon  his  invention.  The  evidence  shows  quite  the  con- 
trary. He  appears  to  have  realized  its  value,  to  have  discussed  it 
freely  with  others,  and  to  have  endeavored  to  interest  men  of  means 
to  exploit  it.  We  do  not  think  the  evidence  brings  the  case  within 
the  doctrine  enunciated  in  Mason  v.  Hepburn  (C.  D.,  1898,  510;  84 
O.  a,  147;  13  App.  D.  C,  86)  and  Warner  v.  Smith,  (C.  D.,  1898, 
517;  84  O.  G.,  311;  13  App.  D.  C,  111,)  but  rather  under  the  rule 
announced  in  Rolfe  v.  Hofiman,  supra. 

Another  point  remains  to  be  noticed.  On  January  3,  1901,  in  the 
course  of  his  employment  Leeper  inspected  a  building  in  Chicago  in 
which  Rolfe  had  a  shop.  The  date  of  this  inspection  is  established  by 
oral  testimony  and  by  the  records  of  the  Underwriters  Association. 
Leeper  testified  that  he  then  had  a  conversation  with  Rolfe  relating 
to  heat-coils,  and  explained  to  Rolfe  the  self-soldering  feature  of  his 
invention  and  the  experiments  he  had  made  "  with  the  old  Bell  heat- 
coil."  These  experiments  Leeper  at  another  point  in  his  testimony 
described  as  follows: 

I  got  to  experimenting  with  tbe  coil  and  noted  that  there  was  a  central  pin 
connecting  the  two  sections  and  that  when  the  coil  was  heated  one  section  could 
be  rotated  relatively  to  the  other  without  pulling  the  coil  apart  and  that  after 
the  coil  was  cooled  it  was  left  in  its  original  condition.  I  conceived  the  idea 
tliat  with  a  set  of  springs  somewhat  similar  to  the  old  springs,  but  arranged  so 
as  to  catch  in  the  notches  in  one  of  the  sections  of  the  coil,  the  combination 
could  be  used  so  as  to  make  a  heat-coil  arrangement  that  would  not  need  to  be 
sent  back  to  the  factory  for  repairs  after  it  had  operated  once. 

No  attempt  was  made  by  Rolfe  to  meet  this  testimony.  It  appears 
that  at  the  time  of  the  interview  he  was  highly  skilled  in  the  art,  and 
that  prior  thereto  he  was  not  in  possession  of  the  invention.  This 
testimony  is  consistent,  and,  if  true,  defeats  Rolfe's  claim,  for  enough 
was  disclosed  to  enable  one  skilled  in  the  art  to  practice  the  invention. 
Rolfe  was  in  a  position  to  know  whether  it  was  true,  and  his  silence 
in  the  circumstances  justifies  the  conclusion  that  it  was.  ( Winslow  v. 
Austin,  C.  D.,  1899,  301 ;  86  O.  G.,  2171 ;  14  App.  D.  C,  137.) 

We  find  no  error  in  the  decision  from  which  this  appeal  was  prose- 
cuted^  and^  therefore^  aflirm  it. 
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The  clerk  of  this  court  will  certify  this  opinion  and  the  proceedings 
in  this  court  to  the  Commissioner  of  Patents,  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 
ROLTE  V.  LeEPER. 
Decided  March  2,  1909. 
143  O.  G.,  564 ;  32  App.  D.  C,  689. 

BoBB,  /.; 

This  interference  also  involves  a  self-soldering  thermal  cut-out,  and 
the  issue  is  stated  in  the  following  counts : 

1.  In  apparatus  of  the  class  specified,  the  combination  of  a  beat-concentrating 
device,  a  small  quantity  or  body  of  material  adapted  to  be  affected  by  heat 
generated  In  the  heat-concentrating  device,  circuit-controlling  means,  a  plurality 
of  devices  each  adapted  to  engage  the  circuit-controlling  means,  said  devices 
being  subject  to  said  body  or  mass  of  material  and  the  circuit-controlling 
means  being  adapted  in  successive  operations  to  bring  said  devices  one  after 
another  tlnto  position  for  engagement. 

2.  In  apparatus  of  the  class  specified,  the  combination  of  a  heat-producing 
means,  a  rotary  detent  normally  held  against  rotation  by  heat-susceptible  ma- 
terial, and  circuit-controlling  means  adapted  to  produce  a  relative  turning  be- 
tween the  heat-producing  means  and  the  rotary  detent,  when  the  heat-susceptible 
material  Is  softened. 

It  was  stipulated  that  the  record  and  testimony  in  Rolfe  v.  Kaisling 
V.  Leeper^  {ante^  393;  143  O.  G.,  562,)  be  used  in  this  case.  It  fol- 
lows that  the  decision  will  be  the  same. 

The  decision  of  the  Commissioner  of  Patents  is  affiTTned^  and  the 
clerk  of  this  court  will  certify  this  opinion  and  the  proceedings  in  this 
court  to  the  Commissioner,  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Colambia.] 

Mabdeb  V.  Dey  and  Dey. 

Decided  March  2,  1909. 
143  O.  G.,  564;  32  App.  D.  C,  593. 

INTEBFEBENCE — CONCEPTION — MERE  IDEA  IS  NOT  AN  INVENTION. 

A  mere  conception  of  the  Idea  that  a  construction  which  had  been  used 
in  one  mechanism  might  be  adapted  to  another  for  accomplishing  a  similar 
function  does  not  amount  to  an  Invention.  Invention  consists  of  the  con- 
ception of  an  Idea  and  of  means  for  putting  it  in  practice  and  producing 
the  desired  result.  {Burson  v.  Vogel,  C.  D.,  1907,  669;  131  O.  G.,  942;  29 
App.  D.  C,  388.) 

Mr.  J.  E.  Bull  for  the  appellant. 
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Mr,  C.  H.  DueU,  Mr.  F.  P.  Warfleld,  and  Mr.  H.  S.  Duell  for  the 
appellees. 

EoBB,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
awarding  priority  of  invention  to  the  senior  party  and  patentee  in 
an  interference  proceeding. 

The  subject-matter  of  the  interference  is  a  clock-controlled  time- 
recorder,  which  registers  the  time  of  arrival  and  departure  of  em- 
ployees by  impressions  on  cards.  Formerly  such  recorders  printed  in 
a  single  color.  This  invention  records  late  arrivals  and  early  de- 
partures in  a  different-colored  ink  from  that  in  which  regular  arrivals 
and  departures  are  printed,  and  thereby  enables  those  reading  the 
items  to  segregate  the  late-arrival  and  early-departure  items  from 
others  much  more  expeditiously  than  formerly.  The  issue  is  set  forth 
in  the  following  counts: 

1.  A  clock-controlled  time-recorder  comprising  time-printing  mechanism 
adapted  to  print  records  of  different  classes  in  distinctive  impressions. 

2.  A  cloclt-con trolled  time-recorder,  comprising  time-printing  mechanism 
adapted  to  print  records  of  different  classes  with  the  colors  of  the  impressions 
distinctive  of  each  class. 

3.  A  time-recorder,  including,  in  combination,  time-controlled  marldng  de- 
vices, means  for  producing  records  therefrom,  and  means  whereby  records  of 
different  classes  are  made  by  marks  having  distinguishing  characteristics. 

4.  A  time-recorder,  including,  in  combination,  time-controlled  marking  de- 
vices, means  for  producing  records  therefrom,  and  means  whereby  records  of 
regular  and  irregular  character  are  made  by  marks  having  distinguishing  char- 
acteristics. 

5.  A  time-recorder,  including,  in  combination,  time-controUed  marking  de- 
vices, means  for  producing  records  therefrom,  and  means  whereby  records  of 
different  classes  are  made  by  marks  having  distinguishing  characteristics. 

6.  A  time-recorder,  including,  in  combination,  time-controlled  marking  de- 
vices, means  for  producing  records  therefrom,  and  means  whereby  records  of 
regular  and  irregular  character  are  made  by  marks  having  distinguishing  char- 
acteristics. 

The  application  of  Dey  and  Dey  was  filed  November  15, 1904,  and 
a  patent  was  issued  thereon  March  28,  1905. 

Marder's  application  was  not  filed  until  May  5,  1905,  which  fact 
imposes  upon  him  a  heavy  burden  of  proof.  There  are  other  cir- 
cumstances connected  with  the  case  which  tend  to  increase  rather 
than  diminish  that  burden. 

The  machine  Which  Marder  claims  constituted  his  reduction  to 
practice  was  constructed  by  the  International  Time  Recording  Com- 
pany (hereinafter  called  the  International  Co.,)  about  December  1, 
1903.  Marder  at  that  time  and  subsequently  was  manager  of  one 
of  the  foundries  of  the  American  Type  Foundry  Company.  He 
made  no  application  for  a  patent  until  instigated  to  do  so  by  counsel 
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for  the  International  Co.,  and  executed  the  application  after  having 
executed  a  license  and  royalty  agreement  under  the  terms  of  which 
the  company  was  to  have  the  exclusive  license  to  manufacture  under 
any  patent  which  might  issue  on  the  application.  The  record  further 
discloses  that  that  company  now  controls  the  Dey  and  Dey  patent. 

We  will  first  consider  the  evidence  upon  which  Marder's  applica- 
'  tion  is  based.  As  above  stated,  he  was  a  manager  for  the  American 
Type  Foundry  Company,  but  he  was  not  a  mechanic.  As  such 
manager  it  became  his  duty  to  purchase  time-recorders,  and  repre- 
sentatives of  both  Dey  and  Dey  and  the  International  Co.  attempted 
to  secure  his  order.  In  1901  Marder  says  he  told  Mr.  Hogue,  who 
was  then  an  agent  for  the  Dey  Company  that  he  would  not  be  satis- 
fied with  any  time-recorder  which  did  not  give  him  a  record  on  an 
individual  card  and — 

a  distinguishing-mark  so  that  the  employees  who  came  in  late,  or  left  early, 
could  be  readily  ascertained. 

The  witness  was  asked  whether  he  disclosed  to  Hogue  how  to  pro- 
vide for  these  distinguishing-marks,  and  replied : 

I  do  not  recollect  that  anything  was  stated  in  the  conversation  with  Mr. 
Hogue  as  to  the  exact  means  of  providing  for  those  distinguishing-marks,  other 
than  the  insertion  of  a  two-color  ribbon  in  the  time-recorder. 

Witness  also  testified  relative  to  conversations  with  S.  W.  McLean, 
a  representative  of  the  International  Co.  Asked  to  state  when  these 
conversations  occurred  and  the  circumstances  of  them,  the  witness 
answered : 

The  conversations  with  McLean  took  place  some  time  in  October  or  November, 
1903— 

and  that  they  were  practically  the  same  as  the  conversations  with 
Hogue.    Witness  further  testified  that  he  sent  a  two-colored  type- 
writing or  adding  machine  ribbon  to  McLean — 
to  facilitate  getting  the  two-color-ribbon  feature  on  time-recorders. 

Asked  how  this  was  to  facilitate  the  matter,  the  witness  replied : 

My  recollection  of  it  is  that  Mr.  McLean  agreed  to  get  his  company  to  experi- 
ment on  a  two-color-ribbon  device,  and  that  one  objection  that  the  factory 
brought  up  was  that  the  two-color  ribbon  could  not  be  obtained  without  a  good 
deal  of  expense,  and  I  thought  by  getting  a  ribbon  which  I  knew  was  used  at 
that  time  on  type-writing  machines,  and  on  adding-machlnes,  that  it  would 
hurry  along  the  delivery  of  a  time-recorder  with  the  two-color-ribbon  feature. 

Asked  whether  he  disclosed  to  McLean  any  means  for  moving  or 
shifting  the  two-colored  ribbon,  the  witness  answered : 

Yes,  I  told  McLean  that  the  matter  of  shifting  the  ribbon  to  give  the  dis- 
tinctive impressions  ought  not  to  be  liard  for  any  mechanic,  as  a  similar  shift- 
ing device  was  in  use  at  that  time  on  type-writers  and  adding-machlnes. 
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We  reproduce  .the  following  questions  and  answers  from  the  cross- 
examination  of  the  witness: 

Q.  Now  as  I  understand  your  statement  as  to  the  way  in  which  you  made 
this  invention  it  is  that  you  conceived  the  idea  tliat  it  would  be  a  good  thing  to 
equip  a  time-recorder  with  a  two-color  ribbon,  tliat  you  disclosed  this  idea  to 
several  persons,  stating  to  one  in  particular  that  the  matter  of  shifting  the 
ribbon  to  give  distinctive  impressions  ought  not  to  be  hard  for  any  mechanic, 
and  that  thereafter  the  company  of  which  the  party  to  whom  you  made  this 
statement,  to  wit,  one  McLean  was  a  representative,  delivered  at  your  factory  a 
construction  such  as  that  shown  in  '*  Exhibit  No.  8;  **  is  that  correct? 

A.  Yes. 

Q.  And  you  never  made  any  drawings  of  the  structure? 

A.  No. 

Q.  Nor  an>  further  disclosure  as  to  the  means  of  carrying  out  your  idea, 
beyond  what  you  have  already  stated? 

A.  No. 

McLean  was  called  as  a  witness  for  Marder  and  his  testimony  was 
substantially  in  accord  with  that  above  detailed. 

H.  E.  Bundy,  treasurer  and  general  manager  of  the  International 
Co.,  was  also  called  as  a  witness  for  Marder,  and  on  cross-examination 
was  asked  whether  Marder  in  any  way  supervised  the  construction  of 
Marder's  exhibit  machine,  and  answered  in  the  negative.  He  was 
asked : 

Was  there  anything  peculiar  about  this  ribbon  (furnished  by  Marder)  or  was 
It  the  ordinary  type  such  as  is  used  for  example  in  type-writing? 

and  replied :  "  It  was  the  ordinary  type." 

He  was  further  asked  whether  Marder  gave  instructions  as  to  the 
manner  of  using  the  ribbon  or  the  method  of  mounting  it,  and  replied 
in  the  negative.    Whereupon  the  following  occurred : 

Q.  I  gather  from  your  preceding  answers,  then,  that  Mr.  Marder,  in  the  use 
of  card-machines,  decided  that  it  would  be  highly  useful  to  print  regular  and 
irregular  records  in  different  colors  in  order  to  distinguish  between  the  same 
more  clearly,  and  merely  communicated  his  views  as  above  to  your  company, 
with  the  request  that  you  evolve  for  him  an  efficient  card  time-recorder  liaving 
these  characteristics;  is  this  true? 

A.  That  is  true. 

Q.  In  other  words,  and  in  order  to  make  this  clearer,  he  merely  communicated 
to  your  company  the  object  sought,  and  left  the  rest  with  you ;  is  that  true? 

A.  That  is  true. 

Time-recording  devices,  to  which  this  invention  applies,  are  of 
entirely  different  construction  than  either  adding  or  type-writing 
machines,  and  it  by  no  means  follows,  that  because  one  has  conceived 
the  idea  of  adapting  a  two-colored-ribbon  device  similar  to  that  em- 
ployed in  adding  and  type-writing  machines  to  a  time-indicator,  that 
he  has  made  an  invention.  It  might  have  seemed  to  an  inexperienced 
person  like  Marder  that  the  mere  suggestion  of  the  result  desired  was 
sufficient  to  enable  any  mechanic  skilled  in  the  art  to  bring  about  that 
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result.  In  this  we  think  he  was  mistaken.  Since  the  burden  of  proof 
rests  upon  him  it  must  clearly  appear  that  his  discovery  had  passed 
the  speculative  and  experimental  stage  and  reached  the  point  of  con- 
summation. 

The  law  requires  not  conjecture  but  certainty.  {Coffln  v.  Ogden,  5  O.  G.  270; 
18  Wall.,  120.) 

We  are  far  from  satisfied  that  the  mere  suggestion,  that  a  device 
attached  to  an  entirely  different  mechanism  be  added  to  a  time- 
recorder,  completed  the  invention,  and,  unless  the  invention  was  com- 
plete, Marder — 

was  inventing,  hut  had  not  invented,  and  he  must  have  invented  before  the  law 
will  come  to  his  protection.  (Mergenthaler  v.  Scudder,  C.  D.,  1897,  724;  81 
O.  G.,  1417;  11  App.  D.  C,  204.) 

Inv^ition  consists  of  the  conception  of  the  idea  and  of  means  for  putting  it 
in  practice  and  producing  the  desired  result.  {Burson  v.  Vogel,  C.  D.,  1907, 
660;  131  O.  G.,  942;  29  App.  D.  C,  388.) 

Moreover,  the  fact  that  Marder  made  no  claim  to  this  invention 
until  instigated  to  do  so  by  the  International  Co.,  a  year  and  four 
months  after  the  construction  of  the  machine  which  he  claims  as  his 
reduction  to  practice,  is  a  circumstance  not  calculated  to  remove  the 
doubt  already  existing.  It  is  inconceivable,  if  Marder 's  conception 
was  complete,  that  he  should  have  taken  no  greater  interest  in  the  con- 
struction of  the  first  machine  embodying  his  idea  and  that  he  should 
have  neglected  to  make  claim  to  the  invention. 

We  conclude  that  the  Commissioner  was  right  in  ruling  that 
Marder's  conception  embraced  merely  the  result  desired — 

without  any  definite  idea  of  the  manner  in  which  the  same  could  be  accom- 
plished. 

This  conclusion  disposes  of  the  case  since  it  leaves  Marder  without 
standing  in  the  Patent  Office. 

The  decision  of  the  Commissioner  of  Patents  is  a^rmed^  and  the 
clerk  of  this  court  will  certify  this  opinion  and  the  proceedings  in  this 
court  to  the  Commissioner,  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Ltjten. 

Decided  March  2,  1909. 
143  O.  G.,  1110;  32  App.  D.  C,  509. 

1.  Patentability — Jubisdiction  of  the  CJoubt  of  Appeals  of  the  District  of 
Columbia. 
Where  appeal  Is  taken  to  the  Court  of  Appeals  of  the  District  of  Colum- 
bia from  the  decision  of  the  Commissioner,  that  court  has  no  jurisdiction 
to  review  the  decision  of  the  Examiners-in-Chief  allowing  certain  claims. 
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2.  Same — Method  of  Bbidge-Building — Material  Used  Does  Not  Ajtect  Pat- 
entability OF  THE  Claims. 
It  makes  no  difference  in  considering  the  patentability  of  the  "  method  " 
claim  of  what  materials  the  bridge  is  made. 

Messrs.  Bradford  cfe  Hood  for  the  appellant. 

Mr.  Webster  S.  Ruckman  for  the  Commissioner  of  Patents. 

Shepabd,  C.  J.: 

Daniel  B.  Luten  filed  this  application,  April  1,  1907,  for  a  patent 
for  new  and  useful  improvements  in  bridges  or  arches  of  concrete  or 
other  analogous  materials.    Beginning  his  description,  he  says: 

This  invention  relates  to  girder-bridges  and  to  arch  bridges  which  are  made 
of  concrete  or  other  suitable  materials  and  to  methods  of  erecting  the  same, 
and  has  for  its  general  object  to  provide  an  improved  structure  of  the  class 
referred  to  which  shaU  combine  a  maximum  of  strength  and  efficiency  with  in- 
creased economy  of  construction,  compared  with  similar  bridges  at  present  in 
use.  The  improvements  to  which  my  Invention  is  directed  pertain  more  directly 
to  the  spandrels,  copings,  and  raUings  of  such  bridges,  and  to  methods  of  so 
erecting  structures  as  will  produce  an  efflci^it  and  satisfactory  superstructure. 

Twenty-five  claims  are  made  and  embody  the  methods  of  construc- 
tion.   The  claims  read  as  follows: 

!•  Tliat  improvement  in  the  art  of  building  an  arch  comprising  first  placing 
the  footings  with  upper  surface  upwardly  inclined  away  from  the  span,  then 
laying  a  pavem^it  between  the  footings,  then  erecthig  centers  on  the  pavement, 
then  erecting  the  arch  of  plastic  material  on  the  centers,  then  erecting  part  of 
t|)e  spandrel  or  superstructure  approximately  to  the  copings,  then  adding  the 
earth  filling,  pavement,  or  other  loading,  then  erecting  the  forms  for  railing, 
coping,  or  upper  spandrel,  then  permitting  the  arch  to  harden,  then  releasing 
the  centering-supports,  then  aUowing  the  arch  to  settle,  then  completing  the 
spandrel,  coping,  or  railing,  and  subsequently  removing  the  centering. 

2.  That  improvement  in  the  art  of  building  an  arch  or  girder  comprising  pla- 
cing the  foundations  of  the  arch  or  girder,  then  laying  a  iwvement  between  the 
foundations,  then  erecting  temporary  supports  on  the  pavement,  then  erecting 
the  arch  or  girder  on  the  temporary  supports,  then  erecting  part  of  the  spandrel 
or  superstructure,  then  loading  the  structure,  then  erecting  forms  for  railing  or 
coping,  then  releasing  the  temporary  supports,  then  allowing  the  arch  or  girder 
to  settle,  then  adding  to  the  spandrel  or  superstructure,  and  subsequ^itly  remov- 
ing the  centering. 

3.  That  improvement  in  the  ari  of  buUding  an  arch  or  girder  of  hardening 
plastic  comprising  placing  the  foundations,  then  laying  a  pavement  between  the 
foundations,  then  erecting  temporary  supports  on  the  pavement,  then  erecting 
the  arch  or  girder  on  the  temporary  supporis,  then  erecting  part  of  the  spandrel 
or  superstructure,  then  adding  part  of  the  fixed  loading,  then  erecting  raUlng- 
falsework,  then  releasing  the  temporary  supports  allowing  the  arch  or  girder  to 
settle,  then  adding  to  spandrel,  railing,  or  superstructure,  and  subsequently  re- 
moving the  centering. 

4.  That  improvement  in  the  art  of  building  an  arch  or  girder  comprishig  pla- 
cing foundations  for  temporary  supports,  erecting  temporary  supports  upon  the 
foundations,  then  erecting  an  arch  or  girder  on  the  temporary  supports,  then 
erecting  the  lower  part  of  the  spandrel  or  superstructue,  then  adding  fixed  load- 
ing, then  erecting  railing-falsework,  then  r^easing  the  temporary  supports  to 
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allow  settlement,  then  adding  to  spandrel,  railing,  or  superstructure,  and  subse- 
quently removing  the  temporary  supports. 

5.  That  improvement  in  the  art  of  building  an  arch  or  girder  of  liardening 
plastic  comprising  laying  foundations  of  plastic  for  temporary  supports,  erecting 
temporary  supports  upon  the  foundation,  then  erecting  an  arch  or  girder  on  the 
supports,  then  erecting  part  of  the  spandrel  or  superstructure  on  the  arch  or 
girder,  then  adding  other  fixed  loading,  then  erecting  falsework  for  coping  or 
railing,  then  lowering  the  temporary  supports,  then  adding  spandrel,  coping,  or 
railing  of  plastic  material  and  subsequently  removing  all  falsework. 

6.  That  improvement  in  the  art  of  building  an  arch  or  girder  comprising 
erecting  colters,  then  erecting  an  arch  or  girder  on  the  centers,  then  erecting 
part  of  the  spandrel  or  superstructure,  then  adding  other  loading,  then  erecting 
falsework  for  coping  or  railing,  then  lowering  the  centers,  then  adding  to  span- 
drel, coping,  or  railing,  and  subsequently  removing  the  centers  and  forms. 

7.  That  improvement  in  the  art  of  building  an  arch  or  girder  of  hardening 
plastic  comprising  erecting  centers,  then  erecting  an  arch  or  girder  on  the  col- 
ters, then  erecting  part  of  the  spandrel  or  superstructure,  then  adding  to  the 
loading,  then  erecting  forms  for  coping  or  railing,  then  lowering  the  centers, 
then  adding  to  spandrel,  coping  or  railing,  and  subsequently  removhig  the  cen- 
ters and  forms. 

8.  That  improvement  in  the  art  of  building  an  arch  or  girder  comprising 
erecting  the  arch  or  girder  on  temporary  supports,  together  with  part  of  the 
Himudrel  or  superstructure,  then  adding  to  the  load  on  the  arch  or  girder,  then 
erecting  falsework  for  railing  or  coping,  then  manipulating  the  temporary  sup- 
ports so  as  to  subject  the  arch  or  girder  to  stress  without  permitting  excessive 
distortion,  then  adding  to  spandrel,  coping,  or  railing. 

9.  That  improvement  in  the  art  of  building  an  arch  or  girder  of  liardening 
plastic  comprising  erecting  the  arch  or  girder  on  temporary  supports,  together 
with  part  of  the  spandrel  or  superstructure,  then  adding  to  the  load  on  the  arch 
or  girder,  then  erecting  forms  for  railing  or  coping,  then  manipulating  the  tem- 
porary supports  so  as  to  subject  the  arch  or  girder  to  stress  without  permitting 
excessive  distortion,  then  adding  plastic  material  for  spandrel,  coping,  or 
railing. 

10.  That  improvement  in  the  art  of  building  an  arch  or  girder  comprising 
erecting  tho  arch  or  girder  on  temporary  supiwrts,  together  with  part  of  the 
spandrel  or  suiierstructure,  then  adding  roadway-filling,  then  erecting  railing- 
falsework,  then  lowering  the  temporary  supports,  and  subsequently  completing 
spandrel,  coping,  or  railing. 

11.  That  Improvement  In  the  art  of  building  an  arch  or  girder  of  hardening 
plastic  comprising  erecting  the  arch  or  girder  on  centers  together  with  part  of 
the  spandrel  or  sui)erstructure,  then  building  up  the  roadway,  then  erecting 
forms  for  coping  or  railing,  then  striking  the  centers,  and  subsequently  com- 
pleting the  spandrel,  coping,  or  railing  with  plastic  material. 

12.  That  improvement  in  the  art  of  building  an  arch  or  girder,  comprising 
erecting  the  arch  or  girder  on  temporary  supports,  then  erecting  part  of  the 
spandrel  or  superstructure,  then  adding  other  loading,  then  lowering  the  tem- 
porary supports  and  subsequently  adding  coping  or  railing. 

13.  That  Improvement  in  the  art  of  building  an  arch  or  girder  of  hardening 
plastic  comprising  erecting  the  arch  or  girder  on  temporary  supports,  then 
adding  part  of  the  spandrel  or  superstructure,  then  increasing  the  loading,  then 
lowering  the  temporary  supports  and  subsequently  completing  spandrel,  coping, 
or  railing. 

14.  That  improvement  In  the  art  of  building  an  arch  or  girder  comprising 
erecting  the  arch  or  girder  together  with  part  of  the  i^andrel  or  superstruc- 
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ture  on  centers,  then  lowering  the  centers  and  subsequently  adding  coping  or 
railing. 

15.  That  improvement  in  the  art  of  building  an  arch  or  girder  of  hardening 
plastic  comprising  erecting  the  arch  or  girder  and  part  of  the  spandrel  or 
superstructure  approximately  to  the  coping,  on  temporary  supports,  then  lower- ^ 
ing  the  supports,  and  subsequently  adding  coping  and  railing. 

16.  That  improvement  in  the  art  of  building  an  arch  or  girder  of  concrete 
comprising  erecting  the  arch  or  girder  together  with  part  of  the  spandrel  or 
superstructure,  then  manipulating  the  supports  of  the  arch  or  girder  to  permit 
settlement  and  subsequently  completing  the  spandrel,  coping,  or  railing. 

17.  That  improvement  in  the  art  of  construction  comprising  erecting  a  sup- 
porting structure  of  concrete  together  with  part  of  the  supported  superstructure 
Integral  therewith,  then  subjecting  the  supporting  structure  to  its  principal 
loading  stresses  and  subsequently  completing  the  superstructure. 

18.  That  improvement  in  the  art  of  building  an  arch  or  girder  of  concrete 
comprising  erecting  the  arch  or  girder  together  with  part  of  the  integral  super- 
structure supported  thereby,  and  completing  the  superstructure  after  the  arch  or 
girder  is  subjectcftl  to  its  principal  loading  stresses. 

19.  That  improvement  in  the  art  of  construction  comprising  erecting  a  sup- 
l)orting  structure  of  concrete  together  with  part  of  the  supported  superstructure 
integral  therewith,  then  subjecting  the  supporting  structure  to  stresses  induced 
by  diminution  of  external  support,  and  subsequently  completing  the  superstruc- 
ture. 

20.  That  Improvement  in  the  art  of  building  an  arch  or  girder  bridge  of  con- 
crete comprising  erecting  the  arch  or  girder  together  with  part  of  the  integral 
superstructure  supported  thereby,  and  completing  the  superstructure  after  the 
arch  or  girder  is  subjected  to  stresses  induced  by  diminution  of  external 
support. 

21.  That  improvement  in  the  art  of  building  an  arch  or  girder  bridge  of  con- 
crete comprising  erecting  the  arch  or  girder,  then  erecting  part  of  the  integral 
superstructure  supported  thereby,  then  applying  additional  loading,  and  subse- 
quently adding  to  the  superstructure  after  the  arch  or  girder  is  subjected  to  its 
principal  internal  stresses. 

22.  That  improvement  in  the  art  of  building  an  arch  or  girder  bridge  of  con- 
crete comprising  erecting  the  arch  or  girder  together  with  part  of  its  integral 
superstructure,  then  applying  granular  loading,  and  subsequently  completing  the 
superstructure  after  the  arch  or  girder  is  subjected  to  stress. 

23.  That  improvement  in  the  art  of  building  an  arch  or  girder  bridge  of  con- 
crete comprising  erecting  the  arch  or  girder  together  with  part  of  its  integral 
superstructure,  then  applying  fhe  other  loading,  then  erecting  forms  for  com- 
pleting of  superstructure,  and  subsequently  placing  the  concrete  for  superstruc- 
ture after  the  arch  or  girder  is  subjected  to  its  principal  stresses. 

24.  That  improvement  in  the  art  of  building  a  concrete  bridge  comprising 
erecting  the  bridge  together  with  integral  loading,  and  subsequently  completing 
the  integral  loading  after  the  bridge  has  assumed  its  principal  stresses. 

25.  That  improvement  in  the  art  of  building  a  concrete  bridge  comprising 
l&ying  a  pavement,  erecting  centers  upon  the  pavement,  then  erecting  the  bridge 
and  spandrel  approximately  to  the  coping,  then  adding  earth  loading,  then 
creating  forms  for  coping  and  railing,  then  manipulating  the  centers  to  cause 
the  bridge  to  assume  its  principal  stresses,  then  completing  coping  and  railing 
and  subsequently  removing  centers  and  forms. 

Applicant  states  that  the  generally-recognized  method  of  construct- 
ing arched  bridges,  consists  in  erecting  centerings,  and  then  erecting 
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the  arch-ring,  the  spandrel-walls,  coping,  railings,  and  filling  com- 
plete before  the  removal  of  the  centerings,  so  that  the  practically- 
finished  structure,  including  the  roadway  proper,  is  supported  upon 
the  centering  or  falsework  until  the  concrete  or  mortar  has  properly 
set.  By  this  process,  the  entire  structure,  upon  the  removal  ot  the 
centering,  is  at  once  subjected  to  all  of  its  settlement  stresses,  from 
which  cracks  inevitably  result,  with  sagging  of  the  coping  and  rail- 
ing immediately  above  the  crown. 

By  applicant's  method,  piers  or  abutments  are  first  erected.  Cen- 
tering is  then  erected  between  these,  the  arch-ring  is  produced,  and 
the  lower  portions  of  the  spandrels  are  erected  while  the  centering  is 
still  in  place.  The  extension  of  the  spandrel-walls  upwardly  is  not 
definitely  stated.  The  centering  is  then  withdrawn  so  that  the  arch 
is  subjected  to  its  settlement  stresses.  The  sagging  at  any  point 
through  this  settling  may  then  be  compensated  before  the  coping  is 
added,  thus  enabling  it  to  remain  true. 

The  Primary  Examiner  rejected  all  of  the  claims  made  on  refer- 
ences to  the  following  publications:  Engineemig  News^  vol.  50,  p. 
427,  (description  of  the  Big  Muddy  River  bridge;)  idem^  vol.  28, 
p.  49,  (description  of  Goir-Noir-bridge  construction;)  Transaction 
of  the  American  Society  of  Civil  Engineers^  vol.  17,  pp.  210,  212. 
He  said: 

It  is  a  matter  of  common  knowledge  among  mechanics  of  the  building  trades 
that  if  superstructure  is  begun  upon  a  foundation  that  has  not  had  time  to 
settle,  the  walls  of  the  superstructure  will  be  likely  to  crack.  This  is,  of 
course,  because  tensional  stresses  are  set  up  in  the  superstructure.  This  prin- 
ciple is  all  that  is  included  in  the  alleged  "  method  "  disclosed  in  this  applica- 
tion. The  application  is  a  mere  attempt  to  obtain  a  patent  for  the  application 
of  this  principle  to  the  building  of  a  bridge,  and  it  is  thought,  even  without 
references,  that  a  valid  patent  could  not  be  issued  therefor.  It  is  the  custom 
amoug  engineers,  when  building  a  succession  of  arches  to  provide  timber  for 
centering  for  only  part  of  the  arches  when  the  exigencies  of  the  construction 
will  allow,  construct  the  arch-rings  for  part  of  the  arches,  remove  the  centers, 
and  use  the  same  timber  for  other  arches.  This  is  shown  In  the  reference  to 
the  building  of  the  Big  Muddy  River  bridge.  JThe  railroad  now  building  from 
southern  Florida  to  Key  West  is  an  example  of  the  case  where  many  arches 
In  succession  are  to  be  built,  in  some  cases  extending  over  two  or  three  miles. 

The  Primary  Examiner  attached  no  importance  to  the  suggestion 
that  the  application  is  limited  to  concrete  construction  alone.  He 
said: 

It  is  not  seen  to  make  the  slightest  difference,  in  contemplating  a  "  method*** 
of  what  material  the  arch  is  made.  The  settlement  of  a  brick  arch  after  the 
building  of  the  superstructure  will  introduce  tensile  strains  as  will  the  settle- 
ment of  a  concrete  arch.  This  is  graphically  illustrated  by  the  effect  of  this 
decentering,  as  described  by  Major  Medley,  1863. 

This  refers  to  one  of  the  publications  cited. 
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The  Examiners-in-Chief ,  to  whom  applicant  appealed,  took  a  dif- 
ferent view.    They  said: 

None  of  the  references  cited  by  the  Bzaminer  disclose  the  Idea  of  erecting 
the  footings,  the  arch  or  girder  and  a  part  of  the  superstructure  or  spandrel 
of  a  concrete  bridge,  allowing  the  parts  to  settle  by  loosening  or  releasing  the 
falsework  of  the  bridge  so  that  the  structure  assumes  the  principal  stresses, 
and  then  completing  the  superstructure.  The  object  of  this  method  of  con- 
struction Is  to  prevent  the  settlement  stresses  from  cracking,  the  superstructure 
of  the  complieted  bridge.  *  *  *  The  Examiner  refers  to  a  number  of  pub- 
lications as  anticipating  appellant's  improvement,  but  these  citations,  while 
revealing  the  idea  of  allowing  a  bridge  structure  to  settle  under  load  before 
the  spandrels  are  added,  do  not  describe  the  partial  completion  of  the  spandrels 
of  a  concrete  bridge,  the  subsequent  settling  of  this  partially-completed  stnic- 
tore  and  the  final  completion  of  the  spandrels. 

They,  however,  reversed  the  Examiner's  decision  as  to  the  last  six 
claims  only — 20  to  25  inclusive.  Their  view  was  that  the  appellant's 
invention  is  confined  specifically  to  bridges  of  entire  concrete  con- 
struction, and  that  the  first  nineteen  claims,  not  being  so  limited, 
were  not  allowable,  under  the  application.  Some  of  those  claims,  it 
will  be  observed,  fail  to  specify  that  any  part  of  the  structure  is 
made  of  concrete  or  plastic  material,  while  others  limit  the  plastic- 
material  construction  to  certain  parts,  only,  of  the  bridge  structure. 
For  this  reason  they  afiirmed  the  denial  of  claims  1  to  19,  inclusive. 

The  Commissioner  approved  the  reasoning  of  the  Examiners-in- 
Chief,  and  affirmed  their  decision. 

We  must  confess  to  being  strongly  impressed  with  the  reasoning  of 
the  Primary  Examiner  on  the  general  question  of  patentability,  in 
view  of  the  common  knowledge  of  the  art,  and  the  descriptions  of 
former  bridge  constructions  contained  in  the  several  publications 
referred  to  by  him.  But  we  are  of  the  opinion  that  considera- 
tion of  that  question  is  precluded  by  the  decisions  subsequent  to  his. 
The  conclusion  of  the  Examiner  was  denied,  and  as  a  consequence 
six  of  the  claims  denied  by  him  have  been  allowed,  and  a  patent  con- 
taining them  will  be  granted,  no  matter  what  may  be  the  result  of  this 
appeal,  for  we  have  no  jurisdiction  to  review  the  decision  as  to  them. 
We  are  constrained,  therefore,  to  confine  our  consideration  to  the 
question  whether  the  applicant  is  to  be  limited  to  claims  based  on  an 
entire  concrete  construction,  where  a  portion  of  the  spandrel  is  in- 
tegrally formed  with  the  arch.  We  do  not  agree  with  the  two  last 
tribunals  which  substantially  held  that  the  description  of  the  inven- 
tion is  confined  to  a  bridge  constructed  wholly  of  plastic  material. 
At  the  time  of  this  application  these  arched  bridges  had  usually  been 
constructed  of  brick  or  stone,  although  concrete  was  then  coming 
more  and  more  into  use  as  a  substitute.  The  method  of  the  applicant 
is  applicable  in  constructions  of  the  three  several  materials,  though, 
evidently,  he  had  plastic  materials  particularly  in  mind.    He  says  in 

21895— H.  Doc.  124, 61-2 27 
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his  application  that  his  invention  rdates  to  girder  and  arch  bridges 
"which  are  made  of  concrete,  or  other  suitable  material."  Other 
suitable  material  must  be  brick  or  stcme  joined  with  mortar.  The  ap- 
parent object  of  applicant's  method  is  to  decrease  the  size  and  thick- 
ness of  the  arch,  thereby  effecting  a  saving  of  material  and  labor,  as 
well  as  enabling  the  use  of  leas  material  for  centering  where  several 
additional  ardies  are  to  be  erected.  This  is  as  desirable  in  the  use  of 
one  kind  of  material  as  ik  another.  In  another  part  of  his  specifica- 
tion he  says: 

After  eomiileting  the  arch  or  girder  and  while  waiting  for  ft  to  harden  wliile 
striking  or  removing  the  centers,  the  forme  of  the  spandrel  and  railing,  if  to  he 
of  c&norete,  may  be  bnilt  so  that  after  Hie  coiters  are  removed  from  the  struc- 
tare  the  only  work  required  to  complete  it  is  the  placing  of  tlie  concrete  in  the 
forms.  The  work  may  be  so  divided  that  only  the  railing-forms  or  the  railing 
and  coping  forms  will  require  filling  with  concrete  after  releasing  the  centers. 

We  agree  with  the  Primary  Examiner  that  it  makes  no  difference 
in  contemplating  a  ^^  method ''  of  what  material  the  arch  is  made;  and 
we  likewise  think  it  makes  no  difference  of  what  material  the  spandrel 
is  made. 

Without  going  into  the  question  of  the  patentable  joovelty  of  any 
of  the  claims  in  view  of  the  references  to  the  prior  art,  we  are  of  the 
opinion  that  the  conclusion  in  respect  of  the  six  claims  that  were 
allowed  warranted  the  allowance  of  all  of  the  othera  Upon  that 
ground,  and  for  that  reason  alone,  we  are  constrained  to  reverse  the 
decision  as  to  the  first  nineteen  claims  the  allowance  of  whidi  is  the 
only  question  for  determination. 

It  is  ordered  that  the  decision  he  reversed^  and  this  decision  certi- 
fied to  the  Commissioner  of  Patents  as  required  by  law. 


{Grart  «f  Appeal!  of  the  mrtrtet  of  OolonMa.] 

John  Rutgert  Plantbn  (Hermanus  Bolff  Planten  substituted) 
V.  Canton  Pharmacy  Company. 

Decided  Aprtt  IS,  1909. 

143  O.  G.,  1113;  88  App.  D.  G.,  268. 

1.  Tbade-Mabks — Registration  of  Separate  Features  or  a  Trade-Mark. 

a  party  may  not  segregate  his  trade-mark  and  by  registering  each  of  its 
features  separately  thereby  prevent  the  registration  by  another  of  any 
particular  part  of  the  mark  as  actually  used,  notwithstanding  that  such 
registration  and  use  would  cause  no  confusioii  to  the  tnuie  ajid  no  prejii- 
dice  to  the  first  registrant 
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2.  Sams — Sams— Paoor  or  Vat  of  Suob  Fbatubb& 

By  the  passage  of  the  Trade-Mark  Act  Gongrees  did  not  intoid  to  confer 
upon  any  dealer  the  right  to  register  fictitious  marks  for  the  purpose  of  . 
limiting  and  restricting  the  field  of  registration  of  others.  When,  there- 
fbre,  the  Oommissitnier  is  satisfied  that  the  applicant  is  attempting  to 
register  a  partknlar  feature  of  a  registered  mark,  he  should  require  eri- 
deoce  that  the  mark  of  the  application  has  actually  been  used  as  a  trade- 
mark. Not  having  limited  his  claims  in  his  original  application,  the 
applicant  cannot  prove  statutory  use  of  the  mark  of  the  second  application 
by  showing  such  use  of  the  registered  mark. 

S.  SAlfB— ^  Black  Capsules  *'  fob  a  Medicine — Descbiptive. 

The  words  "  Black  Capsules  *'  are  not  registrable  as  a  trade-mark  for  a 
mfldlclBe  of  a  dark  color  which  is  put  up  in  transparent  capsules,  since 
these  words  are  clearly  descriptive  of  the  filled  capsules. 

Mr.  Z>.  n.  Decker  and  Mr.  J.  T.  Ewin  for  the  appellant. 
Mr.  A.  S.  Pattuon  for  the  Canton  Phannacy  Company. 

BoBB,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents declining  to  register  to  either  of  the  parties  to  a  trade-mark 
interference  proceeding  the  words  "Black  Caps^  or  "Black  Cap- 
sules'' as  a  trade-mark  for  medicine,  the  ground  of  the  decision 
being  that  the  mark  is  descriptive  of  the  goods  to  which  it  is  applied. 

Prior  to  the  present  application  of  Planten  he  applied  for  and 
was  granted  registration  of  the  following  trade-mark  for  the  same 
remedy  to  which  the  mark  of  the  interference  is  applied : 

"PLANTEN'S 

C  4  C  or  BLACK 

CAPSULES.'' 

The  lettering  of  the  registered  mark,  like  the  lettering  of  the  mark 
of  the  application,  is  on  a  black  rectangular  background.  Along 
with  the  application  of  the  interference  Planten  filed  specimens  of 
the  mark  as  used  which  were  identical  in  form  with  the  mark  pre- 
vously  registered.  Thereupon  counsel  for  the  Canton  Pharmacy 
Company  moved  a  dissolution  of  the  interference  on  the  ground 
that  there  was  no  interference  in  fact  between  the  marks  as  actually 
used  by  the  parties.  This  contention  was  overruled,  the  Commis- 
sioner citing  as  hia  authority  in  re  Standard  Underground  Cable  Co.^ 
(C.  D.,  1906,  687;  123  O.  G.,  656;  27  App.  D.  C,  320.)  Thereupon 
testimony  was  taken  by  the  parties  and  hearings  had  thereon  before 
the  Examiner  of  Interferences  and  the  Commissioner  in  turn.  Each 
of  these  tribunals  awarded  priority  of  adoption  and  use  to  the  Can- 
ton Company,  but  each  held  the  mark  descriptive  and  refused  it 
registration. 

The  first  question  for  determination  involves  the  correctness  of  the 
Commissioner's  ruling  to  the  effect,  that  a  party  may  segregate  his 
trade-mark,  and,  by  registering  each   of  its  features  separately, 
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thereby  prevent  the  registration  by  another  of  any  particular  part, 
of  the  mark  as  actually  used  notwithstanding  that  such  registration 
and  use  by  another  would  cause  no  confusion  to  the  trade  and  no 
prejudice  to  the  first  registrant.  The  statement  of  the  proposition, 
we  think,  carried  its  own  refutation.  A  firm  may  have  one  or  a 
dozen  marks,  but,  owing  to  the  nature  and  object  of  trade-marks,  it 
seldom  happens  that  more  than  one  mark  is  used  by  any  dealer  to 
designate  a  particular  article.  Thus  the  record  shows  that  Planten 
has  used  the  registered  mark  to  designate  the  goods  to  which  the 
mark  of  the  application  is  said  to  apply.  In  contradiction  of  the 
statement  in  his  application  he  filed  with  his  application  not  the  mark 
of  the  application  but  the  mark  previously  registered.  The  Trade- 
Mark  Act  confers  the  right  of  registration  upon — 

the  owner  of  a  trade-mark  used  in  commerce  with  foreign  nations,  or  among 
the  several  States,  or  with  Indian  tribes — 

providing  the  applicant  complies  with  various  requirements  stated  in 
the  act  and  files  a  verified  declaration  that  the  conditions  entitling 
him  to  the  benefit  of  registration  exist.  Statutory  use  of  the  mark 
is  a  prerequisite  to  the  right  of  registration.  In  the  Cable  Co.  ci^se 
it  was  merely  held  that  for  the  purpose  of  registration  the  applicant 
may  determine  of  what  his  mark  consists;  but,  having  described 
and  shown  one  thing,  he  cannot,  when  the  exigencies  of  the  situation 
demand,  limit  his  claim  to  a  particular  feature  of  the  original  mark. 
(Johnson  v.  Brandau^  ante,  298;  139  O.  G.,  732.) 

By  the  passage  of  the  Trade-Mark  Act  Congress  did  not  intend 
to  confer  upon  any  dealer  the  right  to  register  fictitious  marks  for 
the  purpose  of  limiting  and  restricting  the  field  of  registration  of 
others.  When,  therefore,  the  Conmiissioner  is  satisfied  that  the  appli- 
cant is  attempting  to  register  a  particular  feature  of  a  registered 
mark,  he  should  require  evidence  that  the  mark  of  the  application 
has  actually  been  used  as  a  trade-mark.  Not  having  limited  his 
claims  in  his  original  application,  the  applicant  cannot  prove 
statutory  use  of  the  mark  of  the  second  application  by  showing  such 
use  of  the  registered  mark.  In  other  words,  proof  of  the  use  of  the 
words  "  Planten's  C  &  C  or  Black  Capsules,"  in  a  case  where  those 
words  have  been  registered  as  a  trade-mark,  does  not  establish  the 
use  of  the  words  "  Black  Capsules  "  as  a  trade-mark,  for  the  words 
eliminated  from  the  registered  mark,  are,  under  the  prior  application, 
an  essential  part  of  that  mark. 

There  being  no  evidence  in  the  record  of  statutory  use  of  the  words 
"Black  Capsules"  as  a  trade-mark  by  Planten,  the  Commissioner 
should  have  refused  registration  to  Planten  on  that  ground.  Since, 
however,  he  had  the  right  under  section  7  of  the  Trade-Mark  Act  to 
refuse  registration  to  both  parties,  {in  re  Herhst,  ante,  331;  141 
O.  G.,  287,)  we  will  proceed  to  determine  the  correctness  of  his  cqu- 
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elusion,  that  the  mark  of  the  issue  is  descriptive  of  the  goods  to  which 
it  is  applied.  The  record  shows  that  the  medicine  contained  in  these 
so-caUed  "  Black  Capsules  "  is  of  a  dark  color  and  that  the  capsules 
are  transparent.  The  word  "capsule"  is  aptly  descriptive  of  the 
receptacle  of  the  medicine.  The  medicine  being  of  a  dark  color,  we 
think  it  follows  that  the  words  "  Black  Capsules,"  in  a  general  sense, 
are  descriptive  of  the  filled  capsules.  To  permit  the  registration  of 
these  words  as  a  trade-mark  would  deprive  other  dealers  of  the  right 
to  use  them  in  describing  their  goods,  and,  owing  to  the  nature  of  the 
remedy,  confer  a  practical  monopoly  upon  the  registrant.  This  view 
is  strengthened  by  the  testimony  to  the  effect  that  it  was  the  trade 
and  not  either  of  the  parties  that  first  used  the  words  "  Black  Cap- 
sules "  in  describing  this  remedy. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  of  this  court  will  certify  this  opinion  and  the  proceedings  in 
this  court  to  the  Commissioner  of  Patents,  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Colombia.] 

BlTJTHENTHAL  &   BiCKART   V.    BlOBIE   BrOS.   &   Co. 

Decided  AprU  6,  1909. 

143  O.  G.,  1346;  33  App.  D.  C,  209. 

TRADB-MaBKS — INTEBFEBENCE — OPPOSITION — Res  ADJUDICATA. 

Where  after  the  determination  of  an  Interference  between  two  appU- 
cants  for  trade-mark  registration  the  unsuccessful  party  files  an  opposition 
to  the  registration  by  the  other  party,  Held  that  the  opposition  was  prop- 
erly dismissed,  as  the  judgment  in  the  Interference  was  conclusiye  as  to 
every  question  that  was  or  might  have  been  presented  therein. 

Mr.  J.  L.  Atkins  for  the  appellant. 

Mr.  E.  T.  Fenwick  and  Mr.  S.  F.  Kemp  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
dismissing  an  opposition  to  the  registration  of  a  trade-mark. 

Bigbie  Bros.  &  Co.  applied  for  the  registration  of  "  Old  Velvet " 
as  a  trade-mark  for  whisky.  The  application  was  passed  for  publi- 
cation, when  Bluthenthal  &  Bickart  filed  an  opposition  thereto.  Ap- 
plicant met  this  opposition  with  a  plea  of  former  adjudication.  The 
facts  alleged  in  this  plea  and  supported  by  the  record  of  the  proceed- 
ings referred  to  are  substantially  these :  On  April  4,  1905,  Bluthen- 
thal &  Bickart  applied  for  the  registration  of  "  Old  Velvet "  as  a 
trade-mark  for  whisky.  On  April  17,  1905,  Bigbie  Bros.  &  Co.  filed 
an  application  for  the  registration  of  the  same  mark.  After  both 
applications  had  been  passed  for  publication  an  interference  was 
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declared  between  the  parties,  in  which  was  included  a  third  spplicftnL 
Testimony  haring  been  taken,  the  right  to  register  was  awarded  to 
Bigbie  Bros.  &  Co.  The  third  party  acquiesced  in  the  final  deeimon, 
but  Blutiienthal  &  Bickart  took  an  appeal  to  this  court,  whidi,  oa 
June  4, 1907,  affirmed  the  decision  of  the  Commissioner.  (C.  D.,  1M7, 
664;  130  O.  G.,  2068;  30  App.  D.  C,  118.)  Before  registration  was 
had  under  said  judgment,  Bluthenthal  ft  Bidcart  filed  this  opposition. 
The  chief  ground  of  this  objection  is,  that  Bluthenthal  &  Bidcart  and 
others  had  for  many  years  used  the  said  trade-mark  wkMn  the 
knowledge  of  Bigbie  Bros.  Sb  Co.,  who  had  never  attempted  to  enforce 
any  right  of  exclusire  use,  wherefore  the  former  will  be  damaged  by 
its  registration  by  the  latter.  It  is  further  alleged  that  the  mark  as 
used  by  Bigbie  Bros.  &  Co.  is  fraudulent  and  misleading  in  that  said 
ccmipany  applies  it  to  an  article  that  is  not  whisky,  but  a  spurious 
imitation  of  the  same. 

The  plea  of  former  adjudication  was  sustained,  and  from  the  final 
judgment  dismissing  its  opposition,  the  Bluthenthal  &  Bickart  cor- 
poration has  appealed. 

The  Commissioner  did  not  err  in  sustaining  the  plea  of  former  ad- 
judication and  dismissing  the  opposition. 

There  must  be  an  end  of  litigation  in  the  Patent  Office  as  well  as 
elsewhere,  and  it  is  well  settled  that  the  doctrine  of  res  adjudicata 
applies  to  proceedings  therein  in  the  same  manner  as  in  the  courts. 
{Blackford  v.  WUder,  C.  D.,  1907,  491;  127  O.  G.,  1255;  28  App. 
D.  C,  535,  540;  Horme  v.  Wende,  C.  D.,  1907,  615;  129  O.  G.,  aSM; 

29  App.  D.  C,  415;  in  re  Edison,  C  D.,  1908,  327;  133  O.  G.,  1190; 

30  App.  D.  C,  321;  Newcomh  Motor  Co.  v.  Moore,  C.  D.,  1908,  332; 
133  O.  G.,  1680;  30  App.  D.  C,  464,  477;  CarroU  v.  HdlhjDOod,  C.  D., 
1908, 444;  135  O.  G.,  896;  31  App.  D.  C,  165.) 

The  parties  to  the  opposition  being  the  same  as  in  the  interference 
proceeding,  and  the  subject-matter  being  the  same,  the  judgment  in 
the  former  is  conclusive  as  to  every  question  that  was  or  might  have 
been  presented  and  determined  therein. 

The  first  ground  of  the  opposition  was  substantially  presented  and 
determined  in  the  interference  proceeding.  {Bluthenthal  &  Bickart 
V.  Bighie,  C  D.,  1907,  665;  130  O.  G.,  2068;  30  App.  D.  C,  118.)  The 
second  ground  as  to  fraudulent  use  of  the  trade-mark  by  Bigbie  Bros. 
&  Co.  could  have  been  determined  in  the  interference  proceeding  also, 
though  it  was  not  actually  presented.  {Schuster  Co,  v.  Muller,  C.  D., 
1907,  455;  126  O.  G.,  2192;  28  App.  D.  C,  409,  414;  Levy  v.  VH, 
C.  D.,1908,  461;  135  O.  G.,  1363;  31  App.  D.  C,  441,  443.) 

It  is  too  late  to  raise  that  question  now  by  a  mere  change  in  tfie 
form  of  the  proceeding  from  interference  to  opposition.  The  decision 
will  he  affirmed.  It  is  so  ordered,  and  the  clerk  will  certify  this  de- 
cision to  the  Commissioner  of  Patents  as  the  law  requires. 
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[Cdurt  of  Aiipeal»otf  the  DisMet  of  Cohnnbia.] 

In  re  Nash  Habdwabe  Co. 
1^  O.  Q^..  1347 ;  SS  App.  D.  C,  221. 

TKADA^MaBXS-^*'  Otm  WOBTft  "  ANTICUPAlttD  BY  **  WOBTH." 

The  markB  "  Worth  "  and  ''  Our  Worth  *'  when  appropriated  to  goods  of 
the  same  descrlptfvta  properties  would  be  likely  to  cauae  eonfnaioa  in  the 
mind  of  the  public  and  deceive  purchasers. 

Mr.  J.  Cf.  Meyers  for  the  appellant. 

Mr.  Frederick  A.  Tennant  for  the  Commissioner  of  Patents. 

KoBB,  /.; 

This  appeal  brings  into  review  the  decision  of  the  Conmiissioner 
of  Patents  refusing  to  register  the  words  "  Our  Worth  "  as  a  trade- 
mark for  hatchets,  axes,  saws,  pocket-knives,  razors,  scissors,  chisels, 
adzes,  planes,  and  drawing-knives.  The  grounds  for  the  refusal  are : 
(1)  that  the  mark  so  nearly  resembles  a  known  and  registered  trade- 
mark of  another  as  to  be  likely  to  cause  confusion  in  the  mind  of  the 
public  and  to  deceive  purchasers,  and  (2)  that  it  is  descriptive  of 
the  quality  of  the  goods. 

During  the  progress  of  the  case  in  the  Patent  Office  the  attention 
of  the  applicant  was  directed  to  the  registration  in  that  Office  in 
1899  by  B.  Worth-  &  Sons,  of  Sheffield,  England,  of  the  word 
"  Worth  "  as  a  trade-mark  for  cutlery  and  edge-tools.  Thereupon 
applicant  contended  that  B.  Worth  &  Sons  had  abandoned  the  use  of 
their  mark,  and,  as  evidence  of  such  abandonment,  filed  an  affidavit 
by  Mr.  Nash,  president  of  the  applicant  company,  in  which  he  stated 
that  he  had  made  diligent  search  ^^  both  by  correspondence  and  per- 
sonal investigation ''  to  ascertain  whether  or  not  B.  Worth  &  Sons 
had  any  trade  in  this  country  in  edge-tools  under  the  brand  "  Worth,'* 
and  that  he  had  not  seen  any  goods  under  such  brand.  Supple- 
menting his  affidavit  he  filed  two  letters,  which  were  referred  to 
therein.  One  of  these  letters  was  from  a  Mr.  Buch  of  New  York, 
who  stated  that  the  firm  of  Worth  was  formerly  represented  in  this 
country  by  the  Supplee  Hdw.  Co.,  of  Pa.,  but  that  the  brand  at  the 
time  he  wrote  was  entirely  obsolete,  and  that  in  order  to  secure  more 
definite  information  he  would  write  the  Supplee  Company  and  for- 
ward their  reply  to  applicant.  The  reply  does  not  appear  in  the 
record.  There  does  appear,  however,  the  other  letter  referred  to 
in  the  affidavit  of  Mr.  Nash.  This  letter  was  from  a  Mr.  Quirk,  of 
New  York,  and  stated  that  he  had  just  heard  from  the  firm's  Shef- 
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field  house  regarding  B.  Worth  &  Sons.    The  foUowing  appears  in 
the  letter  from  the  Sheffield  house : 

B.  Worth  was  a  Sheffield  razor-grinder  and  we  believe  still  works  at  the 
stone.  His  son  married  a  little  money  and  they  blossomed  out  as  cutlery  manu- 
facturers under  the  name  of  B.  Worth  &  Sons,  their  cliief  line  being  razors, 
but  they  also  make  carvers,  table-cutlery  and  butcher-knives  and  we  believe  a 
few  pen  and  pocket  knives.  The  son  manages  the  business  here.  We  do  not 
think  they  have  an  agent  in  the  U.  S.  but  are  informed  that  they  have  the 
support  either  through  a  relative  or  friendly  interest  of  some  one  in  one  of  the 
large  liardware  houses,  probably  Supplee's,  and  that  this  house  are  the  only 
handlers  of  their  goods  in  the  U.  S. 

That  the  marks  "  Worth  "  and  "  Our  Worth,"  being  appropriated 
to  goods  of  the  same  descriptive  qualities,  would  be  likely  to  cause 
confusion  in  the  mind  of  the  public  and  to  deceive  purchasers,  is  too 
plain  to  admit  of  argument.  Under  section  7  of  the  Trade-Mark 
Act  it  is  made  the  duty  of  the  Commissioner  of  Patents  to  decline  to 
register  a  mark  when  such  conditions  exist.  Having  discovered  by 
a  reference  to  the  records  of  the  Patent  Office  evidence  of  the  prior 
use  of  the  mark  "  Worth  "  by  another  firm,  the  Commissioner  in  the 
performance  of  his  duty  brought  that  evidence  to  the  attention  of  the 
applicant.  The  burden  thereupon  rested  upon  the  applicant  to  con- 
vince the  Commissioner,  by  the  production  of  reasonable  and  satis- 
factory proof,  either  that  the  applicant  was  the  first  to  adopt  and 
use  the  mark,  or  that  its  use  had  been  abandoned  by  B.  Worth  & 
Sons.  We  agree  with  the  Commissioner  that  the  evidence  submitted 
is  not  sufficient  to  sustain  the  burden  thus  placed  upon  the  applicant. 
The  affidavit  of  Mr.  Nash  fails  to  state  the  ext^t  of  the  investigation 
conducted  by  him,  and  the  statement  in  the  letter  from  the  Sheffield 
house  to  the  effect  that  the  Supplees  are  the  only  handlers  of  B.  Worth 
&  Sons  goods  in  the  United  States,  taken  in  connection  with  the 
applicant's  failure  to  file  the  response  by  the  Supplee  Company  to 
the  letter  written  by  Mr.  Buch,  indicates  a  present  use  of  the  mark 
in  this  country  by  B.  Worth  &  Sons.  We  conclude,  therefore,  that 
the  Conmilssioner  was  right  in  declining  to  register  the  mark  to 
applicant.  This  conclusion  renders  it  unnecessary  to  determine 
whether  the  mark  "  Our  Worth  "  is  descriptive  of  quality  within 
the  meaning  of  the  Trade-Mark  Act. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  of  this  court  wiU  certify  this  opinion  and  the  proceedings  in 
this  court  to  the  Commissioner  of  Patents,  as  required  by  law. 
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Nelson  v.  Faucette. 

Decided  April  6,  1909. 

143  O.  a,  1348;  33  App.  D.  C,  217. 

1.  Interference — Priority — Diligence — General  Rule. 

*'  The  question  of  diligoiee  is  one  depending  upon  the  t&ctB  in  each  case. 
What  is  reasonable  time  in  one  case  may,  under  the  circumstances,  be 
unreasonable  in  another.  The  courts  will  grant  great  latitude  when  the 
inventor  has  been  delayed  by  reason  of  circumstances  over  which  he  has  no 
control;  but  where  the  delay  is  caused  by  the  negligence  of  the  inventor, 
or  for  a  manifest  ulterior  purpose,  no  leniency  whatever  should  be  ex- 
tended." 

2.  Same— DiUGBNOB — ^Delay  for  Purpose  of  Disposing  of  Prior  Invention. 

Where  N.  conceived  the  invention  of  the  issue  on  October  13,  1904,  and 
reduced  the  same  to  practice  on  October  26,  1905,  by  the  filing  of  his 
application,  and  F.  conceived  the  invention  on  June  30,  1905,  and  reduced 
the  same  to  actual  practice  on  July  31,  1905,  and  it  appears  that  N.  did 
not  disclose  the  invention  to  any  one  except  a  few  of  his  friends  confi- 
dentially until  after  the  filing  of  his  application,  and  his  excuse  for  failure 
to  reduce  the  same  to  practice  was  that  he  had  sold  a  prior  Invention 
of  the  same  nature  to  his  employers  and  was  attempting  also  to  sell  the 
Invention  of  the  issue  to  them,  that  they  would  likely  interfere  should 
he  attempt  to  do  anything  with  it,  and  that  he  was  waiting  to  see  what 
claims  would  be  allowed  on  his  prior  application,  Held  that  the  excuse 
for  the  delay  is  InsufBcient. 

3.  Samb— Reduction  to  Practice — Simple  Device. 

The  making  of  drawings  of  a  cutter-head  for  a  planing-machine  and  the 
disclosure  of  the  invention  to  others  Held  not  sufficient  to  entitle  the  in- 
*  ventor  to  an  award  of  priority  as  against  one  later  to  conceive,  but  first 
to  reduce  the  invention  to  practice. 

Mr.  n.  P.  Doolittle  and  Mr.  Luther  V.  Movlton  for  the  appellant. 
Mr.  J.  Nota  McGUl  and  Mr.  T.  J.  Geisler  for  the  appeUee. 

Van  Orsdell.  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  awarding  judgment  of  priority  of  in- 
vention to  the  appelle  Faucette.  The  invention  in  issue  is  a  cutter- 
head  for  wood-planing  machines,  holding  several  removable  blades 
and  designed  to  rotate  at  a  rapid  rate.  The  issue  is  defined  in  the 
single  count,  as  follows :  # 

The  combination  of  a  cylinder  having  a  longitudinal  channel,  a  clamping-bar 
adjustable  in  the  channel,  interlocking  means  between  the  bar  and  the  bottom 
of  the  channel,  a  cutter  between  the  bar  and  one  wall  of  the  channel,  and 
screws  in  the  bar  with  their  heads  engaging  the  other  wall  of  the  channel. 

It  is  conceded  in  the  brief  of  counsel  for  appellant  that  the  dates 
established  by  the  Examiner  of  Interferences  are  correct.  It  appears 
from  an  examination  of  the  opinion  of  the  Examiner  that  the  ap- 
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pellee  Faucette  conceived  the  invention  in  issue  June  30,  1905;  and 
that  he  reduced  it  to  practiee  July  31,  1905,  by  the  placing  of  the 
cutter-head  in  successful  operation.  It  further  appears  that,  on 
July  19,  1904,  appellant  placed  with  his  attorney  an  application  for 
patent  on  another  form  of  cutter-heftd,  the  one  in  issue  being  an 
improvement  thereon,  upon  whidi  Patait  Na  815,549  was  issued  on 
March  20, 1906.  It  was  also  found  by  the  Examiner  that  the  appel- 
lant conceived  the  invention  in  issue  on  October  18,  1904,  but  that 
he  failed  to  reduce  his  invention  to  practice  prior  to  the  filing  of 
his  application.  It  therefore  appears  that  while  appellant  was  the 
first  to  oonoeive  the  invention  in  iflsue,  which  fact  is  admitted  by 
appellee,  he  was  the  last  to  reduce  the  invention  to  practice.  The 
application  of  appellant,  wfaidi  eventuated  into  the  patent  here  in 
interference,  was  filed  October  36,  190B,  and  the  applicati<m  of  ap- 
pellee was  filed  December  14, 1905. 

l^he  sole  question  to  be  determined  is,  whether  appellant  was  dili- 
gent in  redu^g  the  invention  to  practice.  The  question  of  dili- 
gence is  one  depending  upon  tiie  facta  in  each  oase.  What  is  reason- 
able time  in  one  ease  may,  under  tile  circumstances,  be  unreasonable 
in  another.  The  courts  will  grant  great  latitude  when  the  inventor 
has  been  delayed  by  reason  of  circumstances  over  which  he  has  no 
control,  but  where  the  delay  is  caused  by  the  negligence  of  the 
inventor,  or  for  a  manifest  ulterior  purpose,  no  leniency  whatever 
should  be  extended.  The  facts  in  this  case,  we  think,  clearly  bring 
it  within  the  latter  class.  It  appears  that,  during  the  period  from 
June  30,  1905,  when  appellee  came  into  the  field,  up  to  appellant's 
filing  date,  October  26,  1905,  appellant  was  doing  nothing  toward 
reducing  his  invention  to  practice.  During  this  period,  appeUee 
was  ru£hing  his  invention  to  completion.  It  was  only  sii^ty  days 
from  the  time  of  his  disclosure  until  the  machine  had  been  con- 
structed and  successfully  put  in  operation.  While  appellant  can- 
not be  charged  with  lack  of  diligence  until  appellee  came  into  the 
field,  it  is  proper  to  note  that  appellee  did  in  sixty  days  what  it  took 
appellant  more  than  fifteen'  months  to  accomplish.  Even  this  delay 
is  not  sufficient  to  establish  lack  of  diligence  if  supported  by  a  rea- 
sonable excuse,  but  we  think  the  explanation  offered  by  appellant 
does  not  meet  this  requirement. 

Appellant's  own  evidence  establishes  that  his  sole  object  in  delay- 
ing the  reduction  of  his  invention  to  practice  was  to  enable  him  to 
secure  a  patent  upon  hiv  earli^  de^ce.  Regardless  of  the  need  of 
the  public  for  the  improved^  machine,  he  was  holding  it  back  to 
enable  him  to  dispose  of  the  former  invention  for  which  he  had 
already  made  application  for  patent.  As  said  by  the  Commissioner 
in  his  opinion: 
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Voluntary  delays  In  proceeding  with  an  invoition  and  placing  it  in  condi- 
tion where  the  public  can  secure  the  benefit  of  the  inventor's  labors  are  taken 
at  the  risk  that  a  more  diligent  inventor  may  come  forward  in  the  meantime 
and  offer  the  consideration  for  whieh  a  patait  is  granted. 

An  examination  of  the  record  fails  to  disclose  that  the  invention 
in  issue  was  actually  reduced  to  practice  by  appellant  prior  to  the 
filing  of  his  application,  while  appellee  reduced  the  invention  to 
practice  some  time  prior  to  appellant's  filing  date. 

It  appears  from  the  evidence  that  appellant  began  negotiations 
with  the  American  Wood  Working  Machinery  Company,  for  which 
he  was  a  traveling  salesman,  for  the  sale  of  his  earlier  device  on  July 
19,  1904,  about  the  time  the  application  covering  that  device  was 
being  prepared.  No  sale,  however,  was  effected  until  June  11,  1906. 
Although  the  invei^oQ  in  issue  is  an  improvement  on  the  earlier 
device,  and  was  conceived  by  appellant  shortly  after  these  negotia- 
tions were  begun,  the  attention  of  the  c(»npany  was  not  called  to 
the  later  device,  and  it  was  disclosed  but  to  a  few  friends  confi- 
dentially, until  after  the  filing  of  the  second  application.  In  expla- 
nation of  his  delay  in  filing  an  application,  and  his  failure  to  reduce 
the  maddne  in  issue  to  practice,  he  said : 

I  did  not  see  my  way  clear  to  make  it  and  I  was  expecting  to  sell  It  to  bur 
company,  they  have  bought  the  first  patent,  which  was  quite  similar  and  I  felt 
that  they  would  likely  interfere  should  I  att^npt  to  do  anything  else  with  it 

He  alB4>  states  that  he  wae  waiting  to  see  what  claims  would  be 
allowed  on  the  first  patent.  Circumstances  of  this  character  are  not 
sufficient  to  excuse  the  delay  of  an  inventor  in  protecting  his  inven- 
tion, especially  where  another,  coming  into  the  field  during  the 
period  of  the  delay  and  exercising  the  greatest  diligence,  pushes  his 
invention  to  successful  operation. 

We  are  not  impressed  with  the  other  contention  of  appellant  that 
the  invention  in  issue  is  so  simple  that  the  completion  of  the  draw- 
ings of  it  by  appellant  and  the  disclosure  at  the  same  to  others  in 
1904,  were  sufficient  to  entitle  him  to  an  award  of  priority.  It  was 
found  by  tiie  three  tribonafe  of  tlw  Patent  Office  that,  in  view  of  the 
hard  usage  to  which  the  device  in  issue  would  be  subjected  in  actual 
practice,  even  the  construction  of  the  machine,  in  the  absence  of  a 
test  as  to'  its  ability  to  perform  the  functions  claimed  for  it,  would 
not  constitute  a  reduction  to  practice.  With  this  conclusion  we 
agree. 

The  decision  of  the  Oommimioner  is  affirmed^  and  the  clerk  is 
directed  to  certify  these  proceedings  as  by  law  required. 
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In  be  Eastwood. 

Decided  April  19,  1909. 

144  O.  C  819;  33  App.  D.  C,  291. 

1.  Patentability — Apparatus  fob  Breaking   and  Transporting   Iron  Prod- 

ucts— Invention. 
A  device  for  breaking  and  transporting  magnetic  products,  consisting  of 
the  combination  of  an  electromagnet,  a  hoisting  device  therefor,  and  a 
weight  adapted  to  be  hoisted  and  dropped  upon  materials  to  be  crushed. 
Held  to  involve  patentable  Invention  over  the  prior  art,  which  discloses 
in  one  patent  a  device  for  the  same  purpose  consisting  of  mechanical 
means  for  hoisting  a  weight  and  releasing  it  and  In  another  a  magnet 
simply  for  hoisting  and  conveying  magnetic  materials.  The  invention  lies 
in  a  new  combination,  which  was  not  obvious  In  view  of  the  prior  art 

2.  Same — Evidence  of  Invention. 

Where  the  patents  of  the  prior  art  were  in  exist^ce  for  many  years 
without  suggesting  to  any  one  the  useful  device  sought  to  be  patented,  and 
affidavits  of  those  skilled  in  the  art  and  having  full  knowledge  of  the 
anticipating  devices  are  filed  averring  that  the  device  sought  to  be  pat- 
ented never  occurred  to  them,  and  the  Improvement  is  shown  to  be  of  great 
practical  utility,  Held  that  these  facts  constitute  evidence  that  the  improve- 
ment was  not  an  obvious  one. 

Mr.  W.  L.  Pierce  and  Mr.  Karl  Fenming  for  the  appellant. 
Mr.  Webster  S.  Ruckman  for  the  Commissioner  of  Patents. 

BoBB,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents denying  appellant's  application  for  the  grant  of  a  parent  for 
"improvements  in  apparatus  for  breaking  and  transporting  iron 
products,"  the  ground  for  the  ruling  being  that  the  claims  .do  not 
involve  patentable  novelty  over  the  prior  art. 

We  reproduce  the  appellant's  description  of  his  invention  as  set 
forth  in  his  specification : 

My  invention  relates  to  a  new  and  useful  combination  of  devices  for  break- 
ing up  and  handling  products  of  iron  or  steel  which  it  is  desired  to  remelt 
or  otherwise  treat.  These  products  may  be  In  the  form  of  skulls  as  they  are 
called,  which  are  composed  of  steel  or  iron  which  accumulates  on  the  inner 
lining  of  ladles  which  have  been  filled  with  the  molten  metal,  castings  which 
have  come  from  the  sand  in  imperfect  condition,  worn-out  machinery  which 
has  been  scrapped,  etc. 

In  the  past  this  material  has  been  brok^i  up  by  what  is  commonly  known  as 
a  "  skull-cracker,"  which  consists  of  a  tripod  fifty  to  seventy-five  feet  bigh, 
arranged  at  the  top  of  the  structure  with  a  sheave,  over  which  passes  a  hoist- 
ing-cable. The  free  end  of  the  cable  is  provided  with  a  hook  which  may  be 
tripped  by  means  of  a  rope.  This  hook  engages  an  eye  in  a  heavy-weight  which 
is  hoisted  by  means  of  a  suitable  engine  attached  to  the  cable.  Wh^i  the 
weight  has  reached  the  requisite  height,  it  is  tripped  by  the  operator  who 
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pulls  the  rope  attached  to  the  hook.  The  weight  is  thus  released  and  falls  on 
the  casting  or  other  scrap  which  is  thereby  broken.  This  is  a  very  slow  and 
expensive  process  as  the  tripod  Is  stationary  and  the  point  at  which  the  weight 
may  strike  is  therefore  a  fixed  point  The  aim  of  the  weight  is  also  fre- 
quently destroyed  by  the  pull  on  the  rope  required  to  release  the  trip.  Fre- 
quently also  the  weight  in  striking  will  roll  over  in  such  a  way  that  the  hook 
or  eye  in  the  weight  will  not  be  in  an  accessible  position  for  attaching  the 
hook  again,  necessitating  the  work  of  several  men  to  turn  over  the  weight 
so  that  the  hook  may  be  attached.  Inasmuch  as  weight  as  high  as  twenty 
thousand  pounds  are  frequently  employed,  this  becomes  a  very  tedious  and 
expensive  matter.  Further,  when  the  castings  have  been  broken  up,  the  broken 
pieces  are  usually  gathered  up  by  hand  and  loaded  into  cars.  My  device  may 
be  used  to  break  articles  of  any  nature,  whether  of  magnetic  material  or  not, 
or  to  drop  weights  for  other  purposes  than  the  breaking  of  articles. 

With  my  improved  apparatus  when  used  in  its  preferable  form,  all  hand- 
work is  eliminated  in  handling  the  scrap  and  placing  it  at  the  proper  point, 
in  attaching  the  weight  to  the  hoist,  in  releasing  the  weight  from  the  hoist  to 
cause  it  to  drop  and  in  gathering  up  the  broken  pieces  and  reloading  them  into 
suitable  cars  or  receptacles.  The  weight  is  released  in  such  a  manner  that 
there  is  no  tendency  to  destroy  its  aim  by  causing  it  to  swing.  A  single 
operator  can  conv^iiently  operate  the  entire  apparatus  with  convenience  and 
despatch  and  a  number  of  men  are  dispensed  with  in  what  may  be  considered  a 
very  dangerous  occupation  inasmuch  as  accidents  due  to  flying  pieces  of  metal 
are  very  numerous  with  the  ordinary  form  of  skull-cracker  now  in  use. 

My  arrangement  consists,  in  its  preferable  form,  of  an  overhead  crane,  travel- 
ing up6n  a  runway  of  suitable  height,  and  being  preferably  of  standard  form, 
permits  free  motion  in  three  directions,  namely,  the  bridge  of  the  crane  travels 
horizontally  along  the  runway,  the  trolley  which  carries  the  hoisting  mechan- 
ism travels  horizontally  on  the  bridge  of  the  crane  transversely  of  the  direc- 
tion of  travel  of  the  bridge,  and  the  hook  attached  to  the  hoisting  cables  or 
chains,  of  course,  travels  vertically.  By  this  arrangement  the  hoist  of  the 
crane  covers  practically  all  of  the  space  under  the  runway. 

I  attach  to  the  hook  of  the  crane  an  electromagnet,  preferably  of  the  form 
described  in  United  States  Patent  No.  794,086,  issued  to  me  July  4th,  1905. 
This  magnet  is  used  for  unloading  the  scrap  or  casting  from  the  railroad-cars 
and  suitably  placing  them  on  the  ground.  The  weight  which  I  employ  for 
breaking  the  castings  is  preferably  spherical  in  shape,  and  being  thus  sym- 
metrical, it  makes  no  difference  whether  or  not  it  turns  over  or  rolls  to  one 
side,  as  it  always  represents  a  face  of  the  same  contour  to  the  poles  of  the 
magnet 

The  magnet  which  I  prefer  to  use  is  concave  on  its  lower  face  and  therefore 
adapted  to  engage  with  spherical  surfaces.  The  crane  is  equipped  with  a  flexi- 
ble electrical  cable  for  conveying  current  to  the  magnet  as  it  Is  moved  about  by 
the  crane  and  the  operator  is  provided  with  a  switch  by  means  of  which  the 
magnetizing-circuit  of  the  magnet  may  be  closed  and  opened.  The  magnet  is 
lowered  upon  the  weight,  the  circuit  closed,  the  weight  hoisted  slightly  and  the 
crane  so  moved  that  the  weight  is  poised  directly  over  the  metal  which  it  is 
desired  to  strike.  The  weight  is  then  hoisted  vertically  to  its  full  height  and 
the  circuit  of  the  magnet  is  opened.  The  weight  is  instantly  released  and  drops 
down  upon  the  metal  to  be  broken.  After  the  scrap  or  castings  are  broken,  the 
magnet  is  used  for  gathering  up  the  broken  pieces  and  loading  them  into  cars. 
The  operator  is  at  such  a  height  above  the  ground  that  In  ordinary  cases  he  Is 
not  exposed  to  the  danger  of  flying  pieces  of  metal  and  in  any  ev«it  he  can 
readily  be  protected  by  placing  suitable  screens  around  his  cab. 
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It  will  readily  be  uiMtorttood  liiat  by  the  cmuagement  above  described  a 
large  amount  of  labor  which  Is  necessary  with  other  dericeB  is  dlspenfled  with 
and  at  the  same  time  the  risk  of  aocident  to  workneii  is  very  materially  reduced. 

The  form  of  crane  whi(±  I  have  above  ilescribed  is  prefecable  for  the  work. 
However,  what  is  known  as  a  ^-gavntree-crane**  could  be  used  which  has  a 
suitable  bridge  member  carried  by  suitable  shear-legs  wtiich  are  provided  with 
trucks  and  ran  upon  rails  on  the  ground.  The  bridge  member,  of  course,  is 
provided  witii  the  usual  trolley  which  carries  the  hoisting  medianism  across 
the  bridge.  A  swinging  or  jib  cxaBe  can  also  he  used  for  the  purposes  described 
and  the  magnet  could  with  considerable  advantage  also  be  applied  to  the  sta- 
tionary form  of  tripod  skuH-cnuckv. 

The  claims  forming  the  subject-matter  of  the  appeal  are  as  follows: 

1.  In  cond>ination  in  a  device  fbr  breaking  articles  below  the  same,  drop- 
weight  to  break  the  articles,  a  holstliig  device,  a  maipiet  attached  to  said  lioist- 
ing  device  and  adapted  to  lift  said  wei^tt  upon  actuation  of  the  hoisting  device 
a  sufficient  distance  to  cause  the  weight,  when  released,  to  fiUl  upon  and  hccak 
said  articles,  and  means  for  causftng  said  magnet  to  release  ssid  weight 

2.  In  combination,  a  drop^welgfat,  a  magnet  adapted  to  lift  said  weight  a  suf- 
ficient distance  to  cause  the  weigiit,  whioi  released,  to  fall  upon  and  break  an 
article  below  the  same,  a  traveler  to  move  said  magnet  horixontally,  and  means 
for  causing  said  magnet  to  release  said  wefc^ 

8.  In  combination,  an  electromagnet  having  a  concave  lifting  face  and  a  drop- 
weight  adapted  to  be  received  by  said  concave  face. 

4.  In  combination,  an  electromagnet  having  a  concave  Hfting-face,  and  a 
spherical  drop-weight  to  l>e  received  by  said  concave  tttce. 

5.  In  an  apparatus  for  breaking  and  transporting  magnetic  products,  a  trav- 
eler having  liorizontal  movement,  a  hoisting  device  thereon,  an  electromagnet 
attached  to  the  hoisting  device  and  adapted  to  attract  to  itself  magnetic  articles 
to  be  transported  to  a  conveaient  piaoe  to  be  broken  and  to  be  carried  away  after 
they  have  been  broken  a  drop-wei|^t  adapted  to  be  Itfted  by  said  magnet  and 
hoisting  device  and  released  so  as  to  fbll  upon  said  article  and  break  the  same. 

It  is  conceded  by  the  appellant  that  the  several  elements  he  has 
brought  into  cooperation  in  his  structure  are  old;  but  he  earnestly 
contends  that  the  combination  of  these  old  elem^its  performs  a  new 
and  useful  function,  and  that  the  bringing  about  of  this  result  in- 
volved something  more  than  mere  mechanical  ability.  On  the  other 
hand,  it  is  contended  by  the  Patent  Office  that  appellant  has  done 
nothing  more  than  apply  an  old  device  without  material  change  to 
a  new  but  analogous  use,  and  hence  that  he  is  not  aititled  to  a  pat^it. 

We  will  here  consider  the  references  relied  upon  by  the  Commis- 
sioner as  anticipating  appellant's  structure  and  as  warranting  the  re- 
jection of  his  claims.  The  patent  to  Wenrich,  April  18,  1882,  No. 
256,777,  shows  the  metal-breaker  or  skull-cracker  of  tlie  prior  art. 
It  consists  of  a  stationary  tower  in  which  there  is  a  vertical  shaft,  at 
the  lower  «id  of  which  is  a  trip-hook  to  which  the  drop-weight  is 
attached.  This  device  differs  from  the  Eastwood  device  in  that  a 
catch  instead  of  a  magnet  attached  to  the  hoisting  device  is  used  to 
hold  the  weight,  and  in  the  further  fact  that  no  traveler  for  moving 
the  weight  horizontally  is  shown.    In  the  Wenrich  device  it  is  ap- 
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parent  that  the  metal  upon  whidh  the  weight  is  to  fall  must  be 
assembled  directly  under  the  weight,  the  weight  having  no  lateral  mo- 
tion. It  is  also  appar^it  that  when  the  weight  f alls,  owing  to  the 
tremendous  Telocity  it  attains,  it  mudt  frequently  get  out  of  aline- 
ment  and  require  Uie  effort  of  several  men  to  brii^  the  eye  into  co- 
operation with  the  trip-hook  of  the  shaft.  To  be  sure,  Wenrich 
shows  a  lever  provided  with  grapples  and  susceptible  of  being  oper- 
ated on  a  pivot  inserted  in  one  of  the  braces  or  horizontal  supports 
at  the  lower  end  of  and  connecting  two  of  the  legs  of  the  tower ;  but 
it  is  apparent  that  this  lever  wiU  not  perfoom  the  fimction  claimed 
for  it  It  is  operated  by  hand  and  would  be  incapable  of  movii^  a 
ball  weighing  thousands  of  pounds.  This  reference  is  the  only  ref- 
erence in  the  metal-breakage  or  skuIUcracker  art. 

The  Wellman  patent,  Deoember  10,  1905,  Na  551,020,  dM>ws  the 
ordinary  overhead  traveling  crane  forming  one  of  the  diements  of 
appellant's  combination.  To  this  (»*ane  is  attached  an  electromagnet 
and  the  object  of  the  invention,  as  stated  by  the  invaitor  in  his  speci- 
fication, 


to  80  construct  an  electromagnet  that  it  can  be  utniseA  for  lifting  tavge  pieces 
or  sheets  of  metal,  and  when  combined  with  a  crane  to  dispense  entlr^  with 
the  daws  or  chains  asoally  ^nployed. 

In  other  words,  the  object  of  this  invention  was  to  utilize  an  electro- 
magnet in  moving  and  loading  upon  cars,  etc.,  pieces  of  metal. 

The  third  and  last  reference  is  the  patent  to  Eastwood,  July  4, 1905, 
No.  794,086,  and  shows  a  magnet  of  the  form  mentioned  in  appellant's 
present  application. 

The  affidavits  of  two  witnesses  were  filed  in  support  of  the  appli- 
cation. One  is  by  Eugene  B.  Clark,  who  for  ten  years  has  been  con- 
nected with  the  South  Works  of  tbe  Illinois  Steel  Company;  about 
seven  years  as  electrical  engineer,  and  about  tiiree  years  as  assistant 
general  superintendent.  He  states  in  his  affidavit  that  he  has  several 
times  experimented  with  electromagnets  for  lifting  and  transporting 
steel  plates,  etc.,  and  that  two  patents  have  be^i  issued  to  him  for 
improvements  thereon;  that  during  his  ten  years'  connection  with 
the  Illinois  Steel  Company  lifting-magnets  have  been  constantly  in 
use  for  lifting  and  transporting,  in  connection  with  cranes  and  con- 
veyers, steel  products;  that  notwithstanding  such  use  it  has  not 
occurred  to  him  or  to  any  one  competed  with  the  steel  works  to  make 
use  of  an  electromagnet  for  readily  attaching  a  drop-weight  to  the 
hoisting-rope  of  the  crane  <yr  other  lifting  device  and  permitting  it 
to  drop  upon  the  castings  or  other  objects  to  be  broken;  and  that 
he  does  not  consider  the  combination  of  an  electromagnet  with  a  suit- 
able drop-weight  and  means  for  hoisting  the  magnet  and  weight  as 
one  that  would  readily  occur  to  those  skilled  in  the  art.  He  further 
says  that  from  his  experience  with  medianically-operated  dniU- 
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crackers  of  the  old  construction  he  can  say  positively  that  the  device 
of  the  application  is  one  of  great  practical  utility. 

The  affidavit  of  George  W.  Burrell  is  to  the  effect  that  he  is  assist- 
ant works  manager  of  the  Wellman-Seaver-Morgan  Company,  of 
Cleveland,  Ohio,  and  that  he  has  used  the  combination  of  the  appli- 
cation in  breaking  up  metal  and  that  the  process  is  thereby  carried 
on  much  more  cheaply  and  expeditiously  than  under  the  prior  art; 
and  that  he  can  "attest  to  the  value  and  utility  of  the  invention." 

The  utility  of  the  Wellman  structure,  which  is  used  in  transporting 
metal,  being  fully  demonstrated,  we  think  the  affidavits  of  Clark  and 
Burrell  sufficient  to  demonstrate  the  great  utility  of  appellant's 
device.  Indeed,  leaving  entirely  out  of  view  the  Clark  and  Burrell 
affidavits,  we  think  the  references  settle  the  question  of  utility  in 
appellant's  favor.  In  his  device  the  weight  contains  no  staple  or  eye 
and  may  be  so  grappled  by  the  electromagnet  in  any  position,  and 
within  quite  a  wide  radius,  and  released  when  desired  with  great  pre- 
cision. After  the  breaking  up  of  the  metal  has  been  accomplished 
the  weight  can  be  put  to  one  side  by  the  use  of  the  electromagnet,  and 
the  broken  fragments  gathered  up.  It  is  true  that  in  doing  this  par- 
ticular work  the  electromagnet  would  be  performing  the  exact  func- 
tion it  performed  in  the  Wellman  patent,  but  the  fact,  that  appellant 
has  combined  the  Wellman  device  with  other  devices,  and  has  left 
the  Wellman  device  so  that  by  merely  attaching  one  element  of  the 
combination  that  device  will  still  perform  its  ordinary  functions, 
ought,  we  think,  to  be  giv^i  weight  on  the  question  of  the  utility  of 
the  combination. 

The  Patent  Office  takes  the  position  that  one  possessing  the  general 
knowledge  of  the  use  of  a  magnet  to  lift  articles  would  easily  see 
that  he  might  lift  a  drop-weight  as  well  with  a  magnet.  This  con- 
tention is  met,  however,  by  the  affidavits  of  Clark  and  Burrell  and  by 
the  dates  of  the  references.  Wellman's  patent,  covering  the  use  of 
electromagnets  for  lifting  articles,  has  been  in  force  for  ten  years, 
while  Wenrich's  patent  on  a  skull-cracker  had  been  granted  twenty- 
three  years.  If  this  was  such  an  obvious  thing  to  any  one  having  a 
knowledge  of  the  use  to  which  electromagnets  had  been  put,  it  is 
somewhat  remarkable,  considering  the  utility  and  apparent  demand 
for  this  device,  that  no  one  should  have  thought  it  worth  while  to 
construct  it.  While  the  skull-cracking  art  and  the  art  of  transport- 
ing finished  iron  products  are  somewhat  analogous,  it  must  be  held, 
in  view  of  the  evidence  in  this  record,  that  the  combination  of  a  metal 
or  skull  cracking  weight  with  a  lifting-maget  and  a  traveling  crane 
is  new. 

We  are  not  unmindful  that  to  be  patentable  the  combination  must 
be  productive  of  a  different  result  in  the  combined  elements  from 
that  given  by  their  separate  parts.    In  other  words,  that  the  union  of 
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separate  elements  must  produce  something  new.  {Reekendorfer  v. 
Faher,  C.  D.,  1876, 430 ;  10  O.  G.,  71 ;  92  U.  S.,  347. )  In  tiiat  case  it 
was  attempted  to  sustain  a  patent  on  a  lead-pencil  with  a  piece  of 
india-rubber  or  other  casing  material  inserted  in  the  recessed  end  of 
the  pencil.    The  Court  said: 

A  handle  in  common,  a  Joint  handle,  does  not  create  a  new  or  combined  oper- 
ation. The  handle  of  the  pencil  does  not  create  or  aid  the  handle  for  the 
eraser.  The  handle  for  the  eraier  does  not  create  or  aid  the  handle  for  the  pen- 
cil. •••  An  instrument  or  manufacture  which  is  the  result  of  mechanical 
skUl  merely  is  not  patentable.  Mechanical  skill  is  one  thing:  invention  is  a 
different  thing. 

After  giving  an  illustration  of  a  combination  producing  a  new 
result,  the  Court  said : 

A  double  effect  is  produced  or  a  double  duty  performed  by  the  combined 
result  In  these  and  numerous  like  cases  the  parts  cooperate  in  producing  the 
final  effect,  sometimes  simultaneously,  sometimes  successively.  The  result 
comes  from  the  combined  effect  of  the  several  parts,  not  simply  from  the  sep- 
arate action  of  each,  and  is,  therefbre,  patentable. 

It  was  held,  however,  that  the  patent  in  issue  was  void ;  Mr.  Jus- 
tice Strong,  Mr.  Justice  Davis,  and  Mr.  Justice  Bradley  dissenting. 
Surely,  if  the  Court  considered  the  question  whether  the  idea  of 
inserting  a  piece  of  rubber  in  the  end  of  a  pencil  was  patentable, 
we  think  it,  at  least,  a  doubtful  question  whether  appellant's  discov- 
ery is  not  patentable,  and  in  such  oases  it  has  been  the  policy  of  this 
court  to  resolve  the  doubt  in  favor  of  the  applicant.  {In  re  Thomson^ 
C.  D.,  1906,  566;  120  O.  G.,  2756;  26  App.  D.  C,  425.)  The  lifting- 
crane  and  the  electromagnet  were  designed  and  used  for  a  different 
purpose  than  that  to  which  appellant  applies  them.  To  bring  about 
the  result  he  has  achieved  it  was  necessary  to  combine  them  with  an- 
other element,  namely,  the  metal-cracking  weight.  This  fact  is  im- 
portant. {Worswick  v.  Steiger^  17  Fed.,  250.)  The  three  elements  in 
the  combination,  each  cooperating  with  the  other,  produce  a  result 
absolutely  new  to  either. 

It  is  not  sufficient, 

says  Mr.  Justice  Brown,  in  TopUif  v.  Topliff^  (C.  D.,  1892,  402;  59 
O.  a,  1267;  145  U.  S.,  161,) 

to  constitute  an  anticipation  that  the  device  relied  upon  might,  by  modification, 
be  made  to  accomplish  the  function  performed  by  the  patent  in  question,  if  it 
were  not  designed  by  its  malcer,  nor  adapted,  nor  actually  used,  for  the  perform- 
ance of  such  functions. 

It  is  a  general  rule  that,  if  a  new  combination  and  arrangement  of 
known  elements  is  productive  of  a  new  and  useful  result,  it  is  evi- 
dence of  invention.  {Webster  Loam  Co.  v.  Higgins^  C.  D.,  1882, 285; 
21  O.  G.,  2081;  105  U.  S.,  580.)  And,  the  argument  advanced, 
after  the  combination  has  been  effected  and  the  new  result  obtained, 
21805-H.  Doc  124, 61-2 ^28 
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that  any  one  could  have  done  the  same  thing  ought  not  to  receive 
great  consideration  in  a  case  like  this  where  ten  years  elapsed  before 
the  combination  became  an  accomplished  fact.  Especially  is  this 
true  when  a  material  advance  has  beep  made  in  the  art  involved. 
Neither  are  we  impressed  with  the  argument  that,  because  of  the 
grant  of  a  patent  to  appellant,  no  one  possessing  the  right  to  use  the 
lifting  device  of  Wellman  could  use  it  as  a  skull-cracker.  The  obvi- 
ous answer  to  this  argument  is  that  Wellman's  device  was  neither 
designed  for,  nor  used,  as  a  skull-cracker.  Indeed,  without  the  coop- 
eration of  the  weight  it  could  not  be  used  for  that  purpose. 

Pott8  V.  Creager  (C.  D.,  1895,  143;  70  O.  G.,  494;  155  U.  S.,  597) 
involved  a  patent  covering  a  machine  to  disintegrate  clay.  The  pat- 
ent principally  relied  upon  as  anticipating  the  Potts  patent  was  the 
one  upon  the  device  known  as  the  "Creager  wood-polishing  ma- 
chine." In  that  device  there  was  a  cylinder  provided  on  its  periph- 
ery with  a  series  of  projecting  strips  or  bars  of  glass  not  materially 
differing  in  form  from  the  scrapers  on  the  Potts  device.  The  Crea- 
gier  machine,  however,  was  used  for  polishing  boards.  The  Court 
said: 

Had  thlB  machine  been  used  for  an  analogous  purpose,  it  would  evidently 
have  been  an  anticipation  of  the  Potts  cylinder,  since  the  substitution  of  steel 
for  the  glass  strips  would  not  of  itself  have  involved  invention.    ♦     ♦    ♦ 

When  a  patented  device  is  a  mere  improvement  upon  an  existing  machine,  and 
the  case  is  not  complicated  by  other  anticipating  devices,  the  solution  is  ordi- 
narily free  from  difficulty.  But  where  the  alleged  novelty  consists  in  transfer- 
ring a  device  from  one  branch  of  industry  to  another,  the  answer  depends  upon  a 
variety  of  considerations.  In  such  cases  we  are  bound  to  inquire  into  the 
remoteness  of  relationship  of  the  two  industries;  what  alterations  were  neces- 
sary to  adapt  the  device  to  its  new  use,  and  what  the  value  of  such  adaption 
has  been  to  the  new  industry.  If  the  new  use  be  analogous  to  the  former  one, 
the  Court  will  undoubtedly  be  disposed  to  construe  the  patent  more  strictly, 
and  to  require  clearer  proof  of  the  exercise  of  the  inventive  faculty  in  adapting 
It  to  the  new  use — ^particularly  if  the  device  be  one  of  minor  importance  in  its 
new  field  of  usefulness.  On  the  other  hand,  if  the  transfer  be  to  a  branch  of 
industry  but  remotely  allied  to  the  other,  and  the  effect  of  such  transfer  has 
heen  to  supersede  other  methods  of  doing  the  same  tDork,  the  court  will  look 
with  a  less  critical  eye  upon  the  means  employed  in  making  the  transfer. 

Doubtless  a  patentee  is  entitled  to  every  use  of  which  his  invention  Is  suscep- 
tible, whether  such  use  be  known  or  unknown  to  him ;  but  the  person  who  has 
taken  his  device  and,  by  improvements  thereon,  has  adapted  it  to  a  diflTerent 
industry,  may  also  draw  to  himself  the  quality  of  inventor. 

In  this  case  the  inventor  has  taken  Wenrich's  device  and  combined 
it  with  that  of  Wellman  and  has  thereby  produced  a  structure  that 
will  undoubtedly  completely  displace  and  supersede  the  device  of  the 
prior  art.  He  has  taken  the  cumbersome  and  expensively-operated 
device  of  the  prior  art  and,  by  combining  it  with  other  devices  in 
other  arts,  has  added  greatly  to  its  efficiency,  and  at  the  same  time 
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materially  reduced  the  cost  of  its  operation.  He  has  in  fact  as  well 
as  in  law  produced  a  new  device,  and  it  seems  to  us  that  the  spirit  and 
purpose  of  the  patent  laws  will  be  subserved  by  the  grant  of  a  patent 
to  him  for  achieving  this  result.  If  the  discovery  was  a  trivial  one 
following  closely  the  issuance  of  patents  upon  the  elements  of  the 
combination,  we  would  view  the  case  with  less  liberality,  which  is 
equivalent  to  saying  that  the  facts  of  each  case  must  control  the 
decision  upon  the  application. 

Claims  3  and  4  include  merely  the  form  of  the  magnet  disclosed  in 
the  prior  Eastwood  patent.  If  that  patent  is  valid,  appellant  will  be 
fully  protected  by  the  allowance  of  claims  1, 2,  and  5.  If  it  is  invalid, 
it  will  add  nothing  to  his  protection  to  include  claims  3  and  4  here. 

For  the  reasons  stated  it  is  our  opinion  that  the  Commissioner 
erred  in  rejecting  claims  7, )?,  and  5,  and  his  decision  to  that  extent  is 
reversed;  and  the  clerk  of  this  court  will  certify  this  opinion  and  the 
proceedings  in  this  court  to  the  Commissioner  of  Patents,  as  required 
by  law. 

Mr.  Chief  Justice  Shepard  dissenting. 


[Court  of  Appeals  of  the  District  of  Colombia.] 

H.  W.  Johns-Manville  Company  v.  American  Steam  Packing 

Company. 

Decided  AprU  6,  1909. 
145  O.  G.,  257;  33  App.  D.  C,  224. 

1.  TBADi-MABKS—OppoflrnoN— Now-Technical  Mabk— Exclusive  Use— Chab- 

ACTEB  OP  Use  bt  Opposeb. 
Applicant's  mark  consisted  of  the  word  "Asbestos,"  the  letters  of  the  word 
being  constructed  in  a  peculiar  manner.  The  opposer  used  the  word 
"Asbestos  "  not  as  a  trade-mark,  but  merely  to  designate  engine  and  ma- 
chinery packing  sold  by  it  Held  that  this  was  a  sufficient  use  of  the  word 
"Asbestos  "  to  prevent  the  registration  of  applicant's  mark  under  the  "  ten- 
years"  clause  of  the  Trade-Mark  Act,  since  the  predominating  character- 
istic of  tliat  mark  is  the  same  word. 

2.  Same — "Asbestos"  —  Distinctive    Lettering  —  Descriptive    of    Asbestos 

Packing. 
The  word  "Asbestos,"  the  letters  of  which  are  formed  in  a  peculiar  man- 
ner, is  not  registrable  as  a  technical  trade-mark  for  asbestos  engine  ayd 
machinery  packing,  since  the  predominant  feature  of  the  mark  is  the  word 
"Asbestos,"  which  is  descriptive  of  the  goods  to  which  it  is  applied. 

Mr.  A.  Parker-Smith  for  the  appellant. 

Mr.  John  E.  Cross  and  Mr.  Arthur  Steuart  for  the  appellee. 
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Van  Obsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
refusing  to  register  for  appellant  company  as  a  trade-mark  for 
asbestos  engine  and  machinery  packing  the  following  mark : 


The  appellee  company  filed  notice  of  opposition  to  the  registration 
of  the  above  mark,  to  which  notice  the  appellant  answered.  The 
parties  then  entered  into  an  agreed  statement  of  facts;  and  it  was 
stipulated,  among  other  things,  that  the  American  Steam  Packing 
Company  and  its  predecessors  in  business,  for  about  thirty -five  years 
prior  to  the  filing  of  the  notice  of  opposition,  have  continuously  used 
the  word  "Asbestos"  to  designate  engine  and  machinery  packing 
made  and  sold  by  it;  and  that  appellant  company  and  its  predeces- 
sors in  business,  have  used  and  had  exclusive  use  of  the  above  mark, 
which  has  been  used  in  connection  with  the  shipment  and  sale  of 
asbestos  engine  and  machinery  packing  for  more  than  ten  years  prior 
to  February  20,  1905. 

It  was  contended  by  the  appellant  before  the  Examiner  of  Inter- 
ferences that  it  was  entitled  to  registration  of  its  mark,  both  as  a 
technical  trade-mark  and  under  the  ten-years  clause  of  the  Trade- 
Mark  Act.  When  the  case  came  before  the  Commissioner  of  Patents 
on  appeal,  it  abandoned  its  contention  that  it  was  entitled  to  registra- 
tion of  the  mark  as  a  technical  trade-mark,  but  insisted  merely  that 
it  was  entitled  to  registration  because  of  the  exclusive  use  of  this 
particular  mark  for  more  than  ten  years  prior  to  the  passage  of  the 
Trade-Mark  Act  of  1905.  In  the  brief  of  counsel  for  appellant  and 
at  bar,  the  same  position  was  assumed  as  was  urged  berfore  the 
Examiner  of  Interferences. 

It  is  contended  by  counsel  for  appellant  that,  owing  to  the  peculiar 
manner  in  which  the  letters  of  the  word  "Asbestos,"  in  the  mark 
sought  to  be  registered,  are  constructed,  the  mark  is  so  distinctly 
different  from  the  English  word  "Asbestos  "  as  to  entitle  it  to  claim 
exclusive  use  of  the  mark  during  the  ten  years  period.  It  is  also 
insisted  by  appellant  that  the  opposer  has  no  standing  in  this  case, 
since  it  appears  from  the  agreed  statement  of  facts  that  the  English 
word  "  asbestos  "  had  not  been  used  by  appellee  as  a  trade-mark,  but 
merely  to  designate  engine  and  machinery  packing  made  and  sold 
by  it.  This,  however,  we  think  is  a  sufficient  use  of  the  word 
"Asbestos  "  to  prevent  the  registration  of  appellant's  mark  under  the 
ten-years'  clause  of  the  Trade-Mark  Act,  since  the  predominating 
characteristic  of  appellant's  mark  is  the  same  word,  merely  in  em- 
bellished letters,  as  the  word  used  by  appellee  to  designate  its  goods. 
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In  the  case  of  Natural  Food  Co.  v.  WiUiama  (CD.,  1908,  320;  133 
O.  G.,  232;  30  App.  D.  C,  348)  this  Court  said: 

The  evidence  above  briefly  reviewed,  we  think,  clearly  establishes  the  fact 
that  appellant  was  not  the  exclusive  user  of  these  words  during  the  ten-years 
period.  No  claim  is  made  of  any  attempt  oa  the  part  of  Williams  to  deceive 
the  public,  or  that  the  product  of  his  machines  is  not  in  fact  as  much  entitled 
to  be  called  ''  shredded  whole  wheat  '*  as  is  the  product  of  appellant's  machines. 
That  he  did  not  use  the  words  as  a  trade-mark,  but  merely  in  a  descriptive 
sense  is  of  no  monoent. 

And  in  the  case  of  Kentucky  Distilleries  <&  Warehouse  Co.  v.  Old 
Lexington  Chib  Distilling  Co.  (C.  D.,  1908,  417;  185  O.  G.,  220;  31 
App.  D.  C,  223)  the  Court  said: 

Where  two  marks  are  so  nearly  identical  as  to  tend  to  confuse  and  mislead 
the  public,  neither  is  entitled  to  registration,  even  under  the  ten-years  clause 
of  the  act  of  1905. 

We  find  no  difficulty  in  holding  that,  under  the  agreed  statement 
of  facts  in  this  case,  appellant  is  not  entitled  to  registration  of  its 
mark  under  the  ten-years  clause  of  the  Trade-Mark  Act. 

This  brings  us  to  a  consideration  of  the  question  as  to  whether  or 
not  appellant  company  is  entitled  to  have  its  mark  registered  as  a 
technical  trade-mark.  Section  5  of  the  Trade-Mark  Act  of  1905 
provides,  in  part,  that — 

DO  mark  which  consists  merely  in  the  name  of  an  Individual,  firm,  corporation, 
or  association,  not  written,  printed,  impressed,  or  woven  in  some  particular 
or  distinctive  manner  or  in  association  with  a  portrait  of  the  individual,  or 
merely  in  words  or  devices  which  are  descriptive  of  the  goods  with  which  they 
are  used,  or  of  the  cliaracter  or  quality  of  such  goods,  or  merely  a  geographical 
name  or  term,  shall  be  registered  under  the  terms  of  this  act.  (33  Stats,  at  li., 
726,  chap.  502;  U.  S.  Ck>mp.  Stats.  Supp.,  1907,  p.  1010.) 

In  the  case  of  in  re  Crescent  Typewriter  Supply  Co.  (C.  D.,  1908, 
818;  183  O.  G.,  281 ;  80  App.  D.  C,  824)  it  was  sought  to  register  the 
word  "  Orient "  inclosed  in  a  wreath,  the  letters  "  E  "  and  "  I "  being 
printed  as  a  monogram.  This  Court,  after  holding  that  the  word 
"Orient"  was  geographical  and  not  subject  to  registration  as  a 
trade-mark,  said: 

We  are  of  the  opinion  that  the  only  reasonable  interpretation  of  the  combina- 
tion of  the  letters  used  is  that  they  spell  the  word  "  Orient "  and  at  once  convey 
the  use  of  that  word  to  the  mind. 

Much  more  clearly  do  we  think  that  the  word  "Asbestos  "  appears 
as  the  dominating  characteristic  of  the  mark  here  sought  to  be  regis- 
tered. It  is  descriptive  of  the  goods  on  which  it  is  used,  and  would 
convey  at  once  to  the  public  mind  a  description  of  the  goods  on  which 
the  mark  appeared.  This  is  forbidden  by  the  statute.  On  this  point 
we  agree  with  the  Examiner  of  Interferences.  Quoting  from  his 
opinion : 

The  impression  given  one  who  sees  it  on  the  goods  must  be  that  they  are  to 
be  identified  by  the  word  "Asbestos  "  and  not  by  the  shape  of  the  letters  repre- 
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senting  it  No  amount  of  fanclfulness  in  the  lettering  wliich  leaves  a  descrip- 
tive word  legible  could  make  that  fanclfulness  predominate  over  the  idea 
expressed  by  the  word.  Peculiarities  in  printing  cannot  lend  trade-mark  prop- 
erties to  an  othierwise  unregistrable  descriptive  word.  If  it  were  otherwise, 
an  unregistrable  non-technical  word  could  be  appropriated  as  a  trade-mark 
and  registered  as  many  times  as  the  form  of  its  printing  could  be  varied. 

Considering  the  contentions  of  counsel  for  appellant  in  their  most 
favorable  light,  we  are  unable,  from  any  view  of  the  case,  to  bring 
the  facts  here  disclosed  within  the  limitations  of  the  statute. 

The  decision  of  the  Commissioner  is  aifirmed^  and  the  clerk  is 
directed  to  certify  these  proceedings  as  by  law  required. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  RE  Blackmorb. 

Decided  June  i,  1909, 
145  O.  G.,  258;  33  App.  D.  C,  434. 

1.  Patentability — Process  of  Making  Aldehydes. 

A  process  of  producing  aldehyde  which  consists  "  in  inducing  a  reaction 
between  hydrocarbon  and  oxygen  and  abstracting  the  excess  heat  there- 
from "  Held  not  patentable  In  view  of  the  prior  art,  which  shows  that  it 
was  old  to  produce  formic  aldehyde  both  from  methyl  alcohol  and  hydro- 
carbon and  that  applicant's  method  of  extracting  heat  from  the  reaction- 
chamber  was  also  old. 

2.  Same — Same — Efficacy  of  an  Appabatus  Immaterial  to  the  Question  of 

THE  Patentability  of  the  Process. 
"  The  fact  that  appellant  has  in  his  possession  an  apparatus  suitable  for 
the  production  of  formic  aldehyde  in  the  manner  set  forth  in  his  specifica- 
tion in  larger  quantities  than  any  apparatus  set  forth  in  the  references 
cited,  is  Immaterial  and  has  no  bearing  upon  the  patentability  of  the 
process." 

Mr,  C,  Z.  Parker  for  the  appellant. 

Mr.  F.  A,  Tennant  for  the  Commissioner  of  Patents. 

Van  Orsdel,  /./ 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
refusing  a  patent  to  the  appellant  for  an  alleged  new  process  of  mak- 
ing formic  aldehydes.  The  decision  of  the  Commissioner  affirms  the 
decision  of  a  majority  of  the  Board  of  Examiners-in-Chief,  which, 
in  turn,  affirms  the  decision  of  the  Primary  Examiner.  A  patent 
was  refused  on  the  ground  that  it  was  covered  by  certain  existing 
patents  and  had  been  anticipated  in  a  number  of  publications  referred 
to  in  the  record.    The  appealed  claims  are  as  follows: 

1.  The  process  of  producing  aldehyde  which  consists  in  oxidizing  a  gaseous 
or  vaporous  substance  containing  carbon  and  hydrogen  and  maintaining  the 
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same  at  a  temperature  below  the  dissociating-polnt  of  the  aldehyde  decdred  by 
absorbing  the  heat  evolved. 

2.  The  process  of  producing  aldehyde  which  consists  in  exposing  hydrocarbon 
In  a  volatile  gaseous  state  to  the  action  of  oxygen  at  a  reacting  temperature. 

8.  The  process  of  producing  aldehyde  which  consists  in  performing  a  reaction 
between  a  hydrocarbon  and  oxygen  at  a  temperature  maintained  below  the  dis- 
sociating-point  of  the  aldehyde  produced. 

4.  The  process  of  producing  aldehyde  which  consists  In  conveying  hydro- 
carbon and  oxygen  In  contact  with  a  heated  surface  and  collecting  the  product 
thereof. 

5.  The  process  of  producing  aldehyde  which  consists  in  performing  a  reaction 
between  hydrocarbon  and  oxygen  and  while  removing  the  excess  of  heat  during 
the  transformation. 

6.  The  process  of  producing  aldehyde  which  consists  in  inducing  a  reaction 
between  hydrocarbon  and  oxygen  and  abstracting  the  excess  heat  therefrom, 
thus  preventing  elevation  of  temperature  above  the  dissociatlng-point  of  the 
product  desired. 

7.  The  continuous  process  of  producing  aldehyde  which  consists  in  passing 
a  current  of  gas  containing  hydrocarbon  and  oxygen  in  contact  with  a  heated 
surface  capable  of  inducing  reaction,  abstracting  the  excess  of  heat  therefrom 
and  thus  maintaining  the  temperature  below  the  dissociatlng-point  of  the 
product  desired  and  finally  condensing  and  collecting  the  product,  substantially 
ns  herein  described. 

8.  The  process  of  producing  formic  aldehyde  which  consists  in  exposing 
methane  to  the  action  of  oxyg^i  at  a  reacting  temperature. 

9.  The  process  of  producing  formic  aldehyde  which  consists  in  oxidizing 
methane  at  a  temperature  maintained  below  the  dissociatlng-point  of  formic 
aldehyde. 

10.  The  process  of  making  aldehyde  which  consists  In  oxidizing  hydrocarbon 
while  maintaining  the  temperature  below  the  dissociatlng-point  of  aldehyde  by 
refrigeration. 

11.  The  process  of  making  aldehydes  which  consists  in  Inducing  a  sphere  of 
reaction  betweeh  hydrocarbon  and  oxygen  regulating  the  supply  of  oxygen  In 
proportion  to  oxidize  the  hydrogra  of  the  hydrocarbon  in  part,  and  maintaining 
the  temperature  at  a  point  at  which  oxygen  has  an  afllnlty  for  the  hydrogen  of 
the  hydrocarbon  In  preference  to  carbon  and  below  the  dissociatlng-point  of 
the  product  desired  by  subtracting  the  heat  evolved  during  the  oxidation 
process. 

12.  The  process  of  removing  hydrogens  from  hydrocarbon  and  substituting 
non-metal]  ic  elem^its  therefor,  which  consists  in  Inducing  a  reaction  or  com- 
bination between  the  hydrogen  of  hydrocarbon  and  supplying  the  non-metallic 
element  thereto  In  proportion  to  the  amount  of  hydrogen  desired  to  remove 
or  substitute,  and  maintaining  the  temperature  of  the  reacting  ingredients  at  a 
point  at  which  the  hydrogen  of  the  hydrocarbon  has  a  selective  affinity  for  the 
non-metallic  element  and  below  the  point  at  which  the  product  desired  is  dis- 
sociated by  the  action  of  heat. 

The  process  is  described  in  the  opinion  of  the  Commissioner  as 
follows : 

The  alleged  invention  consists  in  a  process  for  producing  formic  aldehyde  by 
a  limited  oxidation  of  a  hydrocarbon,  and  In  claim  8  the  specific  hydrocarbon 
methane  is  mentioned.  This  process  is  carried  out  by  an  apparatus  consisting 
of  a  mixing-chamber  with  which  two  concentric  inlet-pipes  communicate,  air 
being  introduced  through  one  of  said  pipes  and  the  hydrocarbon  through  the 
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other.  The  mixing-chamber  iias  across  it  two  separated  gauze  diaphragms, 
between  which  the  reaction  forming  aldehyde  talces  place.  Electric  heaters  are 
disposed  within  this  chamber  for  the  purpose  of  heating  the  mixture  of  hydro- 
carbon and  air  sufficiently  to  start  the  reaction,  and  it  is  alleged  that  after  the 
reaction  is  once  started  the  excess  of  heat  caused  by  the  exothermic  reaction 
is  conducted  away  from  the  mixingK*hamber  by  the  walls  of  the  chamber  and 
the  gauze  diaphragms  referred  to.  The  gause  diaphragm  nearest  to  the  inlet- 
pipes  is  said  to  be  a  flash-preventer  as  well  as  an  absorbent  of  the  excess  of 
heat  In  operation  a  mixture  of  air  and  hydrocarbon  is  supplied  continuously 
and  there  is  a  continuous  production  of  aldehyde  in  the  combustion-chamber, 
which'  is  carried  oft  to  a  cooling  and  condensing  chamber. 

The  claims  of  appellant  seem  to  be  based  upon  the  use  of  any  hydro- 
carbon, specifically,  however,  referring  to  methane  (marsh-gas)  or 
natural  gas,  ninety-six  per  cent,  of  which  is  marsh-gas,  as  the  sub- 
stance from  which  the  aldehyde  is  produced,  and  a  method  of  re- 
frigerating by  which  the  temperature  is  maintained  below  the  dis- 
sociating-point  of  the  aldehyde  produced.  The  production  of  alde- 
hyde by  selective  oxidation  of  the  hydrogen  of  a  hydrocarbon  is  old 
in  the  art.  There  could,  therefore,  be  no  invention  in  the  idea  that 
formic  aldehyde  could  be  thus  produced.  The  chemical  reaction  was 
well  known  to  chemists.  It  was  not  a  new  discovery  that  the  tempera- 
ture must  not  be  above  the  dissociating-point  of  the  aldehyde  desired. 

The  method  of  temperature  control  is  the  gist  of  appellant's  alleged 
invention.  It  is  insisted  by  appellant  that  the  old  method  of  con- 
trolling the  temperature  by  limiting  the  proportion  of  air  to  alcohol- 
vapor  (the  substance  generally  used  prior  to  appellant's  entry  into  the 
field)  to  prevent  too  high  a  temperature  in  the  reaction-chamber,  was 
subject  to  serious  criticism,  in  that  it  resulted  in  a  diminution  of  out- 
put, waste  of  hydrocarbon,  impurity,  and  instability  of  product 
This  process  of  cutting  off  a  portion  of  the  air  to  check  the  evolution 
of  heat  is  likened  by  counsel  for  appellant  to  the  closing  of  a  damper 
in  a  stove  to  check  the  fire.  The  shutting  out  of  the  oxygen  in  the  air 
from  the  stove  limits  combustion  within,  just  as  in  the  former  process 
the  restriction  of  the  volume  of  air  admitted  regulated  the  heat  in  the 
reaction-chamber.  In  appellant's  process,  the  temperature  is  main- 
tained in  the  reaction-chamber  below  the  dissociating-point  through 
the  abstraction  of  heat  by  means  of  what  he  terms  the  refrigerating 
process.  It  is  insisted  that,  by  this  method,  there  is  increased  rapidity 
of  the  reaction,  all  the  hydrocarbon  present  is  utilized,  the  purity 
and  stability  greatly  improved,  and  the  amount  of  the  product 
increased. 

The  tribunals  of  the  Patent  Office  have  cited  many  references  in 
which  they  held  that  the  process  claimed  has  been  anticipated  either 
by  patents  or  by  publications  appearing  in  scientific  journals.  Inas- 
much as  there  is  a  general  agreement  in  the  Patent  Office  on  this 
point,  we  are  not  disposed  to  disturb  the  unanimous  conclusion  of 
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three  tribunals  composed  of  men  skilled  in  the  highly  technical  dis- 
tinctions here  presented.  It  would  <seem,  however,  from  an  examina- 
tion of  these  references  that  appellant  did  nothing  more  than  to 
modify  a  process  of  production  well  known.  The  production  of 
formic  aldehyde,  both  from  methyl  alcohol  and  hydrocarbons,  was 
well  known,  and  appellant's  method  of  extracting  heat  from  the  reac- 
tion-chamber is  embraced  in  the  'British  patent  to  Trillat,  as  wdl  as 
widely  discussed  in  scientific  journals  by  men  ^lled  in  the  art.  The 
Trillat  patent  and  a  number  of  these  articles  are  cited  and  discussed 
at  length  in  the  opinion  of  the  Commissioner  of  Patents.  They  show, 
in  our  judgment,  a  clear  anticipation  of  appellant's  alleged  process. 
Referring  to  the  Trillat  patent,  the  Commissioner  said : 

It  has  for  many  years  been  the  practice  to  produce  formic  aldehyde  from 
methyl  alcohol  by  a  limited  oxidation,  either  by  treating  the  methyl  alcohol 
with  air  or  other  oxidising  agent.  This  Is  shown  in  the  articles  by  Trillat, 
cited,  and  also  by  the  British  patent  to  Trillat  In  the  patent  to  Trillat  an 
apparatus  is  disclosed  by  which  the  process  of  forming  formic  aldehyde  is  con- 
tinuoosly  carried  on,  the  exothermic  character  of  the  reaction  being  suf&cient 
to  keep  the  copper  diaphragm  in  the  combustion-chamber  at  a  red  heat,  and 
thus  serving  to  maintain  the  required  temperature  for  the  reaction.  The  rate 
of  introduction  of  the  air  assists  in  abstracting  the  heat  sufficiently  to  maintain 
the  temperature  in  the  combustion-chamber  below  the  point  of  dissociation  of 
the  formic  aldehyde,  otherwise  the  resulting  product  could  not  be  the  substance 
sought 

In  Landw.  Verauch  Stationen^  another  reference,  the  apparatus  for 
the  production  of  formic  aldehyde  discloses  a  process  by  which  the 
ingredients  are  mixed  and  passed  through  copper  diaphragms,  which 
perform  the  same  function  of  preventing  flash  and  abstracting  heat 
as  appellant's  device. 

No  claim  is  made  for  the  apparatus  in  which  the  process  is  con- 
ducted, and  for  which  appellant  already  has  a  number  of  patents. 
Referring  to  the  apparatus,  the  Board  of  Examiners-in-Chief  said: 

The  records  of  this  Office  show  that  the  appellant  has  been  granted  five 
patents  for  processes  disclosing  the  Identical  apparatus  disclosed  in  the  present 
case.  These  patents  are  Nos.  709,585,  778,099,  800,900,  817,090  and  828,268. 
Each  of  these  patents  and  another  without  drawings  (No.  686,022,  reissued  as 
No.  11,995)  are  based  primarily  upon  the  idea  of  removing  the  heat  of  reaction 
so  as  to  keep  the  temperature  below  the  dissociating-point  of  the  substance 
produced.  In  these  patents  the  idea  was  applied  to  different  specific  reactions, 
but  each  includes  the  process  of  removing  the  heat.  In  view  of  these  patents 
we  are  of  the  opinion  that  there  is  no  room  for  a  patent  In  the  present  case, 
even  if  the  process  were  otherwise  patentable.  A  new  or  different  specific  use 
of  the  old  idea  involves  no  new  inventive  thought  but  is  a  mere  obvious  appli- 
cation or  carrying  forward  of  the  old  Idea.  It  is  merely  the  use  of  the  old 
invention  upon  a  new  occasion. 

The  fact  that  appellant  has  in  his  possession  an  apparatus  suitable 
for  the  production  of  formic  aldehyde  in  the  manner  set  forth  in 
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his  specification  in  larger  quantities  than  any  apparatus  set  forth  in 
the  references  cited,  is  immaterial  and  has  no  bearing  upon  the  pat- 
entability of  the  process,  so  long  as  the  process  and  the  results  ob- 
tained are  the  same  in  each  instance.  The  process  is  the  same, 
whether  the  yield  be  great  or  small,  and  the  process  alone  is  the 
subject-matter  of  appellant's  claims.  The  use  to  which  appellant 
has  converted  his  patented  apparatus  is  to  perform  a  process  every 
step  of  which  is  old  in  the  art.  This  conclusion  is  supported  by  the 
decision  of  this  Court  in  the  case  of  in  re  Faber^  (C.  D.,  1908,  481 ; 
186  O.  G.,  229;  81  App.  D.  C,  581,)  where  we  said: 

A  patent  should  not  be  Issued  where  the  alleged  invention  is  a  mere  modifi- 
cation of  the  principle  involved  In  former  inventions  or  discoveries.  It  Is  well 
settled  that  a  valid  patent  cannot  be  issued  for  an  improvement  which  is 
simply  a  new  application  of  knowledge  already  familiar  to  those  skilled  in  the 
art  {Ryan  v.  Hard,  C.  D.,  1892,  428;  69  O.  G.,  1485;  145  U.  S.,  241;  36  L.  ed., 
691 ;  12  Sup.  Ct.  Rep.,  919;  Grant  v.  Walter,  C  D.,  1893,  317;  63  O.  G.,  910;  148 
U.  S.,  547;  37  L.  ed.,  552;  13  Sup.  Ct  Eep.,  699;  Market  Street  Cable  R.  Co,  v. 
Rowley,  C.  D.,  1895,  152;  70  O.  G.,  632;  155  U.  S.,  621 ;  39  L.  ed.,  284 ;  15  Sup. 
Ct.  Rep..  224.)  , 

The  record,  we  think,  discloses  that  appellant's  alleged  invention  contains 
nothing  new  to  those  skilled  in  the  art.  The  application  of  the  principles  in- 
volved in  the  issue  are  obvious  to  those  familiar  with  thd  use  of  such  bandages 
in  connection  with  the  performance  of  surgical  operations.  Where  this  is 
apparent,  no  patent  should  issue.  As  stated  in  Hollister  v.  Benedict  d  B. 
Mfg.  Co.,  (113  U.  S.,  59;  28  L.  ed.,  901;  5  Sup.  Ct  Rep.,  717;)  "It  is  but  the 
display  of  the  expected  skill  of  the  calling,  and  involves  only  the  exercise  of  the 
ordinary  faculties  ♦  ♦  ♦  and  the  facility  of  manipulation  which  results 
from  its  habitual  and  intelligent  practice;  and  is  in  no  sense  the  creative  work 
of  that  inventive  faculty  which  it  is  the  purpose  of  the  Constitution  and  the 
patent  laws  to  encourage  and  reward." 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 


[Coort  of  Appeals  of  the  District  of  Columbia.] 

Thompson  v.  Smith. 

Decided  ApHl  19,  1909. 
146  O.  a,  618;  33  App.  D.  C,  284. 

INTEBFEBE170E — ^PaiOBrTY — EVIDENCE. 

On  an  issue  relating  to  a  wire-drawing  machine,  including  a  rotary  block 
having  a  vise  pivoted  thereon  to  engage  the  wire  and  a  swinging  die-holder, 
in  which  the  drawing  operation  begins  with  the  vise  in  a  radial  position 
on  the  block,  evidence  considered  and  Held  insufficient  to  show  that  the 
early  device  relied  upon  by  S.  as  a  reduction  to  practice  was  operated  with 
the  vise  in  a  radial  position  prior  to  the  date  to  which  T.  is  entitled,  and 
priority  therefore  awarded  to  T« 
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Mr.  MelviUe  Church  for  the  appellant. 

Mr,  E.  C.  Brown,  and  Mr.  Milton  E.  Robinson  for  the  appellee. 

Van  Obsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding.  Judgment  of  priority  was  awarded 
to  appellee  by  the  Examiner  of  Interferences,  which  judgment  was 
reversed  by  the  unanimous  decision  of  the  Board  of  Examiners-in- 
Chief,  which,  in  turn,  was  reversed  by  the  Commissioner.  Originally 
there  were  three  parties  to  this  interference.  One  Hine,  who  like 
appellee,  was  an  employee  of  the  Coe  Brass  Manufacturing  Company, 
was  the  junior  applicant,  but  since  these  appeals  were  taken,  this  com- 
pany, the  owner  of  the  Hine  application,  has  purchased  the  applica- 
tion of  appellee,  and  the  Hine  appeals  have  been  withdrawn. 

The  issue  is  embodied  in  the  following  counts: 

1.  The  combination  with  a  rotary  wire-drawing  block  having  a  drawing-faco 
on  its  periphery,  of  a  vise  pivoted  directly  to  the  block  and  arranged  to  turn  on 
its  pivot,  so  that  the  holding-faces  of  the  jaws  will  take  a  radial  position  with 
reference  to  the  block  and  swing  to  carry  the  wire  onto  the  drawing-face,  a 
die,  a  die-holder  pivoted  at  a  point  more  remote  from  the  block  than  the  die  to 
allow  the  die-holder  to  move  from  a  line  with  the  opening  of  the  die  directed 
substantially  toward  the  axial  line  of  the  block  to  a  line  tangential  to  the 
periphery  of  the  block. 

2.  The  combination  in  a  wire-drawing  machine  of  a  rotary  block,  having  a 
drawing-face  on  its  periphery,  a  vise  pivoted  on  the  block  and  located  at  one 
side  of  the  drawing-face,  and  arranged  to  have  the  gripping-jaws  swing  to  the 
radial  line  of  the  block,  a  die  and  die-holder  pivoted  at  a  point  to  swing  from  a 
line,  with  the  axis  of  the  die  directed  toward  the  axis  of  the  block  and  the 
vise,  to  a  position  with  the  axis  of  the  die  directed  tangential  to  the  block  and 
the  drawing-face. 

3.  The  combination  in  a  wire-drawing  machine  of  a  rotary  block,  having  a 
drawing-face  on  its  periphery,  a  vise  pivoted  directly  to  the  block  and  located 
at  one  side  of  the  drawing-face  and  arranged  to  have  the  gripping- jaws  swing  to 
the  radial  line  of  and  project  beyond  the  face  of  the  block  and  swing  to  carry 
the  wire  onto  the  periphery  of  the  block,  a  die  and  a  die-holder  pivoted  to  swing 
from  a  point  with  the  die  contiguous  to,  and  in  line  with  the  Jaws  when  in 
radial  position,  to  a  point  with  the  axial  line  of  the  die  directed  tangentially  on 
the  drawing-face  of  the  block. 

4.  In  a  wire-drawing  machine,  the  combination  of  a  rotary  drawing-block, 
having  a  vise  pivoted  directly  thereon  to  swing  to  a  radial  position,  with  refer- 
ence to  the  block,  and  swing  to  carry  the  wire  onto  the  periphery  of  the  block, 
a  die  and  a  die-holder  arranged  to  permit  a  movement  of  the  die  from  a  posi- 
tion contiguous  to,  and  in  line  with  the  vise,  when  In  radial  position,  to  a  line 
directed  tangentially  on  the  periphery  of  the  block. 

5.  The  combination  in  a  wire-drawing  machine  of  a  rotary  drawing-block,  a 
vise  pivoted  directly  on  the  block  between  the  circumference  and  the  axis  of 
the  block  and  adapted  to  swing  to  carry  the  wire  onto  the  periphery  of  the 
block,  and  a  swinging  die-holder,  all  three  arranged  so  that  the  axis  of  the 
block,  the  pivot  of  the  vlse«  and  the  opening  of  the  die  may  be  brought  Into  the 
same  line. 
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Regarding  the  nature  of  the  invention  in  issue,  the  Board  of  Ex- 
aminers said: 

In  the  old  practice  of  wiredrawing  after  the  «id  of  the  wire  rod  was  pointed 
by  swaging  it  was  Inserted  in  the  die  and  on  an  ancillary  machine  sufficient 
length  of  wire  drawn  through  the  die  to  extend  from  the  die-Holder  of  the  main 
machine  to  the  drawing-block,  as  the  drum  or  reel  which  draws  the  wire  from 
the  die  and  on  which  it  is  wound  is  called.  A  sufficient  length  of  wire  had  to 
be  provided  in  the  reduced  end  also  for  extending  Into  the  bite  of  the  vise  or 
tougs,  as  the  gripping  mechanism  on  the  drum  or  block  is  called.  After  a  suit- 
able length  of  wire  was  drawn  through  the  die  for  this  purpose,  the  latter, 
with  the  reduced  end  of  the  wire  extending  through  it,  was  then  trantfftrred  to 
the  die-holder  of  the  main  machine,  the  projecting  end  of  the  wire  inserted  in 
the  Jaws  of  the  block  and  the  latter  rotated  to  draw  and  reel  the  wire.  The 
preliminary  drawing  operation  above  referred  to  took  time  and  also  required 
the  end  of  the  wire  so  drawn  to  be  removed  and  discarded  or  scraped  by  reason 
of  an  irregularity  formed  thereon,  and  to  obriate  these  objections  a  block  known 
as  the  Morgan  block  had  been  devised  and  introduced  into  use,  in  which  the 
vise  for  receiving  the  end  of  the  wire  is  pivoted  to  the  block  so  that  it  can 
swing  from  a  position  in  which  it  extends  beyond  the  periphery  to  a  position 
lying  within  the  circumference  of  the  block,  the  die-holder  also  being  pivoted  so 
that  it  may  swing  the  die  into  a  position  in  close  proximity  to  the  vise  when 
the  latter  is  swung  to  its  outer  position.  By  thus  modifying  the  old  block  but 
a  short  length  of  wire  is  necessary  to  extend  through  the  die  and  be  gripped 
by  the  vise  of  the  block,  and  it  is  ther^ore  possible  to  diq)en8e  with  the  pre- 
liminary step  of  drawing  the  length  of  wire  through  the  die  referred  to  above. 
The  construction  Just  described  was  in  common  use  long  prior  to  the  date  when 
the  invention  which  constitutes  the  issue  of  this  interference  was  made  by  any 
of  the  parties.  *  *  *  Now  It  is  well  known  that  if  a  speed  which  is  usually 
practicable  for  the  major  part  of  the  drawing  operation  be  given  to  the  wire 
initially  the  shock  of  the  first  tug  of  the  block  before  the  metal  of  the  wire 
begins  to  be  displaced  by  the  die  will  frequently  cause  it  to  snap.  Various  ex- 
I>edients  have  been  adopted  to  prevent  this  mishap,  such  as  a  spiral  on  the  block 
leading  the  wire  from  a  point  toward  the  center  of  the  block  gradually  to  the 
I)eriphery.  This  feature,  though  not  comprised  In  the  present  inv^iti<m,  is 
present  in  the  structure  disclosed  by  Smith  and  Hlne.  The  invention  of  ^e 
issue  is  another  means  of  meeting  the  same  difficulty.  For  this  purpose  the 
pivotal  points  of  the  die-holding  arm,  the  axis  of  the  block  and  the  vise  <m  the 
block  are  so  arranged  with  reference  to  the  length  of  the  arm  and  vise  re- 
spectively that  these  elements  may  be  brought  into  substantial  alinement  in  a 
line  connecting  the  axis  of  the  block  and  the  pivot  of  the  die-holder,  the  die 
and  the  Jaws  of  the  vise  in  this  position  registering.  When  the  drawing  is 
started  with  the  parts  in  this  initial  position  the  wire  is  carried  during  a  por- 
tion of  the  first  revolution  from  its  radial  direction  with  respect  to  the  block, 
to  the  periphery,  so  that  the  initial  pull  is  very  slow  but  is  accelerated  rapidly 
until  it  equals  the  peripheral  speed  of  the  block.  By  this  method  of  operation 
no  snap  is  given  to  the  wire  when  the  machine  starts  so  that  a  much  higher 
speed  can  be  given  to  the  block  as  a  whole  in  starting  without  corresponding 
risk  of  snapping  the  wire.  The  essence  of  the  invention,  in  fact  the  only  inven- 
tion involved,  is  therefore  so  proportioning  and  arranging  the  parts,  themselves 
old  in  the  art,  that  the  machine  starts  with  the  die-holder  and  vise  in  a  posi- 
tion radial  to  the  axis  of  the  block. 

Appellee's  application  was  filed  on  July  6,  1903,  while  appellant's 
application  was  not  filed  until  March  11,  1904.    The  record  clearly 
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shows  that  appellant  conceived  the  invention  in  issue  in  November 
or  December,  1901,  and  reduced  to  practice  in  an  operative  device 
in  December,  1908.  Prior  to  appellant's  date  of  conception,  appellee 
made  drawings  of  a  wire-block,  which  block  (described  in  the  record 
as  the  No.  7  block)  was  installed  at  the  Coe  Brass  Works  and  oper- 
ated on  August  24,  1901.  It  is  contended  by  counsel  for  appellant 
that  this  block  did  not  embody  the  invention  in  issue,  and  upon  this 
point  the  case  must  turn. 

Appellee  testified  that  block  No.  7  was  started  with  the  vise  and 
die-holder  in  radial  position  as  called  for  by  the  issue,  and  that  it 
was  constructed  with  that  end  in  view.  It  is  well  settled  that  the  un- 
corroborated testimony  of  an  inventor  is  not  sufficient  to  establish 
either  a  conception  or  a  reduction  to  practice.  Although  the  draw- 
ings from  which  the  No.  7  block  was  made,  fail  to  disclose  the  fea- 
ture of  the  radial  start,  appellee  attempts  to  point  out  that  such  an 
operation  must  necessarily  follow  from  the  construction  shown. 
Speaking  of  the  drawings,  the  Board  of  Examiners-in-Chief  said : 

Theee  blue-prints,  however,  show  notbing  more  than  that  the  drawing  of  the 
wire  must  have  begtm  with  the  wire  in  a  line  aeeant  to  the  drawing-face  of  the 
dnun*  and  as  it  proceeded  the  wire  swung  outward  to  the  periphery  of  the 
blocks  From  these  prints  it  cannot  be  determined  whether  the  machine  was 
adapted  to  swing  into  a  radial  position  or  not 

None  of  the  witnesses  who  testified  on  behalf  of  appellee  corrobo- 
rate him  as  to  the  radial  start  One  Westennan,  foreman  of  the 
wire  department  of  the  Coe  Brass  Company,  upon  being  asked  what 
were  the  new  features  of  this  block,  said : 

The  new  features  were  the  absence  of  the  draw-bar.  In  pnUing  in  wire  in  a 
die^  the  old  way  is  to  pull  it  in  about  two  feet  by  means  of  a  draw-bar;  then 
it  is  pot  into  the  vise  of  the  block  and  started  np  and  drawn  through,  and  the 
improved  block  was  to  do  away  with  the  draw-bar  and  start  in  the  wire  direct 
on  the  block. 

Hine,  one  of  the  parties  to  the  interference  in  the  tribunals  below, 
(the  issue  between  him  and  appellee  being  one  of  originality,)  on 
being  asked  if  the  various  elements  were  so  arranged  as  to  permit  of 
a  radial  start,  answered,  "  I  presume  they  were ; "  but  when  pressed 
for  an  answer  from  personal  knowledge,  he  said : 

Why,  this  is  a  technical  question  that  I  woulda*t  be  able  to  answer  positively. 

However,  when  asked  whether  any  of  the  machines  constructed 
before  the  filing  of  his  application  in  June,  1905,  had  the  radial  start, 
his  answer  was  an  unqualified  "Yes."  He  oould  not  state,  how- 
ever, how  long  prior  to  his  application  these  machines  had  been 
constructed. 

The  Commissioner  found  corroboration  of  appellee's  statement  as 
to  the  radial  start  in  the  testimony  of  one  Blakeslee,  a  witness  called 
in  rebuttal  on  behalf  of  appellant,  that  the  shorter  the  point  of  the 
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wire  was  made,  the  more  the  die-holder  and  vise  would  have  to  be 
swung  toward  a  radial  position  in  order  to  get  a  sufficient  grip  upon 
it.  The  evidence  shows  that  the  points  were  made  from  four  to 
eight  inches  long.  The  Commissioner  also  found  corroboration  in  the 
testimony  of  one  Northrop,  also  called  in  rdbuttal  by  appellant, 
that— 

the  wire  would  be  placed  in  the  vise  in  a  radial  position,  but  the  jirire  would 
not  start  through  the  die  until  the  vise  had  left  the  radial  position. 

There  is  positive  evidence,  however,  that  it  was  impossible  to  start 
the  drawing  operation  with  the  wire  directed  radially  on  the  block. 
This  the  Commissioner  admits,  saying: 

While  it  may  be  true  that  the  actual  drawing  or  reduction  of  the  wire  did 
not  begin  until  after  the  parts  had  left  the  radial  position,  it  does  not  appear 
that  the  issue  contemplates  an  actual  reduction  of  the  wire  while  the  parts  are 
still  in  the  radial  position  or  that  this  operation  takes  place  in  the  Thompson 
machine. 

With  his  conclusion,  we  cannot  agree.  The  invention  in  issue 
differs  from  the  prior  art  only  in  providing  a  means  for  preventing 
the  initial  shock  to  the  wire  when  the  drawing  operation  is  begun. 
This  purpose  is  not  subserved  if  the  wire  has  left  the  radial  position 
before  it  starts  through  the  die,  even  though  it  may  be  possible  to 
place  the  wire  in  the  vise  in  such  position. 

From  a  careful  examination  of  the  record,  we  are  forced  to  the 
conclusion  that  the  radial  start  was  not  in  appellee's  mind  when 
he  constructed  the  No.  7  block,  and  was  not  communicated  to  any 
one  else  until  after  appellant  entered  the  field.  It  is  contended  by 
counsel  for  appellee  that  it  was  proved  by  certain  drawings  made 
in  1907,  after  all  the  evidence  in  this  case  was  submitted,  -that  the 
die-holder  and  vise  could  be  brought  into  the  radial  position.  These 
drawings  were  properly  rejected  by  the  tribunals  below  as  improper 
evidence  to  be  considered  in  the  case.  The  drawings,  if  admissible, 
would  not  have  availed  much,  in  the  absence  of  evidence  that  this 
position  was  ever  utilized  to  secure  a  radial  start  of  the  drawing 
operation.  The  evidence  is  conclusive  that  it  could  not  be  so  ad- 
justed. But,  conceding  for  the  moment  that  appellee's  die-holder 
and  vise  were  capable  of  being  moved  into  the  radial  position,  it  was 
accidentally  discovered  after  appellant's  invention  had  become 
known ;  and  appellee  cannot  be  held,  as  against  the  rights  of  appel- 
lant, to  have  contributed  anything  to  the  art.  Mere  accidental  prac- 
tice does  not  constitute  reduction  to  practice.  {Gaylor  v.  Wilder^ 
10  How.,  477.)  In  Tilghman  v.  Proctor  (C.  D.,  1881, 163;  19  O.  G., 
859 ;  102  U.  S.,  707)  Mr.  Justice  Bradley,  delivering  the  opinion  of 
the  Court,  said : 

The  accidental  effects  produced  in  the  Daniell's  water-barometer  and  in 
Walther*s  process  for  purifying  fats  and  oils  preparatory  to  soap-making,  are  of 
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the  same  character.  They  revealed  no  process  for  the  manufacture  of  fat  acids. 
If  the  acids  were  accidentally  and  unwittingly  produced  while  the  operators 
were  in  pursuit  of  other  and  different  results,  without  exciting  attention,  and 
without  its  even  being  known  what  was  done  or  how  it  had  been  done,  it  would 
be  absurd  to  say  that  this  was  an  anticipation  of  Tilghman*s  discovery. 

Our  conclusion  is  that,  with  regard  to  the  radial  start,  the  inven- 
tion here  in  issue,  appellee  made  no  such  contribution  to  the  art  as 
to  constitute  an  anticipation  of  appellant's  invention,  which  is  con- 
ceded by  all  parties  to  meet  perfectly  every  element  of  the  issue. 

The  decision  of  the  Commissioner  of  Patents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 


[Court  of  Appeals  of  the  District  of  Colambia.] 

Johnson  v.  Mueser. 

Decided  Fehrvary  5,  19(n, 

145  O.  G.,  764 ;  29  App.  D.  C,  61. 

1.  INTEBFERENCE — PaTBNTABILITT  OF  THE  ISSUE — JUBISDICTION  OF  THE  COUBT  OF 

Appeals. 
The  question  of  the  patentability  of  the  issue  of  an  interference  is  not  a 
Jurisdictional  one,  and  the  Court  of  Appeals  of  the  District  of  Columbia 
will  not  review  the  action  of  the  Patent  Office  holding  the  issue  patentable, 
but  will  confine  its  consideration  to  the  question  of  priority. 

2.  Same — Pbioritt. 

Evidence  considered  and  Held  insufficient  to  establish  a  conception  by  J. 
prior  to  the  date  of  filing  of  M.'s  application. 

Mr,  James  A.  Carr  and  Mr.  MelviUe  Church  for  the  appellant. 
Mr.  William  R.  Baird  for  the  appellee. 

Shepard,  C.  J.: 

Albert  L.  Johnson  appeals  trqm  the  decision  of  the  Commissioner 
of  Patents  awarding  priority  to  William  Mueser  (C.  D.,  1906,  399; 
124  O.  G.,  2533)  of  the  invention  of  the  following  issue  of  inter- 
ference : 

1.  A  metal  bar  having  substantially  the  same  cross-sectional  area  throughout 
its  length,  for  use  as  a  core  to  be  embedded  in  concrete,  the  surface  of  all  the 
sides  of  which  is  provided  with  a  large  number  of  interruptions  of  its  con- 
tinuity, whereby  it  presents  a  substantially  continuous  but  actually  much  inter- 
rupted surface. 

2.  A  compound  bar  or  unit  of  construction  consisting  of  a  metal  bar  having 
substantially  the  same  cross-sectional  area  throughout  its  length  and  the  sur- 
face of  all  of  its  sides  provided  with  a  large  number  of  interruptions  of  its 
continuity  whereby  it  presents  a  substantially  continuous  but  actually  much 
interrupted  surface,  embedded  in  an  envelop  of  concrete. 
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Mueser's  application  was  filed  July  6, 1908 ;  Johnson's  on  February 
19, 1904.  The  issue  covers  a  part  only  of  the  claims  of  Johnson.  On 
November  2,  1904,  Mueser  filied  a  motion  to  dissolve  the  interference, 
on  the  grounds  of  no  interference  in  fact,  irregularity  in  declaration, 
and  that  Johnson  had  no  right,  under  his  application,  to  make  the 
claims  of  the  issue.  Johnson  also  moved  to  dissolve,  on  the  ground 
of  irregularity  and  want  of  patentability  of  the  claims  of  the  issue. 
The  irregularity  alleged  was  that  the  claims  are  obscure  and  vague. 
Want  of  patentable  novelty  was  charged  in  that,  first,  the  claims  call 
for  nothing  more  than  the  roughening  of  a  plain  bar ;  and,  second,  be- 
cause anticipated  by  a  number  of  patents  named,  including  one  issued 
to  him  September  19,  1899,  No.  623,285. 

The  interference  was  suspended  pending  consideration  of  these 
motions  by  the  Primary  Examiner,  to  whom  they  were  referred  for 
action.  The  Examiner  overruled  both  motions.  Mueser  acquiesced 
in  the  decision.  Johnson  appealed  both  to  the  Examiners- in-Chief, 
who  refused  to  entertain  the  same  for  want  of  jurisdiction,  under  the 
Patent  Office  rules  governing  such  procedure,  and  to  the  Commis- 
sioner. The  latter  affirmed  the  Primary  Examiner  in  the  following 
decision : 

The  Examiner  held  that  there  had  been  no  such  irregularity  in  the  declara- 
tion of  the  Interference  as  to  preclude  proper  determination  of  the  question  of 
priority  of  invention. 

It  is  contended  by  Johnson  upon  this  appeal  that  there  has  been  such  irreg- 
ularity in  declaring  the  Interference  for  the  reason  that  the  claims  correspond- 
ing to  the  issue  are  vague  and  indefinite. 

Johnson  urges  that  the  phrase  "  a  large  number  of  Interruptions  "  as  used  in 
the  claims  is  indeterminate  and  also  that  the  phrase  ^whereby  it  presents  a 
substantially  continuous  but  actually  much  interrupted  surface"  is  contradic- 
tory in  its  nature.  While  It  is  true  that  there  are  a  larger  number  of  "  Interrup- 
tions **  provided  on  the  surface  of  the  sides  of  the  metal  bar  disclosed  by  one  of 
the  parties  than  by  the  other,  still  it  is  thought  that  this  phrase  was  sufllciently 
definite  to  cover  the  generic  invention.  While  it  is  possible  that  more  definite 
language  could  be  used  in  defining  the  structure  than  the  statement  which  has 
been  adopted,  it  is  believed  that  the  pbraSe  defines  the  character  of  the  surface 
of  the  bar  with  sufficient  clearness  to  enable  the  award  of  a  proper  judgment  of 
priority  of  invention.  At  all  events,  the  language  objected  to  by  Johnson  does 
not  render  the  claims  so  vague  and  indefinite  as  to  warrant  the  dissolutioQ  of 
the  interference. 

The  interference  proceeding  was  resumed  before  the  Examiner  of 
Interferences  who,  in  a  decision  carefully  reviewing  the  questions  in 
controversy,  awarded  priority  to  Mueser.  This  decision  was  in  turn 
affirmed  by  the  Examiners-in-Chief  and  the  Commissioner, 

The  first  contention  of  the  appellant  is  that  the  decision  be  re- 
versed on  the  ground  urged  in  his  motion  to  dissolve  the  interference, 
namely,  that  the  invention  of  the  issue  is  not  patentable. 
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The  attitude  of  the  appellant  is  a  peculiar  one.  He  holds  a  patent 
issued  in  1899  which,  among  other  references,  he  claims  to  be  an 
anticipation  of  this  invention.  His  present  application  was  held 
by  the  Office  to  cover  the  claims  of  the  issue,  which  when  suggested 
to  him  were  immediately  accepted.  Had  no  interference  been  de- 
clared, he  would  have  received  a  patent  for  them.  In  a  case  pre- 
senting a  similar  state  of  facts,  this  court,  speaking  through  Chief 
Justice  Alvey,  said : 

The  question  of  patentabUity  of  the  claim  for  invention  was  referred  to 
and  passed  upon  by  the  Primary  Examiner  in  the  Patent  Office,  who  is  the 
expert  as  to  the  state  of  the  art  involved,  and  it  was  not  until  that  examina- 
tion was  had  and  favorably  reported  that  the  interference  was  or  could  be 
declared.  The  appellant  making  a  claim  for  an  alleged  patentable  invention, 
is  not  to  be  heard  to  urge  non-patentability  of  his  claim  after  it  had  been 
placed  in  interference  with  another  claim.  He  is  effectually  estopped  on  that 
question  by  reason  of  his  own  affirmative  assertion  that  his  claim  is  patent- 
able, and  if  his  own  claim  is  patentable  that  with  which  it  would  interfere 
may  be  equally  so,  if  priority  of  invention  be  shown.  (Hisey  v.  Peters^  C.  D., 
1895,  349;  71  O.  G.,  892,  6  App.  D.  C,  68,  71.) 

The  effect  of  this  estoppel  is  sought  to  be  avoided  on  the  ground 
that  the  question  of  patentability  is  jurisdictional.  The  argument 
is  that  patentability  is  not  a  mere — 

collateral  question  aside  from  the  main  question  of  the  interference, 

but  the  essential  foundation  of  the  interference,  without  which  it 
cannot  be  carried  on;  in  other  words,  it  is  a  jurisdictional  fact  which 
the  court  must  find  before  it  can  proceed  to  adjudge  priority.  If 
this  be  true  the  appellant  is  not  estopped  to  raise  the  question,  for 
his  express  consent  could  not  confer  jurisdiction.  The  same  argu- 
ment was  met  by  the  court  in  the  opinion  above  quoted  from,  in 
these  words  following  immediately  thereafter : 

Moreover,  the  rights  of  appeal  in  case  of  the  refusal  of  a  patent  upon  the 
ground  of  non-patentability  of  the  claim,  and  refusal  of  a  patent  because 
of  interference  with  a  prior  right  of  invention,  are  distinct  rights  and  the 
latter  does  not  involve  the  former.  This  is  clearly  indicated  in  the  Revised 
Statutes  of  the  United  States  (sec.  4911)  and  in  section  9  of  the  act  of  Con- 
gress of  February  9,  1893,  providing  for  the  organization  of  this  court.  (See, 
also,  Doyle  v.  McRohcrts,  C.  D.,  1897,  413;  79,  1029;  10  App.  D.  C,  445.) 

In  some  cases  since  decided  it  has  been  intimated  that  under  ex- 
traordinary circumstances,  the  question  of  patentability  might  be 
considered  in  an  interference  case  to  prevent  palpable  injustice.  But 
these  expressions  were  not  necessary  to  the  determination  of  the  case ; 
and  in  none  since  the  organization  of  this  court  has  the  decision  of 
the  Commissioner  been  reversed  upon  any  such  ground. 

In  the  latest  case  in  which  this  question  was  discussed,  it  was  said: 

The  decision  that  the  issue  is  a  patentable  one,  having  been  made  in  the 
Office  and  a  patent  issued  thereon  to  Geen,  (one  of  the  parties  in  interference,) 
21895— H.  Doc.  124, 61-2 29 
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although  It  is  confessed  by  the  Examiner  of  Interferences  that  "  the  invention 
is  an  exceedingly  limited  one,*'  is  binding  upon  us  on  this  appeal.  Assuming, 
as  we  must,  for  the  purposes  of  this  case,  that  the  original  conclusion,  arrived 
at.  It  appears,  with  considerable  difficulty  in  the  Office  in  passing  GJeen's  appli- 
cation to  patent,  was  a  sound  one,  the  single  question  for  our  determination 
is  the  disputed  claim  of  priority  between  the  patentee  and  the  later  applicant. 
(Kreng  v.  Geen,  C.  D..  1907,  502 ;  127  O.  G.,  1581 ;  28  App.  D.  C,  437.) 

In  many  other  cases  of  doubtful  patentability,  in  our  unexpressed 
opinion,  we  have  felt  constrained  to  confine  our  consideration  to  the 
question  of  priority  alone,  for  the  reason  that  the  statute  does  not 
give  an  appeal  to  this  court  from  the  decision  of  the  Patent  Com- 
missioner affirming  the  patentability  of  a  claimed  invention.  As 
was  said  by  Mr.  Justice  Duell,  in  the  recent  case  of  Sohey  v.  Hols- 
claw,  (C.  D.,  1907,  465;  126  O.  G.,  3041;  28  App.  D.  C,  65:) 

In  interferences  we  do  not  determine  whether  either  party  shall  receive  a 
patent.  The  question  presented  to  us  is,  conceding  that  there  is  a  patent- 
able invention,  which  party  was  the  first  to  invent  or  discover  the  same. 
When  an  interference  is  returned  to  the  Patent  Office  after  we  have  decided 
the  question  of  priority  it  is  within  the  power  of  the  Commissioner  of  Patents 
to  withhold  a  patent  from  the  successful  interferant  In  such  case  by  an 
orderly  system  of  appeals  provided  by  the  statute  the  action  of  the  CJommls- 
sioner  of  Patents  may  be  reviewed  on  an  ew  parte  appeal.  It  is  only  on  such 
appeals  that  we  can  decide  that  a  patent  shall  or  shall  not  issue.  Appeals 
frequently  come  to  this  court  in  ex  parte  cases  where  some  claims  have  been 
allowed  and  others  refused.  The  appeal  is  only  before  us  to  consider  the 
correctness  of  the  Commissioner's  decision  in  disallowing  the  appealed  claims. 
We  may  doubt  the  imtentability  of  the  allowed  claims,  but  are  without  iK)wer 
to  act.  So,  in  Interferences  we  may  doubt  the  patentability  of  the  Issues,  but 
we  find  no  provision  In  the  statute  warranting  us  in  overruling  the  deliberate 
decision  of  the  Pateilt  Office  because  of  any  such  mere  doubt  Authority  to 
grant  patents  is  vested  in  the  Commissioner  of  Patents.  If  he  errs  and  grants 
an  invalid  patent,  his  error  can  be  corrected  by  the  court  whenever  the  validity 
of  the  patent  is  questioned. 

Without  reciting  the  rules  of  the  Patent  Office  regulating  the  pro- 
cedure in  interferences,  which  are  set  out  in  the  brief  for  the  appel- 
lant, and  assuming,  for  the  purposes  of  the  argument  that  they  are 
binding  upon  this  court,  we  see  nothing  in  them  negativing  the  views 
expressed.  They  have  never  been  so  interpreted  in  the  Patent 
Office.  The  question  of  patentability  is  passed  upon  by  the  Primary 
Examiner  of  the  particular  department  in  the  first  instance.  Then 
only  can  an  interference  be  declared  with  another  allowed  applica- 
tion for  the  same  invention.  When  declared,  the  question  of  priority 
goes  to  the  Examiner  of  Interferences,  and  thence  to  the  Examiners- 
in-Chief,  the  Commissioner,  and  finally  to  this  court.  If  the  ques- 
tion of  patentability  is  raised  by  a  motion  to  dissolve  the  interfer- 
ence, it  is  at  once  referred  to  the  Primary  Examiner  who  gives  a 
hearing  and  renders  his  decision.  His  decision  is  not  appealable 
to  the  tribunals  sitting  in  interference  cases,  but  to  the  Conmiissioner 
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in  person.  If  the  issue  is  held  patentable  the  interference  proceeds 
in  the  regular  course  on  the  issue  of  priority  alone.  This  practice 
has  been  approved.  (Allen  v.  U.  S.^  ex  rel.  Lowry^  C.  D.,  1905,  643; 
116  O.  G.,  2253;  26  App.  D.  C.,  8,  25;  V.  S.  ex  rel.  Lowry^  v.  AlleUj 
C.  D.,  1906,  765;  125  O.  G.,  2365;  203  U.  S.,  476.) 

If  it  were  true,  then,  that  the  patentability  of  the  issue  is  a  juris- 
dictional fact  without  which  there  can  be  no  determination  of  pri- 
ority of  claim,  the  procedure  above  described  could  not  reasonably 
have  been  upheld;  and  this  court,  moreover,  would  be  compelled 
to  pass  upon  the  patentability  of  the  issue,  as  a  preliminary  question, 
in  every  interference  case,  whether  directly  raised  by  the  parties  or 
not.  To  do  this  would  be  to  exercise  a  general  supervisory  power 
over  the  administration  of  the  Patent  Office,  not  contemplated  in  the 
act  creating  this  court  and  conferring  upon  it  a  limited  appellate 
jurisdiction  in  certain  cases.  It  must  be  borne  in  mind  that  the 
final  judgment  of  this  court  entitling  a  claimant  to  a  patent  in  either 
an  ex  parte^  or  an  interference  proceeding  is  not  conclusive  of  either 
patentability  or  priority.  The  patent,  when  issued,  may  be  attacked 
in  the  courts  by  parties  whose  interests  may  be  affected  by  the  monop- 
oly claimed  thereunder;  and  the  defeated  party  has  another  remedy 
by  proceeding  in  a  court  of  equity  as  provided  in  section  4915,  Re- 
vised Statutes. 

It  has  become  so  much  the  practice,  of  late,  to  raise  this  question 
of  patentability  in  interference  cases,  that  we  think  it  advisable  to 
set  it  at  rest,  so  far  as  this  court  may;  trusting  that  if  our  judgment 
is  erroneous  it  may  be  corrected  by  the  court  of  last  resort  through 
some  appropriate  proceeding. 

As  regards  the  issue  of  priority,  the  burden  upon  the  appellant,  as 
the  junior  party,  has  been  heavily  increased  by  the  unanimous  deci- 
sions of  the  Patent  Office  tribunals. 

The  appellee,  however,  took  no  testimony  and  is  therefore  con- 
fined to  his  record  date,  July  6, 1903,  for  his  conception  and  reduction 
to  practice.  The  appellant,  Johnson,  undertook  to  carry  himself 
back  of  Mueser's  alleged  conception,  on  June  1,  1902,  by  testimony 
tending  to  show  the  construction  of  bars  answering  the  descriptin 
of  the  issue,  in  1898.  That  he  made  bars  that  were  used  in  concrete 
construction  was  fully  proved ;  but  these  were  held  by  all  the  tribu- 
nals of  the  Office  not  to  embody  the  issue. 

In  view  of  the  prior  state  of  the  art,  the  invention  was  declared  to 
be  a  narrow  one,  and  was  formulated  on  the  description  and  claims  of 
Mueser's  application.  In  his  application,  Mueser  referred  to  the  fact 
that  in  structures  of  this  class,  the  strains  to  which  they  were  sub- 
jected tend  to  cause  a  separation  of  the  metallic  core  from  the  con- 
crete envelop.  He  also  said  that  the  present  state  of  the  art  shows 
that  this  separation  is  sought  to  be  prevented  by  comparatively  large 
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shoulders  on  the  metallic  core,  by  reason  of  which  the  core  is  apt  to 
be  more  compact  in  one  place  than  another ;  and  that  such  structural 
variations  cause  a  substantial  variation  in  the  effective  cross-sectional 
area  of  the  bar,  which  is,  therefore,  only  as  strong  as  its  smallest 
cross-sectional  area.  After  stating  some  other  defects  of  the  con- 
struction he  said : 

The  object  of  my  invention  Is  to  overcome  these  disadvantages,  and  to  that 
end  I  provide  as  cores  to  be  embedded  in  concrete,  metallic  forms,  the  surfaces 
of  which  are  provided  with  a  relatively  large  number  of  small  interruptions  of 
their  continuity  whereby  the  bars  or  other  metallic  forms  present  as  a  whole 
substantially  continuous  surfaces  but  actually  possess  surfaces  with  many  inter- 
ruptions. A  core  of  this  kind  being  embedded  in  concrete  affords  an  enormously 
large  number  of  points  of  resistance  to  any  movement  of  the  surrounding  en- 
velop. Its  cross-sectional  area  at  any  one  place  differs  very  slightly,  if  at  all, 
from  such  area  at  any  other  place,  and  the  resulting  compound  structure  of  steel 
and  concrete  is  practically  a  monolith. 

The  drawings  accompanying  the  application  show  cylindrical  rods, 
some  with  indentations  and  some  with  projections  in  various  forms, 
as  well  as  rectangular  bars,  illustrating  the  construction  described. 
After  describing  these  particularly  he  says : 

In  all  these  different  forms  of  my  invention  it  will  be  observed  that  the  sub- 
stantially continuous  surface  and  contour  of  the  bar  is  preserved  while  the  sur- 
face is  nevertheless  provided  with  the  numerous  interruptions  stated. 

In  the  claim  occur  these  words : 

The  surface  of  which  is  provided  with  a  large  number  of  interruptions  of  its 
continuity  whereby  it  presents  a  substantially  continuous  but  actually  much 
interrupted  surface. 

The  issue  adopts  these  words  inserting  after  "  surface,"  the  words, 
"  of  all  the  sides  of." 

Replying  to  Johnson's  criticism  of  this  language  the  Primary  Ex- 
aminer, in  deciding  the  motion  to  dissolve  said : 

That  limitation  of  the  claim,  viz. :  "  the  surface  of  all  the  sides  of  which  is 
provided  with  a  large  number  of  interruptions  of  its  continuity  '*  is  further 
qualified  by  the  suggestion,  "  whereby  it  presents  a  substantially  continuous,  but 
actually  much  interrupted  surface."  This  phrase  is  regarded  by  Johnson  as 
paradoxical,  or  self-contradictory.  But  it  is  not  so  at  all.  A  surface  has  not 
to  be  entirely  free  from  interruptions  of  its  continuity  to  be  substantially  oofi' 
tinuous.  Take  Mueser*s  round  bar  as  shown  in  his  first  sheet  of  drawings.  A 
blunt  pencil  can  be  drawn  on  a  straight  line  from  end  to  end  of  it  on  every 
side  of  it : — can  be  drawn  spirally  around  it,  in  a  right-handed  or  left-handed 
turn — can  be  drawn  peripherally  and  transversely  around  it  zigzagwlse  and  in 
any  of  said  passages  not  encounter  a  single  interruption.  There  is  certainly  a 
continuity  of  surface  and  such  a  surface  consistently  also  with  a  large  number 
of  interruptions  of  its  continuity.  Johnson  also  by  the  truncation  of  two  oppo- 
site comers  of  his  bar  supplies  the  same  sort  of  continuity  of  surface,  and  remem- 
bering that  his  bars  are  to  be  made  of  indefinite  length,  he  certainly  provides 
the  large  number  of  Interruptions,    In  fact  it  seems  as  if  Mueser  in  hitting 
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upon  the  phraseology  of  these  counts  had  hit  upon  exactly  the  phraseology  if 
not  indeed  upon  the  only  possible  phraseology  to  set  out  the  characteristics 
common  to  both  these  devices. 

The  terms  of  the  issue  were  considered  sufficiently  accurate  by  all 
of  the  tribunals  passing  upon  the  question  of  priority.  After  quoting 
the  description  in  Johnson's  application,  the  Examiner  of  Interfer- 
ences in  construing  the  issue  said : 

It  is  therefore  necessary  that  the  issue  be  construed  to  cover  only  structures 
in  which,  by  reason  of  the  arrangement  of  projections  and  spaces,  the  area  of 
the  projections  shall  be  substantially  equal  to  the  area  of  the  recesses  cut  t)y 
any  transverse  plane.  The  Office  should  not  give  so  broad  a  construction  to  the 
terms  of  the  issue  as  to  enable  it  to  include  a  structure  which  has  been  held  to 
be  patentably  distinct  therefrom.  (Citing  Breul  v.  Smith,  C.  D.,  1897,  332; 
78  O.  G.,  1906;  10  App.  D.  C,  180;  see,  also,  Tracy  v.  Leslie,  C.  D.,  1899,  306; 
87  O.  G.,  891;  14  App.  D.  C,  126;  Ruete  v.  Elwell,  0.  D.,  1899,  379;  87  O.  G.. 
2119;  15  App.  D.  C,  21;  Podleaak  v.  Mclnnemey,  O.  D.,  1906,  568;  120  O.  G., 
2127;  26  App.  D.  C,  399,  407.) 

Under  the  construction  given  to  the  issue,  we  are  compelled  to  agree 
with  tlie  tribunals  below  that  Johnson's  constructions  of  1898  do  not 
embody  the  invention  of  the  issue. 

The  projections  upon  one  face  of  the  sample  bar,  as  shown  in  the 
plaster  reproduction  of  a  part  used  in  the  construction  of  the  school 
building  in  St.  Louis,  do  not  register  throughout  with  corresponding 
depressions  in  the  adjacent  face;  nor  are  the  corrugations  upon  the 
other  sample  bar  arranged  at  all  points  so  as  to  be  in  the  same  plane 
with  substantially  similar  depressions.  Johnson's  own  testimony, 
which  is  recited  in  the  decisions  of  the  Examiner  of  Interferences 
and  the  Commissioner  and  need  not  be  repeated,  shows  that  the  bars 
used  in  the  school  building  had  only  an  approximate  constant  section 
and  that  the  relative  positions  of  the  corrugations  on  the  different 
sides  of  the  bar  were  altogether  accidental  in  the  process  of  rolling. 
He  also  admitted  that  the  bar  illustrated  by  Figure  1  of  his  present 
application  is  an  improvement  upon  the  former  bar.  On  this  point, 
also,  the  Examiner  of  Interferences  refers  to  the  oath  attached  to 
Johnson's  present  application,  filed  February  4,  1904,  in  which  he 
says  that  the  invention  claimed  had  not  been  in  public  use  for  more 
than  two  years  prior  to  that  date ;  and  which  could  not  be  true  if  it 
were  embodied  in  his  bars  applied  in  building  construction  in  1898. 
As  these  bars,  therefore,  do  not  show  the  essential  feature  of  the  issue, 
namely,  "substantially  the  same  cross-sectional  area  throughout  its 
length,"  they  do  not  show  the  invention  in  controversy. 

There  being  no  other  evidence  tending  to  show  that  Johnson  had 
the  conception  of  the  invention  prior  to  filing  his  application,  he 
has  failed  to  antedate  the  conception  of  Mueser  shown  in  his  prior 
application. 
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The  decision  awarding  priority  to  Mueser  must  therefore  he  af- 
firmed. It  is  so  ordered;  and  that  this  decision  be  certified  to  the 
Commissioner  of  Patents  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Daggett,  Jr.,  v,  Kaufmann. 

Decided  June  i,  1909, 
145  O.  G.,  1024;  33  App.  D.  C,  450. 

1.  Interference — ^Priority — Reduction  to  Practice — ^Testimony. 

Testimony  as  to  the  test  of  a  gas-mantle  Held  insufficient  to  establish  that 
such  mantle  was  a  reduction  to  practice  where  the  witnesses  content  them- 
selves with  saying  that  the  experiments  were  satisfactory  and  neither  the 
inventor  nor  the  officers  of  the  assignee  company  who  testified  were  expert 
mantle-makers  and  none  of  the  expert  workers  in  the  factory  were  called 
to  testify, 

2.  Same — Same — Same — Inverted  Gas-Mantlb — Not  a  Simple  Device. 

a  mantle  for  an  Inverted  gas-lamp  is  not  such  a  simple  device  that  the 
mere  construction  thereof  without  a  test  to  demonstrate  its  efficacy  con- 
stitutes a  reduction  to  practice. 

Mr.  A.  B,  Stoughton  for  the  appellant. 
Mr.  Joseph  L.  Levy  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  interference  between  rival  applicants  for  an  improve- 
ment in  mantles  for  incandescent  lights  of  the  inverted  type.  The 
issue  is  defined  as  follows : 

1.  An  inverted  mantle  having  a  cylindrical  open  top  and  a  dome-formed 
smooth-surfaced  base  consisting  of  two  sections,  each  of  the  general  form  of  a 
quarter  of  a  sphere  and  seamed  together  at  their  edges. 

2.  An  incandescent  mantle  constructed  from  a  tubular  stocking  having  a  cylin- 
drical open  end  and  a  smooth  dome-shaped  closed  end  formed  of  curved  end 
sections  and  united  at  their  edges  by  means  of  seams. 

Kaufmann's  application  was  filed  October  21,  1905;  Daggett's  on 
December  6,  1905. 

In  the  earlier  and  best-known  type  of  the  gas  incandescent  lamp 
the  flame  is  directed  upward  and  is  slender  and  of  considerable  length. 
The  mantle  to  be  made  incandescent  is  conformed  to  the  shape  of  the 
flame  to  the  extent  necessary  to  secure  sufficiently  uniform  heating. 
The  knitted  fabric  forming  the  base  of  the  mantle  is  in  the  form  of 
a  cylinder  or  sleeve  and  is  gathered  or  shirred  at  the  upper  end  by 
which  it  is  secured  to  its  support.  It  is  not  entirely  closed  and  pre- 
sents a  puckered  appearance.  The  inverted  lamp  for  which  the 
mantle  of  the  issue  is  intended  was  first  used  in  Europe.    The  ten- 


Digitized  by  VjOOQIC 


DECISIONS  OF  THE  UNITED  STATES  COUKTS  IN  PATENT  CASES.      445 

dency  of  gas  being  upward,  the  flame  when  turned  downward  spreads 
out  and  takes  a  shape  that  has  been  described  as  res^nbling  an 
inverted  mushroom.  The  foreign  inverted  mantles  conformed  to  this 
shape  of  the  flame  and  their  ends  were  closed  and  fastened  in  a 
manner  not  then  apparent  to  American  manufacturers.  In  the  inven- 
tion of  the  issue  the  end  of  the  mantle  is  closed  by  a  seam  and  the 
puckering  of  the  end,  as  in  the  former  upright  mantle,  is  avoided, 
and  it  is  given  the  dome  shape  which  conforms  to  the  shape  of  the 
downward  flame,  permitting  heating  to  be  substantially  the  same 
temperature  throughout. 

•  The  disclosure  of  each  party  answers  the  terms  of  the  issues.  Dag- 
gett unites  the  end  portions  of  the  tubes  with  a  single  semicircular 
seam,  while  Kaufmann  uses  cross-seams  uniting  four  end  sections, 
to  form  the  dome. 

Daggett  alleged  conception,  disclosure  and  reduction  to  practice  in 
the  spring  of  1903.  Kaufmann  alleged  conception,  disclosure  and 
reduction  to  practice  in  July,  1903. 

Daggett,  being  the  junior  applicant,  had  the  burden  of  proof.  It 
became  necessary  for  him  to  show  actual  reduction  to  practice,  as 
claimed,  for  otherwise  he  would  lose  the  benefit  of  an  earlier  concep- 
tion because  of  want  of  diligence  at  the  time  of  Kaufmann's  applica- 
tion and  constructive  reduction  to  practice. 

All  of  the  tribunals  of  the  Office  concurred  in  holding  that  his  tes- 
timony failed  in  the  required  certainty  of  reduction  to  practice,  and 
established  nothing  more  than  an  abandoned  experiment.  Priority 
was,  therefore,  awarded  to  Kaufmann.  This  unanimity  of  decision 
increases  the  burden  upon  Daggett,  and  in  order  to  obtain  a  reversal 
of  the  decision  error  must  be  made  clearly  to  appear. 

In  avoidance  of  this  eflfect  of  the  concurrent  decisions  of  the  several 
tribunals  of  the  Patent  OflSce,  the  appellant  contends  that  the  question 
of  his  reduction  to  practice,  under  the  circumstances  of  the  case,  is 
one  of  law,  simply,  in  that  the  making  of  a  complete  mantle  that  is  an 
embodiment  of  the  issue  is  itself  a  reduction  to  practice  without  the 
aid  of  trial  or  experiment,  in  the  light  of  what  was  then  well  known 
in  the  art.  In  other  words,  the  claim  is  that  the  device  is  so  simple 
and  its  efficiency  so  obvious  to  those  skilled  in  the  art,  that  the  making 
of  one  of  the  required  description  is  a  complete  demonstration  of  its 
practical  utility  and  commercial  value.  Undoubtedly  there  are  many 
simple  devices,  the  construction  of  which  of  operative  size  and  ma- 
terial, has  this  effect.  It  is  however  a  matter  of  some  doubt,  at  least, 
whether  appellant,  in  fact,  produced  a  mantle  in  the  spring  of  1903 
so  complete  in  form  and  perfect  in  construction  as  to  amount  to  a 
satisfactory  demonstration  of  its  efficacy  for  the  intended  use.  In  the 
first  place,  the  drawings  accompanying  the  application  which  de- 
scribes the  construction,  do  not  show  with  perfect  certainty  the  shape 
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and  design  of  the  now  successful  mantle.  They  are  elongated  rather 
than  ovoidal,  and  in  two  of  them,  at  least,  the  seam  is  apparently 
curved.  It  was  not  until  October  12,  1906,  that  Figure  6,  showing 
plainly  a  dome-shaped  end  with  a  straight  seam,  was  added.  In 
these  respects,  the  drawings  are  in  marked  contrast  with  the  drawings 
accompanying  appellee's  application,  notwithstanding  they  may  show 
conformity  with  the  general  terms  of  the  issue.  There  is  also  a  lack 
of  precision  in  the  testimony,  of  the  witness  called  to  corroborate 
Daggett,  in  identifying  the  particular  figure  of  the  drawings  to  which 
the  earlier  construction  conformed.  But  assuming  for  the  purposes 
of  the  contention  that  the  evidence  clearly  shows  the  construction  df 
a  complete  mantle  answering  the  general  requirements  of  the  issue, 
as  early  as  the  spring  of  1903,  we  cannot  agree,  from  what  we  now 
know  of  the  eflScacy  of  the  commercial  mantle,  that  it  was  then  so 
simple  a  thing  as  to  demonstrate  that  efficacy  without  some  test.  A 
sufficient  test,  of  course,  would  be  its  successful  trial  upon  the  inverted 
lamp  then  in  use. 

The  fact  that  the  testimony  of  the  inventor  tends  to  show  the  con- 
struction of  a  number  of  mantles,  and  frequent  experimentation  there- 
with in  the  factory  of  the  Welsbach  Company,  where  every  one  was 
familiar  with  the  use  of  the  upright  mantle,  is  a  strong  indication 
that  the  mere  construction  of  the  mantle  was  not  a  sufficient  demon- 
stration of  its  utility  for  the  purpose  intended. 

The  difficulties  to  be  overcome  in  the  reversal  of  the  direction,  and 
the  consequent  change  in  the  shape  of  the  flame  from  the  lamp,  sug- 
gest the  reasonableness  of  an  actual  trial  to  ascertain  if  the  desired 
result  had  been  obtained. 

The  earnest  and  confident  contention  against  the  soundness  of  the 
conclusions  of  the  tribunals  of  the  Office  that  the  evidence  relating 
to  actual  reduction  to  practice,  through  tests  of  the  efficacy  of  the 
earlier  constructed  mantles,  shows  nothing  more  than  an  abandoned 
experiment,  has  induced  a  very  careful  examination  of  all  of  that 
evidence.  We  find  that  it  has  been  fully  reviewed  in  the  several  de- 
cisions referred  to  and  fairly  stated.  It  would  serve  no  useful  pur- 
pose to  consume  space  with  another  review  of  the  testimony,  and  we 
shall  content  ourselves  with  some  general  observations  in  explanation 
of  our  conclusion. 

The  invention  of  Daggett  belongs  to  the  Welsbach  Company,  a 
corporation  apparently  of  large  means,  engaged  in  the  manufacture 
of  gas  lamps  and  mantles.  The  inventor  and  his  corroboratory  wit- 
nesses are  employees  and  officers  of  that  corporation,  and  to  that 
extent  interested,  but  there  is  nothing  in  their  testimony  to  cause  a 
suspicion  of  their  veracity,  or  that  they  have  been  unduly  biased  by 
their  relations  with  the  real  party  in  interest.  Had  they  been  un- 
truthful or  unfair  witnesses,  they  might  readily  have  avoided  the 
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objections  made  to  the  want  of  precision  in  their  testimony.  On  this 
point  it  was  said  by  the  Commissioner: 

While  it  Is  not  necessary  in  order  to  establish  reduction  to  practice  of  the 
invention  in  issue,  to  prove  that  elaborate  tests  as  to  the  light-giving  qualities 
of  the  mantles  of  1903  were  conducted  and  that  such  tests  showed  that  the 
mantles  were  in  all  respects  highly  effective  and  in  an  entirely  commercial 
form,  something  more  is  necessary  than  the  very  general  statements  of  the 
witnesses  pointed  out  above. 

The  testimony  is  vague  in  regard  to  the  tests,  the  witnesses  con- 
tenting themselves  with  saying  that  the  experiments  were  satisfac- 
tory, and  omitting  details  of  the  several  experiments  and  the  par- 
ticular results  of  each.  It  is  to  be  noted,  also,  that  neither  Daggett, 
nor  either  of  the  oflScers  of  the  company  called  to  corroborate  him, 
was  an  expert  mantle-maker,  and  that  none  of  the  expert  workers  in 
that  line  in  the  factory  was  called  to  testify.  Again,  it  is  a  fact  of 
considerable  significance  that  the  Welsbach  Company  took  no  steps, 
in  a  reasonable  time  after  the  alleged  satisfactory  steps,  to  exploit 
the  invention.  It  waited  for  two  years,  at  least,  before  moving  in 
the  matter  of  obtaining  a  patent,  and  did  not  commence  the  manu- 
facture of  the  mantle  for  market  until  July,  1906.  But  during  this 
interval  the  importance  of  the  inverted  mantle  as  a  commercial  ar- 
ticle had  not  been  overlooked.  Daggett  had  resumed  his  efforts  to 
discover  the  secret  of  the  closing  of  the  ends  of  the  imported  mantles. 
He  discovered  how  these  ends  were  shirred  and  the  Welsbach  Com- 
pany adopted  that  method  and  prosecuted  it  commercially  until 
July,  1906.  It  is  true  that  if  the  invention  of  the  issue  had  been 
actually  reduced  to  practice  the  inventor  would  not  be  deprived  of 
the  benefit  of  his  invention  by  reason  of  mere  delay  without  inten- 
tion to  secrete  or  suppress  it,  and  by  the  exploitation  of  a  preferred 
substitute.  (Esty  v.  Newton,  C.  D.,  1899,  284;  86  O.  G.,  799;  14 
App.  D.  C,  50,  54.)    But  in  all  such  cases — 

Long  delays  in  mailing  use  of  an  invention  claimed  to  have  been  reduced  to 
practice,  or  in  applying  for  a  patent,  have  always  been  regarded  as  potent 
circumstances  tending  to  show  that  the  alleged  reduction  to  practice  was  noth- 
ing more  than  an  unsatisfactory  and  abandoned  experiment.  {Paul  v.  Hess^ 
C.  D.,  1905.  610;  115  O.  G.,  251;  24  App.  D.  C,  462,  468,  and  cases  cited.) 

Considering  all  of  the  circumstances  mentioned,  in  connection 
with  the  direct  evidence  of  the  witnesses,  we  are  not  convinced  that 
there  was  error  in  the  decision  of  the  Patent  Office  tribunals.  In  ac- 
cordance with  a  settled  rule,  without  such  conviction  we  cannot  re- 
verse those  decisions. 

This  renders  it  unnecessary  to  determine  the  exact  date  of  Kauf- 
mann's  conception  and  reduction  to  practice.  His  company  com- 
menced manufacturing  the  mantles  of  the  issue  in  October,  1905,  and 
on  the  21st  day  of  that  month  he  filed  an  application  completely  and 
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accurately  disclosing  the  invention.  This  entitles  him  to  priority 
over  a  rival  who  may  have  conceived  the  invention  earlier  but  was 
not  exercising  diligence  when  he  entered  the  field. 

The  decision  In  favor  of  Kcmfmann  will  he  affirmed;  and  the  clerk 
will  certify  this  decision  to  the  Commissioner  of  Patents  as  the 
statute  directs. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

WOODBRIDGE  V.  WiNSHIP. 

Decided  June  4,  1909, 

145  O.  G.,  1250;  33  App.  D.  C,  490. 

1.  INTERFEBENCE — ^REBUTTAL  TESTIMONY — ^ADMISSIBILITY. 

VThere  the  Junior  party  included  in  his  rebuttal  testimony  testlinony 
which  was  in  fact  not  in  rebuttal  of  the  case  made  by  the  senior  party  and 
urged  its  admission  on  the  ground  that  the  senior  party  had  proved  later 
dates  than  was  expected  by  the  Junior  party,  thereby  leading  him  to  believe 
that  a  narrow  construction  of  the  issue  was  to  be  urged  and  that  the 
testimony  In  question  would  show  conception  earlier  than  the  date  proved 
by  the  senior  party,  Held  that  the  orderly  rules  of  procedure  relating  to 
the  introduction  of  evidence  should  be  observed  in  the  Patent  Office  as 
elsewhere,  and  such  testimony  was  properly  refused  consideration. 

2.  Same — Unanimous  Decisions  of  Patent  Office. 

Unanimity  in  the  decisions  of  the  Patent  Office  tribunals  necessarily 
imposes  upon  the  appellant  the  burden  of  making  out  a  clear  case  of  error 
in  the  decision  appealed  from. 

Mr.  A.  B.  Stoughton  for  the  appellant. 

Mr.  R.  N.  Kenyon  and  Mr.  Gorham  Crosby  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  interference  proceeding  involving  priority  in  respect  of 
an  invention  relating  to  a  system  of  electrical  distribution,  the  single 
count  of  which  reads  as  follows : 

The  combination  of  alternating  and  direct  circuits  having  an  appropriate 
converter  operatively  connected  between  them,  a  battery  operatlvely  arranged 
in  respect  to  the  direct-current  circuit,  and  means  adapted  to  cause  the  battery 
to  charge  and  discharge,  and  operatively  arranged  to  respond  to  variations  of 
load  on  either  circuit. 

In  the  operation  of  street-railway  systems  a  main  generator  fur- 
nishes the  current  which  feeds  the  work-circuit.  On  this  work-cir- 
cuit there  is  a  frequent  change  of  load.  For  periods  the  load  may  be 
about  the  same  average.  If,  however,  cars  are  stopped  or  blocked, 
the  load  necessarily  falls.  When  put  in  simultaneous  motion  the  load 
suddenly  rises.  These  sudden  changes  of  load  have  a  deleterious 
effect  on  the  main  generator  and  engine,  and  produce  other  injurious 
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results.  To  obviate  these  a  large  storage  battery  was  ordinarily  intro- 
duced, connected  across  the  mains  adjacent  to  the  main  generator. 
This  is  so  designed  and  arranged  that  when  there  is  a  rise  of  load 
the  battery  will  discharge  current  to  the  work-circuit  and  thereby 
prevent  the  extra  heavy  load  from  falling  upon  the  main  generator. 
Where  there  is  a  lighter  load  in  the  work-circuit  the  battery  charges, 
thereby  taking  up  some  of  the  force  of  the  main  generator.  When 
the  load  on  the  work-circuit  is  of  the  average  for  which  the  system  is 
adjusted  the  battery  "  floats,"  as  it  is  termed,  neither  charging  nor 
discharging.  The  storage  battery  is  slow  in  operation,  and  to  in- 
crease the  rapidity  of  its  discharge  or  charge,  as  the  occasion  required, 
there  was  introduced  a  dynamo  with  armature  in  series  with  the  bat- 
tery which  compels  the  battery  to  perform  its  function  rapidly.  The 
booster  voltage  operates  in  either  direction  as  the  demand  is  for 
charge  or  discharge  according  to  the  changes  of  load  in  the  work- 
circuit. 

There  is  no  expert  testimony  in  the  record  and  we  have  given  such 
a  description  of  the  art  as  we  have  been  able  to  gather  from  the  de- 
cisions of  the  tribunals  of  the  Office,  and  the  argument  of  counsel. 

The  respective  inventors  in  this  controversy,  whose  devices,  though 
specifically  different,  conform  to  the  broad  terms  of  the  issue,  sought 
to  apply  this  principle  of  control  in  a  system  having  an  alternating 
current  and  a  direct-current  generator,  in  combination.  They  have 
conceived  the  idea  of  duplex  control  of  a  battery  connected  with  the 
direct-current  side  of  the  system  which  will  maintain  the  load  on  each 
generator  steady,  itself  receiving  or  supplying  current  when  the  sum 
of  the  load  of  the  two  circuits  is  substantially  below,  or  above,  re- 
spectively, the  average  for  which  the  combined  systems  are  adjusted. 
As  before  said,  the  system  of  each  inventor  is  within  the  broad  terms 
of  the  issue,  and  it  is,  therefore,  unnecessary  to  discuss  the  specific 
differences  between  them. 

The  issue  calls  for  the  following  elements:  1.  A  combination  of 
alternating  and  direct  current  circuits.  2.  An  appropriate  converter 
operatively  connected  between  the  two  circuits.  3.  A  battery  op- 
eratively  arranged  in  respect  to  the  direct  current  circuit.  4.  Means 
adapted  to  cause  the  battery  to  charge  and  discharge,  and  operatively 
arranged  to  correspond  to  variations  of  load  on  either  circuit.  The 
controversy  respecting  the  claim  by  Woodbridge  of  actual  reduction 
to  practice  turns,  chiefly,  upon  this  requirement  of  means  to  cause 
the  compensatory  storage  battery  to  charge  and  discharge  in  re- 
sponse to  variations  of  load  upon  either  circuit. 

Winship  is  the  senior  party,  having  filed  his  application  March  11, 
1905.  Woodbridge  filed  on  April  19,  1905,  and  through  failure  in 
the  Office  to  declare  an  interference,  received  a  patent  on  May  8, 
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1906.  Woodbridge's  statement  alleges  conception  of  the  invention 
in  March,  1903 ;  drawings  about  the  same  time ;  reduction  to  practice 
in  October,  1903.  Winship's  statement  alleged  conception  between 
July  22  and  26,  1904;  sketches  and  disclosure  about  the  same  time; 
further  disclosure  in  August,  1904,  and  again  on  December  14,  1904, 
in  making  a  description,  etc.,  for  the  purpose  of  applying  for  a 
patent.  The  only  reduction  to  practice  is  that  eflFected  by  filing  the 
application. 

Woodbridge  had  the  burden  of  proof.  To  overcome  Winship's 
prior  application  it  was  incumbent  upon  him  to  show  a  conception 
prior  to  Winship,  and  either  actual  reduction  to  practice,  as  alleged, 
or  diligence  in  the  prosecution  of  his  invention  at  the  time  of  Win- 
ship's entry  in  the  field.  The  testimony  taken  by  Woodbridge  in 
chief  contained  no  corroboration  of  his  conception  prior  to  the  al- 
leged reduction  to  practice  in  October,  1903.  In  the  course  of  his 
testimony  he  offered  in  evidence  a  sketch  of  the  specific  form  of  his 
invention,  saying  that  it  was  prepared  for  his  patent  application. 
This  sketch  is  a  printed  blank  of  the  patent  department  of  the  Elec- 
tric Storage  Battery  Co.,  of  which  Woodbridge  was  chief  engineer. 
At  the  bottom  of  the  drawing  and  brief  description  in  writing,  ap- 
pears a  printed  form  of  certificate  with  blanks  for  dates.  With  the 
blanks  filled  up  it  reads: 

This  idea  was  conceived  by  me  Dec.  14,  1904,  and  the  above  drawing  and 
description  was  made  by  me  Jan.  5,  1905,  and  was  shown  and  described  to 
each  of  the  undersigned  witnesses  at  the  date  set  opposite  his  name. 

This  bore  the  signature  of  Woodbridge  and  that  of  an  attesting 
witness,  A.  McNichols,  as  of  date  January  5, 1905. 

Winship's  testimony  as  to  conception  on  the  earlier  dates  alleged 
by  him  was  uncorroborated,  but  there  is  no  doubt  of  the  last  date 
alleged,  December  14,  1904,  on  which  he  disclosed  the  invention  com- 
pletely to  his  patent  solicitor,  for  the  purpose  of  applying  for  a 
patent.  His  earliest  date  of  conception  is,  therefore,  December  14, 
1904,  and  for  reduction  to  practice  he  stands  on  his  filed  application 
of  March  11,  1905.  Woodbridge  then  took  what  is  entitled,  rebuttal 
testimony,  attempting  to  show  that  the  sketch  No.  5,  heretofore 
described,  represented  an  earlier  conception  of  the  specific  idea.  To 
support  this  he  read  certain  letters  alleged  to  have  passed  between 
him  and  R.  C.  Hull,  district  engineer  of  the  sales  department  of  his 
company  at  Cleveland,  Ohio;  the  first  of  the  series  being  a  letter  of 
Hull  dated  October  27,  1904,  to  which  the  reply  was  under  date  of 
November  7,  1904.  These  letters  were  produced  by  Woodbridge. 
Hull  was  not  examined,  and  there  was  no  other  evidence  relating  to 
their  writing,  despatch,  and  receipt.  The  tribunals  of  the  Office 
rejected  this  evidence,  upon  objection,  on  the  ground  that  it  was  not 
rebuttal  evidence  and  ought  to  have  been  introduced  in  chief. 
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Each  tribunal  of  the  Patent  Office  held  that  while  the  experimenta- 
tion of  Woodbridge  at  Columbus,  Ohio,  in  October,  1903,  may  have 
demonstrated  the  conception  of  the  broad  idea  of  the  invention,  it 
was  not  an  actual  reduction  to  practice.  It  was  said  by  the  Commis- 
sioner in  conclusion: 

Whether,  therefore,  the  Columbus  test  be  held  to  embody  the  invention  in 
issue  or  not,  Woodbridge  cannot  prevail.  If  it  did  not  embody  the  inyeution, 
Woodbridge  was  later  than  Winshlp  in  both  conception  and  reduction  to  prac- 
tice. If  it  did,  Woodbridge  was  the  first  to  conceive,  but  the  last  to  reduce 
to  practice,  and  was  not  diligent  in  reducing  the  invention  to  practice  at  the 
time  Winshlp  entered  the  field. 

This  unanimity  of  decision  necessarily  imposes  the  burden  upon 
Woodbridge  to  make  out  a  clear  case  of  error  in  the  decision  ap- 
pealed from. 

The  first  question  to  be  considered  is  whether  there  was  error  in 
rejecting,  or  refusing  to  consider  the  evidence  offered  by  Woodbridge 
in  rebuttal.  We  think  there  was  not.  Orderly  rules  of  procedure 
must  be  observed  in  the  Patent  Office  as  elsewhere.  The  junior  party 
had  notice  of  the  dates  claimed  by  his  opponent.  The  proper  order 
of  his  procedure  was  to  introduce  all  of  the  proof  upon  which  he 
relied  to  support  his  own  allegations.  This  additional  testimony 
ought  then  to  have  been  introduced.  It  is  not  in  rebuttal  of  the  case 
made  by  Winship.  Counsel  for  appellant  claims  that  he  was  led 
to  believe,  upon  the  closing  of  Winship's  case  in  which  he  only 
proved  the  date  of  December  14,  1904,  that  the  latter  took  the.  posi- 
tion that  the  issue  should  be  so  narrowly  construed  as  to  exclude 
Woodbridge's  Columbus  disclosure.  To  meet  this  contention  that  it 
should  be  construed  narrowly  the  additional  evidence  was  introduced 
to  show  that  he  was  first  to  conceive  under  this  narrow  construction. 
Further,  also,  that  as  Winship  confined  his  corroborating  evidence 
of  conception  to  December  14,  1904,  and  thereby  abandoned  his 
earlier  date,  alleged  as  of  July  22,  1904,  which  antedated  the  Hull 
letters,  it  was  proper  to  show  that  the  idea  illustrated  by  sketch  No.  5* 
as  of  December  19,  1904,  had  been  earlier  conceived  and  then  com- 
municated to  Hull  early  in  November,  1904.  As  Woodbridge  was 
bound  to  introduce  his  evidence  first,  he  had  his  own  statement  and 
that  of  Winship  (which  may  be  called  the  pleadings)  by  which  to 
determine  the  extent  to  which  he  should  go  in  proving  his  case  in 
chief.  He  could  not  be  misled  by  evidence  which  his  opponent  had 
not  then  introduced,  or  by  a  position  respecting  the  scope  of  the 
invention  which  he  had  not  then  indicated  in  any  manner.  Having 
rested  his  case  in  chief,  he  is  limited  to  rebuttal  testimony  after  the 
closing  of  his  adversary's  proof.  Realizing  his  inadvertency,  he 
might  possibly  have  obtained  leave  to  reopen  his  case-in-chief  to 
cure  the  effect  of  it.  However  this  might  be,  he  took  no  such  step, 
and  must  abide  the  consequences. 
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Under  our  view  of  the  evidence  relating  to  reduction  to  practice  by 
Woodbridge  at  Columbus  in  October,  1903,  we  may  assume  that  he 
then  had  in  mind  an  invention  that  is  within  the  terms  of  the  issue, 
and  treat  him  as  the  first  to  conceive. 

It  appears  that  this  test  was  made  October  14  and  15,  1903,  in  con- 
nection with  the  power  plant  of  a  street-railway  company  at  Colum- 
bus, Ohio,  by  J.  L.  Woodbridge,  the  inventor,  and  J.  E.  Woodbridge, 
an  engineer  of  the  General  Electric  Co.,  at  Schenectady,  N.  Y.,  who 
had  installed  the  entire  plant  of  the  railway  company.  Both  wit- 
nesses testified  as  to  what  occurred,  after  a  lapse  of  five  years.  J.  E. 
Woodbridge  made  a  written  report  of  the  operations  at  Columbus  to 
his  own  company,  under  date  of  October  22,  1903,  which  was  read 
in  evidence.  This  states  tests  1,  2,  3,  4  and  5  as  made.  Test  No.  1  is 
the  only  one  of  these  which  Woodbridge  claims  could  have  embraced 
the  invention  which  it  is  claimed  was  then  reduced  to. practice.  This 
report  was  submitted  to  J.  L.  Woodbridge,  who  made  no  comment 
upon  it,  but  gave  it  his  general  approval.  J.  E.  Woodbridge  was 
not  informed  of  any  special  purpose  that  J.  L.  Woodbridge  had  in 
view.  J.  L.  Woodbridge  was  asked  in  cross-examination,  to  point 
out  any  language  in  the  report  which  suggested  that  they  were  try- 
ing to  see  how  much  they  could  cause  the  battery  to  act  to  assist  the 
fluctuations  originating  outside  substation  E  (where  the  tests  were 
made.)     To  this  he  answered  as  follows: 

I  do  not  know  that  there  is  any  language  in  this  report  which  attempts  to 
Indicate  what  I  was  trying  to  demonstrate.  Mr.  J.  E.  Woodbridge  joined  me  In 
these  tests  with  an  avowed  purpose  quite  different  from  mine.  He  was  looking 
for  combinations  which  could  insure  the  greatest  stability  of  operation  with 
respect  to  the  direct-current  output  of  the  rotary,  and  was  therefore  looking  to 
produce  results  exactly  the  opposite  of  those  which  I  intended  to  produce. 
This  is  obvious  from  the  language  under  the  heading  "  General  conclusions.'* 
In  this  paragraph  he  states  that  for  small  plants  the  differential  booster  is  to 
be  preferred.  The  differential  booster  is  designed  to  prevent,  as  far  as  pos- 
sible, the  battery  from  charging  and  discharging  in  response  to  any  changes  on 
•the  alternating-current  circuit,  but  is  designed  to  maintain  a  constant  direct- 
current  output  from  the  rotary  converters.  Mr.  J.  E.  Woodbridge  was  endeavor- 
ing to  ascertain  what  combination  of  apparatus  would  most  nearly  secure  this 
result  His  report  to  his  own  company  therefore  includes  his  observations  and 
conclusions  on  that  point. 

It  does  not  appear  from  J.  E.  Woodbridge's  testimony  that  the 
tests  were  made  with  a  view  to  ascertain  anything  else  than  he,  him- 
self, had  in  view.  In  his  report  he  states  that  test  5  was  preferable 
to  test  1,  and  recommended  2  and  5  in  preference  to  others.  The 
Examiners-in-Chief  say  that  further  uncertainty  in  this  test,  in  so 
far  as  the  present  invention  is  involved,  is  found  in  the  conditions 
prevailing  in  the  system  at  the  time.  It  appears,  they  say,  that  the 
railway  was  supplied  by  an  alternating-current  generator,  situated 
sixty  miles  away,  which  gave  a  high-tension  current  that  was  stepped 
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down  at  a  number  of  intermediate  substations  by  stationary  trans- 
formers and  fed  to  rotary  conductors.  At  the  Columbus  station  there 
were  two  shunt  rotary  converters  supplemented  by  engine-driven 
direct-current  generators,  also  in  parallel  with  the  rotary  converters 
across  the  direct-current  bus-bar.  The  direct-current  generators, 
however,  were  disconnected  during  the  conduct  of  experiment  No.  1. 
They  further  say : 

A  battery  and  booster  in  series  were  also  connected  across  the  direct-current 
bus-bar,  the  field  of  the  latter  being  compound  wound,  one  coil  in  series  with 
the  battery  and  the  other  in  shunt  and  capable  of  manual  control.  As  we 
understand  it,  this  arrangement  of  battery  and  booster  is  a  common  one  when 
a  battery  Is  employed  to  correct  the  irregularities  of  the  load  of  a  direct-current 
system.  It  is  also  well  known,  and  appears  from  the  testimony  of  Woodbridge, 
that  the  function  of  the  booster  so  connected  is  to  magnify  the  charge  and  dis- 
charge of  the  battery  caused  by  fluctuations  in  the  voltage  across  its  terminals. 
The  booster  does  not  initiate  or  determine  the  charge  or  discharge.  That  would 
take  place  as  siu-ely  and  at  the  same  time  If  no  booster  were  present,  but  would 
merely  be  less  in  amount. 

In  this  connection,  they  quote  from  an  article  of  J.  L.  Woodbridge, 
published  in  Casaier^s  Magazine  for  November,  1905,  in  which  he 
says: 

The  simplest  type  is  that  with  the  booster  fleld-coU  in  the  battery-circuit. 
This  is  commonly  called  the  "straight-compound"  booster.  •  •  •  In  this 
type  of  installation,  the  booster  alone  cannot  cause  the  battery  to  charge  and 
discharge,  since  it  depends  upon  the  current  in  the  battery-circuit  to  actuate  it 
It  is  necessary,  therefore,  to  provide  some  outside  cause  to  produce  battery  dis- 
charge or  charge  and  the  booster  will  then  become  a  factor  in  determining  the 
amount  of  such  charge  or  discharge.  As  already  mentioned,  the  only  way  to 
cause  the  battery  to  discharge  is  to  lower  its  terminal  voltage. 

We  shall  not  pursue  the  suggestions  made  as  to  the  state  of  the 
alternating-current  generator,  sixty  miles  away,  and  the  unnoted 
fluctuations  of  that  current  through  causes  operating  there  and  on 
the  line  elsewhere,  for  we  must  confess  our  inability  to  appreciate 
what  effect  these  may  have  had.  It  is,  as  before  remarked,  an  essen- 
tial feature  of  the  issue  that  the  means  shall  be  adapted  to  cause  the 
battery  to  charge  and  discharge,  and  operatively  arranged  to  respond 
to  variations  on  either- circuit,  that  is  the  alternating  and  the  direct 
circuit.  This  is  distinguishable  from  means  adapted  merely  to  aug- 
ment or  magnify  the  charge  and  discharge  of  the  battery.  There 
must  be  a  regulating  apparatus  that  shall  be  acted  upon  by  a  change 
in  the  load  of  either  of  the  circuits,  whether  there  is  a  change  in  the 
other  or  not. 

Now  while  J.  L.  Woodbridge  testifies  that  in  the  Columbus  test  the 
battery  charged  and  discharged  in  response  to  variations  of  load  of 
either  the  direct-current  or  the  alternating-current  circuit,  he  is  not 
corroborated  in  this  by  J,  E,  Woodbridge.    The  latter  says  the  battery 
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certainly  discharged  during  the  tests,  and  he  believes  that  it  charged 
at  times.    In  this  connection  it  was  said  by  the  Examiners-in-Chief : 

We  have  no  certain  testimony  on  the  part  of  J.  E.  Woodbridge  that  the  bat- 
tery charged  at  all.  While  he  testified  that  its  output  varied  according  to  the 
fluctuations  of  load  on  the  substation  and  fluctuations  of  pressure  on  the  trans- 
mission-line, he  does  not  state  to  what  extent  it  varied  or  in  what  direction  with 
reference  to  the  fluctuations  in  load  and  pressure;  nor  does  he  give  any  facts 
by  which  we  can  come  to  a  conclusion  as  to  the  value  of  the  arrangement.  Such 
testimony  is  wholly  Inadequate  to  overcome  the  strong  circumstantial  evidence 
to  which  we  have  referred,  that  what  was  done  at  Columbus  was  at  most  an 
abandoned  experiment 

Among  the  circumstances  referred  to  is  that  the  test  was  but  one  of 
a  series  of  five,  lasting  in  all  but  a  day  and  a  fraction  of  a  day.  The 
failure  of  J.  L.  Woodbridge  to  inform  J.  E.  Woodbridge  of  his  inven- 
tion and  of  his  purpose  to  test  it  then  and  there  specially,  and  the 
failure  of  the  latter  to  observe  and  report  it,  have  been  adverted  to. 
Again,  no  application  for  patent  was  made  until  a  year  and  a  half 
later,  and  no  system  embodying  the  invention  was  introduced  by  a 
company  necessarily  alive  to  its  value,  until  in  1906.  And  when  appli- 
cation was  finally  made  it  disclosed  an  elaborate  and  complicated 
arrangement  quite  different  from  that  which  he  claimed  to  have  tested 
and  reduced  to  practice  at  Columbus  a  year  and  a  half  before.  These 
circumstances  tend  strongly  to  justify  the  inference  that  if  the  in- 
vention was  then  fully  in  the  mind  of  the  inventor,  the  test  was 
experimental  and  of  an  unsatisfactory  character.  {Ocumpaugh  v. 
Norton,  C.  D.,  1905,  632;  115  O.  G.,  1850;  25  App.  D.  C,  90,  94.) 

An  additional,  and  what  seems  to  us  a  strong  circumstance  warrailt- 
ing  the  inference  not  only  that  the  Columbus  test  was  neither  com- 
plete nor  convincing,  but  also  that  there  was  not  then  a  complete  con- 
ception of  the  invention,  is  found  in  the  testimony  relating  to  the 
drawing  dated  January  5,  1905.  It  was  drawn  by  Woodbridge  him- 
self upon  a  blank  of  the  patent  department  of  his  company.  Man- 
agers of  such  departments  have  long  since  learned  to  appreciate  the 
great  importance  of  preserving  record  dates  of  descriptions  and  illus- 
trative drawings  of  inventions.  The  blank  shows  that  it  was  devised 
with  this  end  in  view.  Presumably  the  importance  of  proving  dates 
was  known  to  the  appellant;  at  any  rate  it  was  called  to  his  attention 
when  he  recorded  the  fact  on  January  5,  1905,  that  "  this  idea  was 
conceived  by  me  Dec.  14,  1904,"  and  caUed  a  witness  to  attest  it. 

Notwithstanding  this  presents  a  more  elaborate  and  complex  form 
of  the  system  than  that  of  the  Columbus  test,  yet,  as  he  contends,  the 
inventive  conception,  the  "  idea  "  is  expressed  in  both.  If  this  idea 
had  been  fully  conceived  and  its  utility  practically  and  satisfactorily 
demonstrated  more  than  a  year  before,  it  is  difficult  to  conceive  why 
the  inventor  failed  to  state  this  earlier  conception  of  the  idea  which 
he  was  carrying  out  in  improved  form  only. 
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Upon  the  whole  we  have  not  been  convinced  that  there  was  error  in 
the  decision  of  the  Patent  Office  tribunals.  For  that  reason  the  -final 
decision  must  he  affirmed.  It  is  so  ordered,  and  that  the  clerk  certify 
this  decision  to  the  Commissioner  of  Patents  as  the  statute  requires. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Lemp  V,  Randall  and  Bates. 

Decided  Jvne  i,  1909. 
146  O.  G.,  255;  33  App.  D.  C,  430. 

1,  Interference — Priority — Question  of  Joint  Inventorship. 

Where  a  Joint  application  is  involved  in  an  interference,  the  question 
whether  the  Joint  applicants  were  in  fact  Joint  inventors  is  pertinent  to  the 
question  of  priority,  since  if  they  were  not  in  fact  Joint  Inventors  they  were 
not  entitled  to  malce  the  application  in  interference  and  are  without  stand- 
ing therein. 

2.  Same — Same — Same — Testimony  of  Joint  Applicants  Sufficient. 

It  is  not  necessary  that  the  testimony  of  the  Joint  applicants  be  corrobo- 
rated in  order  to  establish  that  they  were  in  fact  Joint  inventors,  and  unless 
there  is  a  preponderance  of  evidence  to  the  contrary  their  testimony  should 
be  sufficient  on  that  question. 

Mr.  A.  G.  Davis  and  Mr.  MelviUe  Church  for  the  appellant. 
Messrs.  Kenyon  <&  Kenyon  and  B.  N.  Kenyon  for  the  appellees. 

EoBB,  J.: 

This  is  an  appeal  from  three  concurring  decisions  of  the  Patent 
Office  tribunals  in  an  interference  case  in  which  priority  of  invention 
has  been  awarded  Randall  and  Bates,  appellees  here,  as  joint  in- 
ventors. 

In  their  preliminary  statement  Randall  and  Bates  named  July,  1899, 
as  their  date  of  conception,  August,  1899,  as  their  date  of  disclosure, 
and  July,  1899,  as  the  time  when  they  first  made  drawings  of  their 
invention.  They  rely  upon  their  filing  date,  February  3,  1900,  for 
constructive  reduction  to  practice. 

Lemp  in  his  preliminary  statement  alleges  conception  in  December, 
1899,  disclosure  and  drawings  December  20th  and  21st  of  the  same 
year,  and  reduction  to  practice  January  12,  1900.  His  application 
was  filed  February  28,  1900. 

The  invention  embraces  a  system  of  control  for  steam-propelled 
vehicles  in  which  the  boiler-pressure  is  kept  approximately  constant 
by  automatically  regulating  the  supply  of  fuel  to  the  burner  and  the 
feed  of  water  to  the  boiler  in  accordance  with  the  boiler-pressure. 

21895— H.  Doc.  124, 61-2 30 
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The  counts  of  the  issue  sufficiently  describe  the  invention  for  the 
purposes  of  this  case,  and  are  as  follows : 

1.  In  a  system  of  control  for  steam-propelled  vehicles,  the  combination  of  an 
engine,  a  boiler,  a  burner,  a  variable-stroke  water-pump,  a  variable-fuel  pump, 
means  for  synchronizing  the  movement  of  the  pump-pistons,  means  which  re- 
ceive a  definite  movement  from  the  engine  for  driving  the  pumps,  and  automatic 
compensating  means  between  the  pump-pistons  and  the  driving  means  whereby 
the  pump-strokes  can  be  varied. 

2.  In  a  system  of  control  for  steam-actuated  apparatus  the  combination  of  an 
engine,  a  boiler,  a  burner,  variable-stroke  pumps  for  the  water  and  fuel  which 
automatically  vary  the  amount  supplied  in  accordance  with  the  demand,  a  me- 
chanical connection  for  driving  the  pump  from  the  engine  which  has  a  constant 
length  of  stroke,  a  compensating  device  between  the  connection  and  the  pumps, 
and  a  throttle-valve  whereby  the  engine  is  directly,  and  the  pumps  Indirectly 
controlled. 

3.  In  a  system  of  control  for  steam-actuated  apparatus,  the  combination  of  a 
flash-boiler,  a  burner,  a  variable-stroke  pump  for  supplying  water  to  the  boiler, 
a  direct  connection  between  the  boiler  and  the  pump,  a  variable-stroke  pump  for 
supplying  fuel  to  the  burner,  and  a  regulator  which  acts  automatically  to  vary 
the  stroke  of  both  pumps  and  Is  Itself  controlled  by  the  pressure  of  the  boiler. 

The  appellant  earnestly  insists  that  the  Patent  Office  erred  in  refus- 
ing to  award  priority  to  him  on  the  ground  that  the  testimony  of 
Randall  and  Bates  shows  they  were  not  in  fact  joint  inventors  but 
that  the  invention  was  the  sole  production  of  Randall.  The  Patent 
Office  refused  to  consider  this  question  upon  the  authority  of  Foster  v. 
Antisdell  (C.  D.,  1899,  413;  88  O.  G.,  1527;  14  App.  D.  C,  652)  and 
PHndle  v.  Brown,  (C.  D.,  1904,  680;  112  O.  G.,  957;  24  App.  D.  C, 
114.)  In  this  we  think  there  was  error.  In  those  cases  the  question 
before  the  court  was  whether  a  party  to  an  interference  proceeding 
could  defeat  an  award  of  priority  to  the  opposing  party  by  showing 
that  a  third  person  not  a  party  to  the  proceeding  was  the  first  inven- 
tor, and  the  court  held  that  he  could  not.  The  ground  of  the  decision 
was  the  obvious  one  that  the  object  of  an  interference  proceeding  is  to 
settle  the  question  of  priority  bertween  the  parties  thereto  and  that 
evidence  concerning  a  third  party  has  no  bearing  on  that  issue.  But 
here  the  case  is  different.  Appellant  did  not  seek  to  show  that  the 
right  to  the  award  of  priority  was  in  a  third  party,  an  alien  to  the 
proceeding,  but  that  the  senior  parties  to  the  proceeding  were  without 
standing,  because  it  appeared  that  they  were  not  joint  inventors  and 
hence  not  entitled  to  make  the  application  in  interference. 

The  application  of  Randall  and  Bates  was  in  due  form  and  was 
prima  facie  evidence  of  joint  invention.  No  evidence  was  introduced 
by  Lemp  on  {his  question,  he  relying  solely  upon  the  evidence  of  the 
appellees  to  sustain  his  contention  that  they  were  not  joint  inventors. 
One  of  the  appellees'  sketches,  which  it  is  conceded  shows  the  inven- 
tion and  which  was  made  in  1899,  contains  the  following  notation 
made  by  Randall  at  the  time :  "  Invented  by  Arthur  F.  Randall  and 
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Edmund  A.  Bates."  Randall's  testimony,  which  we  have  carefully 
examined,  is  clear  and  convincing.  From  that  testimony  it  appears 
that  he  and  Bates  had  been  room-mates  at  one  time  and  also  had 
been  associated  in  certain  work  in  Boston.  In  the  latter  part  of  June, 
1899,  Bates  returned  to  Boston  from  Cleveland,  Ohio,  and  was  a  very 
frequent  visitor  at  Randall's  house  and  office.  During  these  visits, 
being  interested  in  the  subject,  they  discussed  the  Edward  S.  Clark 
steam  system — 

which  included  a  flash-boiler,  a  variable-stroke  water-pump  to  that  boiler,  and 
a  hand-lever  through  which  the  operator  controlled  the  feed  according  to  the 
demand. 

While  discussing  this  system,  Randall  testified,  the  invention  was 
made,  and  the  sketches  of  the  invention  which  were  then  made  were 
the  result  of  their  joint  effort.  Bates  died  before  the  taking  of  testi- 
mony. It  appears,  however,  that  on  January  19,  1904,  he  made  an 
affidavit  as  to  his  recollection  of  occurrences  leading  up  to  the  inven- 
tion, which  was  introduced  in  evidence  without  objection.  The  state- 
ments in  this  affidavit  are  in  harmony  with  Randall's  testimony. 
There  are  also  several  letters  in  the  record  from  Bates  to  Randall 
tending  to  show  that  they  regarded  the  invention  as  their  joint  effort. 

It  is  contended  by  appellant  that  this  testimony,  being  the  testi- 
mony of  parties,  should  be  corroborated.  There  is  a  vast  difference 
between  the  testimony  of  a  party  to  an  interference  proceeding  as  to 
when  he  conceived  an  invention  and  his  testimony  conceding  that 
another  contributed  as  much  as  he  to  the  conception  of  an  invention. 
In  the  former  case  he  is  testifying  in  his  own  interest ;  in  the  latter, 
directly  against  his  own  interest.  Randall  could  have  had  no  possible 
ulterior  motive  in  testifying  that  Bates  was  jointly  entitled  to  credit 
for  the  invention.  On  the  contrary,  it  was  in  his  interest  to  contend 
otherwise,  for,  wuth  Bates  eliminated,  he  would  have  been  the  sole 
owner  of  the  invention. 

We  think  the  evidence  clearly  sufficient  to  sustain  the  joint  applica- 
tion. It  would  work  a  great  hardship  on  joint  inventors  if  they 
should  be  required  to  introduce  testimony  of  third  parties  to  show 
how  much  each  contributed  to  the  result.  Unless  there  is  a  pre- 
ponderance of  evidence  to  the  contrary,  their  testimony  should  be 
sufficient  on  this  question. 

We  fully  agree  with  the  tribunals  of  the  Patent  Office  that  the  evi- 
dence clearly  shows  conception  and  disclosure  of  this  invention  by 
the  appellees  prior  to  December  20, 1899,  the  date  of  conception  which 
it  is  conceded  Lemp  has  established.  This  question  is  not  seriously 
disputed  by  appellant,  and,  indeed,  could  not  well  be  in  view  of  the 
conclusiveness  of  the  testimony  relating  thereto,  which  we  do  not 
deem  it  necessary  to  review. 
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The  question  of  lack  of  diligence  not  arising,  it  follows  that  the 
decision  of  the  Commissioner  of  Patents  is  affirmed. 

The  clerk  will  certify  this  opinion  and  the  proceedings  in  this 
court  to  the  Commissioner,  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  ColnmbU.] 

McFarland  V.  Watson  and  Watson. 

Decided  June  i,  1909. 

146  O.  G.,  257;  33  App.  D.  C,  445. 

INTEBFEBENCE — ^APPEAL — CJOUBT    OF    APPEALS    OP    THE    DISTRICT    OP    Ck>LUMBIA — 
CONSIDEBATION  OF  QUESTIONS  NOT  RAISED  BeLOW. 

Where  a  party  falls  to  test  before  the  proper  tribunal  In  the  Patent  Office 
the  propriety  of  the  declaration  of  the  interference  or  the  opponent's  right 
to  make  the  claims  of  the  issue,  Held  that  these  questions  will  not  be 
reviewed  on  appeal. 

Mr.  William  Stone  Ahert  and  Mr.  R.  W.  Nelson  for  the  appellant. 
Mr.  T.  Walter  Fowler  for  the  appellees. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  awarding  judgment  of  priority  to  ap- 
pellees for  an  invention  in  window-screens.    The  issue  is  as  follows: 

In  an  Improved  window-screen,  the  combination  of  the  frame  with  the  groove 
enlarged  inwardly,  the  resilient  slotted  tubes  forming  a  fllling-piece  adapted  to 
be  inserted  in  said  grooves,  the  wire  fabric  to  be  engaged  therein,  substantially 
as  described. 

In  the  preliminary  statements  filed  by  the  parties,  appellant  alleges 
conception,  disclosure,  and  the  preparation  of  drawings  in  August, 
1903,  and  reduction  to  practice  in  September,  1905.  Appellees  allege 
conception  and  disclosure  in  November,  1901,  the  making  of  draw- 
ings in  September,  1902,  and  reduction  to  practice  February  15, 1905. 
The  decision  of  the  Commissioner  affirms  the  decision  of  a  majority 
of  the  Board  of  Examiners-in-Chief,  which,  in  turn,  affirmed  the 
decision  of  the  Examiner  of  Interferences.  It  was  found  by  the 
tribunals  of  the  Patent  Office  that  appellees  established  a  conception 
of  the  invention  in  issue  as  early  as  September,  1902,  and  are  entitled 
to  the  filing  date  of  July  27, 1905,  as  their  date  of  reduction  to  prac- 
tice. This  establishes  a  date  prior  to  those  alleged  by  appellant  in 
his  preliminary  statement,  both  as  to  conception  and  reduction  to 
practice,  which,  of  course,  are  the  earliest  dates  he  can  claim. 

As  before  stated,  this  application  for  patent  was  filed  July  27, 1905, 
which  application  was  allowed  by  the  Patent  Office  June  19,  1906, 
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but  because  of  a  failure  to  pay  the  final  fee,  a  patent  was  not  issued 
to  them.  Appellant's  application  describing  the  invention  in  issue, 
was  filed  December  1,  1906.  He  was  notified  by  the  Commissioner 
of  Patents  on  May  11,  1906,  that  his  application  had  been  allowed. 
The  final  fee  was  paid  May  29,  1906,  and  patent  was  issued  to  him 
bearing  date  of  June  19,  1906,  which  was  the  same  day  upon  which 
the  appellees  were  notified  of  the  allowance  of  their  application.  On 
February  27,  1907,  appellees  amended  their  application,  and  inserted 
therein  the  identical  claim  upon  which  the  patent  to  appellant  had 
issued.  This  was  done  upon  the  suggestion  of  the  Primary  Examiner 
on  the  application  of  appellees  November  27,  1906,  and  approved  by 
the  Commissioner  December  15th  following. 

It  will  be  observed  that  appellees'  application  never  became  for- 
feited. The  application  was  allowed  June  19,  1906,  and  they  had  six 
months  thereafter  within  which  to  pay  the  final  fee.  (U.  S.  Rev. 
Stats.,  4897.)  Before  the  expiration  of  the  six  months,  on  December 
16,  1906,  they  were  permitted  by  the  Commissioner  to  amend  their 
application  as  allowed  by  inserting  the  claim  here  in  issue,  which  was 
the  claim  upon  which  appellant's  patent  was  granted.  The  officials 
of  the  Patent  Office  have  held  that  the  claim  in  issue  can  be  properly 
read  onto  the  invention  described  in  the  original  specification  and 
drawing.  If  this  be  true,  it  would  relate  back  to  the  date  of  concep- 
tion and  reduction  to  practice  established  for  the  invention  covered 
thereby.  Without  entering  into  a  discussion  of  the  inventions  claimed 
by  appellant  and  appellees  as  shown  in  their  drawings,  we  are  in- 
clined, with  some  hesitancy,  to  agree  with  the  Board  of  Examiners- 
in-Chief  that  appellees'  drawings  show  a  substantial  enlargement  of 
the  groove  below  the  mouth  or  opening,  which  would  permit  the 
resilient  tube  to  expand  and  hold  the  wire  in  place. 

This,  however,  in  our  view  of  the  case,  as  here  presented,  is  of  little 
importance.  In  the  state  of  this  record,  it  is  too  late  on  appeal  to 
test  this  question.  No  motion  was  made  by  appellant  in  the  Patent 
Office  to  dissolve  the  interference.  Hence,  the  question  of  allowing 
the  amendment  and  of  error  in  granting  the  interference,  is  not 
properly  before  us  for  review.  This  court  in  Cutler  v.  Leonard^ 
(C.  D.,  1908,  483;  31  App.  D.  C,  297,)  considering  the  right  of  a 
party  in  the  renewal  of  a  forfeited  application  to  embrace  claims 
contained  in  a  patent  already  issued,  where  it  was  claimed  that  the 
new  claims  improperly  enlarged  his  original  application,  said : 

It  Is  now  contended  by  counsel  for  Cutler  in  several  differently- worded 
assignments  of  error  that  neither  Leonard's  original  application  nor  his  divi- 
sional application  discloses  the  invention  in  issue,  and  that,  therefore,  he  has 
improperly  enlarged  his  said  applications.  In  view  of  the  position  of  Cutler 
before  the  Patent  Office  tribunals,  and  in  view  of  Rule  122  of  the  Patent  Office 
Rules,  we  do  not  deem  it  necessary  to  give  these  assignments  of  error  more 
than  passing  notice.     Manifestly  it  was  Incumbent  upon  Cutler  to  raise  this 
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question  before  the  Primary  Ebcaminer,  whose  slcill  in  the  particular  art 
peculiarly  qualified  him  to  consider  it.  The  claims  being  of  highly  technical 
nature,  we  cannot  permit  Cutler  to  try  his  case  backward  by  raising  this  ques- 
tion at  this  stage  of  the  proceedings.  It  may  be  noted,  in  passing,  that  the 
renewed  Leonard  application  contains  exactly  the  same  drawings  and  dis- 
closure as  his  original  application. 

We  must  consider  then  the  claim  in  issue  as  properly  relating  back 
to  the  filing  of  the  original  specification,  and  that  date  as  the  date 
of  reduction  to  practice  by  appellees  of  the  invention  in  issue.  This 
narrows  the  investigation  to  the  question  of  priority,  conception,  and 
reduction  to  practice.  The  tribunals  of  the  Patent  Office  found  on 
both  points  in  favor  of  appellees.  We  have  examined  the  record, 
and  find  no  reason  to  disagree  with  that  conclusion.  We  think  the 
evidence  fairly  discloses  a  conception  of  the  invention  described  in 
the  drawing  and  specification  in  1902,  which  is  prior  to  the  date  of 
conception  claimed  by  appellant.  Appellees  must  be  accorded  their 
filing  date  as  a  date  of  constructive  reduction  to  practice  of  the 
invention  then  described,  which  is  also  prior  to  the  date  claimed  by 
appellant.  Being  therefore  obliged,  as  a  matter  of  practice,  to  accord 
appellees  the  same  dates  for  the  amendment,  priority  was  properly 
awarded  to  them. 

It  is  insisted  by  counsel  for  appellant  that,  inasmuch  as  the  Patent 
Office  recognized  the  right  of  both  appellant  and  appellees  to  patents 
for  their  respective  inventions,  as  set  forth  in  their  allowed  claims, 
and  that,  since  each  elected  to  take  a  patent  so  awarded,  the  rights 
of  each  became  vested,  and  appellees  cannot  thereafter  come  into 
the  Patent  Office  and  amend  their  original  application  so  as  to  include 
the  invention  of  appellant  and  have  it  relate  back  to  and  become  a 
part  of  the  original  claims.  It  is  further  contended  that  the  action 
of  the  Commissioner  in  allowing  the  amendment  and  the  placing  of 
the  parties  in  interference,  was  such  an  infringement  of  the  vested 
.rights  of  appellant  under  his  patent,  as  to  render  the  acts  of  the 
Commissioner  null  and  void.  The  unfortunate  feature  of  this  con- 
tention is  that  appellees  had  not  accepted,  and  never  did  accept  the 
patent  allowed  on  their  application.  Before  that  application  became 
forfeited,  and  while  it  was  still  pending  in  the  same  form  that  it 
was  in  when  copending  with  the  application  of  appellant,  appellees 
procured  leave  to  make  the  amendment.  The  propriety  of  granting 
it,  as  heretofore  stated,  is  not  involved  in  this  inquiry. 

It  is  well  settled  that,  if  an  application  as  amended  embodies  any- 
thing new  that  was  not  in  the  application  as  originally  filed,  or  any 
material  difference  to,  or  variance  from,  the  original,  it  cannot  be 
sustained  and  made  to  relate  back  to  the  original  application.  The 
law  does  not  permit  such  an  enlargement  of  the  original  specifica- 
tions as  will  interfere  with  the  right  of  inventors  who  have  entered 
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the  field  in  the  meantime.  As  said  by  the  Supreme  Court  in  Chicago 
&  North  Western  R.  R.  Co.  v.  Sayles,  (C.  D.,  1879,  349;  15  O.  G., 
243;  97  U.  S.,  554:) 

CJourts  should  regard  with  jealousy  and  disfavor  any  attempts  to  enlarge 
the  scope  of  an  application  since  filed,  or  of  a  patent  once  granted,  the  effect 
of  which  would  be  to  enable  the  patentee  to  appropriate  other  inventions  made 
prior  to  such  alteration,  or  to  appropriate  that  which  has  In  the  mean  time 
gone  Into  public  use. 

It  may  be  unfortunate  for  appellant  that  the  filing  of  a  motion 
to  dissolve  the  interference  was  overlooked  in  the  Patent  Office,  but 
no  reason  is  apparent  for  permitting  him  to  litigate  a  matter  on 
appeal  which  was  not  presented  to  the  lower  tribunals. 

The  decision  of  the  Commissioner  is  affirmed^  and  the  clerk  is  di- 
rected to  certify  these  proceedings,  as  by  law  required. 


[Conrt  of  Appeals  of  the  District  of  Columbia.] 

Saunders  v.  Miller. 

Decided  June  /,  1909, 

146  O.  G.,  505;  33  App.  D.  C,  456. 

1.  Renewal  Application— Question  of  the  Abandonment  of  the  Invention — 

Limited  to  the  Invention  Claimed. 
While  In  the  case  of  a  renewal  application  the  intention  of  the  applicant 
In  allowing  the  original  application  to  become  forfeited  may  be  inquired 
into  for  the  purpose  of  determining  the  question  of  abandonment,  such 
Inquiry  must  be  directed  to  the  abandonment  of  the  invention  claimed  in 
the  original  application  and  not  to  some  other  invention  which  may  be 
described  incidentally  therein  and  subsequently  brought  Into  interference 
when  claimed  in  a  later  application. 

2.  Statement  in  Process  Application  that  Apparatus  is  not  Claimed — Nor 

A  Disclaimer  nor  an  Abandonment. 
A  statement  in  a  process  application  which  discloses  the  apparatus  used 
for  carrying  out  such  process  that  the  apparatus  formed  no  part  of  the 
invention  is  not  a  disclaimer  nor  an  abandonment  of  the  right  to  subse- 
quently claim  a  patent  for  such  apparatus. 

3.  Interference — Evidence — Failure  to  Produce  Original  Device. 

The  failure  of  a  party  to  an  interference  to  produce  the  first  device 
alleged  to  have  been  made  by  him  embodying  the  invention  Held  to  be 
immaterial  where  a  later  device  made  by  him  is  produced  which  the  testi- 
mony shows  was  a  reproduction  of  the  former. 

4.  Same — Abandonment  of  Invention — Burden  of  Proof  on  Party  Charging. 

Abandonment  is  not  to  be  presumed,  and  the  burden  is  on  the  one  charg- 
ing it  to  establish  it  by  clear  and  convincing  proof. 

5.  Same — Same — Presumption  may  be  Rebutted. 

Where  the  evidence  raises  a  presumption  of  abandonment  it  may  be 
rebutted  by  showing  acts  assertive  of  the  inventor's  right  and  his  intention 
by  experiment  or  improvement  to  perfect  his  discovery. 
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Mr.  H.  S.  Mackaye  and  Mr,  W.  H,  Kenyon  for  the  appellant. 
Mr.  William  S.  Hodges  for  the  appellee. 

Van  Orsdel,  /.; 

This  case  comes  here  on  appeal  from  a  decision  of  the  Commis- 
sioner of  Patents  in  an  interference  proceeding  involving  an  appa- 
ratus for  the  manufacture  of  rubber  boots  and  shoes.  Each  of  the 
three  tribunals  of  the  Patent  OflRce  awarded  priority  of  invention  to 
appellee.  The  issue  is  set  forth  in  five  counts,  of  which  the  following 
are  sufficient  for  the  purposes  of  this  case : 

1.  In  a  device  of  the  character  described,  a  mold  adapted  to  form  the  heel, 
sole  and  foxing  portion  of  a  shoe  from  rubber  or  other  plastic  material,  means 
for  applying  heat  to  said  mold  for  vulcanizing  Its  contents,  means  for  applying 
pressure  to  said  mold  while  vulcanizing,  and  means  for  causing  resistance  to 
the  plastic  material  so  the  same  will  be  forced  into  the  pores  of  the  upper. 

3.  In  a  device  of  the  character  described,  a  mold  adapted  to  form  the  heel, 
sole  and  foxing  portion  of  a  shoe,  a  last  over  which  a  shoe  may  be  formed  the 
same  being  adapted  to  fit  the  mold  and  assist  in  the  formation  of  the  heel,  sole 
and  foxing  therein,  means  for  applying  heat  and  pressure  to  the  material,  and 
means  in  said  last  and  mold  for  causing  resistance  to  the  plastic  material  so 
that  the  same  will  be  forced  into  pores  of  the  upper. 

5.  In  a  device  of  the  character  described,  a  mold  adapted  to  form  the  heel, 
sole  and  foxing  portion  of  a  shoe  from  rubber  or  other  plastic  material,  means 
for  applying  heat  to  said  mold  for  vulcanizing  its  contents,  a  last  or  form  to 
assist  in  the  formation  of  the  heel,  sole  and  foxing  portion,  means  for  applying 
pressure  to  said  mold  while  vulcanizing,  and  means  engaging  the  foxing-line  to 
better  retain  the  material  while  under  pressure. 

It  will  be  observed  that  the  invention  in  issue  relates  to  apparatus 
for  the  manufacture  of  rubber  footwear.  It  is  described  by  the 
Examiner  of  Interferences  as  follows: 

It  is  an  improvement  the  novelty  of  which  principally  lies  in  the  manner  of 
forming  certain  portions  of  the  last  and  the  mold  in  such  a  way  that  when  they 
are  forced  together  the  plastic  material  inclosed  between  the  last  and  the  mold 
is  pressed  along  the  foxing-line,  thereby  enabling  the  foxing  to  be  securely 
fastened  to  the  upper  part  of  the  shoe  when  the  whole  is  vulcanized. 

It  appears  that,  on  February  24, 1905,  appellant  filed  in  the  Patent 
Office  an  application  for  a  patent  entitled  "  Improvement  in  rubber 
footwear  and  process  of  making  same."  This  application  described 
the  apparatus  involved  in  this  interference,  but  only  claimed  the 
right  to  a  patent  for  the  process  of  making  rubber  footwear  by  use  of 
the  apparatus.     In  appellant's  application,  it  was  stated  that— 

the  apparatus  whereby  my  process  is  carried  out  forms  no  part  of  this  Inven- 
tion, as  any  form  of  machine  appropriate  to  accomplish  all  the  steps  above  de- 
scribed may  be  employed. 

In  compliance  with  the  requirements  of  the  Patent  Office,  appel- 
lant's original  application  was  divided  on  June  17, 1905,  by  the  filing 
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of  a  divisional  application  claiming  the  article  of  manufacture — in 
other  words,  the  product — claimed  in  his  original  application.  The 
drawing  in  the  divisional  application  and  the  description  of  the  ap- 
paratus employed,  were  exact  copies  of  the  original  application,  and, 
it  may  be  stated,  fully  described  the  invention  here  in  issue. 

Two  days  after  the  filing  of  the  divisional  application,  on  June  19, 
1906,  appellee  filed  his  application  for  a  patent  for  the  invention  here 
in  issue,  describing  a  device  very  similar  to  that  described  in  both 
appellant's  original  and  divisional  applications.  Appellee  claims  a 
conception  and  disclosure  of  his  invention  in  1902,  but  no  reduction 
to  practice  is  claimed  prior  to  his  filing  date.  We  have  examined 
the  evidence  carefully  on  this  point,  and  think  he  has  established  no 
time  to  which  he  can  relate  beyond  the  filing  date.  The  tribunals 
of  the  Patent  Office,  without  passing  definitely  upon  the  evidence, 
accorded  him  this  date,  which  is  all  that  we  feel  the  record  will 
justify. 

There  were,  therefore,  in  June,  1905,  three  applications  pending 
in  the  Patent  Office  showing  the  invention  in  issue,  two  of  which  be- 
longed to  appellant,  who  did  not  claim  the  invention  as  apparatus, 
the  third  belonging  to  appellee,  who  did  claim  the  invention  as  ap- 
paratus. Inasmuch  as  appellee  claimed  the  invention  as  apparatus, 
and  appellant  claimed  it  as  process  and  product,  under  the  rulings  of 
the  Patent  Office,  no  opportunity  was  afforded  for  placing  appellant 
in  interference  with  appellee,  or  of  otherwise  notifying  appellant  of 
appellee's  claim  to  the  invention.  {Myers  v.  Brown^  C.  D.,  1904, 
445;  112  O.  G.,  2093.) 

Appellee  was  granted  a  patent  without  interference  on  April  17, 
1906.  In  the  meantime,  appellant's  original  application  had  been 
allowed  with  claims  for  process,  and  the  last  day  allowed  for  the 
payment  of  the  final  fee  was  April  16,  1906.  The  fee  was  not  paid, 
and,  in  consequence,  appellant's  original  application  became  forfeited 
on  April  17, 1906,  the  same  day  on  which  appellee's  patent  was  issued. 
On  September  8,  1906,  appellant  renewed  his  original  application, 
which  was  subsequently  allowed  by  the  Patent  Office.  After  the  re- 
newal of  the  original  application,  appellant,  learning  of  appellee's 
patent,  filed  a  new  application  January  10,  1907,  in  which  he  copied 
exactly  the  drawing  and  description  in  his  original  application  of 
February  24, 1905,  and  in  which  the  claims  of  appellee's  patent,  being 
claims  for  the  same  invention  as  apparatus,  were  copied  for  the  pur- 
pose of  interference.  On  request  of  appellant,  the  present  interfer- 
ence was  declared.  It  will,  therefore,  be  observed  that,  while  the 
original  application  of  appellant  describing  fully  the  apparatus 
which  is  the  subject  of  the  invention  here  in  i?sue,  was  forfeited,  the 
renewal  application  was  filed  within  the  statutory  period  of  two 
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years.  It  should  also  be  remembered  that  appellant's  divisional  ap- 
plication, which  antedates  appellee's  filing  date,  was  pending  in  the 
Patent  Office  at  the  time  of  the  issuance  of  the  patent  to  appellee  and 
the  declaration  of  this  interference. 

A  fair  analysis  of  the  evidence  discloses  that  appellant,  in  1904, 
was  manager  of  the  rubber  manufacturing  department  of  the  Misha- 
waka  Woolen  Manufacturing  Compan^.  In  July  of  that  year,  he 
made  sketches  of  the  device  in  issue  and  showed  them  to  one  Warner, 
assistant  manager  of  the  rubber  department  of  the  same  works,  with 
instructions  to  have  made  a  mold  embodying  the  idea  shown  in  the 
sketch  and  to  demonstrate  whether  it  was  practical  for  the  manu- 
facture of  boots  and  shoes.  Warner  testified  that  he  took  the  matter 
up  with  their  head  machinist,  and  they  decided  to  make  a  cast-iron 
mold.    Testifying  on  this  point,  he  said : 

We  got  a  fairly  successful  sole  from  this  mold,  in  fact,  we  made  several, 
attached  them  to  the  boot  in  the  manner  described  previously,  put  them  on 
our  own  men  in  the  wash-room  to  determine  by  experiment  whether  there  was 
real  value  in  the  invention.  These  soles  made  from  a  lower  grade  of  stock 
than  the  ordinary  sole  gave  about  twice  the  amount  of  wear  that  the  regular 
sole  did.  This  encouraged  us  to  nroceed  with  a  better  mold,  which  we  could 
finish  to  truer  lines  and  with  better  surface,  from  which  second  mold  we  made 
several  soles,  attached  to  the  boots. 

The  witness  was  then  asked: 

Q.  Is  the  actual  iron  mold  marked  A  which  forms  part  of  this  exhibit  one  of 
the  molds  which  you  used  in  1904,  and  if  so,  which? 

A.  The  mold  in  the  exhibit  Is  substantially  a  duplicate  of  the  first  mold  we 
made,  with  the  exception  of  substituting  some  steel  portion  instead  of  cast- 
iron  ;  I  cannot  identify  the  exact  date  of  this  present  mold. 

Q.  What  has  become  of  the  first  cast-iron  mold,  so  far  as  you  know? 

A.  I  am  unable  to  locate  the  first  mold,  as  it  was  of  cast-iron,  it  was  hard  to 
finish  to  a  smooth  surface,  we  therefore  laid  it  aside  and  substituted  the  pre^ 
ent  steel  mold  and  are  unable  to  locate  the  first  cast-iron  mold. 

Q.  Is  this  mold  marked  A  and  forming  part  of  this  exhibit  a  mold  which  has 
been  used  for  making  rubber  boots  and  shoes? 

A.  It  is. 

Q.  At  how  early  a  date,  so  far  as  you  remember,  was  that  first  cast-iron  mold 
used  in  actually  making  a  boot  or  shoe? 

A.  To  the  best  of  my  remembrance,  it  was  prior  to  October  1,  1904. 

Q.  Do  you  remember  giving  a  rubber  boot  made  by  the  apparatus  and  process 
you  have  described,  to  Mr.  E.  A.  Saunders  to  be  taken  to  his  patent  attorney? 

A.  I  do. 

Q.  What  mold  was  used  In  making  that  l)oot? 

A.  Am  not  positive  whether  the  first  cast-iron  mold  or  the  presait  steel  mold 
was  used. 

♦  *»•>*♦•: 

Q.  Please  state  the  extent  to  which  the  type  of  apparatus  you  have  described 
has  been  used,  substantially  In  the  manner  you  have  described  under  your 
supervision  since  1904? 
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A.  Have  made  several  of  these  boots  and  put  them  on  our  own  men  in  th6 
mill.  One  of  the  boots  with  molded  sole  with  one  of  ordinary  manufacture,  to 
determine  by  experiment  their  value.  These  boots  were  made  at  intervals  of 
two  or  three  weeks,  as  we  wished  to  determine  the  value  of  the  different  com- 
pounds from  which  we  made  the  sole. 

A  witness  Smitly,  a  machinist  in  the  Mishawaka  works,  identified 
the  device  in  evidence  as  the  one  made  under  his  supervision  in 
August,  1904.  He  also  testified  to  having  previously  made  a  cast- 
iron  mold ;  that  the  molds  were  made  by  order  of  Warner,  and  that, 
when  completed,  they  were  delivered  to  the  foreman  in  the  heel-press 
room.  Appellant's  attorney  testified  that  appellant  disclosed  the 
invention  in  issue  to  him  in  his  office  in  New  York  city  in  December, 
1904,  or  January,  1905,  showing  him  at  this  time  a  section  of  a  boot 
which  is  an  exhibit  in  this  case,  stating  that  it  was  part  of  one  of  the 
boots  made  on  the  first  cast-iron  mold  and  delivered  to  him  by  Mr. 
Warner  when  the  experiment  of  1904  was  made.  On  this  disclosure 
the  attorney  prepared  the  process  application,  which  was  filed  in  the 
Patent  Office  February  24,  1905. 

We  think  it  is  clearly  established  by  the  record  that,  in  the  sum- 
mer or  fall  of  1904,  appellant  constructed  a  cast-iron  device  similar 
to  the  steel  one  exhibited  in  this  case,  and  used  it  in  making  a  num- 
ber of  rubber  boots.  These  boots  were  not  made  in  pairs,  but  single, 
for  wear  on  the  right  foot.  The  object  of  appellant  in  so  making 
them  was  to  test  their  wearing  qualities  in  competition  with  the 
boots  then  being  manufactured.  Appellant's  agent  took  the  boots 
thus  made  and  matched  them  with  boots  of  the  quality  in  general 
use,  and  gave  a  pair  to  each  of  a  number  of  men  in  the  employ  of 
the  company  with  which  appellant  was  connected,  to  be  worn  by 
them  in  the  wash-room  of  the  factory.  It  appears  that,  under  this 
test,  the  boot  made  by  this  process  wore  as  long  as  two  made  by  the 
process  then  in  general  use.  After  making  the  first  boots  on  the 
cast-iron  device  in  the  summer  of  1904,  the  steel  device  in  evidence 
was  made  in  the  fall  of  the  same  year.  It  also  appears  that  two 
other  cast-iron  molds  of  the  same  general  pattern  were  subsequently 
made.  The  cast-iron  molds  were  discarded  for  the  reason  that  the 
steel  mold  was  smoother  and  produced  a  better  finished  product. 
Subsequently,  boots  were  made  at  different  times,  and  put  to  the 
same  test  as  those  made  for  the  first  experiment. 

The  tribunals  of  the  Patent  Office  place  great  stress  upon  the  effect 
of  appellant's  allowing  his  original  application  for  the  process  to  be- 
come forfeited  and  the  granting  of  a  patent  to  appellee  before  the 
renewal  application  had  been  filed.  In  our  view,  it  has  little  bearing 
upon  this  controversy,  either  as  establishing  abandonment,  or  as 
evidencing  intention  of  abandonment.    When  appellant's  original 


Digitized  by 


Google 


466      DECISIONS  OP  THE  UNITED  STATES  COURTS  IN  PATENT  CASES. 

application  waa  forfeited  for  non-payment  of  the  final  fee,  he  had 
two  years  within  which  to  renew  it.  This  is  permitted  by  section 
4897,  of  the  United  States  Revised  Statutes,  which  reads  as  follows : 

Sec.  4897.  Any  person  who  has  an  Interest  In  an  invention  or  discovery, 
whether  as  inventor,  discoverer,  or  assignee,  for  which  a  patent  was  ordered 
to  Issue  upon  the  payment  of  the  final  fee,  but  who  fails  to  make  payment 
thereof  within  six  months  from  the  time  at  which  it  was  passed  and  allowed, 
and  notice  thereof  was  sent  to  the  applicant  or  his  agent,  shall  have  a  right 
to  make  an  application  for  a  patent  for  such  invention  or  discovery  the  same 
as  in  the  case  of  an  original  application.  But  such  second  application  must 
be  made  within  two  years  after  the  allowance  of  the  original  application.  But 
no  person  shall  be  held  responsible  in  damages  for  the  manufacture  or  use  of 
•  any  article  or  thing  for  which  a  patent  was  ordered  to  issue  under  such  renewed 
application  prior  to  the  issue  of  the  patent.  And  upon  the  hearing  of  renewed 
applications  preferred  under  this  section,  abandonment  shall  be  considered  as  a 
question  of  fact. 

It  will  be  observed  that,  in  the  case  of  a  renewal  application,  the 
intention  of  the  party  in  allowing  Ws  former  application  to  become 
forfeited  may  be  inquired  into  for  the  purpose  of  determining  the 
question  of  abandonment.  Such  inquiry  must  be  directed,  however, 
to  the  abandonment  of  the  invention  claimed  in  the  original  appli- 
cation, and  not  to  some  other  invention  that  may  be  described  inci- 
dentally therein  and  subsequently  brought  into  interference.  This 
eliminates  any  consideration  of  the  cases  of  Cutler  v.  Leonard^  (C.  D., 
1908,  483;  136  O.  G.,  438;  31  App.  D.  C,  297;)  Cain  v.  Park,  (C.  D., 
1899,  278;  86  O.  G.,  797;  14  App.  D.  C,  42;)  Mason  v.  Hepburn, 
(C.  D.,  1898,  510;  84  O.  G.,  147;  13  App.  D.  C,  86;)  Warner  v. 
Smith,  (C.  D.,  1898,  517;  84  O.  G.,  311;  13  App.  D.  C,  111;)  Chris- 
tensen  v.  Noyes,  (C.  D.,  1900,  201,  212;  90  O.  G.,  223,  227;  15  App. 
D.  C,  94,)  and  Mower  v.  Duell,  (C.  D.,  1899,  395;  88  O.  G.,  191;  15 
App.  D.  C,  144,)  relied  upon  and  cited  in  the  opinion  of  the  Com- 
missioner of  Patents.  In  all  of  these  cases,  the  application  of  the 
above  statute  was  involved.  In  all  of  them,  the  invention  on  which 
a  patent  was  sought  was  the  same  in  both  the  original  and  renewal 
applications.  In  the  present  case,  however,  the  statute  cannot  be 
invoked.  The  apparatus,  the  subject  of  the  present  interference,  was 
not  claimed  in  the  original  application.  Neither  was  it  claimed  in 
the  renewal  application;  hence,  those  applications  are  not  involved 
in  this  controversy,  except  in  so  far  as  the  description  therein  con- 
tained of  the  invention  here  in  issue  may  be  relied  upon  as  tending  to 
prove  conception  and  disclosure  by  appellant.  The  filing  of  the 
process  application  cannot  be  considered  as  constituting  a  construc- 
tive reduction  to  practice  of  the  apparatus,  for  it  was  not  the  inven- 
tion involved  in  the  application.  We  have  presented,  therefore,  the 
following  case:  Appellee  filed  an -application  for  a  patent  on  Jime  19, 
1905,  upon  which  a  patent  was  granted  April  17,  1906.    Appellant 
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filed  an  application  for  a  patent  for  the  same  invention  on  January 
10,  1907,  and  asked  to  be  put  in  interference  with  appellee,  which 
request  was  properly  granted.  The  case  is  narrowed  to  the  usual 
questions  in  an  interference  proceeding — apriority  of  conception,  dis- 
closure, and  reduction  to  practice,  with  the  attendant  charge  of 
abandonment. 

We  think  the  evidence  discloses  a  reduction  to  practice  of  the  device 
by  appellant  as  early  as  the  summer  or  fall  of  1904.  Not  only  is  this 
established  by  the  testimony  of  appellant  and  the  witness  Warner, 
but  it  is  corroborated  by  the  circumstances  of  the  case.  We  find  ap- 
pellant in  the  Patent  Office  as  early  as  February,  1905,  seeking  a  pat- 
ent for  the  process  which  described  the  apparatus  here  in  issue.  The 
process  is  not  a  complicated  one,  neither  is  the  apparatus  complex  in 
its  mechanism.  It  is  reasonable  to  assume  that  the  application  for 
the  process  was  based  upon  an  actual  experiment,  and  that  experi- 
ment must  have  been  made  by  use  of  the  apparatus  therein  described, 
and  the  one  here  in  issue.  It  is  hardly  possible  that  appellant,  a  man 
shown  to  be  skilled  in  the  manufacture  of  rubber  footwear,  with 
every  facility  at  hand  for  making  tests,  would  make  an  application 
for  a  process  for  making  goods  without  having  made  any  experiments 
to  ascertain  whether  the  desired  results  could  be  obtained.  While  it 
may  be  conceded  that  the  burden  of  proof  is  too  great  on  the  appel- 
lant to  be  removed  by  mere  presumptions,  yet  reasonable  presump- 
tions may  be  indulged  when  directly  inferable  from  positive  evidence. 
In  view  of  the  evidence,  as  disclosed  by  the  record  and  corroborated 
by  the  process  application,  we  think  the  conclusion  is  irresistible  that 
appellant  was  not  only  in  possession  of  the  device  involved  in  this 
interference  in  1904,  but  that  he  put  it  into  actual  use  and  reduced 
it  to  practice  in  that  year. 

The  Commissioner  of  Patents  dwells  at  some  length  upon  the  fail- 
ure of  appellant  to  produce  the  original  mold.  True,  the  first  mold 
made  of  cast-iron,  on  which  the  first  experiment  is  shown  to  have 
been  made,  is  not  before  us,  but  the  mold  here  exhibited  is  shown  by 
the  testimony  of  corroborating  witnesses  to  have  been  made  in  1904. 
We  think  this,  however,  is  quite  immaterial.  If  all  the  experiments 
for  the  period  between  the  first  test  in  1904  and  the  filing  of  the  ap- 
plication for  patent  in  January,  1907,  had  been  made  in  one  or  more 
cast-iron  molds  which  had  been  discarded,  and  the  steel  mold  here 
exhibited  had  been  made  and  proven  to  be  an  exact  reproduction  of 
the  cast-iron  molds,  it  would  be  as  valuable  for  the  purpose  of  secur- 
ing a  patent  as  if  it  had  been  made  and  was  in  existence  when  the 
first  test  was  madfe.  The  device  is  a  simple  one,  not  only  easily  repro- 
duced, but  its  similarity  to  another  device  for  the  same  purpose  is 
readily  susceptible  of  proof.  It  appears  conclusively  from  the  evi- 
dence of  the  witness  Warner,  offered  in  corroboration  of  appellant. 
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that  boots  were  made  for  experimental  purposes  at  various  periods 
after  the  experiment  of  October,  1904.  In  November,  1906,  an  ex- 
periment was  made  with  an  aluminium  tree  to  overcome  defects  aris- 
ing from  the  use  of  wooden  lasts.  This  experiment  was  so  success- 
ful that  a  full  set  of  aluminium  trees  was  ordered.  This  occurred 
after  the  granting  of  the  patent  to  appellee  and  about  two  months 
before  the  application  of  appellant  was  filed.  While  it  might  be 
charged  that  appellant  was  spurred  to  the  aluminium  test  by  the 
knowledge  of  appellee's  patent,  we  think  this  is  not  important,  in 
view  of  the  successful  tests  made  with  wooden  lasts  eictending  back 
to  1904.  It  is  immaterial  for  the  purposes  of  this  inquiry  whether 
the  reduction  to  practice  was  made  by  the  use  of  a  wooden  last  or  an 
aluminium  tree,  since  they  form  no  part  of  the  invention.  Appellant 
could  improve  the  method  of  using  his  device  so  long  as  its  practical 
utility  had  been  demonstrated  before  the  adoption  of  the  improved 
method.  The  use  of  the  aluminium  tree  does  not  seem  to  have  been 
adopted  as  a  final  experiment  to  make  the  device  operative,  but  be- 
cause this  quality  of  tree  would  better  withstand  the  vulcanizing 
process,  and  produce,  not  a  better  article  from  the  standpoint  of 
utility,  but  a  smoother  and  better  finished  product.  Hence,  the  adop- 
tion of  the  aluminium  tree  may  be  considered  merely  as  a  continua- 
tion of  the  experimental  tests.  /The  question,  therefore,  presented  is, 
whether  a  period  of  between  two  and  three  years  of  experimental 
tests  by  making  the  article  and  having  it  used  by  men  in  appellant's 
employ,  without  any  other  act  tending  to  convert  the  product  into 
public,  commercial  use,  before  applying  for  a  patent,  is  sufficient  upon 
which  to  base  a  finding  of  abandonment? 

There  was  a  complete  disclosure  and  reduction  to  practice  of  the 
invention  in  1904.  Conceding  for  the  moment  that  the  statement  in 
the  process  application  could  be  held  to  constitute  abandonment,  it 
would  be  an  abandonment  to  the  public,  and  not  to  appellee,  since  it 
occurred  before  appellee  came  into  the  field.  The  record  discloses 
undeniably  that  appellant,  and  not  appellee,  is  the  real  inventor  of 
the  device  in  issue.  The  disclosure  and  reduction  to  practice  was 
followed  by  experiments  as  to  its  utility  through  the  succeeding  two 
years.  The  finding  of  the  Patent  Office  that  appellant's  apparatus  of 
1904  was  nothing  more  than  an  abandoned  experiment,  is  not  sup- 
ported by  the  record,  and  with  this  suggestion  as  to  our  view  on  this 
point,  it  will  be  dismissed  without  further  consideration. 

This  invention,  therefore,  belongs  either  to  appellant  or  to  the 
public.  As  before  intimated,  if  abandonment  can  be  established,  it 
must  be  predicated  upon  acts  of  appellant  committed  before  appellee 
came  into  the  field.  In  that  event,  in  the  state  of  this  record,  it  would 
inure  to  the  benefit  of  the  public,  and  not  to  appellee.  Appellant  was 
making  experimental  tests  of  the  product  of  his  invention,  though  in 
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a  somewhat  public  manner,  by  having  the  boots  worn  by  men  in  the 
employ  of  the  company  with  which  he  was  connected,  but  this  is  not 
sufficient  to  constitute  a  dedication  to  public  use.  Some  manifest 
intention  must  be  shown  on  the  part  of  appellant  to  abandon  his 
invention.  It  is  not  necessary  that  the  intention  of  an  inventor  should 
be  expressed  in  words.  It  may  be  inferred  from  his  acts.  In  Kendall 
et  ah  V.  Winsor  (21  How.,  322)  the  Court  said: 

It  is  unquestionably  the  right  of  every  inventor  to  confer  gratuitously  the 
benefits  of  his  ingenuity  upon  the  public,  and  this  he  may  do  either  by  express 
declaration  or  by  conduct  equally  significant  with  language ;  such,  for  instance, 
as  an  acquiescence  with  full  knowledge  in  the  use  of  his  invention  by  others; 
or  he  may  forfeit  his  right  as  an  inventor  by  a  willful  or  negligent  postpone- 
ment of  his  claims. 

Applying  this  rule  to  the  case  at  bar,  we  find  nothing  in  the  record 
to  justify  us  in  bringing  appellant  within  its  limitations. 

It  will  be  observed  that  appellant,  in  his  original  process  applica- 
tion, does  not  disclaim  any  right  to  an  invention  for  the  device  in 
which  the  process  was  conducted.  He  very  truly  says  it  forms  no  part 
of  the  process  invention,  but  that  is  far  from  either  a  disclaimer  or 
an  abandonment  of  his  right  to  claim  a  patent  for  it,  should  the  ex- 
periments prove  that  a  valuable  device  for  manufacturing  rubber 
footwear  had  been  discovered.  The  invention  seems  to  be  a  valuable 
one.  Caution  in  sufficiently  testing  the  utility  of  an  invention  and 
establishing  the  value  of  a  discovery  before  rushing  into  the  Patent 
Office  is  to  be  commended,  rather  than  condemned.  Merely  permit- 
ting others  to  use  the  product  of  an  invention  before  applying  for  a 
patent  does  not  amount  to  abandonment.  No  effort  was  made  to  sell 
the  invention  or  its  product.  Abandonment  is  never  presumed.  On 
the  other  hand,  the  presumption  is  against  abandonment,  and  the 
burden  is  on  the  one  charging  it  to  establish  it  by  clear  and  convincing 
proof.  {Computing  Scale  Co.  v.  Automatic  Scale  Co,^  C.  D.,  1905, 
704;  119  O.  G.,  1586;  26  App.  D.  C,  238;  affirmed  in  C.  D.,  1907,  687; 
127  O.  G.,  849;  204  U.  S.,  609.)  It  is  likewise  the  law  that  where 
the  evidence  raises  a  presumption  of  abandonment,  it  may  be  re- 
butted by  showing  acts  assertive  of  the  inventor's  right  and  his 
intention,  by  experiment  or  improvement,  to  perfect  his  discovery. 
It  is  generally  held  that  where  an  inventor  applies  for  and  receives 
a  patent  which  discloses  another  impatented  invention  not  claimed, 
that  it  is  presumed  not  to  be  novel,  or  is  dedicated  to  the  public  by 
the  patentee.  {In  re  Millet,  C.  D.,  1901,  410;  96  O.  G.,  1241;  18 
App.  D.  C.,  186.)  This  presumption  is  rebutted  if  the  patentee  has 
another  application  pending  in  the  Patent  Office  claiming  it  {Miller 
V.  Eagle  Mfg.  Co.,  C.  D.,  1894,  147;  66  O.  G.,  845;  151  U.  S.,  186,) 
or  if  he  files  such  application  promptly.  {Dederick  v.  Fox,  C.  D., 
1893,  401 ;  63  O.  G.,  1963;  56  Fed.,  714.)  We  think  appellant  comes 
within  the  latter  plas?. 
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Prior  knowledge  and  use  in  this  country  negatives  novelty,  and 
constitutes  an  anticipation  of  the  thing  patented.  Where  a  patent  is 
thus  anticipated,  no  right  to  a  monopoly  in  it  can  be  acquired  by  the 
patentee.  It  either  belongs  to  the  original  inventor  or  the  public.  If 
the  original  inventor  has  by  his  action  forfeited  his  right  to  a  patent, 
the  invention  will  be  deemed  to  have  been  dedicated  to  the  public, 
and  no  one  subsequently  claiming  to  be  the  inventor  can  acquire  a 
property  right  in  the  invention.  The  rule  is  well  stated  by  Walker  in 
his  work  on  patents,  sections  71  and  72,  as  follows: 

Novelty  is  negatived  by  prior  Icnowledge  and  use  in  this  country,  by  even  a 
single  person,  of  the  thing  patented.  This  rule  applies  even  to  cases  where  that 
knowledge  and  use  were  purposely  kept  secret;  and  it  applies  no  matter  how 
limited  that  use  may  have  been.  ♦  ♦  ♦  Novelty  is  also  negatived  by  evi- 
dence that  even  one  specimen  of  the  thing  patented,  existed  and  was  known  in 
this  country  prior  to  its  invaition  by  the  patentee,  even  though  it  was  not  used 
prior  to  that  time.  This  rule  results  from  the  statute  which  provides  that 
things,  in  order  to  be  patentable,  must  not  have  been  known  or  used  by  others 
in  this  country.  If,  however,  the  identity  of  the  patented  and  the  prior  article 
can  be  known  only  by  actual  use,  and  if  the  prior  article  never  was  actually 
used  till  after  the  date  of  the  patented  invention,  then  its  prior  existence  will 
not  negative  novelty.  In  that  case  though  its  existence  was  known  prior  to  the 
invention  of  the  patented  thing,  it  was  not  known  to  be  what  the  patented  thing 
afterward  was.  Knowledge,  in  order  to  negative  novelty,  must  include  knowl- 
edge of  the  character,  as  well  as  knowledge  of  the  existence,  of  the  prior  thing. 

Applying  this  rule  to  the  case  at  bar,  it  will  be  observed  that  the 
construction  and  use  by  appellant  of  the  device  in  issue,  long  prior 
to  the  earliest  date  that  can  be  awarded  appellee,  negatived  its  nov- 
elty, and  made  it  a  complete  anticipation  of  the  invention  claimed  by 
appellee. 

We  find  appellant,  almost  to  the  date  of  filing  his  application,  im- 
proving the  device  and  testing  the  product,  and  with  reasonable 
promptness,  after  its  utility  had  been  demonstrated,  filing  his  appli- 
cation for  a  patent.  The  law  as  to  the  right  of  an  inventor  to  con- 
duct experiments,  and  what  constitutes  a  dedication  to  public  use, 
is  well  expressed  in  the  case  of  Elizabeth  v.  Pavement  Co.^  (97  U.  S., 
126,)  where  Mr.  Justice  Bradley,  speaking  for  the  Court,  said: 

When  the  subject  of  invention  is  a  machine,  it  may  be  tested  and  tried  In  a 
building,  either  with  or  without  closed  doors.  In  either  case,  such  use  is  not 
a  public  use,  within  the  meaning  of  the  statute,  so  long  as  the  inventor  is 
engaged,  in  good  faith,  in  testing  its  operation.  He  may  see  cause  to  alter  it 
and  improve  it,  or  not.  His  experiments  will  reveal  the  fact  whether  any  and 
what  alterations  may  be  necessary.  If  durability  is  one  of  the  qualities  to  be 
attained,  a  long  period,  perhaps  years,  may  be  necessary  to  enable  the  inventor 
to  discover  whether  his  purpose  is  accomplished.  And  though,  during  all  that 
period,  he  may  not  find  that  any  changes  are  necessary,  yet  he  may  be  Justly 
said  to  be  using  his  machine  only  by  way  of  experiment;  and  no  one  would 
say  that  such  a  use,  pursued  with  a  hona  fide  intent  of  testing  the  qualities  of 
the  machine,  would  be  a  public  use,  within  the  meaning  of  the  statute.     So 
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long  as  he  does  not  voluntarily  allow  others  to  make  it  and  use  it,  and  so  long 
as  it  is  not  on  sale  for  general  use,  he  keeps  the  invention  under  his  own  con- 
trol, and  does  not  lose  his  title  to  a  patent  It  would  not  be  necessary,  in  such 
a  case,  that  the  machine  should  be  put  up  and  used  only  in  the  inventor's  own 
shop  or  premises.  He  may  have  it  put  and  used  in  the  premises  of  another, 
and  the  use  may  inure  to  the  benefit  of  the  owner  of  the  establishment  Still, 
if  used  under  the  surveillance  of  the  inventor,  and  for  the  purpose  of  enabling 
him  to  test  the  machine,  and  ascertain  whether  it  will  answer  the  purpose  in- 
tended, and  make  such  alterations  and  improvements  as  experience  demon- 
strates to  be  necessary,  it  will  still  be  a  mere  experimental  use,  and  not  a 
public  use,  within  the  meaning  of  the  statute. 

This,  we  think,  aptly  applies  to  the  case  before  us.  The  product 
of  this  invention  was  such  as  to  require  time  to  test  its  durability. 
Appellant  lost  no  time  in  manufacturing  a  number  of  boots,  putting 
them  into  wearing  competition  with  boots  then  being  manufactured. 
He  had  the  men  in  the  washroom  of  the  factory  wear  one  of  each  at 
the  same  time,  thus  subjecting  them  to  the  best  possible  test  Such 
a  trial  would  take  considerable  time.  We  think  the  time  consumed 
in  testing  the  product  was  not  unreasonable.  No  necessity  arose  for 
making  an  application  for  a  patent  for  the  machine  until  the  experi- 
ments had  proved  a  success.  We  find  nothing  in  the  record  justify- 
ing a  charge  of  abandonment. 

TJie  decision  of  the  Commissioner  of  Patents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Colombia.] 

Martin  v,  Rowley. 
Decided  June  4,  1909. 
146  O.  G.,  722;  33  App.  D.  C,  487. 
INTEBFEBENOE — PBIOMTT — ORIGINALITY. 

R.  was  a  manufacturer  of  artificial  limbs  and  a  prolific  inventor  in  that 
art.  M.  at  tbe  time  he  entered  R.'s  employ  was  not  a  mechanic  nor  skilled 
in  the  art,  and  though  he  claimed  to  have  conceived  the  invention  while 
in  R.'8  employ  made  no  disclosure  of  it  to  any  one,  but  within  a  month 
from  the  time  he  entered  the  employ  of  a  rival  manufacture;'  made  a  full- 
sised  device.  These  facts,  together  with  the  fact  that  M.  was  admittedly 
familiar  with  the  improvements  gotten  up  by  R.,  Held  sufficient  to  show,  as 
testified  by  R.,  that  he  disclosed  the  invention  in  issue  to  M. 

Mr.  J.  W.  EUis  for  the  appellant. 
Mr.  H.  A,  Coombs  for  the  appellee. 

KoBB,  /.; 

This  appeal  brings  into  review  the  decision  of  the  Commissioner 
of  Patents,  in  an  interference  proceeding,  overruling  the  decision  of 
a  majority  of  the  Board  of  Examiners-in-Chief  sustaining  the  deci- 
sion of  the  Examiner  of  Interferences. 
21895— H.  Doc  124, 61-2 81 
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Martin  filed  his  application  May  16,  1906.  Rowley  filed  five 
months  later. 

The  invention  is  narrow  in  scope  and  resides  in  a  changed  location 
of  the  connection  between  the  suspender  and  leg-section  of  an  arti- 
ficial limb.   The  counts  are  as  follows : 

1.  The  combination  with  a  thigh-section  and  a  leg-section  pivotally  connected 
together,  of  a  lever  fulcrumed  in  the  thigh-section  and  having  upper  and  lower 
arms,  the  lower  arm  being  connected  with  the  leg-section,  a  suspender  connected 
with  the  upper  arm  of  the  lever,  and  means  cooperating  with  the  lever  for 
limiting  the  forward  movement  of  the  leg-section,  substantially  as  set  forth. 

2.  The  combination  with  a  thigh-section,  a  leg-section  and  a  pivot  connecting 
the  same,  the  Uilgh-sectlon  being  provided  in  its  sides  above  said  pivot  with 
openings  and  in  its  rear  side  with  a  slot,  a  lever  mounted  on  said  pivot  and 
having  an  upper  arm  arranged  wholly  within  the  thigh-section  and  a  lower  arm 
extending  downwardly  through  the  slot  of  the  thigh-section  into  the  leg-section 
and  secured  to  the  latter,  and  a  suspender  having  members  which  pass  through 
the  side  openings  of  the  thigh-section  and  are  secured  to  the  upper  arm  of  said 
lever,  substantially  as  set  forth. 

The  only  question  in  the  case  being  that  of  originality,  we  proceed 
immediately  to  a  consideration  of  that  question.  Rowley  is  a  manu- 
facturer of  artificial  limbs  and  a  prolific  inventor  in  that  art.  Martin 
entered  his  employ  in  1897  "  as  general  officeman  and  bookkeeper  " 
and  with  a  slight  interruption  remained  imtil  January  11, 1906,  when 
he  entered  the  employ  of  a  competing  firm,  the  Queen  City  Artificial 
Limb  Company,  of  Buffalo,  N.  Y.  While  Martin  claims  to  have 
conceived  the  invention  in  December,  1904,  there  is  no  evidence, 
outside  of  his  own  testimony,  that  he  disclosed  it  to  any  one  prior 
to  January  15, 1906,  when  he  entered  the  employ  of  the  Queen  City 
Company.  Within  a  month  after  that  time^  however,  his  diligence 
had  been  so  marked  that  the  invention  had  been  embodied  in  a  full- 
sized  device.  So  far  as  the  record  discloses,  he  was  not  a  mechanic 
nor  skilled  in  the  art  when  he  entered  Rowley's  employ.  He  was, 
however,  a  wearer  of  two  artificial  limbs. 

Rowley  claims  to  have  conceived  the  invention  early  in  1900  and  to 
have  then  fully  disclosed  it  to  Martin.  The  Board  of  Examiners- 
in-Chief  were  unanimously  of  the  opinion  that  Rowley  in  fact  con- 
ceived the  invention  as  claimed,  but  a  majority  of  the  Board  were 
not — 

convinced  that  this  invention  was  adequately  disclosed  to  Martin  at  that  time 
or  that  Martin  acquired  any  information  concerning  it. 

The  third  member  of  the  Board  was  of  the  opinion  that  on  the 
whole  "the  weight  of  evidence  favors  the  view  that  Martin  did 
derive  his  idea  from  Rowley,"  and  that  opinion  was  sustained  by 
the  Commissioner. 

We  have  examined  the  evidence  and  concur  in  the  finding  of  the 
Board  and  Commissioner  that  Rowley  has  established  conception  of 
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the  invention  as  early  as  1900.  Did  he  disclose  that  conception  to 
Martin?  As  to  the  relation  then  existing  between  the  parties,  Row- 
ley in  his  testimony  says : 

After  I  became  thoroughly  acgnalntecU  as  I  supposed,  with  Mr.  Martin,  I 
don't  think  there  was  anything  connected  with  the  business  with  which  he  did 
not  become  acquainted — in  fact,  if  anything  was  invented,  it  was  tallied  over 
with  him.  If  anything  was  to  be  tested  or  tried,  it  was  either  tried  on  him 
or  tried  in  his  presence.  He  tested  out  several  devices,  sometimes  suggesting 
improvements.  He  tested  out  a  ball-bearing  ankle-joint  He  tested  out  two 
forms  of  suspender,  one  of  which  was  a  modification  of  the  suspender  shown 
hi  Pat^t  No.  644,464. 

Martin  was  asked  by  his  counsel  whether  Rowley  was  in  the  habit 
of  showing  him  the  improvements  and  inventions  he  made,  and 
replied : 

Yes,  as  stated  in  answer  to  question  10  of  J.  F.  Rowley's  direct  examina- 
tion, I  became  acquainted  with  practically  everything  connected  with  the 
business,  and  tested  and  tried  out  various  devices*  and  as  stated  by  Mr. 
Rowley  sometimes  suggested  improvements. 

There  was,  therefore,  both  opportunity  and  reason  for  a  dis- 
closure from  Rowley  to  Martin.  In  corrcrfboration  of  his  own  posi- 
tive testimony  on  this  point  Rowley  produced  the  manager  of  his 
branch  office  at  St.  Louis,  Mr.  Elmer  C.  Moore,  who  was  connected 
with  the  Chicago  office  from  1899  to  1904.  The  testimony  of  this 
witness  bears  the  impress  of  sincerity.  He  says  the  device  of  the 
issue  was  experimentally  inserted  in  an  artificial  limb  and  that  the 
limb  was  shown  and  fully  explained  to  Martin  by  Rowley.  The 
witness  relates  the  circumstances  under  which  the  disclosure  was 
made,  and  his  testimony  is  consistent  throughout.  Martin  in  his 
testimony  is  equally  positive  that  no  disclosure  was  made  to  him. 
Opposed  to  this  denial  is  the  testimony  of  Rowley  and  Moore  and  the 
inherent  probabilities  of  the  case.  Rowley,  we  think  has  sa^- 
factorily  explained  why  he  did  not  apply  for  a  patent  on  his  dis- 
covery until  after  Martin  claimed  it.  He  says  he  concluded  the  de- 
vice was  not  as  good  as  a  similar  device  in  his  patent  of  1900  for  the 
reason  that  it  was  not  as  durable,  did  not  provide  a  means  for  chang- 
ing the  leverage  of  the  suspender  over  the  leg-action,  and  lacked 
the  clinging  release  of  the  suspender-strap  over  the  enameled  knee. 
Martin,  on  the  contrary,  does  not  satisfactorily  explain  why  he  con- 
cealed his  alleged  discovery  from  Rowley,  nor  does  he  explain  why 
he  did  nothing  whatever  about  it  until  he  entered  the  employ  of 
another  firm. 

TFe  hold  that  Rowley  has  sustained  the  burden  of  proof  resting 
upon  him^  and  that  the  decision  of  the  Commissioner  was  right^  and 
isj  therefore^  affinned. 

The  clerk  will  certify  this- opinion  and  the  proceedings  in  this 
court  to  the  Commissioner,  as  required  by  law. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Chase. 

Decided  June  i,  1909, 

146  O.  G.,  960;  33  App.  D.  C,  441. 

Patkktabilitt — Invention — Pbocess  of  Tempebino  Metallio  Abticles. 

Where  the  prior  art  disclosed  the  cooling  of  a  tempering  fluid  by  means 
of  a  liquid  circulating  in  a  cooling-coil  and  it  was  also  old  to  introduce  ice 
into  a  tempering-bath.  Held  that  to  cool  such  bath  by  a  refrigeratlng-coil 
to  a  "  point  approximating  the  freezing-point  *'  involved  no  invention. 

Mr.  A.  E.  Parsons  and  Mr.  W.  F.  Hall  for  the  appellant 
Mr.  F.  A.  Tennant  for  the  Commissioner  of  Patents 

Shepabd,  C.  J.: 

Aurin  M.  Chase  filed  an  application  for  an  improvement  in  a 
tempering  process,  having  four  claims. 

Claims  1  and  2  read  as  follows: 

1.  The  herein-described  process  of  tempering  metallic  articles  which  consists 
in  providing  a  bath  of  tempering  liquid,  circulating  a  refrigerating  medium 
therethrough  to  lower  the  temperature  of  the  bath  to  a  predetermined  point, 
approximating  the  freezing-point,  immersing  in  the  bath  the  first  article  or 
batch  of  articles  of  a  series  to  be  tempered,  maintaining  the  circulation  of  the 
refrigerating  medium  to  counteract  the  heat  given  off  by  said  article  or  batch 
of  articles,  whereby  the  bath  Is  maintained  at  a  substantially  constant  tempera- 
ture during  the  tempering  treatm^it,  removing  the  first  article  or  batch  of 
articles  and  treating  another  article  or  batch  of  articles  under  similar  con- 
ditions of  the  tempering-bath. 

2.  The  her^-described  process  of  tempering  metallic  articles,  which  consists 
in  providing  a  bath  of  tempering  liquid,  immersing  therein  the  article  or  articles 
to  be  tempered,  and  circulating  in  contact  with  the  bath  an  artificial  refrigerant 
so  proportioned  to  the  bath  and  the  heat  given  off  by  the  article  or  articles 
under  treatment  that  the  said  bath  will  be  maintained  at  a  substantially 
constant  temperature  approximating  the  freezing-point 

Two  other  claims  restrict  the  process  to  the  circulation  of  the 
refrigeratory  medium  so  proportioned  to  the  heat  given  off  that  a 
portion  of  the  liquid  bath,  less  than  the  whole,  will  be  congealed  and 
maintained  in  substantially  a  congealed  condition.  The  last  two 
claims  were  allowed,  and  the  first  two  rejected.  From  this  rejection 
applicant  has  appealed. 

The  apparatus  disclosed  for  carrying  out  the  process,  and  the 
description  show  that  the  process  consists  in  circulating  through  a 
tempering-bath,  by  means  of  a  suitable  conduit,  a  refrigeratory  fluid 
of  such  temperature  that  the  bath  shall  be  constantly  maintained  at 
a  temperature  approximating  the  freezing-point,  the  heating  of  the 
bath  by  the  hot  materials  inserted  therein  being  constantly  counter- 
acted by  the  lowering  of  the  temperature  through  the  circulation  of 
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the  cooling  medium.  It  is  well  known  in  the  art  of  tempering  metals 
that  it  is  desirable  to  maintain  the  bath  at  a  comparatively  low  tem- 
perature kept  as  constant  as  practicable  in  order  to  produce  uniform 
tempering  in  the  articles  successively  immersed  therein.  Each  suc- 
cessive immersion  tends  to  increase  the  heat,  so  that  each  will  have  a 
different  tempering.  Applicant  states  that  for  the  purpose  of  secur- 
ing uniform  results  it  had  been  customary  to  introduce  ice  into  the 
tempering-bath,  as  well  also  to  employ  a  number  of  tanks  or  recep- 
tacles for  the  fluid ;  and  he  notes  the  difficulty  of  preserving  a  uni- 
form temperature  by  such  methods.  Simonds,  who  has  a  patent  for 
a  hardening  process,  issued  May  15,  1883,  sought  to  procure  uni- 
formity of  temperature  in  the  tempering-tank  through  a  pipe  in  the 
form  of  a  flat  spiral  with  coils  nearly  abutting,  arranged  near  the 
top  and  to  one  side  of  the  tank,  slightly  beneath  the  tempering  fluid. 
A  cold  circulating  agent  is  applied  through  this  pipe  at  the  point 
where  the  tempering  fluid  is  most  heated  by  the  immersed  metal. 
The  pipe  is  connected  with  an  overhead  tank  supplied  with  cold 
water,  and  the  length  of  pipe  and  volume  of  cold  water  should  be 
sufficient  to  keep  the  temperature  of  the  tempering  fluid  below  85 
degrees.    He  says  in  his  specification: 

I  am  aware  that  water  has  been  circulated  through  tempering-tanks  in  a 
variety  of  ways ;  and  the  novelty  of  my  Invention  consists  in  the  arrangement 
of  the  pipes  near  the  top  and  to  one  side  of  the  tank  and  immediately  beneath 
the  tempering  fluid. 

Another  reference  by  the  Office  is  to  the  patent  to  Gillon,  March  20, 
1888,  for  a  method  of  tempering  Bessemer-st^el  wire.  This  process 
consists  in  first  treating  the  wire  to  give  it  shape  and  then  submerg- 
ing it  in  a  bath  of  molten  metal  of  a  temperature,  preferably,  of 
about  650  degrees.  It  was  then  cooled  by  sudden  immersion  in  a 
common  tempering-bath  of  water,  oil  or  other  tempering  fluid,  the 
temperature  of  which  should  not  be  over  60  degrees;  the  best  results 
being  attained  with  the  temperature  between  30  and  40  degrees. 
Gillon  shows  no  form  of  tempering-tank  or  means  for  reducing  the 
same  to  the  desired  temperature  and  keeping  it  uniform. 

Applicant  and  Simonds  use  substantially  the  same  means  for  pre- 
serving the  uniformity  of  the  temperature  of  the  tempering  fluid. 
Both  introduce  a  coil  of  pipe  through  which  the  cooling  medium 
flows.  The  only  difference  in  their  processes  is  that  Simonds  indi- 
cates a  temperature  of  about  85  degrees,  instead  of  one  approximating 
the  freezing-point.  Former  processes  using  ice  in  the  bath  would 
approximate  the  freezing-point,  and  Gillon's  process  calls  for  a  tem- 
perature between  30  and  40  degrees,  which  is  approximately  freezing- 
point.  In  the  light  of  the  old  methods,  and  these  patented  methods, 
it  is  clear  that  if  there  is  any  patentable  novelty  in  the  plaintiff's  proc- 
ess, it  consists  entirely  in  that  pointed  out  specifically  in  the  claims 
that  were  allowed.    While  his  process  may  be  a  great  improvement 
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upon  Simonds's,  it  involved  no  invention  to  supply  the  latter's  appa- 
ratus with  a  refrigerating  medium  adapted  to  reduce  the  temperature 
to  a  lower  point  than  he  indicated,  and  especially  when  that  lower 
temperature  was  used  in  the  processes  of  others. 

The  appealed  claims  were  rightly  rejected^  and  the  decision  wiU  he 
affirmed.  The  clerk  will  certify  this  decision  to  the  Commissioner  of 
Patents. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Lang  v.  Green  River  Distilling  Company. 

Decided  June  i,  1909. 
48  O.  G.,  280;  33  App.  D.  C,  506. 

1.  Tbade-BIabkb — Opposition — Opposeb's  Right  to  Registbation  Immaterial. 

Where  in  an  opposition  proceeding  it  appears  that  the  opposer  adopted 
its  marlc  prior  to  the  date  of  adoption  by  the  applicant  of  his  mark,  the 
question  of  the  registrability  of  opposer*s  marlc  is  immaterial,  the  sole 
question  to  be  considered  being  that  of  the  similarity  of  the  marks. 

2.  Same — Same — Simujlb  Masks — "*  Gbeen  Ribbon/*  "  Qbebn  Riveb." 

Held  that  registration  of  the  words  "  Green  Ribbon  "  as  a  trade-mark  for 
whisky  was  properly  refused  in  view  of  the  prior  use  of  the  words  "  Qreen 
River  "  OB  the  same  class  of  goods,  as  the  similarity  of  the  marks  is  such 
as  to  be  likely  to  cause  confusion  in  the  mind  of  the  public. 

Mr.  E.  T.  Fenwick  for  the  appellant. 
Mr.  F.  M.  Phelps  for  the  appellee. 

Shepard,  C.  J.: 

The  appellant,  Sam  Lang,  made  application  for  the  registration  of 
a  trade-mark  for  whisky  consisting  of  the  words  "  Green  Ribbon  "  in 
large  printed  letters,  beneath  which  is  a  monogram  consisting  of  the 
letters  S.  L.  within  a  circular  wreath.  After  some  amendments  to 
the  application,  unimportant  to  mention,  the  application  was  allowed 
and  passed  to  publication  on  April  22, 1907.  June  6, 1907,  the  Green 
River  Distilling  Company  filed  an  opposition  to  the  registration.  It 
alleged  that  the  words  "  Green  River,"  had  been  adopted  and  used  as 
a  trade-mark  for  whisky  by  J.  W.  McCuUoch  in  1890,  and  continu- 
ously used  thereafter  by  him  and  his  successor,  said  company,  of 
which  corporation  McCuUoch  was  the  president.  The  right  to  use 
said  mark  had  been  assigned  to  said  company  at  the  time  of  its 
organization  in  1903.  It  was  alleged  that  he  had  registered  the 
words  as  a  trade-mark  on  December  25,  1900 ;  that  the  company  had 
registered  it  on  August  8,  1905,  and  reregistered  it  on  January  13, 
1907.    The  final  allegation  was  that  the  words  "  Green  Ribbon,"  which 
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Lang  sought  to  register,  are  so  nearly  like  "  Green  River  "  in  sound 
and  appearance  as  to  be  likely  to  cause  confusion  in  the  trade,  and 
to  permit  applicant's  goods  to  be  substituted  for  opposer's,  to  the 
damage  of  the  business  and  reputation  of  the  latter. 

The  Examiner  of  Interferences  was  of  the  opinion  that  the  real 
question  was  whether  the  respective  words  "Green  Ribbon"  and 
"Green  River"  were  so  nearly  alike  as  to  be  liable  to  confuse  the 
public. 

Much  testimony  was  taken,  from  which  it  clearly  appears  that' 
"Green  River"  had  been  adopted  as  a  trade-mark  and  used  since 
1890  by  McCulloch  and  his  successor,  on  a  high-grade  distilled 
whisky  made  in  a  distillery  owned  by  McCulloch  and  by  him  sold  to 
the  company  that  was  located  near  the  Green  river  in  Kentucky.  It 
also  appears  that  the  said  whisky,  so  marked,  had  been  widely  adver- 
tised throughout  the  United  States,  and  has  been  sold  extensively  in 
this  country  and  abroad.  It  appears  that  Sam  Lang  is  a  retail  dealer 
in  liquor  in  the  cities  of  Denver  and  Cripple  Creek,  in  the  State  of 
Colorado.  He  applied  the  mark  "  Green  Ribbon  "  to  whisky  bottled 
by  him,  the  place  of  manufacture  of  which  was  not  shown.  Nor  does 
it  appear  at  what  date  Lang  commenced  the  use  of  the  mark.  This 
whisky  does  not  appear  to  have  had  an  extensive  sale,  and  there  are 
some  circumstances  in  evidence  which  would  lead  to  an  inference  that 
Lang  adopted  the  mark  with  a  view  to  obtaining  the  benefit  of  the 
reputation  of  the  Green  River  whisky  which  was  well  established  in 
Denver  and  other  places  in  the  State  of  Colorado.  The  testimony 
of  manufacturers  and  dealers  in  whisky,  on  behalf  of  the  appellee, 
tended  to  show  that  the  general  public  would  likely  be  confused  and 
deceived  by  the  similarity  of  the  respective  marks.  Testimony  of 
witnesses  on  behalf  of  Lang,  among  whom  were  barkeepers  in  his 
employ,  and  users,  and  sellers  of  whisky,  tended  to  show  that  there 
would  be  no  confusion  in  the  marks  by  the  public.  The  Examiner 
held  that  there  was  no  resemblance  sufficient  to  produce  confusion, 
and  dismissed  the  opposition.  On  appeal  to  the  Commissioner,  this 
decision  was  reversed,  and  the  opposition  sustained. 

Under  the  testimony  we  think  it  immaterial  to  inquire  into  the 
registration  obtained  by  the  appellee  under  the  ten-years  clause  of 
the  Trade-Mark  Act,  or  to  consider  whether  the  appellant  would  be 
entitled  to  registration  of  "  Green  Ribbon  "  as  a  technical  trade-mark. 
The  substantial  question,  as  stated  by  the  tribunals  of  the  Office,  is  as 
to  whether  the  proposed  trade-mark,  "  Green  Ribbon,"  so  nearly  re- 
sembles the  trade-mark  of  the  appellee — 

as  to  be  likely  to  cause  confusion  in  the  mind  of  the  public,  or  to  deceive  pur- 
chasers.   (Sec*  5»  Trade-Mark  Act) 
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As  said  by  Mr.  Justice  Bradley : 

Similarity,  not  identity,  is  the  usual  recourse  when  one  party  seeks  to  benefit 
himself  by  the  good  name  of  another.  What  similarity  is  sufficient  to  effect  the 
object  has  to  be  determined  in  each  case  by  its  own  circumstances.  We  may 
say,  generally,  that  a  similarity  which  would  be  likely  to  deceive  or  mislead 
an  ordinary,  unsuspecting  customer,  is  obnoxious  to  the  law.  (CetliUoid  Mfg, 
Co.  V.  Cellonite  Mfg.  Co.,  C.  D.,  1887,  571;  41  O.  G.,  693;  32  Fed.,  94,  97.) 

The  dominating  feature  of  appellant's  mark  is  the  words,  "  Green 
Eibbon,"  printed  in  large  letters.  Green  River  whisky  had  been  well 
advertised  and  had  an  established  reputation  as  an  excellent  article. 
As  intimated  above  there  are  some  circumstances  to  indicate  that 
when  Lang  undertook  to  introduce  his  whisky  he  had  in  mind  the 
mark  of  the  appellee.  The  word  "  Green "  is  the  first  object  -that 
attracts  the  eye  of  the  purchaser  when  seen,  and  the  ear  when  uttered. 
"River"  and  "Ribbon"  are  somewhat  similar  when  represented  or 
sounded.  That  Lang  used  the  monogram  and  a  label  differing  in 
color  of  background  from  that  of  appellee,  does  not  weaken  the  infer- 
ence as  to  his  intention  in  adopting  the  conspicuous  feature  of  the 
mark.  Had  he  wanted  to  avoid  all  confusion  with  appellee's  mark, 
he  could  readily  have  found  another,  and  as  attractive  a  name  for  his 
product.  There  is  nothing  in  the  evidence  tending  to  show  any  other 
circumstance  suggesting  the  name  adopted,  other  than  its  resemblance 
to  the  well-known  mark  of  the  appellee. 

As  was  said  by  the  Commissioner,  the  similarity  of  the  labels  is 
far  more  striking  than  their  dissimilarity.  And  we  agree  in  his  con- 
clusion as  thus  stated: 

The  words  as  pronounced  are  not  easily  distinguishable,  and  the  appearance 
of  "  Green  Ribbon  "  upon  a  bottle  of  whisky,  without  opportunity  for  comparison 
with  a  bottle  containing  the  label  bearing  the  mark  "  Green  River "  would  be 
likely  to  cause  confusion  in  the  mind  of  the  public. 

We  have  not  deemed  it  important  to  review  the  many  cases  in  which 
the  question  of  similarity  and  confusion  has  been  considered.  These, 
or  most  of  them,  will  be  found  in  the  decisions  below  and  in  the  briefs 
of  counsel.  In  the  application  of  the  general  principle  which  is  em- 
bodied in  the  statute,  each  particular  case  turns  upon  its  own  special 
facts  and  circumstances  and  it  would  be  practically  impossible  to  find 
another  substantially  identical  in  respect  of  these. 

Being  of  the  opinion  that  there  was  no  error  in  the  decision  it  wiU 
he  affirmed;  and  the  clerk  will  certify  this  decision  to  the  Commis- 
sioner of  Patents. 
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[Court  of  Appeals  of  the  District  of  Colombia.] 

In  re  Wright  &  Taylor.    In  re  C.  H.  Graves  &  Sons.    In  re 
E.  H.  TATiiOR,  Jr.,  &  Sons. 

FUed  June  1,  1909. 
148  O.  G.,  834;  33  App.  D.  C,  510. 

1.  Trade-Marks — Goods      of       Same      Descbiptive      Pbofebtibs — ^Whisky, 

"  Straight,"  "  Blend,"  and  "  Compound." 
"  Straight "  whisky,  "  blended  "  whisky,  and  "  compound  "  whisky  are 
goods  of  the  same  descriptive  properties  within  the  meaning  of  the  Trade- 
Mark  Act 

2.  Same — ^Ten- Years  Clause — Contempobaneous  Use — Fbaudulency  Thereof. 

A  mark  cannot  be  registered  under  the  ten-years  clause  of  section  5  of 
the  Trade-Mark  Act  of  February  20,  1905,  when  substantially  the  same 
mark  was  used  by  others  on  goods  of  the  same  descriptive  properties  dur- 
ing the  ten-year  period,  even  though  such  use  was  fraudulent  or  deceptive. 

Mr.  A.  E.  Wallace  for  Wright  &  Taylor. 

Afr.  F.  W.  Hackett^  Mr,  Samuel  L.  Powers^  and  Mr.  Clifford  O. 
Warren  for  C.  H.  Graves  &  Sons. 

Mr.  George  W.  Rea  and  Mr.  J.  G.  Carlisle  for  E.  H.  Taylor,  Jr.,  & 
Sons. 

Mr.  F.  A.  Tennant  for  the  Commissioner  of  Patents. 

Van  Orsdel,  /.: 

These  cases  come  here  on  appeals  from  a  decision  of  the  Commis- 
sioner of  Patents  in  a  trade-mark  interference,  involving  the  right  to 
the  registration  of  trade-marks  for  whisky,  the  dominating  feature 
of  each  being  the  word  "Taylor.''  All  of  the  applications  were 
refused  by  the  Commissioner.  The  marks  sought  to  be  registered 
are  indicated  opposite  the  names  of  the  respective  applicants,  as  fol^ 
lows:  Taylor  &  Williams,  "  Old  Taylor; "  Wright  &  Taylor,  "  Ken- 
tucky Taylor; "  C.  H.  Graves  &  Sons,  "G.  A.  Taylor; "  and  E.  H. 
Taylor,  Jr.,  &  Sons,  "  Taylor."  No  appeal  was  taken  by  Taylor  & 
Williams;  hence  they  are  eliminated  from  this  inquiry. 

The  Commissioner  found  that  the  marks  sought  to  be  registered 
are  not  technical  trade-marks.  Each  of  the  parties  claims  the  right 
to  register  under  the  following  provision  of  section  6  of  the  Trade- 
Mark  Act  of  February  20,  1905: 

That  nothing  herein  shall  prevent  the  registration  of  any  mark  used  by  the 
applicant  or  his  predecessors,  or  by  those  from  whom  title  to  the  mark  is 
derived,  in  commerce  with  foreign  nations  or  among  the  several  States,  or 
with  Indian  tribes,  which  was  in  actual  and  exclusive  use  as  a  trade-mark 
of  the  applicant  or  his  predecessors  from  whom  he  derived  title  for  ten  years 
next  preceding  the  passage  of  this  act 

It  is  clear  that  the  marks  before  us  are  not  registrable  as  technical 
trade-marks.    The  right  to  registration  under  the  above  statute  is 
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the  sole  question  to  be  considered.  It  is  conceded  that  each  of  the 
marks  in  question  was  used  continuously  by  the  party  here  claiming 
it  for  more  than  ten  years  prior  to  February  20,  1905. 

The  Commissioner  of  Patents  found  from  the  evidence  that 
Wright  &  Taylor  and  C.  H.  Graves  &  Sons  had  been  using  their 
mark  on  goods  purporting,  from  the  advertisements  and  representa- 
tions contained  on  the  labels,  to  be  pure  whisky,  when,  in  fact,  the 
whisky  was  either  a  blend  or  a  compound.  The  fraud  thus  practiced 
upon  the  public  was  held  upon  the  authority  of  Levy  v.  Vri  (C.  D., 
1908,  461;  135  O.  G.,  1363;  31  App.  D.  C,  441)  to  be  sufficient  to 
divest  these  parties  of  any  standing  in  the  Patent  Office.  We  agree 
with  the  Commissioner  that  the  evidence  shows  that  the  marks  were 
used  by  Wright  &  Taylor  and  C.  H.  Graves  &  Sons  on  whisky  repre- 
sented to  be  pure,  when,  in  fact,  construing  the  evidence  most  lib- 
erally in  their  favor,  it  was  only  entitled,  in  the  case  of  the  former, 
to  be  marked  a  compound,  and,  in  the  latter,  a  blend.  We  also  find 
no  fraudulent  or  deceptive  use  of  the  mark  by  E.  H.  Taylor,  Jr.,  & 
Sons. 

Having  established  this  fact  as  to  their  opponents,  E.  H.  Tay- 
lor, Jr.,  &  Sons  insist  that  they  have  had  exclusive  use  of  the  trade- 
mark in  issue  for  ten  years  next  preceding  the  passage  of  the  Trade- 
Mark  Act,  inasmuch  as  the  opposing  parties  are  shown  to  have  used 
their  marks  deceptively  during  that  period.  This  contention  is  based 
upon  the  theory  that  compound  and  imitation  whiskies  are  not  goods 
of  the  same  descriptive  qualities  as  pure,  straight  whisky.  This  argu- 
ment would  have  great  force  in  a  court  of  equity  in  a  suit  for  infringe- 
ment or  unfair  competition,  but  we  are  considering  the  express  terms 
of  a  statute.  In  section  1  of  the  Trade-Mark  Act,  we  find  that  regis- 
tration may  be  procured  for  a  mark  to  be  used  on  a  "  class  of  mer- 
chandise," and  the  applicant  must  name — 

the  class  of  merchandise  and  the  particular  description  of  goods  comprised  In 
such  class  to  which  the  trade-mark  is  appropriated. 

Section  5  forbids  the  registration  of  a  mark  the  same  as  one  known 
to  be  in  use  by  another  on  "merchandise  of  the  same  descriptive 
properties,"  or  which  resembles  closely  the  mark  of  another  "  appro- 
priated to  merchandise  of  the  same  descriptive  properties."  In  sec- 
tion 16,  one  may  render  himself  liable  for  damages  for  using  a  color- 
able imitation  of  the  trade-mark  of  another  on  merchandise  of  "  sub- 
stantially the  same  descriptive  properties."  It  will  be  observed  that 
Congress  used  liberal  terms  in  placing  limitations  upon  the  registra- 
tion and  use  of  similar  trade-marks.  This  is  to  protect  the  owner  in 
a  liberal  use  of  his  mark,  but  more  particularly  to  protect  the  public 
from  imposition  arising  from  confusing  goods  of  the  same  general 
class  bearing  the  same  or  similar  marks. 
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It  is  insisted  by  counsel  for  E.  H.  Taylor,  Jr.,  &  Sons  that  the 
proviso  to  section  5  of  the  Trade-Mark  Act  is  to  protect  rights  already 
acquired  at  the  time  of  the  passage  of  the  law.  The  mark  in  question 
being  non-technical,  no  right  could  have  been  asserted  to  it  as  a 
trade-mark;  hence,  Congress  took  no  right  away.  So  long  as  there 
was  not  a  right  to  be  divested,  there  was  none  to  be  reserved.  Con- 
gress, by  this  act,  was  not  preserving  an  existing  right,  but  providing 
a  method  by  which  a  right  that  did  not  exist  before  might  be  ac- 
quired. Hence,  it  was  within  its  province  to  place  any  restriction 
upon  those  seeking  its  benefits  that  it  might  deem  proper.  Since, 
therefore,  E.  H.  Taylor,  Jr.,  &  Sons  are  here  claiming  a  privilege, 
and  not  asserting  a  right,  we  think  they  come  within  the  limitations 
of  the  statute. 

The  act  of  Congress  of  June  30,  1906,  known  as  the  "  Food  and 
Drugs  Act,"  was  aimed  at  the  suppression  of  the  manufacture  and 
sale  of  adulterated  food  and  drugs,  and  also  to  prevent  their  mis- 
branding. The  classification  of  whisky  and  the  proper  branding  of 
it  under  this  act,  has  been  the  source  of  considerable  contention. 
Attorney  General  Bonaparte,  in  a  decision  interpreting  this  feature 
of  the  act  (26  Opinions  of  Attorney  General,  216)  said: 

The  definition  of  "  whisky  "  as  a  neutral  spirit  involves  as  its  corollary  that 
there  can  be  such  a  thing  as  "imitation  whisky."  If  the  same  process  were 
followed  of  which  we  spoke  in  connection  with  artificial  wine,  namely,  if  ethyl- 
alcohol,  either  pure  or  mixed  with  distilled  water,  were  given,  by  the  addition 
of  harmless  coloring  the  flavoring  substances,  the  appearance  and  flavor  of 
whisky,  it  is  Impossible  to  find  any  other  name  for  the  product,  in  conformity 
with  the  pure-food  law,  than  "  imitation  whisky." 

The  Attorney  General  properly  held  that  "  blend,"  "  compound  " 
and  "  imitation  "  whiskies  are  all  entitled  to  the  name  of  "  whisky." 
They  all  belong  to  the  one  general  class.  They  are  "  merchandise  of 
the  same  descriptive  properties."  This  view  of  the  Attorney  Greneral 
is  impliedly  supported  by  a  number  of  later  decisions  of  the  Federal 
courts.  {Union  Distilling  Co.  et  cH.  v.  Bemhard  Bettman  et  aL,  not 
yet  reported ;  Woolner  <&  Co.  et  al.  v.  Percival  G.  Rennick^  collector^ 
et  aZ.,  not  yet  reported ;  Levy  v.  Z7W,  supra.) 

In  Taylor  Company  v.  Taylor^  (85  S.  W.  Rep.,  1085,)  a  suit  be- 
tween two  of  the  parties  to  this  interference,  the  Court  of  Appeals  of 
Kentucky,  considering  the  propriety  of  designating  a  mixture  of 
whisky  and  ethyl-alcohol  as  "a  blend,"  to  protect  the  public  from 
being  defrauded  by  confusing  it  with  "  straight "  whisky,  said : 

The  defendant  may  properly  sell  his  brand  of  "  Old  Kentucky  Taylor,"  pro- 
vided he  so  frames  his  advertisement  as  to  show  that  it  is  a  blended  whisky ; 
but  he  cannot  be  allowed  to  impose  upon  the  public  a  cheaper  article,  and  thus 
deprive  appellant  of  the  fruits  of  his  energy  and  expenditures  by  selling  his 
blended  whisky  under  labels  or  advertisements  which  conceal  the  true  char- 
acter of  the  article,  for  this  would  destroy  the  value  of  appellant's  trade. 
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This  defines  what  we  conceive  to  be  the  purpose,  both  of  the  Trade- 
Mark  Act  and  the  pure-food  law ;  to  prevent  unfair  competition,  and 
to  protect  the  public  from  being  imposed  upon  by  designing  manu- 
facturers and  traders. 

We  have  held  to  a  liberal  interpretation  of  those  clauses  of  the 
Trade-Mark  Act,  forbidding  the  registration  of  similar  marks  to  be 
used  on  the  same  general  class  of  merchandise.  In  the  case  of  Phoenix 
Paint  cfe  Varnish  Co.  v.  John  T.  Lewis  <k  Bros.  Co.^  ante^  808;  189 
O.  G.,  990;  32  App.  D.  C,  285;  we  said: 

We  think  two  trade-marks  may  be  said  to  be  appropriated  to  merchandise  of 
the  same  descriptive  properties  in  the  sense  meant  by  the  statute  when  the 
general  and  essential  characteristics  of  the  goods  are  the  same.  The  rule  that 
goods  must  be  identical  would  defeat  the  purpose  of  the  statute  and  destroy 
the  value  of  trade-marks.  The  test  is  whether  there  is  such  a  sameness  in  the 
distinguishing  characteristics  of  the  goods  as  to  be  likely  to  mislead  the  general 
public. 

The  statute  requires  exclusive  use,  which  we  have  held  to  be  sole 
use.  In  Worcester  Brewing  Corporation  v.  Renter ^  (C.  D.,  1908,  829; 
188  O.  G.,  1190;  80  App.  D.  C,  428,)  this  court,  considering  the 
meaning  of  the  word  "  exclusive,"  as  used  in  section  5  of  the  Trade- 
Mark  Act,  said : 

Inasmuch  as  the  word  is  used  In  the  statute  in  connection  with  the  words 
'*  actual  use,"  and  both  expressions  are  used  to  quaUfy  the  special  right  conferred 
by  this  provision  of  the  act,  we  hold  that  an  actual  use  must  be  shown  to  have 
been  possessed  and  enjoyed  by  the  applicant  to  the  sole  exclusion  of  all  others. 
The  use  could  not  be  exclusive  if,  during  the  period,  it  appears  that  another 
was  using  the  same  word  as  a  trade-mark  upon  the  same  character  of  goods. 

We  have  adhered  to  this  ruling  in  many  decisions  since  rendered. 
It  cannot  be  said  that  there  has  been  sole  use  by  E.  H.  Taylor,  Jr., 
&  Sons  of  the  word  "  Taylor  "  as  a  trade-mark  for  whisky  when  the 
record  discloses  the  use  of  this  mark  by  at  least  three  others  during 
the  ten-years  period  on  goods  of  the  same  descriptive  properties. 

A  non-technical  mark  cannot  be  registered  under  this  provision  of 
the  statute,  when  it  is  so  similar  to  another  mark  in  use  during  the 
same  period  as  to  cause  confusion  in  trade.  Assuming  that  Wright 
&  Taylor  are  producing  a  whisky  compound,  and  should  advertise 
and  mark  it  as  such,  and  C.  H.  Graves  &  Sons  are  producing  a  whisky 
blend,  and  should  advertise  and  mark  it  as  such,  they  would  doubt- 
less have  the  right  to  use  their  respective  marks  without  infringing 
the  use  of  the  mark  of  E.  H.  Taylor,  Jr.,  &  Sons.  Can  it  be  said 
that  these  three  brands  of  whisky,  though  marked  as  above  described, 
could  come  into  the  market,  all  bearing  the  "  Taylor  "  mark,  and  not 
create  confusion  ?  This  is  inconceivable,  and  this  is  what  the  statute 
aims  to  prevent.  They  are  all  whiskies — "  merchandise  of  the  same 
descriptive  properties" — produced  and  used  for  the  same  purpose. 
The  diflference  is  one  of  quality,  and  not  of  description.    While  it  is 
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|>erhaps  unfortunate  that  one  honestly  complying  with  the  law  is 
compelled  to  suffer  at  the  hands  of  commercial  sharks,  there  is  no 
relief  afforded  in  this  proceeding.  It  must  be  found  in  another 
forum. 

The  decision  of  the  Corrmiiadoner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings,  as  by  law  required. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

MooRE  V,  United  States,  ex  rel.  Lindmabk. 

Decided  November  2,  1909. 

149  O.  G.,  310;  33  App.  D.  C,  597. 

1.  Patent  Legislation — Function  of  the  Ck>MMi8sioNEB  of  Patents. 

"Tbe  Commissioner  of  Patents  in  passing  upon  applications  or  deciding 
controversies  between  rival  applicants  for  patent  of  the  same  invention, 
exercises  power  that  is  essentially  Judicial.  For  that  reason,  Ck>ngress  has 
the  power  to  provide  for  a  review  of  his  decisions  by  appeal  to  the  courts.'* 

2.  Mandamus. 

The  writ  of  mandamus  cannot  be  used  to  perform  the  office  of  an  appeal 
or  writ  of  error  or  granted  in  any  case  where  there  is  another  adequate 
remedy. 

3.  Same — Final  Obdeb — ^Rioht  of  Appeal. 

In  an  interference  between  F.  and  L.  the  decision  of  the  Commissioner  in 
ftivor  of  L.  was  reversed  by  the  Court  of  Appeals  of  the  District  of  Colum- 
bia. Thereafter  L.  filed  with  the  Commissioner  a  petition  that  the  inter- 
ference be  reopened  for  the  purpose  of  taking  further  testimony.  This  peti- 
tion was  denied,  but  an  order  directing  a  patent  to  issue  to  F.  was  not 
entered.  Held  that  mandamus  would  not  lie  to  compel  the  Commissioner 
to  reopen  the  case,  since  upon  the  ^itry  of  such  final  order  L.  would  have 
the  right  of  appeal  to  the  court  of  appeals. 

Mr.  Webster  S.  Ruckman  for  the  Commissioner  of  Patents. 
Mr.  George  R.  Hamlin^  Mr.  Frank  S.  Bvsser^  and  Mr.  George  J. 
Harding  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  appeal  by  the  Commissioner  of  Patents  from  an  order 
directing  a  writ  of  mandamus  to  issue  commanding  him  to  vacate  a 
decision  rendered  in  an  interference  proceeding  in  the  Patent  Office. 

It  is  unnecessary  to  recite  the  allegations  of  the  petition  and  return 
as  there  is  no  dispute  concerning  the  facts  which  are  matters  of 
record. 

Kelator,  Lindmark,  filed  an  application  for  a  patent  for  an  exhaust- 
heater  for  compound  motors  on  January  19,  1903.  October  31,  1903, 
one  de  Ferranti  filed  an  application  for  patent  for  an  improvement 
in  steam-turbines  and  on  March  9,  1905,  filed  another  application  as 
a  division  of  the  first.  Pending  this  rival  application  and  without 
declaration  of  interference  between  the  two,  a  patent  was  issued  to 
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Lindmark,  November  1,  1904.  On  August  8,  1905,  an  interference 
was  declared  between  the  divisional  application  of  de  Ferranti  and 
the  patent  to  Lindmark.  Lindmark's  preliminary  statement  alleged 
that  he  had  filed  an  application  in  Sweden  for  a  patent  on  June  18, 
1902,  and  had  disclosed  his  invention  to  others  in  the  United  States 
on  or  about  October  15, 1902. .  The  statement  of  de  Ferranti  alleged, 
among  other  things,  that  he  had  applied  for  a  patent  in  Great  Britain 
on  November  11,  1902. 

Rule  114,  of  the  Patent  Office,  provides  that  if  a  preliminary  state- 
ment of  the  junior  party  in  interference  fails  to  overcome  the  prima 
facie  case  made  by  the  respective  dates  of  the  applications,  the  party 
will  be  notified  by  the  Examiner  of  Interferences  that  judgment  will 
be  entered  against  him  on  the  record.  The  Examiner  gave  no  such 
notice  in  this  case  but  issued  notice  on  March  2,  1906,  to  take  testi- 
mony. On  the  same  day  the  parties  stipulated  that  they  should  have 
until  May  1,  1906,  to  enter  motions  to  dissolve — 

or  any  other  motions  they  may  desire  to  make  and  that  in  the  meantime  all 
proceedings  herein  shall  be  stayed. 

The  Office  then  entered  an  order  that  no  testimony  be  taken  before 
May  1;  that  de  Ferranti's  testimony-in-chief  closed  July  2;  that 
Lindmark's  closed  September  4;  that  de  Ferranti's  rebuttal  closed 
September  19 ;  and  that  final  hearing  be  had  on  November  19,  1906. 
March  23,  1906,  Lindmark  moved  for  a  judgment  of  priority  on  the 
record  dates  of  Lindmark,  and  the  allegations  of  de  Ferranti's  state- 
ments. 

It  seems  that  Examiner  of  Interferences  required  a  stipulation  as 
to  certain  facts  before  passing  on  this  motion.  The  following  stipu- 
lations were  then  signed  by  the  parties  and  filed : 

It  is  hereby  stipulated  and.  agreed  by  and  between  the  respective  parties  to 
the  above^ntitled  Interference  that  the  parties  de  Ferranti  and  Llndmarlt  are 
the  same  parties,  de  Ferranti  and  Lindmark,  who  filed  the  applications  for 
foreign  patents  specified  In  the  oaths  attached  to  their  respective  United  States 
applications,  and  in  their  preliminary  statements,  and  that  de  Ferranti  and 
Llndmarlc,  named  herein,  are  the  same  de  Ferranti  and  Lindmark  named  in 
Interference  No.  25,459. 

The  Examiner  of  Interferences  held  that  neither  party  was  entitled 
to  the  filing  date  of  his  foreign  application,  under  the  provision  of 
the  act  of  Congress,  approved  March  3,  1903 ;  and  inasmuch  as  Lind- 
mark was  the  first  to  file  his  application  in  the  United  States,  he 
awarded  priority  to  him  on  the  motion  aforesaid. 

This  decision  was  affirmed  in  succession  on  de  Ferranti's  appeal 
by  the  Examiners-in-Chief  and  the  Commissioner.  On  appeal  to 
the  court  of  appeals,  by  de  Ferranti,  the  decision  of  the  Commis- 
sioner was  reversed.  The  court  of  appeals  was  of  the  opinion  that 
the  act  of  March  3, 1903,  had  no  retroactive  effect  so  as  to  authorize 
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Lindmark  to  claim  the  benefits  of  his  foreign  application  in  support 
of  his  United  States  application  filed  before  the  statute  was  enacted. 
Therefore,  as  de  Ferranti  had  filed  since  the  enactment,  he  was  en- 
titled to  the  benefits  of  the  date  of  his  foreign  application,  which 
was  prior  to  the  United  States  application  of  Lindmark.  {De  Fer- 
ranti V.  Lindmark^  C.  D.,  1908,  353;  134  O.  G.,  515;  30  App.  D.  C, 
417.) 

On  March  5,  1908,  after  the  filing  of  the  mandate,  in  the  said  case, 
Lindmark  filed  a  motion  to  the  effect  that  the  motion  having  been 
decided  adversely  to  him,  the  Examiner  of  Interferences  shall  set 
times  for  taking  testimony  in  the  interference  proceedings.  This 
motion  was  denied  on  March  12,  1908,  by  the  Examiner  of  Interfer- 
ences, whose  conclusion  was  that  the  decision  of  the  court  of  appeals 
was  upon  the  merits,  and  final,  and  the  Patent  Office  was  without 
authority  to  reopen  th6  case  for  further  evidence.  An  appeal  from 
this  decision  was  taken  to  the  Commissioner,  Lindmark  contending 
that  the  decision  of  the  court  of  appeals  was — 

not  that  de  Ferranti  was  the  first  hiventor  but  simply  that  he  had  the  right  to 
tie  his  United  States  application  to  his  British  application  under  the  statute  of 
March  3,  1903. 

The  Commissioner  in  a  decision  reciting  the  history  of  the  case, 
showing  the  order  and  agreements  for  taking  testimony,  the  presenta- 
tion of  the  motion  for  judgment  in  the  record,  the  stipulation  of 
the  parties  thereon,  and  the  various  orders  and  decisions  therein,  con- 
cluded that  the  effect  of  the  decision  of  the  court  of  appeals  was  a 
final  declaration  of  priority  in  favor  of  de  Ferranti  and  deprived 
the  Office  of  power  to  reopen  the  case  for  a  presentation  of  further 
evidence.  Hence,  the  decision  appealed  from  was  affirmed.  There- 
after, in  May,  1908,  Lindmark  filed  a  petition  in  the  court  of  appeals 
praying  that  court  to  instruct  the  Conmiissioner  that  its  judgment 
was  not  a  final  judgment  awarding  priority  to  de  Ferranti  and  that 
he  allow  petitioner  to  proceed  with  the  taking  of  testimony  to  estab- 
lish his  right  of  priority  over  de  Ferranti.  The  petition  was  dis- 
missed on  June  2, 1908,  on  the  ground  that  said  court  had  no  original 
jurisdiction  to  direct  and  supervise  the  administration  of  the  Patent 
Office.    (C.  D.,  1908, 646 ;  187  O.  G.,  788 ;  82  App.  D.  C,  6.) 

Thereafter,  Lindmark  filed  a  petition  with  the  Commissioner  in  the 
nature  of  a  petition  for  rehearing,  asking  him  to  vacate  his  former 
order  denying  the  right  to  take  testimony.  (C.  D.,  1908,  234;  137 
O.  G.,  731.)  This  was  dismissed  October  3,  1908.  No  further  pro- 
ceeding  appears  to  have  been  prosecuted  in  the  Office  and  there  is 
no  record  of  any  further  order  in  an  interference  case. 

November  14,  1908,  this  petition  was  filed  in  the  Supreme  Court  of 
the  District,  praying  a  writ  of  mandamus  to  compel  the  Commis- 
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sioner  to  vacate  his  said  orders  and  to  issue  a  notice  to  the  parties 
fixing  times  for  the  taking  of  testimony  and  for  a  final  hearing  in 
the  interference  proceeding. 

This  petition,  and  the  return  of  the  Ccanmissioner  thereunto,  dis- 
close the  facts  hereinbefore  recited.  The  plaintiff  moved  for  an 
order  issuing  the  writ  notwithstanding  the  return. 

On  the  record,  the  court  granted  the  motion  and  entered  a  judg- 
ment directing  the  writ  to  issue.  From  that  order  the  Commis- 
sioner of  Patents  has  prosecuted  this  appeal. 

The  CcMumissioner  of  Patents  in  passing  upon  applications  or  de- 
ciding controversies  between  rival  applicants  for  patent  of  the  same 
invention,  exercises  power  that  is  essentially  judicial.  For  that 
reason,  Congress  has  the  power  to  provide  for  a  review  of  his  de- 
cisions by  appeal  to  the  courts.  {U.  S.  v.  Duell^  C.  D.,  1899,  287;  86 
O.  G.,  995;  172  U.  S.,  576.)  And  in  the  exercise  of  that  power  an 
appeal  has  been  given  to  this  court  from  his  order  finally  rejecting  an 
application  for  a  patent  and  frcHn  his  final  orders  in  interference 
proceedings. 

When  the  decision  of  the  Commissioner,  in  favor  of  Lindmark, 
was  reversed  by  this  court  and  certified  to  him,  he  construed  it  to  be 
a  final  determination  of  the  controversy  between  the  parties  and  in 
fact  an  award  of  priority  to  de  Ferranti.  The  contention  of  Lind- 
mark that  the  decision  was  merely  on  the  merits  of  his  motion  for 
judgment  was  overruled,  and  his  motion  to  set  a  time  for  taking 
testimony  on  other  issues  in  the  case,  and  jEor  a  final  hearing  thereon, 
was  consequently  denied. 

Nothing  is  better  settled  than  that  the  writ  of  mandamus  cannot 
be  used  to  perform  the  office  of  an  appeal  or  writ  of  error,  or  granted 
in  any  case  where  there  is  another  adequate  remedy.  {V.  S.  v.  DueUy 
C.  D.,  1899,  287;  86  O.  G.,  995;  172  U.  S.,  576,  586;  in  re  Key,  189 
U.  S.,  84;  ex  parte  Newman,  14  Wall.,  152,  165;  Seymour  v.  U.  S.,  ex 
rel  South  Carolina,  C.  D.,  1894,  174;  66  O.  G.,  1167;  2  App.  D.  C, 
240,  245 ;  Seymour  v.  U.  S.,  ex  rel.  Brodie,  C.  D.,  1897,  372;  79  O.  G., 
509;  10  App.  D.  C,  567,  569.) 

In  ex  parte  Newman,  supra,  the  circuit  court  had  reversed  a  de- 
cree of  the  district  court  sustaining  a  libel  for  wages  due  certain 
foreign  seamen,  and  dismissed  all  libel  for  want  of  jurisdiction.  The 
amount  involved  was  not  sufficient  to  authorize  an  appeal  to  the  Su- 
preme Court,  and  the  libellants  filed  a  petition  for  a  mandamus  in 
that  court.  In  an  opinion  denying  the  writ,  Mr.  Justice  Clifford 
said: 

Applications  for  a  mandamus  to  a  subordinate  court  are  warranted  by  the 
principles  and  usages  of  law,  in  cases  where  the  subordinate  court  having  Juris- 
diction of  a  case,  refuses  to  hear  and  decide  the  controversy,  or  where  such  a 
court,  having  heard  the  cause,  refuses  to  render  Judgment  or  enter  a  decree  in 
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the  case,  but  the  prhidples  and  usages  of  law  do  not  warrant  the  ose  of  the 
writ  to  reexamine  a  Judgment  or  a  decree  of  a  subordinate  court  In  any  case, 
nor  will  a  writ  be  issued  to  direct  what  Judgment  or  decree,  such  a  court  shall 
render  in  any  pending  case,  nor  will  the  writ  be  issued  in  any  case,  if  the  party 
aggrieved  may  have  a  remedy  by  writ  of  error  or  appeal,  as  the  only  office  of 
the  writ  when  issued  to  a  subordinate  court  as  to  direct  the  performance  of  a 
ministerial  act,  or  to  command  the  court  to  act  In  a  case  where  the  court  has 
Jurisdiction  and  refuses  to  act,  but  the  supervisory  court  will  never  prescribe 
what  the  decision  of  the  subordinate  court  shall  be  nor  will  the  supervisory 
court  Interfere  in  any  way  to  control  the  Judgment  or  discretion  of  the  subor- 
dinate court  in  disposing  of  the  controversy.  Superior  courts  may  by  man- 
damus command  an  inferior  court  to  perform  a  legal  duty  where  there  is  no 
other  remedy  and  the  rule  applies  to  Judlclfil  as  well  as  to  ministerial  acts  but 
it  does  not  apply  at*all  to  a  Judicial  act  to  correct  nn  error  as  where  the  act 
has  been  erroneously  performed.  If  the  duty  is  unperformed,  and  it  be  Judicial 
in  its  character,  the  mandate  will  be  to  the  Judge,  directing  him  to  exercise  his 
Judicial  discretion  or  Judgment,  without  any  direction  as  to  the  manner  in 
which  it  shall  be  done  or  if  it  be  ministerial  the  mandamus  will  direct  the 
specific  act  to  be  performed. 

In  this  case  the  Commissioner  did  not  refuse  to  entertain  the  mo- 
tion. He  gave  the  party  a  hearing  and  then  rendered  his  decision 
denying  the  motion.  But  the  interference  was  not  then  finally  dis- 
posed of.  No  order  was  entered  denying  the  application  of  Lind- 
mark  and  directing  patent  to  issue  to  de  Ferranti.  All  that  remained 
to  be  done  by  the  Commissioner  to  give  effect  to  the  conclusion  ex- 
pressed in  his  decision  on  the  motion  was  to  render  such  a  final  order 
or  decision.  Had  this  been  done,  Lindmark  would  have  had  a  right 
of  appeal  to  this  court,  in  which  the  action  of  the  Commissioner  in 
the  premises  could  be  reviewed.  But  he  did  not  wait  for  the  entry 
of  the  final  order  and  seeks  to  review  the  action  of  the  Commissioner 
on  his  motion  through  this  proceeding  by  mandamus.  He  should 
have  awaited  that  order,  which  has  apparently  been  postponed  by  this 
proceeding,  and  then  appealed.  {Corm.  Mut.  Life  Ins.  Co.^  peti- 
tioner, 131  U.  /S.,  Appendix  clxxx.)  The  case  is  directly  in  point. 
The  court  below  had  refused  leave  to  the  petitioner  to  file  a  peti- 
tion in  a  pending  suit  to  compel  the  master  to  show  cause  why  he 
should  not  be  ordered  to  make  a  certain  deed  in  accordance  with  the 
sale  that  had  been  made  by  him  under  the  order  entered  in  that  suit. 
He  applied  for  a  writ  of  mandamus  to  compel  the  execution  of  the 
deed.    In  denying  ^e  petition,  Chief  Justice  Waite  said : 

From  the  whole  case,  as  presented  by  the  parties,  we  infer  that  the  court 
below  as  constituted  when  the  application  was  made  thought  the  deed  ought 
not  to  be  executed,  and  it  is  possible  the  order  now  complained  of  may  be  the 
equivalent  of  a  final  decree  in  the  cause  to  that  effect,  from  which  an  appeal 
to  this  Court  may  be  taken.  But  whether  that  be  so  or  not,  we  will  presume 
the  court  below  will  not  hesitate,  on  a  proper  application,  to  put  the  record  in 
a  shape  to  enable  us  to  pass  on  that  question  in  the  ordinary  course  of  proceed- 
ing to  obtain  our  review.  Mandamus  can  only  be  resorted  to  when  other  reme- 
dies fail.    It  is  an  extraordinary  writ  and  should  only  be  used  on  extraordinary 
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occasions.  Here  the  parties  have  ample  remedy  by  appeal  if  they  put  their 
case  in  a  condition  for  such  a  form  of  proceeding.  As  the  relator  presents  his 
case,  on  this  application,  he  must  avail  himself  of  tliat  remedy.  We  cannot 
under  the  facts  he  states  expedite  the  determination  of  his  cause  by  mandamus. 

It  has  been  urged  on  behalf  of  the  appellant  that  the  relator  has 
another  complete  remedy  in  the  case.  Having  a  patent,  it  is  said,  he 
could  attach  a  patent  to  de  Ferranti  by  virtue  of  the  provisions  of 
section  4918,  Revised  Statutes.  The  conclusion  reached  renders  a 
decision  of  this  point  unnecessary,  though  it  may  be  doubted  if  this 
is  such  an  adequate  remedy  as  would  prevent  relief  by  mandamus  in 
a  case  where  otherwise  the  party  might  show  himself  entitled  to  it. 

In  view  of  the  disposition  to  be  made  of  this  cise,  it  would  be  im- 
proper to  express  or  intimate  an  opinion  in  respect  of  the  finality  and 
conclusiveness  of  the  decision  of  this  court  in  the  appeal  in  the  case  of 
de  Ferranti  v.  Lindniark^  (C.  D.,  1908,  353;  134  O.  G.,  515;  30  App. 
D.  C,  417.) 

It  is  proper  to  say,  however,  that  the  dismissal  of  the  petition  of 
Lindmark  for  a  construction  of  the  decision,  entered  in  that  case,  was 
not  intended  as  a  determination  of  the  question  involved.  The  time 
had  then  elapsed  within  which  a*  motion  for  rehearing,  or  to  amend 
the  order,  could  be  entertained  and  the  mandate  had  been  issued  and 
delivered  to  the  Commissioner.  All  that  was  decided  on  that  peti- 
tion was  as  disclosed  in  the  brief  opinion  delivered  by  Mr.  Justice 
Van  Orsdel — 

that  tills  court  has  no  original  Jurisdiction  to  direct  and  supervise  the  adminis- 
tration of  the  affairs  in  the  Patent  Office.  The  allowance  of  this  petition  and 
the  issuance  of  the  order,  such  as  prayed  for  therein,  would  be  an  assumption 
of  power  such  as  this  court  does  not  possess.  (C.  D.,  1908,  546;  137  O.  G., 
733;  32  App.  D.  C,  a) 

For  the  reason  given^  the  judgment  wUl  he  reversed^  with  costSj  and 
the  cause  remanded  with  direction  to  dismiss  the  petition. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

MooRB,  Commissioner  op  Patents,  v.  Hbany,  The  Heany  Company, 
AND  THE  Hbany  Lamp  Co. 

Decided  November  2, 1909. 

149  O.  G.,  831 ;  34  App.  D.  C, . 

1.  ck>mmis6i0neb  of  patents — poweb  to  investigate  the  cjonduct  of  hls 
Office. 
The  Commissioner  of  Patents  is  the  official  head  of  a  great  and  important 
public  office  and  has  the  power  to  institute  investigations  into  the  conduct 
of  his  Office  generally,  with  a  view  to  the  efficiency  of  the  service  and  the 
eradication  of  corrupt  practice,  if  such  are  found  to  exist  The  manner  in 
which  such  investigation  shall  be  conducted  is  a  matter  within  his  discre- 
tion, and  no  court  is  vested  with  supervisory  authority  over  him. 
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2.  Same— Same. 

The  Commissioner  has  the  power,  either  in  an  eo;  parte  or  an  interference 
case,  to  Inquire  and  determine  whether  an  application  has  been  altered  or 
substituted  without  authority.  Whether  such  alteration  shall  have  been 
made  by  the  attorney  of  the  applicant  with  the  latter's  connivance  or  con- 
sent is  immaterial.  The  efficacy  of  the  application  would  be  destroyed  by 
such  alteration. 

3.  Pbaotice  of  the  Patent  Officb— Authobity  of  the  Courts  Thebeoveb. 

The  courts  are  vested  with  no  power  to  interfere  with  or  supervise  the 
practice  of  the  Patent  Office.  It  is  only  in  cases  where  a  hearing  is  refused 
a  party  or  the  Commissioner  refuses  to  perform  a  plain  duty  or  where  he 
undertalces  to  do  an  unwarranted  act  for  which  there  is  no  other  adequate 
remedy  that  the  courts  are  authorized  to  Interfere  by  mandamus  or  injunc- 
tion. 

4.  Alteration  of  Applications — Criminal  Proceedino^Res  Adjxtdioata. 

The  power  of  the  Commissioner  to  declare  as  a  result  of  investigation 
that  an  application  has  been  destroyed  by  the  reason  of  alteration  is  not 
affected  by  the  fact  that  in  a  criminal  prosecution  against  the  applicant, 
his  attorney,  and  another  for  conspiracy  in  the  matter  of  such  alterations 
the  applicant  was  acquitted.  The  question  adjudicated  in  the  criminal 
proceedings  was  not  whether  the  application  had  been  altered,  but  whether 
the  applicant  was  a  guilty  party  thereto.  The  fact  of  alteration  is  not  re9 
adjudicata, 

Mr.  J.  C.  Adhms  and  Mr.  Frank  C.  Skinner  for  the  appellant. 
Mr.  C.  A.  Douglas^  Mr.  J.  H.  Hayden^  and  Mr.  Ma^cellus  Bailey 
for  the  appellees. 

Shepakd,  C.  J.: 

This  is  an  appeal  from  the  decree  of  the  equity  court  ordering  a 
preliminary  injunction  restraining  the  Commissioner  of  Patents 
from  further  proceeding  in  an  investigation  of  certain  charges  relat- 
ing to  tampering  with  applications  for  patents,  that  was  about  to  be 
prosecuted  by  the  Commissioner. 

The  motion  for  the  injunction  was  heard  on  bill,  answer  to  rule  to 
show  cause,  and  demurrer. 

The  imdisputed  facts  are  the  following: 

Between  December  29,  1904,  and  November  19,  1907,  John  A. 
Heany  filed  twelve  applications  for  patents,  duly  verified  by  oath,  arid 
paid  the  required  fees. 

The  inventor's  claims  related  to  filaments  for  incandescent  lamps, 
and  to  processes  for  making  such  filaments. 

Certain  of  these  applications  had  been  assigned  to  The  Heany  Com- 
pany and  the  Heany  Lamp  Company  which  joined  in  the  bill. 

On  February  8,  1909,  A.  F.  Kinnan,  Principal  Examiner,  Division 
37,  of  the  Patent  Office,  addressed  a  communication  to  the  Commis- 
sioner, in  which  he  charged  that  fraudulent  alterations  had  been 
made  in  the  specifications  of  certain  applications,  and  forgeries  per- 
petrated in  connection  therewith.    Without  setting  those  out,  it  is 
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sufficient  to  say  that  the  alterations  consisted  in  removing  certain 
sheets  of  the  specifications  and  substituting  others  differing  in  some 
essential  particulars.  The  forgeries  consisted  of  signatures  to  amend- 
ments, and  filing  dates  and  marks  on  the  same,  in  certain  cases  that 
had  become  abandoned  for  failure  to  take  action  within  a  year,  these 
forged  filings,  showing  a  date  just  before  the  lapse  of  the  year,  for 
the  purpose  of  preventing  the  effect  of  abandonment.  Some  of  these 
substitutions  and  changes  were  for  the  purpose  of  showing  invention 
of  processes  for  which  patents  had  later  been  applied  for  by  others. 
It  was  charged  that  these  alterations  and  forgeries  were  committed 
by  one  Barton,  then  an  Assistant  Examiner,  in  «aid  department,  with 
the  cooperation  of  one  Everding,  attorney  for  Heany,  and  that 
Heany  abetted  and  connived  at  said  acts. 

Upon  receipt  of  this  communication,  the  Commissioner  addressed 
a  notice  to  Heany  accompanied  by  a  copy  of  the  charges,  requiring 
him  to  answer  on  or  before  March  1, 1909,  as  to  the  truth  of  the  same, 
and  to  show  cause  why  certain  of  the  applications  should  not  be 
stricken  from  the  files  of  the  Office  and  certain  others  held  to  be 
abandoned.    The  notice  concluded  as  follows: 

Upon  failure  to  make  answer  or  to  deny  the  truth  of  any  charge,  the  same 
will  be  considered  true  and  such  action  will  be  taken  thereon  as  deemed  proper. 
Upon  receipt  of  your  answer  to  the  charges,  times  and  places  will  be  set  for 
the  taking  of  such  testimony  as  may  be  necessary  to  prove  the  truth  of  said 
charges,  and  you  will  be  notified  thereof,  and  an  opportunity  will  be  given  you 
to  be  present  and  cross-examine  the  witnesses,  and  to  produce  such  witnesses 
as  you  may  desire  to  testlf^r  In  your  behalf. 

Heany  appeared  and  filed  an  answer,  signed  by  himself  and  coun- 
sel. The  first  paragraph  is  an  exception  to  the  Commi^ioner's  power 
to  strike  an  application  from  the  files.  The  remaining  paragraphs 
relate  to  the  specific  charges.  They  do  not  deny  that  the  changes 
were  made,  but  say  that  respondent  is  not  sufficiently  advised  to  form 
a  belief  as  to  the  alleged  acts  of  Barton  and  Everding;  but  that  if 
done  the  act  was  without  his  knowledge,  consent  or  connivance.  In 
support  of  his  want  of  knowledge  and  consent  he  avers  a  trial  on  a 
jpint  indictment  against  Barton,  Everding,  and  himself,  and  his 
acquittal  of  the  said  charge  on  December  23,  1908,  which  is  res 
adjudicata.  The  Heany  Company  and  the  Heany  Lamp  Company 
also  filed  answers  setting  up  their  respective  assignments,  and  deny- 
ing any  knowledge  of  the  alleged  frauds. 

About  April  3, 1909,  Hans  Kuzel,  Just  and  Hanaman,  and  one  Von 
Bolton,  parties  to  interferences  that  had  been  declared  with  Heany's 
applications,  aforesaid,  filed  petitions  in  said  proceedings,  alleging 
substantially  the  same  facts  charged  by  Kinnan,  asking  that  Heany's 
application  No.  238,769,  and  division  application  No.  322,781,  be 
stricken  from  the  files  and  treated  as  nullities,  and  that  the  interfer- 
ences be  dissolved. 
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Hearing  on  these  petitions,  to  which  Heany  was  cited  to  answer  on 
or  before  May  1,  1909,  was  appointed  for  the  same  day  as  that  on 
Kinnan's  charges,  which  had  been  postponed. 

The  Commissioner  had  caused  investigation  to  be  made  of  irregu- 
larities of  the  Heany  application  in  February,  1908.  As  a  result, 
indictments  were  presented  in  the  supreme  court  of  the  District 
shortly  thereafter,  charging  Heany,  Barton,  and  Everding  in  several 
counts,  with  conspiracy  in  the  matter  of  altering  and  changing  the 
applications  aforesaid.  Three  of  these  indictments  are  set  out  in  the 
records  as  exhibits.  These  had  been  consolidated  for  trial  and  re- 
sulted as  follows:  Barton  pleaded  guilty,  Everding  was  tried  and 
found  guilty,  and  Heany  was  acquitted.  Judgment  was  entered  in 
accordance  therewith. 

Before  a  hearing  could  be  had  on  the  charges  and  answers  thereto, 
in  the  Patent  Office,  this  bill  was  filed.  The  prayer  was  for  a  writ  of 
injunction  restraining  the  Commissioner  from  striking  the  said  ap- 
plications of  Heany  from  the  files,  or — 

from  otherwise  proceeding  as  and  in  the  manner  contemplated  by  the  several 
orders  to  show  cause  aforesaid. 

From  the  order  granting  the  injunction,  the  Commissioner  obtained 
a  special  appeal  on  application.  He  also  took  a  general  appeal. 
There  has  been  no  motion  to  dismiss  either  appeal  and  they  have 
been  heard  together. 

John  A.  Heany,  as  the  sole  inventor,  is  the  applicant  for  the  patent 
in  each  case  pending  in  the  Patent  Office  and  whether  he  has  assigned 
his  interests  in  the  inventions  or  not,  the  applications  must  be  prose- 
cuted in  his  name.  Whether  his  assignees  are  proper  parties  as  com- 
plainants in  this  bill  is  a  question  that  was  not  presented  in  the 
court  below,  and  will  not,  therefore,  be  considered  as  involved  here. 

The  injunction  granted  not  only  restrains  the  Commissioner  of 
Patents  from  taking  any  action  affecting  the  applications  of  Heany, 
but  also  prohibits  him  from  prosecuting  the  investigation  of  the 
charge  of  corrupt  practices  in  his  Office  relating  thereto. 

The  Commissioner  of  Patents,  is  the  official  head  and  administrator 
of  a  great  and  important  public  office.  The  duties  devolved  upon  him 
are  both  executive  and  judicial  in  their  character.  As  an  executive 
officer  it  is  his  duty  to  see  that  the  business  of  the  Office  is  carried  on 
honestly,  methodically,  and  with  reasonable  despatch.  As  regards 
every  application  for  a  patent,  there  are  two  interests  involved,  that 
of  the  applicant  and  that  of  the  public.  It  is  the  duty  of  the  Com- 
missioner to  see  that  the  formal  requirements  of  the  statutes  relating 
to  applications  are  complied  with.  When  an  application  is  found  to 
be  sufficient  in  form  it  then  becomes  his  duty  to  inquire  and  determine 
if  the  applicant  is  justly  entitled  to  the  patent  as  claimed.  The 
investigation  of  the  claim  involves  the  adjudication  of  disputed 
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questions  of  fact,  upon  scientific  or  legal  principles.  The  proceed- 
ing is  essentially  judicial  in  its  character. 

As  a  necessary  incident  of  these  general  powers,  the  Commissioner 
has  the  power  to  institute  investigations  into  the  conduct  of  his  OflSce 
generally  with  a  view  to  the  efficiency  of  the  service  and  the  eradi- 
cation of  corrupt  practices,  if  such  are  found  to  exist. 

In  what  manner  such  investigations  shall  be  conducted  and  testi- 
mony elicited,  is  a  matter  within  the  discretion  of  the  Commissioner, 
and  no  court  is  vested  with  supervisionary  power  over  him.  To  the 
extent  then,  that  the  injunction  restrains  any  inquiry  into  the  charges 
of  improper  practices  in  relation  to  the  pending  applications,  it  is 
clearly  erroneous.  Whenever,  as  the  result  of  such  investigation,  the 
Commissioner  imdertakes  action  that  would  injuriously  affect  an 
applicant's  right  of  property,  or  tend  to  deprive  him  thereof,  he  must 
act  by  authority  of,  and  according  to  due  process  of  law. 

In  so  far,  however,  as  the  proposed  investigation  of  the  charges  of 
fraudulent  alterations  of  Heany's  applications  might  incidentally 
affect  his  interests,  due  process  of  law  seems  to  have  been  pursued. 
Copies  of  the  charges  were  delivered  to  him  and  notice  was  given  also 
that  testimony  would  be  taken  with  an  opportunity  to  hear  and  cross- 
examine  the  witnesses  to  be  introduced,  as  well  as  to  offer  any  testi- 
mony in  opposition.  Just  and  careful  regard  was  had  for  the  inci- 
dental rights  and  interests  of  Heany  in  these  preliminary  steps. 

It  does  not  follow  from  proceedings  so  begun  that  the  charges 
would  necessarily  be  sustained,  and  moreover  that  the  Commissioner 
proposed  to  destroy  inchoate  rights  of  the  applicant  in  such  manner 
that  he  would  be  deprived  of  a  right  to  appeal  from  this  final  order 
in  the  premises. 

The  injunction  not  only  went  farther  than  there  is  any  warrant  for, 
as  above  intimated,  but  in  so  far  as  it  seeks  to  protect  the  ultimate 
rights  of  the  applicant  it  is  at  least  premature. 

But  assuming,  as  has  been  contended,  that  the  avowed  purpose  of 
the  proposed  investigation  was  to  furnish  a  foundation  for  striking 
the  applications  from  the  files,  and  that  such  would  be  its  probable 
result,  has  the  equity  court  the  power  to  restrain  the  Commissioner  ? 

The  power  to  enjoin  the  action  of  an  executive  officer,  or  of  a  sub- 
ordinate tribunal,  in  a  given  case,  rests  upon  the  same  foundation  as 
that  to  compel  action  by  mandamus.  As  has  been  held  recently  in 
an  analogous  case,  the  writ  of  mandamus  cannot  be  used  to  perform 
the  office  of  an  appeal  by  writ  of  error ;  nor  will  it  lie  where  there 
is  another  plain  and  adequate  remedy  for  the  injury  done.  {Moore 
V.  Lindmark^  ante,  483;  149  O.  G.,  310.) 

It  is  not  necessary  to  determine  whether  Kule  31  of  the  Patent 
Office,  under  which  the  Commissioner  claims  the  power  to  strike 
from  the  files  an  application  that  has  been  fraudul^itly  altered,  is  in 
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its  entire  scope  consistent  with  the  statutes  governing  procedure  in 
the  Office.  The  question  is  a  difficult  one,  and  it  may  be  conceded 
that  it  is  doubtful  if  it  is  so  to  the  full  extent  of  the  scope  claimed 
for  it.  Clearly,  however,  the  Commissioner  has  the  power  either  in 
an  ex  parte  or  an  interference  case  to  inquire  and  determine  whether 
an  application  has  been  altered  or  substituted  without  authority. 
Whether  such  an  alteration  shall  have  been  made  by  the  attorney  of 
the  applicant,  with  the  latter's  connivance  or  consent,  is  immaterial. 
The  efficacy  of  the  application  would  be  destroyed  by  such  alteration. 
It  would  no  longer  be  the  application  contemplated  by  the  statute  as 
the  foundation  of  the  patent.  Nor  is  the  power  to  so  declare,  as  the 
result  of  investigation,  barred  by  the  adjudication  in  the  criminal 
case.  The  question  adjudicated  therein  was  not  whether  the  applica- 
tion had  been  altered,  but  whether  the  applicant  was  a  guilty  party 
thereto.    The  fact  of  alteration  is  not  res  adjudicata. 

It  is  conceded  that  if  instead  of  striking  the  application  from  the 
files  on  account  of  an  alteration,  or  unauthorized  amendment,  the 
Conmiissioner  should  reject  it  formally,  an  appeal  would  lie  to  this 
court  from  the  order  of  rejection.  But  if  instead  of  a  formal  rejec- 
tion, the  Commissioner  should  order  the  application  stricken  from 
the  files,  it  seems  to  the  writer  that  an  appeal  would  also  lie  from 
that  order. 

A  court  would  look  to  the  substance,  the  necessary  effect  and  oper- 
ation of  the  order  rather  than  to  its  formal  recital  merely.  Surely 
the  Commissioner  may  not,  by  striking  an  application  from  the  files, 
when  regularity  required  its  rejection  for  the  same  cause,  take  away 
an  applicant's  right  of  appeal.  No  matter  what  the  form  of  the 
order  the  effect  is  substantially  the  same,  namely,  the  final  refusal 
of  a  patent  to  which  the  party  might  justly  be  entitled.  We  do  not 
decide  this  point,  however,  as  our  decision  may  be  rested  upon  an- 
other and  more  satisfactory  ground. 

We  cannot  entertain  a  presumption  that  the  Commissioner  has 
predetermined  the  action  to  be  taken  as  a  result  of  his  investigation. 
We  must  presume  that  if  he  finds  the  alterations  to  have  been  made, 
but  without  the  knowledge  and  consent  of  the  applicant,  he  will 
permit  it  to  be  corrected  so  as  to  restore  it  to  its  conditicm  as  origi- 
nally filed.  In  that  event  there  will  be  nothing  of  which  the  appli- 
cant can  complain. 

If,  on  the  other  hand,  he  finds  that  it  was  tampered  with  by  the 
connivance  and  approval  of  the  applicant,  he  will  probably  enter 
an  order  rejecting  the  application,  leaving  the  applicant  his  right 
to  appeal  therefrom.  We  cannot  presume  that  he  will  not  Should 
he  strike  the  application  from  the  files,  and  it  should  transpire  that 
no  appeal  could  be  prosecuted  from  that  order,  the  applicant  might 
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then  proceed  by  mandamus  to  compel  him  to  vacate  that  order  and 
give  the  applicant  a  hearing  on  his  right  to  have  his  application  en- 
tered. No  such  irreparable  injury  could  result,  under  the  condi- 
tions suggested,  as  would  warrant  the  interposition  of  a  court  of 
equity. 

The  (^urts  are  invested  with  no  power  to  interfere  with  or  super- 
vise the  practice  of  the  Patent  Office.  It  is  only  in  cases  where  a 
hearing  is  refused  a  party,  or  the  Commissioner  refuses  to  perform 
a  plain  duty,  or  where  he  undertakes  to  do  an  unwarranted  act,  for 
which  there  is  no  other  adequate  remedy  that  the  courts  are  author- 
ized to  interfere  by  mandamus  or  injunction. 

No  such  case  is  presented  on  this  record.  The  decree  for  the 
injunction  will  he  reversed^  with  costs^  and  the  cause  remanded  with 
direction  to  dismiss  the  hill. 


[Conrt  of  Appeals  of  the  District  of  Colnmbia.] 

In  RE  Lton. 

Decided  October  19,  1909. 

149  O.  G..  1122;  33  App.  D.  C,  501. 

1.  Patentabhitt. 

Where  it  was  old  to  utilize  a  telephone  for  the  display  of  adyertisements 
and  also  old  to  control  a  movable-band  advertising  device  by  a  lever  oper- 
ated by  removing  a  weight  from  or  restoring  it  to  a  hoolt-support,  Held 
that  it  did  not  amount  to  invention  to  attach  a  movable-band  advertising 
device  to  a  telephone-box,  so  that  it  would  be  operated  when  the  receiver 
is  removed  from  and  restored  to  the  hook  thereon. 

2.  Same — New  Use, 

Where  it  was  old  to  communicate  motion  to  a  movable-band  advertising 
device  by  means  of  a  lever  operated  by  removing  a  weight  from  or  restor- 
ing it  to  a  hoolf,  the  use  of  the  lever  of  a  telephone  for  that  purpose  is  not 
a  new,  but  an  additional  use  for  that  lever. 

Mr.  E.  J.  Prindle  and  Mr.  C.  J.  Williamson  for  the  appellant. 
Mr.  W.  S.  Ruckman  for  the  Commissioner  of  Patents. 

Shepard,  C.  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents rejecting  an  application  for  a  patent  having  the  following 
claims: 

1.  The  combination  with  a  telephone,  of  a  movable  advertising  device,  and 
connections  whereby  the  placing  of  the  telephone  in  condition  for  use  causes 
the  movement  of  said  advertising  device. 

2.  The  combination  with  a  telephone,  of  a  movable  advertising  device,  the 
connections  between  said  device  and  the  receiver-hook  of  said  telephone,  where- 
by, upon  the  movement  of  said  hook,  said  advertising  device  shall  be  operated. 
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3.  The  combination  with  a  telephone,  of  an  advertielng  device  having  a  series 
of  advertisements  thereon,  connections  between  the  switch  of  said  telephone 
and  said  advertising  device,  whereby,  upon  the  movement  of  said  switch  to 
place  said  telephone  in  condition  for  use,  said  advertising  device  shall  be 
operated  to  bring  one  of  said  series  of  advertisements  Into  view  and,  then  to 
come  to  rest. 

4.  The  combination  with  a  telephone,  of  an  advertising  device  having  means 
for  winding  up  and  unwinding  a  band  that  has  advertisements  thereon,  and 
connections  whereby,  when  said  telephone  is  placed  In  condition  for  use,  said 
advertising  device  will  be  automatically  actuated  to  move  said  band,  first  in 
one  direction  and  then  In  the  opposite  direction. 

5.  The  combination  with  a  telephone,  of  an  advertising  device  having  means 
for  winding  up  and  unwinding  a  band  that  has  advertisements  thereon,  and 
connections  whereby,  when  said  telephone  is  placed  in  condition  for  use,  said 
advertising  device  will  be  automatically  actuated  to  move  said  band  step  by 
step,  first  In  one  direction  and  then  In  the  opposite  direction. 

The  subject-matter  of  the  application  is  an  advertising  device  at- 
tached to  the  box  of  an  ordinary  wall-telephone.  The  device  consists 
of  a  band  of  paper  carrying  a  number  of  advertisements,  and  a 
mechanism  by  which  the  band  is  operated  to  bring  the  advertise- 
ments successively  into  view.  The  motor  mechanism  is  set  in  motion 
by  the  receiver-hook  of  the  telephone.  When  one  goes  to  use  the 
telephone  an  advertisement  is  in  view.  When  he  takes  the  receiver 
from  the  hook  the  machine  causes  the  band  to  make  a  slight  move- 
ment with  a  sound  to  attract  attention.  It  then  pauses  and  when 
the  receiver  is  hung  on  the  hook  again  the  band  is  made  to  travel 
the  full  length  of  the  next  advertisement  bringing  it  into  place  where 
it  may  be  observed  by  the  next  user  of  the  telephone  whose  attention 
will  be  attracted  by  the  sound  following  his  removal  of  the  receiver 
from  its  hook. 

The  application  was  rejected  for  want  of  novelty  on  reference  to 
the  following  patents:  Whitney,  October  28,  1902,  No.  712,223;  Ban- 
nan,  May  12,  1903,  No.  727,880;  Sanford,  August  23,  1904,  No. 
768,240. 

Whitney's  patent  shows  an  advertising  device  with  an  endless 
band  bearing  advertisements,  and  means  for  moving  the  band  the 
space  of  an  advertisement  at  a  time.  The  operating  means  consists 
of  a  spring-retracted  hooked  arm  or  lever  quite  like  the  hooked  sup- 
port of  the  telephone-receiver,  adapted  to  support  a  suitable  weight, 
which  may  be  an  automatic  cigar-lighter;  also  a  pawl-and-ratchet 
mechanism  connected  to  the  lever  and  one  of  the  wheels  over  which 
runs  the  endless  band,  so  that  each  time  the  weight  is  released  and 
the  lever  is  retracted  by  its  spring,  the  pawl  and  ratchet  are  operated 
one  step  and  a  new  advertisement  is  presented  to  view.  San  ford's 
patent  shows  an  electric  indicator  on  which  a  band  bearing  adver- 
tisements, particularly  the  names  of  streets  and  stations,  is  wound 
from  one  drum  to  another,  and  then  the  operation  is  reversed  as  in 


Digitized  by 


Google 


496       DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  CASBS. 

applicant's  device.  Its  particular  use  is  in  street  and  railway  cars, 
stations,  etc.  Bannan's  patent  is  for  advertising  purposes  in  con- 
nection with  telephones.  It  consists  of  a  sheet-metal  plate  attached 
to  the  transmitter  on  which  telephone-numbers  may  be  written  and 
advertisements  displayed. 

The  appellant  asserts  that  the  great  value  of  his  invention  is  due  to 
two  things:  first,  the  utilization  of  the  telephone-receiver  and  its 
supporting-hook,  which  are  already  in  existence,  thus  rendering  it 
unnecessary  to  construct  or  provide  any  special  mechanism  for  caus- 
ing the  operaticMi  of  the  advertising  device ;  second,  as  the  user  must 
be  at  a  phone  waiting  for  the  desired  connection,  a  splendid  oppor- 
tunity is  afforded  for  the  display  of  advertising  matter  so  that,  almost 
against  his  will,  he  is  obliged  to  read  what  is  presented  before  him ; 
moreover,  the  telephone  provides  the  means  of  at  once  ordering  that 
which  is  the  subject  of  an  advertisement.  He  does  not  claim  invention 
of  any  one  of  the  elements  of  the  combination,  but  in  the  combination 
of  a  traveling  advertisement-carrier,  a  telephone,  and  a  lever  which 
is  the  connecting-link  between  the  advertising  mechanism  and  the 
telephone,  the  one  lever  coacting  with  the  telephone  and  also  with  the 
advertising  mechanism.    He  states  in  hisHbrief  that — 

the  invention  consisted  not  so  much  in  devising  instrumentalities,  but  in  the 
thought  of  using  an  apparatus,  or  the  parts  of  an  apparatus  already  in  existence 
for  one  purpose,  for  another  purpose. 

And  again  he  states : 

The  ingenuity  of  the  appellant  consists  in  making  one  mechanism  serve  a 
double  purpose.  That  is  to  say,  appellant  takes  the  telephone  that  is  made  for 
the  purpose  of  telephoning,  and  compels  certain  parts  of  it  to  do  service  in 
working  an  advertising  device.  This  case  is  one  wherein  the  invention  lies  in 
the  conception  or  thought  that  the  telephone  which  is  provided  for  one  purpose 
may  be  rendered  useful  for  another  purpose. 

It  appears,  however,  from  Bannan's  patent  that  this  idea  of  utiliz- 
ing the  telephone  for  the  display  of  advertisements  first  occurred  to 
him,  though  he  carried  it  out  in  a  different  way.  On  the  other  hand, 
the  idea  of  operating  a  movable-band  advertising  device  by  means 
of  a  lever  for  switching  the  electric  current,  which  was  set  in  motion 
by  removing  a  weight  from,  or  restoring  it  to  a  hook-support,  first 
occurred  to  Whitney.  He  preferred  to  make  this  weight  a  cigar- 
lighter  which  hangs  on  the  hook  in  the  same  manner  that  a  telephone- 
receiver  does.  Knowing,  then,  that  a  telephone-box  had  been  con- 
ceived by  Bannan  as  a  suitable  place  for  the  display  of  advertising 
matter  to  the  users  of  the  telephone,  and  that  Whitney  had  used  the 
movable-band  device,  controlled  by  a  lever  operating  in  the  same  way 
as  the  lever  of  the  telephone  apparatus,  did  the  idea  of  substituting 
the  Whitney  device  for  that  of  Bannan  and  attaching  it  to  the  lever 
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of  the  telephone-box  instead  of  a  similar  lever  attached  to  some  other 
support,  amount  to  invention?  We  agree  with  the  tribunals  of  the 
Patent  Office  that  it  did  not  {MiUett  v.  AUen,  C.  D.,  1906,  752;  124 
O.  G.,  1624 ;  27  App.  D.  C,  70,  76,  and  cases  there  cited ;  in  re  Masoii^ 
C.  D.,  1908,  490;  136  O.  G.,  441 ;  31  App.  D.  G,  539.) 

The  new  use  claimed  for  the  telephone  itself  amounts  to  nothing 
more  than  the  use  conceived  by  Bannan,  namely,  as  a  place  for  the 
display  of  advertisements.  The  use  of  the  telephone-lever  as  a  means 
for  communicating  motion  to  the  movable-band  device  substituted 
for  Bannan's  method  of  display,  was  not  a  new,  but  an  additional  use 
for  that  lever,  readily  suggested  by  the  method  of  Whitney's  opera- 
tion. The  ordinary  switching-lever  is  made  to  operate  in  the  same 
way  to  perform  a  similar  function.  The  combination  of  applicant 
amounts  only  to  an  aggregation  of  familiar  elements  which  operate 
in  the  combination  as  they  formerly  did  separately. 

There  was  no  joint  operation  productive  of  a  new  result.  In  view 
of  what  was  already  known,  the  thought  which  prompted  the  ccMnbi- 
nation  is  no  more  invention  than  that  which  produced. the  combina- 
tion of  pencil  and  eraser,  through  the  insertion  of  a  piece  of  rubber 
in  one  end  of  an  ordinary  lead-pencil,  a  patent  for  which  was  held 
void  in  Reckendorfer  v.  Fdber,  (C.  D.,  1876,  430;  10  O.  G.,  71;  92 
U.  S.,  347.) 

The  cases  cited  by  the  appellant  are  distinguishable  from  this. 
{Hobhs  V.  Beach,  C.  D.,  1901,  311;  94  O.  G.,  2357;  180  U.  S.,  383; 
Wold  V.  Thayer,  148  Fed.  Eep.,  227;  Stillwell-Bierce  v.  OU  Co.,  117 
Fed.  Rep.,  410;  in  re  McCreery,  C.  D.,  1898,  478;  83  O.  G.,  1210; 
12  App.  D.  C,  517.)  In  Hobhs  v.  Beach,  which  is  chiefly  relied  on, 
the  Dennis  and  York  device,  claimed  as  an  anticipation,  had  been 
used  solely  for  pasting  addresses  upon  newspapers.  Neither  it  or 
any  other  machine  had  ever  been  used  for  pasting  paper  strips  on 
the  comers  of  boxes.  It  had  to  be  changed  materially  to  make  it 
capable  of  such  use.  The  functions  of  the  two  machines  were  analo- 
gous, but  not  similar  and  it  was  said  that  the  Beach  machine  involved 
invention,  first,  to  see  that  the  old  machine  was  adaptable  to  the  work 
of  the  Beach  device,  and  second  to  make  the  changes  necessary  to 
adapt  the  old  device  to  the  new  function.  In  the  other  cases,  changes 
were  made  by  which  new  and  useful  results  were  achieved. 

Nor  is  there  any  support  for  the  appellant's  contention  in  the 
recent  case  of  in  re  Eastwood,  {ante,  418;  144  O.  G.,  918.)  There 
the  combination  of  a  metal  or  skull  cracking  weight  with  a  lifting- 
magnet  and  a  traveling  crane,  was  held  to  be  new.  While  a  lifting- 
magnet  had  been  used  in  a  combination  with  a  traveling  crane  East- 
wood was  the  first  to  combine  the  three  elements,  producing  a  novel 
and  useful  result. 
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In  the  present  case  the  Whitney  hock,  as  we  have  seen  performs 
the  same  functions  in  his  combination  that  is  performed  by  the  tele- 
phone-hook in  the  appellant's.  There  is  such  similarity  in  the  mode 
of  operation  of  the  Whitney  hook,  and  the  telephone-hook  that  one 
readily  suggests  the  other. 

We  -find  no  error  in  the  decision  and  it  will  be  affirmed.  It  is  so 
ordered  and  that  the  clerk  certify  this  decision  to  the  Commissioner 
of  Patents  as  the  law  requires. 


[U.  S.  circuit  Court  of  Appeals — First  Circuit.] 

Automatic  Weighing  Machine  Company  v.  Pneumatic  Scams  Cor- 
poration, Limited. 

Decided  January  5,  1909. 
139  O.  G.,  991. 

1.  INTEBFEBIIVO  PATENTS — ^DaTES  OF  RESPECTIVE  INVENTIONS. 

When  two  patents  for  the  same  Invention  have  been  issued  to  independent 
inventors,  the  dates  of  their  respective  inventions  are,  first,  the  dates  of 
the  patents;  second,  the  dates  of  the  applications,  provided  the  application 
sufficiently  describes  the  invention ;  third,  the  dates  of  actual  reduction  to 
practice;  fourth,  the  dates  of  conception  with  this  qualification,  that  if 
either  patentee  seeks  to  carry  the  date  of  his  invention  back  to  the  date  of 
his  conception  he  must  show  reasonable  diligence  in  adapting  and  perfect- 
ing his  invention,  and  with  respect  to  this  rule  there  Is  no  distinction  be- 
tween simple  and  complicated  inventions. 

2.  Invention — Constbuctive  Reduction  to  Practice. 

The  rule  of  the  Patent  Office  that  the  filing  of  an  allowable  application 
is  constructive  reduction  to  practice  is  only  the  expression  in  another  form 
of  the  rule  that  the  application  of  a  patented  Invention,  if  it  sufficiently 
describes  the  invention,  is  conclusive  evidence  that  the  Invention  was  made 
at  least  as  early  as  that  date. 

3.  Same — Disclosure  and  Drawing  Does  Not  Ck)NSTiTUTE. 

The  authorities  seem  to  be  conclusive  upon  the  point  that  a  conception 
evidenced  by  disclosure  and  drawings  does  not  constitute  an  invention  under 
the  patent  laws. 

4.  Suit  for  Infringement — Priority  of  Invention — Effect  of  Decision  in 

Interference  Proceeding. 
Where  in  a  suit  for  infringement  of  a  patent  which  was  granted  after  an 
interference  proceeding  in  the  Patent  Office  the  only  defense  set  up  is  that 
the  other  party  to  the  interference  was  the  prior  inventor,  the  decision  of 
the  Patent  Office  tribunals  and  the  CJourt  of  Appeals  of  the  District  of 
Columbia  on  the  question  of  fact  involved  is  entitled  to  great  weight,  if  it 
is  not  absolutely  controlling. 

5.  Priority  of  Invention — Diligence. 

T.  filed  an  application  December  17,  1896.  W.  conceived  the  invention 
January  10,  1896,  made  working  drawings  thereof  in  the  fall  of  1896,  re- 
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duced  the  invention  to  practice  in  April,  1897,  and  filed  his  application 
March  11,  1898.  Held  that  W.  was  not  exercising  diligence  at  the  time 
that  T.  filed  his  application  and  subsequently  thereto,  and  that  T.  was 
therefore  the  first  inventor. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  Maine. 

Mr.  Benjamin  Phillips  and  Mr.  Elmer  P.  Howe  for  the  appellant. 

Mr.  William  K.  Richardson  and  Mr.  J.  Lewis  Stackpole  for  the 
appellee. 

Before  Colt,  Lowell,  and  Aldrich,  Jvdges. 

Colt,  /. ; 

This  is  a  bill  in  equity  brought  under  section  4920  of  the  Revised 
Statutes  for  infringement  of  the  first  seven  claims  of  the  Thomas  pat- 
ent. No.  766,004,  for  improvements  in  automatic  weighing-machines. 
The  invention  consists,  broadly  speaking,  in  the  addition  of  a  second 
hopper  with  a  time- valve  to  the  previous  single-hopper  weighing-ma- 
chine of  the  Doble  and  Watson  patent.  No.  556,258. 

The  only  defense  is  priority  of  invention  by  Thomas  W.  Watson, 
to  whom  a  patent  was  issued  for  the  same  invention.  It  is  admitted 
that  both  Thomas  and  Watson  were  independent  inventors  of  this 
improvement. 

Section  4920  provides  as  follows: 

In  any  action  for  infringement  the  defendant  may  plead  the  g^ieral  issue, 
and  having  given  notice  in  writing  to  the  plaintiff  or  his  attorney,  thirty  days 
before,  may  prove  on  trial  any  one  or  more  of  the  following  special  matters : 

Second.  That  he  had  surreptitiously  or  unjustly  obtained  the  patent  for  that 
which  was  in  fact  invented  by  another,  who  was  using  reasonable  diligence  in 
adapting  and  perfecting  the  same ;  or    *    ♦    ♦ 

Fourth.  That  he  was  not  the  original  and  first  inventor  or  discoverer  of  any 
material  and  substantial  part  of  the  thing  patented    *    *    * 

And  the  like  defenses  may  be  pleaded  in  any  suit  in  equity  for  relief  against 
an  alleged  infringement. 

Under  these  provisions,  the  defendant  contends,  first,  that  Watson 
was  the  original  and  first  inventor  of  the  thing  patented,  and,  second, 
that  Thomas  unjustly  obtained  his  patent  for  that  which  was  in  fact 
invented  by  Watson,  who  was  using  reasonable  diligence  in  adapting 
and  perfecting  the  same.  The  first  defense  turns  upon  the  respective 
dates  of  the  Thomas  and  Watson  inventions;  and  the  second  defense 
raises  a  question  of  fact  as  to  Watson's  diligence  in  adapting  and 
perfecting  his  invention. 

Thomas  filed  his '  application  December  17,  1896,  and  his  patent 
issued  July  26, 1904. 

Watson  conceived  his  invention,  illustrated  it  by  a  drawing,  and 
disclosed  it  to  others,  as  early  as  January  10,  1896.  He  reduced  his 
invention  to  practice  by  the  building  of  a  machine  in  April,  1897. 
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He  filed  his  application  March  11,  1898,  and  his  patent  issued  Sep- 
tember 26,  1899. 

It  may  be  noted,  first,  that  Thomas's  application  antedates  Wat- 
son's reduction  to  practice  by  four  months,  and  Watson's  application 
by  fifteen  months;  and  second,  that  Watson's  conception  antedates 
Thomas's  application  by  eleven  months. 

The  main  controversy  with  respect  to  the  Thomas  invention  is 
whether  the  date  of  his  invention  is  the  date  of  his  application,  De- 
cember 17, 1896,  and  the  main  controversy  with  respect  to  the  Watson 
invention  is  whether  the  date  of  his  invention  is  the  date  of  his  con- 
ception, January  10,  1896. 

On  April  24,  1901,  the  Patent  Office  declared  an  interference  be- 
tween the  Thomas  application  and  the  Watson  patent,  under  secticm 
4904  of  the  Revised  Statutes: 

Whenever  an  application  is  made  for  a  patent  whicli,  In  the  opinion  of  the 
Ck>mmissioner,  would  interfere  with  any  pending  application,  or  with  any  unex- 
pired patent,  he  shall  give  notice  thereof  to  the  applicants,  or  applicant  and  pat- 
entee, as  the  case  may  be,  and  sliall  direct  the  Primary  Examiner  to  proceed  to 
determine  the  question  of  priority  of  invention.  And  the  Commissioner  may 
issue  a  patent  to  the  party  who  is  adjudged  the  prior  inventor,  unless  the  ad- 
verse party  appeals  from  the  decision  of  the  Primary  Examiner,  or  of  the  Board 
of  Examiners-in-Ghief,  as  the  case  may  be,  within  such  time,  not  lees  than 
twenty  days,  as  the  Commissioner  shall  prescribe. 

Under  a  rule  of  the  Patent  Office,  the  filing  of  an  allowable  appli- 
cation is  a  constructive  reduction  to  practice.  In  accordance  with 
this  rule,  the  date  of  the  Thomas  invention  was  fixed  as  of  December 
17,  1896,  the  date  of  his  application;  and  the  burden  of  proof  was 
thrown  upon  Watson  to  establish  the  fact  of  reasonable  diligence 
from  the  date  of  his  prior  conception,  January  10,  1896,  to  the  time 
Thomas  filed  his  application.  Upon  this  issue  of  diligence  on  the 
part  of  Watson,  the  Examiner  of  Interferences  and  the  Commissioner 
of  Patents,  (C.  D.,  1903,  370;  106  O.  G.,  1776,)  two  of  the  three 
Patent  Office  tribunals  which  passed  upon  the  question,  and  the  Court 
of  Appeals  of  the  District  of  Columbia,  (C.  D.,  1904,  587;  108  O.  G., 
1590,)  found  against  Watson,  and  adjudged  Thomas  to  be  the  prior 
inventor;  and  accordingly  a  patent  was  issued  to  Thomas  under  sec- 
tion 4904.  As  a  result  of  the  interference  proceedings,  there  are  two 
outstanding  patents  for  the  same  invention  issued  to  independent 
inventors. 

The  decision  in  interference  proceedings  is  not  conclusive  on  the 
question  of  priority  of  invention.  The  same  question  may  arise  in 
subsequent  suits  instituted  under  sections  4915,  4918,  and  4920  of  the 
Revised  Statutes. 

Section  4915  provides  that  the  unsuccessful  applicant  may  bring  a 
bill  in  equity,  for  the  purpose  of  determining  his  right  to  receive  a 
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patent  for  his  invention.  The  remedy  under  this  section  is  in  effect 
an  appeal  from  the  decision  of  the  Patent  Office  tribunals. 

Section  4918  provides  that  where  there  are  interfering  patents  any 
person  interested  in  any  one  of  them  may  bring  a  bill  in  equity 
against  the  interfering  patentee,  and  the  court  may  declare  either  of 
the  patents  void  in  whole  or  in  part. 

Section  4920  provides  that  the  defendant  in  a  suit  for  infringement 
may  prove  any  of  the  special  matters  of  defense  therein  enumerated. 

In  the  present  suit,  as  we  have  seen,  the  question  of  priority  of  in- 
vention is  raised  under  paragraphs  2  and  4  of  section  4920.  In  order 
to  determine  the  question  of  priority  under  these  paragraphs,  we 
must,  as  already  pointed  out,  ascertain  the  respective  dates  of  the 
Thomas  and  Watson  inventions.  If  we  find  the  date  of  the  Thomas 
invention  is  prior  to  the  date  of  the  Watson  invention,  then  Thomas 
is  the  original  and  first  inventor,  unless  Watson  was  using  reasonable 
diligence  in  adapting  and  perfecting  his  invention  from  the  time  of 
his  conception.  On  the  other  hand,  if  we  find  that  the  date  of  the 
Watson  invention  is  prior  to  the  date  of  the  Thomas  invention,  then 
Watson  is  the  original  and  first  inventor.  No  question  of  diligence 
arises  regarding  the  Thomas  invention,  because  the  complainant  does 
not  undertake  to  carry  the  date  of  the  Thomas  invention  back  of  his 
application,  while  in  the  case  of  Watson,  it  is  sought  to  carry  the  date 
of  his  invention  back  to  his  conception. 

In  patented  inventions  there  are  several  distinct  stages  of  the 
invention.  Some  patented  inventions  comprise  only  three  stages, 
namely,  conception  (evidenced  by  drawings,  disclosures,  or  models), 
application,  patent;  while  other  patented  inventions  comprise  four 
stages,  namely,  conception,  reduction  to  practice,  application,  patent. 

The  date  of  the  first  class  of  patented  inventions  must  be  either  (1) 
the  date  of  the  patent,  or  (2)  the  date  of  the  application,  or  (3)  the 
date  of  the  conception;  while  the  date  of  the  second  class  must  be 
either  (1)  the  date  of  the  patent,  or  (2)  the  date  of  the  application, 
or  (3)  the  date  of  the  reduction  to  practice,  or  (4)  the  date  of  the 
conception. 

When  two  patents  for  the  same  invention  have  been  issued  to  inde- 
pendent inventors,  we  understand  the  rule  to  be  that  the  dates  of  their 
respective  inventions  are,  first,  the  dates  of  the  patents;  second,  the 
dates  of  the  applications,  provided  the  application  sufficiently  describes 
the  invention ;  third,  the  dates  of  actual  reduction  to  practice ;  fourth, 
the  dates  of  conception;  with  this  qualification,  that  if  either  patentee 
seeks  to  carry  the  date  of  his  invention  back  to  the  date  of  his  con- 
ception, he  must  show  reasonable  diligence  in  adapting  and  perfecting 
his  invention  either  by  actual  reduction  to  practice  or  by  filing  his 
application. 
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Applying  this  rule  to  the  present  case,  we  find  that  the  date  of  the 
Thomas  patent  is  July  26,  1904,  and  the  date  of  his  application  is 
December  17, 1896.  We  also  find  that  the  date  of  the  Watson  patent 
is  September  26,  1899,  the  date  of  his  application  is  March  11,  1898, 
the  date  of  his  actual  reduction  to  practice  is  April,  1897,  and  the  date 
of  his  conception  is  January  10,  1896. 

Upon  a  comparison  of  these  dates,  it  appears  that  Thomais's  appli- 
cation of  December  17,  1896,  carries  the  date  of  his  invention  back 
of  Watson's  application,  March  11,  1898,  and  back  of  Watson's 
actual  reduction  to  practice,  April,  1897,  but  not  back  of  Watson's 
conception,  January  10,  1896.  It  follows,  therefore,  that  Watson,  in 
order  to  establish  an  earlier  date  than  Thomas,  must  show  that  be- 
tween the  date  of  his  conception,  January  10,  1896,  and  the  date  of 
his  actual  reduction  to  practice,  April,  1897,  he  was  "  using  reasonable 
diligence  in  adapting  and  perfecting  "  his  invention. 

The  defendant  contends  that  the  courts  have  adopted  another  and 
a  diflferent  rule  for  determining  the  dates  of  inventions  under  the 
patent  laws,  and  that  the  rule  is  as  follows:  Inventions  are  divided 
into  two  classes,  simple  and  complicated.  Simple  inventions  may  be 
completed  by  drawings  or  disclosure  which  sufficiently  describe  the 
invention,  while  complicated  inventions  require  for  their  completion 
actual  reduction  to  practice.  Under  this  rule  the  date  of  an  inven- 
tion depends  upon  the  character  of  the  invention.  If  the  invention 
is  a  simple  one  the  date  may  be  (1)  the  date  of  the  patent,  (2)  the 
date  of  the  application,  (3)  the  date  of  actual  reduction  to  practice, 
(4)  the  date  of  the  conception.  On  the  other  hand,  if  the  invention 
is  a  complicated  one,  the  date  may  be  either  (1)  the  date  of  the  pat- 
ent, or  (2)  the  date  of  actual  reduction  to  practice. 

Applying  this  rule  to  the  present  case,  the  defendant's  position  is 
as  follows :  If  the  court  finds  the  invention  in  question  is  a  simple  one, 
then  the  date  of  the  Thomas  invention  is  the  date  of  his  application, 
December  17,  1896,  and  the  date  of  the  Watson  invention  is  the  date 
of  his  conception,  January  10, 1896.  On  the  other  hand,  if  the  court 
finds  the  invention  is  a  complicated  one,  then  the  date  of  the  Thomas 
invention  is  the  date  of  his  patent,  July  24, 1904,  and  the  date  of  the 
Watson  invention  is  the  date  of  his  actual  reduction  to  practice  in 
AprU,  1897. 

Upon  his  theory  of  the  patent  law  it  is  apparent  that  Watson  is 
the  original  and  first  inventor,  for,  if  the  invention  is  of  a  simple 
character,  then  Watson's  invention  was  completed  by  his  drawing  and 
disclosure  on  January  10, 1896,  while  if  the  invention  is  of  a  compli- 
cated character,  then  Watson's  invention  was  completed  by  actual 
reduction  to  practice  in  April,  1897. 

With  respect  to  this  theory  of  the  defendant,  it  is  sufficient  to  say 
that  it  is  novel  and  plainly  imsound.    No  such  distinction  between 
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inventions  is  found  in  the  statutes,  or  has  ever  been  recognized  by 
the  courts  in  any  adjudicated  cases.  It  may  be  further  observed 
that  any  such  artificial  distinction  would  lead  to  hopeless  confusion 
and  great  injustice. 

In  the  present  case  the  question  of  priority  of  invention  involves 
two  fundamental  inquiries:  First,  is  the  date  of  a  patented  invention 
as  early  as  the  date  of  the  application  ?  In  other  words,  can  Thomas 
carry  back  the  date  of  his  invention  to  the  date  of  his  application? 
Second,  is  the  date  of  a  patented  invention  as  early  as  the  date  of  the 
conception  ?  In  other  words,  can  Watson  carry  back  the  date  of  his 
invention  to  the  date  of  his  drawing  and  disclosure? 

First.  With  respect  to  the  first  proposition  it  may  be  said  that  the 
law  is  well  settled  that  the  date  of  a  patented  invention  is  at  least  as 
early  as  the  date  of  the  application,  provided  it  sufficiently  describes 
the  invention  to  enable  those  skilled  in  the  art  to  understand  it;  and 
we  have  found  no  decision  in  which  this  rule  is  questioned. 

Patented  inventions  always  date  at  least  as  early  as  the  dates  of  the  execu- 
tion of  the  original  applications  therefor,  provided  the  original  applications 
exhibit  the  inventions  with  the  above-mentioned  extent  of  sufficiaicy.  (Walker 
on  Patents,  4th  ed.,  sec.  70.) 

In  Kearney  v.  Railroad  Company  (32  Fed.  Rep.,  320,  322)  Mr. 
Justice  Bradley  said: 

The  relative  priority  of  inventions  is  determined,  first,  by  the  dates  of  the 
respective  patents  therefor.  But  this  Is  not  conclusive.  Evidence  outside  of 
the  patents  may  be  given  to  prove  priority.  The  date  of  the  application,  if  it 
describes  the  invention  sufficiently,  is  conclusive  evidence  that  the  invention 
was  made  prior  to  such  date. 

The  same  rule  was  enforced  by  Mr.  Justice  Bradley  in  National 
Machine  Company  v.  Brown^  (36  Fed.  Rep.,  317,  321.)  In  the  recent 
case  of  Prindle  v.  Brovm  (155  Fed.  Rep.,  531,  534)  this  Court  said: 

An  application  of  the  character  which  we  have  described  is  of  itself  a  positive 
and  absolute  exhibition  of  ever3rthing  which  the  statute  requires  to  constitute 
an  invention. 

In  Bates  v.  Coe  (C.  D.,  1879,  365;  15  O.  G.,  337;  98  U.  S.,  31,  34) 
Mr.  Justice  Clifford,  speaking  for  the  Court,  said: 

The  presumption  in  respect  to  the  invention  described  In  the  patent  in  suit, 
if  It  is  accompanied  by  the  appll<^ation  for  the  same,  is  that  it  was  made  at  the 
time  the  application  was  filed,  and  the  complainant  or  plaintiff  may,  if  he  can, 
introduce  proof  to  show  that  it  was  made  at  a  much  earlier  date. 

In  Barnes  Automatic  Sprinkler  Co.  v.  Walworth  Manufacturing 
Co.  (51  Fed.  Rep.,  88,  91)  Judge  Blodgett  said; 

I  am  therefore  very  clear  that  the  Talcott  patent  of  January  31,  1882,  which 
relates  back  to  the  time  it  was  applied  for  in  April,  1879,  clearly  anticipates 
the  fourth  and  fifth  claims  of  the  complalnant^s  patent. 

This  case  was  affirmed  on  appeal.     (60  Fed.  Rep.,  605.) 

21895— H.  Doc.  124, 61-2 33 
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In  the  Barbed  Wire  Patent  Case  (C.  D.,  1892,  299;  58  O.  G.,  1555; 
143  U.  S.,  275)  the  Court,  in  considering  the  evidence  on  the  question 
of  priority  of  invention,  assumed  that  the  date  of  the  application  of 
the  patent  in  suit  was  the  date  of  the  invention ;  and  the  same  assump- 
tion was  made  in  Miller  v.  Eagle  Manufacturing  Company^  (C.  D., 
1894, 147;  66  O.  G.,  845;  151  U.  S.,  186.)  See,  also,  Westinghouae  v. 
Chartiers  Val.  Gas.  Co.  (43  Fed.  Rep.,  582.) 

The  rule  of  the  Patent  Office  that  the  filing  of  an  allowance  appli- 
cation is  constructive  reduction  to  practice  is  only  the  expression  in 
another  form  of  the  rule  that  the  application  of  a  patented  invention, 
if  it  sufficiently  describes  the  invention,  is  conclusive  evidence  that 
the  invention  was  made  at  least  as  early  as  that  date. 

In  Lorraine  v.  Thurmond  (C.  D.,  1890,  86;  51  O.  G.,  1781,  1782) 
Commissioner  Mitchell,  in  his  opinion,  said,  respecting  this  rule: 

Ck>mp1eted  and  allowed  applications  evidence  completion  of  invention,  and  in 
suits  brought  upon  patents  granted  thereon  that  stage  of  invention  which  is 
usually  evidenced  by  reduction  to  practice  is  conclusively  assumed  to  liave 
been  reached.    Hence  the  doctrine  of  "  constructive  reduction  to  practice." 

The  Commissioner  further  said : 

If,  as  held  in  Seymour  v.  Osborne,  supra,  an  invention  is  not  patentable  und«r 
the  patent  laws  until  it  be  perfected  and  adapted  to  use,  and  It  as  held  in  the 
Telephone  Cases,  supra,  and  other  eases  cited,  reduction  to  practice  is  not  essen- 
tial In  order  to  obtain  a  patent.  It  follows  that  actual  reduction  to  practice 
is  not  the  only  competent  evidence  of  perfection  and  adaptation  to  use,  but 
that  the  Inventor's  act  In  filing  an  allowable  application  Is  to  be  regarded  in 
law  as  such  an  efficient  and  crowning  step  as  to  give  It  the  standing  of  an  in- 
vention so  perfected  and  adapted.  Interferences  are  declared  after  the  applica- 
tions involved  are  pronounced  to  be  allowable  by  the  experts  of  the  Office. 
In  determining  whether  the  application  is  allowable  the  question  of  operative- 
ness  Is  one  of  the  primary  considerations.  (Rule  133.)  It  hardly  need  be 
added  that  approved  applications  stand  upon  an  entirely  different  basis  from 
those  which  have  been  rejected  by  the  Office  or  abandoned  by  the  applicant. 
(Webster  v.  Sanford,  C.  D.,  1888,  92;  44  O.  G.,  567;  Beach  v.  Fowler,  C.  D., 
1889,  187;  48  O.  G.,  821.) 

The  rule  of  the  Federal  courts  respecting  an  application  which 
has  resulted  in  a  patent,  and  the  rule  of  the  Patent  Office  respecting 
an  allowable  application,  simply  mean  that  such  applications  are 
conclusive  evidence  of  the  completeness  of  the  invention.  In  other 
words,  they  are  conclusive  evidence  that  the  stage  of  the  invention 
has  been  reached  which  is  evidenced  by  reduction  to  practice. 

This  rule  of  the  Patent  Office,  as  pointed  out  by  Commissioner 
Mitchell  in  Lorraine  v.  Thurmond^  supra^  is  based  upon  two  well- 
established  principles  of  the  patent  law : 

1.  We  have,  in  the  first  place,  the  principle  that  a  statutory  inven- 
tion (except  as  modified  by  the  doctrine  of  "diligence  in  adapting 
and  perfecting")  is  a  completed  invention,  that  is,  an  invention 
which  is  perfected  and  adapted  to  use,  or,  as  otherwise  expressed,  re- 


Digitized  by 


Google 


DECISIONS  OF  THE  UNITED  STATES  COURTS  IN   PATENT  CASES.       505 

duced  to  practice ;  and  an  inventor  is  not  entitled  to  a  patent,  in  other 
words,  has  not  made  an  invention  in  the  legal  sense,  until  he  has 
reduced  his  invention  to  practice. 

In  Agawam  Company  v.  Jordan  (7  Wall.,  583,  602)  the  Supreme 
Court  said : 

The  settled  rule  of  law  is  that  whoever  first  perfects  a  machine  is  entitled 
to  the  imt^t  and  is  the  real  inventor,  although  others  may  have  previously 
had  the  idea  and  made  some  experiments  towards  putting  it  in  practice.  He 
is  the  inventor  and  is  entitled  to  the  patent  who  first  brought  the  machine  to 
perfection  and  made  it  capable  of  useful  operation. 

In  Seymour  v.  Osborne  (11  Wall.,  516,  552)  the  Supreme  Court 
said: 

He  is  the  first  inventor  in  the  sense  of  the  patent  law,  and  entitled  to  a 
patent  for  his  invention,  who  first  perfected  and  adapted  the  same  to  use,  and 
it  is  well  settled  that  until  the  invention  is  so  perfected  and  adapted  to  use  it 
is  not  pat^itable  under  the  patent  laws. 

In  Clark  Thread  Company  v.  WHMmantic  Linen  Company  (C.  D., 
1891,  449;  56  O.  G.,  395;  140  U.  S.,  481,  489)  the  Court,  in  an  opinion 
by  Mr.  Justice  Bradley,  said,  when  speaking  of  the  invention  cov- 
ered by  the  patent  in  suit : 

It  is  evident  that  the  invention  was  not  completed  until  the  construction  of 
the  machine.  A  conception  of  the  mind  is  not  an  invention  until  represented  in 
some  physical  form,  and-  unsuccessful  experiments  or  projects,  abandoned  by 
the  inventor,  are  equally  destitute  of  that  character.  These  propositions  have 
been  so  oftea  reiterated  as  to  be  elementary. 

In  Woodcock  v.  Parker  (30  Fed.  Cas.,  491,  492,  1818)  Mr.  Justice 
Story  said: 

The  first  inventor  is  entitled  to  the  b^efit  of  his  invention  if  he  reduces  it 
to  practice,  and  obtains  a  patent  therefor,  and  a  subsequent  inv^tor  cannot, 
by  obtaining  a  patent  therefor,  oust  the  first  inventor  of  his  right,  or  maintain 
an  action  against  him  for  the  use  of  his  own  invention. 

Li  Bedford  v.  Hunt  (3  Fed.  Cas.,  37, 1817)  Mr.  Justice  Story  said : 

The  first  iifventor  who  has  put  the  invention  in  practice,  and  he  only,  is 
entitled  to  the  patent  Bvery  subsequent  patentee,  although  an  original  inven- 
tor, may  be  defeated  of  his  patent  right  upon  proof  of  such  prior  invention 
being  put  into  use. 

In  the  leading  case  of  Reed  v.  Cutter  (1  Story,  590,  599;  Fed.  Cas. 
No.  11,645)  Mr.  Justice  Story  said: 

For  he  is  the  first  inventor  in  the  sense  of  the  act,  and  entitled  to  a  patent 
for  his  invention,  who  has  first  adapted  and  perfected  the  same  to  use;  and 
until  the  invention  is  so  perfected  and  adapted  to  use,  it  is  not  patentable. 

In  Washburn  v.  Gould  (3  Story,  122, 138)  Mr.  Justice  Story  said: 

The  law  is  that  whoever  first  perfects  a  machine  is  entitled  to  the  patent, 
and  is  the  real  inventor,  although  others  may  previously  have  had  the  idea,  and 
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made  some  experiments  towards  putting  It  in  practice.  *  *  *  He  Is  the 
inventor,  and  is  entitled  to  the  patent,  who  first  brought  the  machine  to  per- 
fection, and  made  it  capable  of  useful  operation. 

In  White  v.  Allen  (2  Fish.,  440,  446)  Mr.  Justice  Clifford  said: 

In  order  to  constitute  an  invention,  in  the  sense  in  which  that  word  is  em- 
ployed in  the  patent  act,  the  party  alleged  to  have  produced  it  must  have  pro- 
ceeded so  far  as  to  liave  reduced  his  idea  to  practice,  and  embodied  it  in  some 
distinct  form.  {Qaylor  v.  Wilder,  10  How.,  498;  Parkhurst  v.  Kinsman,  1 
Blatchf.,  494;  Curtis  on  Pat,  sec.  43.)  Mere  discovery  of  an  improvement  does 
not  constitute  it  the  subject-matter  of  a  patent,  although  the  ideas  which  it 
involves  may  be  new ;  but  the  new  set  of  ideas,  in  order  to  become  patentable, 
must  be  embodied  into  working  machinery,  and  adapted  to  practical  use. 
(Sickles  v.  Burden,  3  Blatchf.,  535.) 

In  Winans  v.  New  York  <&  H.  R.  Co.  (Fed.  Cas.  No.  17,864)  Mr. 
Justice  Nelson  said: 

It  is  not  the  person  who  has  only  produced  the  idea  that  is  entitled  to  protec- 
tion as  an  inventor,  but  the  person  who  has  embodied  the  idea  into  a  practical 
machine  and  reduced  It  to  practical  use.  He  who  has  first  done  that  is  the 
inventor  who  is  entitled  to  protection. 

2.  At  the  same  time. we  have  the  equally  well-settled  rule  that  an 
invention  need  not  be  perfected  and  adapted  to  use,  or  reduced  to 
practice,  in  order  to  obtain  a  valid  patent,  since  no  such  condition  is 
contained  in  the  statutes. 

The  question  of  reduction  of  practice  arose  in  the  case  of  Wheeler 
v.  Clipper  Mower  and  Reaper  Company^  (6  Fish.,  1,  16.)  In  the 
opinion  in  that  case  Judge  Woodruff  said : 

On  the  argument  it  was  insisted  that  the  patent  is  void  if  the  patentee  did 
not  reduce  the  invention  to  practical  use  before  the  patent  was  obtained. 

This  proposition  is  wholly  unsound.  No  such  condition  is  required  by  the 
act  of  Congress ;  and  if  it  were  true  that  a  patent  would  be  void  on  that  ground, 
no  patent  could  properly  be  granted  unless  proof  was  furnished  that  the  inven- 
tion claimed  had  gone  into  practical  use,  which  is  not,  and  cannot,  under  the 
statute,  be  made  a  condition  of  granting  the  patent.  It  is  enough  that  the 
inventor  has  perfected  his  Invention,  and  is  able  to  furnish  to  the  Patent  Oftlce 
such  specifications  and  model  as  the  law  requires.  Having  done  this,  the 
patent,  in  so  far  as  prerequisites  to  its  validity,  either  by  way  of  experiment  or 
use,  are  material,  is  valid. 

If  any  doubt  ever  existed,  however,  upon  this  point,  it  was  con- 
clusively settled  by  the  Supreme  Court  in  The  Telephone  Cases^ 
(C.  D.,  1888,  321;  43  O.  G.,  377;  126  U.  S.,  1,  535.)  In  that  case, 
Mr.  Chief  Justice  Wait,  speaking  for  the  Court,  said : 

But  it  is  insisted  that  the  claim  cannot  be  sustained,  because  when  the  patent 
was  issued  Bell  had  not,  in  fact,  completed  his  discovery.  While  it  is  conceded 
that  he  was  acting  on  the  right  principle  and  had  adopted  the  true  theory,  it 
is  claimed  that  the  discovery  lacked  that  practical  development  which  was  neces- 
sary to  make  it  practicable.  In  the  language  of  counsel,  "  there  was  still  work 
to  be  done,  and  work  calling  for  the  exercise  of  the  utmost  ingenuity  and  calling 
for  the  very  highest  degree  of  practical  inv^tion." 


Digitized  by 


Google 


DECISIONS  OP  THE  UNITED  STATES  COUBTS  IN  PATENT  CASES.      507 

It  Is  quite  true  that  when  Bell  applied  for  bis  patent  he  had  never  actually 
transmitted,  telegraphically,  spoken  words  so  that  they  could  be  distinctly  heard 
and  understood  at  the  receiving  end  of  his  line ;  but  in  his  specification  he  did 
describe  accurately  and  with  admirable  clearness  his  process — that  is  to  say, 
the  exact  electrical  condition  that  must  be  created  to  accomplish  his  purpose — 
and  he  also  described  with  sufficient  precision  to  enable  one  of  ordinary  skill 
in  such  matters  to  make  it  a  form  of  apparatus  which,  if  used  in  the  way 
pointed  out,  would  produce  the  required  effect,  receive  the  words,  and  carry 
them  to  and  deliver  them  at  the  appointed  place.    *    ♦    ♦ 

The  law  does  not  require  that  a  discoverer  or  inventor,  in  order  to  get  a 
patent  for  a  process,  must  have  succeeded  in  bringing  his  art  to  the  highest 
degree  of  perfection.  It  is  enough  if  he  describes  his  method  with  sufflcl^it 
clearness  and  precision  to  enable  those  skilled  in  the  matter  to  understand' 
what  the  i>rocess  is,  and  if  he  points  out  some  practicable  way  of  putting  it  Into 
operation. 

From  these  established  and  seemingly  contradictory  principles  of 
the  patent  law,  first,  that  an  invention  in  order  to  be  patentable  must 
be  reduced  to  practice,  and  second,  that,  under  the  statutes,  reduc- 
tion to  practice  is  not  essential  either  before  or  after  the  grant  of  a 
patent,  it  follows  that  there  must  be  some  stage  of  an  invention  when 
it  must  be  presumed  as  a  matter  of  law  that  the  inventor  has  reduced 
his  invention  to  practice;  and  that  stage  is  presumed  to  have  been 
reached  when  he  has  done  all  that  he  is  required  to  do  to  obtain  a 
valid  patent,  namely,  when  he  has  filed  a  complete  and  allowable 
application;  and  hence  the  Patent  Office  has  adopted  the  rule  that 
the  filing  of  such  an  application  is  constructive  reduction  to  practice, 
and  the  Federal  courts  have  adopted  the  rule  that  such  an  applica- 
tion is  conclusive  evidence  that  the  patentee  made  his  invention,  that 
is,  reduced,  his  invention  to  practice,  at  least  as  early  as  that  date. 

The  cases  which  hold  that  a  rejected  application  is  not  sufficient 
to  establish  priority  of  invention  under  the  statutes  have  no  bearing 
on  the  question  of  the  legal  effect  of  a  complete  and  allowable  appli- 
cation which  will  result  or  has  resulted  in  the  granting  of  a  patent. 
These  cases  simply  enforce  the  rule  that  an  invention  must  be  per- 
fected and  adapted  to  use  in  order  to  prove  prior  invention  or  prior 
use.  {The  Corn-Planter  Patent,  6  O.  G.,  392;  23  Wall.,  181 ;  Lyman 
Ventilating  and  Refrigerator  Company  v.  Lalor,  1  Ban.  &  Ard.,  403 ; 
Northwestern  Fire  Extinguisher  Company  v.  Philadelphia  Fire  Ex- 
tinguisher Company,  1  Ban.  &  Ard.,  177.) 

The  further  argument  is  advanced  that  an  application  is  only 
evidence  of  a  disclosure  of  a  somewhat  stronger  character  than  a 
concepti(Mi  proved  by  drawings  and  disclosure.  The  answer  to  this 
argument  is  that  the  courts  have  uniformly  held  that  an  application 
which  eventuates  in  a  patent,  and  which  sufficiently  describes  the 
invention,  is  conclusive  evidence  that  the  invention  was  made  at  the 
time  the  application  was  filed. 
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While  the  defendant  insists  that  the  filing  of  an  allowable  applica- 
tion is  not  the  equivalent  of  reduction  to  practice,  it  admits  tiiat 
the  issue  of  a  patait  is  the — 

equivalent  in  effect  in  the  art  to  redaction  to  practice  by  the  completion  of  a 
machine. 

We  cannot  see  the  force  or  reasonableness  of  this  position.  The 
issuance  of  the  patent  is  an  act  of  Government,  with  which  the  in- 
ventor has  nothing  to  do  except  to  pay  the  final  fee,  while  in  the  filing 
of  a  complete  and  allowable  .application  the  inventor  has  performed 
all  the  acts  required  of  him  under  the  statute  for  the  grant  of  a 
valid  patent. 

To  limit  a  patentee  who  has  never  reduced  his  invention  to  prac- 
tice, and  who  is  not  required  to  do  so  under  the  statutes,  to  fixing 
the  earliest  date  of  his  invention  as  the  date  of  his  patent,  is  unsup- 
ported by  authority,  and  would  result  in  manifest  injustice.  For 
example,  the  Thomas  patent  was  not  issued  until  July  26,  1904, 
seven  years  and  a  half  after  he  filed  his  application.  If  the  earliest 
date  that  can  be  assigned  for  the  Thcwnas  invention  is  the  date  of 
his  patent,  any  rival  inventor  who  may  have  reduced  his  invention 
to  actual  practice  during  this  seven  and  a  half  years  would  become 
the  prior  inventor,  although  Thomas  may  have  done  all  that  the  law 
requires  to  entitle  him  to  a  valid  patent. 

For  these  reasons  we  must  hold  that  the  date  of  the  Thomas  inven- 
tion is  December  17,  1896,  the  date  of  his  application. 

Second.  We  have  now  to  consider  the  question  whether  Watson 
can  carry  the  date  of  his  invention  back  to  the  time  of  his  conception, 
January  10,  1896.  This  question  must  be  viewed  from  two  stand- 
points :  First,  can  it  be  said  that  Watson's  conception,  drawing,  and 
disclosure  to  others,  of  themselves^  or  without  regard  to  his  subse- 
quent acts,  constitute  a  complete  invention  within  the  meaning  of 
the  patent  laws?  Second,  can  Watson  as  a  patentee  carry  back  the 
date  of  his  invention  to  the  time  of  his  conception  ? 

(1)  The  law  appears  to  be  well  established  that  a  conception  evi- 
denced by  disclosure,  drawings,  and  even  a  model,  confers  no  rights 
upon  an  inventor  unless  followed  by  some  other  act,  such  as  actual 
reduction  to  practice,  or  filing  an  application  for  a  patent.  A  con- 
ception of  this  character  is  not  a  complete  invention  under  the 
patent  laws.  It  may  constitute  an  invention  in  a  popidar  sense,  but 
it  does  not  make  the  inventor  the  "  original  and  first  inventor  "  under 
the  statutes.  If  it  did  constitute  an  invention  under  the  statutes, 
then  an  inventor  might  stop  with  his  drawings  and  disclosure,  and 
hold  the  field  for  all  time  against  a  subsequent  inventor  who  has 
reduced  his  invention  to  practice,  or  who  has  obtained  a  patent.  The 
law  will  not  permit  this.  An  inventor  must  not  stop  with  this  stage 
of  his  invention,  but  he  must  proceed  with  reasonable  diligence  to 
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perfect  his  invention,  either  by  actual  reduction  to  practice,  or  by 
filing  his  application  for  a  patent. 

This  rule  of  the  patent  law  is  both  reasonable  and  just.  It*secures 
to  the  first  conceiver  the  right  to  his  invention.  It  is  not  uncommon 
for  two  persons  to  conceive  an  improvement  in  an  existing  device 
about  the  same  time,  and  all  the  law  exacts  of  the  first  conceiver  in 
order  to  protect  him  in  his  right  to  the  invention  is  that  he  shall 
proceed  with  reasonable  diligence  to  reduce  the  invention  to  practice, 
or  to  file  an  application  for  a  patent  in  conformity  with  the  statutes. 

The  authorities  seem  to  be  conclusive  upon  the  point  that  a  con- 
ception evidenced  by  disclosure  and  drawings  does  not  constitute  an . 
invention  under  the  patent  laws. 

Detroit  Lubricator  Manufacturing  Co,  v.  Renchard  (9  Fed.  Bep., 
293, 297)  was  a  suit  for  infringement,  in  which  one  of  the  issues  raised 
was  priority  of  invention  as  between  the  patentee  of  the  pat^it  in 
suit  and  the  defendant.  In  the  opinion  in  that  case  Mr.  Justice 
Matthews  said : 

The  defendant?  exhibit  a  drawing  made  by  J.  V.  Renchard  which  bears  date 
August  10,  1876,  and  which,  it  is  testified  by  him,  was  made  on  that  day,  and 
by  others,  that  he  showed  it  to  them  about  that  time.  This  antedates  ParshaU's 
application,  but  it  fails  to  supersede  his  patent  for  the  reason  that  it  seems  weU 
established  in  evidence  that  Renchard  did  not  at  that  time  prosecute  the  matter 
beyond  the  mere  drawing.  The  drawing  seems  to  exhibit  a  perfect  machine  in 
all  its  parts,  and  suf&ci^itly  to  show  the  combination  forming  the  subject  of  the 
present  controversy,  particularly  the  metallic  oil-cup,  the  siphon-tube  carrying 
the  condensed  water  into  the  glass  indicator,  and  the  two  chambers,  condensing 
and  oil,  closely  and  directly  united.  Nevertheless,  it  is  clearly  proven  that  the 
defendants  did  not,  in  fact,  construct  an  indicator  in  this  form,  and  reduce  it 
to  actual  use,  until  after  it  liad  been  successfuUy  accomplished  by  Partiiall, 
nor  until  after  the  date  of  his  patent.  This  mere  drawing,  therefore,  cannot  be 
allowed  to  have  the  effect  of  depriving  Parshall  of  his  title  of  being  the  first 
and  original  inventor. 

Reeves  v.  Keystone  Bridge  CoTn/pamy  (5  Fish.,  456,  462,  463;  Fed. 
Cas.  No.  11,660)  was  also  a  suit  for  infringement  of  a  patent,  and  the 
issue  was  whether  the  complainant  or  the  defendant  was  the  first 
and  original  inventor.  Although  the  date  of  the  defendant's  patent 
was  subsequent  to  that  of  the  patent  in  suit,  they  contended  that  the 
invention  was  actually  made  by  them  some  time  before.  In  support 
of  this  contention  they  relied  upon  certain  drawings  and  sketches. 
In  the  opinion  in  that  case,  Judge  McKennan  said : 

Can  an  invention  be  considered  as  "perfected  and  adapted**  which  has 
reached  only  the  maturity  of  an  illustration  on  paper? 

After  considering  various  cases  the  court  states  the  rule  of  law  in 

the  following  language: 

It  must,  therefore,  be  considered  as  an  established  rule  that  illustrative  draw- 
ings of  conceived  ideas  do  not  constitute  an  invention,  and  that  unless  they  are 
foUowed  up  by  a  seasonable  observation  of  the  requirements  of  the  patent  laws, 
tb€y  can  have  no  effect  upon  a  subsequently-granted  patent  to  another. 
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Pennsylvcmia  Diamond  DrUl  Company  v.  Simpson  (C.  D.,  1886, 
431;  37  O.  G.,  219;  29  Fed.  Kep.,  288,  290)  was  another  suit  for  in- 
fringement, in  which  the  principal  issue  was  priority  of  invention. 
In  that  case,  in  order  to  avoid  anticipation  shown  by  the  Ball  and 
Case  patents,  the  patentee  of  the  patent  in  suit  attempted  to  fix  the 
date  of  his  invention  as  the  time  of  his  conception  and  drawings. 
In  the  opinion  by  Judge  Acheson  the  law  is  stated  as  follows : 

Here,  Allison,  it  would  seem,  was  the  first  to  conceive  the  invention ;  but  mere 
conception  which  is  not  seasonably  followed  by  some  practical  step  counts  for 
nothing  as  against  a  subsequent  independ^it  inventor  who,  having  complied  with 
the  patent  laws,  has  obtained  the  patent.  It  would  indeed  be  a  strange  per- 
version of  the  purpose  of  the  patent  laws  if  one  who  had  conceived  of  a  new 
device  and  proceeded  so  far  as  to  embody  it  in  rougli,  or  sketches,  or  even  in  fin- 
ished drawings,  could  there  stop  and  yet  hold  that  field  of  invention  against  all 
comers  for  a  period  of  twelve  years.  The  law  does  not  so  reward  supineness. 
Hence,  in  Reeves  v.  Keystone  Bridge  Co,  (5  Fish.,  456,  463)  Judge  McKennan 
declared  the  established  rule  to  be  "that  illustrative  drawings  of  conceived 
ideas  do  not  constitute  an  invention,  and  that,  unless  they  are  followed  up  by 
a  seasonable  observance  of  the  requirements  of  the  patait  laws,  they  can  have 
no  effect  upon  a  subsequently-granted  pat^it  to  another."  And  this  principle 
was  enforced  by  Mr.  Justice  Matthews  in  the  more  recent  case  of  Detroit  Lubri^ 
cator  Mfg.  Co.  v.  Renchard,  (9  Fed.  Rep.,  293,)  although  the  antedating  draw- 
ing there  exhibited  a  perfect  machine  in  all  its  parts. 

In  Wincms  v.  New  York  ds  H.  R.  Co.,  (Fed.  Cas.  Na  17,864,) 
which  was  an  action  at  law  for  infringement,  in  which  the  principal 
question  was  whether  the  plaintiff  was  the  ffrst  inventor  of  the  rail- 
road-car claimed  in  his  patent,  Mr.  Justice  Nelson,  in  charging  the 
jury,  said : 

Now,  the  circumstance  that  a  person  has  had  an  idea  of  an  improvement  in 
his  head,  or  has  sketched  it  upon  paper — ^has  drawn  it,  and  then  gives  it  op — 
neglects  it— does  not,  in  judgment  of  law,  constitute  or  have  the  effect  to  con- 
stitute him  a  first  and  original  inventor.  It  is  not  the  person  who  has  only 
produced  the  idea  that  is  entitled  to  protection  as  an  inventor,  but  the  person 
who  has  embodied  the  idea  into  a  practical  machine  and  reduced  it  to  practical 
use.    He  who  has  first  done  that  is  the  inventor  who  is  entitled  to  protection. 

Electric  Railroad  Signal  Co.  v.  Hall  Railroad  Signal  Co.  (6  Fed. 
Sep.,  603,  605)  was  a  suit  for  infringement  in  which  the  main  defense 
was  that  the  patentee  was  not  the  first  inventor.  The  law  is  stated 
by  Judge  Shipman  in  that  case  as  follows : 

The  patent  having  been  granted  to  Pope,  and  now  being  attacked  on  the 
ground  that  the  patentee  was  not  the  first  Invoitor,  it  is  not  enough  for  the 
def^idant  to  show  that  Hall  had  conceived  the  same  idea,  and  had  made 
drawings  or  models,  and  experiments  with  his  models,  but  the  defendant  must 
establish  that  Hall  reduced  what  he  conceived  to  practice  in  the  form  of  an 
operative  machine,  and  embodied  it  in  some  practical  and  useful  form  before 
Pope  made  his  application,  it  being  a  ftict  in  the  case  that  Pope  had  not 
reduced  his  idea  to  practice  before  his  application.  {ElUthorp  v.  Rohertson^ 
2  Fish.,  86;  Union  Sugar  Refinery  v.  Matthieason,  3  Cliff.,  639.)  The  law  on 
the  subject  of  priority  of  right  between  two  ind^;»radeat  inventors  is  sabsUs- 


Digitized  by  VjOOQIC 


DECISIONS  OP  THE  UNITED  STATES  COURTS  IN  PATENT  CASES.      511 

tlally  as  It  was  laid  down  by  Judge  Story  In  Reed  v.  Cutter,  (1  Story,  590:) 
"  In  a  race  between  two  independent  inventors,  he  who  first  reduces  his  lnv«i- 
tlon  to  a  fixed,  positive,  and  practical  form  would  seem  to  be  entitled  to  a 
priority  of  right  to  a  patent  therefor.  The  clause  of  the  fifteenth  section  of 
the  act  of  1836,  now  under  consideration,  seems  to  qualify  that  right,  by  pro- 
viding that  in  such  cases  he  who  invents  first  shall  have  the  prior  right,  if  he 
is  using  reasonable  diligence  in  adapting  and  perfecting  the  same,  although 
the  second  inventor  has,  in  fact,  first  perfected  the  same  and  reduced  the 
same  to  practice  in  a  positive  form."  ( White  v.  Allen,  2  Fish.,  440 ;  Reeves  v. 
Keystone  Bridge  Co,,  5  Fish.,  456;  Agawam  Co,  v.  Jordan,  7  Wall.,  583.) 

Draper  v.  Potomska  Mills  Corporation  (Fed.  Cas.  No.  4,072)  was 
a  suit  for  infringement,  and  one  of  the  defenses  was  that  the  patentee 
was  not  the  original  and  first  inventor.  In  that  case  Judge  Shepley 
said: 

Illustrated  drawings  of  conceived  ideas  do  not  constitute  an  invention,  and 
unless  they  are  followed  up  by  a  seasonable  observance  of  the  requirements 
of  the  patent  laws,  they  can  have  no  effect  upon  a  subsequently-granted  patent 
to  another.  But  a  patentee  whose  patent  is  assailed  upon  the  ground  of  want 
of  novelty,  may  show  by  sketches  and  drawings  the  date  of  his  Inceptive  Inven- 
tion, and,  if  he  has  exercised  reasonable  diligence  in  perfecting  and  adapting 
it,  and  in  applying  for  his  patent,  its  protection  will  be  carried  back  to  such 
date. 

In  Ellithorp  v.  Robertson^  (Fed.  Cas.  No.  4,408,)  which  was  a  bill 
in  equity  brought  to  have  a  patent  already  issued  declared  void,  and 
the  complainant  decreed  to  be  the  first  and  original  inventor,  and 
entitled  to  a  patent,  the  Court  said : 

To  constitute  such  a  prior  invention  as  will  avoid  a  patent  that  has  been 
granted,  it  must  be  made  to  appear  that  some  one  before  the  patentee,  not  only 
conceived  the  idea  of  doing  what  the  patentee  has  done,  but  also  reduced  his 
idea  to  practice,  and  embodied  it  in  some  practical  and  useful  form.  The 
idea  must  have  been  carried  into  practical  operation.  The  making  of  draw- 
ings of  conceived  ideos  is  not  such  an  embodiment  of  such  conceived  ideas  in 
a  practical  and  useful  form  as  will  defeat  a  patent  which  has  been  granted. 

(2)  The  next  question  we  have  to  consider  is  whether  Watson  as 
a  patentee  can  carry  back  the  date  of  his  invention  to  the  date  of  his 
conception,  that  is,  to  his  drawing  and  disclosure  .of  January  10, 
1896.  It  is  conceded  that  a  patentee  who  has  used  "  reasonable  dili- 
gence in  adapting  and  perfecting  "  his  invention  can  carry  the  date 
back  to  his  drawings  and  disclosure;  and  the  only  question  which 
arises  is  whether  the  law  will  permit  him  to  do  this  in  the  absence 
of  such  reasonable  diligence.  In  other  words,  can  a  patentee  stop 
with  his  drawings  and  disclosure  for  an  unreasonable  time,  and  then, 
by  virtue  of  his  subsequently  obtaining  a  patent,  hold  this  field  of 
invention  against  a  rival  inventor  whose  conception  of  the  same 
invention  was  later,  and  who  proceeded  with  diligence  to  build  a 
practical  machine,  or  to  file  an  application  for  a  patent?  In  our 
opinion,  he  cannot  do  this  under  the  patent  laws. 


Digitized  by 


Google 


512      DECISIONS  OP  THE  UNITED  STATES  COURTS  IN  PATENT  CASES. 

We  understand  the  true  rule  to  be  that  a  patentee  who  undertakes 
to  carry  back  the  date  of  his  invention  to  his  drawings  and  disclosure 
must  show  reasonable  diligence  in  adapting  and  perfecting  his  inv^i- 
tion,  either  by  actual  reduction  to  practice  or  by  filing  his  application. 
This  rule  is  supported  by  the  great  weight  of  authority,  and  we  have 
found  no  cases  which  directly  hold  that  this  is  not  the  law,  although 
there  are  sqme  cases  in  which  a  patentee  has  been  permitted  to  carry 
back  his  invention  to  his  drawings  and  disclosure,  where  the  question 
of  diligence  was  not  raised  or  passed  upon.  {Loom  Co.  v.  Higgins^ 
C.  D.,  1882,  285 ;  21  O.  G.,  2031 ;  105  U.  S.,  580, 594 ;  Dodge  v.  PoHer^ 
98  Fed.  Rep.,  624,  625 ;  Westinghouae  Electric  <&  Mfg.  Co.  v.  Stanley 
Instrument  Co.^  133  Fed.  Rep.,  167.) 

No  sound  reason  has  been  advanced  why  the  doctrine  of  diligence 
should  not  apply  to  a  patentee  as  well  as  to  an  inventor  who  has  not 
secured  a  patent.  On  the  other  hand,  any  such  distinction  in  favor 
of  patentees  is  not  in  harmony  with  the  patent  laws.  We  have  seen 
that  an  invention  in  the  sense  of  the  patent  law  signifies  a  completed 
invention,  and  that  the  earliest  date  of  an  invention  is  the  time  of 
its  completion.  We  have  also  seen  that  an  invention  may  be  com- 
pleted either  by  actual  reduction  to  practice  or  by  filing  a  complete 
and  allowable  application  in  conformity  with  the  statutes. 

This  general  principle,  however,  is  subject  to  this  qualification : 

By  section  15  of  the  act  of  1836  (5  Stat.,  123)  it  is  provided  that  a 
defendant  in  an  action  upon  a  patent  may  set  up  in  defense  that  the 
plaintiff  had — 

surreptitiously  or  unjustly  obtained  his  patent  for  that  which  was  in  fact 
invented  by  another  who  was  using  reasonable  diligence  in  adapting  and 
perfecting  the  same. 

Section  6  of  the  act  of  1793  (1  Stat.,  322)  provided  that  the  defend- 
ant in  an  action  upon  a  patent  may  set  up  that  the  plaintiff — 

had  surreptitiously  obtained  a  patent  for  the  discovery  of  another  person — 

and  section  15  of  the  act  of  1836  amended  this  section  by  adding 
the  words  "  or  unjustly,"  and  the  words — 

for  that  which  was  In  tsict  invented  by  another  who  was  using  reasonable  dili- 
gence in  adapting  and  perfecting  the  same. 

This  amendment  introduced  a  new  and  just  principle  into  the 
patent  law,  inasmuch  as  it  protected  the  first  conceiver  of  the  inven- 
tion by  permitting  him  to  carry  back  the  date  of  his  invention  to  the 
time  of  his  drawings  and  disclosure,  provided  he  was  using  reasonable 
diligence  in  adapting  and  perfecting  his  invention.  This  amendment 
was  fully  considered  by  Mr.  Justice  Story  in  Reed  v.  Cutter^  supra. 
In  that  case  Mr.  Justice  Story  said : 

The  Patent  Act  of  1836  (chap.  257,  sec&  7,  8,  13,  15,  16)  expressly  declares 
that  the  applicant  for  a  patent  must  be  the  first  as  well  as  an  original  inventor. 
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The  passage  cited  from  Mr.  Phillips's  work  on  patents  (p.  895),  in  the  sense  in 
which  I  understand  it,  is  perfectly  accurate.  He  there  expressly  states,  that 
the  party  claiming  the  patent  must  be  the  original  and  first  inventor ;  and  that 
his  right  to  a  patent  will  not  be  defeated  by  proof,  that  another  person  had 
anticipated  him  in  making  the  invention,  unless  such  person  "  was  using  reason- 
able diligence  in  adapting  and  perfecting  the  same.'*  These  latter  words  are 
copied  from  the  fifteenth  section  of  the  act  of  1836  (chap.  357),  and  constitute 
a  qualification  of  the  preceding  language  of  that  section;  so  that  an  Inventor 
who  has  first  actually  perfected  his  invention  will  not  be  deemed  to  have  sur- 
reptitiously or  unjustly  obtained  a  patent  for  that  which  was  in  fact  first  In- 
vented by  another,  unless  the  latter  was  at  that  time  using  reasonable  diligence 
In  adapting  and  perfecting  the  same.  And  this  I  take  to  be  clearly  law;  for 
he  is  the  first  invoitor  in  the  sense  of  the  act,  and  entitled  to  a  patent  for  his 
invention,  who  has  first  perfected  and  adapted  the  same  to  use;  and  until  the 
invention  is  so  perfected  and  adapted  to  use  it  is  not  patentable.  An  imperfect 
and  incomplete  invention,  resting  in  mere  theory  or  in  intellectual  notion,  or  in 
uncertain  experiments,  and  not  actually  reduced  to  practice,  and  embodied  in 
some  distinct  machinery,  apparatus,  manufacture,  or  composition  of  matter,  is 
not,  and  indeed  cannot  be,  patentable  under  our  patent  acts,  since  it  is  utterly 
Impossible,  under  such  circumstances,  to  comply  with  the  fundamental  requi- 
sites of  those  acts.  In  a  race  of  diligence  between  two  independent  inventors, 
he  who  first  reduces  his  Invention  to  a  fixed,  positive,  and  practical  form  would 
seem  to  be  entitled  to  a  priority  of  right  to  a  patent  therefor.  (Woodcock  v. 
Parker^  Case  No.  17,971.)  The  clause  of  the  fifteenth  section,  now  Under  con- 
sideration, seems  to  qualifjr  that  right,  by  providing  that,  in  such  cases,  he  who 
invents  first  shall  have  the  prior  right,  if  he  is  using  reasonable  diligence  in 
adapting  and  perfecting  the  same,  although  the  second  inventor,  has,  in  fact» 
first  perfected  the  same,  and  reduced  the  same  to  practice  in  a  positive  form. 
It  thus  gives  full  effect  to  the  well-known  maxim  that  he  has  the  better  right, 
who  is  prior  in  point  of  time,  namely,  in  making  the  discovery  or  invention. 

This  decision  has  been  followed  in  many  cases,  and  we  are  not 
aware  that  it  has  ever  been  questioned.  According  to  Reed  v.  Cutter^ 
section  15  of  the  act  of  1836  secures  to  the  first  inventor  the  prior 
right,  provided  he  uses  reasonable  diligence  in  adapting  and  perfect- 
ing his  invention,  and  this  rule  applies  to  all  inventors,  whether  pat- 
entees or  otherwise. 

The  defendant  relies  largely  upon  the  language  of  the  Court  in 
Loom  Company  v.  Higgins,  (C.  D.,  1882,  285;  21  O.  G.,  2031;  106 
U.  S.,  580,  594.)     In  that  case  the  Court  said : 

Webster  had  invented  it  before  that  time,  and  had  made  a  drawing  of  it 
which,  in  March,  1868,  he  exhibited  and  explained  to  Davia  An  invention  re- 
lating to  machinery  may  be  exhibited  either  in  a  drawing  or  in  a  model,  so  as  to 
lay  the  foundation  of  the  claim  to  priority,  if  it  be  sufficiently  plain  to  enable 
those  skilled  in  the  art  to  understand  it.  There  is  no  doubt  that  Davis  under- 
stood Webster's  drawing,  and  he  did  not  then  claim  that  the  invention  belonged 
to  himsell 

It  will  be  observed  that  the  Court  does  not  consider  or  pass  upon 
any  question  of  diligence,  and  that  the  language  is  simply  to  the  effect 
that  a  drawing  or  a  model  may  "  lay  the  foundation  of  the  claim  to 
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priority."  Further,  an  examination  of  the  facts  in  Loom  Company  v. 
Biggins  shows  that  Webster  was  clearly  the  prior  inventor,  since  he 
filed  his  application  for  a  patent  before  Davis  (who  never  applied 
for  a  patent)  reduced  the  invention  to  practice.  Again,  to  interpret 
broadly  the  language  used  in  Ldom  Company  v.  Higgins  as  meaning 
that  a  completed  invention  under  the  patent  laws  "  may  be  exhibited 
in  a  drawing  or  in  a  model "  is  inconsistent  with  the  rule  laid  down 
by  the  Supreme  Court  and  the  circuit  court  in  the  cases  already  cited. 
In  this  connection  we  need  only  refer  to  the  later  case  of  Clark  Thread 
Company  v.  Willimantic  Linen  Company^  supra^  where  Mr.  Justice 
Bradley  (who  wrote  the  opinion  in  Loom  Company  v.  Higgins)  said, 
in  the  opinion  of  the  Court,  that  the  invention  covered  by  the  patent 
sued  upon  "  was  not  completed  until  the  construction  of  the  machine." 
In  OdeU  v.  Stout  (22  Fed.  Rep.,  159,  164)  the  patentee  attempted 
to  carry  baak  the  date  of  his  invention  by  means  of  drawings.  This* 
case  was  heard  by  Mr.  Justice  Matthews  and  Judge  Sage.  Mr.  Jus- 
tice Matthews  was  a  member  of  the  Court  which  decided  Loom  Com- 
pany V.  Higgins.    In  the  opinion  by  Judge  Sage  it  was  said : 

It  is  settled  that  **  an  invention  relating  to  machinery  may  be  exhibited  either 
In  a  drawing  or  in  a  model,  so  as  to  lay  the  foundation  of  a  claim  to  priority,  if 
It  be  sufficiently  plain  to  enable  those  skilled  in  the  art  to  understand  it** 
(Loom  Co.  V.  Higgins,  C.  D.,  1882,  285;  21  O.  Q.,  2031;  105  U.  S.,  594.)  But 
this  mle  is  to  be  taken  with  proper  qualifications.  Drawings  may  carry  date  of 
invention  back  if  reasonable  dilligence  is  shown.  (Kneeland  v.  Sheriff,  C.  D., 
1880,  583;  18  O.  G.,  242.)  Making  drawings  of  an  idea  Is  not  invention,  and  is 
of  no  effect  unless  followed  up.  (Draper  v.  Potomaka  MUh,  C.  D.,  1878,  192;  13 
O.  G.,  276.)  Merely  making  drawings  is  not  such  an  embodiment  of  invention 
as  will  defeat  a  subsequent  patent.  {Ellithorp  v.  Robertson,  4  Blatchf.,  307.) 
The  reasons  for  this  qualification  of  the  rule  are  well  stated  in  section  61, 
Walker  on  Patents, 

We  think  this  opinion  states  the  true  rule,  and  that  the  language  of 
the  Court  in  Loom  Company  v.  Higgins  must  be  understood  with  the 
qualification  respecting  reasonable  diligence  in  perfecting  the  inven- 
tion. 

In  Reeves  v.  Keystone  Company ^  supra^  the  Court  said : 

A  patentee  whose  patent  is  assailed  upon  the  ground  of  want  of  novelty  may 
show  by  sketches  and  drawings  the  date  of  his  inceptive  invention,  and  if  he  lias 
exercised  reasonable  diligence  in  '**  perfecting  and  adapting  "  it,  and  in  applying 
for  his  patent,  its  protection  will  be  carried  back  to  such  date.  ♦  ♦  ♦  Reason- 
able diligence  in  "  perfecting  and  adapting "  the  Invention  Is  essential  to  the 
efllcacy  of  such  a  claim. 

In  Christie  v.  Seyhold  (C.  D.,  1893,  515;  64  O.  G.,  1650;  55  Fed. 
Rep.,  69,  76)  the  Court,  after  citing  with  approval  Judge  Story's  lan- 
guage in  Reed  v.  Cutter^  said : 

It  is  obvious  from  the  foregoing  that  the  man  who  first  reduces  an  invention 
to  practice  is  prima  facie  the  first  and  true  Inventor,  but  that  the  man  who  first 
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conceives  and,  in  a  mental  sense,  first  invents  a  machine,  art,  or  composition  of 
matter,  may  date  his  patentable  invention  back  to  the  time  of  its  conception,  if 
he  connects  the  conception  with  its  reduction  to  practice  by  reasonable  diligence 
on  his  part,  so  tliat  they  are  substantially  one  continuous  act. 

In  Merrow  v.  Shoemaker^  (59  Fed.  Rep.,  120,  122,)  where  the 
inventor  undertook  to  carry  back  the  date  of  his  invention  to  his 
drawings  and  disclosure,  Judge  Dallas  said  in  his  opinion : 

If  so,  he  has  established  his  date  of  invention  as  not  later  than  that  day,  and 
the  question  of  anticipation  must  be  solved  with  reference  thereto,  provided 
that  he  was  duly  diligent  in  filing  his  application  for  a  patent  and  in  construct- 
ing his  machine. 

See,  also,  Detroit  Lubricator  Manufacturing  Company  v.  Ren- 
chard^  supra;  Pennsylvania  Diamond  Drill  Company  v.  Simpson^ 
supra;  Electric  Railroad  Signal  Comjpany  v.  Hall  Railroad  Signal 
Company^  supra;  Draper  v.  Potomska  Mills  Corporation^  supra. 

We  come  now  to  the  remaining  question,  whether  Watson  was  rea- 
sonably diligent  in  adapting  and  perfecting  his  invention. 

Upon  this  question  of  fact  the  decision  of  the  Patent  Office  tribu- 
nals and  the  court  of  Appeals  of  the  District  of  Columbia  is  entitled 
to  great  weight,  if  it  is  not  absolutely  controlling. 

In  Morgan  v.  Daniels  (C.  D.,  1894,  285;  67  O.  G.,  811;  153  U.  S., 
120,  125)  a  suit  was  brought  under  section  4915  of  the  Revised  Stat- 
utes by  the  party  who  was  refused  a  patent  in  interference  proceed- 
ings, to  determine  the  question  whether  he  should  not  be  adjudged 
entitled  to  a  patent.  In  that  case  the  Court  used  the  following  lan- 
guage: 

Upon  principle  and  authority,  therefore,  it  must  be  laid  down  as  a  rule  that 
where  the  question  decided  in  the  Patent  Ofllce  is  one  between  contesting  par- 
ties as  to  priority  of  invention,  the  decision  there  made  must  be  accepted  as 
controlling  upon  that  question  of  fact  in  any  subsequent  suit  between  the  same 
parties,  unless  the  contrary  is  established  by  testimony  which  in  character  and 
amount  carries  thorough  conviction. 

There  are  four  admitted  facts  with  respect  to  Watson's  diligence: 
(1)  Watson  conceived  the  invention,  illustrated  it  by  a  drawing,  and 
disclosed  it  to  Doble  as  early  as  January  10, 1896;  (2)  he  made  work- 
ing drawings  some  time  between  January  10,  1896,  and  the  early 
part  of  January,  1897,  when  the  exhibit  blue-print  which  was  taken 
from  the  working  drawings  was  handed  to  the  pattern-maker, 
Frazer;  (3)  he  completed  the  building  of  a  machine  in  April,  1897; 
(4)  the  main  reason  for  the  delay  was  business  considerations  arising 
from  the  fact  that  John  F.  Cushing  had  made  a  contract  with  the 
Electric  Scale  Company  to  build  ten  single-hopper  machines  under 
the  Doble  and  Watson  patent. 

Watson  assigned  his  application  to  the  Electric  Scale  Company, 
and  the  patent  issued  to  that  company  as  assignee.    W.  H.  Doble 
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was  the  manager  of  the  Electric  Scale  Company.  The  Gushing  con- 
tract with  the  Electric  Scale  Company  was  made  January  28,  1896. 
The  additional  evidence  taken  in  this  case  relates  to  the  time  during 
1896  when  these  working  drawings  were  made.  In  our  opinion  this 
is  immaterial ;  and  it  may  be  assumed,  as  stated  by  Watson,  and  noW 
testified  to  by  Doble,  that  these  drawings  were  made  in  the  fall  of 
1896. 

The  main  point  against  Watson  on  the  question  of  diligence  is  that 
for  business  reasons  nothing  was  done  with  respect  to  his  invention 
between  January,  1896,  and  January,  1897,  except  to  make  working 
drawings,  or,  upon  the  evidence  as  it  now  stands,  nothing  was  done 
until  September,  1896,  when  Watson  began  on  the  working  draw- 
ings. As  to  the  reason  for  this  delay,  Mr.  Doble  testified  in  the 
interference  proceedings  as  follows : 

As  he  (Gushing)  guaranteed  the  speed  and  accuracy,  and  was  the  responsible 
party,  I  did  not  care  whether  he  accomplished  this  one  hopper  or  a  dozen. 

Before  January,  1897,  they  had  done  nothing  except  complete  the  drawings. 
This  contract  with  John  P.  Gushing,  which  practically  gave,  if  carried  out,  all 
the  results  that  could  be  accomplished  under  the  double  hopper,  kept  them  from 
acting  during  the  early  part  of  the  year,  and  the  fact  that  they  were  held  to 
Gushing  by  this  contract  kept  them  from  acting  later.  I  would  say  that  I  was 
practically  the  only  one  in  the  company  who  knew  just  what  was  going  on 
and  took  an  active  part  in  the  affairs  of  the  company.  In  January  we  had  the 
patterns  made  for  the  double  hopper  and  the  casting  made  from  same  on  1st  of 
February. 

After  receiving  the  drawings  from  Mr.  Watson,  in  1896,  nothing  was  done  in 
an  active  way,  as  I  was  trying  to  Induce  Mr.  Gushing  to  put  the  double  hopper 
onto  the  machines  he  had  constructed,  and  which  failed  to  do  the  work  for 
which  they  were  designed.  Individually,  I  had  no  money  to  manufacture  with 
myself,  and  the  company  had  but  a  limited  amount,  and  were  practically  bound 
to  Mr.  Gushing  by  his  contract  until  such  time  as  he  threw  up  the  same. 

Mr.  Watson  also  testified  as  follows: 

In  the  late  summer  of  1896,  Mr.  Gushing  had  proceeded  with  his  contract  until 
a  part  of  the  machines  had  been  finished,  and  he  was  experimenting  at  that  time 
with  devices  which  he  was  called  upon  to  furnish  under  his  contract  for  the 
remaining  machines.  At  the  same  time  he  had  told  me  that  it  was  his  intention 
to  discontinue  his  business  at  the  close  of  the  year  1896,  and  had  so  told  me 
that  I  might  be  on  the  lookout  for  other  employment.  At  that  time  I  mentioned 
to  Mr.  Gushing  the  Idea  of  the  double  hoiiper,  and  suggested  to  him  that  such 
nn  arrangement  would  assist  him  in  fulfilling  his  contract  in  the  completion  of 
the  remaining  machines.  As  the  result  of  my  interview  with  Mr.  Gushing  I 
thought  that  he  was  favorably  impressed  with  the  idea  that  the  double  hopper 
would  be  of  use  to  him  In  completing  the  remaining  machines;  and  with  the 
idea  that  he  thought  such  an  arrangement  would  t^p  useful  to  him  I  went  to 
work  making  drawings  of  the  additional  hopper  and  its  mechanism,  so  that  it 
might  be  applied  to  the  machines  that  he  was  building.  A  portion  of  this  time 
so  spent  was  while  actively  employed  on  Mr.  Gushing's  work  and  a  portion  of  it 
on  outside  time.  I  consulted  with  Mr.  Gushing  and  showed  him  some  of  these 
drawings,  but  he  finally  concluded  that  it  would  not  be  necessary  for  him  to 
use  the  idea  in  the  completion  of  his  contract, 
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Upon  the  state  of  facts  presented  in  the  interference  proceedings, 
and  in  this  record,  we  agree  with  the  conclusion  of  the  Patent  Office 
tribunals,  and  the  Court  of  Appeals  of  the  District  of  Columbia,  that 
Watson  failed  to  use  such  diligence  as  the  law  requires. 

In  its  decision  the  Court  of  Appeals  said  : 

The  determination  of  the  question  depends  upon  the  action  or  inaction  of 
Watson  during  the  period  intermediate  between  the  date  of  his  conception  of  the 
invention,  January  10,  1896,  and  the  filing  date  of  Thomas's  application,  De- 
cember 17»  1896.  But  during  all  this  period  we  find  no  evidence  whatever  of 
action  on  the  part  of  Watson  to  reduce  his  conception  to  practice,  l)€yond  the 
malting  of  some  working  drawings  and  a  blue-print  taken  from  them,  if  indeed 
these  were  made  during  that  interval ;  for  their  date  is  left  in  extreme  doubt  by 
the  testimony,  and  it  is  not  at  all  certain  that  they  were  made  before  January 
of  1897.  Even  if  they  had  been  made  before  the  filing  of  Thomas's  application 
they  could  scarcely  be  held  to  have  been  a  manifestation  of  due  dilig^ice  on  the 
part  of  Watson.  During  the  whole  of  the  year  1896  he  was  busy  with  the  single- 
hopper  machine;  and  during  the  year  he  took  out  a  patent  for  that  machine. 
If  he  had  the  device  of  the  double  hopper  perfected  in  his  own  mind,  no  reason 
is  shown  wliy  it  could  not  have  been  reduced  to  practice;  nor  is  there  any 
reason  shown  why  he  could  not  have  applied  for  a  patent.  ( Wattan  v.  Thomas, 
C.  D.,  1904,  587;  108  O.  G.,  1590;  28  App.  D.  C,  65,  68.) 

Since  infringement  is  not  denied  as  to  the  defendant's  machine  com- 
plained of,  it  follows  that  a  decree  should  be  entered  for  the  com- 
plainant for  an  injunction  and  an  account,  as  prayed  for  in  its  bill. 

The  decree  of  the  circuit  court  is  reversed^  and  the  case  is  remanded 
to  that  court  for  proceedings  in  accordance  with  this  opinion^  and  the 
appellant  recovers  its  costs  of  appeal. 


[Supreme  Court  of  the  United  States.] 

E.  C.  Atkins  &  Company  v.  Moore,  Commissioner  of  Patents. 

Decided  February  23,  1009. 

142  O.  (i.,  571. 

Tbade-Mabks — Decision  of  the  Court  or  Appeals  or  the  District  of  Co- 
LuiiBiA  on  Appeal  from  the  Commissioner  of  Patents — Nor  Final — 
No  Appeal  to  the  Supreme  Court  of  the  United  States. 
A  decision  of  the  Conrt  of  Appeals  of  the  District  of  Columbia  on  appeal 
from  the  Commissioner  of  Patents  is  not  **  final  *'  within  the  meaning  of  sec- 
tions 8  and  9  of  the  act  of  February  9,  1893,  (27  Stats.  434,  436,  chap.  74,) 
and  therefore  is  not  appealable  to  the  Supreme  Court  of  the  United  States. 
Same — Sections  4914  and  4915  of  the  Revised  Statutes  Construed. 

Under  section  4914  of  the  Reyised  Statutes  no  opinion  or  decision  of  the 
court  of  appeals  on  appeal  from  the  Commissioner  precludes  "  any  person 
interested  from  the  right  to  contest  the  validity  of  such  patent  In  any  court 
wherein  the  same  may  be  called  in  question,"  and  by  section  4915  a  remedy 
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by  bill  in  equity  is  given  where  a  patent  is  refused,  and  we  regard  these 
provisions  as  applicable  in  trade-mark  cases  under  section  9  of  the  act  of 
February  20,  1905. 

Messrs.  Chester  Bradford^  Arthur  M.  Hood^  and  E.  W.  Bradford 
for  the  appellant  and  plaintiff  in  error. 

Assistant  Attorney-General  Fowler  for  the  Commissioner  of  Pat- 
ents. 

STATEMENT  OF  THE  CASE. 

Plaintiffs  filed  their  application  for  a  trade-mark  on  June  12,  1905, 
in  which  it  was  recited  that — 

the  trade-mark  consists  of  a  symbol  composed  of  the  letters  "AAA"  *  *  * 
The  trade-mark  is  usually  displayed  on  the  goods,  by  etching,  stamping  or 
otherwise  marking  the  same  upon  the  blade  of  ihe  saw,  and  by  inscribing  same 
upon  the  packages  containing  such  saws. 

This  was  amended  August  30,  1905,  by  adding  the  sentence : 

The  trade-mark  is^  shown  with  the  letters  arranged  in  the  form  of  a  mono- 
gram. 

'The  Examiner  suggested  that  the  description  of  the  trade-mark 
should  be  amended  so  as  to  read : 

The  trade-mark  consists  of  a  monogram  composed  of  the  letters  "A.A«A." 

Plaintiffs  declined  to  comply  with  the  suggestion,  and  appealed 
from  the  ruling  of  the  Examiner  that  such  amendment  should  be 
made  to  the  Commissioner  of  Patents,  who,  on  February  20,  1906, 
overruled  the  decision  of  the  Examiner  and  held  that  the  description 
was  sufficient. 

April  27,  1906,  plaintiffs  were  notified  that  their — 

application  for  the  registration  of  a  trade-mark  for  a  symbol  composed  of  the 
letters  "AAA,"  for  saws  of  all  kinds,  filed  June  12,  1905,  Ser.  No.  7,998,  has  been 
examined  and  passed  for  publication,  in  compliance  with  section  6  of  the  act 
authorizing  the  registration  of  trade-marks,  approved  February  20,  1905.  The 
mark  will  be  published  in  the  Official  Gazette  of  May  15,  1906. 

The  act  of  February  20, 1905,  (33  Stats.  724,  chap.  592,  sec.  1,)  pro- 
vided that  the  applicant  should  file  an  application  in  writing,  which 
should  contain,  among  other  things : 

A  description  of  the  trade-mark  itself  and  a  statement  of  the  mode  in  which 
the  same  is  applied  and  affixed  to  goods  and  the  length  of  time  during  which  the 
trade-mark  has  been  used.  With  this  statement  shall  be  filed  a  drawing  of  the 
trade-mark,  signed  by  the  applicant  or  his  attorney,  and  such  number  of  speci- 
mens of  the  trade-mark,  as  actually  used,  as  may  be  required  by  the  Ck)mmis- 
sioner  of  Patents. 

This  act  was  amended  by  the  act  of  May  4,  1906,  (34  Stats.  168, 
chap.  2081,  sec.  1,)  by  inserting  after  the  words  "  description  of  the 
trade-mark  itself,"  the  words  "only  when  needed  to  express  colors 
not  shown  in  the  drawing." 
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On  June  21,  1906,  the  Patent  Office  sent  plaintiffs  the  following 
communication : 

Attention  ia  directed  to  the  act  approved  May  4, 1906,  providing  for  a  descrip- 
tion of  the  trade-marlL  itself  only  when  needed  to  express  colors  not  shown  in 
the  drawing. 

Inasmuch  as  the  trade-maric  covered  by  this  application  cannot  be  registered 
until  after  July  1,  1906,  when  said  act  takes  effect,  applicant  should  direct  the 
cancelation  of  the  present  description  and  of  all  of  the  preamble  to  the  state- 
ment following  the  words  "have  adopted  for  my  use,"  and  the  substitution 
therefor  of  the  following  words :  "  the  trade-mark  ahoton  in  the  accompanying 
drawing,'^ 

If  colors  form  a  material  part  of  the  mark,  a  brief  reference  thereto  should 
follow. 

An  amendment  as  above  indicated  should  be  promptly  filed  to  avoid  delay  In 
the  use  of  the  certificate. 

Plaintiffs  refused  to  comply  with  this  suggestion,  and,  on  July  16, 
1906,  the  Examiner  declined  to  pass  the  application  for  registration. 

A  petition  was  thereupon  presented  by  plaintiffs  to  the  Commis- 
sioner, seeking  the  overruling  of  the  action  of  the  Examiner,  and,  on 
Kovember  22, 1906,  the  petition  was  denied. 

An  appeal  was  prosecuted  to  the  court  of  appeals,  which  affirmed 
the  decision  of  the  Commissioner  of  Patents,  and  directed  the  clerk 
to- 
certlfy  this  opinion  to  the  Commissioner  of  Patents,  according  to  law. 

An  appeal  and  a  writ  of  error  were  allowed. 

Mr.  Chief  Justice  FuLuai  delivered  the  opinion  of  the  Court 

In  Frasck  v.  Moore  (C.  D.,  1908,  609;  137  O.  G.,  230;  211  U.  S., 
1)  it  was  held  that  decisions  in  the  Court  of  Appeals  of  the  District 
of  Columbia  in  appeals  from  the  Commissioner  of  Patents  under  sec- 
tion 9  of  the  act  of  February  9,  1893,  (chap.  74,  27  Stats.,  434,)  were 
interlocutory  and  not  final,  and  not  reviewable  by  this  Court  imder 
section  8  of  that  act,  because  not  final  judgments  or  decrees  within 
the  meaning  of  that  section.  When  certified  to  the  Commissioner  of 
Patents,  they  "govern  the  further  proceedings  in  the  case,"  (Rev. 
Stats.,  sec.  4914,)  but  are  not  final  judgments  or  decrees  at  law  or  in 
equity  within  the  purview  of  section  8. 

In  Gaines  dk  Company  v.  Knecht  cfe  Son  we  applied  the  same  rule 
to  a  writ  of  error  to  the  decision  of  the  court  of  appeals,  rendered 
on  appeal  to  that  court  from  a  decision  of  the  Commissioner  of  Pat- 
ents in  proceedings  arising  under  an  application  for  a  trade-mark, 
contenting  ourselves  with  this  memorandum,  announced  December 
14,  1908: 

Writ  of  error  dismissed  for  want  of  Jurisdiction.  {Fraach  v.  Moore,  C.  D., 
1908,  609;  137  O.  G..  230;  211  U.  S.,  1;  see  act  of  February  20,  1905,  tor  the 
registration  of  trade-marlcs,  38  Stats.  724,  chap.  592,  sees.  9,  16,  17,  18  et 
passim,) 

21895— H.  Doc.  124, 01-2 34 
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Section  9,  there  referred  to,  provides: 

That  if  an  applicant  for  registration  of  a  trade-mark  *  *  *  is  dissat- 
isfied with  the  decision  of  the  Commissioner  of  Patents,  he  may  appeal  to  the 
Ck)urt  of  Appeals  of  the  District  of  Columbia,  on  complying  with  the  condi- 
tions required  in  case  of  an  appeal  from  the  decision  of  the  Commissioner  by 
an  applicant  for  a  patent,  or  a  party  to  an  interference  as  to  an  invention,  and 
the  same  rules  of  practice  and  procedure  shall  govern  in  every  stage  of  such 
proceedings  as  far  as  the  same  may  be  applical>le. 

Gaines  v.  Knecht  was  a  case  of  opposition  to  the  registration  of  a 
trade-mark  under  sections  6  and  7  of  the  act  of  February  20,  1905, 
the  objections  being  that  the  act  was  unconstitutional,  and  also  that 
the  applicant's  mark  was  so  similar  to  the  mark  of  opponent  that  it 
would  be  likely  to  lead  to  confusion,  and  enable  applicant  to  perpe- 
trate a  fraud  on  the  public.  The  Examiner  of  Interferences  dis- 
missed the  opposition,  and  from  his  decision  the  case  was  appealed 
to  the  Commissioner,  who  affirmed  the  decision.  An  appeal  was  then 
taken  to  the  court  of  appeals,  and  that  court  affirmed  the  Commis- 
sioner, and — 

ordered  that  this  decision  and  the  proceedings  in  tliis  court  be  certified  to  the 
Commissioner  of  Patents,  as  required  by  law. 

The  Court  said,  among  other  things,  that  the  appeal  was — 

an  appeal  from  the  decision  of  an  officer  of  the  executive  department  perform- 
ing a  ministerial  act.  He  has  treated  the  statute  as  valid,  and  so  he  ought 
to  have  treated  It  until  It  Is  otherwise  determined  by  the  courts.  ♦  *  * 
It  may  be  true  that  the  Commissioner  acts  in  a  judicial  capacity  In  determining 
whether  the  applicant  Is  the  owner  of  the  trade-mark,  and  whether  It  Is  one 
of  those  marks  the  registration  of  which  Is  prohibited,  but  when  he  has  deter- 
mined these  In  favor  of  the  apt)l leant  the  act  to  be  performed  by  him  Is  minis- 
terial merely,  and  that  Is  the  act  which  it  Is  claimed  he  should  have  refused  to 
perform,  on  the  ground  that  the  statute  Is  unconstitutional.  Such  Judicial 
proceedings  as  there  are  issue  and  culminate  In  a  purely  ministerial  act — 
the  mere  registration  of  a  mark  which.  If  the  statute  Is  void,  cannot  possibly 
prejudice  the  right  of  the  opponent  or  of  any  one  else.  It  Is  not  as  If  the  cul- 
minating act  Interfered  with  the  person  or  property  of  others.  We  sit  to 
review  the  action  of  the  officer  from  the  same  standpoint  which  he  was  bound 
to  take.  Although  the  case  Is  now  before  a  court,  the  case  Itself  Is  not 
changed,  nor  are  the  rules  changed  by  which  it  should  be  decided.  It  Is  for 
this  court  to  say  merely  whether  his  decision  was  right  or  wrong.  We  think 
he  did  not  err  In  treating  the  act  as  valid.  When  some  case  shall  arise  In 
which  rights  of  person  or  property  must  be  affected  by  the  decision  It  will 
become  necessary  to  consider  the  question  now  attempted  to  be  raised;  but 
to  pass  upon  it  now  would  be  to  decide  a  question  of  theory  alone,  and  this  is 
not  the  province  of  a  court.  (C.  D.,  1906,  090;  123  O.  G.,  657;  27  App.  D.  C, 
590.) 

In  the  light  of  the  various  details  of  the  act  of  February  20,  1905, 
and  of  the  specific  provisions  of  section  9,  we  were  of  opinion  that 
proceedings  under  the  act  were  governed  by  the  same  rules  of  prac- 
tice and  procedure  as  in  the  instance  of  patents,  and  the  writ  of 
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error  was  accordingly  dismissed.    The  same  result  must  follow  in 
the  present  case. 

Under  section  4914  of  the  Ke vised  Statutes  no  opinion  or  decision 
of  the  court  of  appeals  on  appeal  from  the  Commissioner  precludes — 

any  person  Interested  from  the  right  to  contest  the  validity  of  such  patent  In 
any  court  wherein  the  same  may  be  called  in  question. 

and  by  section  4916  a  remedy  by  bill  in  equity  is  given  where  a  patent 
is  refused,  and  we  regard  these  provisions  as  applicable  in  trade- 
mark cases  under  section  9  of  the  act  of  February  20,  1905. 
Appeal  and  writ  of  error  dismissed. 


[Supreme  Court  of  the  United  States.] 

The  Expanded  Metal  Company  et  al.  v.  Bradford  et  al.,  and  The 

General    Fmeproofing    Company    v.    The    Expanded    Metal 

Company. 

Decided  June  1,  1909, 

143  O.  G.,  863. 

1.  Specification — Sufficibnct  or  Descbiption. 

The  specification  of  the  Golding  patent,  No.  527,242,  for  a  process  of 
malting  open  metal-work  Held  sufficient  to  enable  one  skilled  in  the  art  to 
practice  the  invention. 

2.  Patentability — Invention — Evidence  of. 

If  those  skilled  in  the  mechanical  arts  are  working  in  a  given  field  and 
have  failed  after  repeated  efforts  to  discover  a  certain  new  and  useful 
improvement,  he  who  first  makes  the  discovery  has  done  more  than  make 
the  obvious  improvement  which  would  suggest  itself  to  a  mechanic  skilled  in 
the  art  and  is  entitled  to  protection  as  an  inventor. 

3.  Same — Pbocess  Involving  Mechanical  Opebations. 

The  mere  function  or  effect  of  the  operation  of  a  machine  cannot  be  the 
subject-matter  of  a  lawful  patent;  bnt  the  invention  or  discovery  of  a 
])roee8s  or  method  Involving  mechanical  operations  and  producing  a  new 
and  useful  result  may  be  within  the  protection  of  the  Federal  statute  and 
entitle  the  inventor  to  a  patent  for  his  discovery. 

4.  Same — Pbocess  of  Making  Open  Metal- Wobk  Patentable. 

A  claim  for  the  "  method  of  making  open  or  reticulated  metal-work,  which 
consists  in  simultaneously  slitting  and  bending  portions  of  a  plate  or  sheet 
of  metal  In  such  manner  as  to  stretch  or  elongate  the  bars  connecting  the 
slit  portions  and  body  of  the  sheet  or  plate,  and  then  similarly  slitting  and 
bending  in  places  alternate  to  the  first-mentioned  portions,  and  producing 
the  finished  eximnded  sheet  metal  of  the  same  length  as  that  of  the 
original  sheet  or  plate,  substantially  as  described,"  Held  to  set  forth  a 
novel  series  of  operations  independent  of  any  imrticnlar  mechanism  and  to 
constitute  patentable  subject-matter. 

Mr.  Ernest  Howard  Hunter  for  The  Expanded  Metal  Company. 

Mr.  Thomas  W.  Bakewell,  Mr.  E.  Hayward  Fairbanks^  Mr.  F.  P. 
Fish^  Mr.  George  H.  Christy^  and  Mr.  James  K.  Bakewell  for  Brad- 
ford et  al.  and  The  General  Fireproofing  Company. 
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Mr.  Justice  Day  delivered  the  opinion  of  the  Court 

These  cases  involve  opposing  decisions  as  to  the  validity  of  Letters 
Patent  of  the  United  States  No.  527,242,  dated  October  9,  1894, 
granted  to  John  F.  Golding  for  an  alleged  improvement  in  the 
method  of  making  expanded  sheet  metal.  In  case  No.  66,  here  on 
writ  of  certiorari  to  the  Circuit  Court  of  Appeals  for  the  Third 
Circuit,  a  decree  of  the  Circuit  Court  of  the  United  States  for  the 
Eastern  District  of  Pennsylvania,  sustaining  the  patent,  was  reversed, 
and  the  patent  held  invalid.  The  opinion  of  the  circuit  judge  sustain- 
ing the  patent  is  found  in  136  Fed.,  870.  The  case  in  the  court  of 
appeals  is  found  in  146  Fed.,  984.  After  the  decree  in  the  Circuit 
Court  of  Appeals  for  the  Third  Circuit,  the  Expanded  Metal  Com- 
pany having  filed  a  bill  against  the  General  Fireproofing  Company  in 
the  Circuit  Court  of  the  United  States  for  the  Northern  District  of 
Ohio,  the  case  was  heard  and  the  patent  held  invalid  on  the  authority 
of  the  case  in  the  Circuit  Court  of  Appeals  for  the  Third  Circuit. 
(157  Fed.,  564.)  The  Circuit  Court  of  Appeals  for  the  Sixth  Circuit 
reversed  the  United  States  Circuit  Court  for  the  Northern  District 
of  Ohio,  and  held  Golding's  patent  valid  and  infringed.  (164  Fed., 
849.)  These  writs  of  certiorari  bring  these  conflicting  decisions  of 
the  courts  of  appeal  here  for  review. 

The  patent  in  controversy  relates  to  what  is  known  as  expanded 
sheet  metal.  Expanded  metal  may  be  generally  described  as  metal 
open-work,  held  together  by  uncut  portions  of  the  metal,  and  con- 
structed by  making  cuts  or  slashes  in  metal  and  then  opening  them  so 
as  to  form  a  series  of  meshes  or  lattice-work.  In  its  simplest  form 
sheet  metal  may  be  expanded  by  making  a  series  of  cuts  or  slits  in 
the  metal  in  such  relation  to  each  other  as  to  break  joints,  so  that 
the  metal,  when  opened  or  stretched,  will  present  an  open-mesh 
appearance.  It  may  be  likened  to  the  familiar  woven  wire  open- 
work construction,  except  that  the  metal  is  held  together  by  uncut 
portions  thereof,  uniting  the  strands,  and  the  whole  forms  a  solid 
piece. 

In  the  earlier  patents  different  methods  are  shown  for  cutting  the 
metal,  which  cuts  were  afterward  opened  by  a  separate  operation  of 
pulling  or  stretching.  These  crude  methods  are  shown  in  the  earlier 
American  and  English  patents  which  appear  in  the  record.  While 
nothing  more  than  such  methods  was  accomplished  in  the  art  there 
was  little  general  or  commercial  use  for  expanded  metal. 

It  was  apparent  that  if  a  method  could  be  devised  by  which  the 
metal  could  be  simultaneously  cut  and  expanded,  such  method  would 
be  a  distinct  advance  in  the  art,  and  this  record  discloses  that  the 
desirable  result  of  simultaneously  performing  these  operations  was 
accomplished  in  the  Golding  and  Durkee  patent  No.  320,242.     In 
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that  patent  the  operation  was  performed  by  means  of  knives  arranged 
in  a  step  order,  the  sheet  to  be  fed  obliquely.  The  inventors  describe 
the  Golding  and  Durkee  method  as  follows : 

The  process  consists  in  the  employment  of  a  flat  piece  of  metal  of  any  desired 
size,  and  beginning  at  one  side  and  coraer  and  making  an  Incision  within  the 
side  of  the  metal,  thus  forming  a  strand  which  Is  simultaneously  pressed  away 
from  the  plane  of  the  metal  In  a  direction  at  or  near  a  right  angle,  the  position 
the  strand  assumes  dei)ending  upon  the  distance  it  is  moved  from  the  plane  of 
the  metal,  a  in  the  drawing  shows  the  first  cut  made.  The  next  step  in  this 
process  is  to  make  additional  Incisions,  as  Is  shown  at  c,  &,  and  d,  further 
within  the  plate  of  metal,  and  leaving  uncut  sections  at  the  ends  of  the  cuts, 
and  simultaneously  with  the  cutting  the  strands  are  pressed  away  from  th6 
plane  of  the  metal  at  the  angle  and  to  the  desired  position,  as  above  described. 
Thus  each  row  of  meshes  is  simultaneously  cut  and  formed  from  a  blank  piece 
of  metal  without  buckling  or  crimping  the  blank.  In  the  act  of  x^uttlng  and 
forming  the  meshes,  the  finished  article  is  contracted  in  a  line  with  the  cuts  or 
incisions,  and  consequently  It  is  shorter  In  this  direction  than  the  piece  from 
which  it  was  cut,  but  It  is  greatly  lengthened  in  a  line  at  an  angle  to  the  plane 
of  the  original  sheet,  plate  or  blank. 

The  result  was  to  produce  expanded  metal,  as  shown  in  this  figure: 


With  this  patent  as  the  advanced  state  of  the  art,  Golding  set  about 
making  further  improvements  and  the  result  was  the  patent  in  suit. 
The  specifications  of  the  patent  in  suit  state : 

In  the  manufacture  of  what  is  now  generally  kno^n  as  expanded  sheet  metal. 
It  has  been  customary  to  first  cut  the  slits  in  the  sheet  metal  at  short  distances 
apart,  and  to  open  the  metal  at  the  cuts  thus  formed  by  bending  the  severed 
portions  or  strands  in  a  direction  at  right  angles  substantially  to  the  plane  of 
the  sheet.  It  has  also  been  made  by  simultaneously  cutting  and  opening  the 
metal  by  means  of  cutters  set  off  or  stepped  relatively  so  to  make  the  slashes 
or  cuts  in  different  lines  in  the  manner  set  forth  in  patents  No.  381,230  or  No. 
asi,231,  of  April  17,  1888.  In  both  of  these  methods  the  product  is  somewhat 
shorter  and  materially  wider  than  the  original  sheet,  but  practically  no  stretch- 
ing or  elongation  of  the  metal  forming  the  strands  Is  caused. 

In  my  present  invention  I  seek  to  avail  myself  of  the  ability  of  the  metal  to 
stretch  or  distend  as  well  as  of  its  ability  to  bend  under  strain  or  pressure, 
and  the  invention  consists  in  the  improved  method  of  making  expanded  metal, 
viz.,  by  simultaneously  cutting  and  oi>ening  or  expanding  the  metal  at  the  cuts 
by  stretching  the  severed  portions. 
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In  the  method  further  described  in  the  specifications  the  expanded 
metal  is  shown  to  be  made  by  the  use  of  knives  making  a  series  of 
slits  in  a  straight  line  at  equal  distances  apart  across  the  sheet  and 
at  the  same  time  carrying  downward  the  severed  portions  of  the 
metal.  And  this  operation  is  performed  by  bending  the  severed  por- 
tion at  a  time  when  its  ends  are  securely  attached  to  the  main  sheet, 
thereby  expanding  the  sheet  without  materially  shortening  it.  The 
sheet  is  then  fed  forward,  and  the  slitting  and  stretching  operation 
is  repeated  in  such  a  manner  that  the  slits  are  in  every  case  made 
back  of  the  portion  unsevered  by  the  preceding  operation,  or,  in  other 
words,  as  the  specification  states,  the  slits  and  unsevered  portions 
alternate  in  position  in  each  successive  operaticm,  the  bends  given 
to  the  severed  portions  or  strands  being  in  direction  at  right  angles 
to  the  plane  of  the  sheet,  there  is  no  contraction  in  the  length  of  the 
metal,  and  the  expansion  is  obtained  by  the  stretching  distention,  or 
elongation  of  the  severed  strand.  This  patent  contains  the  single 
claim,  which  is  as  follows: 

The  herein-described  method  of  making  open  or  reticulated  metal  work, 
which  consists  in  simultaneously  slitting  and  bending  portions  of  a  plate  or 
sheet  of  metal  in  such  manner  as  to  stretch  or  elongate  the  bars  connecting  the 
slit  portions  and  body  of  the  sheet  or  plate,  and  then  similarly  slitting  and 
bending  in  places  alternate  to  the  first-mentioned  portions,  thus  producing  jthe 
finished  expanded  sheet  metal  of  the  same  length  as  that  of  the  original  sheet 
or  plate,  substantially  as  described. 

It  is  thus  apparent  that  the  method  covered  by  the  claim  of  the 
patent  is  accomplished  by  the  two  operations  indicated  and  per- 
formed in  the  manner  pointed  out  in  the  specifications.  The  first 
operation  of  cutting,  bending  and  stretching  the  strands  simultane- 
ously produces  a  series  of  stretched  loops  or  half -diamonds.    Thus : 


This  series  of  half-diamonds  is  then  supplemented  by  the  second 
operation,  which  consists  in  making  a  second  series  of  cuts  and  ex- 
pansions for  stretching  the  strands  back  of  and  opposite  the  parts  of 
the  metal  left  uncut  by  the  first  operation.  The  result  is  that  the 
series  of  one-half  diamonds  is  converted  into  the  series  of  full  dia- 
monds and  because  of  the  manner  in  which  the  stretching  is  done, 
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while  the  ends  of  the  strands  are  still  firmly  attached  to  the  sheet, 
there  is  no  material  shortening  of  the  length  of  the  sheet    Thus : 


What  has  Golding  accomplished  by  this  alleged  improvement? 
These  records  leave  no  doubt  that  there  are  substantial  advantages  in 
the  method  of  the  patent  in  suit.  As  the  sheet  is  not  shortened,  the 
completed  product  is  regular  in  form  and  ready  for  many  uses  to 
which  the  shortened  sheet  of  the  old  method  could  not  be  put.  The 
metal  worked  upon  can  be  much  heavier  than  that  which  could  be 
successfully  manipulated  by  the  old  process.  The  meshes  are  formed 
in  a  uniform  and  regular  way,  so  that  a  line  drawn  through  their 
intersections  in  one  direction  is  at  right  angles  with  a  line  drawn 
through  their  intersections  in  the  other  direction.  There  is  no  irreg- 
ularity in  the  width  of  the  strands.  Put  to  the  test  of  actual  use, 
this  record  discloses  that  while  the  method  of  the  Golding  and  Dur- 
kee  patent  is  still  in  use  in  some  places  in  this  country,  the  method 
disclosed  in  the  patent  in  controversy  is  largely  in  use  in  the  United 
States,  Great  Britain  and  Continental  Europe;  that  it  has  greatly 
increased  the  use  of  expanded  metal  in  this  country,  and  opened  new 
fields  for  use  where  sheets  of  a  regular  shape  can  be  used  to  a  greater 
advantage  than  they  could  be  when  made  under  the  old  process. 

The  learned  Circuit  Court  of  Appeals  for  the  Third  Circuit  seems 
to  have  regarded  the  invention  as  consisting  merely  of  the  improve- 
ment of  the  process  in  the  manufacture  of  expanded  metal  by  stretch- 
ing certain  portions  of  the  metal  when  the  slit  is  cut  and  the  mesh 
is  opened.  A  broad  claim  of  that  character  was  made  in  the  Patent 
Office,  and  the  file-wrapper  and  contents  show  that  it  was  disallowed 
by  the  Examiner.  The  claim  in  its  present  form,  framed  by  the 
Examiner  as  sufficient  to  cover  the  real  invention  of  the  patent,  was 
accepted  by  the  applicant,  and  is  now  the  claim  of  the  patent. 

If  all  that  Golding  did  was  to  show  a  method  of  simultaneously 
cutting  and  stretching  the  metal,  the  Examiner  was  doubtless  right 
in  holding  it  to  have  been  anticipated  by  former  inventions,  notably 
the  patent  to  Ohl,  No.  475,700,  and  in  a  degree  in  the  previous  patents 
to  Golding  and  to  Golding  and  Durkee. 

But  the  patent  in  suit,  embraced  in  the  claim  allowed,  shows  more 
than  a  mere  method  of  making  open  meshes  by  simultaneously  cutting 
and  stretching  the  metal.     It  shows  a  method  by  which  the  metal  is 
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first  cut  and  stretched  in  the  manner  indicated  to  make  the  half- 
diamond,  and  then  a  second  operation,  coordinating  with  the  first 
and  completing  the  mesh  by  the  manner  in  which  it  is  performed  in 
connection  with  the  first.  It  is  the  result  of  the  two  operations  com- 
bined which  produces  the  new  and  useful  result  covered  by  the  claim 
allowed  in  the  Patent  OflSce,  and,  which,  when  read  in  connection 
with  the  specifications,  shows  substantial  improvement  in  the  art  of 
making  expanded  metal-work. 

But  it  is  said  that  the  patent  in  suit  discloses  no  means  of  practi- 
cally operating  the  method  shown,  and  therefore,  as  said  by  the 
learned  judge  in  the  third  circuit,  "  it  is  but  the  expression  of  a 
happy  thought,"  but  the  requirement  of  the  patent  law,  in  order  to 
make  a  method  or  process  patentable,  is  that  the  patent  shall  indicate 
to  those  skilled  in  the  art  the  adaptation  of  means  to  put  it  into 
practice. 

We  think  this  record  amply  discloses,  while  no  complete  mechan- 
ism is  pointed  out  in  the  specifications,  enough  to  indicate  to  those 
skilled  in  such  matters  a  mechanism  whereby  the  method  of  the 
patent  can  be  put  into  operation.  As  said  by  Judge  Severens,  de- 
livering the  opinion  of  the  court  in  No.  606,  in  the  Circuit  Court  of 
Appeals  for  the  Sixth  Circuit: 

But  here  the  inTentor  has  gone  on  to  point  out  that  the  slitting  and  bending 
is  to  be  done  by  a  stationary'  cutter  under  the  sheet,  and  upper  cutters  to 
cooperate  in  shearing  the  slit  These  upper  cutters  are  so  constructed  as  to 
bend  down  the  strand  to  the  proper  distance.  It  is  not  stated  jnst  wliat  the 
form  shall  be,  but  only  ordinary  skill  in  mechanics  would  suggest  that  the  outer 
side  of  the  cutter  might  be  beveled  or  a  shoulder  might  be  formed  thereon  to 
carry  down  the  strand  when  severed. 

Mechanism  for  the  shifting  of  the  sheet  and  of  the  knives  was  already  in  use 
in  machines  for  expanding  metal,  and,  indeed,  was  common  in  the  mechanical 
arts.  Moreover,  experts  have  here  testified  that  these  devices  could  be  arranged 
by  any  skilful  mechanic,  and  we  have  no  reason  to  doubt  it. 

Golding  testifies  that  he  at  first  executed  his  process  by  hand. 
Other  witnesses,  skilled  in  the  art,  say  that  they  could  do  likewise 
from  the  information  found  in  the  patent. 

The  important  thing  in  this  patent  is  a  method  of  procedure,  not 
the  particular  means  by  which  the  method  shall  be  practiced.  Gold- 
ing's  machine  patent  was  not  applied  for  for  more  than  a  year  and 
a  half  after  the  issue  of  the  patent  in  suit. 

It  is  suggested  that  Golding's  improvement,  while  a  step  forward, 
is  nevertheless  only  such  as  a  mechanic  skilled  in  the  art,  with  the 
previous  inventions  before  him,  would  readily  take;  and  that  the 
invention  is  devoid  of  patentable  novelty.  It  is  often  difficult  to 
determine  whether  a  given  improvement  is  a  mere  mechanical  ad- 
vance, or  the  result  of  the  exercise  of  the  creative  faculty  amounting 
to  a  meritorious  invention.    The  fact  that  the  invention  seems  simple 
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after  it  is  made  does  not  determine  the  question;  if  this  were  the 
rule  many  of  the  most  beneficial  patents  would  be  stricken  down.  It 
may  be  safely  said  that  if  those  skilled  in  the  mechanical  arts  are 
working  in  a  given  field  and  have  failed  after  repeated  eflforts  to 
discover  a  certain  new  and  useful  improvement,  he  who  first  makes 
the  discovery  has  done  more  than  make  the  obvious  improvement 
which  would  suggest  itself  to  a  mechanic  skilled  in  the  art,  and  is 
entitled  to  protection  as  an  inventor.  There  is  nothing  in  the  prior 
art  that  suggests  the  combined  operation  of  the  Golding  patent  in 
suit.  It  is  perfectly  well  settled  that  a  new  combination  of  elements, 
old  in  themselves,  but  which  produce  a  new  and  useful  result,  entitles 
the  inventor  to  the  protection  of  a  patent.  ( Webster  Loom  Company 
V.  Biggins,  C.  D.,  1882,  285;  21  O.  G.,  2031 ;  105  U.  S.,  580-591.) 

To  our  minds,  Golding's  method  shows  that  degree  of  ingenuity 
and  usefulness  which  raises  it  above  an  improvement  obvious 
to  a  mechanic  skilled  in  the  art,  and  entitles  it  to  the  merit  of  in- 
vention. Others  working  in  the  same  field  had  not  developed 
it,  and  the  prior  art  does  not  suggest  the  combination  of  operations 
which  is  the  merit  of  Golding's  invention. 

It  is  Jastly  contended,  and  this  is  perhaps  the  most  important 
question  in  the  case,  that  in  view  of  the  former  declarations  and 
opinions  of  this  Court,  what  is  termed  a  process  patent  relates  only 
to  such  as  are  produced  by  chemical  action,  or  by  the  operation  or  ap- 
plication of  some  similar  elemental  action,  and  that  such  processes  do 
not  include  methods  or  means  which  are  aflfected  by  mere  mechanical 
combinations,  and  a  part  of  the  language  used  in  Coming  v.  Burden 
(15  How.,  252)  and  Risdon  Locomotive  Works  v.  Medart  (C.  D., 
1895,  330;  71  O.  G.,  751;  158  U.  S.,  68)  is  seized  upon  in  support 
of  this  contention.  We  have  no  disposition  to  question  the  decision 
in  those  cases. 

An  examination  of  the  extent  of  the  right  to  process  patents  re- 
quires consideration  of  the  object  and  purpose  of  the  Congress  in  ex- 
ercising the  constitutional  power  to  protect  for  a  limited  period 
meritorious  inventions  or  discoveries.  Section  4886  of  the  Revised 
Statutes  provides: 

Any  person  who  has  invented  or  discovered  any  new  and  useful  art,  machine, 
manufacture,  or  composition  of  matter,  or  any  new  and  useful  improvement 
thereof    ♦    ♦    ♦    may  obtain  a  patent  therefor. 

This  is  the  statute  which  secures  to  inventors  the  right  of  protec- 
tion, and  it  is  not  the  province  of  the  courts  to  so  limit  the  statute  as 
to  deprive  meritorious  inventors  of  its  benefits.  The  word  "  process  " 
is  not  used  in  the  statute.  The  inventor  of  a  new  and  useful  art  is 
distinctly  entitled  to  the  benefit  of  the  statute  as  well  as  he  who  in- 
vents a  machine,  manufacture,  or  composition  of  matter.  The  word 
"  process  "  has  been  brought  into  the  decisions  because  it  is  supposedly 
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an  equivalent  form  of  expression  or  included  in  the  statutory  desig- 
nation of  a  new  and  useful  art. 

What  then  is  the  statutory  right  to  a  patent  for  a  "  process  "  when 
the  term  is  properly  considered?  Curtis,  in  his  work  on  the  law  of 
patents,  says: 

A  process  may  be  altogether  new,  whether  the  machinery  by  which  it  is  carried 
on  be  new  or  old.  A  new  process  may  be  invented  or  discovered,  which  may  re- 
quire the  use  of  a  newly-invented  machine.  In  such  case,  if  both  the  process 
and  the  machine  were  invented  by  the  same  person,  he  could  take  separate 
patents  for  them.  A  new  process  may  be  carried  on  by  the  use  of  an  old  ma- 
chine, in  a  mode  in  which  it  was  never  used  before.  ♦  ♦  ♦  In  such  a  case, 
the  patentability  of  the  process  in  no  degree  depends  upon  the  characteristic 
principle  of  the  machine,  although  machinery  is  essential  to  the  process,  and 
although  a  particular  machine  may  be  required.    {Curtis,  4th  ed.,  sec.  14.) 

In  Robinson  on  Patents  (vol.  1,  sec.  167)  it  is  said: 

While  an  art  cannot  be  practiced  except  by  means  of  physical  agents,  through 
which  the  force  is  brought  in  contact  with  or  directed  toward  its  object,  the  ex- 
istence of  the  art  is  not  dependent  on  any  of  the  special  means  employed.  It  is 
a  legal,  practical  invention  in  itself.  Its  essence  remains  unchanged,  whatever 
variation  talces  place  in  its  instruments  as  long  as  the  acts  of  which  it  is  com- 
posed are  properly  performed. 

And  Walker  on  Patents  (4th  ed.,  sec.  3)  states  that  valid*  process 
patents  may  be  granted  for — 

operations  which  consist  entirely  of  mechanical  transactions,  but  which  may  be 
performed  by  hand  or  by  any  of  several  difTerent  mechanisms  or  machines. 

It  is  undoubtedly  true,  and  all  the  cases  agree,  that  the  mere  func- 
tion or  effect  of  the  operation  of  a  machine  cannot  be  the  subject- 
matter  of  a  lawful  patent.  But  it  does  not  follow  that  a  method  of 
doing  a  thing,  so  clearly  indicated  that  those  skilled  in  the  art  can 
avail  themselves  of  mechanism  to  carry  it  into  operation,  is  not  the 
subject-matter  of  a  valid  patent.  The  contrary  has  been  declared  in 
decisions  of  this  Court.  A  leading  case  is  Cochrane  v.  Deener^  (C.  D., 
1877,  242;  11  O.  G.,  687;  94  U.  S.,  780,)  in  which  this  Court  sustained 
a  process  patent  involving  mechanical  operations,  and  in  which  the 
subject  was  discussed  by  Mr.  Justice  Bradley,  speaking  for  the  Court, 
said: 

That  a  process  may  be  patentable,  irrespective  of  the  particular  form  of  the 
instrumentalities  used,  cannot  be  disputed.  *  *  *  Either  may  be  pointed 
out ;  but  if  the  patent  is  not  confined  to  that  particular  tool  or  machine,  the  use 
of  the  others  would  be  an  infringement,  the  general  process  being  the  same.  A 
process  is  a  mode  of  treatment  of  certain  materials  to  produce  a  given  result 
It  is  an  act,  or  a  series  of  acts,  performed  upon  the  subject-matter  to  be  trans- 
formed and  reduced  to  a  diflTerent  state  or  thing.  If  new  and  useful,  it  is  just 
as  patentable  as  is  a  piece  of  machinery.  In  the  language  of  the  patent  law,  it 
is  an  art  The  machinery  pointed  out  as  suitable  to  perform  the  process  may 
or  may  not  be  new  or  patentable,  while  the  process  Itself  may  be  altogether  new. 
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and  produce  an  entirely  new  result.  The  process  requires  that  certain  things 
should  be  done  with  certain  substances,  and  in  a  certain  order;  but  the  tools  to 
be  used  in  doing  this  may  be  of  secondary  consequence. 

This  clear  and  succinct  statement  of  the  rule  was  recognized  and 
applied  (Mr.  Justice  Bradley  again  speaking  for  the  Court)  in  the 
case  of  Tilghman  v.  Proctor,  (C.  D.,  1881,  163;  19  O.  G.,  859;  102 
U.  S.,  707.)  In  the  course  of  the  opinion  the  learned  justice  tersely 
says : 

A  machine  is  a  thing.  A  process  is  an  act,  or  n  mode  of  acting.  The  one  Is 
visible  to  the  eye — an  object  of  perpetual  observation.  The  other  is  a  concep- 
tion of  the  mind,  seen  only  by  its  effects  when  being  executed  or  performed. 
Either  may  be  the  means  of  producing  a  useful  result. 

That  this  Court  did  not  intend  to  limit  process  patents  to  those 
showing  chemical  action  or  similar  elemental  changes  is  shown  by 
subsequent  cases  in  this  Court. 

In  Westinghouse  v.  Boy  den  Company  (C.  D.,  1898,  443;  83  O.  G., 
1067;  170  U.  S.,  537)  the  opinion  was  written  by  the  same  eminent 
justice  who  wrote  the  opinion  in  Risdon  Locomotive  Works  v.  Medart, 
supra,  and,  delivering  the  opinion  of  the  Court,  he  said: 

These  cases  assume,  although  they  do  not  expressly  decide,  that  a  process  to 
be  patentable  must  involve  a  chemical  or  other  similar  elemental  action,  and  it 
may  be  still  regarded  as  an  open  question  whether  the  patentability  of  processes 
extends  beyond  this  class  of  inventions. 

And  added  these  significant  words : 

Where  the  process  is  simply  the  function  or  operative  effect  of  a  machine, 
the  above  cases  are  conclusive  against  its  patentability;  but  where  it  is  one 
which,  though  ordinarily  and  most  successfully  performed  by  machinery,  may 
also  be  performed  by  simple  manipulation,  such,  for  instance,  as  the  folding  of 
paper  In  a  peculiar  way  for  the  manufacture  of  paper  bags,  or  a  new  method 
of  weaving  a  hammock,  there  are  cases  to  the  effect  that  such  a  process  is 
patentable,  though  none  of  the  |)owers  of  nature  be  invoked  to  aid  in  producing 
the  result.  { Eastern  Paper  Bag  Co.  v.  Standard  Paper  Bag  Co,,  C.  D.,  1887, 
537;  41  O.  G.,  231;  30  Fed.  Rep.,  63;  Union  Paper  Bag  Machine  Co,  v.  ,Water- 
bury,  39  Fed.  Rep.,  389;  Travers  v.  Am.  Cordage  Co.,  C.  D.,  1895.  125;  70 
O.  G.,  277;  64  Fed.  Rep.,  771.)  This  case,  however,  does  not  call  for  an  ex- 
pression of  our  opinion  upon  this  jioint,  nor  even  upon  the  question  whether  the 
function  of  admitting  air  directly  from  the  train-pipe  to  the  brake-cylinder  be 
patentable  or  not,  since  there  is  no  claim  made  for  an  independent  process  in 
this  patent,  and  the  whole  theory  of  the  specification  and  claims  is  based  upon 
the  novelty  of  the  mechanism. 

And  the  same  learned  justice  wrote  the  opinion  of  the  Court  in 
Carnegie  Steel  Co.  v.  Edward  Thompson  (185  U.  S.,  403)  and  sus- 
tained a  process  patent.  If  by  any  construction  that  process  could 
be  said  to  involve  a  "  chemical  or  other  similar  elemental  action,"  no 
stress  was  laid  upon  that  fact.  This  Court,  speaking  through  Mr. 
Chief  Justice  Waite,  sustained  a  patent  in  the  Bell  Telephone  Cases 
(C.  D.,  1888,  821 ;  43  O.  G..  377:  126  U.  S.,  1)  for  a  method  of  trans- 
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milting  electrical  undulations  similar  in  form  to  the  vibrations  of 
the  air  accompanying  vocal  sounds,  and  at  the  same  time  the  patent 
for  the  apparatus  by  which  the  method  was  operated  was  sustained. 
In  Leeds  <&  CatUn  v.  Victor  Talking  Machine  Company^  decided  at 
this  term,  {post,  536;  144  O.  G.,  1089;  213  U.  S.,  301,  318,)  this 
Court  said: 

A  process  and  an  apparatus  by  which  It  is  performed  are  distinct  things. 
They  may  be  found  in  one  patent;  they  may  be  made  the  subject  of  diflTerent 
patents. 

We  therefore  reach  the  ccmclusicMi  that  an  invention  or  discovery 
of  a  process  or  method  involving  mechanical  operations,  and  produ- 
cing a  new  and  useful  result,  may  be  within  the  protection  of  the 
Federal  statute,  and  entitle  the  inventor  to  a  patent  for  his  discovery. 

We  are  of  opinion  that  Golding's  method  was  a  substantial  im- 
provement of  this  character,  independently  of  particular  mechanisms 
for  performing  it,  and  the  patent  in  suit  is  valid  as  exhibiting  a  proc- 
ess of  a  new  and  useful  kind. 

As  to  the  infringement,  little  or  no  question  was  made  in  case  No. 
606.  In  case  No.  66  the  circuit  court  held  that  there  was  some  evi- 
dence of  infringement,  enough  at  least  to  warrant  the  decree  sus- 
taining the  patent  and  awarding  an  accounting.  With  this  conclu- 
sion we  agree.  It  follows  that  the  decree  of  the  Circuit  Court  of 
Appeals  for  the  Third  Circuit  (No.  66)  should  be  reversed  and  that 
of  the  Circuit  Court  of  Appeals  for  the  Sixth  Circuit  (No.  606) 
should  be  aflSrmed,  and  the  cases  remanded  to  the  Circuit  Courts  of 
the  United  States  for  the  Eastern  District  of  Pennsylvania  and  the 
Northern  District  of  Ohio,  respectively,  for  further  proceedings  con- 
sistent with  this  opinion. 


[Supreme  Court  of  the  United  States.] 

Bong  v.  The  Alfred  S.  Campbell  Art  Company. 

Decided  May  2h  1909, 

144  O.  O.,  277. 

OoPYRioHT — Assignment — Section  4952,  Revised  Statutes,  Construed. 

Under  section  4952  of  the  Revised  Statutes  as  amended  by  the  act  of 
March  3.  1891,  (26  Stats.  L.,  1106,  ch.  565;  U.  S.  Comp.  Stats.,  1901.  p. 
3406,)  i)roviding  that  the  "author,  inventor,  designer  or  proprietor  of  any 
book,  map,  chart,  ♦  ♦  ♦  painting  ♦  ♦  ♦  and  the  executors,  admin- 
istrators and  assigns  of  any  such  person  shall,  upon  complying  with  the 
provisions  of  this  chapter,  have  the  sole  liberty  of  printing,  reprinting, 
publishing,  completing,  copying,  executing,  finishing  and  vending  the  same." 
etc.,  the  word  "assigns"  one  who  receives  a  transfer,  not  necessarily  for 
the  thing  which  is  copyrighted,  but  of  the  right  to  multiply  copies  of  it, 
and  such  right  does  not  depend  alone  upon  the  statute,  but  is  a  right  derived 
from  the  originator  of  the  copyrightable  thing  and  secured  to  the  assignee 
of  his  right. 
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2.  Same — Same — Right  of  Assignee  to  Obtaiit  Copybiqht — Citizenship. 

If  the  author  or  proprietor  of  a  copyrightable  tiling  be  a  citizen  or  sub- 
ject of  a  country  with  wliich  this  country  has  no  copyright  relations  and 
by  reason  of  which  such  author  cannot  secure  copyright  protection  in  tliis 
country,  the  assignee  of  such  author  cannot  obtain  valid  copyright  protec- 
tion, although  under  no  disability  as  far  as  his  citizenship  is  concerned. 

3.  Same — Right  of  Citizens  op  Fobbion  States  to  Obtain  Coptbight — Section 

13,  Act  of  March  3,  1891,  Construed. 
Under  section  13  of  the  act  of  March  3,  1891,  (26  Stats.  L.,  1106,  ch.  565,) 
which  gives  the  right  of  copyright  to  a  citizen  or  subject  of  a  foreign  state 
or  nation  when  such  state  or  nation  'Ms  a  party  to  an  international  agree- 
ment which  provides  for  reciprocity  in  the  granting  of  copyright,  by  the 
terms  of  which  agreem^it  the  United  States  of  America  may  at  its  pleasure 
become  a  party  to  such  agreement,**  and  provides,  further,  that  '*  the  exist- 
ence of  either  of  the  conditions  aforesaid  sliall  be  determined  by  the  Presi- 
dent of  the  United  States  by  proclamation,**  a  citizen  of  a  foreign  state 
which  is  a  party  to  an  International  agreement  to  which  the  United  States 
may  become  a  party  is  not  entitled  to  copyright  protection  in  tliis  country 
unless  and  until  the  President  of  the  United  States,  by  proclamation,  has 
determined  wliether  the  necessary  conditions  exist 

Mr.  Max  J.  Kohler  for  the  plaintiif  in  error. 
Mr.  George  Ryall  for  the  defendant  in  error. 

Mr.  Justice  McKenna  delivered  the  opinion  of  the  Court. 

This  is  an  action  under  the  copyright  statutes  to  recover  penalties 
and  forfeitures  for  the  infringement  of  a  copyright  of  a  painting. 

The  complaint  shows  the  following  facts:  Plaintiff  in  error  (as 
he  was  plaintiff  in  the  trial  court  we  shall  refer  to  him  hereafter  as 
plaintiff,  and  to  defendant  in  error  as  defendant)  was  a  citizen  and 
subject  of  the  German  Empire  and  resident  of  the  city  of  Berlin, 
that  nation  being  one  which  permits  to  citizens  of  the  United  States 
the  benefit  of  copyright  on  substantially  the  same  basis  as  its  own 
citizens.  It  is  a  party  to  an  international  agreement  which  provides 
for  reciprocity  in  the  granting  of  copyright,  by  the  terms  of  which 
agreement  the  T'^nited  States  may  at  its  pleasure  become  a  party,  the 
existence  of  which  condition  has  been  determined  by  the  President 
of  the  United  States  by  proclamation  duly  made.  (27  Stats.,  1021.) 
The  defendant  is  a  New  Jersey  corporation  doing  business  in  New 
York  under  the  laws  of  the  latter  State. 

In  1899  one  Daniel  Hernandez  painted  and  designed  a  painting, 
called  "Dolce  far  niente,"  he  then  being  a  citizen  and  subject  of 
Spain,  which  nation  permits  the  benefit  of  copyright  to  citizens  of 
the  United  States  on  substantially  the  same  basis  as  its  own  citizens, 
as  has  been  determined  by  the  proclamation  of  the  President  of  the 
United  States.  (29  Stats.,  871.)  Prior  to  November  8, 1902,  plaintiff 
became  the  sole  proprietor  of  said  painting  by  due  assignment  pur- 
suant to  law.    About  said  date  plaintiff  applied  for  a  copyright,  in 
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conformity  with  the  laws  of  the  United  States  respecting  copyrights, 
before  the  publication  of  the  painting  or  any  copy  thereof.  PlaintiflF 
inscribed,  and  has  kept  inscribed,  upcMi  a  visible  portion  of  the  paint- 
ing the  words  "  Copyright  by  Kich  Bong,"  and  also  upon  every  copy 
thereof.  By  reason  of  the  premises,  it  is  alleged,  plaintiff  became 
and  was  entitled  for  the  term  of  twenty-eight  years  to  the  sole  liberty 
of  printing,  reprinting,  publishing,  and  vending  the  painting.  A  vio- 
lation of  the  copyright  by  defendant  is  alleged  by  printing,  exposing 
for  sale,  and  selling  copies  of  the  painting  under  the  name  of  "  Sun- 
beam," by  Hernandez,  and  that  defendant  has  in  its  possession  over 
1,000  copies.  By  reason  of  the  premises,  it  is  alleged,  and  under  sec- 
tion 4965  of  the  Revised  Statutes  of  the  United  States,  as  amended 
by  the  act  of  March  3,  1895,  defendant  has  forfeited  the  plates  on 
which  the  painting  is  copied  and  every  sheet  thereof  copied  or 
printed,  and  $10  for  every  copy  of  the  same  in  its  possession  and  by 
it  sold  or  exposed  for  sale,  not  more,  however,  than  $10,000,  whw'eof 
one-half  shall  go  to  plaintiff  and  the  other  half  to  the  United  States. 
Judgment  of  forfeiture  is  prayed. 

Defendant  answered,  admitting  that  it  was  a  corporation  as  alleged, 
and  was  doing  business  in  New  York.  It  denied,  either  absolutely  or 
upon  information  and  belief,  all  other  allegations. 

The  court  directed  a  verdict  for  the  defendant,  counsel  for  the 
plaintiff  having  stated  in  his  opening,  as  it  is  admitted,  that  he  would 
offer  no  evidence  to  establish  the  citizenship  of  Hernandez,  and 
would  not  controvert  the  statement  made  by  the  defense  that  he  was 
a  citizen  of  Peru,  (it  was  aUeged  in  the  complaint  that  he  was  a  citi- 
zen of  Spain,)  as  to  which  country  the  President  had  issued  no  copy- 
right proclamation.  It  is  also  admitted  that  plaintiff  never  owned  the 
"  physical  painting."  There  was  introduced  in  evidence  a  conveyance 
of  the  right  to  enter  the  painting  for  copyright  protection  in  America 
and  the  exclusive  right  of  reproduction  in  colors  and  of  engraving, 
etching,  lithography,  in  black  and  in  colors.  The  right  of  photog- 
raphy and  reproduction  by  all  photographic  monochrome  processes 
was  reserved. 

The  ruling  of  the  district  court,  and  that  of  the  court  of  appeals 
sustaining  it,  were  based  on  the  ground  that  Hernandez,  being  a  citi- 
zen of  Peru  and  not  having  the  right  of  copyright  in  the  United 
States,  could  convey  no  right  to  plaintiff.  Plaintiff  attacks  this  ruling 
and  contends  that  the  act  of  March  3, 1891 — 

confers  copyright  where  the  person  applying  for  the  same  as  projirletor  or  as- 
sign of  the  author  or  proprietor  Is  a  subject  of  a  country  with  which  we  have 
copyright  relations,  whether  the  author  be  a  subject  of  one  of  those  countries 
or  not. 

Whatever  strength  there  is  in  the  contention  must  turn  upon  the 
words  of  the  statute  conferring  the  copyright.    Section  4952  of  the 
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Revised  Statutes,  as  amended  by  the  act  of  March  8,  1891,  (1  Sup. 
R.  S.,  951,)  reads  as  follows: 

The  author,  inventor,  designer  or  proprietor  of  any  book,  map,  chart,  ♦  ♦  • 
painting  *  *  *  and  the  executors,  administrators  and  assigns  of  any  such 
person  shall,  upon  complying  with  the  provisions  of  this  chapter,  have  the  sole 
liberty  of  printing,  reprinting,  publishing,  completing,  copying,  executing,  finish- 
ing and  vending  the  same,  etc. 

Other  sections  prescribe  the  proceedings  to  be  taken  to  secure  copy- 
right, and  section  13  provides  as  follows : 

That  this  act  shall  only  apply  to  a  citizen  or  subject  of  a  foreign  state  or 
nation  when  such  foreign  state  or  nation  permits  to  citizens  of  the  United 
States  of  America  the  benefit  of  copyright  on  substantially  the  same  basis  as 
its  own  citizens,  or  when  such  foreign  state  or  nation  is  a  party  to  an  inter- 
national agreement  which  provides  for  reciprocity  in  the  granting  of  copyright, 
by  the  terms  of  which  agreement  the  United  States  of  America  may  at  its 
pleasure  become  a  party  to  such  agreement.  The  existence  of  either  of  the  con- 
ditions aforesaid  shall  be  determined  by  the  President  of  the  United  States  by 
proclamation  made,  from  time  to  time,  as  the  purposes  of  this  act  may  require, 
(1  Sup.  Rev.  St.,  p.  954.) 

Plaintiflf  urges  that  he  is — 

the  "  assign "  of  the  author  and  proprietor  of  the  painting,  •  •  •  and 
being  himself  a  "  citizen  or  subject  of  a  foreign  nation  "  with  which  we  have 
copyright  relations — 

the  condition  of  the  statute  is  satisfied,  and  his  copyright  is  valid, 
though  Hernandez  was  not  such  citizen  or  subject.  In  other  words, 
thou^  the  author  of  a  painting  has  not  the  right  to  copyright,  his 
assignee  has  if  he  is  a  citizen  or  subject  of  a  foreign  state  with  which 
we  have  copyright  relations,  these  being,  it  is  contended,  the  condi- 
tions expressed  in  section  13.  Counsel's  argument  in  support  of  this 
contention  is  able,  but  we  are  saved  from  a  detailed  consideration  of 
it  by  the  decision  of  this  Court  in  American  Tobacco  Company  v. 
Werckmeister,  (C.  D.,  1908,  571;  133  O.  G.,  1433;  207  U.  S.,  284.) 
In  that  case  we  said  that — 

the  purpose  of  the  copyright  law  is  not  so  much  the  protection  and  control  of 
the  visible  thing,  as  to  secure  a  monopoly,  having  a  limited  time,  of  the  right  to 
publish  the  production,  which  is  the  result  of  the  inventor's  thought. 

In  considering  who  was  entitled  to  such  right  under  the  statute  we 
defined  the  word  "  assigns,"  as  used  in  the  statute.    We  said : 

It  seems  clear  that  the  word  "  assigns  "  in  this  section  is  not  used  as  descrip- 
tive of  the  character  of  the  estate  which  the  "author,  inventor,  designer  or 
proprietor"  may  acquire  under  the  statutes,  for  the  "assigns"  of  any  such 
person,  as  well  as  the  persons  themselves,  may,  "  upon  complying  with  the  pro- 
visions of  this  chapter,  have  the  sole  liberty  of  printing,  publishing  and  vending 
the  same."  This  would  seem  to  demonstrate  the  intention  of  Congress  to  vest 
in  "assigns,"  before  copyright,  the  same  privilege  of  subsequently  acquiring 
complete  statutory  copyright  as  the  original  author,  inventor,  dealer  or  pro- 
prietor- 
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and  there  was  an  explicit  definition  of  the  right  transferred  as  fol- 
lows: 

While  it  is  true  that  the  property  In  copyright  in  this  country  is  the  creature 
of  the  statute,  the  nature  and  character  of  the  property  grows  out  of  the  recogni- 
tion of  the  separate  ownership  of  the  right  of  copying  from  that  which  inheres 
In  the  mere  physical  control  of  the  thing  itself,  and  the  statute  must  be  read  in 
the  light  of  the  intention  of  Congress  to  protect  these  intangible  rights  as  a 
reward  of  the  inventiTe  genius  that  lias  produced  the  work. 

In  other  words,  an  assignee  within  the  meaning  of  the  statute  is 
one  who  receives  a  transfer,  not  necessarily  of  the  painting  but  of 
the  right  to  multiply  copies  of  it.  And  such  right  does  not  depend 
alone  upon  the  statute,  as  contended  by  plaintiff,  but  is  a  right  de- 
rived from  the  painter  and  secured  by  the  statute  to  the  assignee  of 
the  painter's  right.  Of  this  the  opinion  leaves  no  doubt,  for  it  is 
further  said : 

We  think  every  consideration  of  the  nature  of  the  property  and  the  things 
to  be  accomplished  support  the  conclusion  that  this  statute  means  to  give  to 
the  assignees  of  the  original  owner  of  the  right  to  copyright  an  article,  [italics 
ours,]  the  right  to  take  out  the  copyright  secured  by  the  statute  independently 
of  the  ownership  of  the  article  itself. 

The  same  idea  was  repeated  when  the  Court  came  to  consider 
whether  the  exhibition  of  the  painting,  which  was  the  subject-matter 
of  the  case,  in  the  Koyal  Gallery,  constituted  a  general  publication 
which  deprived  the  painter,  as  the  owner  of  the  copyright,  of  the 
benefit  of  the  statutory  provision.    It  was  said : 

Considering  tliis  feature  of  the  case,  it  is  well  to  remember  that  the  property 
of  the  author  or  painter  in  his  intellectual  creation  is  absolute  until  he  volun- 
tarily parts  with  the  same. 

And  the  painter  had  the  right  of  copyright,  he  being  a  subject  of 
Great  Britain,  that  country  having  copyright  relations  with  the 
United  States.  His  assignee,  Werckmeister,  was  also  a  citizen  of  a 
country  having  copyright  relations  with  us.  But  it  was  the  right  of 
the  painter  which  was  made  prominent  in  the  case  and  determined  its 
decision. 

It  was  not  an  abstract  right  the  Court  passed  on,  one  that  arose 
simply  from  ownership  of  the  painting.  It  was  the  right  given  by 
the  statute,  and  which,  when  transferred,  constituted  the  person  to 
whom  it  was  transferred  an  assignee  under  the  statute  and  of  the 
rights  which  the  statute  conferred  on  the  assignor. 

It  is  the  physical  thing  created,  or  the  right  of  printing,  publishing,  copying, 
etc.,  which  is  within  the  statutory  protection. 

.  It  is  this  right  of  multiplication  of  copies  that  is  asserted  in  the 
case  at  bar,  and  it  is  not  necessary  to  consider  what  right  plaintiff 
might  have  had  under  the  common  law  "  before  he  sought  his  Federal 
copyright  and  published  the  painting."  (See  White-Smith  Music  Co. 
V.  Appollo  Co.,  C.  D.,  1908,  562 ;  133  0.  G.,  762 ;  209  U.  S.,  1.) 
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It  is  neid;  contended  that  Hernandez,  as  a  subject  of  Peru,  was 
entitled  to  a  statutory  copyright  in  his  own  right,  because,  as  it  is 
further  contended,  Peru  belongs  to  the  Montevideo  Internatibnal 
Union.  This  contention  is  based  on  the  words  of  section  13,  supra^ 
which  gives  the  right  of  copyright  to  a  citizen  or  subject  of  a  foreign 
state  or  nation  when  such  state  or  nation — 

Is  a  party  to  an  international  agreement  which  provides  for  reciprocity  in  the 
granting  of  copyright,  by  the  terms  of  which  agreement  the  United  States  of 
America  may,  at  its  pleasure,  become  a  party  to  such  agreement. 

If  this  were  all  there  were  in  the  statute,  the  contention  of  the 
plaintiff  might  have  some  foundation.  The  statute,  however,  pro- 
vides that  the  existence  of  such  condition — 

shall  be  determined  by  the  President  of  the  United  States  by  proclamation, 
made  from  time  to  time,  as  the  purposes  of  the  act  may  require. 

It  is  insisted,  however,  that  this  provision  is  directory  and  a  right 
is  conferred  independent  of  the  action  of  the  President,  his  proclama- 
tion being  only  a  convenient  mode  of  proving  the  fact.  We  cannot 
concur  in  this  view,  nor  do  the  cases  cited  by  plaintiff  sustain  it.  In 
Morrell  v.  Jones^  (106  U.  S.,  466;)  Campbell  v.  United  States  (107 
U.  S.,  407;)  Williamson  v.  United  States,  (207  U.  S.,  425,)  this  Court 
decided  that  where  the  Secretary  of  the  Treasury  or  Secretary  of  the 
Interior  is  authorized  to  make  regulations  in  aid  of  the  law,  he  can- 
not make  regulations  which  defeat  the  law.  In  Butt-field  v.  Stranahan 
(192  U.  S.,  470)  a  regulation  of  the  Secretary  of  the  Treasury  fixed 
the  primary  standard  of  imported  tea,  and  was  sustained  as  an  "  ex- 
ecutive duty  to  effectuate  the  legislative  policy  declared  in  the 
statute." 

It  is  admitted  that  the  decision  of  the  State  Department  is  adverse 
to  the  contention,  and,  it  is  asserted  by  defendant  and  not  denied  by 
plaintiff,  that  the  Librarian  of  Congress  has  always  construed  the 
statutes  as  denying  to  citizens  of  Peru  copyright  protection.  We 
think,  besides,  the  statute  is  clear  and  makes  the  President's  proclama- 
tion a  condition  of  the  right.  And  there  was  reason  for  it.  The 
statute  contemplated  a  reciprocity  of  rights,  and  what  oflScer  is 
better  able  to  determine  the  conditions  upon  which  they  might  de- 
pend than  the  President? 

On  the  record,  we  think  there  was  no  error  in  directing  a  verdict 
on  the  opening  statement  of  counsel.  We  agree,  however,  with  plain- 
tiff that  it  is  better  to  let  a  case  be  developed  by  evidence.  In 
Hoffman  House  v.  Foote  (172  N.  Y.,  248)  it  was  pertinently  said: 

The  practice  of  disposing  of  cases  upon  the  mere  opening  of  counsel  is  gen- 
erally a  very  unsafe  method  of  deciding  controversies  where  there  is  or  was 
anything  to  decide. 

Judgment  affirmed, 

21895--H.  Doc.  124, 61-2 35 
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[Supreme  Court  of  the  United  States.] 

Leeds  &  Catlin  Company  v.  Victor  Talking  Machine  Company 
AND  United  States  Gramophone  Company. 

Decided  ApHl  19, 1909. 
144  O.  G.,  1089. 

1.  Claims — Function  of  Machine. 

a  claim  for  a  sound-producing  apparatus  consisting  of  a  traveling  tablet 
having  a  sound-record  formed  thereon  and  a  reproduclng-stylus  shaped  for 
engagement  with  said  record  and  free  to  be  vibrated  and  propelled  by  the 
same  is  not  for  the  function  of  the  machine,  but  sets  forth  a  valid  combina- 
tion. 

2.  DuBATioN  OF  Patent — Limitation  by  Fobeign  Patent — Pbocess  and  Appa- 

ratus, 
a  claim  for  a  process  and  a  claim  for  an  apparatus  by  which  the  process 
is  performed  are  distinct  inventions,  and  the  United  States  patent  for  one 
does  not  expire,  under  section  4887,  Revised  Statutes,  by  reason  of  the  expi- 
ration of  a  foreign  patent  for  the  other. 

3.  Same — Same — Combination  and  Elements  Thereof. 

A  combination  of  elements  is  an  invention  distinct  from  one  of  the  ele- 
ments thereof,  and  a  patent  containing  claims  for  both  does  not  expire,  as  to 
the  combination  claim,  by  reason  of  the  expiration  of  a  foreign  patent 
covering  one  of  the  elements. 

4.  Same — Same — Failure  to  Pay  Taxes. 

Under  section  4887,  Revised  Statutes,  a  United  States  patent  is  not  lim- 
ited in  its  term  by  reason  of  the  expiration  of  a  prior  Canadian  patent 
before  the  end  of  the  term  for  which  it  was  granted  by  failure  to  pay  the 
annual  taxes  thereon.  (Pohl  v.  AncJior  Brewing  Co.,  C.  D.,  1890,  275;  51 
O.  G.,  156;  134  U.  S.,  381.) 

STATEMENT  OF  THE  CASE. 

This  case  is  here  on  certiorari  to  an  interlocutory  decree  of  injunc- 
tion restraining  the  petitioner,  Leeds  &  Catlin  Company,  from  manu- 
facturing, using  or  selling  sound-reproducing  apparatus  or  devices 
embodied  in  claim  No.  35  of  Letters  Patent  No.  534,543,  issued  to 
Emil  Berliner,  bearing  date  19th  of  February,  1895,  and  also  from 
manufacturing,  using  or  selling  or  in  any  way  disposing  of  apparatus 
or  devices  which  embody  the  method  specified  in  claim  No.  5  of  the 
same  patent.    These  claims  will  be  given  hereafter. 

The  bill  is  in  the  usual  form  and  alleges  the  issuing  of  the  patent 
and  the  existence  of  the  necessary  conditions  thereof  under  the  laws 
of  the  United  States.  It  also  alleges  the  transfer  of  title  to  the  plain- 
tiffs in  the  suit  and  the  infringement  of  claims  5,  32  and  35  by  the 
defendant,  petitioner  herein. 

Petitioner  answered,  denying  some  of  the  allegations  of  the  bill, 
and  of  others  denying  that  it  had  knowledge  or  information  sufficient 
to  form  a  belief.    Explicitly  denied  infringement,  and  alleged  antici- 
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pation  of  the  invention  described  in  the  patent  by  a  great  number  of 
patents  and  publications  in  this  country  and  other  countries,  an  enu- 
meration of  which  was  made.  And  hence  it  is  alleged  that,  in  view 
of  the  state  of  the  art,  Berliner  was  not  the  first  inventor  or  discoverer 
of  any  material  or  substantial  part  of  the  alleged  improvement  and 
invention  described  or  claimed. 

The  answer  further  alleged  that  said  Letters  Patent  did  not  de- 
scribe or  specify  or  claim  any  subject-matter  patentable  under  the 
statutes  of  the  United  States,  and  are  and  always  have  been  null  and 
void.  Abandonment  is  alleged  and  a  two  years'  use  of  the  invention 
in  this  country  before  the  application  for  the  patent,  that  the  inven- 
tion and  improvement  were  known  and  used  by  others  and  were  in 
public  use  and  on  sale  in  this  country  by  divers  persons,  a  list  of  whose 
names  is  given. 

It  is  alleged  that  before  the  invention  was  patented  in  the  United 
States  the  same  was  patented,  or  caused  to  be  patented,  by  Emil  Ber- 
liner in  foreign  countries,  and  that  by  reason  whereof,  under  section 
4887  of  the  Revised  Statutes  of  the  United  States,  the  Letters  Patent 
in  suit  were  limited  to  expire  at  the  same  time  with  said  foreign  pat- 
ents and  each  of  them.  The  numbers  and  dates  of  the  foreign  patents 
are  given — two  in  Great  Britain,  three  in  France,  three  in  Germany 
and  one  in  Canada.  They  will  be  specifically  referred  to  hereafter. 
And  it  is  alleged  that  in  consequence  thereof  the  said  Letters  Patent 
of  the  United  States  have  long  since  expired  and  plaintiff  is  not  enti- 
tled to  any  relief  by  injunction  or  other  relief  in  equity,  that  a  court 
of  equity  has  no  jurisdiction  of  the  suit,  and  that  plaintiff  has  an  ade- 
quate remedy  at  law.    A  replication  was  filed  to  the  answer. 

Upon  the  bill  and  certain  supporting  affidavits  an  order  to  show 
cause  against  a  preliminary  injunction  was  issued,  which  coming  on 
to  be  heard  upon  such  affidavits,  and  other  affidavits  and  exhibits,  a 
preliminary  injunction  was  granted.  (146  Fed.,  534.)  It  was  af- 
firmed by  the  circuit  court  of  appeals.     (148  Fed.,  1022.) 

Mr.  Louis  Hicks  for  the  petitioner. 
Mr.  Horace  Pettit  for  the  respondents. 

Mr.  Justice  McKenna  delivered  the  opinion  of  the  Court. 

The  motion  for  preliminary  injunction  was  made  upon  affidavits. 
Those  of  respondent  (complainant  in  the  circuit  court)  described  the 
invention  and  the  machine  made  in  accordance  therewith,  averred  the 
practical  identity  of  petitioner's  machine  therewith,  and  set  forth  the 
record  in  the  case  of  The  Victor  Machine  Co.  and  The  United  States 
Gramophone  Co,  v.  The  American  Graphophone  Co.^  instituted  in  the 
Circuit  Court  for  the  Southern  District  of  New  York.  The  affidavits 
averred  that  the  suit  was  pending  and  awaiting  decision  when  this 
suit  was  brought,  and  was  subsequently  decided;  that  by  the  deci- 
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sion,  claims  5  and  35  of  the  patent  in  suit  were  held  valid  and  in- 
fringed by  the  talking-machine  of  the  defendants,  and  that  an  in- 
junction was  ordered.  (140  Fed.,  860.)  And  it  was  stated  that  the 
circuit  court  of  appeals,  though  not  concurring  with  the  circuit  court 
in  all  of  its  reasoning,  aflSrmed  the  decree. 

The  affidavits  of  petitioner  (the  defendant  in  the  courts  below)  set 
forth  the  defenses  which  were  made  in  the  case  just  referred  to,  a 
summary  of  the  proofs  introduced  to  sustain  the  defense,  and  sub- 
mitted new  matter.  The  affidavits  also  contained  a  description  of  the 
patent  in  suit  and  what  was  considered  to  be  its  basic  invention, 
averred  its  identity  with  certain  foreign  patents  which  were  not  in 
evidence  in  the  other  suit.  The  affidavits  also  undertook  to  meet  and 
refute  the  charge  of  infringement.  The  affidavits  were  very  long  and 
circumstantial,  and  had  attached  to  them  copies  of  the  foreign  and 
domestic  patents  relied  on,  translations  of  foreign  laws,  copies  of 
publications  and  certain  testimony.  Such  parts  of  these  exhibits  as 
we  deem  relevant  will  be  referred  to  hereafter. 

Upon  this  body  of  proof,  formidable  even  in  its  quantity,  and  hav- 
ing no  other  elucidation  than  the  arguments  of  counsel  and  some  me- 
chanical exhibits,  presenting  grave  questions  of  fact,  we  are  asked  by 
petitioner  to  go  beyond  the  action  of  the  lower  courts,  and  not  only 
reverse  them  as  to  a  preliminary  injunction  but  decide  the  case.  If 
we  should  yield  to  this  invocation  and  attempt  a  final  decision  it 
would  be  difficult  to  say  whether  it  would  be  more  unjust  to  peti- 
tioner or  to  respondent.* 

The  circuit  court  felt  a  like  embarrassment,  as  will  be  observed 
from  its  opinion.  The  court  did  not  pass  on  the  defense  of  infringe- 
ment, and  said  that,  except  as  to  one  patent,  the  petitioner  had  failed 
to  introduce  any  new  matter  which  would  have  led  the  courts  in  the 
other  case,  if  such  matter  had  been  before  them,  to  have  reached  a 
diflFerent  conclusion.  And,  speaking  of  the  patents  referred  to,  the 
Circuit  Judge  said: 

But  even  if  I  am  mistaken  in  tliis  view,  and  if  the  expiration  of  the  Sness 
Canadian  patent  is  a  complete  defense,  or  if  a  decision  of  the  questions  raised 
as  to  the  character  and  scope  of  tlie  various  patents  now  introduced  for  the  first 
time  should  be  postponed  until  final  hearing,  yet  I  am  constrained  to  grant  the 
injunction  in  order  to  permit  an  appeal  and  a  determination  of  the  questions  at 
the  earliest  possible  moment. 

And  the  lower  courts  also  reserved  to  the  merits  the  consideration 
of  the  defense  that  claims  5  and  35  were  invalid  because  they  were 
the  functions  of  machines,  resting  those  defenses,  so  far  as  the  pre- 
liminary injunction  was  concerned,  upon  the  adjudication  in  the 
prior  suit.  We  shall  do  the  same,  remarking,  however,  that  the  con- 
tention, if  it  has  any  strength  as  to  claim  5,  seems  to  us  untenable  as 
to  claim  35.    We  think  the  latter  is  a  valid  combination,  consisting  of 
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the  elements,  (1)  a  traveling  tablet  having  a  sound-record  formed 
thereon;  (2)  a  reproducing-stylus,  shaped  for  engagement  with  the 
record,  and  free  to  be  vibrated  and  propelled  by  it.  It  is,  therefore,  a 
true  mechanical  device,  producing  by  the  cooperation  of  its  constitu- 
ents the  result  specified  and  in  the  manner  specified. 

In  passing  on  the  other  foreign  patents  the  circuit  court  considered 
that  the  prior  adjudications  fortified  the  presumption  of  the  validity 
of  the  patent  in  suit,  and  established  its  scope,  and  that  the  new 
matter  introduced  by  petitioner  did  not  repel  the  presumption  or  limit 
the  extent  of  the  patent.  That  the  lower  coarts  properly  regarded  the 
prior  adjudications  as  a  ground  of  preliminary  injunction  is  estab- 
lished by  the  cases  cited  in  Walker  on  Patents,  section  665  et  seq.  See 
also  Robinson  on  Patents,  section  117  et  seq.  And  in  that  aspect 
the  question  must  be  considered,  and  so  considering  it  we  may  pass 
the  defenses  of  anticipation,  whether  complete  or  partial,  and  the  de- 
fense of  infringement.  These  are,  we  have  already  said,  questions  of 
fact  which  we  are  not  inclined  to  pass  upon  unaided  by  the  judg- 
ments of  the  lower  courts  made  after  a  hearing  on  the  merits. 

The  patent  in  suit  and  the  patents  which,  it  is  contended,  antici- 
pate it  or  limit  its  extent  or  duration  are  for  methods  or  devices 
whereby  sound  undulations  trace  or  inscribe  themselves  upon  a  solid 
material,  and  are  by  suitable  devices  made  to  reproduce  themselves 
and  the  sounds  which  made  them.  One  of  the  questions  in  the  case 
is,  as  we  have  seen,  the  relation  of  the  patent  in  suit  to  the  prior  art. 
It  is  contended  by  the  respondent  that  Berliner,  (he  was  the  patentee 
of  the  patent  in  suit,)  improved  the  prior  art,  not  only  in  the  methods 
of  recording  and  reproducing  sounds,  but  in  the  devices  by  which  the 
methods  are  accomplished. 

In  the  old  method  the  sound-record  was  produced  by  vertical  vibra- 
tions, either  indenting  a  pliable  material,  by  and  in  accordance  with 
the  sound-waves  along  a  helical  or  spiral  line,  as  in  the  Edison  pat- 
ents, or  by  like  vibrations  engraving  a  suitable  material,  by  and  in 
accordance  with  the  sound-waves,  as  in  the  Bell  and  Tainter  patent. 
By  both  of  these  methods  there  was  produced  a  record  consisting 
of  a  groove  of  varying  depth,  that  is,  containing  elevations  and  de- 
pressions corresponding  to  the  sound-waves  which  produced  them. 
In  the  Berliner  patents  the  vibrations  are  made  to  inscribe  a  later- 
ally-undulating line  in  the  general  direction  of  a  spiral.  The  line, 
therefore,  is  of  even  depth,  the  inequalities  or  sinuosities  produced 
by  the  sound-waves  being  upon  its  sides.  By  this  method  there  is 
produced  a  sound-record  tablet,  consisting  of  a  flat  disk  of  hard 
resisting  material,  having  in  its  surface  inscribed  a  spiral  groove  of 
practically  even  depth,  but  undulating  laterally  in  accordance  with 
the  sound-waves.  The  patent  in  suit  describes  and  specifies  the  ways 
of  making  such  record-tablet,  as  do  the  prior  patents  the  sound- 
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records  of  the  respective  patentees.  Further  description  of  the  rec- 
ords, however,  is  not  necessary,  as  we  shall  have  with  them  but  inci- 
dental concern. 

The  records  being  made,  the  next  step  is  the  reproduction  of  the 
sounds  which  they  record.  This  is  done  by  adjusting  to  the  line  or 
groove  inscribed  upon  the  reccwds  a  point  or  stylus  attached  to  a 
diaphragm,  which,  being  vibrated  by  the  indentations  or  sinuosities 
of  the  groove,  reproduces  the  sounds  that  made  them.  In  the  prior 
art  the  reproducing-stylus  and  sound-record  are  brought  in  operat- 
ing relation  to  each  other  in  two  ways.  The  sound-record  was 
mechanically  conveyed  across  the  reproducing-stylus,  or  the  repro- 
ducer and  its  stylus  were  mechanically  conveyed  across  the  record. 
By  one  or  the  other  of  these  means  the  stylus  was  kept  in  engagement 
with  the  record  and  accommodated  to  the  shifting  positions  of  its 
operative  portions.  In  the  patent  in  suit  such  independent  means  are 
dispensed  with.  The  stylus  is  made  to  engage  with  the  grooves  in 
the  record-tablet,  is  vibrated  laterally  by  its  undulations,  and  guided 
or  propelled  at  the  same  time  with  its  diaphragm  attachment  across 
the  face  of  the  tablet,  the  successive  portions  of  the  groove  reproduc- 
ing the  sound-waves,  which  are  transmitted  to  the  air.  The  sound- 
records  are  made  of  hard,  indestructible  material  and,  as  stated  in 
one  of  respondent's  affidavits,  the  groove  impressed  therein — 

serves  the  twofold  purpose  of  vibrating  tlie  stylus  and  producing  the  necessary 
vibrations  in  the  diaphragm  of  the  sound-box,  and  also  of  automaticaUy  pro- 
pelling the  stylus  in  the  groove  across  the  surface  of  the  record  without  a 
feed-screw  or  other  mechanism  independent  of  the  record  itself. 

The  method  of  doing  that  is  the  subject-matter  of  claim  5,  and 
the  means  for  performing  the  method  is  the  subject-matter  of  claim 
36.    They  are,  respectively,  as  follows : 

No.  5,  the  method  of  reproducing  sounds  from  a  record  of  the  same,  which 
consists  in  vibrating  a  stylus  and  propelling  the  same  along  the  record,  sub- 
stantially as  described.  No.  35  is  a  sound-producing  apparatus,  consisting  of 
a  traveling  tablet  having  a  sound-record  formed  thereon  and  a  reproducing- 
stylus  shaped  for  engagement  with  said  record  and  free  to  he  vibrated  and 
propelled  by  the  same,  substantially  as  described. 

We  may  now  understandingly  consider  the  new  matter  which 
was  relied  on  in  the  courts  below.  The  first  in  importance  of  these 
is  that  the  patent  in  suit  is  for  the  same  invention  of  certain  foreign 
patents  and  expired  with  them.  These  patents  consist  of  three 
French  patents  to  Emil  Berliner,  respectively  dated  November  8, 
1887,  May  15,  1888,  and  July  19,  1890;  German  patents  to  Berlinei- 
dated  November  8,  1887,  May  16,  1888,  and  November  20,  1889;  a 
Canadian  patent  of  February  11,  1893,  assigned  by  W.  Suess  to  Ber- 
liner; English  patents  of  November  8, 1887,  and  May  15, 1888.  These 
patents  are  presented  in  an  affidavit  by  the  leading  counsel  for  peti- 
tioner, accompanied  by  such  ccanparisons  of  them  with  the  patent 
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in  suit  as  established,  it  is  contended,  the  identity  of  their  inventions 
with  its  invention,  and  made  applicable  and  controlling  section  4887 
of  the  Revised  Statutes,  which  is  as  follows : 

Sec.  4887.  No  person  shall  be  debarred  from  receiving  a  patent  for  his  in- 
vention or  discovery,  nor  shall  any  patent  be  declared  invalid,  by  reason  of 
its  having  been  first  patented  or  caused  to  be  patented  in  a  foreign  country, 
unless  the  same  has  been  introduced  into  public  use  in  the  United  States  for 
more  than  two  years  prior  to  the  application.  But  every  patent  granted  for 
an  invention  which  has  been  previously  patented  in  a  foreign  country  shall 
be  so  limited  as  to  expire  at  the  same  time  with  the  foreign  patent,  or,  if  there 
be  more  than  one,  at  the  same  time  with  the  one  having  the  shortest  term,  and 
in  no  case  shall  it  be  in  force  more  than  seventeen  years. 

The  affidavits  describe  not  only  the  reproducer  of  the  patent  in 
suit  but  also  the  recorder,  and  give  details  of  the  construction  of  both, 
and  petitioner,  in  its  briefs,  elaborately  traces  the  development  of 
Berliner's  ideas  in  comparison  with  the  prior  art  through  three 
stages,  each  of  which,  it  is  contended — 

is  represented  by  domestic  and  foreign  patents,  obtained  or  applied  for,  re- 
^)ectively,  in  1887,  1888  and  188^-1892. 

Each  stage,  it  is  insisted,  is  claimed  as  an  improvement  upon  the 
preceding  stage,  and  all  of  them  are  but  improvements  upon  the 
prior  art.  Berliner  did  not  employ,  it  is  said,  any  new  principles 
in  the  reproduction  of  sound  from  a  sound-record — 

the  difference  in  the  sound  reproducing  machines  employed  by  him  and  those 
of  the  prior  art  consisting  *of  modifications  of  detaUs  of  construction. 

And  it  is  further  contended  that  an  analysis  of  the  patent  in  suit 
demonstrates — 

that  the  improvements  described  and  claimed  related  first,  to  the  recording  of 
sound;  and,  second,  to  the  reproducing  of  sound. 

It  is  impossible,  counsel  say — 

to  seriously  contend  that  the  essence  of  the  improvements  consist  rather  in  the 
reproduction  of  sound  than  in  the  recording  of  sound. 

It  is  nevertheless  argued  that  the  lower  courts  so  regarded  the 
patent  in  suit,  and  by  that  error  adjudged  that  the  foreign  patents 
did  not  embody  Berliner's  invention,  and  that,  therefore,  the  patent 
in  suit  did  not  expire  with  them.  Indeed,  it  is  urged  that  "  in  the 
face  "  of  the — 

expressed  and  positive  declaration  of  the  patentee  as  to  what  are  the  features 
of  his  invention,  the  courts  below  not  only  held  that  the  patent  included  other 
features  not  enumerated  by  Berliner,  but  went  even  further,  and  held  that  the 
features  which  Berliner  did  enumerate  as  the  features  of  his  invention  are  not 
the  principal  features  of  his  invention,  but  are  mere  minor  details. 

This  is  a  misapprehension  of  the  view  of  the  courts  below.  They 
confine  themselves,  as  it  was  proper  to  do,  to  the  claims  in  suit  and 
to  the  invention  exhibited  in  them,  and  in  considering  the  relation 
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of  the  patent  in  suit  with  foreign  patents  they  distinguished  between 
what  the  circuit  court  denominates  the  "  broad  and  basic  invention  " 
covered  by  those  claims  and  the  "  minor  part "  shown  in  the  foreign 
patents.  Petitioner  attempts  to  make  the  recording  and  reproduc- 
tion of  soimds  essential  parts  of  one  invention,  of  which  the  claims 
are  but  parts.  The  purpose  is  to  identify  the  invention  of  the  patent 
with  every  one  of  the  foreign  patents  and  bring  the  case  under  what 
is  conceived  to  be  the  doctrine  of  Siemens  v.  Sellers^  (123  U.  S.,  276.) 
That  case,  it  is  contended,  precludes  a  distinction  between  the 
claims  of  a  patent  into  basic  and  not  basic,  principal  or  subordinate, 
and  establishes  that  all  the  claims  of  a  home  patent  must  be  so  lim- 
ited as  to  expire  with  the  expiration  of  a  foreign  patent,  or  if  there 
be  more  than  one  prior  foreign  patent,  with  the  expiration  of  the 
one  having  the  shortest  term.  Upon  the  expiration  of  a  patent,  it 
is  argued,  all  of  its  claims  expire,  since,  as  this  Court  said  in  Siemens 
V.  Sellers^  as  it  is  contended — 

a  pateDt  cannot  be  considered  as  running  partly  to  one  date  and  partly  to  an- 
other, for  this  would  be  productive  of  endless  confusion.  In  other  words,  a 
patent  cannot  expire  in  parcels.  It  cannot  have  a  plurality  of  terms. 

Therefore  it  is  contended  that  it  is  the  patent,  and  not  the  separate 
claims  thereof,  which  are  by  the  statute  limited  to  expire  with  the 
foreign  patent.  Siemens  v.  Sellers  is  cited  for  this  doctrine,  as  we 
have  said,  and  also  the  following  cases:  Western  Electric  Co.  v. 
Citizens^  Telegraph  Co,^  (106  Fed.,  215;)  Sawyer  v.  Spindle  Co.^ 
(133  Fed.,  238,  affirmed  in  143  Fed.,  976;)  Thomson  &  Houston  Co. 
V.  McLean,  (153  Fed.,  883.) 

Siemens  v.  Sellers  is  especially  relied  upon,  and  whatever  there  is 
in  the  other  cases  that  support  the  contention  of  petitioner  is  based 
on  that  case.  In  Siemens  v.  Sellers  the  patent  passed  upon  was  for 
an  improved  regenerator-furnace,  so  called,  and  the  question  pre- 
sented was  whether  it  was  identical  with  that  described  in  an  expired 
English  patent.    The  Court  said: 

We  have  carefully  compared  the  two  patents,  the  English  and  American,  and 
can  see  no  essential  dllTerence  between  them.  They  describe  the  same  furnace 
in  all  essential  particulars.  The  English  specification  is  more  detailed,  and  the 
drawings  are  more  minute  and  full;  but  the  same  thing  is  described  in  both. 
There  is  only  one  claim  in  the  English  patent,  it  is  true.  But  that  claim,  un- 
der the  English  patent  system,  entitled  the  patentees  to  their  entire  invention, 
and  is  at  least  as  broad  and  comprehensive  as  all  four  claims  in  the  American 
patent. 

It  will  be  observed,  therefore,  that  there  was  no  distinction  in  the 
subject-matter  of  the  claims.  There  was  a  difference  in  the  number 
of  the  claims  arising  from  the  difference  in  the  patent  systems,  but 
the  claims  were  coextensive  in  substance  and  in  invention.  There 
was  no  question,  therefore,  of  a  difference  in  claims  covering  differ- 
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ent  inventions,  but  such  contingency,  it  is  contended,  is  embraced  in 
the  following  passage: 

It  is  contended  by  the  counsel  of  the  complainants  that  the  American  patent 
contains  improvements  which  are  not  exhibited  in  the  E^nglish  patent.  But  if 
this  were  so,  it  would  not  help  the  complainants.  The  principal  invention  is  in 
both;  and  if  the  American  patent  contains  additional  improvements,  this  fact 
cannot  save  the  patent  from  the  operation  of  the  law  which  is  invoked,  if  it  is 
subject  to  that  law  at  all.  A  patent  cannot  he  exempt  from  the  operation  of 
the  law  by  adding  some  new  improvements  to  the  invention ;  and  cannot  l>e  con- 
strued as  running  partly  from  one  date  and  partly  from  another.  This  would 
be  productive  of  endless  confusion. 

This  passage  must  be  construed  by  what  precedes  it.  It  was  said 
that  there  was  no  essential  difference  between  the  patents.  "They 
described  the  same  functions  in  all  essential  particulars,"  is  the  lan- 
guage used.  "The  principal  invention,"  therefore,  was  "the  same 
in  both,"  and  the  improvements,  which  it  was  asserted  the  American 
patent  contained,  did  not  destroy  its  essence  or  its  identity  with  the 
English  patent,  necessarily,  therefore,  did  not  save  it  "from  the 
operation  of  the  law."  And  the  court  meant  no  more  than  that.  It 
was  not  said  that  a  patentable  improvement  could  not  be  made  which 
could  be  secured  by  a  patent  which  would  endure  beyond  the  expira- 
tion of  a  prior  foreign  patent  for  that  which  was  improved.  Such 
a  ruling  would  contravene  the  right  given  by  the  statute.  Section 
4886  provides  that— 

any  person  who  has  invented  or  discovered  any  new  and  useful  art,  machine, 
manufacture,  or  composition  of  matter,  or  any  new  and  useful  improvement 
thereof    *    *    *    may  obtain  a  patent  therefor. 

The  improvement  would  be  the  invention  and  would  endure  for 
the  period  given  to  it  by  law.  Besides,  a  patent  may  embrace  more 
than  one  invention.  {Steinmetz  v.  Allen^  C.  D.,  1904,  703 ;  109  O.  G., 
649;  192  U.  S.,  543.)  A  process  and  an  apparatus  by  which  it  is 
performed  are  distinct  things.  They  may  be  found  in  one  patent ;  they 
may  be  made  the  subject  of  different  patents.  So  may  other  depend- 
ent and  related  inventions.  If  patented  separately  a  foreign  patent 
for  either  would  not  affect  the  other.  Why  would  such  effect  follow 
if  they  are  embraced  in  the  same  patent?  What  policy  of  the  law 
would  be  subserved  by  it?  The  purpose  of  section  4887  of  the  Re- 
vised Statutes  is  very  clear.  It  is  that  whenever  an  invention  is 
made  free  to  the  public  of  a  foreign  country  it  shall  be  free  in  this. 
The  statute  has  no  other  purpose.  It  is  not  intended  to  confound 
rights  and  to  make  one  invention  free  because  another  is  made  so. 
This  will  even  more  distinctly  appear  in  case  of  a  patent  for  a  com- 
bination, such  as  claim  35  is  of  the  patent  in  suit. 

A  combination  is  a  union  of  elements,  which  may  be  partly  old  and 
partly  new,  or  wholly  old  or  wholly  new.  But  whether  new  or  old, 
the  combination   is   a  means — an   invention— distinct   from   them* 
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They,  if  new,  may  be  inventions  and  the  proper  subjects  of  patents, 
or  they  may  be  covered  by  claims  in  the  same  patent  with  the  com- 
bination. 

But  whether  put  in  the  same  patent  with  the  combination  or  made 
the  subjects  of  separate  patents,  they  are  not  identical  with  the  com- 
bination. To  become  that  they  must  be  united  under  the  same 
cooperative  law.  Certainly,  one  element  it  not  the  combination  nor 
in  any  proper  sense  can  it  be  regarded  as  a  substantive  part  of  the 
invention  represented  by  the  combination,  and  it  can  make  no  diflfer- 
ence  whether  the  element  was  always  free  or  becomes  free  by  the 
expiration  of  a  prior  patent,  foreign  or  domestic.  In  making  a  com- 
bination an  inventor  has  the  whole  field  of  mechanics  to  draw  from. 
This  view  is  in  accordance  with  the  principles  of  the  patent  laws.  It 
is  in  accordance  with  the  policy  of  section  4887  of  the  Eevised  Stat- 
utes, which  is  urged  against  it.  That  policy  is,  as  we  have  seen,  that 
an  American  patent  is  not  precluded  by  a  foreign  patent  for  the  same 
invention,  but  if  a  foreign  patent  be  granted,  an  American  patent  is 
granted  upon  the  condition  that  the — 

Invention  shall  be  free  to  the  American  people  whenever,  by  reason  of  the 
expiration  of  the  foreign  patent,  it  becomes  free  to  the  people  abroad.  {Bate 
Refrigerating  Co.  v.  Sulzberger,  C.  D.,  1895,  233;  70  O.  G.,  1633;  157  U.  S., 
1,36.) 

And  all  of  the  provisions  of  the  statutes  are  accommodated.  Each 
invention  is  given  the  full  period  of  seventeen  years,  which  the  stat- 
ute prescribes  for  it.®  If  limited  at  all,  it  can  only  be  by  a  prior 
foreign  patent  identical  with  it.  Nor  can  confusion  result  Why 
should  it?  It  does  not  result  from  analogous  applications  of  the 
patent  laws.  Claims  are  independent  inventions.  One  may  be  in- 
fringed, others  not,  and  the  redress  of  the  patentee  is  limited  to  the 
injury  he  suffers,  not  by  the  abstract  rights  which  have  been  granted 
him  in  other  claims.  One  claim  may  be  valid,  all  the  rest  invalid; 
invalid  for  the  want  of  some  essential  patentable  attribute.  But 
what  is  good  remains  and  is  unaffected  by  its  illegal  associates.  In 
such  cases  the  patent  does  not  stand  or  fall  as  a  unity.  If  claims 
may  be  separable  as  in  the  case  of  infringement  of  some  and  not  of 
others;  if  claims  can  be  separable,  though  some  are  invalid,  may  they 
not  be  separable  when  some  of  them  have  expired?  Certainly  con- 
fusion cannot  arise  in  one  case  more  than  in  the  other.  Confusion 
might  result  in  such  circumstances  as  were  presented  in  Siemens  v. 

«Sec.  4884.  Every  patent  shaU  contain  a  short  title  or  description  of  the 
invention  or  discovery,  correctly  indicating  Its  nature  and  design,  and  a  grant 
to  the  patentee,  his  heirs  or  assigns,  for  the  term  of  seventeen  years,  of  the 
exclusive  right  to  make,  use,  and  vend  the  Invention  or  discovery  throughout 
the  United  States,  and  the  Territories  thereof,  referring  to  the  specification  for 
the  particulars  thereof.  A  copy  of  the  specification  and  drawings  shaU  be 
annexed  to  the  patent  and  be  a  part  thereof. 
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Sellers^  where  it  was  sought  to  extend  the  principal  invention — 
indeed  the  only  invention — ^by  the  date  of  a  mere  formal  improve- 
ment of  it.  In  such  case,  as  it  was  said,  the  patent — 
cannot  be  construed  as  running  partly  from  one  date  and  partly  from  another. 
In  the  light  of  these  principles  let  us  examine  the  foreign  patents 
relied  upon.  Special  stress  is  given  to  German  Patent  No.  53,622  to 
Berliner,  and  it  is  contended  that  it  expired  before  this  suit  was 
brought,  and  that  the  patent  in  suit  expired  with  it.  The  patent  refers 
to  two  others  in  which,  it  is  said,  there  is  described  an  apparatus  for 
the  recording  of  sound,  and  that — 

the  present  invention  [that  covered  by  the  patent]  relates  to  the  instrument  In 
the  part  of  the  apparatus  performing  the  reproduction. 

The  instrument  is  exhibited  by  a  drawing  and  is  specifically  de- 
scribed. Petitioner  says  that  that  instrument  covered  the  most  im- 
portant part  of  the  Berliner  gramophone,  and  that  Berliner  in  his 
Franklin  Institute  lecture  specifically  stated  that  of  the  three  prin- 
cipal features  of  the  improvement  of  the  patent  in  suit  the  reproducer 
formed  one.  But  granting  that  he  did  say  so,  and  that  it  is  so,  the 
inquiry  yet  remains,  is  it  identical  with  the  invention  of  claim  6  or 
claim  35  of  the  patent  in  suit?  It  is  not  of  claim  5,  for  that  is  for  a 
method,  and  a  method  is  independent  of  the  instruments  employed 
to  perform  it.  It  is  not  of  claim  35,  for  that  claim  is  for  a  c(Hnbina- 
tion,  and  one  element  is  not  the  combination.  Indeed,  all  of  the 
elements  are  not.  To  be  that — to  be  identical  with  the  invention 
of  the  combination — they  must  be  united  by  the  same  operative  law. 
Of  course,  an  element  is  a  part,  an  essential  part  of  the  combination, 
and  enters  as  an  operative  agent  in  the  performance  of  its  functions. 
But  this  does  not  make  it  identical  with  the  combination.  It  may  be 
novel,  patentable  of  itself,  subject  to  its  own  special  monopoly,  or  it 
may  be  free  for  everybody's  use,  but  whether  free  or  not  free,  free 
when  the  combination  was  formed  (invented)  or  became  free,  it  is 
not  identical  with  the  combination.  It -follows,  therefore,  that  the 
expiration  of  the  German  Patent  No.  53,622  for  the  reproducer  did 
not  affect  the  duration  of  the  patent  in  suit  so  far  as  claims  5  and  35 
are  concerned,  even  though  such  reproducer  is  made  the  subject  of 
one  of  the  claims  of  the  patent  in  suit.  To  some  extent  these  remarks 
are  applicable  to  all  the  foreign  patents  relied  on  by  petitioner. 

In  the  French  Patent  No.  207,090,  granted  to  Berliner,  the  claims 
cover  a  recorder  as  well  as  a  reproducer  of  sound.  They  are  prac- 
tically the  same  instrument,  and  are  denominated  respectively  in  the 
patent  as  a  recording  sound-box  and  as  a  reproducing  sound-box. 
As  the  first,  to  quote  the  patent,  it  is  used  to  "  trace  acoustic  curves 
upon  the  surface"  of  a  sound-record.  As  the  second,  that  is  as  a 
reproducer,   it   reproduces   the  sounds  which  made  the  "  acoustic 
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It  is  contended  by  respondent  that  the  recorder  and  reproducer  of 
the  patent  in  suit  differ  in  certain  details  of  construction  and  opera- 
tion from  the  recorder  and  reproducer  of  the  Grerman  and  French 
patents,  but  the  circuit  court  said  that  that  question  could  only  be 
determined  by  expert  testimony,  and  assumed  the  details  to  be  sub- 
stantially identical.  We  shall  do  the  same,  and  are  gf  the  opinion, 
for  the  reasons  which  we  have  given,  that  the  expiration  of  those 
patents,  the  French  patent  as  well  as  the  German  patent,  did  not 
carry  with  them  the  expiration  of  the  inventions  exhibited  in  claims 
6  and  35  of  the  patent  in  suit. 

It  is  further  contended  that  the  patent  in  suit  expired  with  the 
British,  French,  and  German  patents  of  November  8,  1887,  to  Ber- 
liner. These  patents,  it  is  contended,  are  for  the  "  basic  invention  " 
covered  by  claims  5  and  35  of  the  patent  in  suit.  The  patents  are 
identical,  and  therefore  we  consider  only  the  British  patent.  The 
reasoning  by  which  this  is  attempted  to  be  supported  is  somewhat 
circuitous.  Among  the  publications  referred  to  in  petitioner's  answer 
and  introduced  in  evidence  was  one  in  The  Electrical  World  tor 
November  12,  1887,  one  published  in  the  same  paper  August  18, 
1888,  and  a  paper  read  by  Berliner  before  the  Franklin  Institute 
May  16,  1888.  In  these  publications  there  is  description  of  the  in- 
vention, and  in  the  paper  read  before  the  Franklin  Institute  Ber- 
liner describes  the  genesis  of  his  ideas  and  the  ideas  of  others  in  the 
process  of  recording  and  reproducing  sounds.  He  entered  into. a 
somewhat  detailed  description  of  his  invention,  exhibited  a  machine 
and  gave  an  illustration  of  its  powers,  among  others  letting  the 
audience  "listen  to  some  phonaulograms,"  which  he  said  he  had 
prepared  within  two  weeks  before  in  Washington.  This  was  urged 
as  a  public  use,  but  the  circuit  court  decided  that  neither  that  lecture 
and  exhibition  nor  the  description  in  The  Electrical  World  in  1887, 
constituted  a  public  use  within  the  meaning  of  the  statutes.  And  the 
court  also  decided  that  the  broad  claims  of  the  patent  in  suit  were 
not  made  a  part  of  the  earlier  application  for  Patent  No.  564,586,  and 
that  that  omission,  even  when  combined  with  such  exhibition  and 
publication,  was  not  an  abandonment  and  forfeiture  of  those  claims. 
The  circuit  court  of  appeals  did  not  discuss  those  questions  or  express 
an  opinion  upon  them,  but  decided  that  the  specifications  in  the  ap- 
plication for  Patent  No.  564,586,  issued  subsequently  to  the  patent  in 
suit,  were  broad  enough  to  warrant  the  making  of  the  claims  in 
controversy  (5  and  35)  and  that  the  second  application  could  fairly 
be  considered  a  continuation  of  the  first,  and  antedated  the  alleged 
public  use.  If  this  be  so,  petitioner  contends,  the  two  patents  must 
be  treated  as  one  patent  covering  one  invention,  that  described  in 
No.  564,586,  and,  it  is  further  contended,  that  as  that  invention  was 
previously  patented  by  the  three  foreign  patents,  the  patent  in  suit 
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expired  with  them.    The  reasoning  is  extremely  technical,  and  we 
may  adopt  the  answer  made  to  it  by  the  circuit  court : 

An  examination  of  the  drawings  of  the  prior  British  patent  shows  that  there 
is  omitted  therefrom  Figure  10  of  the  United  States  Patent  No.  564,586,  which 
was  the  only  figure  illustrating  the  form  of  the  device  covered  by  the  claims 
here  in  suit  There  is  nothing  either  in  the  specifications  or  drawings  of  the 
said  British  patent  which  describes,  illustrates  or  shows  the  methods  or  ap- 
paratus of  the  claims  here  in  suit.  These  considerations  apply  equally  to  said 
earlier  German  and  French  patents. 

It  would  be  a  very  strange  application  of  section  4887  to  hold  that 
it  covers  what  is  omitted  from  a  foreign  patent  as  well  as  what  is 
included  in  such  patent.  At  any  rate,  whatever  was  the  ruling  in 
the  prior  suit,  in  the  suit  at  bar  the  circuit  court  and  the  circuit  court 
of  appeals  both  held  that  the  inventions  of  claims  5  and  35  of  the 
patent  in  suit  were  not  exhibited  in  the  Britisli  patent,  and  that  is  so 
far  a  question  of  fact,  pertains  so  much  to  evidence  rather  than  to  a 
construction  of  the  patents,  that  we  may  well  remit  it,  as  we  have 
other  questions  of  the  kind,  to  the  merits  of  the  case. 

There  yet  remains  the  Suess  Canadian  patent  to  be  considered.  It 
was  granted  to  Berliner  as  the  assignee  of  Suess,  and  Judge  Town- 
send,  in  the  circuit  court,  said  that  the  patent  disclosed  and  broadly 
claimed  the  invention  covered  by  the  claims  in  suit,  and  on  account 
of  it  defendant  (petitioner  here)  contended  that  Berliner  thereby  ad- 
mitted that  Suess  was  the  inventor  of  the  reproducing  apparatus  of 
those  claims;  that  in  his  application  as  the  assignee  of  Suess  he  aban- 
doned the  broad  claim  in  suit,  and  that  as  the  patent  covered  the  in- 
vention of  the  patent  in  suit  and  expired  in  1899,  the  patent  in  suit 
expired  with  it.    The  learned  judge  further  said : 

The  evidence  introduced  in  the  original  suit  showed  and  the  court  found  on 
the  Suess  patent  427,279  that  Suess  was  merely  an  improver  of  a  particular 
form  of  swinging  arm  device,  and  some  of  the  language  used  in  the  specifications 
of  this  Suess  Canadian  patent,  which,  however,  was  not  before  the  court  in  the 
original  suit,  seems  to  indicate  that  its  structure  is  merely  an  improvement  on 
the  broad  Berliner  invention,  and  Berliner  himself  afterward  applied  for  and 
obtained  a  Canadian  patent  for  the  broad  invention  covered  by  the  claims  here 
in  suit 

The  court,  however,  decided  that  the  Canadian  patent  in  terms 
described  and  claimed — 

the  broad  generic  Invention  of  Berliner  covered  by  the  claims  here  in  suit — 
and  to  establish  this  quoted  claims  5,  7,  and  II"  of  the  Canadian 
patent  and  concluded  that  if  that  patent  expired  in  1899  the  patent 

<'5.  In  an  apparatus  for  producing  sounds  from  a  record-tablet,  the  combi- 
nation with  a  reproducer  mechanism  consisting  of  a  sound-conveying  tube  and 
a  diaphragm  and  stylus  mounted  at  one  end  of  the  tube;  of  a  freely-swinging 
supporting-frame  for  the  said  reproducer  mechanism,  substantially  as  described. 

7.  In  an  apparatus  for  reproducing  sounds  from  a  record-tablet,  the  combi- 
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in  suit  also  expired.  The  court,  however,  decided,  expressing,  how- 
ever, some  hesitation,  that  the  patent  did  not  then  expire,  stating  the 
rule  to  be,  as  established  by  the  cases,  that  a  United  States  patent  is 
limited  by  the  term  expressed  in  the  foreign  patent  and  that  it  is  not 
affected  by  any  lapse  or  forfeiture  of  any  portion  of  the  term  by 
means  of  any  condition  subsequent. 

The  patent  was  granted  for  the  term  of  eighteen  years  from  its 
date,  February  11,  1893,  but  provides  as  follows: 

The  partial  fee  required  for  the  term  of  six  years  having  be«i  paid  to  the 
Commissioner  of  Patents,  this  patent  shall  cease  at  the  end  of  six  years  from 
date,  unless  at  or  before  the  expiration  of  the  said  term  the  holder  thereof  pay 
the  fee  required  for  the  further  term  or  terms  as  provided  by  law. 

And  it  appears  that  the  fee  for  the  second  term  of  six  years  was 
not  paid,  and  that  because  of  such  non-payment  the  patent  expired 
February  11, 1899.  The  contention  of  petitioner  is,  as  has  been  seen, 
that  the  patent  in  suit  expired  at  the  same  date  by  virtue  of  section 
4888,  Revised  Statutes.  The  necessary  effect  of  that  section,  it  is 
contended  by  petitioner,  being  that  if  by  any  act  of  omission  of 
the  patentee  the  invention  becomes  free  in  a  foreign  country  it 
becomes  free  in  this  country.  The  contention  of  the  respondent  is 
that  the  domestic  patent  endures  for  the  longest  possible  term  of  the 
foreign  patent.  In  other  words,  endures  for  the  period  expressed  in 
the  grant,  and  is  not  dependent  upon  or — 

subject  to  be  terminated  by  the  occurrence  or  non-concurrence  by  certain  facts 
which  would  require  extraneous  proof. 

These  opposing  contentions  are  discussed  at  great  length  by  coun- 
sel and  a  number  of  cases  are  cited. 

We  omit,  however,  the  consideration  of  the  cases  and  comment 
upon  the  arguments  based  upon  them,  as  we  think  the  questions 
involved  are  determined  by  Pohl  v.  Anchor  Breming  Co.^  (C.  D., 
1890,  275;  51  O.  G.,  156;  134  U.  S.,  381.)     It  is  there  decided  that— 

the  statute  manifestly  assumes  that  the  patent  previously  granted  in  a  foreign 
country  is  one  granted  for  a  definite  term ;  and  its  meaning  is,  that  the  United 
States  patent  shall  be  so  limited  as  to  expire  at  the  same  time  with  such  term 
of  the  foreign  patent. 

And  it  is  further  said  that  the  duration  of  the  United  States  patent 
is  not — 

nation  with  a  reproducer  mechanism  consisting  of  a  sound-conveyer,  and  a 
diaphragm  and  stylus  mounted  at  one  end  thereof;  of  a  supporting-frame  for 
the  said  reproducer,  loosely  pivoted  to  swing  freely  both  laterally  and  vertically, 
substantially  as  described. 

11.  In  an  apparatus  for  reproducing  sounds  from  a  rotating  record-tablet,  a 
reproducing-stylus  mounted  to  have  a  free  movement  over  the  surface  of  the 
record-tablet,  substantially  as  described. 
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limltecl  by  any  lapsing  or  forfeiture  of  any  portion  of  the  term  of  such  foreign 
patent,  by  means  of  the  operation  of  a  condition  subsequent,  according  to  the 
foreign  statute. 

From  these  views  it  follows  that  there  was  no  abuse  of  discretion  in 
granting  the  preliminary  injunction,  and  the  decree  is  affirmed. 


[Sapreme  Court  of  the  United  States.] 

Leeds  &  Catlin  Company  v,  Victor  Talking  Machine  CJobipany 
AND  United  States  Gramophone  Company. 

Decided  April  19,  1909. 

144  O.  G.,  1095. 

1.  Infringement — CJontrifutoby — Sale  of  Parts  to  be  used  in  a  Patented 

Combination. 
The  manufacture  and  sale  of  unpatented  disk  records  for  use  In  a  talk- 
ing-machine covered  by  the  Berliner  patent.  No.  534,543,  in  which  the  disk 
record  is  an  essential  element,  constitutes  contributory  Infringement  of 
that  patent. 

2.  Same — Same — Repair  and  Reconstbuction. 

The  sale  of  unpatented  disk  records  for  use  in  talking-machines  made  in 
accordance  with  the  Berliner  patent,  No.  534,543,  which  covers  the  com- 
bination of  the  record  and  a  reproducing-stylus  shaped  for  engagement 
with  the  record  and  free  to  be  vibrated  and  propelled  by  the  same,  does 
not  come  within  the  doctrine  of  permissible  repair  of  the  patented  device, 
but  amounts  to  reconstruction.  The  record  is  not  perishable  or  subject  to 
decay  within  the  meaning  of  this  doctrine,  but  is  capable  of  remaining 
useful  for  an  Indefinite  period,  and  the  sale  of  such  records  was  not  for 
the  purpose  of  replacing  worn-out  parts,  but  for  the  purpose  of  increasing 
the  repertory  of  tunes. 

Mr.  Louis  Hicks  for  the  petitioner. 
Mr.  Horace  Pettit  for  the  respondent. 

Mr.  Justice  McKenna  delivered  the  opinion  of  the  Court. 

This  writ  was  issued  to  bring  up  for  review  the  judgment  of  the 
circuit  court,  affirmed  by  the  circuit  court  of  appeals,  adjudging 
petitioner  guilty  of  contempt  of  court  for  violating  the  injunction 
which  has  just  been  considered  in  No.  80,  and  to  pay  a  fine  of  $1,000, 
one-half  to  the  United  States  and  one-half  to  complainants  in  the 
suit,  respondents  here. 

The  injunction,  as  we  said  in  the  opinion  in  No.  80,  enjoined  peti- 
tioner, the  Leeds  &  Catlin  Company,  from  manufacturing,  using  or 
selling  the  method  expressed  in  claim  5  of  Letters  Patent  No. 
634,543  to  Emil  Berliner,  dated  February  19,  1896,  or  the  apparatus 
covered  by  claim  36. 
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On  the  15th  of  November,  1906,  respondent,  Victor  Talking  Ma- 
chine Company,  filed  a  petition  in  the  circuit  court,  charging  peti- 
tioner with  a  violation  of  such  injunction.  A  rule  was  issued  against 
the  Leeds  &  Catlin  Company  to  show  cause  why  an  attachment 
should  not  issue  against  it  for  contempt  of  court  for  violating  the 
injunction,  which  came  on  to  be  heard  upon  supporting  and  opposing 
affidavits  and  the  answer  of  the  Leeds  &  Catlin  Company. 

A  judgment  was  entered  adjudging  the  Leeds  &  Catlin  Company 
guilty  of  contempt,  which  was  affirmed  by  the  circuit  court  of  ap- 
peals.    (150  Fed.  Eep.,  147;  154  Fed.  Eep.,  58.) 

The  answer  of  petitioner  referred  to  the  record  in  No.  80,  and  in 
this  Court  it  is  stipulated  that  that  record  shall  be  used  as  part  of 
the  record  in  the  pending  cases,  and  certain  of  the  defenses  there 
made  are  repeated  here.  For  instance,  it  is  contended,  and  the 
record  in  No.  80  is  adduced  to  support  the  contention,  that  (1)  the 
patent  in  suit  having  expired  before  the  suit  was  begun,  the  circuit 
court  was  without  jurisdiction  to  entertain  the  suit;  (2)  claims  in 
suit  being  for  the  functions  of  a  machine  are  void.  And  it  is  fur- 
ther contended  that — 

hence  the  Judgment  finding  defendant  [petitioner]  in  contempt  (a)  was  void, 
because  beyond  the  jurisdiction  of  the  court;  and  (&)  should  be  set  aside, 
because  the  claims  being  void  the  injunction  was  improperly  granted. 

These  contenti6ns  are  disposed  of  by  the  opinion  in  No.  80,  and  we 
may  confine  our  discussions  to  the  other  defenses  made  in  the  con- 
tempt proceedings. 

The  facts  are  practically  undisputed,  and  a  detail  of  them  is  un- 
necessary. It  is  enough  to  say  that  petitioner  is  a  manufacturer  of 
disk  records,  such  as  are  described  in  No.  80.  That  is,  a  record  upon 
which  is  inscribed  a  lateral  undulating  groove  of  even  depth,  which, 
when  the  disk  is  revolved,  compels  the  reproducing-stylus  to  be 
vibrated  and  propelled  across  its  face. 

It  will  be  observed  how  important  the  record  is  to  the  invention 
embodied  in  the  claims.  It  is  the  undulations  in  the  side  walls  of 
the  spiral  groove  which  vibrate  the  stylus  back  and  forth,  trans- 
mitting the  recorded  sound-waves  to  the  diaphragm,  at  the  same  time 
propelling  the  stylus  as  it  engages  with  the  record.  If  a  comparison 
may  be  made  between  the  importance  of  the  elements,  as  high  a 
degree  (if  not  a  higher  degree)  must  be  awarded  to  the  disk  with 
its  lateral  undulations  as  to  the  stylus.  It  is  the  disk  that  serves  to 
distinguish  the  invention — to  mark  the  advance  upon  the  prior  art. 

As  to  the  reproducing-stylus — 
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as  is  said  by  respondent — 

it  is  ODly  necessary  that  it  should  be  shaped  for  engagement  with  the  record 
and  so  positioned  and  supported  as  to  be  free  to  be  vibrated  and  propelled  by 
the  record. 

The  lower  courts  found  that  most  of  the  sales  (we  quote  from  the 
opinion  of  the  circuit  court  of  appeals)  of  the  records  by  petitioner — 

were  knowingly  made  to  enable  the  owners  of  the  Victor  Talking  Machines  to 
reproduce  such  musical  pieces  as  they  wished  by  the  combination  of  the  Leeds 
&  Gatlin  record  with  said  machines;  and  that  the  Leeds  &  Catlin  Company 
made  no  effort  to  restrict  the  use  to  which  their  records  might  be  put  until 
after  motion  to  punish  for  contempt  had  l)een  made;  that  the  only  effort  at 
such  restriction  ever  made  was  to  answer  upon  the  face  of  the  record  and  notice 
to  the  effect  that  such  record  was  intended  and  sold  for  use  with  the  "feed- 
device  machine ; "  that  the  records  sold  by  plaintiff  in  error  [petitioner]  were 
far  more  frequently  bought  to  increase  the  repertory  of  the  purchaser's  Victor 
machine  than  to  replace  worn-out  or  broken  records. 

The  "  feed-device  machine  "  referred  to  by  the  court  was  a  talking- 
machine  bought  by  petitioner  after,  as  petitioner  avers,  the  circuit 
court  of  appeals  affirmed  the  injunction,  and  in  connection  with  which 
it  sold,  as  it  also  avers,  and  used,  its  sound-records.  The  court 
assumed,  for  the  purpose  of  the  cause,  that  the  feed-device  machine 
might  be  regarded  as  not  infringing  any  of  the  rights  of  the  Victor 
Company  under  the  Beliner  patent.  ITie  court  further  found  that 
it  was  established  by  the  evidence  that  the  disks  were  equally  suitable 
for  that  machine  as  for  the  machine  of  the  Victor  Company,  but 
that  it — 

was  not  at  or  before  the  time  of  beginning  this  proceeding  a  practically  or  com- 
mercially known  reproducer  of  musical  or  spoken  sound,  whereas  the  Victor 
machine,  embodying  the  claims  of  the  Berliner  patent  here  under  consideration, 
was  at  such  times  widely  known  and  generally  used,  and  that  the  plaintiff  in 
error  [petitioner]  knew,  and  sold  its  records  with  the  knowledge,  that  if  its 
output  was  to  be  used  at  all  by  the  public  it  would  be  used  with  the  Victor 
machine,  and  in  the  combination  protected  by  the  claims  of  the  Berliner  patent, 
before  referred  to. 

And  the  court  concluded  that  upon  these  facts  it  was  clear  that 
petitioner  had — 

made  and  sold  a  single  element  of  the  claims  of  the  Berliner  patent,  with  the 
Intent  that  it  should  be  united  to  the  other  elements  and  complete  the  combina- 
tion. And  this  is  infringement  {Heaton  Peninsular  Co.  v.  Eureka  Co.,  C.  D., 
1897,  216;  78  O.  G.,  171 ;  77  Fed.,  297;  adopted  by  this  court,  Cortelyou  v.  Lowe, 
111  Fed.,  1005.) 

Petitioner  contests  the  conclusion  and  opposes  it  by  the  principle, 
which,  it  is  contended,  is  established  by  cases  in  this  Court,  as  well 
as  at  circuit,  that — 

the  person  who  has  purchased  a  patented  combination  from  the  patentee  has 
the  right  to  replace  an  unpatented  element  of  the  combination  and  for  such 

21895— H.  Doc.  124, 61-2 36 
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purt)ose  to  purchase  such  element  from  another  than  the  patentee  or  his 
licensee. 

To  bring  this  principle  in  clear  relief  it  is  said  that — 

the  majority  of  the  circuit  court  of  appeals  has  held  that  such  replacement  of  a 
single  unpatented  element  of  the  combination  is  reconstruction  and  not  within 
the  rights  of  the  purchaser  of  the  patented  combhiatlon  from  the  patentee. 

And,  to  complete  its  argument,  petitioner  adds  that  where  an  in- 
ventor so  arranges  the  parts  of  his  patented  combination  that  it  can- 
not satisfactorily,  successfully,  or  usefully  be  c<Hitinued  in  use,  witti- 
out  successive  replacements  of  one  of  its  elements — 

the  replacement  of  such  element,  if  unpatented,  by  the  purchaser  of  the  combi- 
nation from  the  patentee  is  In  accordance  toith  the  intention  of  the  patentee  and 
not  a  reconstruction  of  the  patented  combination,  but  an  act  within  the  rights 
of  the  purchaser. 

For  these  principles  Morgan  Envelope  Co.  v.  Albany  Paper  Go.j 
(C.  D.,  1894,  238;  67  O.  G.,  271;  152  U.  S.,  425;)  WOson  v.  Simpson, 
(9  How.,  109;)  Goodyear  Co.  v.  Jackson,  (112  Fed.,  146,)  are 
adduced. 

The  question  in  the  case,  therefore,  is  single  and  direct,  and  its  dis- 
cussion may  be  brought  to  a  narrow  compass.  Its  solution  depends 
upon  the  application  of  some  rudimentary  principles  of  patent  law. 

A  combination  is  a  composition  of  elements,  some  of  which  may  be 
old  and  others  new,  or  all  old,  or  all  new.  It  is,  however,  the  combi- 
nation ^hat  is  the  invention,  and  is  as  much  a  unit  in  contemplation 
of  law  as  a  single  or  non-composite  instrument.  Whoever  uses  it 
without  permission  is  an  infringer  of  it.  Whoever  contributes  to 
such  use  is  an  infringer  of  it.  It  may  be  well  here  to  get  rid  of  a  mis- 
leading consideration.  It  can  make  no  difference  as  to  the  infringe- 
ment or  non-infringement  of  a  combination  that  one  of  its  elements  or 
all  of  its  elements  are  unpatented.  For  instance,  in  the  case  at  bar 
the  issue  between  the  parties  would  be  exactly  the  same,  even  if  the 
record-disk  were  a  patented  article  which  petitioner  had  a  license  to 
use  or  to  which  respondent  had  no  rights  independent  of  his  right  to 
its  use  in  the  combination.  In  other  words,  the  fact  that  the  disk 
sold  by  petitioner  is  unpatented  does  not  affect  the  question  involved 
except  to  give  an  appearance  of  a  limitation  of  the  rights  of  an  owner 
of  a  Victor  machine  other  than  those  which  attach  to  him  as  pur- 
chaser. The  question  is,  what  is  the  relation  of  the  purchaser  to  the 
Victor  Company  ?  What  rights  does  he  derive  from  it  ?  To  use  the 
machine,  of  course,  but  it  is  the  concession  of  the  argument  of  peti- 
tioner that  he  may  not  reconstruct  it.  Has  he  a  license  to  repair 
deterioration,  and  when  does  repair  become  reconstruction  ?  It  would 
seem  that  on  principle  when  deterioration  of  an  element  has  reached 
the  point  of  unfitness  there  is  a  destruction  of  the  combination  and  a 
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renewal  of  the  element  is  a  reconstruction  of  the  combination.  And 
it  would  also  seem  on  principle  that  there  could  be  no  license  implied 
from  difference  in  the  durability  of  the  elements  or  periodicity  in 
their  use.  This,  however,  is  asserted,  and  we  come  to  the  considera- 
tion of  the  cases  upon  which  the  assertion  is  based,  and  how  far  it 
has  application  under  the  facts  of  this  record. 

Great  stress  is  put  upon  Morgan  Envelope  Co.  v.  Albany  Co.^  supra. 
That  case  was  a  bill  in  equity  for  the  infringement  of  three  Letters 
Patent,  one  for  a  "  package  of  toilet-paper,"  known  as  an  "  oval  roll  " 
or  "  oval  king  "  package ;  one  for  a  "  toilet-paper  fixture,"  and  one 
for  an  "  apparatus  for  holding  toilet-paper."  The  first  patent  was 
declared  invalid  for  want  of  novelty.  Of  the  other  two  it  was  said 
that  they  were  practically  the  same  and  were  for  a — 
combination  of  the  paper-roH  described  in  the  former  patent,  with  a  mechanism 
for  the  delivery  of  the  paper  to  the  user  In  an  economical  manner. 

It  was  conceded  that  the  mechanism  of  the  patents  involved  pat- 
entable novelty,  but  it  was  contended  that  it  being  constructed  for 
the  purpose  of  delivering  paper  to  users  in  convenient  length  such  a 
roll  was  not  a  proper  part  of  the  combination,  and  that,  conceding 
it  was  a  part  of  the  combination,  there  was  no  infringement.  The 
first  contention,  the  Court  said,  raised  the  question  whether,  when  a 
machine  is  designed  to  manufacture,  distribute  or  serve  out  to  users 
a  certain  article,  the  article  so  dealt  with  can  be  said  to  be  a  part  of 
the  combination  of  which  the  machine  itself  is  another  part.  In 
commenting  on  the  question  the  Court  expressed  the  view  that  if  the 
contention  could  be  sustained — 

it  would  seem  to  follow  that  the  log  which  is  sawn  In  the  mill,  the  wheat  which 
is  ground  by  rollers,  the  pin  which  Is  produced  by  the  patented  machine,  the 
paper  which  is  folded  and  delivered  by  the  printing-press — 

might  be  claimed  as  an  element  of  a  combination.  The  Court,  how- 
ever, refrained  from  expressing  an  opinion  upon  the  point,  because 
it  conceived  that  the  facts  of  the  case  failed  to  sustain  the  charge  of 
infringement.  And  this  on  the  ground  that  the  defendants  in  the 
suit  had  neither  made,  sold,  nor  used  the  patented  mechanism,  except 
as  they  purchased  it  from  the  patentee,  and  the  only  acts  proven 
against  them  were  that  they  sold  rolls  of  paper  of  their  own  manufac- 
ture with  fixtures  manufactured  and  sold  by  the  plaintiff,  the  fixtures 
having  been  obtained  by  defendants  from  the  original  purchasers  of 
the  patented  combination ;  and  also  of  selling  oval  rolls  of  paper  of 
their  own  manufacture  to  persons  who  had  previously  purchased  fix- 
tures and  paper  from  the  plaintiff,  with  the  knowledge  and  informa- 
tion that  the  paper  so  sold  was  to  be  used  in  connection  with  plain- 
tiff's fixtures.  The  Court  stated  the  question  to  be  whether,  consid- 
ering the  combination  of  the  oval  roll  with  the  fixture  to  be  a  valid 
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combination,  the  sale  of  one  element  of  such  (italic  ours)  a  combina- 
tion with  the  intention  that  it  should  be  used  with  the  other  elements 
was  an  infringement.  The  answer  was  in  the  negative.  The  Court, 
however,  stated,  that  there  were  cases  to  the  effect  that  the  sale  of  one 
element  of  a  combination  with  intention  that  it  should  be  used  with 
another  was  an  infringement,  but  decided  that  they  had  no  applica- 
tion to  one  where  the  element  made  by  the  alleged  infringer  was — 

an  article  of  manufacture,  perishable  in  its  nature,  which  it  is  the  object  of 
the  mechanism  to  deliver,  and  must  be  renewed  periodically  whenever  the 
device  is  put  to  use. 

The  case,  therefore,  is  not  a  precedent  for  the  decision  of  that  at 
bar.  Not  one  of  the  determining  factors  there  stated  exist  in  the  case 
at  bar.  If  the  operative  relation  of  the  paper-roll  to  the  mechanism 
was  as  illustrated,  (and  the  Court  left  no  doubt  that  it  was,)  that  is, 
of  the  log  to  the  saw  in  the  mill,  wheat  to  the  rollers  which  grind  it, 
pins  which  are  produced  by  a  patent  machine ;  in  other  words,  in  no 
more  operative  relation  than  a  machine  and  its  product  are,  the  inval- 
idity of  the  combination  was  hardly  questionable.  And,  besides,  it 
was  made  a  determining  circumstance  that  the  paper  perished  by  its 
use,  and  a  periodical  renewal  was  indicated  to  be  a  renewal  "  when- 
ever the  device  was  put  to  use."  The  case  has  no  principle  or  reason- 
ing applicable  to  the  case  at  bar.  The  combination  in  the  case  at  bar 
is  valid,  as  we  have  unhesitatingly  declared.  The  function  it  per- 
forms is  the  result  of  the  joint  action  of  the  disk  and  the  stylus.  The 
disk  is  not  a  mere  concomitant  to  the  stylus ;  it  coacts  with  the  stylus 
to  produce  the  result.  Indeed,  as  we  have  seen,  it  is  the  distinction  of 
the  invention,  constituting,  by  its  laterally-undulating  line  of  even 
depth  and  the  effect  thereof,  the  advance  upon  the  prior  art.  To 
confound  its  active  cooperation  with  the  mere  passivity  of  the  paper 
in  the  mechanism  described  in  the  Morgan  Envelope  Campany  is  not 
only  to  confound  essential  distinctions  made  by  the  patent  laws,  but 
essential  distinctions  between  entirely  different  things.  Besides,  the 
lower  courts  found  that  the  disks  were  not  perishable.  As  said  by 
the  court  of  appeals,  by  Judge  Hough: 

Disk  records  are  fragile,  i.  e.,  brittle  and  easily  broken;  but  they  are  not 
perishable,  <.  e.,  subject  to  decay  by  their  inherent  qualities,  or  consumed  by 
few  uses  or  a  single  use.  Neither  are  they  temporary,  t.  c,  not  intended  to 
endure ;  on  the  contrary,  we  And  tliat  they  are  capable  of  remaining  useful  for 
an  indefinite  period,  and  believe  they  usually  last  as  long  as  does  the  vogue  of 
the  sounds  they  record. 

Can  petitioner  find  justification  under  the  right  of  repair  and 
replacement  as  described  in  WiZson  v.  Simpson  et  aZ.,  (9  How.,  109) 
and  Chappel  v.  Breslan  Billing  Co.  (22  How.,  217)  ?    The  court  of 
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appeals,  in  passing  on  these  cases,  considered  that  there  was  no  es- 
sential difference  between  the  meaning  of  the  words  "  repair  and 
replacement."  That  they  both  meant  restoration  of  worn-out  parts. 
This  distinction  was  recognized  in  Wilson  v.  Simpson^  supra^  where 
it  is  said  that  the  language  of  the  court  in  Wtlson^s  and  Rousaan^s 
Case  (4  How.,  709)  did  not  permit  the  assignee  of  a  patent  to  make 
other  machines  or  reconstruct  them  in  gross  upon  the  frame  of  ma- 
chines which  the  assignee  had  in  use — 

but  It  does  comprehend  and  permit  the  resnpply  of  the  effective  ultimate  tool 
of  the  Invention,  which  is  liable  to  be  often  worn  out  or  to  become  inoperative 
for  Its  Intended  effect  which  the  Inventor  contemplated  would  have  to  be  fre- 
quently replaced  anew,  during  the  time  that  the  machine  as  a  whole  might  last. 

But  there  is  no  pretense  in  the  case  at  bar  of  mending  broken  or 
worn-out  records,  or  of  repairing  or  replacing  "  the  operative  ulti- 
mate tool  of  the  invention  "  which  has  deteriorated  by  use.  The 
sales  of  petitioner,  as  found  by  the  courts  below,  and  as  established 
by  the  evidence,  were  not  to  furnish  new  records  identical  with  those 
originally  offered  by  the  Victor  Company,  but,  to  use  the  language  of 
Judge  Lacombe  in  the  circuit  court — 

more  frequently  in  order  to  increase  the  repertory  of  tunes  than  as  substituted 
for  worn-out  records. 

The  right  of  substitution  or  "  resupply  "  of  an  element  depends 
upon  the  same  test.  The  license  granted  to  a  purchaser  of  a  patented 
combination  is  to  preserve  its  fitness  for  use  so  far  as  it  may  be  af- 
fected by  wear  or  breakage.     Beyond  this  there  is  no  license. 

It  is  further  contended  by  petitioner  that  the  disk  records,  being 
unpatented  articles  of  commerce  which  could  be  used  upon  the  me- 
chanical feed-device  machine  or  exported  to  foreign  countries,  or 
concededly  for  repair  of  machines  sold  by  respondent,  petitioner  could 
legally  sell  the  same.  A  detailed  comment  on  this  contention  or  of 
the  cases  cited  to  support  it  we  need  not  make.  The  facts  of  the  case 
exclude  petitioner  from  the  situation  which  is  the  foundation  of  the 
contention.  The  injunction  did  not  forbid  the  use  of  the  records, 
except  in  violation  of  claims  5  and  35  of  respondent's  patent.  The 
judgment  for  contempt  was  based  upon  the  facts  which  we  have  de- 
tailed and  they  show  a  sale  of  the  records  for  use  in  the  Victor  ma- 
chine, "  an  entirely  voluntary  and  intentional "  (to  use  the  language 
of  Judge  Lacombe)  contributory  infringement. 

We  have  seen  that  the  circuit  court  of  appeals  assumed,  for  the 
purposes  of  this  cause,  that  the  feed-device  machine  was  not  an  in- 
fringement of  the  machine  of  the  patent.  We  may  assume  the  same, 
and  we  are  relieved  from  reviewing  the  very  long  and  complex  affi- 
davits submitted  by  the  petitioner  to  explain  the  same,  petitioner's 
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relation  to  it  or  its  position  in  the  art  of  sound  reproduction.  Peti- 
tioner was  found  guilty  of  selling  records  which  constituted  an  ele- 
ment in  the  combination  of  the  patent  in  suit,  and  for  that  petitioner 
was  punished.  Upon  whatever  questions  or  contentions  may  arise 
from  the  use  of  the  feed-device  machine  we  reserve  opinion. 

We  have  not  reviewed  or  commented  upon  the  other  cases  cited 
respectively  by  petitioner  and  respondents  in  support  of  their  con- 
tentions, deeming  those  we  have  considered  and  the  principles  we 
have  announced  sufficient  for  our  decision. 

Judgment  afjiTmed. 


[Sapreme  Court  of  the  United  States.] 

Johnson  v.  Mueser. 

DecULeA  February  23,  1909. 

145  O.  G.,  767. 

Decision  of  the  Coubt  of  Appeals  of  the  District  of  Columbia  in  Inteb- 

FEBENCE — Not   Final — No  Appeal   to  the   Supbeme   Ck>UBT  or  thb 

United  States. 

The  ruling  In  Fraach  v.  Moore  (C.  D.,  1908,  609;  137  O.  G.,  230;  211 

U.  S.,  1,)  followed  to  the  effect  that  decisions  of  the  Court  of  Appeals  of 

the  District  of  Columbia  on  appeals  from  the  Commissioner  of  Patentci 

are  not  appealable  to  the  Supreme  Court  of  the  United  States. 

Mr.  Melville  Church  and  Mr.  James  A.  Carr  for  the  appellant. 
Mr.  Stephen  J.  Cox  and  Mr.  W.  R.  Baird  for  the  appellee. 

Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the  Court 
This  was  a  proceeding  of  interference  in  which  the  Examiner  of 
Interferences  awarded  priority  to  Mueser.  This  decision  was  in 
turn  affirmed  by  the  Examiners-in-Chief  and  by  the  Commissioner. 
From  the  decision  of  the  Commissioner  an  appeal  was  taken  to  the 
Court  of  Appeals  of  the  District  of  Columbia,  and  that  court  affirmed 
the  decision  of  the  Commissioner  of  Patents,  and  directed  that  its 
own  decision  be  certified  to  the  Commissioner  of  Patents,  as  required 
by  law.  The  court  held  that  in  such  a  proceeding  it  would  not 
review  the  action  of  the  Patent  Office  in  deciding  that  the  issue  was 
a  patentable  one,  but  would  confine  its  consideration  to  the  question 
of  priority  alone.  {Ante,  437;  145  O.  G.,  764;  29  App.  D.  C,  61.) 
And  in  the  course  of  its  opinion  the  Court  said : 

It  must  be  borne  in  mind  that  the  final  Judgment  of  this  court  entitling  a 
claimant  to  a  patent  In  either  an  ex  parte,  or  an  interference  proceeding,  is 
not  conclusive  of  either  patentability  or  priority.    The  patent,  when  issned. 
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may  be  attacked  in  the  courts  by  parties  whose  interests  may  be  affected  by 
the  monopoly  claimed  thereunder ;  and  the  defeated  party  has  another  remedy 
by  proceeding  in  a  court  of  equity  as  provided  in  section  4915,  Revised  Statutes. 

We  think  our  ruling  in  Fraach  v.  Moore  (C.  D.,  1908,  609;  137 
O.  G.,  230;  211  U.  S.,  1)  is  applicable,  and  that  this  writ  of  error 
must  be  disposed  of  accordingly.  The  application  for  certiorari  must 
take  the  same  course.    Writ  of  error  dismissed.    Certiorari  denied. 


[Supreme  Court  of  the  United  States.] 

Steward  et  al.  v.  American  Lava  Company  et  al.    Kirchberobr 

et  al.  V.  American  Lava  Company  et  al. 

Decided  November  29,  1909, 

149  O.  G.,  602. 

Patentabiutt — New  Matter — Claims  Based  on  Theobt  op  Operation  Not 
Originally  Disclosed. 
Where  an  application  as  originally  filed  did  not  differentiate  from  the 
prior  art  either  in  construction  or  theory  of  operation  and  an  amendment 
thereto  was  filed,  without  verification  by  the  inventor,  introducing  a  new 
theory  of  operation  and  containing  process  claims  covering  such  theory, 
such  claims  are  invalid  as  covering  new  matter. 

Mr.  Loiiis  C.  Raegener  for  the  petitioners. 
Mr.  Charles  Neave  for  the  respondents. 

Mr.  Justice  Holmes  delivered  the  opinion  of  the  Court. 

These  are  bills  in  equity  brought  by  the  petitioners  to  restrain  the 
infringement  of  Letters  Patent  No.  589,342,  issued  to  the  assignee  of 
Edward  J.  Dolan,  and  dated  August  31,  1897.  The  patent  was  held 
invalid  by  the  Circuit  Court  of  Appeals  for  the  Sixth  Circuit.  (155 
Fed.  Rep.,  731  and  740;  84  C.  C.  A.,  157  and  166.)  It  had  been  sus- 
tained by  the  Circuit  Court  of  Appeals  for  the  Second  Circuit, 
{Kirckherger  v.  American  Acetylene  Burner  Co.^  128  Fed.,  599 ;  64 
C.  C.  A.,  107,)  and  a  writ  of  certiorari  was  granted  by  this  Court 
to  the  first-mentioned  circuit  court  of  appeals. 

The  patent,  so  far  as  it  comes  in  question  here,  is  for  a  tip  for 
acetylene-gas  burners  and  for  the  process  of  burning  acetylene  gas 
in  the  mode  set  forth.  The  court  below  held  that  the  tip  was  not 
new,  that  the  description  was  too  indefinite,  that  the  amended  specifi- 
cations brought  in  entirely  new  matter  not  sworn  to,  and  that  the 
claims  for  processes  so  called  were  only  claims  for  the  functions  of 
the  tip  described. 
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A  few  words  as  to  the  conditions  and  knowledge  at  the  time  of 
the  alleged  invention  will  help  to  make  the  discussion  plain.  Acety- 
lene gas  began  to  be  produced  on  a  large  scale  for  commercial  pur- 
poses about  1895.  It  is  very  rich  in  carbon,  and  therefore  has  great 
illuminating  power,  but  for  the  same  reason  coupled  with  the  rela- 
tively low  heat  at  which  it  dissociates  and  sets  carbon  free,  it  de- 
posited soot  or  unconsumed  carbon  and  soon  clogged  the  burners 
then  in  use.  It  was  possible  to  secure  a  complete  consumption  of 
carbon  by  means  of  the  well-known  Bunsen  burner.  This  consists  ol 
a  tube  or  cylinder  pierced  on  the  sides  with  holes  for  the  admission 
of  the  air,  into  one  end  of  which  a  fine  stream  of  gas  is  projected 
through  a  minute  aperture  and  from  the  other  end  of  which  it  escapes 
and  then  is  burned.  A  high  pressure  is  necessary  for  the  gas  in  order 
to  prevent  its  burning  back.  The  ordinary  use  of  the  Bunsen  burner 
is  to  develop  heat  and  to  that  end  a  complete  combustion  of  course  is 
desired.  But  with  an  immediately  complete  combustion  there  is  little 
light.  The  yellow  light  of  candles  and  gas-jets  is  due  to  free  particles 
of  carbon  at  a  red  heat,  but  not  yet  combined  with  oxygen,  or,  as  we 
commonly  say,  consumed.  On  the  appearance  of  acetylene  gas  in- 
ventors at  once  sought  to  apply  the  principle  of  the  Bunsen  burner 
with  such  modifications  as  would  produce  this  result.  In  doing  so 
they  found  it  best  to  use  duplex  burners,  that  is,  burners  the  outlets 
of  which  were  inclined  toward  each  other  so  that  the  meeting  of  the 
two  streams  of  gas  formed  a  flat  flame,  and  to  let  in  less  air. 

In  this  state  of  things  Dolan  filed  his  application  on  February  18, 
1897.    The  object  was  said  to  be — 

to  provide  a  burner  the  use  of  which  wiU  result  In  perfect  combustion  of  the 
gas  and  the  production  of  a  flame  which  will  afford  the  greatest  possible  degree 
of  light  from  a  given  amount  of  gas  consumed. 

A  duplex  burner  on  the  Bunsen  plan  was  described,  but  with  no 
indication  of  any  patentable  device.  The  drawings  were  merely  dia- 
grams, and,  with  reference  to  what  is  to  follow,  we  may  mention  that 
two  of  them  show  two  sets  of  air-holes,  one  above  the  other,  and  that 
the  specification  even  now  expressly  allows  "  two  or  more  "  sets.  The 
claims  were  rejected  on  April  6,  1897,  and  in  the  same  month  Dolan 
changed  his  attorney.  On  May  20  a  new  specification  and  new  claims 
were  filed  by  the  new  attorney,  but  not  sworn  to  by  Dolan,  and  on 
these,  with  no  material  change,  the  patent  was  granted.  In  this 
specification,  as  in  the  former,  though  in  different  words,  it  is  said 
that— 

in  order  to  prevent  the  deposit  of  carbon  within  the  burner  or  at  the  burner- 
top  and  thereby  Insure  a  perfect  combustion  and  a  smokeless  flame  at  the  point 
where  the  same  is  formed,  I  provide  a  series  of  inclined  air-paasages,  a,  a, 
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which  lead  into  the  enlarged  passage,  E,  above  the  point  at  which  the  contracted 
opening,  O,  is  provided.^ 

The  inclined  air-passages  are  the  holes  in  the  sides  of  the  Bunsen 
burner,  E  is  the  cylinder,  or  tube,  and  the  contracted  opening,  C,  is 
the  point  at  which  the  gas  enters  the  tube.  This  device,  and  nothing 
else,  is  pointed  out  as  the  means  for  preventing  the  clogging  of  the 
tips.    A  preference  is  stated  for  a  burner  in  duplex  form. 

In  the  new  specification,  however,  it  was  said  that  the  operation 
"  seems  to  be  "  that  the  gas  draws  in  on  all  sides  an  envelop  of  air 
through  the  openings  a,  &c.,  so  far  stating  the  Bunsen  principle,  but 
adding  that — 

the  result  of  this  arrangement  seems  to  be  to  so  cool  the  outside  of  the  flame 
as  to  prevent  any  deposit  of  carbon  nt  the  point  of  egress.  . 

And  another  paragraph  was  as  follows : 

The  structure  of  my  burner  is  such  that  if  all  of  the  burner  were  cut  off  in  a 
horizontal  plane  immediately  above  the  outlet  C  [the  point  where  the  gas  enters 
the  upper  chamber]  the  general  shape  and  condition  of  the  flame  would  not  be 
modifled,  but  in  this  case  nn  immediate  combustion  would  occur  at  the  outlet. 
Under  the  conditions  of  this  burner  the  point  where  the  gas  reaches  its  kin- 
dlhdg  temperature  is  carried  upward,  but  the  general  shape  of  the  escaping  gas- 
body  is  not  materially  modified. 

It  was  stated  earlier  that — 

the  result  here  accomplished  would  not  be  accomplished  in  an  ordinary  air- 
mixing  burner  in  which  the  air  was  mingled  generally  with  the  body  of  the  gas — 

"The  following  are  copies  of  Dolan's  Fig.  1,  and  Fig.  2. 

c 
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and  that — 

in  my  burner  an  absolutely  unobstructed  passage  is  provided  for  the  escape  of 
the  original  Jet  of  gas  formed  by  the  constricted  opening  C.  By  reason  of  this 
fact  it  is  substantially  necessary  to  have  two  Jets  if  a  flame  of  considerable 
candle-power  is  desired. 

The  claims  allowed  and  in  controversy  here  are  as  follows: 

1.  The  process  of  burning  acetylene  gas,  which  consists  in  projecting  a  small 
cylinder  of  gas,  in  surrounding  the  same  with  an  envelop  of  air  insufficient  to 
cause  combustion  of  all  the  gas,  and  in  finally  supplying  the  gas  with  an  addi- 
tional amount  of  oxygen  by  allowing  the  stream  of  gas  to  expand  above  the 
burner-tip  into  contact  with  the  air,  thereby  burning  the  same,  substantially  as 
described. 

2.  The  process  of  burning  acetylene  gas,  which  consists  in  projecting  toward 
each  other  two  cylinders  of  acetylene  gas,  in  surrounding  the  same  with  envelops 
of  air  insufficient  to  produce  combustion  of  all  the  gas,  and  in  finally  causing 
the  cylinders  of  gas  to  impinge  upon  each  other  and  produce  a  flat  flame,  sub- 
stantially as  described. 

3.  The  combination  in  an  acetylene-burner  of  the  block  A  having  the  minute 
opening  C,  the  cylindrical  opening  E,  opening  without  obstruction  to  the  atmos- 
phere, and  the  air-passages  a,  substantially  as  described. 

The  ground  upon  which  these  claims  are  maintained  is  the  theory 
indicated  in  one  of  the  passages  that  we  have  quoted,  to  the  effect 
that  the  gas  emerges  to  the  air  surrounded  by  a  mainly-unmixed  flow 
of  air  carried  with  it  from  the  cylinder  containing  the  holes  a,  a,  and 
that  this  so  cools  the  outside  of  the  flame  as  to  prevent  a  deposit  of 
carbon.  If  this  theory  is  not  true  and  if  all  there  is  to  the  Dolan  tip 
or  burner  is  to  provide  for  a  mixture  of  air  with  the  gas  in  the  cyl- 
inder sufficient  to  secure  complete  combustion  of  all  that  is  burned 
near  the  point  of  emergence,  but  insufficient  to  bum  all  the  gas,  the 
patent  must  fail.  For  this  latter  contrivance  was  well  known,  and 
if  the  shortness  of  the  Dolan  tip,  which  we  are  about  to  mention,  has 
no  other  effect  than  to  diminish  the  amount  of  air  received  it  does 
nothing  new.  Moreover,  unless  the  theory  of  the  cooling-envelop  so 
dominates  the  specification  as  to  explain  what  is  doubtful  and  am- 
biguous in  it,  the  claim  would  not  be  for  what  now  is  said  to  be  the 
characteristic  of  the  Dolan  tip.  The  characteristic  of  the  Dolan  tip 
now  is  said  to  lie  in  the  fact  that  the  cylinder  is  very  short,  as,  it  is 
said,  it  must  be  for  it  to  be  true  that  the  shape  of  the  flame  would  not 
be  modified  by  cutting  it  off.  The  shortness  of  the  cylinder  is  sup- 
posed to  prevent  the  mixing  of  the  air  and  to  produce  the  result 
desired. 

But  this  theory  of  cooling  not  only  is  disputed  in  the  testimony 
and  treated  as  speculative  and  highly  doubtful  by  the  courts  below, 
but  is  discredited  by  the  patent  itself.  The  fourth  claim  is  for  a  com- 
bination in  an  acetylene-burner  of  two  "air-mixing"  burners.  The 
theory  was  not  that  upon  which  Dolan  was  working,  or  in  which  he 
even  now  believes.    He  was  a  witness  in  the  case  and  testified  that  it 
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was  his  lawyer's  contrivance,  and  while  of  course  a  mechanical  device 
may  be  patentable  although  the  true  theory  of  it  is  not  understood, 
here  the  words  relied  upon  to  show  that  the  cylinder  was  to  have  this 
characteristic  shortness  also  were  the  insertion  of  the  lawyer,  and 
would  have  had  little  importance  apart  from  that  newly-adopted 
point  of  view.  We  should  regret  to  be  compelled  to  decide  a  case  by 
the  acceptance  or  rejection  of  a  theoretic  explanation  upon  which  it 
still  is  possible  that  authorities  in  science  disagree.  But  the  uncer- 
tainty indicated  even  by  the  language  of  the  patent  is  important  in 
determining  whether  it  describes  a  new  invention  in  terms  sufficiently 
precise  to  be  upheld. 

As  we  have  said,  the  only  passage  indicating,  even  by  indirection, 
the  length  of  the  cylinder,  if  that  does,  is  the  paragraph  stating  that 
if  the  burner  were  cut  off  the  general  shape  and  condition  of  the 
flame  would  be  the  same,  which  is  thought  to  reproduce  more  exactly 
a  suggestion  in  Dolan's  specification  as  to  a  funnel-shaped  flame,  said 
by  him  to  result  from  the  issue  of  gas  with  pressure  through  a  small 
opening.  But  if  the  relative  shortness  of  the  cylinder  had  been 
understood  to  be  an  essential  thing  the  patent  naturally  would  have 
said  so.  It  is  suggested  that  the  shortness  is  implied  by  the  word  tip 
in  the  patent,  but  the  patent  equally  is  said  to  relate  to  an  improve- 
ment in  burners,  and  the  length  of  burners  depends  on  the  principle 
involved.  In  fact,  all  that  directly  bears  upon  length  is  the  state- 
ment, which  we  have  not  yet  mentioned,  that  the  contracted  opening 
for  the  gas  into  the  cylinder  is  at  or  near  the  longitudinal  center  of 
the  block  constituting  the  tip.  As  the  block  may  be  longer  or  shorter, 
with  no  limits  fixed,  while  the  cylinder  extends  from  the  longitudi- 
nal center  to  the  outlet  where  the  gas  is  burned,  obviously  the  length 
of  the  cylinder,  or  one-half  the  block,  may  be  greater  or  less,  so  far  as 
we  are  informed  by  this  portion  of  the  patent.  And  when  this  is 
taken  with  the  language  as  to  mixing  in  the  fourth  claim ;  with  the 
allowance  of  two  or  more  sets  of  air-holes,  one  above  another;  with 
the  uncertain  statement  of  the  theory  ("  the  operation  seems  to  be," 
"the  result  seems  to  be;")  and  with  the  statement  of  the  air-holes 
alone  as  the  feature  that  prevents  the  deposit,  it  seems  to  us  impossi- 
ble to  say  that  sufficient  instructions  are  given  on  the  supposed  vital 
point.  Again,  no  proportions  are  indicated;  the  number,  size  and 
position  of  the  air-holes,  except  that  they  enter  the  cylinder  above 
the  gas,  are  left  at  large,  and  if  the  plaintiffs'  theory  is  the  true  one, 
the  public  are  told  little  more  than  to  try  experiments  until  they  find 
a  burner  that  works.  The  plaintiffs  say  that  a  burner  with  a  dis- 
tance of  four-fifths  of  an  inch  or  over  between  gas  and  discharge- 
orifice  is  a  Bunsen  burner,  and  that  for  the  burner  to  be  effective  for 
illuminating  purposes  the  distance  should  be  only  a  few  millimeters. 
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But  if  experiment  had  proved  the  contrary  we  cannot  doubt  that  they 
equally  would  have  claimed  the  successful  burner  as  the  one  Dolan 
had  contrived. 

If,  as  now  is  said,  a  rat-tail  flame  is  the  mark  of  Dolan's  burner, 
the  words  "  funnel-shaped  "  in  the  original  application  were  not  apt  to 
describe  it,  and  did  not  purport  to  indicate  a  test.  They  were  used 
merely  to  show  how  the  perfect  combustion  was  achieved  which  is  the 
declared  object  throughout.  The  cause  assigned  was  not  peculiar  to 
Dolan's  tip.  The  amendment,  in  the  passage  as  to  the  unaltered  shape 
of  the  flame  when  the  burner  is  cut  off,  goes  on  to  say  that "  of  course  " 
the  shape,  though  cylindrical  as  it  issues  irom  the  round  hole,  in- 
creases in  diameter,  "  approximating  in  some  degree  to  the  form  of 
an  inverted  cone."  This  of  itself  almost  excludes  the  notion  that  the 
rat-tail  shape  is  the  test,  and  no  reader  would  draw  that  or  any 
similar  notion  from  the  specification  as  a  whole. 

We  appreciate  the  difficulties  that  would  beset  an  attempt  to  make 
the  directions  more  precise,  but  it  certainly  was  possible  to  indicate 
with  greater  clearness  the  specific  object  to  be  attained,  and  that  in 
any  ordinary  burner  the  tip  must  be  very  short.  Vacillation  in  theory 
led  to  uncertainty  of  phrase.  If,  however,  we  are  wrong,  then  it 
appears  to  us  plain  that  Dolan's  attorney  introduced  not  merely  the 
theory  but  the  mode  of  applying  it,  for  the  first  time,  in  the  amended 
specification,  or,  in  other  words,  then  for  the  first  time  pointed  to  an 
invention,  the  essence  of  which  was  to  have  so  short  a  chamber  or 
cylinder  as  to  prevent  the  mixing  of  the  air  taken  into  it  and  to  emit 
the  current  of  gas  surrounded  by  the  greater  part  of  such  air  as  an 
envelop  or  film.  Of  course,  Dolan  desired  to  produce  the  result 
which  the  patented  article  is  said  to  produce,  but  beyond  that  desire 
his  specification  did  not  give  a  hint  of  the  means  by  which  it  now 
is  said  to  be  achieved.  It  spoke,  it  is  true,  as  we  have  said,  of  pro- 
ducing a  hollow-shaped  funnel-flame  by  reason  of  the  gas  being 
forced  through  contracted  openings  at  very  great  pressure.  But 
this  did  not  disclose  the  invention  and  was  dropped  in  the  amend- 
ment. He  made  no  claim  for  a  process  and  disclosed  no  invention  of 
a  device.  This  being  so,  the  admendment  required  an  oath  that  Dolan 
might  have  found  it  difficult  to  take,  and  for  want  of  it  the  patent  is 
void.  (Rev.  Stats.,  sec.  4892;  Chicago  <&  Northwestern  Ry,  Co.  v. 
Sayles,  C.  D.,  1879,  349;  15  O.  G.,  243;  97  U.  S.,  554;  Eagleton 
Manufacturing  Co.  v.  West^  Bradley  <&  Cary  Manufacturing  Co.^ 
C.  D.,  1884,  261 ;  27  O.  G.,  623;  111  U.  S.,  490;  Kennedy  v.  Hazelton, 
C.  D.,  1889,  349;  46  O.  G.,  973;  128  U.  S.,  667;  De  La  Vergne  Refrig- 
erating Machine  Co.  v.  Featheratone^  C.  D.,  1893, 181;  62  O.  G.,  741; 
147  U.S.,  209,  229.) 

The  patent  was  held  void  below  on  the  further  ground  that  it  had 
been  anticipated.    We  turn  to  this  last  because  the  question  is  com- 
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plicated  with  the  theory  that  we  have  mentioned.  If  the  Dokn  pat- 
ent had  unreservedly  committed  itself  to  the  notion  of  a  cooling- 
envelop  with  a  contrivance  made  very  short  for  the  purpose  of  secur- 
ing that  result,  the  argument  in  defense  of  it  would  be  that  the  lead- 
ing earlier  patents  proceeded  upon  the  opposite  theory  of  mixture  and 
admitted,  if  they  did  not  contemplate,  a  longer  tube,  however  similar 
otherwise  they  might  be.  They,  at  least,  exhibit  the  state  of  the  art  at 
the  date  of  the  supposed  invention,  and  show  within  what  narrow  and 
precise  limits  Dolan  had  to  move  if  he  was  to  produce  anything  new. 
So  much  may  be  said  to  be  undisputed,  and  we  have  mentioned  some 
of  the  facts  that  cannot  be  denied.  But  on  the  view  that  we  have 
taken  of  Dolan's  specification,  they  anticipate  all  that  he  can  be  said 
to  have  disclosed  to  the  public.  We  think  it  unnecessary  to  go  over 
much  of  the  disputed  ground  and  shall  mention  but  two  of  the  patents 
put  in  evidence.  The  most  important  of  these  is  one  issued  in  France 
to  BuUier.  This  also  was  for  a  tip  {bee)  for  acetylene  gas.  This  tip 
was  structurally  similar  to  Dolan's,  admitting  the  gas  through  a  very 
small  orifice  and  having  the  same  slanting  air-passages  entering^-the 
cylinder  above  and  around  the  gas,  and,  in  one  drawing  at  least,  en- 
tering it  very  near  its  upper  end.  Bullier  definitely  adopted  the  the- 
ory of  mixture  and  stated  the  proportions— forty  per  cent,  of  air  to 
sixty  per  cent,  of  gas — and,  after  stating  his  preference  for  a  duplex 
burner,  he  added  that  in  this  manner  the  illuminating  portion  of  the 
flames  is  relatively  far  from  the  orifice  by  reason  of  the  air  intro- 
duced, and  that  for  the  same  reason  the  combustion  of  the  carbon  is 
complete  between  the  orifice  and  the  point  where  the  flame  flattens, 
the  flame  as  it  issues  from  the  orifices  being  blue  and  not  illuminating. 
In  this  way,  he  said,  he  avoided  any  deposit  of  carbon.  The  degree 
of  mixture  is  affected  by  the  length  of  the  cylinder  or  tube,  and  when 
miirture  is  desired  naturally  a  longer  tube  would  be  employed  than 
when  it  is  to  be  prevented.  The  drawings,  which  are  admitted  to  be 
only  diagrams,  indicate  a  longer  cylinder  than  Dolan's,  and  although 
Bullier  does  not  state  the  length  it  will  be  perceived  without  more 
that  if  the  plaintiffs'  theory  and  construction  of  their  patent  were 
adopted  the  distinction  insisted  upon  by  them  might  be  held  to  exist* 
Otherwise  the  anticipation  is  complete.  It  is  significant  that  some 
of  the  plaintiffs  manufacture  under  a  Bullier  license  in  France. 

The  other  patent  to  be  mentioned  is  another  French  one,  to  Letang. 
He  also  states,  as  means  to  prevent  clogging,  the  removal  of  the  out- 
let-opening sufficiently  far  from  the  point  of  ignition  and  the  cooling 
of  the  burner  by  a  current  of  air.  This  current  was  produced  by  sep- 
arate plates  above  the  gas-nozzle  so  arranged  that  a  certain  quantity 
of  air  would  be  carried  along  by  the  gas.  It  would  seem  from  the 
diagram  that  the  distance  intended  to  exist  between  the  nozzle  and 
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the  flame  was  very  short.  We  do  not  dwell  upon  the  earlier  patents 
in  more  detail,  because  we  believe  that  we  have  said  enough  to  show 
that  the  plaintiffs'  cannot  be  sustained. 

Decrees  affirmed. 

Mr.  Justice  McKenna  dissents. 


[Sapreme  Court  of  the  United  States.] 

RuMFORD  Chemical  Works  v.  Hygienic  Chemical  Company  of 
New  Jersey.  Hygienic  Chemical  Company  of  New  York  et  al. 
V.  BuMFORD  Chemical  Works. 

Decided  November  29,  1909. 

149  O.  G.,  834. 

Evidence — Suit  fob  Infringement  of  Patent — Fobmeb  Suit — PBiYiEa. 

Tbe  mere  fsLCt  that  defendants  In  a  so  it  for  infringement  of  a  patent 
contributed  to  the  defense  in  a  prior  suit  on  the  same  patent  against  other 
parties,  it  not  being  shown  that  the  present  defendants  had  the  right  to 
intermeddle  in  any  way  In  the  conduct  of  that  case,  does  not  render  them 
privies  to  such  prior  suit,  and  the  testimony  of  a  witness  therein,  since 
deceased,  is  inadmissible  against  them  to  establish  infringement. 

Mr.  Philip  Monro  and  Mr.  C.  A.  L.  Massie  for  the  Eumford  Chem- 
ical Works. 

Mr.  Edwin  T.  Rice  and  Mr.  Willard  Parker  Butler  for  the 
Hygienic  Chemical  Company. 

Mr.  Justice  Holmes  delivered  the  opinion  of  the  Court. 

These  are  two  suits  in  equity  brought  by  the  Eumford  Chemical 
Company  for  the  infringement  of  a  patent  for  baking  powders ;  one, 
No.  9,  brought  in  the  third  circuit,  New  Jersey,  against  the  Hygienic 
Chemical  Company,  a  corporation  of  that  State;  the  other,  No.  121, 
brought  in  the  second  circuit.  New  York,  against  a  New  York  cor- 
poration of  the  same  name.  The  two  cases  were  tried  on  substantially 
the  same  record  and  evidence,  with  the  result  that  in  New  Jersey  the 
bill  was  dismissed  by  the  circuit  court  of  appeals,  (154  Fed.  Rep.,  65; 
83  C.  C.  A.,  177,)  but  in  New  York  the  bill  was  sustained.  (159  Fed. 
Rep.,  436;  86  C.  C.  A..  416.)  Writs  of  certiorari  were  granted  by 
this  Court. 

The  defendants  rested  on  the  plaintiff's  evidence  and  the  question 
in  both  suits  was  whether  a  prima  facie  case  had  been  made  out.  It 
did  not  appear  that  the  defendants  made  or  sold  baking-powders  as 
such,  but  the  New  Jersey  company  did  make  acid  phosphates  for 
baking-powders  and  other  purposes,  and  the  New  York  company  sold 
the  great  part  of  its  products.  The  plaintiff  contended  that  this  acid 
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phosphate  had  the  characteristics  described  in  its  patent,  and  was 
made  and  sold  for  use  in  baking-powders,  and  that  the  manufacture 
and  sale  were  an  infringement  of  its  rights.  A  previous  decision, 
(Rumford  Chemical  Works  v.  New  York  Baking  Powder  Co.^  134 
Fed.  Rep.,  385 ;  67  C.  C.  A.,  367,)  establishing  the  patent,  was  relied 
upon  as  a  test  case  by  which  the  defendants  were  bound,  but,  except 
the  final  decree,  entered  after  the  beginning  of  the  present  suits,  the 
record  was  not  put  in.  It  would  seem,  from  a  late  case,  that  the  plain- 
tiff was  correct  in  point  of  fact,  {Provident  Chemical  Works  v. 
Hygienic  Chemical  Co.^  170  Fed.  Rep.,  523,)  but  the  question  here 
must  be  discussed,  of  course,  on  the  evidence  before  the  court  below. 
The  question  is  material  as  bearing  upon  the  admissibility  of  the 
evidence  of  one  Clotworthy,  since  dead,  given  in  the  suit  against 
the  New  York  Baking  Powder  Company,  upon  which  the  plaintiff 
relied. 

Clotworthy  was  the  president  and  general  manager  of  the  Clot- 
worthy  Chemical  Company  and  was  a  manufacturer  of  baking- 
powder.  He  testified  to  the  purchase  from  the  Hygienic  Company  of 
New  York  of  a  barrel  of  granular  acid  phosphate,  shown  to  be  simi- 
lar to  that  described  in  the  plaintiff's  patent.  A  bill  from  the  New 
Jersey  company  and  a  receipt  from  the  New  York  company  also 
were  produced  and  put  in.  The  courts  in  both  circuits  rightly  re- 
garded this  as  the  most  important,  if  not  the  only  evidence  to  make 
out  the  infringement  alleged.  Therefore  it  was  necessary  that  the 
plaintiff  should  prove  that  the  defendants  were  privy  to  the  New 
York  Baking  Powder  Company's  case. 

To  prove  privity  Heller,  the  president  of  the  defendant  companies, 
was  called  and  asked  as  to  his  testimony  on  the  former  occasion.  He 
admitted  that  he  then  had  testified  that — 

we  are  manufacturers  of  granulated  acid  phosphate  and  are  selling  to  the  trade 
In  the  same  way  as — 

the  former  defendants;  also  that  he  had  testified  that — 

we  have  [undertaken  to  assist  in  bearing  the  burdens  of  this  defense  and  have 
contributed  to  the  defense]  financially  and  otherwise. 

By  the  natural  interpretation  of  the  word  in  the  connection  in 
which  it  was  used  "we"  embraced  the  New  Jersey  company,  and 
fairly  may  be  argued  to  have  meant  both.  Heller  swore  that  these 
answers  were  true,  but  with  the  qualification  that  he  did  not  think 
that  the  New  Jersey  corporation  contributed  financially,  and  that  he 
did  not  remember  whether  it  did  otherwise.  All  the  courts  agree 
that  the  privity  of  the  New  Jersey  corporation  was  not  i^ade  out. 
Probably  all,  and  at  least  the  circuit  court  of  appeals  and  the  circuit 
court  for  the  third  circuit,  (148  Fed.  Rep.,  862,)  agree  that  if  Clot- 
worthy's  testimony  is  excluded  infringement  is  not  proved.     We 
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should  not  revise  tliis  finding  of  both  courts  on  the  facts,  and  therefore 
it  follows  that  the  New  Jersey  decree  must  be  aflirmed.  The  evi- 
dence on  both  sides  is  discussed  in  148  Fed.  Rep.,  862. 

It  appears  that  the  New  York  company  contributed  to  the  expenses 
of  the  former  case.  But  that  fact  alone  is  not  enough  to  warrant  a 
diflferent  result.  The  agreement  disclosed  in  170  Fed.  Rep.,  523,  was 
not  before  the  court.  We  may  reject  as  extravagant  the  suggestion 
that  the  contribution  may  have  been  made  from  charitable  motives, 
and  assimie  that  it  was  induced  by  reasons  of  business  and  indirect 
interest,  but  it  was  not  shown  that  as  between  the  present  and  former 
defendants  either  Hygienic  company  had  the  right  to  intermeddle  in 
any  way  in  the  conduct  of  the  case.  The  Hygienic  companies  would 
have  been  glad  to  see  the  Rumford  patent  declared  void  and  were 
willing  to  pay  something  to  that  end.  That  was  all  and  that  did 
not  make  them  privies,  and  therefore  the  Clotworthy  deposition  was 
not  admissible  against  them.  {Litchfield  v.  Goodnow^  123  U.  S.,  549, 
550.)  Whether  if  it  had  been  admitted,  infringement  could  have 
been  inferred  from  the  sale  of  a  barrel  of  granular  acid  phosphate 
to  a  manufacturer  of  baking  powder  need  not  be  considered.  There 
was  other  evidence  in  the  case. 

Decree  in  No,  9  affirmed.    Decree  in  No.  121  reversed. 
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[Opinions  of  the  Attorney-General  are  indicated  by  a  double  dagger  (t) ; 
decisions  of  the  Supreme  Court  of  the  District  of  Columbia  by  the  letter  a; 
United  States  District  Court  by  the  letter  6;  United  States  Circuit  Courts  by 
the  letter  c;  Court  of  Appeals  of  the  District  of  Columbia  by  a  star  (♦) ; 
United  States  Circuit  Court  of  Appeals  by  the  letter  d;  and  Supreme  Court 
of  the  United  States  by  two  stars  (♦♦).] 

ABANDONED  APPLICATIONS.    See  Access  to  Abandoned  Applications. 

Access  to  Gbanteo. — Where  suit  is  brought  on  a  patent  the  record  of  which 
shows  that  one  of  the  claims  thereof  was  allowed  in  a  prior  application 
belonging  to  the  same  assignee  and  was  transferred  to  the  application 
on  which  the  patent  was  granted,  Held  that  the  defendants  are  entitled 
to  inspect  and  obtain  copies  of  said  prior  application.  In  re  Marvin 
Estate  Company,  209. 

ABANDONED  EXPERIMENTS.    See  Reduction  to  Practice,  2,  8. 

Intebfebence — Priobitt. — ^Where  after  making  a  device  which  while  capable 
of  operation  was  still  in  a  crude  stage  L.  turned  it  over  to  the  officers 
of  his  company,  who  laid  it  aside  and  later  set  other  employees  to  work 
to  devise  a  similar  improvement,  and  It  was  not  until  he  learned  of 
their  work  that  L.  took  any  further  interest  in  his  invention.  Held 
that  the  device  made  by  L.  was  a  mere  abandoned  experiment  Lato- 
rence  v.  Voight,  166. 

ABANDONMENT  OF  APPLICATIONS. 

1.  Application — Sutficienct  op  Action — Cobbectton  op  Formal  Mattebs.— 

Where  claims  are  finally  rejected  and  the  formal  requirement  that  the 
drawings  be  corrected  to  meet  the  requirement  of  the  rule  with  respect 
to  artistic  merit  Is  also  made  final,  the  filing  of  an  appeal  within  the 
yejir  following  the  final  rejection  constitutes  a  sufficient  action  to  save 
the  case  from  abandonment,  although  the  drawings  have  not  been 
amended  as  required,  the  formal  objection  being  such  as  may  be  cor- 
rected after  the  final  decision  on  the  merits.    Ex  parte  Proctor,  3. 

2.  Same — Same. — Where  an  applicant  was  notified  that  certain  Interferences 

had  been  decided  In  his  favor  and  that  the  case  awaited  action  in 
response  to  previous  Office  actions,  the  filing  of  an  amendment  contain- 
ing the  claims  of  a  patent  and  requesting  an  interference  therewith  Is 
not  such  action  as  the  condition  of  the  case  required  and  did  not  operate 
to  stay  the  running  of  the  year  from  the  date  of  the  previous  Office 
action.    Ew  parte  Curtis,  18. 

3.  Same — Excuse  fob  Delat. — ^Delay  in  prosecuting  a  case  occasioned  by  the 

fact  that  the  attomejr's  file  of  the  application  was  placed  in  the  file  of 
an  interference  Involving  a  divisional  application  which  was  kept  In 
a  part  of  the  attorney's  office  other  than  that  where  his  application  files 
were  kept,  so  that  his  attention  was  not  called  to  it  by  his  clerk  until 
after  the  expiration  of  the  year,  Held  unavoidable.    Id, 

218»5—H.  Doc.  124, 61-2 37  567 
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4.  Rejection  of  Glaims — Insufficient  Response. — Where  in  response  to  the 

rejection  of  ten  claims  by  the  E^xaminer  the  applicant  filed  an  amend- 
ment only  two  days  before  the  expiration  of  the  year  allowed  for  action 
in  which  eight  of  the  rejected  claims  were  canceled,  one  left  unchanged, 
one  amended,  and  a  new  claim  added,  without  mentioning  the  claim 
which  was  left  intact  and  without  attempting  to  point  out  how  the 
amended  claim  or  the  new  claim  differed  from  the  references  cited. 
Held  that  the  am^idment  was  not  a  proper  response  and  that  the  appli- 
cation was  abandoned,  particularly  in  view  of  the  fkct  tliat  the  record 
disclosed  that  after  each  rejection  of  the  claims  since  the  filing  of  the 
application  in  1901  applicant  had  taken  the  full  period  allowed  by  law 
for  amendment  and  that  he  also  delayed  action  on  the  case  for  one  year 
after  he  was  notified  by  the  Primary  Examiner  that  the  application  was 
abandoned.    Ew  parte  Copeland,  51. 

5.  Amendment  Signed  by  Attorney  Appointed  by  One  of  Two  Joint  Appli- 

cants.— Where  in  an  application  filed  by  Joint  applicants  the  only 
amendment  filed  within  the  year  after  the  Examiner's  action  was  an 
amendment  signed  by  an  attorney  appointed  by  only  one  of  such  appli- 
cants. Held  that  the  application  was  abandoned.  Ex  parte  De  Forest 
and  Horton,  64. 

6.  Same — Ratification  by  the  otheb  Joint  Applicant  Insufficient. — 

Where  an  amendment  filed  within  the  year  allowed  by  law  for  action 
is  held  to  have  no  standing,  on  the  ground  that  It  was  signed  by  the 
attorney  appointed  by  only  one  of  two  Joint  applicants,  the  ratification 
of  such  amendment  by  the  other  Joint  applicant  after  the  expiration 
of  the  year  is  not  effective  to  carry  the  date  of  the  action  back  to  the 
date  of  the  filing  of  such  amendment  A  ratification  may  not  have  a 
retroactive  effect  to  defeat  the  express  provisions  of  the  statute  relating 
to  the  time  within  which  a  party  must  prosecute  an  application  to  save 
it  from  abandonment.    Id. 

7.  Revival — Verified   Showing   Necessary. — In  a   petition  to  revive  an 

abandoned  application  the  bare  statement  of  counsel  as  to  the  exlstaice 
of  facts  which  would  excuse  the  delay  is  insufllcient  A  verified  show- 
ing has  been  uniformly  held  by  the  Ofllce  as  requisite  to  the  revival  of 
an  abandoned  application,  except  where  the  records  of  the  Office  disclose 
a  reason  for  the  delay.    Id. 

8.  Device  Held  to  be  Inoperative — Sufficiency  of  Amendment. — ^Where 

the  Examiner  rejects  the  claims  of  an  application  on  the  ground  tliat 
they  cover  an  inoperative  device  and  requires  a  demonstration  of  the 
utility  thereof  and  within  the  year  allowed  by  law  for  responsive 
action  applicant  files  an  argument  attempting  to  show  that  the  device 
would  operate  as  set  forth  in  the  specification.  Held  that  the  applica- 
tion is  not  abandoned  for  lack  of  proper  prosecution.  Em  parte 
VifHello,  111. 

9.  Failure  to  Take  Proper  Action. — Where  the  Examiner  rejected  eight 

claims  and  Just  before  the  expiration  of  the  year  the  applicant  can- 
celed four  of  these,  amended  one,  pointed  out  wherein  the  other  three 
avoided  the  references,  and  added  two  new  claims  without  pointing 
out  how  these  two  were  believed  to  distinguish  over  the  prior  art. 
Held,  that  the  application  is  abandoned.  Ew  parte  Copeland,  230. 
10.  Same — Long  Delays.— Where  an  applicant  relies  upon  his  tedmical 
right  to  delay  action  as  long  as  possible  in  each  instance,  he  is  entitled 
to  no  leniency  in  the  application  of  the  rule  which  provides  tliat  prose- 
cution of  an  application  to  save  it  from  abandonment  must  include 
such  proper  action  as  the  condition  of  the  case  may  require.     Id. 
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ABANDONMENT  OF  INVENTION.     See  Priority  of  Invention,  4. 

1.  Renewal  Appucation — Question   of  Abandonment — Limited  to  the 

Invention  Claimed. — While  in  the  case  of  a  raiewal  application  the 
intention  of  the  applicant  in  allowing  the  original  application  to  become 
forfeited  may  be  inquired  into  for  the  purpose  of  determining  the  ques- 
tion of  abandonment,  such  inquiry  must  be  directed  to  the  abandonment 
of  the  invention  claimed  in  the  original  application  and  not  to  some  other 
invention  which  may  be  described  incidentally  therein  and  subse- 
quently brought  into  interference  when  claimed  in  a  later  application. 
*8aund€rs  v.  MUler,  461. 

2.  Statement  in  Process  Application  That  Apparatus  is  Not  Claimed — 

Not  a  Disclaimer  nor  an  Abandonment. — ^A  statemait  in  a  process 
application  which  disclosed  the  apparatus  used  for  carrying  out  such 
process  tliat  the  apparatus  formed  no  part  of  the  invention  is  not  a 
disclaimer  nor  an  abandonment  of  the  right  to  subsequently  claim  a 
patent  for  such  apparatus.  *Id. 
8.  Interference — Burden  of  Proof  on  Party  Charging. — ^Abandonment  is 
not  to  be  presumed,  and  the  burden  is  on  the  one  charging  it  to  estab- 
lish it  by  clear  and  convincing  proof.  *Id. 
4.  Same — Presumption  May  be  Rebutted. — Where  the  evidence  raises  a 
presumption  of  abandonment,  it  may  be  rebutted  by  showing  acts 
assertive  of  the  inventor's  right  and  liis  intention  by  experiment  or 
improvement  to  perfect  his  discovery.  */d. 
6.  Same — ^Priority. — In  an  interference  between  D.  and  B.  &  S.  involving 
a  species  different  from  that  involved  in  the  present  interference  it 
was  held  that  D.  had  forfeited  Ills  rights  in  fkvor  of  B.  &  S.  Held 
that  the  testimony  in  the  earlier  interference  has  no  bearing  on  the 
question  of  abandonment  of  the  invention  in  issue  in  the  present 
interference.     Von  Recklinghausen  v.  Dempster,  194. 

ABANDONMENT  OF  TRADE-MARKS.     See  Trade-Marks,  39,  40,  91. 

ACCESS  TO  ABANDONED  APPUCATIONS.  See  Abandoned  Applications. 
Petition  Granted. — Where  suit  is  brought  on  a  patent  the  file-wrapper 
of  which  shows  that  all  the  claims  thereof  were  the  allowed  claims 
of  a  prior  application  belonging  to  the  same  assignee,  wtiich  were 
transferred  to  the  patented  application,  the  prior  application  at  the 
same  time  being  formally  al>andoned,  and  the  only  discussion  of  the 
merits  of  the  claims  was  in  the  prior  application.  Held  that  the 
defendants  are  entitled  to  inspect  and  obtain  copies  of  the  prior  appli- 
cation if  it  can  be  identified  by  the  Office,  although  neither  the  patent 
itself  nor  the  file-wrapper  identifies  it  by  the  name  of  the  applicant, 
the  serial  number,  or  the  date  of  filing.  In  re  Vacuum  Specialty  Com- 
pany, 88. 

ACCESS  TO  PENDING  APPLICATIONS.    See  Bankruptcy;  Drawings. 

1.  Interference. — ^After    an    interference    is   finally   decided   the   parties 

thereto  are  not  entitled  to  further  inspect  each  other's  application. 
Ew  parte  8irl,  12. 

2.  Rights  of  Assignee — ^Judgment  of  State  Court — Mandamus. — Where 

in  suit  in  the  supreme  court  of  New  York  between  the  M.  Co.  and  B. 
involving  the  title  to  certain  inventions  for  which  applications  had  been 
filed  in  the  United  States  Patent  Office  it  was  held  that  B.  was  the 
owner  of  such  inventions  and  it  was  ordered  that  such  applications  be 
assigned  by  the  M.  Co.  to  B.,  which  order  was  finally  complied  with, 
and  an  appeal  was  taken  from  such  decision,  but  no  supersedeas  of 
the  order  of  the  trial  court  was  ever  had*  Held  that  the  Judgment  of 
the  supreme  court  of  New  York,  until  reversed  or  modified,  was  con- 
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elusive  as  between  the  parties  on  all  questions  of  ownership  of  the 
applications,  that  it  was  the  duty  of  the  Commissioner  of  Patents  to 
recognize  this  right  and  permit  B.  to  inspect  and  obtain  copies  of  such 
applications,  and  that  a  mandamus  to  this  effect  should  issue.  ^The 
United  States  of  America,  ex  rel.  Bayer  v.  Moore,  263. 

3.  Same — Same — Same. — Where  in  a  suit  in  the  supr^ne  court  of  New 

York  between  the  M.  Co.  and  B.  iuTolving  the  title  to  certain  inventions 
for  which  applications  had  been  filed  in  the  United  States  Pat^it  OflOce 
it  was  held  that  B.  was  the  owner  of  such  inventions  and  it  was 
ordered  that  such  applications  be  assigned  by  the  M.  Co.  to  B.,  which 
order  was  finally  complied  with.  Held  that  it  was  within  the  discretion 
of  the  Commissioner  to  suspend  action  upon  such  applications  pending 
appeal  from  the  decision  of  the  court  and  to  refuse  B.  access  thereto 
or  copies  thereof  until  the  final  determination  of  the  question  of  owner- 
ship of  the  inventions,  although  no  stay  of  execution  was  granted,  and 
that  a  mandamus  requiring  the  Commissioner  to  permit  B.  to  have 
access  to  such  applications  was  improperly  granted.  *Moore,  Commts- 
sioner  of  Patents,  v.  The  United  States  of  America,  ex  rel.  Boyer,  276. 

4.  Divisional  Application  in   Intebfebence — ^Access  to  Parent  Case — 

Rule  105. — Where  a  divisional  application  is  involved  in  an  interfer- 
ence and  the  applicant  desires  to  secure  the  benefit  of  the  date  of  the 
parent  application  without  exposing  the  entire  case,  he  is  entitled  to  do 
so  by  filing  under  Rule  105  a  certified  copy  of  so  much  of  the  parent  ap- 
plication as  relates  to  the  invention  involved  in  the  interfer^ice,  with- 
holding from  the  inspection  of  the  opposing  party  the  remahiing  portion 
thereof.  Dilg  and  Fowler  v.  Shaver,  112. 
6.  Same— Same— Objection  to  Sufficiency  of  Cebtified  Copy. — ^Where 
certified  copies  are  filed  under  Rule  105  and  timely  objection  is  not 
made  to  the  sufficiency  thereof,  objection  thereto  upon  this  ground  is 
considered  as  waived.    Id. 

ACTION  BY  THE  EXAMINER.  See  Amendments;  Claims,  1,  2;  Division  of 
Applications;  Examination  of  Applications;  Examiner's  Decision  to  be 
Respected  by  His  Successors;  Interference,  10, 11;  Rejection  of  Claims; 
Reopening  of  Rejected  Applications,  1;  Suggested  Claims,  2;  Super- 
visory Authority  of  the  Commissioner  of  Patents, 

ACTION  ON  THE  MERITS.  See  Division  of  Applications,  2,  3 ;  Examination 
of  Applications,  4. 

ADMINISTRATOR.    See  Preliminary  Statements,  1. 

ADMISSION  OF  CLAIMS.    See  Amendment,  6;  Appeal 

ADMISSION  OF  EVIDENCE.    See  Interference,  26 ;  Suits  for  InfHngement,  2. 

AFFIDAVITS.  See  Motion  to  Amend  Preliminary  Statement,  1,  2;  Motion  to 
Dissolve  Interference,  5,  22;  Oath;  Perjury;  Trade-Marks,  58,  91. 

AFFIDAVITS  UNDER  RULE  75.    See  Interference,  6. 

1.  To  Overcome  Reference — Reduction  to  Pbaoticb — Diuoence. — In  order 
to  overcome  by  affidavit,  under  Rule  75,  a  patent  which  shows  but  does 
not  claim  the  invention  covered  by  the  applicant,  the  applicant  must 
state,  on  oath,  facts  showing  either  that  a  reduction  to  practice  had 
been  made  before  the  filing  of  the  application  on  which  the  patent  was 
granted  or  that  the  invention  had  l>een  conceived  before  that  time  and 
by  due  diligence  connected  with  a  subsequent  reduction  to  practice. 
Ex  parte  Oasser,  C.  D.,  1880,  94;  17  O.  G.,  507;  eo?  parte  Saunders, 
C.  D.,  1883,  23 ;  23  O.  G.,  1224 ;  ex  parte  Donovan,  C.  D.,  1890,  109 ;  52 
O.  G.,  309;  ex  parte  Hunter,  C.  D.,  1889,  218;  49  O.  G.,  733,  Ex  parte 
McElroy,  52. 
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2.  Same — iNooifFLEn:  Application  Not  a  "CtoMPLinoN  op  the  Inven- 
tion."— ^The  filing  of  an  incomplete  application  does  not  constitute  a 
**  completion  of  the  invention  "  within  the  meaning  of  Rule  75,  as  no 
patent  can  be  granted  on  an  application  until  it  is  completed.    Id, 

AGGREGATION.    See  PatentabUity,  7. 

ALTERATION  OR  SUBSTITUTION  OF  APPLICATIONS.  See  AuthoHty  of 
the  Commissioner  of  Patents,  2,  3. 

ALTERNATIVES.    See  Trade-Marks,  71. 

AMENDMENT.  See  Abandonment  of  Applications,  5,  6,  8,  9 ;  Claims,  3,  4 ;  Final 
Rejection  of  Claims;  New  Matter;  Reopening  of  Rejected  Applications, 

1.  Rules  66-68 — Practice. — ^Where  the  amendments  or  reasons  presented 

by  an  applicant  in  response  to  an  action  by  the  office  do  not  necessitate 
the  citation  by  the  E2xaminer  of  additional  references  or  reasons,  appli- 
cant's right  to  further  prosecution  of  the  application  before  the  E3x- 
aminer  is  at  an  end,  and  the  permission  of  further  amendment  Is  within 
the  discretion  of  the  office.    E<t  parte  Miller,  23. 

2.  Same — Same. — Where  the  Examiner  has  held  that  certain  claims  are 

unpatentable  and  has  fully  advised  the  applicant  of  his  reasons  for 
such  holding  and  the  latter,  after  reasonable  prosecution  of  the  case, 
has  failed  to  so  amend  the  case  as  to  necessitate  the  citation  of  new 
refer^ices  and  has  been  unable  by  argument  to  convince  the  Examiner 
that  he  was  in  error,  an  issue  is  reached,  and  the  Examiner  is  Justified 
in  refusing  to  accept  further  amendment  and  in  finally  rejecting  the 
claims  then  of  record  in  the  case.  Id, 
8.  Rule  78 — Practice. — It  is  the  well-settled  practice  that  where  amend- 
ments are  presented  under  Rule  78  containing  claims  which  the  Ex- 
aminer recommends  are  patentable  such  amendments  will  be  entered, 
but  that  amendments  presenting  claims  which  the  Primary  Examiner 
holds  are  not  patentable  will  not  be  entered.  It  is  not  necessary  for 
the  Examiner  to  give  in  detail  his  reasons  for  holding  that  the  claims 
are  unpatentable,  and  the  rule  does  not  provide  for  an  indirect  prosecu- 
tion of  the  application.    Esp  parte  Omdoff,  48. 

4.  Appucation — Right  to  Amend — CrrA-fioN  of  New  Reference  After  Ap- 

peal— ^TiMB  for  Objection. — Where  an  Examiner  in  his  statement  on 
appeal  raises  a  new  ground  for  rejection  for  the  first  time  and  offers 
applicant  an  opportunity  to  withdraw  his  appeal  in  view  of  that  fact, 
which  applicant  declines  to  do.Jt  is  too  late  to  raise  an  objection  on 
appeal  to  the  court  of  appeals  that  he  was  deprived  of  the  opportunity 
to  amend  his  claims  after  the  citation  of  such  reference.  *In  re  Black- 
more,  325. 

5.  After  Decision  of  the  I4Xaminers-in-Ghief — ^Recommendation  Under 

Rui^  139. — ^A  statement  in  a  decision  of  the  Examiners-in-Chief  that 
cotain  differences  exist  between  applicant's  device  and  the  references 
which  do  not  appear  in  the  appealed  claims  does  not  amount  to  a 
recommendation  under  Rule  139  and  furnishes  no  ground  for  the  entry 
of  an  amendment  containing  new  claims.    Ex  parte  Smart,  127. 

6.  Admission  of  Claims  After  Pinal  Rejection — Rule  68  CJonstrued. — 

Claims  admitted  after  final  rejection  under  that  part  of  Rule  68  re- 
quiring a  "showing  duly  verified,  of  good  and  sufficient  reasons  why 
they  were  not  earlier  presented,"  are  for  consideration  by  the  Primary 
Examiner  and  not  for  the  purpose  of  appeal  only.  Ew  parte  Meyer, 
228. 
AMENDMENT  TO  NOTICE  OF  OPPOSITION.     See  Trade-Marks,  38. 
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AMENDMENT  TO  PRELIMINARY  STATEMENT.  See  Interference,  12;  JTo- 
tion  to  Amend  Preliminary  Statement, 

ANTICIPATION.    See  Trade-Marks,  35,  41,  42,  67,  73,  74. 

APPARATUS.    See  ComtructUm  of  Claims,  2;  Patentability,  5. 

APPEAL*.  See  Amendment,  4,  6;  Appeal  to  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia;  Appeal  to  the  EmanUners-in-CMef ;  Congression^U 
Legislation;  Examination  of  Applications,  3;  Interference,  27,  28,  35; 
Mandamus;  Motion  to  Am^end  Preliminary  Statement,  1;  Motion  to 
Dissolve  Interference,  10,  13,  18;  Rejection  of  Claims,  1,  3;  Reopening 
of  Decided  Cases;  Reopening  of  Rejected  Applications,  1;  Suggested 
Claims,  2;  Trade-Marks,  21,  36,  43,  50,  51,  57,  79,  89,  90. 
Presentation  of  New  Claims. — ^The  practice  of  submitting  new  claims  for 
the  original  consideration  of  the  Commissioner  on  appeal  not  approved. 
Eof  parte  Sears,  198. 

APPEAL  FROM  THE  COMMISSIONER  OF  PATENTS.  See  Appeal  to  the 
Vourt  of  Appeals  of  the  District  of  Columbia;  Decisions  of  the  Court  of 
Appeals  of  the  District  of  Columbia;  Jurisdiction  of  the  Court  of  Ap- 
peals of  the  District  of  Columbia;  Trade-Marks,  50. 

APPEAL  FROM  THE  EXAMINER  OP  INTERFERENCES.  See  Motion  to 
Dissolve  Interference,  10. 

APPEAL  TO  THE  COMMISSIONER  OF  PATENTS.  See  Rejection  of  Claims, 
1 ;  Trade-Marks,  36,  55,  57. 

APPEAL  TO  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUM- 
BIA. See  Amendment,  4;  Decisions  of  the  Court  of  Appeals  of  the 
District  of  Columbia;  Interference^  28;  Jurisdiction  of  the  Court  of 
Appeals  of  the  District  of  Columbia;  Rejection  of  Claims,  1. 
L  Decision  on  Motion  to  Dissolve. — ^The  Court  of  Appeals  of  the  District 
of  Columbia  has  no  Jurisdiction  to  ^itertain  an  appeal  from  a  decisioa 
of  the  Commissioner  of  Patents  on  a  motion  to  dissolve  an  interference 
between  an  applicant  for  reissue  and  an  original  application  holding 
that  appellant  had  no  right  to  a  reissue  on  the  ground  that  his  show- 
ing of  inadvertence,  accident,  or  mistake  was  insufficient  and  that  he 
had  failed  to  excuse  the^ong  delay  of  more  than  two  years  in  filing 
the  reissue  application,  as  such  Judgment  does  not  constitute  an  adjudi- 
cation of  the  question  of  priority  between  the  parties.  *In  re  FuUa- 
gar,  270. 
2.  Same — Parties  to  Appeal. — ^A  motion  by  B.  that  he  be  made  a  party  to  an 
appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia  takoi  by 
F.  from  a  decision  of  the  Commissioner  of  Patents  on  a  motion  to 
dissolve,  holding  that  F.  had  no  right  to  make  the  claims  of  the  issue 
because  of  his  delay  in  filing  his  reissue  application  involved  in  this 
Interference  denied  on  the  ground  that  the  Commissioner's  decision 
did  not  result  In  an  award  of  priority  to  B.,  and  therefore  F.  could 
not  bring  him  before  the  court  by  an  appeal.  For  the  same  reason  K,*s 
motions  to  have  the  docket  entry  changed  and  to  dismiss  F.'s  appeal 
denied.    *Id, 

APPEAL  TO  THE  EXAMINERS-IN-CHIEF.  See  Motion  to  Reopen  Interfer- 
ence to  Take  Testimony,  3 ;  Rejection  of  Claims. 
FoBMAL  Objections  to  Dba  wings — Fob  warding  Appeal. — ^The  correction  of 
the  drawings  which  are  lacking  merely  in  artistic  merit  is  not  one  of 
the  formal  matters  contemplated  by  Rule  134  which  must  be  settled 
before  the  case  can  be  appealed  to  the  Bzaminers-in-Cbief.  Bm  parte 
Proctor,  3. 
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APPBAL  TO  THE  SUPREME  COURT  OF  THE  UNITED  STATES.  See  De- 
cisiona  of  the  Court  of  Appeals  of  the  District  of  Columbia;  Trade- 
Marks,  60,  51. 

APPLICANTS.    See  Attorneys;  Joint  Applicants;  Preliminary  Statements,  1. 

APPLICANT  AND  PATENTEE.    See  Interference,  11,  14,  15,  25. 

APPLICANT  AND  REGISTRANT.    See  Trade-Marks,  2,  56.  79,  91. 

APPLICATION  FOR  REGISTRATION.    See  Trade-Marks,  80. 

APPLICATIONS.  See  Abandoned  Applications;  Abandonment  of  Applications; 
Abandonment  of  Invention;  Access  to  Abandoned  Applications;  Access 
to  Pending  Applications;  Affidavits  Under  Rule  15,  2;  Amendment; 
Authority  of  the  Commissioner  of  Patents,  2,  3;  Bankruptcy;  Congres- 
sional Legislation;  Construction  of  Statutes;  Continuous  Applications; 
Delay  in  Filing  Applications;  Designs;  Divisional  Applications;  Divi- 
sion of  Applications;  Drawings;  Examination  of  Applications;  Inter- 
ference, 11,  13,  S9,  40;  Joint  Applicants;  Labels  and  Prints;  New  Mat- 
ter; Oath;  Perjury;  Power  of  Attorney;  Reissues;  Reopening  of  Re- 
jected Applications;  Specifications. 

APPLICATIONS  STRICKEN  FROM  THE  FILES  OF  THE  PATENT  OFFICE. 
See  Delay  in  Filing  Application, 

ASSIGNEES.  See  Abandoned  Applications;  Access  to  Abandoned  Applications; 
Access  to  Pending  Applications,  2,  3;  Assignments,  1,  2;  Attorneys; 
Bankruptcy;  Copyright,  1,  2 ;  Power  of  Attorney,  2 ;  Preliminary  State- 
ments. 

ASSIGNMENTS.     See  Copyright,  1,  2;  Trade-Marks,  56. 

1.  No  Request  that  the  Patent   Issue  to  the  Assignee — Equitable 

Title. — ^An  assignment  in  which  there  is  no  request  tliat  the  patent 
issue  to  the  assignee  conveys  only  an  equitable  title.  Ex  parte  Stan- 
ford, 7. 

2.  CoififissioNEB  Not  Bound  to  Recognize — Issuance  of  Patent. — ^There 

Is  no  law  compelling  the  Commissioner  of  Patents  to  recognize  an 
assignment  It  is  no  part  of  his  duty  to  pass  upon  the  validity  or 
Invalidity  of  assignments  filed  in  his  office,  and  it  is  a  matter  within 
his  discretion  whether  he  shall  issue  the  patent  to  the  assignee  or 
the  inventor.  *Moore,  Commissioner  of  Patents,  v.  The  United  States 
of  America,  ex  rel  Boyer,  276. 

8.  Confucting — Patent  Issued  to  Inventor. — Where  an  inventor  assigns 
his  entire  rights  in  an  application  for  patent  to  different  parties.  Held 
that  the  patait  should  Issue  to  the  Inventor.  In  re  Chicago  Hook  and 
Bye  Com4Hiny,  148. 

4.  Authoritt  of  the  Commissioneb. — In  case  of  conflicting  assignments  it 
Is  well  settled  that  the  Commissioner  has  authority  to  ignore  those 
assignments  and  issue  the  patent  to  the  inventor.  Id. 
ATTORNEYS.  Abandonment  of  Applications,  3,  5,  6;  Authority  of  the  Com- 
missioner of  Patents,  2,  8 ;  Brief;  Power  of  Attorney;  Supervisory  Au- 
thority of  the  Commissioner  of  Patents;  Testimony,  4. 

OwNSB  OF  Equitable  Interest  Mat  Not  Control  Appointment  to  E2x- 
CLUsioN  OF  Appucant. — ^The  assignee  of  an  entire  interest  in  the  In- 
vention may  not  revoke  a  power  of  attorney  given  by  the  applicant 
and  appoint  one  of  his  own  selection  where  the  assignment  does  not 
request  that  the  patent  shall  issue  to  said  assignee.  Such  an  assign- 
ment conv^s  merely  an  equitable  and  n«t  a  legal  title.  Ex  parte 
Stanford,  7. 
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AUTHORITY  OF  THE  COMMISSIONER  OF  PATENTS.    See  Assignments, 
4;  Congressional  Legislation. 

1.  Ck>MMISSIONEB  OF  PATENTS — POWEB  TO  INVESTIGATE  THE  CJONPUCT  OF  HiB 

Office. — The  Commissioner  of  Patents  is  the  official  head  of  a  great 
and  Important  public  office,  and  has  the  power  to  institute  investiga- 
tions into  the  conduct  of  his  office  generally,  with  a  view  to  the 
efficiency  of  the  service  and  the  eradication  of  corrupt  practice,  if 
such  are  found  to  exist  The  maimer  in  which  such  investigation 
shall  be  conducted  is  a  matter  within  his  discretion,  and  no  court  is 
vested  with  supervisory  authority  over  him.  *  Moore,  Commissioner 
of  Patents,  v.  Heany,  The  Heany  Company,  and  the  Beany  Lamp  Co., 
488. 

2.  Same — Same. — The  Commissioner  has  the  power,  either  ia  an  ex  parte 

or  an  interference  case,  to  inquire  and  determine  whether  an  applica- 
tion has  l)een  altered  or  substituted  without  authority.  Whether  such 
alteration  shall  have  been  made  by  the  attorney  of  the  applicant  with 
the  latter^s  connivance  or  consent  is  immaterial.  The  efficacy  of  the 
application  would  be  destroyed  by  such  alteration.    ♦  Id. 

3.  Alteration     of     Applications — Criminal     Proceeding — ^Res     Adjudi- 

CATA. — The  power  of  the  Commissioner  to  declare  as  a  result  of  in- 
vestigation that  an  application  has  been  destroyed  by  the  reason  of 
alteration  is  not  affected  by  the  fact  that  in  a  criminal  prosecution 
against  the  applicant,  his  attorney,  and  another  for  conspiracy  in  the 
matter  of  such  alterations  the  applicant  was  acquitted.  The  question 
adjudicated  in  the  criminal  proceedings  was  not  whether  the  applica- 
tion had  been  altered,  but  whether  the  applicant  was  a  guilty  party 
thereto.    The  fact  of  alteration  is  not  res  adjudicata.    *  Id, 

BANKRUPTCY. 

Assignee  of  Application — ^Title  of  Trustee. — ^Where  an  application  for 
patent  is  assigned  and  prior  to  the  issuance  of  a  patoit  thereon  the 
assignee  is  declared  a  bankrupt.  Held  that  the  trustee  in  bankruptcy 
acquires  no  title  to  such  application.    In  re  Ives,  238. 

BILL  IN  EQUITY  UNDER  SECTION  4915,  REVISED  STATUTES.  See 
Trade-Marks,  51 
Patentability.  The  evidence  pres^ted  considered  and  Held  insufficient 
to  overcome  the  rulings  of  the  Patent  Office  and  the  Court  of  Appeals 
of  the  District  of  Columbia  that  the  claims  are  unpatentable.  ^Dilg 
V.  Moore  {substituted  for  Allen,)  Commissioner  of  Patents  of  the 
United  States,  255. 

BLUEPRINTS.    See  Interference,  1;  Motion  to  Reopen  Interference  to  Take 
Testimony,  1. 

BRIEF.    See  Motion  to  Dissolve  Interference,  10;  Puhlio-Use  Proceedings,  1. 

1.  Interlocutory  Hearings. — Where  at  a  hearing  on  a  motion  for  dissolution 

a  brief  was  filed  after  the  attorney  had  made  his  argument  and  near 
the  close  of  the  hearing,  Held  that  this  brief  was  filed  In  compliance 
with  the  ruling  in  Royce  v.  Kempshall.  (C.  D.,  1906,  292;  116  O.  G., 
2011.)     Stevens  v.  Patterson,  80. 

2.  Same. — The  question  of  allowing  reply  briefs  to  be  filed  is  one  within 

the  discretion  of  the  tribunal  before  whom  the  hearing  is  had.    Id, 
BURDEN  OF  PROOF.     See  Abandonment  of  Invention,  3;  Interference,  27; 

Motion  to  Amend  Preliminary  Statement,  2;  Testimony,  3. 
CANCELATION  OF  TRADE-MARK  REGISTRATION.     See  Trade-Marks,  18, 

19,  45,  107,  108. 
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CERTIFIED  COPY  OF  FOREIGN  REGISTRATION.     See  Trade-Marks,  85. 

CERTIFIED  COPY  OF  PART  OF  SPECIFICATION.  See  Access  to  Pending 
Applications,  4,  5. 

CHANGE  OF  MATERIAL.     See  Invention,  3. 

CITIZENSHIP.     See  Copyright,  2. 

CLAIMS.  See  Abandoned  Applications;  Access  to  Abandoned  Applications; 
Amendment,  2,  3,  6;  Appeal;  Construction  of  Claims;  Construction  of 
Specifications  and  Patents;  Divisional  Applications;  Division  of  Ap- 
plications, 1,  3;  Examination  of  Applications,  3;  Final  Rejection  of 
Claims;  Interference,  8,  9.  10,  11,  13, 14,  15.  20,  21,  25,  31,  32,  33,  38,  39, 
40;  New  Matter;  Rejection  of  Claims;  Reopening  of  Rejected  Applica- 
tions; Suggested  Claims;  Term  of  Patent. 

1.  Suggestion  of — Process  and  Apparatus. — ^Where  an  applicant,  In  com- 

pliance with  the  Examlner*s  requirement  for  division  between  process 
and  apparatus,  divides  out  the  process  and  files  a  separate  application 
therefor,  the  EiXamlner  should  not  suggest  the  process  claims  to  other 
applicants  who  disclose  the  process  but  claim  only  an  apparatus  for 
carrying  out  such  process.    In  re  Werner,  17. 

2.  Indefinite — When  Open  to  Objection — Remedy. — Only  where  claims  are 

indefinite  in  the  sense  that  they  are  ambiguous,  equivocal,  lacking  in 
clearness,  or  unintelligible,  shall  the  Examiner's  action  be  in  the  form 
of  an  objection.  The  remedy  from  this  action  is  by  petition  to  the 
Commissioner  In  person.  Ex  parte  Bitner,  32. 
8.  Interference — Interpretation  op  the  Issue. — ^The  claims  in  Issue  which 
were  first  made  by  N.  were  not  in  his  specification  as  originally  filed, 
but  were  made  after  it  had  been  amended.  Held  that  the  meaning  of 
the  claims  must  be  determined  by  the  specification  as  so  amended. 
•Neuberth  v.  Lizotte,  350. 

4.  Same — Priority — Right  to  Make  the  Claims. — ^The  claims  as  Inter- 

preted in  the  light  of  N.'s  amended  specification,  where  they  originated, 
call  for  twice  bending  the  covering  material — first  at  right  angles  to 
the  edge  of  the  fiange  of  the  ^elet  and  then  over  under  the  fiange  to 
secure  it  thereto.  Held  that  as  N.'s  machine  as  constructed  and  op- 
erated and  as  shown  in  his  application  was  not  capable  of  operating  in 
this  manner  N.  has  no  right  to  make  these  claim&    *Id, 

5.  Same — Same — Same. — Count  7  specifies  a  machine  for  covering  studs. 

N.'s  machine  as  shown  and  illustrated  could  not  be  used  for  covering 
studs.  Held  that  as  he  does  not  point  out  in  his  specification  any 
modification  of  his  machine  by  which  it  could  be  made  to  cover  studs 
and  as  such  modification  would  not  be  a  mere  matter  of  mechanical 
skill,  N.  has  no  right  to  make  a  claim  in  the  terms  of  this  count.    *Id, 

6.  Combination — ^Use  of  Term  "  Means." — Where  the  invention  claimed  is 

a  combination.  Held  that  the  term  *'  means,"  followed  by  a  statement 
of  function,  is  properly  readable  on  a  structure  in  which  such  means 
consists  of  more  than  one  element.    Lacroix  v.  Tyberg,  215. 

CLASS  OF  BIERCHANDISB.  See  Trade-Marks,  8,  9,  10,  14,  15,  34,  59,  00,  07, 
68,  69,  73,  74.  80,  99,  100,  101,  102,  104,  108. 

COMBINATION.  See  Claims,  6;  Construction  of  Claims,  2;  Motion  to  Dis- 
solve Interference,  19 ;  Term  of  Patent,  2. 

COMITY  BETWEEN  COURTS.     See  Trade-Marks,  21,  44. 

COMMISSIONER  OF  PATENTS.  See  Access  to  Pending  Applications,  2,  3; 
Appeal;  Appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia; 
Assignments,  2,  4 ;  Authority  of  the  Commissioner  of  Patents;  Claims, 
2;  Congressional  Legislation;  Decisions  of  the  Court  of  Appeals  of  the 
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District  of  Columbia;  Interference,  7,  36;  Jurisdiction  of  the  Court  of 
Appeals  of  the  District  of  ColumlHa;  Jurisdiction  of  the  Courts  over 
Practice  in  the  Patent  Office;  Mandamus,  2;  Perjury,  2;  Priority  of 
Invention,  2 ;  Rejection  of  Claims,  1 ;  Suggested  Claims,  2 ;  Supervisory 
Authority  of  the  Commissioner  of  Patents;  Trade-Marks,  22,  36,  37, 
42,  51,  64,  77,  78,  87. 
CONCEALMENT  OF  INVENTION. 

1.  INTEBFEBENCE — Pbiobity. — L.  made  a  device  embodying  the  inventioii 

prior  to  V.'s  conception  thereof.  He  showed  it  only  to  the  officers  of 
his*  company,  who  laid  it  aside  on  account  of  other  business,  and  no 
attention  was  given  it  by  them  or  L.  until  they  obtained  knowledge  of 
the  work  done  by  a  rival  company,  V/s  assignee.  Held  that  if  the 
device  made  by  L.  was  a  reduction  to  practice  he  had  forfeited  hla 
right  to  a  patent  by  his  concealment  (citing  Mason  v.  Hepburn,  O.  D.» 
1898,  510;  84  O.  G.,  147;  13  App.  D.  C,  86,  and  other  decisions.) 
Lawrence  v.  Voight,  166. 

2.  Same — Same. — ^Where  the  development  of  an  Invention  extended  over  a 

year  and  required  the  expenditure  of  |100,000  and  was  witnessed  by  a 
large  number  of  employees  and  visitors  and  where  the  party  so  develop- 
ing the  invention  was  also  the  first  to  file  his  application.  Held  that 
there  is  no  such  concealment  of  the  inv^ition  as  to  bring  the  case 
within  the  doctrine  of  Mason  v.  Hepburn  (C.  D.,  1808,  510;  84  O.  G., 
147.)     Shiner  v.  Edison,  174. 

CONCEPTION  OF  INVENTION.  See  Concealment  of  Invention,  1;  Inter- 
ference, 4,  24;  Interfering  Patents;  Invention,  2,  4;  Motion  to  Amend 
Preliminary  Statement,  4 ;  Priority  of  Invention,  3 ;  Reduction  to  Prac- 
tice, 6. 

CONCESSION  OF  PRIORITY.    See  Interference,  15;  Trade-Marks,  77.  78. 

CONFLICTING  ASSIGNMENTS.    See  Assignments,  3,  4. 

CONGRESSIONAL  LEGISLATION. 

Patent  LEoisLATioN-^FtJNCTioN  op  the  Commissioneb  or  Patekts. — "  The 
Commissioner  of  Patents  in  passing  upon  applications  or  deciding 
controversies  between  rival  applicants  for  patent  of  the  same  invoi- 
tion,  exercises  power  that  is  essentially  Judicial.  For  that  reason 
Congress  has  the  power  to  provide  for  a  review  of  his  decisions  by 
appeal  to  the  courts.'*    *Moore  v.  United  States,  ex  rel.  Lindmark,  483. 

CONSPIRACY.     See  AuthoHty  of  the  Commissioner  of  Patents,  2,  3. 

CONSTRUCTION  OF  CLAIMS.  See  Claims,  3,  4.  5;  DiviHon  of  Applications, 
1;  Interference,  31,  32;  Patentability,  2. 

1.  Patentability — Function    ob    Results — Vapob-Rbgisteb. — The    claim 

reading  *'In  combination  in  a  vapor-register,  a  dial  upon  which  are 
marked  pressures  and  heat  characteristics  and  a  device  for  automatic- 
ally indicating  on  said  dial  simultaneous  pressures  and  heat  charac- 
teristics *'  and  claims  similar  thereto  were  properly  rejected  as  claims 
for  functions  or  results.  If  allowed,  they  would  cover  means  sub- 
stantially different  from  those  described  which  might  be  discovered 
by  another  for  accomplishing  the  same  results.    *In  re  Gardner,  306. 

2.  Claims — Function  of  Machine. — ^A  claim  for  a  sound-producing  appa- 

ratus consisting  of  a  traveling  tablet  having  a  sound-record  formed 
thereon  and  a  reproducing-stylus  shaped  for  engagement  with  said 
record  and  free  to  he  vibrated  and  propelled  by  the  same  is  not  for 
the  function  of  the  machine,  but  sets  forth  a  valid  combination. 
**Ijeeds  d  Catlin  Company  v.  VMor  Talking  Machine  Company  and 
United  States  Gramophone  Company,  536. 
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CX>NSTRUCTION  OF  RULES.  See  Access  to  Pending  Applications,  4,  5; 
Affidavits  Under  Rule  15;  Amendments,  1,  3,  5,  6;  Appeal  to  the  Ex- 
amMhers^n-Chief ;  Examination  of  Applications,  4 ;  Interference,  13,  19, 
34,  39 ;  Motion  to  Dissolve  Interference,  12, 16 ;  Preliminary  Statements, 
2;  Rejection  of  Claims,  1;  Suggested  Claims;  Trade-Marks,  77. 

CONSTRUCTION  OF  SPECIFICATIONS  AND  PATENTS.    See  Specifications. 

1.  Pbocess  of  Making  Open  Metal-Wobk  Patentable. — ^A  claim  for  the 

"method  of  making  open  or  reticulated  metal-work,  which  consists 
In  simultaneously  slitting  and  bending  portions  of  a  plate  or  sheet 
of  metal  in  such  manner  as  to  stretch  or  elongate  the  bars  connecting 
the  slit  portions  and  body  of  the  sheet  or  plate,  and  thai  similarly 
slitting  and  bending  in  places  alternate  to  the  first-mentioned  portions, 
and  producing  the  finished  expanded  sheet  metal  of  the  same  length 
as  that  of  the  original  sheet  or  plate,  substantially  as  described,**  Held 
to  set  forth  a  novel  series  of  operations  independent  of  any  particular 
mechanism  and  to  constitute  patentable  subject-matter.  **The  Ex- 
panded Metal  Company  et  al,  v.  Bradford  et  aL,  and  The  General  Fire- 
proofing  Company  v.  The  Expanded  Metal  Company,  521. 

2.  Patentability — Appabatus    fob    Bbeakino    and    Tbanspobting    Ibon 

Pboducts — Invention. — ^A  device  for  breaking  and  transporting  mag- 
netic products,  consisting  of  the  combination  of  an  electromagnet,  a 
hoisting  device  therefor,  and  a  weight  adapted  to  be  hoisted  and 
dropped  upon  materials  to  be  crushed.  Held  to  involve  patentable 
Invention  over  the  prior  art,  which  discloses  in  one  patent  a  device  for 
the  same  purpose  consisting  of  mechanical  means  for  hoisting  a  weight 
and  releasing  it  and  in  another  a  magnet  simply  for  hoisting  and  con- 
veying magnetic  materials.  The  invention  lies  in  a  new  combination, 
which  was  not  obvious  in  view  of  the  prior  art.    *In  re  Eastwood,  418. 

3.  Same — Evidence  of  Invention. — Where  the  patents  of  the  prior  art  were 

In  existence  for  many  years  without  suggesting  to  any  one  the  useful 
device  sought  to  be  patented,  and  affidavits  of  those  skilled  in  the  art 
and  having  full  knowledge  of  the  anticipating  devices  are  filed  averring 
that  the  device  sought  to  be  patented  never  occurred  to  them,  and  the 
Improvement  is  shown  to  be  of  great  practical  utility.  Held  that  these 
facts  constitute  evidence  that  the  improvement  was  not  an  obvious 
one.  *Id, 
CONSTRUCTION  OF  STATUTES.  See  Abandonment  of  Applications,  6 ;  Copy- 
right, 1,  3;  Delay  in  Filing  Application;  Interference,  20;  Labels  and 
Prints;  Perjury,  1;  Reissues,  1;  Rejection  of  Claims,  1;  Term  of 
Patent,  1,  3;  Trade-Marks,  50,  51. 
FoBEiGN  Applications — Time  fob  Filing  Domestic  Appucations — Section 
4887  OF  THE  Revised  Statutes  Constbued. — In  computing  the  time 
under  Revised  Statutes,  section  4887,  as  amended  by  act  of  March  3, 

1903,  the  day  upon  which  the  application  in  a  foreign  country  was 
filed  should  be  excluded,  and  where  such  an  application  was  filed  <mi 
February  23,  1903,  an  application  filed  in  this  country  February  23, 

1904,  was  in  time  ^  H ess-Bright  Mfg,  Co,  et  ah  v.  Standard  Roller 
Bearing  Co,,  266. 

CONSTRUCTION  OF  TRADE-MARK  STATUTES.  See  Trade-Marks,  1,  2,  14, 
15,  16,  18,  30,  38,  49.  50,  51.  61,  64,  75,  86,  95, 101,  102,  104,  106. 

CONTEMPORANEOUS  USE  OF  MARK,    ^ee' Trade-Marks,  102. 

CONTINUOUS  APPLICATIONS. 

Date — ^Disclosttbb  in  Pbiob  Patent  to  Same  Pabty. — ^An  application  dis- 
closing and  claiming  subject-matter  disclosed  in  a  patent  granted 
prior  to  the  filing  of  such  application  can  not  be  considered  as  a 
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continuance  of  the  prior  application,  since  after  the  application  has 
eventuated  into  a  patent  there  is  nothing  left  pending  before  the  Patent 
Office  upon  which  it  could  act  or  to  which  the  later  application  could 
attach.  (Citing  Spitteler  and  Kriache,  C.  D.,  1908,  374;  134  O.  G.. 
1301 ;  31  App.  D.  C,  271 ;  Smith  v.  Goodyear  Dental  Vulcanite  Co.,  C.  D., 
1877,  171;  11  O.  G.,  246;  93  U.  S.,  487,  and  Ca^  v.  Park,  C.  D.,  1899. 
278;  86  O.  G.,  797;  14  App.  D.  C,  43,  distinguished.)  •  Waimoright  v. 
Parker,  379. 

CJOPIES  OF  ABANDONED  APPLICATIONS.  See  Abandoned  Applications; 
Access  to  Abandoned  Applications, 

COPIES  OF  DRAWINGS.     See  Drawings,  1. 

COPYRIGHT.    See  Labels  and  PHnts,  3 ;  Trade-Marks,  1,  53. 

1.  Assignment — Section  4952,  Revised  Statutes,  Construed. — Under  se^v 

tion  4952  of  the  Revised  Statutes  as  amended  by  the  act  of  March  3, 
1891,  (26  Stats.  L.,  1106,  ch.  565;  U.  S.  Comp.  Stats.,  1901,  p.  3406.) 
providing  that  the  "author,  inventor,  designer  or  proprietor  of  any 
book,  map,  chart,  •  •  ♦  painting  •  ♦  •  and  the  executors,  ad- 
ministrators and  assigns  of  any  such  person  shall,  upon  complying 
with  the  provisions  of  this  chapter,  have  the  sole  liberty  of  printing, 
reprinting,  publishing,  completing,  copying,  executing,  finishing  and 
vending  the  same."  etc..  the  word  "  assigns  "  includes  one  who  receives 
a  transfer,  not  necessarily  for  the  thing  which  is  copyrighted,  but  of 
the  right  to  multiply  copies  of  it,  and  such  right  does  not  depend  alone 
upon  the  statute,  but  is  a  right  derived  from  the  originator  of  the 
copyrightable  thing  and  secured  to  the  assignee  of  his  rl^t  **  Bong 
V.  The  Alfred  S.  Campbell  Art  Company,  530, 

2.  Same — Right  of  Assignee  to  Obtain  Copybioht — Citizenship. — If  the 

author  or  proprietor  of  a  copyrightable  thing  be  a  citizen  or  subject  of 
a  country  with  which  this  country  has  no  copyright  relations  and  by 
reason  of  which  author  cannot  secure  copyright  protection  in  this 
country,  the  assignee  of  such  author  cannot  obtain  valid  copyright 
protection,  although  under  no  disability  as  far  as  his  citiz^iship  is 
concerned.    ♦*  Id. 

3.  Right  of  Citizens  of  Foreign  States  to  Obtain  Copyright — Section  13. 

Act  of  March  3,  1891,  Construed. — Under  section  13  of  the  act  of 
March  3,  1891,  (26  Stats.  L.,  1106,  ch.  565,)  which  gives  the  right  of 
copyright  to  a  citizen  or  subject  of  a  foreign  state  or  nation  when  such 
state  or  nation  **  is  a  party  to  an  international  agreement  which  pro- 
vides for  reciprocity  in  the  granting  of  copyright,  by  the  terms  of  which 
agreement  the  United  States  of  America  may  at  its  pleasure  become  a 
party  to  such  agreement,"  and  provides,  further,  that  "the  existence 
of  either  of  the  conditions  aforesaid  shall  be  determined  by  the  Presi- 
dent of  the  United  States  by  proclamation,"  a  citizen  of  a  foreign  state 
which  is  a  party  to  an  international  agreement  to  which  the  United 
States  may  become  a  party  is  not  entitled  to  copjrright  protection  in 
this  country  unless  and  until  the  President  of  the  United  States,  by 
proclamation,  has  determined  whether  the  necessary  conditions  exist. 
**Id. 

CORPORATION.     See  Testimony,  5. 

COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUMBIA.  See  Appeal  to 
the  Court  of  Appeals  of  the  District  of  Columbia;  BUI  in  Equity  Under 
Sectidn  4915,  Revised  Statutes;  Decisions  of  the  Court  of  Appeals  of 
the  District  of  Columbia;  Interference,  28;  Jurisdiction  of  the  Court 
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of  AppeaU  of  the  District  of  Columbia;  Jurisdiction  of  the  Court  of 
Appeals  of  the  District  of  Columbia  Over  Practice  in  the  Patent  Office; 
Mandamus,  2 ;  Trade-Marks,  36,  87. 

CRIMINAL  PROSECUTION.    See  AuthoHty  of  the  Commissioner  of  Patents,  3. 

CROSS-EXAMINATION.    See  Interference,  5;  Testimony,  6,  7. 

DAMAGE.    See  Trade-Marks,  107,  lOa 

DATE  OF  EXECUTION.    See  Oath. 

DATE  OF  FILING  APPLICATION.  See  Construction  of  Statutes;  Divisional 
Applications;  Invention,  1,  2;  Labels  and  Prints,  3. 

DATE  OF  INVENTION.    See  Interfering  Patents. 

DATE  OF  PATENT.    See  Interfering  Patents, 

DECEPTIVE  MARK.    See  Trade-Marks,  3,  20,  83,  88,  102. 

DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.  See  Appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia;  Interference,  7;  Juris- 
diction of  the  Court  of  Appeals  of  the  District  of  Columbia;  Jurisdic- 
tion of  the  Court  of  Appeals  of  the  District  of  Columbia  Over  Practice 
in  the  Patent  Office;  Mandamus,  2. 

DECISIONS  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF 
COLUMBIA.  See  Suits  for  Infringement,  1 ;  Trade-Marks,  50,  51. 
Not  Final  iit  Intebfebence  Cases — No  Appeal  to  the  Supbeme  Court  of 
THE  United  States. — ^The  ruling  in  Frasch  v.  Moore  (C.  D.,  1908,  609; 
137  O.  G.,  230;  211  U.  S.,  1)  followed  to  the  effect  that  decisions  of  the 
Court  of  Appeals  of  the  District  of  Columbia  on  appeals  from  the  Com- 
missioner of  Patents  are  not  appealable  to  the  Supreme  Court  of  the 
United  States.    ••  Johnson  v.  Mueser,  566. 

DECISIONS  OF  THE  COURTS.    See  Trade-Marks,  21,  50,  51. 

DECISIONS  OF  THE  EXAMINERS  OF  INTERFERENCES.  See  Motion  to 
Dissolve  Interference,  10. 

DECISIONS  OF  THE  EXAMINERS-IN-CHIEF.  See  Amendment,  5 ;  Jurisdic- 
tion of  the  Court  of  Appeals  of  the  District  of  Columbia  Over  Practice 
in  the  Patent  Office. 

DECISIONS  OF  THE  PATENT  OFFICE  TRIBUNALS.  See  Interference,  27 ; 
Suits  for  Infringement,  1. 

DECLARATION.    See  Perjury,  1;  Trade-Marks,  85,  86. 

DECLARATION  OF  INTERFBIRENCB.  See  Interference,  9,  10,  28;  Motion  to 
Dissolve  Interference,  9,  10;  Trade-Marks,  57. 

DECREE  OF  THE  COURTS.     See  Trade-Marks,  58. 

DELAY.    See  Diligence;  Trade-Marks,  90. 

DELAY  IN  APPLYING  FOR  REISSUE.  See  Appeal  to  the  Court  of  Appeals 
of  the  District  of  Columbia. 

DELAY  IN  BRINGING  MOTIONS.  See  Motion  to  Amend  Preliminary  State- 
ment, 4 ;  Motion  to  Dissolve  Interference,  6. 

DELAY  IN  FILING  APPLICATION.  See  DUigence;  Oafh;  PrioHty  of  Inven- 
tion, 4;  Prior  Patents. 
Facts  Showing  Lack  op  Diligence. — ^Where  an  inventor  on  May  27,  1895. 
while  an  employee  of  the  Patent  Office,  filed  application  papers  with- 
out the  filing  fee,  and  on  June  3,  1896,  after  his  resignation,  deposited 
such  filing  fee,  but  the  application  on  August  6,  1897,  was  stricken 
from  the  files  as  having  been  filed  contrary  to  the  statutes,  and  a  com- 
plete formal  application  was  filed  September  10,  1897,  Held,  that  the 
inventor  was  not  diligent  in  constructively  reducing  his  invention  to 
practice  and  that  he  was  not  ^titled  to  a  patent  in  view  of  the  grant 
of  a  patent  to  another  on  February  9,  1897,  on  an  application  filed 
March  16, 1896.    E(d  parte  MoElroy,  52. 


Digitized  by 


Google 


580  DIGEST  OF  DBGISIONS. 

DELAY  IN  PROSECUTING  APPLICATION.  See  Abandonment  of  ApplUx^ 
turns,  3,  7,  9,  10. 

DELAY  IN  TAKING  TESTIMONY.    See  Interference,  16,  17,  26. 

DEMURRER.    See  Trade-Marks,  8,  106,  107. 

DESCRIPTION.  See  Examination  of  Applications,  4;  Interference,  16,  17,  20; 
Specifications,  2;  Testimony,  3;  Trade-Marks,  40. 

DESCRIPTIVE  TERMS.  See  Trade-Marks,  1,  6,  11,  12,  13,  23,  29,  31,  32,  33, 
46,  52,  65,  76,  83,  88,  93. 

DESIGNS.    See  Trade-Marks,  54. 

Patentability — Mechanical  Advantages  Iifif atebial. — The  possession  of 
features  having  certain  mechanical  advantages  Held  to  have  no  bear- 
ing  upon  the  question  of  the  patentability  of  a  design.  Eas  parte  Sher- 
man, 170. 

DILIGENCE.  See  Affidavits  under  Rule  75,  1;  Delay  in  Filing  Application; 
Interference,  3,  4;  Interfering  Patents;  Priority  of  Invention,  1. 

1.  INTEBFEBBNCE — Pbiobity — Genebal  Rule. — "  The  Quostion   of  diligence 

is  one  depending  upon  the  facts  in  each  case.  What  is  reasonable  time 
in  one  case  may,  under  the  circumstances,  be  imreasonable  in  another. 
The  courts  will  grant  great  latitude  when  the  inventor  has  been  de- 
layed by  reason  of  circumstances  over  which  he  has  no  control;  but 
where  the  delay  is  caused  by  the  negligence  of  the  inventor,  or  for  a 
manifest  ulterior  purpose,  no  leniency  whatever  should  be  extended.'* 
^Nelson  v.  Faucette,  415. 

2.  Same — Delay  fob  Pubposb  of  Disposing  of  Pbiob  Invention. — ^Wh«re 

N.  conceived  the  invention  of  the  issue  on  October  13, 1904,  and  reduced 
the  same  to  practice  on  October  26,  1905,  by  the  filing  of  his  applica- 
tion, and  F.  conceived  the  invention  on  June  30,  1905,  and  reduced 
the  same  to  actual  practice  on  July  31,  1905,  and  it  appears  that 
N.  did  not  disclose  the  invention  to  anyone,  except  a  few  of  his 
friends  confidentially,  until  after  the  filing  of  his  application,  and  his 
excuse  for  failure  to  reduce  the  same  to  practice  was  that  he  liad  sold 
a  prior  invention  of  the  same  nature  to  his  employers  and  was  at- 
tempting also  to  sell  the  invention  of  the  issue  to  them,  that  they 
would  likely  interfere  should  he  attempt  to  do  anything  with  it,  and 
that  he  was  waiting  to  see  what  claims  would  be  allowed  on  his  prior 
application,  Held  that  the  excuse  for  the  delay  is  insufilcient    *Id, 

DISCLAIMER.  See  Ahandonm^ent  of  Invention,  2;  Suggested  Claims,  2;  Trade- 
Marks,  77,  78. 

DISCLOSURE  OF  INVENTION.  See  Continuous  Applications;  DUigence,  2; 
Drawings,  2;  Interference,  6,  9,  10,  20,  29,  30,  32,  33;  Invention,  2; 
New  Matter;  Priority  of  Invention,  3,  5;  Reduction  to  Practice,  6; 
Reissues,  3;  Specifications,  1. 
Intebfebencb — ^EviDENCE>— Alleged  Disclosttbe  to  Dbaftsm an — Failube  to 
Embody  in  Dba wings. — ^Where  an  inventor  alleges  that  he  disclosed  an 
invention  to  a  draftsman  for  the  purpose  of  having  drawings  made  of 
the  invention  disclosed  to  him  and  neither  the  drawings  produced  by 
the  draftsman  nor  the  machines  built  therefrom  contain  the  Inventioii, 
it  is  evident  that  either  the  invention  had  not  been  conceived  or  that  it 
had  not  been  disclosed  as  claimed.    •  Peters  v.  Pike,  Jr,,  386. 

DISCRETION  OF  THE  COMMISSIONER  OF  PATENTS.  See  Assignments, 
2;  Authority  of  the  Commissioner  of  Patents,  1;  Priority  of  Inven- 
tion, 2 ;  Trade-Marks,  49. 

DISCRETION  OF  THE  EXAMINER  OF  INTERFERENCES.  See  Interfer- 
ence, 13 ;  Motion  to  Dissolve  Interference,  4,  21,  22. 
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DISCRETION  OF  THE  EXAMINER  OF  TRADE-BIARKS.    See  Trade-Marks, 

56,  57,  62. 
DISMISSAL  OF  APPEAL.    See  Interference,  34;  Trade-MarkSy  90. 
DISSOLUTION  OF  INTERFERENCE.    See  Interference,  6,  9,  10. 
DIVISIONAL  APPLICATIONS.    See  Access  to  Pending  Applications,  4,  5. 

INTEBFEEENCB — ^PBIOBITT — ENTITLED  TO  DaTE  OF  OsiGIlf AL  AS  ColfSTBUCTIVB 

Reduction  to  Practice. — ^Where  an  application  involved  in  Interference 
is  a  division  of  an  earlier  application  which  had  not  been  abandoned 
or  forfeited  at  the  time  such  divisional  application  was  filed.  Held  that 
the  applicant  is  entitled  to  a  constructive  reduction  to  practice  as  of 
the  date  of  the  earlier  application,  even  though  this  earlier  application 
contained  no  claim  to  the  invention  in  issue  (citing  McBerty  v.  Cook, 
C.  D.,  1900,  248;  90  O.  G.,  2295;  PhUlips  v.  Sensenich,  C.  D.,  1908,  391; 
134  O.  a,  1806,  and  LoU  v.  Kenny,  C.  D.,  1908,  467;  135  O.  G.,  1801.) 
Von  Recklinghausen  v.  Dempster,  194. 
DIVISION  OF  APPLICATIONS.    See  Claims,  1. 

1.  Construction  of  Claim. — The  nature  of  the  claims  considered  and  Held 

tc  warrant  the  Examiner's  requirement  for  division.  Ex  parte  Ramsey, 
156. 

2.  Requirement  After  Action  on  Merits. — Where  the  requirement  for 

division  was  not  made  until  after  several  actions  on  the  merits,  Held 
*that  this,  being  a  benefit  rather  than  detriment  to  the  applicant,  fur- 
nishes no  grounds  why  such  a  requirement,  which  is  permitted  by  the 
rules,  should  not  be  adhered  to.  Id. 
8.  Practice — Process  and  Product. — ^Where  in  respect  to  a  requirement  for 
division  between  article  and  process  claims  an  applicant  canceled  the 
process  claims  for  the  express  purpose  of  obtaining  action  on  the  merits 
and  with  the  statement  that  process  claims  would  later  be  reasserted. 
Held  that  the  Eixaminer  was  right  in  requiring  that  the  process  claims 
be  resubmitted^  if  at  all,  before  action  on  the  merits,  although  under 
the  circumstances  he  might  have  considered  the  cancelation  of  the 
'  process  claims  final  and  refused  thereafter  to  consider  any  further 
process  claims^  Em  parte  Scott  and  Deats,  182. 
DRAWINGS.  See  Abandonment  of  Applications,  1 ;  Appeal  to  the  Ewaminers-in- 
Chief;  Disclosure  of  Invention;  Interference,  12;  Invention,  2;  Mo- 
tion to  Amend  Preliminary  Statement,  2;  Reduction  to  Practice,  6; 
Reissues,  3 ;  Trade-Marks,  12. 

1.  Interference — ^Access  to  Appucation — Obtaining  Coft  of  Drawing. — 

The  fact  that  claims  have  been  rejected  as  not  patentable  over  the 
issue  of  the  interference  which  has  been  finally  decided  does  not  en- 
title an  applicant  to  obtain  a  copy  of  the  drawing  of  his  opponent  in  the 
interference.    Ew  parte  Sirl,  12. 

2.  Device  of  General  Application — Sufficiency. — Where  an  application 

fully  discloses  the  construction  of  the  alleged  invention  which  is  of 
general  application,  the  illustration  of  the  invention  applied  to  a  par- 
ticular use  should  not  be  required.    Ex  parte  Perkins,  85. 

DUPLICATION  OF  PARTS.     See  PatentahUity,  6. 

ELEMENTS.    See  Infringement,  1 ;  Term  of  Patent,  2. 

BBIPLOYEE  OF  THE  PATENT  OFFICE.     See  Delay  in  Filing  Application, 

BBIPLOYER  AND  EMPLOYEE.    See  Interference,  30. 

EQUIVALENTS.     See  Invention,  10,  11. 

ESSENTIAL  FEATURE.     See  Trade-Marks,  12. 

ESTOPPEL.    See  Priority  of  Invention,  4, 
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EVIDENCE.  See  Abandonment  of  Invention,  4;  BUI  in  Equity  Under  Section 
4915 1  Revised  Statutes;  Disclosure  of  Invention;  Interference,  1,  2,  3, 
5,  6,  12,  16,  17,  22,  24,  29;  Invention,  1,  2,  5;  Joint  Applicants,  2;  Mo- 
tion to  Reopen  Interference  to  Take  Testimony,  1;  Public  Use  Pro- 
ceedings, 2;  Suits  for  Infringement,  2;  Testimony,  1,  2,  3;  Trade- 
Marks,  4a 

EVIDENCE  OF  INVENTION.  See  Construction  of  Specifications  and  Patents, 
3 ;  Interference,  22,  29 ;  Invention,  1,  2,  5. 

EXAMINATION  OF  APPLICATIONS.  See  Abandonment  of  Applications,  4; 
Am>endment;  Claims;  Construction  of  Claims;  Designs;  Division  of 
Applications;  Drawings,  2;  Emaminer's  Decisions  to  be  Respected  by 
his  Successors;  Final  Rejection  of  Claims;  Labels  and  Prints;  Oath; 
Reissues;  Rejection  of  Claims;  Reopening  of  Rejected  Applications; 
Specifications;  Suggested  Claims, 

1.  Citation  and  Combination  of  Refebences. — In  many  cases  a  mere  state- 

ment that  the  claims  are  rejected  on  specified  references  is  sufficient,  in 
view  of  the  character  of  the  invention;  but  in  all  cases  where  refer- 
ences are  grouped  together  it  should  be  clearly  stated  whether  the 
claims  are  anticipated  by  each  of  the  references  separately  or  in  what 
manner  the  references  are  to  be  combined.    Ex  parte  Harris,  45. 

2.  Final  Rejection. — Where  the  claims  of  an  application  have  l>een  rejected 

in  view  of  references  and  the  applicant,  having  had  ample  opportunity 
to  differentiate  his  alleged  invention  from  the  references  of  record,  if 
possible,  and  having  failed  to  do  so  and  also  having  been  unable  to 
convince  the  Examiner  by  argument  of  the  patentability  of  any  claim 
presented  and  having  been  advised  that  the  invention  disclosed  in  the 
application  is  unpatentable,  there  is  no  reason  for  further  continuing 
the  prosecution  of  the  case  before  the  Examiner,  and  final  rejection 
should  be  entered,  notwithstanding  the  fact  that  the  claim  presented 
may  differ  in  terms  from  those  previously  considered.  Em  parte 
Perry,  49. 

3.  Second  Rejection — Right  of  Appeal. — Where  after  a  thorough  discus- 

sion of  the  references  the  claims  have  been  twice  rejected  upon  the 
same  references,  the  applicant  has  a  right  of  appeal  from  such  re- 
jection even  though  the  Elxaminer  did  not  designate  his  second  rejection 
a  "  final  rejection."    Ex  parte  McPhaU,  72. 

4.  Descbiption     Cleab — Device    Thought    to    be     Inopebative — Action 

ON  Mebits. — Where  the  specification  of  an  application  clearly  describee 
.  the  device  sought  to  be  patented  and  the  ESxaminer  is  of  the  opinion 
that  the  device  disclosed  is  inoperative,  he  should  not  refuse  action  on 
the  merits  until  its  inoperativeness  is  demonstrated,  but  he  should  reject 
the  claims  on  the  ground  that  they  cover  an  inoperative  device  and  on 
all  other  grounds  set  forth  in  Rule  133  which  may  be  applicable  E9 
parte  Viniello,  111. 

EXAMINER  OF  INTERFERENCES.  See  Interferences,  13,  16;  Motion  to 
Amend  Preliminary  Statement,  1;  Motion  to  Dissolve  Interference,  4, 
10,  11,  21,  22;  Motion  to  Reopen  Interference  to  Take  Testimony,  2,  3; 
Trade-Marks,  43,  55.  77,  78,  79,  89,  94,  103,  105. 

EXAMINER  OF  TRADE-MARKS.     See  Trade-Marks,  36,  55,  57,  78,  79,  103. 

EXAMINER'S  DECISION  TO  BE  RESPECTED  BY  HIS  SUCCESSORS. 

Pbactice— Petition — Pbiob    Judgment    of    Pbimaby    Examineb's    Pbede- 

CESSOB. — Where  one  Elxaminer  after  due  consideration  of  the  claims  of 

an  application  has  rendered  a  favorable  decision  as  to  the  patentability 

of  such  claims,  his  action  should  not  ordinarily  be  reversed  by  a  sue- 


Digitized  by 


Google 


DIGEST  OF  DECISIONS.  588 

cesBor  unless  the  rejection  made  by  the  latter  is  based  upon  different 
references  or  reasons  from  those  which  the  record  shows  were 
advanced  by  his  predecessor.  (Ew  parte  Starr,  C.  D.,  1879,  91;  15 
O.  G.,  1053 ;  ew  parte  Nealon,  C.  D.,  1887,  174 ;  81  O.  G.,  1787 ;  ex  parte 
Fowler,  C.  D.,  1902,  420;  101  O.  G.,  1833.)     Ew  parte  Hay,  18. 

EXAMINERS-IN-CHIEF.     See  Rejection  of  Claims,  2,  3;  Suggested  Claims,  2. 

EXHIBITS.    See  Motion  to  Reopen  Interference  to  Take  Testimony,  1. 

EX  PARTE  AFFIDAVITS.    See  Motion  to  Dissolve  Interference,  5. 

EX  PARTE  CASES.     See  Trade-Marks,  79. 

EXPERT  TESTIMONY.    See  Interference,  21 ;  Reduction  to  Practice,  7. 

EXPIRATION  OF  PATENT.    See  Trade-Marks,  22,  25,  26. 

FINAL  HEARING.    See  Interference,  39;  Motion  to  Dissolve  Interference,  11. 

FINAL  REJECTION  OF  CLAIMS. '  See  Amendment,  2,  6;  Eofamination  of  Ap- 
plications, 2,  3 ;  Jurisdiction  of  the  Court  Wf  Appeals  of  the  District  of 
Columbia. 
Amendment  in  Matters  op  Form — Final  Rejection  Proper. — Where  after 
the  rejection  of  a  claim  the  applicant  presents  another  claim  differing 
therefrom  only  in  that  it  is  a  more  accurate  statement  of  the  invention, 
together  with  a  full  argument  upon  the  merits  and  a  request  that  final 
action  be  given,  final  rejection  is  in  order  and  should  be  given.  Ex 
parte  Marshall,  19. 

FIRST  AND  ORIGINAL  INVENTOR.    See  Interference,  30,  36,  37. 

Priority — ^Testimony. — ^The  testimony  reviewed  and.  Held  in  view  of  all 
the  circumstances  of  the  case  to  show  that,  C.  was  the  original  inventor 
of  the  invention  in  issue  and  that  D.  derived  his  knowledge  thereof 
from  him.    ♦  Conner  v.  Dean,  370. 

FIRST   FEE.     See  Delay  in  Filing  Application. 

FOREIGN  APPLICANT.  See  Reopening  of  Rejected  Applications,  2;  Trade- 
Marks,  85. 

FOREIGN  APPLICATIONS.    See  Construction  of  Statutes;  Trade-Marks,  72. 

FOREIGN  LANGUAGE.    See  Trade-Marks,  33. 

FOREIGN  PATENTS.  See  Motion  to  Dissolve  Interference,  6;  Term  of  Pat- 
ent, 1. 

FOREIGN  REGISTRATION  OF  TRADE-MARKS.  See  Trade-Marks,  72, 
85,  86. 

FORFEITED  APPLICATIONS.     See  Abandonment  of  Invention,  1. 

FORMER  DECISIONS  APPROVED.    See  Motion  to  Dissolve  Interferences,  11. 

FORMER  DECISIONS  CITED.  See  Affidavits  Under  Rule  75,  1 ;  Brief,  1 ;  Con- 
cealment of  Invention;  Continuous  Applications;  Divisional  Applica- 
tions; Examiner's  Decisions  to  he  Respected  by  his  Successors;  Inter- 
ference, 3,  20,  21,  38;  Invention,  4;  Jurisdiction  of  the  Court  of  Ap- 
peals of  the  District  of  Columbia;  Labels  and  Prints,  2;  Motion  to 
Amend  Preliminary  Statement,  1;  Motion  to  Dissolve  Interference,  3, 
11;  Motion  to  Reopen  Interference  to  Take  Testimony,  2;  Oath;  Power 
of  Attorney,  1 ;  Priority  of  Invention,  4 ;  Reissues,  1,  3 ;  Specifications, 
1;  Term  of  Patent,  3;  Trade-Marks,  21,  33,  53,  56,  61,  72,  89,  92, 
93,  95,  100. 

FORMER  DECISIONS  CONSTRUED.    See  Motion  to  Dissolve  Interference,  3. 

FORMER  DECISIONS  DISTINGUISHED.  See  Continuous  Applications; 
Reissues,  3 ;  Trade-Marks,  95. 

FORMER  DECISIONS  FOLLOWED.  See  Decisions  of  the  Court  of  Appeals 
of  the  District  of  Columbia. 

FORMER  DECISIONS  MODIFIED.    See  Trade-Marks,  72. 
21895— H.  Doc.  124, 61-2 38 
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FORMEB  DECISIONS  OVERRULED.    See  Trade-Mark;  100. 

FORMER  SUIT.    See  Suits  for  Infringement,  2. 

FRAUD.    See  Interference,  4,  15 ;  Trade-Marks,  16,  102. 

FUNCTION.    See  Claims,  6;  Construction  of  Olahns;  Invention,  4,  6;  Pateni- 

ahUity,  1 ;  Reissues,  3 ;  Rejection  of  Claims,  1. 
GENERIC  TERMS.    See  Trade-Marks,  26,  81. 
(iEOGRAPHICAL  MARK.     See  Trade-Marks,  70,  71. 
GEOGRAPHICAL  TERMS.    See  Trade-Marks,  23,  88. 
GOODS  OF  THE  SAME  DESCRIPTIVE  PROPERTIES.    See  Trad^Marks,  100, 

101,  102,  104. 
GOVERNMENT   GUARANTY.     See  LaheU  and  Prints,   1,   2;    Trade-Wurks, 

3,  20,  82,  02. 
GRANT  OF  PATENT.     See  Assignments: 
HEARING.    See  BHef;  PmbUo-Use  Proceedings. 
INCOMPLETE  APPLICATIONS.    See  Affidavits  under  Rule  75,  2;  Delay  In 

Filing  Application, 
IDENTIFICATION  OF  APPLICATION.    See  Access  to  Abandoned  AppUca- 

tions. 
IDENTITY  OF  INVENTION.    See  Interference,  14,  15;  Reissues,  1,  2. 
INDEFINITENESS.     See  Motion  to^Dissolve  Interference,  7,  15,  1«,  17,  21,  22. 
INFRINGEMENT.    See  Suits  for  Infringement. 

1.  CONTBIBUTORT — SAI.E    <»'    PaBTS    TO    •£    USED    I  If    A    PaTENTD    COMMIT  A- 

TioN. — ^The  manufacture  and  sale  of  unpataited  disk  records  for  use 
in  a  talking-machine  covered  by  the  Berliner  patent.  No.  584,  543,  in 
which  the  disk  record  is  an  essential  element,  constitutes  contributory 
infringement  of  that  patent  **Leeds  d  CatUn  Company  y.  Victor 
Talking  Machine  Company  and  United  States  Gramophone  Compnny, 
549. 

2.  Same — Repair  and  Reconstruction. — ^The  scale  of  unpatented  disk  rec- 

ords for  use  in  talkhig-machines  made  in  accordance  with  the  Berliner 
patent.  No.  534,543,  which  covers  the  combination  of  the  record  and  a 
reproducing-stylus  ^laped  for  engagement  with  the  record  and  free 
to  be  vibrated  and  propelled  by  the  same,  does  not  come  within  the 
doctrine  of  permissible  repair  of  the  patented  device,  but  amounts  to 
reconstruction.  The  record  is  not  perishable  or  subject  to  decay 
within  the  meaning  of  this  doctrine,  but  is  capable  oif  remaining  ussfnl 
for  an  indefinite  period,  and  the  sale  of  such  records  was  not  for  the 
purpose  of  replacing  worn-out  parts,  but  for  the  purpose  of  increasing 
the  repertory  of  tunes.    **Id, 

INOPERATIVE  DEVICES.  See  Abandonment  of  AppHoations,  8;  Ewamina- 
tion  of  Applications,  4;  Motion  to  Dissolve  Interference,  11;  Testi- 
mony, 2,  3. 

INTERFERENCE.  See  Abandoned  Applieations;  Abandoned  Ewperiments; 
Abandonment  of  Applications;  Abandonment  of  Invention;  Access  to 
Pending  Applications;  Affidavit  Under  Rule  75;  Appeal  to  the  Court 
of  Appeals  of  the  District  of  Columbia;  Brief;  Claims,  8,  4,  5;  Con- 
cealment of  Invention;  Decisions  of  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia;  Delay  in  filing  Application;  Diligence;  Disclosure 
of  Invention;  Divisional  Applications;  Drawings,  1 ;  First  and  Original 
Inventor;  Interfering  Patents;  Invention,  1,  4;  Joint  Applicants; 
Mandamus;  Motion  to  Amend  Preliminary  Staten^ent;  Motion  to  Dis- 
solve Interference;  Motion  to  Reopen  Interference  to  Take  Testimony; 
Preliminary  Statements;  Priority  of  Invention;  Public  Use  Proceed- 
ings; Reduction  to  Practice;  Rules  of  Practice  of  the  United  States 
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Patent  Oglce;  Specifications;  Supervisory  Authority  of  the  CommiS' 
sioner  of  PatenU;  Testimony;  Trade-Marks,  2,  16, 17, 18,  36,  37,  47,  48, 
55,  56,  57,  66,  77,  78,  79,  88,  90,  91. 

1.  Byidengb — WnoHT  akd  Sufficiency. — ^The  testimony  of  a  witness  that 

be  knew  of  the  making  and  testing  of  a  device  corresponding  to  a 
certain  blueprint  and  that  the  test  was  successful  is  of  no  value  what- 
ever where  be  did  not  attempt  to  describe  the  invention,  did  not  indi- 
cate that  he  had  any  real  knowledge  of  it,  and  did  not  state  the  facts 
upon  which  be  based  bis  conclusion  that  the  test  he  witnessed  was 
successfuL    *8chmidt  v.  Clark,  280. 

2.  Same — Pbesuhption — Failure  to  Call  Witness. — ^The  failure  to  call  a 

witness  to  whom  the  inventor  testifies  he  disclosed  the  inv^ition  or  to 
account  for  his  absence  is  a  circumstance  tending  to  discredit  such 
testimony.    *Id, 

8.  Reduction  to  Practice — Diligence. — Where  the  evidence  fails  to  show 
any  activity  on  the  part  of  S.  from  July,  1903,  to  December,  1906, 
when  he  filed  his  application,  and  in  the  meantime  C.  enters  the  field 
and  gives  the  public  the  benefit  of  his  discovery  by  manufacturing 
several  hundred  devices  embodying  the  invention,  in  order  to  prevail  S. 
must  prove  his  case  beyond  a  reasonable  doubt.  {Warner  v.  Smith, 
C  D.,  1898,  617;  84  O.  G.,  311;  13  App.  D.  C,  111.)     *Id. 

4.  Conception  of  Invention — Reduction  to  Practice — Diligence. — ^A 
would-be  inv^tor  frequently  has  a  nebulous  and  general  idea  of 
a  result  which  he  wishes  to  accomplish  and  possibly  a  general  idea 
of  means  to  accomplish  that  result,  but,  being  unable  to  give  his 
ideas  practical  form,  allows  them  to  slumber.  Upon  learning  that 
another  has  successfully  worked  out  such  ideas  the  mists  of  uncertainty 
are  immediately  dissipated,  vagueness  takes  definite  form,  and  the 
would-be  inventor  becomes  in  his  own  mind  the  actual  inventor  and 
acts  accordingly.  The  danger  and  opportunity  for  fraud  or  mistake 
in  such  cases  are  so  great  that  the  proof  should  be  very  clear  and  very 
convincing  to  warrant  an  award  to  the  dilatory  party.    *Id, 

6,  BviOENCE — Suppression — ^Testimony  Taken  Out  of  Time  and  No  Oppor- 
tunity Allowed  for  Cross-Ex  ami  nation. — Where  a  party  to  an  inter- 
ference begins  the  taking  of  his  testimony  Just  two  days  prior  to  the 
expiration  of  the  time  set  and  occupies  all  of  such  time  in  the  direct 
examination  and  offers  the  opposing  party  no  opportunity  within  such 
time  for  cross-examination  and  without  securing  extension  of  his 
time  proceeds  to  examine  other  witnesses  thereafter,  at  which  ex- 
amination the  opposing  party's  counsel  was  not  present,  he  having 
withdrawn  after  the  expiration  of  the  time  set.  Held  that  all  the  testi- 
mony was  properly  suppressed.    Mattice  v.  Langworthy,  38. 

6w  Dissolution — ^Affidavit  Filed  Under  Rule  75  Alleged  to  be  False. — 
An  interference  will  not  be  dissolved  upon  the  affidavit  of  a  party 
thereto  alleging  that  an  affidavit  of  an  opposing  party  filed  under  Rule 
75  during  the  ew  parte  prosecution  of  the  opposing  party's  application 
to  avoid  a  reference  was  false  or  upon  such  an  affidavit  considered  in 
connection  with  the  testimony  taken  in  the  interference,  which,  it  is 
alleged,  tends  to  disprove  the  allegations  made  in  such  affidavit  The 
affidavit  of  the  moving  party  which  merely  denies  the  allegations  of  the 
affidavit  filed  under  Rule  75  is  obviously  insufficient  evidence,  and  it  is 
well  settled  that  an  interference  will  not  be  dissolved  on  grounds  aris- 
ing out  of  the  testimony  taken  on  the  question  of  priority.  Schuler  y, 
Barnes  ▼•  Swartioout,  42. 
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7.  Pbiortt. — ^The  decision  of  the  Commissioner  of  Pat^ts  awarding  priority 

of  invention  of  a  process  to  G.  reversed  for  the  reasons  given  in  the 
companion  interference  involving  apparatus  used  in  carrying  out  the 
process,  which  is  decided  herewith.    *Mark  v.  Oreenatoalt,  309. 

8.  Issue — Construction. — Where  the  issue  of  an  interference  Is  in  clear 

and  unambiguous  language  and  is  capable  of  but  one  construction,  the 
court  will  not  read  into  it  a  limitation  not  expressed  therein.  *OelUt 
and  Hosdck  v.  Crozier,  313. 

9.  Dissolution — Lack  of  Right  to  Make  Claims  Not  an  Informality.— 

A  motion  to  dissolve  alleging  that  some  of  the  counts  do  not  properly 
read  on  the  patented  structure  of  the  moving  party  relates  to  the  right 
of  the  patentee  to  make  the  claims  and  is  not  a  question  of  informality 
in  the  declaration.    Earll  v.  Love,  56. 

10.  Same— Failure  to  Include  Claims  Not  Patentable  Over  Issue. — ^The 

failure  of  an  Examiner  to  include  in  the  interference  issue  claims  not 
patentably  diiTerent  from  the  issue  furnishes  no  reason  for  the  dissolu- 
tion thereof  on  the  ground  of  informality  in  the  declaration.    Id. 

11.  Application  and  Patent — Declaration — Practice. — When  an  interfer- 

ence is  declared  between  an  applicant  and  a  patentee  and  the  Examiner 
is  of  the  opinion  that  the  applicant  has  presented  claims  which  do  not 
differ  materially  from  the  issue  of  the  interference,  he  should  append 
to  the  declaration  of  the  interference  a  statement  that  such  claims, 
specifying  them  by  number,  will  be  held  subject  to  the  decision  in  the 
interference.  If,  in  his  opinion,  there  are  no  such  claims,  he  should 
append  to  the  declaration  a  statement  to  that  effect    Id, 

12.  Preliminary   Statement — Amendment — ^Newly-Discovered  EjVIDence — 

Diligence. — On  a  motion  to  amend  a  preliminary  statement  to  change 
the  date  of  disclosure  and  of  the  making  of  drawings  from  a  date  sub- 
sequent to  a  date  prior  to  the  dates  alleged  by  the  opposing  party, 
where  it  appears  that  the  drawings  which  are  alleged  to  constitute 
newly-discovered  evidence  were  examined  prior  to  the  making  of  the 
preliminary  statement,  an  averment  that  the  element  shown  therein 
and  which  is  involved  in  interference  was  an  obscure  part  of  the  ma- 
chine and  that  the  Illustration  thereof  was  therefore  overlooked  does 
not  constitute  a  sufficient  excuse  for  failure  to  earlier  discover  such 
evidence.     Goldberg  v.  Crumpton  v.  Carlin,  60. 

13.  Motion  Under  Rule  109 — Discretion  of  the  Examiner  of  Interfert 

ENCES. — Where  the  Examiner  of  Interferences  refused  to  transmit  a 
motion  under  Rule  109  unless  the  moving  party  filed  within  a  fixed  time 
a  statement  pointing  out  the  parts  or  elements  of  his  application 
covered  by  the  elements  of  the  claims  submitted,  Held  that  this  is  a 
question  of  procedure  which  is  clearly  within  the  jurisdiction  of  the 
Examiner  of  Interferences  and  should  not  be  reviewed  unless  there  is 
a  clear  abuse  of  discretion  on  his  part  Hoch  v.  McCaskey  v.  Hop- 
kins, 71. 

14.  Patentee— Application  for  Reissue — Right  of  Reissue  Appucant  to 

Make  Claim. — Where  it  appeared  in  an  interfer«ice  proceeding  be- 
tween a  patent  and  an  application  for  the  reissue  of  a  patent  that  the 
reissue  applicant  is  not  entitled  to  make  the  claim  because  it  is  not  for 
the  same  invention  intended  to  be  secured  in  the  original  patent,  the 
decision  on  priority  was  awarded  in  favor  of  the  pat^itee.  *Nel8on  v. 
np  and  FeUing  v.  Nelson,  358. 
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16.  PBIOB  IlTTEBFEBENCB  BETWEEN  SaME  PaBTIES— RES  AOJTTDICATA— ALLEGED 

Duress  in  Pbiob  Pboceedino. — Where  it  appears  that  a  claim  involved 
in  an  interference  proceeding  between  a  patentee  and  an  applicant  for 
the  reissue  of  a  pat^it  covers  substantially  the  same  invention  as  a 
claim  of  a  prior  interference  between  the  same  parties  in  which  the 
patentee  filed  a  concession  of  priority,  the  question  of  priority  is  res 
adjudicata,  and  evidence  offered  by  the  patentee  that  the  concession 
was  obtained  from  him  by  duress  will  not  be  considered.  A  Judgment 
obtained  by  fraud  or  duress  must  be  attacked  in  a  direct  proceeding 
and  not  collaterally.  *Id. 
10.  Reopening — Newlt-Discovebed  Evidence — EiXousE  fob  Delay. — Where 
counsel  was  of  the  opinion  that  certain  testimony  which  it  was  pro- 
posed to  take  might  be  introduced  in  rebuttal  and  after  the  expiration 
of  the  time  set  for  taking  rebuttal  testimony,  upon  a  motion  to  extend 
such  time,  the  Examiner  of  Interferences  denied  the  motion,  upon  the 
ground  that  the  testimony  sought  to  be  taken  was  not  proper  rebuttal, 
but  was  part  of  the  case  in  chief,  and  thereupon  a  motion  to  reopen  was 
filed  for  the  purpose  of  taking  such  testimony  as  newly-discovered 
evid^ce.  Held  that  the  excuse  for  the  delay  was  insufficient  Crescent 
Oil  Company  v.  W,  C  Robinson  d  Son  Company,  86. 

17.  Same — Same — Evidence  Must  be  Shown  to  be  Matebial. — In  order  to 

warrant  the  grant  of  a  motion  to  take  newly-discovered  evidence,  it 
must  appear  that  the  proposed  evidence  is  material.    Id. 

18.  Motions — Piecemeal  Pbosecution. — The  piecemeal  prosecution  of  mo- 

tions places  an  unnecessary  burden  upon  the  Office  and  upon  the 
parties,  and  the  practice  is  strongly  condemned.    Id, 

19.  Pbeliminaby  Statement-— Allegations  Thebeof  Must  Ck>NF0BM  to  the 

Rules. — Rule  110  requires  that  the  allegations  of  the  preliminary 
statements  should  set  forth  inter  alia  the  "date  of  the  reduction  to 
practice  of  the  Invention."  This  allegation  of  the  reduction  to  practice 
should  be  alleged  positively  either  in  the  terms  of  the  rule  or  in  such 
other  language  as  will  leave  no  question  as  to  the  actual  reduction  to 
practice  of  the  invention.    WUliams  v.  Foyer  and  Kvrz^  89. 

20.  Pbiobitt — Right  to  Make  Claim. — ^A  disclosure  in  an  application  which 

is  sufficiently  specific  to  enable  persons  skilled  in  the  art  to  readily 
construct  and  use  the  invention  constitutes  a  compliance  with  section 
4888,  Revised  Statutes,  (Hopkins  v.  Newman,  G.  D.,  1908,  395;  134 
O.  O.,  2028;  30  App.  D.  C,  402;)  but  in  an  application  for  an  auto- 
matic signaling  system  involving  an  inductive  bond  employed  to  bridge 
the  rails  a  general  reference  to  ''transformers"  does  not  entitle  the 
applicant  to  amplify  his  description  by  adding  thereto  a  description  of 
a  particular  kind  of  transformer  and  make  claims  thereto,  although 
such  construction  may  have  been  old  in  the  art  when  the  application 
was  originally  filed.    *  Townsend  v.  Thullen,  381. 

21.  Right  to  Make  the  Claims — ^Testimony  Undeb  Rule  130. — ^A  motion 

to  take  testimony  to  establish  that  the  opposing  party  has  no  right  to 
make  the  claims  corresponding  to  the  issue  was  properly  denied  where 
it  appears  that  the  proposed  testimony  would  be  largely  that  of  ex- 
perts as  to  the  meaning  of  the  issue,  (citing  Pym  v.  Hadaway,  C.  D., 
1907,  189;  129  O.  G.,  480.)    Ricketts  v.  Ambruster  and  Beck,  109. 

22.  Pbiobity — Evidence. — On  an  issue  relating  to  a  wire-drawing  machine, 

including  a  rotary  block  having  a  vise  pivoted  thereon  to  engage  the 
wire  and  a  swinging  die-holder,  in  which  the  drawing  operation  begins 
with  the  vise  in  a  radial  position  on  the  block,  evidence  considered  and 
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Held  insufficient  to  show  that  the  early  device  reHed  upon  by  S.  as  a 
reduction  to  practice  was  operated  with  the  vise  in  a  radial  position 
prior  to  the  date  to  which  T.  is  ^titled,  and  priority  is  therefore 
awarded  to  T.    ♦  Thompson  v.  Bmith,  432. 

23.  Patentability  of  the  Issue — Jubibdiction  of  the  GmTBT  or  Appeals. — 

The  question  of  the  patentability  of  the  issue  <^  an  interference  is  not 
a  Jurisdictional  one,  and  the  Court  of  Appeals  of  the  District  of  Co- 
lumbia will  not  review  the  action  of  the  Patent  Office  holding  the 
issue  patentable,  but  will  confine  its  consideration  to  the  question  of 
priority.    *  Johnson  v.  Mveser,  437. 

24.  Pbiobity. — Evidence  considered  and  Held  insufficient  to  establtdi  a  con- 

ception by  J.  prior  to  the  date  of  filing  of  M.*s  application.    •  Id. 

25.  Practice— Applicant     and     Patentee — Claims     Under    Rbjection. — 

Where  an  applicant  makes  claims  ideitical  with  those  of  a  patent  and 
the  Examiner  holds  that  wh^i  construed -broadly  enough  to  read  upon 
the  applicant's  device  the  claims  are  unpatentable,  Held  that  this  is 
in  effect  a  holding  that  applicant  has  no  right  to  make  tlie  claims,  and 
a  request  for  interference  was  properly  denied  until  the  question  of 
patentability  of  the  claims  to  him  had  been  settled.  B»  parte  Rid- 
dle, 138. 

26.  Rebuttal  Testiiiont—Admissibilitt. — ^Where  the  Junior  party  included 

in  his  rebuttal  testimony  testimony  which  was  in  tact  not  in  rebuttal 
of  the  case  made  by  the  senior  party  and  urged  its  admission  on  the 
ground  that  the  senior  party  had  proved  later  dates  than  was  expected 
by  the  junior  party,  thereby  leading  him  to  believe  that  a  narrow  con- 
struction of  the  issue  was  to  be  urged  and  that  the  testimony  in  ques- 
tion would  show  conception  earlier  than  the  date  proved  by  the  s^ior 
party,  Held  that  the  orderly  rules  of  procedure  relating  to  tlie  intro- 
duction of  evid^ice  should  be  observed  in  the  Patoit  Office,  as  else- 
where, and  such  testimony  was  properly  reused  consideration. 
♦  Woodbridge  v.  Winship,  448. 

27.  Unanimous  Decisions  of  the  Patent  Office. — ^Unanimity  In  the  deci- 

sions of  the  Patent  Office  tribunals  necessarily  imposes  upon  the  appel- 
lant the  burden  of  making  out  a  clear  case  of  error  in  the  decision  ap- 
pealed from.    ♦  Id. 

28.  Appeal — Court  of  Appeals  op  the  Distbiot  of  Columbia — Considera- 

tion of  Questions  Not  Raised  Below. — ^Where  a  party  fails  to  test 
before  the  proper  tribunal  in  the  Patent  Office  the  propriety  of  the 
declaration  of  the  interferaioe  or  the  opponent's  right  to  make  the 
claims  of  the  issue.  Held  that  these  questions  will  not  be  reviewed  on 
appeal.    *  McFarland  v.  Watson  and  Watson,  458. 

29.  Evidence — Failure  to  Produce  Original  Device. — ^The  failure  of  a 

party  to  an  interference  to  produce  the  first  device  alleged  to  have  been 
made  by  him  embodying  the  invention  Held  to  be  immaterial  where  a 
later  device  made  by  him  is  produced  which  the  testimony  shows  was 
a  reproduction  of  the  former.    ♦  Saunders  v.  MiUer,  461. 

30.  Priority — Oriqinalitt. — R.  was  a  manufacturer  of  artificial  limbs  and 

a  prolific  inventor  in  that  art  M.  at  the  time  he  entered  R.*s  ^nploy 
was  not  a  mechanic  nor  skilled  in  the  art,  and  though  he  claimed  to 
have  conceived  the  invention  while  in  R.'s  employ  made  no  disclosure 
of  it  to  any  one,  but  within  a  month  from  the  time  he  entered  tiie 
employ  of  a  rival  manufacturer  made  a  full-sised  device.  These  fkicts, 
together  with  the  fact  that  M.  was  admittedly  familiar  with  the  im- 
provements gotten  up  by  R.,  Held  sufficient  to  show,  as  testlfled  by  B., 
that  he  disclosed  the  invention  in  issue  to  M.    *  Martin  ▼.  Rowley,  471. 
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81.  Same— Right  to  Make  Claims — Construction  of  Issue. — In  deciding 

wbetber  a  party  to  an  interference  has  a  right  to  malce  a  claim  in- 
Tolved  therein  such  claim  should  l>e  given  the  broadest  meaning  con- 
sistent with  its  terms;  but  it  cannot  be  enlarged  beyond  the  plain  im- 
port thereof  as  set  forth  in  the  specification  on  which  it  is  based. 
Sktelair  v.  Engeh  184. 

82.  Same — Same — Same. — Where  the  invention  In   issue  is  a   water-tube 

boiler  and  the  counts  which  correspond  to  S.*s  claims  specify*  respec- 
tively, **  a  plain  drum  having  separate  tube-landings  formed  therein  " 
and  *'a  plain  drum  having  parallel  rows  of  separate  circular  tube- 
landings,"  Held  that  these  claims  cannot  be  made  by  E.,  whose  appli- 
cation discloses  a  drum  having  landings  adapted  to  receive  at  least 
two  tubes.    Id, 

88.  Same — Right  to  Make  the  Claims — ^Diffebence  in  Disclosure. — Where 
the  terms  of  the  claims  In  issue  are  found  to  apply  aptly  to  the  struc- 
ture of  a  party  to  the  Interference  who  has  copied  them  from  the 
patent  of  the  other  party,  Held  he  has  a  right  to  make  the  claims  even 
though  his  disclosure  embodies  an  element  the  use  of  which  it  was  the 
expressed  purpose  of  the  patentee  to  render  unnecessary  by  the  struc- 
ture particularly  referred  to  in  the  claims.  Pratt  v,  de  Ferranti  and 
Hamilton,  202. 

84.  MonoN  TO  Amend  Under  Rule  100 — ^Appeal. — ^A  motion  to  dissolve  the 
interfer^ice  and  a  motion  to  amend  under  Rule  109  were  transmitted 
to  the  Primary  Examiner,  who  granted  the  former,  but  denied  the 
latter.  Held  that  the  fact  that  appeal  was  not  taken  from  the  decision 
on  the  nM>tlon  to  dissolve  constitutes  no  ground  for  the  dismissal  of 
the  appeal  from  the  decision  on  the  motion  to  amend.  Hammond  and 
Donahue  v.  Colley  v,  Norris,  212, 

86.  Appeal  on  Priority — ^Patentabilitt  op  the  Issue — Sxtpervisort  Au- 

THORiTT  of  the  COMMISSIONER. — ^The  Questiou  of  the  counts  of  the  issue 
having  different  meanings  and  of  their  non-patentability  will  be  con- 
sidered on  appeal  on  priority  only  under  such  extraordinary  circum- 
stances as  will  warrant  the  exercise  of  the  supervisory  authority  of  the 
Commissioner.  Lacroix  v.  Tyberg,  216. 
88.  Origin ALiTT — Fiduciart  Relation  Between  Parties. — ^When  O.  was 
admittedly  the  inventor  of  all  the  features  of  the  invention  save  one, 
and  H.  obtained  his  knowledge  of  these  features  from  O.,  and  the  testi- 
mony was  not  clear  as  to  whether  the  other  feature  was  an  improve- 
ment suggested  by  H.  or  by  a  third  party.  Held  that  O.  was  entitled  to 
an  award  of  priority  in  either  event,  hiasmuch  as  a  partnership  relation 
was  shown  to  exist  between  O.  and  H.  at  the  time  the  invention  in 
issue  was  made.    Ohlsen  v.  Harmer,  220, 

87.  Same — Circumstances  and  Conduct. — In  cases  where  the  question  is 

on  the  originality  rather  than  priority  of  Invention  the  surrounding 
circumstances  and  conduct  of  the  parties  are  entitled  to  great  weight. 
Id. 
86.  Puoritt — ^RiOHT  to  Make  the  Claims. — Where  the  claim  in  issue  speci- 
fies separate  sources  of  current  connected  to  a  plurality  of  electrodes 
of  a  mercury-vapor  device  and  H.  shows  separate  phases  of  a  polyphase 
generator  connected  to  the  respective  electrodes.  Held  that  he  has  a 
right  to  make  this  claim  (citing  Westinghouae  Electric  Mfg.  Co.  v.  The 
New  England  Qrantte  Co.,  110  Fed.  Bep.,  763.)  Weintraub  v.  Hewitt, 
226. 
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39.  Right  to  Make  the  Claims  in  a  Pabtt'b  Own  Applioation — Final 

Heabing. — ^A  party's  right  to  make  a  claim  in  issue  in  his  own  applica- 
tion is  not  a  matter  that  can  be  properly  raised  at  final  hearing  under 
Rule  130.    Hewitt  and  Waterman  v.  Greenfield,  244. 

40.  Same — ^Two   Applications   of   Same   Party   Involved  —  Tbansfebbino 

Claims. — Where  a  party  contends  that  a  claim  in  issue  is  not  readable 
upon  that  one  of  two  of  his  applications  involved  in  which  It  is  made, 
but  upon  the  other,  Held  that,  if  true,  this  would  not  constitute  such 
irregularity  as  to  preclude  a  proper  determination  of  priority  and  that 
the  supervisory  authority  of  the  Commissioner  will  not  be  exercised  to 
have  the  claim  transferred  from  one  application  to  the  other.    Id. 

INTERFERENCE  BETWEEN  ORIGINAL  APPLIOATION  AND  REISSUE. 
See  Appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia. 

INTERFERENCE  PROCEEDINGS  IN  THE  PATENT  OFFICE.  See  PvUio- 
Use  Proceedings;  8uits  for  Infringement;  Trade-Marks,  17,  18,  90. 

INTERFERING  PATENTS. 

Dates  of  Respective  Inventions. — ^When  two  patents  for  the  same  inven- 
tion have  been  issued  to  independ^it  inventors,  the  dates  of  their 
respective  inventions  are,  first,  the  dates  of  the  patents;  second,  the 
dates  of  the  applications,  provided  the  application  sufficiently  describes 
the  invention ;  third,  the  dates  of  actual  reduction  to  practice ;  fourth, 
the  dates  of  conception,  with  this  qualification,  that  if  either  patentee 
seeks  to  carry  the  date  of  his  inveition  back  to  the  date  of  his  concep- 
tion he  must  show  reasonable  diligence  in  adapting  and  perfecting  his 
invention,  and  with  respect  to  this  rule  there  is  no  distinction  between 
simple  and  complicated  inventions.  ^Automatic  Weighing  Machine  Com- 
pany V.  Pneumatic  Scale  Corporation,  Limited,  498. 

INTERLOCUTORY  HEARING.     See  Brief. 

INTERNATIONAL  AGREEMENT.     See  Copyright,  3. 

INVENTION.  See  Abandonment  of  Invention;  Affidavits  under  Rule  75,  2; 
Concealment  of  Invention;  Construction  of  Specifications  and  Patents, 
Disclosure  of  Invention;  Patentability,  2,  4,  6,  6,  7.  ' 

1.  Constructive  Reduction  to  Practice. — ^The  rule  of  the  Patent  Office 

that  the  filing  of  an  allowable  application  is  constructive  reduction  to 
practice  is  only  the  expression  in  another  form  of  the  rule  that  the 
application  of  a  patented  invention,  if  it  sufficiently  describes  the  in- 
vention, is  conclusive  evidence  that  the  Invention  was  made  at  least  as 
early  as  that  date.  *  Automatic  Weighing  Machine  Company  v.  Pneu- 
matic Scale  Corporation,  Limited,  498. 

2.  Disclosure  and  Drawing  Does  Not  Constitute. — ^The  authorities  seem 

to  be  conclusive  upon  the  point  that  a  conception  evidenced  by  dis- 
closure and  drawings  does  not  constitute  an  Invention  under  the  pat^it 
laws.    ^Id. 

3.  Patentability — Change   of   Material. — ^The  substitution   of  commer- 

cially rolled  channels  for  the  cast-iron  end  frames  of  a  wagon-scale 
Held  not  to  Involve  patentable  Invention.    ♦/»  re  Orcutt,  334. 

4.  Conception — Mere  Idea  is  Not  an  Invention. — ^A  mere  conception  of 

the  Idea  that  a  construction  which  had  been  used  In  one  mechanism 
might  be  adapted  to  another  for  accomplishing  a  similar  function  does 
not  amount  to  an  invention.  Invention  consists  of  the  conception  of  an 
idea  and  of  means  for  putting  it  in  practice  and  producing  the  desired 
result.  (Burson  v.  Vogel,  C.  D,  1907,  669;  131  O.  G.,  942;  29  App. 
D.  C,  388.)     *Marder  v.  Dey  and  Dey,  39a 
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S.  Patentabilitt — EviDBNCE  OF, — If  tliose  skilled  In  the  mechanical  arts 
are  working  in  a  given  field  and  have  failed  after  repeated  efforts  to 
discover  a  certain  new  and  useful  Improvement,  he  who  first  makes  the 
discovery  has  done  more  than  make  the  obvious  Improvement  which 
would  suggest  Itself  to  a  mechanic  skilled  in  the  art  and  Is  entitled  to 
protection  as  an  Inventor.  ♦♦  The  Expanded  Metal  Company  et  al,  v. 
Bradford  et  aU,  and  The  General  Fireproofing  Company  v.  The  Ex- 
panded Metal  Company,  521. 

^.  Same — Pbocbss  Involving  Mechanical  Opebationb. — ^The  mere  func- 
tion or  effect  of  the  operation  of  a  machine  cannot  be  the  subject- 
matter  of  a  lawful  patent ;  but  the  invention  or  discovery  of  a  process 
or  method  Involving  mechanical  operations  and  producing  a  new  and 
useful  result  may  be  within  the  protection  of  the  Federal  statute  and 
entitle  the  Inventor  to  a  pat^it  for  his  discovery.    **Id, 

7.  Same — Process  of  Teicfebino  Metallic  Articles. — Where  the  prior  art 

disclosed  the  cooling  of  a  tempering  fluid  by  means  of  a  liquid  circu- 
lating in  a  cooling-coil  and  it  was  also  old  to  introduce  Ice  into  a 
tempering  bath,  Held  that  to  cool  such  bath  by  a  refrlgerating-coil  to 
"  a  point  approximating  the  freezing  point "  involved  no  invention.  *In 
re  Chase,  474. 

8.  Same. — Where  the  art  showed  it  was  old  to  introduce  a  powder  as  a 

modifying  element  into  a  stream  of  molten  metal  in  the  direction  of 
its  travel  between  the  ladle  and  the  mold,  also  that  it  was  old  to 
blow  powder  into  a  stream  of  metal  transversely,  Held  that  no  inven- 
tion is  involved  in  introducing  the  powder  in  the  manner  first  de- 
scribed by  the  aid  of  fluid  pressure.    Ex  parte  Wright,  165. 

9.  Same — Rbabrangement   of   Machine. — ^The   substitution    of  electrical 

means  for  operating  a  chuck  Jaw  in  place  of  mechanical  means  shown 
in  the  art  Held  to  require  such  rearrangement  of  the  machine  as  to 
involve  invention.    Ex  parte  Johnson,  188. 

10.  Same — Substitution  of  Equivalents. — Where  the  art  shows  it  is  old  to 

drive  a  lathe-splndle  through  gearing  by'  an  electric  motor  mounted 
.  on  the  headstock  and  also  that  it  is  old  to  mount  motor  armatures 
directly  on  the  spindles  of  machine  tools,  Held  unpatentable  to  use  the 
armature  shaft  as  the  headstock  spindle  of  a  lathe  Ex  parte  White 
and  Medford,  190. 

11.  Same — ^Mounting  Hand  Wheel  in   Convenient   Place. — ^Mounting  a 

hand  wheel  in  a  convenient  place  on  the  spindle  of  a  self-contained 
electric  motor  head  stock  Held  to  require  no  Invention  over  the  art, 
which  showed  such  a  wheel  on  a  belt-driven  headstock.    Id. 

12.  Same. — Where  it  was  old  to  utilize  a  telephone  for  the  display  of  adver- 

tisements and  also  old  to  control  a  movable-band  advertising  device 
by  a  lever  operated  by  removing  a  weight  from  or  restoring  it  to  a 
hook  support,  Held  that  it  did  not  amount  to  Invention  to  attach  a 
movable-band  advertising  device  to  a  telephone  box,  so  that  it  would  be 
operated  when  the  receiver  is  removed  from  and  restored  to  the  hook 
thereon.    *In  re  Lyon,  494. 

13.  Same — New  Use. — Where  it  was  old  to  communicate  motion  to  a  mov- 

able-band advertising  device  by  means  of  a  lever  operated  by  removing 
a  weight  from  or  restoring  it  to  a  hook,  the  use  of  the  lever  of  a  tele- 
phone for  that  purpose  Is  not  a  new,  but  an  additional  use  for  that 
lever.  *Id, 
INVESTIGATION.  See  Authority  of  the  Commissioner  of  Patents;  Jurisdic- 
tion of  the  Courts  Over  Practice  in  the  Patent  Office, 
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IRRBX5ULARITT  IN  DECLARATION  OF  INTERFS»BNCB.  See  Interfer- 
ence, 9,  10,  11;  Motion  to  Diseolve  Interference,  7,  9,  10. 

IRRELEVANT  MATTER.    See  Testimony,  4,  6. 

JOINT  APPLICANTS.  See  Abandonment  of  Applications,  6,  6;  Power  of 
Attorney, 

1.  Interference — Priority. — Where  a  Joint  applicatloD  is  iiiTolved  in  an 

interference,  tlie  queation  wtietlier  the  joint  applicants  were  in  fact  Joint 
inventors  is  pertinent  to  the  question  of  priority,  since  if  th^  were  not 
in  fact  Joint  inventors  they  were  not  entitled  to  make  the  application 
in  Interference  and  are  without  standing  therein.  ^Lemp  y.  Randall 
and  Bates,  455. 

2.  Same — Same— Sufficienct  of  Testimony. — It  is  not  neoesaary  that  the 

testimony  of  the  Joint  applicants  be  corrol>orated  in  order  to  establish 
that  they  were  in  fact  Joint  inventors,  and  unless  there  is  a  preponder- 
ance of  evidence  to  the  contrary  their  testimony  should  be  sufficient  on 
that  question.    *Id. 

JOINT  INVENTORS.    See  Joint  Applicants. 

JUDGMENT  BY  DEFAULT.     See  PriorUy  of  Invention,  2. 

JUDGMENT  OF  STATE  COURTS.    See  Access  to  Pending  Applications,  2,  3. 

JURISDICTION  OF  THE  COURTS  OVER  THE  COMMISSIONER  OF  PAT- 
ENTS. See  Authority  of  the  Commissioner  of  Patents,  1,  8;  Juris- 
diction of  the  Courts  Over  Practice  in  the  Patent  Offloe;  Priority  of 
Invention,  2. 

JURISDICTION  OF  THE  COURTS  OVER  EXECUTIVE  OFFICERS. 

Mandamus — Power  of  Court  to  Control  Action  of  Executive  Officer. — 
The  court  is  powerless  to  direct  the  action  of  an  executive  officer  unless 
a  positive  legal  right  is  being  invaded  by  the  office  where  the  duty 
imposed  upon  him  is  clearly  prescribed  and  enjoined  by  law.  The  duty, 
however,  must  be  so  plain  and  positive  that  the  officer  has  no  discre- 
tion left.  {Merrill  on  Mandamus,  p.  64.)  *  Moore,  Commissioner  of 
Patents,  v.  The  United  States  of  America,  ew  rel.  Boyer,  276. 

JURISDICTION  OF  THE  COURTS  OVER  PRACTICE  IN  THE  PATENT 
OFFICE. 
Practice  of  the  Patent  Office — AuTHORrrr  of  the  Courts  Thereover. — 
The  courts  are  vested  with  no  power  to  interfere  with  or  supervise  the 
practice  of  the  Patent  Office.  It  is  only  in  cases  where  a  hearing  is 
refused  a  party  or  the  Commissioner  refuses  to  perform  a  plain  duty 
or  where  he  undertakes  to  do  an  unwarranted  act  for  which  there  is 
no  other  adequate  remedy  that  the  courts  are  authorized  to  interfere 
by  mandamus  or  injunction.  *  Moore,  Commissioner  of  Patents,  v. 
Heany,  The  Heany  Company,  and  the  Heany  Lamp  Co,,  488. 

JURISDICTION  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF 
COLUMBIA.  See  Appeal  to  the  Court  of  Appeals  of  the  District  of 
Columbia, 
Appeal  from  the  Commissioner  of  Patents. — ^The  Jurisdiction  of  the  Court 
of  Appeals  of  the  District  of  Columbia  to  entertain  appeals  from  the 
decisions  of  the  Commissioner  of  Patents  in  proceedings  relating  to 
patents  Is  limited  to  two  classes  of  cases — (1)  where  the  claims  of  an 
application  for  a  patent  or  the  reissue  of  a  patent  after  having  been  twice 
rejected  have  been  finally  rejected  on  appeal  to  the  Commissioner  in 
due  course  of  procedure;  (2)  where  on  appeal  to  the  Commissioner  in 
an  interference  proceeding  there  has  been  a  final  decision  on  priority 
in  ftivor  of  one  of  the  parties  thereto.  (Rev.  Stat,  seca  4909,  4910, 
4911;  Westinghouse  v.  Duncan,  C.  D.,  1894,  170;  06  O.  G.,  1009;  2  App. 
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D.  C.  181,  182;  Allen  v.  Lowry,  C.  D.,  1906,  643;  116  O.  G.,  2253;  26 
App.  D.  C,  8, 17,  26;  Union  DUtUUng  Co.  v.  Schneider,  (X  D.,  1907,  613; 
129  O.  G.,  2608;  29  App.  D.  C,  1.)     *In  re  Fullagar,  270. 

JURI80ICTION  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF 
COLUMBIA  OVER  PRACTICE  IN  THE  PATENT  OFFICE.  See 
Interference,  23. 
Patentability. — ^Wbere  appeal  is  taken  to  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia  from  the  decision  of  the  Commissioner,  that  court 
has  no  Jurisdiction  to  review  the  decision  of  the  Examiiiers4n<^ef 
allowing  certain  claims.    *In  re  Luten,  402. 

JURISDICTION  OF  THE  EXAMINER  OF  INTERFERENCES.  See  Inter- 
ference, 13,  23 ;  Trade-Marks,  79,  103.  105. 

JURISDICTION  OF  THE  EXAMINER  OF  TRADE-MARKS.  See  Trade- 
Marks,  103. 

LABELS  AND  PRINTS. 

1.  Use  of  Legend  '*  Guaranteed  Under  the  Food  and  Dbuos  Act  *' — Rxois- 

TEATioN  Refused. — ^A  label  containing  the  words  ''Guaranteed  under 
the  Food  and  Drugs  Act,  June  30,  1906,"  is  not  entitled  to  registration, 
as  the  use  of  this  legend  tends  to  convey  the  impression  that  the  Gov- 
ernment guarantees  the  merchandise  contained  in  the  receptacle  on 
which  the  label  may  be  applied.    Ex  parte  Ruppert,  43. 

2.  Saub — Same. — For  the  reasons  stated  in  ew  parte  Tennessee  Brewing 

Company  (C.  D.,  1908,  227;  136  O.  G.,  1999)  and  e9  parte  Ruppert 
{ante,  43;  140  O.  G.,  766)  a  print  containing  the  words  **  Guaranteed 
under  the  Food  and  Drugs  Act,  June  30,  1906,"  was  properly  refused 
registration.  Ex  parte  Lake  Chemical  Company,  67. 
8.  Registration — ^Applications  Filed  Prior  to  Jult  1, 1909. — The  Copyright 
Act  of  March  4,  1909,  construed  and  Held  to  permit  the  registration  of 
all  prints  and  labels  the  applications  for  the  registration  of  which  were 
on  file  and  pending  in  the  Patent  Office  on  June  30,  1909,  if  otherwise 
registrable.    Em  parte  Lutz,  126. 

lACHES.    See  Trade-Marks,  17,  19. 

LICENSES.    See  PuUic  Use  and  Sale. 

LIMIT  OF  APPEAL    See  Motion  to  Dissolve  Interference,  8;  Trade-Marks,  90. 

LIMIT  OF  TIME.  See  Abandonment  of  AppliaUions,  2,  3,  4,  6,  6,  8,  9;  Con- 
struction of  Statutes;  Interference,  5;  Motion  to  Dissolve  Interference, 
4,  22;  Priority  of  Invention,  2;  Suggested  Claims;  Trade-Marks,  38. 

LIMITATION  OF  CLAIMS.    Se^  Interference,  8. 

UMITATION  OF  UNITED  STATES  PATENT  BY  FOREIGN  PATENT.  See 
Term  of  Patent. 

MACHINES.  See  Construction  of  Claims,  2;  Disclosure  of  Invention;  Inven- 
tion, 9 ;  Patentability,  1 ;  Public  Use  and  Sale;  Reduction  to  Practice, 
1,  2,3. 

MANDAMUS.  See  Access  to  Pending  Applications,  2,  3;  Jurisdiction  of  the 
Courts  Over  Executive  Officers;  Jurisdiction  of  the  Courts  Over  Prac- 
tice in  the  Patent  Office. 

1.  Use  of. — The  writ  of  mandamus  cannot  be  used  to  perform  the  office  of 

an  appeal  or  writ  of  error  or  granted  in  any  case  where  there  is 
another  adequate  remedy.  *  Moore  v.  United  States,  ex  rel.  hind- 
mark,  483. 

2.  Final  Order — Right  of  Appeal. — In  an  Interference  between  F.  and  L. 

the  decision  of  the  Conmilssioner  in  favor  of  L.  was  reversed  by  the 
Court  of  Appeals  of  the  District  of  Columbia.  Thereafter  L.  filed 
with  the  Commissioner  a  petition  that  the  interference  be  reopened 
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for  the  purpose  of  taking  further  testimony.  This  petition  was  denied, 
but  an  order  directing  a  patent  to  issue  to  F.  was  not  entered.  Held 
that  mandamus  would  not  lie  to  compel  the  Oonmiissioner  to  reopen 
the  case,  since  upon  the  entry  of  such  final  order  L.  would  have  the 
right  of  appeal  to  the  court  of  appeals.    ♦  Id, 

MATERIAL.    See  Patentability,  3. 

MECHANICAL  ADVANTAGE  OF  DESIGN.     See  DeHgns. 

MECHANICAL  SKILL.    See  Claima,  5;  Invention,  4,  5,  6. 

MERITS  OF  THE  CASE.  See  Examination  of  Applications,  4 ;  Motion  to  Dis- 
solve Interference,  9,  19;  Reopening  of  Rejected  Applications,  1. 

METHOD.     See  PatentahUity,  3.  4. 

MISTAKE.    See  Motion  to  Amend  Preliminary  Statement,  3. 

MONOPOLY.    See  Trade-Marks,  22,  25,  26.  107,  108. 

MOTION  TO  AMEND  AN  APPLICATION.     See  Interference,  34. 

MOTION  TO  AMEND  PRELIMINARY  STATEMENT.    See  Interference,  12. 

1.  INTEBFEBENCE — ^AFFIDAVITS. — C.'s  motion  to  amend  his  preliminary  state- 

ment was  denied  by  the  Examiner  of  Interferences.  He  then  renewed 
his  motion  and  filed  additional  affidavits.  This  motion  was  dismissed. 
Held  that  on  appeal  from  the  former  decision  the  aflkLavits  filed  with 
the  renewed  motion  will  not  be  considered.  (Borg  v.  Strauss,  C.  D., 
1907,  320;  130  O.  G.,  2719.)     Curtis  v.  Hedlund,  27. 

2.  Same — Same — Showing  Insufficient. — It  appeared  that  the  drawings 

and  records  of  the  inventor  were  arranged  in  classes  and  that  the  draw- 
ing now  relied  upon  to  support  the  proposed  amended  preliminary  state- 
ment was  in  its  proper  class  and  might  have  been  found  when  the  origi- 
nal preliminary  statement  was  prepared  had  the  search  of  the  records 
ext^ided  to  that  class  and  that  such  search  was  made  only  after  a 
decision  on  a  motion  to  shift  the  burden  of  proof  which  changed  the 
relation  of  the  parties.  Held  that  the  motion  to  ammid  was  properly 
denied.    Id. 

3.  Same — Preliminabt   Statement. — ^Where  in   support  of  a   motion   to 

amend  his  preliminary  statement  a  party  alleges  that  at  the  time  it  was 
made  he  thought  the  claims  were  limited  to  the  structure  shown  in  his 
drawing  and  did  not  discover  that  they  were  capable  of  a  broader  con- 
struction until  after  a  decision  was  rendered  on  a  motion  to  dissolve. 
Held  that  such  a  mistake  is  one  of  law  and  not  of  fact  and  constitutes 
no  ground  for  permitting  the  amendment.    Ryder  v.  White,  136. 

4.  Same — Same. — Where  a  party  has  had  access  to  the  preliminary  state- 

ment of  his  opponent,  he  will  not  be  permitted  to  amend  his  statement 
to  change  the  date  of  conception  or  of  reduction  to  practice  from  a 
date  subsequent  to  that  alleged  by  his  opponent  to  one  prior  to  such 
date  unless  most  satisfactory  reasons  are  given  in  explanation  of  the 
facts  necessitating  such  am^idment  and  of  the  delay  in  bringing  a 
motion  to  amend.  Id, 
MOTION  TO  DISSOLVE  INTERFERENCE.  See  Appeal  to  the  Court  of 
Appeals  of  the  District  of  Columbia;  Brief,  1;  Interference,  9,  34; 
Supervisory  Authority  of  the  Commissioner  of  Patents;  Trade-Marks,  47. 

1.  Transmission. — ^A  motion  to  dissolve  should  not  be  transmitted  where 

it  appears  that  the  moving  party  had  had  an  opportunity  to  bring 
a  motion  to  dissolve  on  the  same  ground  in  a  prior  interference  in- 
volving the  same  counts.    Toumsend  v.  ThuUen  v.  Young,  15. 

2.  Same. — ^A  motion  to  dissolve  on  the  ground  of  the  non-patentability  of 

the  issue  was  refused  transmission  on  the  ground  tliat  the  moving 
party  had  had  an  opportunity  to  bring  such  motion  in  a  prior  Interfer- 
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ence.  Held  tbat  a  subsequent  motion  alleging  that  a  new  party  to  the 
interference  had  no  right  to  make  the  claims  based  on  the  same  ground 
as  the  prior  motion  should  not  be  transmitted.    Id, 

8.  Same.— The  decision  in  Oold  v.  Oold,  (C.  D.,  1908,  377;  131  O.  G.,  1422) 
and  Rockatroh  v.  Wamock  (C.  D.,  1908,  10;  132  O.  G.,  234)  construed 
and  Held  not  to  authorize  the  transmission,  as  a  matter  of  course, 
of  an  amended  motion  to  dissolve  filed  within  the  limit  of  appeal  from 
a  decision  refusing  to  transmit  a  defective  motion,  but  only  where  it 
does  not  appear  from  the  record  that  such  original  motion  was  not 
brought  in  good  faith.    McQuarrie  v.  Manson,  77. 

4.  Same. — ^A  decision  of  the  Examiner  of  Interferences  transmitting  a  motion 
to  dissolve  will  not  be  disturbed  merely  because  the  motion  was  filed 
more  than  thirty  days  after  the  preliminary  statements  of  the  parties 
were  approved,  but  only  where  It  is  shown  that  there  has  been  a  clear 
abuse  of  discretion  by  the  Examiner  of  Interferences  in  transmitting 
such  motion.    Thiem  v.  Botcen,  102. 

6.  Same. — NoN-PATENTABiLrrr  op  Isstte — Ex  pabte  Affidavits — ^Transmis- 
sion Refused. — ^A  motion  to  dissolve  an  interference  on  the  ground 
that  the  issue  is  not  patentable,  based  upon  ex  parte  affidavits,  should 
be  refused  transmission.    Barratt  v.  Stoinglehurst,  121. 

6.  Delay  in  Bringing  Motion — Delay  Excused. — ^A  delay  of  about  six 

weeks  In  bringing  a  motion  to  dissolve,  alleging  non-patentability  of 
the  issue  In  view  of  a  foreign  patent,  excused  where  the  Issue  related 
to  a  knitted  fabric  and  It  appeared  that  the  moving  party  had  made 
a  search  through  the  patents  In  the  United  States  Patent  Office,  In 
the  classes  where  he  thought  the  device  of  the  Issue  should  be  found, 
and  then  communicated  with  various  foreign  manufacturers,  Inquiring 
about  the  novelty  of  the  Invention  in  issue,  and  finally  learned  by  this 
means  of  the  patent  on  which  the  motion  was  founded,  which  relates 
primarily  to  a  knitting-machine  capable  of  producing  the  fabric  of  the 
Issue  and  not  to  the  fabric  Itself.    Id. 

7.  Transmission — Indefiniteness. — Where  a  motion  for  dissolution  refers 

only  to  "the  old  form  of  hlckey"  as  evidence  of  unpatentability  and 
merely  alleges  Irregularity  In  the  declaration,  without  showing  wherein 
it  consists.  Held  that  the  motion  Is  too  indefinite,  and  transmission 
thereof  on  these  grounds  was  properly  refused.  Joseph  v.  Kennedy  v. 
McLain,  122. 

8.  Same. — Where  the  applications  Involved  In  an  Interference  were  Involved 

in  a  prior  Interference,  Held  that  a  motion  to  dissolve  was  properly 
refused  transmission  as  to  any  grounds  which  were  or  might  have  been 
raised  on  a  motion  to  dissolve  in  the  prior  Interference.  Colburn  and 
Washburn  v.  Hitchcock,  141. 

9.  Same. — A  motion  to  dissolve  on  the  ground  of  Irregularity  In  the  declara- 

tion of  the  interference  was  properly  refused  transmission  where  the 
ground  relied  on  to  show  Irregularity  raises  a  question  which  relates 
to  the  merits  of  the  case.    Id, 

10.  Additional  Ground  of  Irregularity  Raised  on  Appeal. — Points  alleged 

to  constitute  Irregularity  In  the  declaration  of  an  interference  and 
raised  for  the  first  time  in  the  brief  filed  at  the  hearing  on  appeal 
from  the  decision  of  the  Examiner  of  Interferences  refusing  to  trans- 
mit a  motion  to  dissolve  can  receive  no  consideration.    Id, 

11.  Inoperativeness — ^Testimony. — ^A  motion  to  take  testimony  before  the 

Primary  Examiner  on  the  question  of  Inoperativeness  of  an  opponent's 
device,  Held  properly  refused  transmission,  since  such  testimony  should 
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b%  takfin,  if  at  all,  in  accordance  with  the  practice  outlined  in  Pym  t. 
Hmdaw^  (G.  D^  1906,  488;  125  O.  G.,  1702)  and  presented  before  the 
Examiner  of  Interfereices  at  final  hearing.    CHhson  v.  Kitsee,  146. 

12.  Counts  Aoum  Unpeb  Rule  109.— Role  109  does  not  permit  the  trana- 

mission  of  a  motion  to  di88<Hve  relating  to  counts  added  under  its 
provisions  merely  because  a  party  alleges  surprise  that  the  claims 
were  held  patentable  to  his  opponent    Id. 

13.  Renewal  Motions— Appeai/— Piecemeal  Action. — ^Where  a   motion  to 

dissolve  embodying  two  grounds  is  denied  transmission  as  to  both. 
Held  that  the  grounds  may  not  be  s^)arately  prosecuted,  one  by  direct 
appeal  and  the  other  by  r^iewal  motion  and  subsequent  appeaL  WU- 
Hams  V.  Webster  v.  Sprague,  200. 

14.  Same — Same. — ^The  bringing  of  a  renewal  motion  waives  the  right  of 

appeal  from  the  decision  on  the  original  motion.    Id. 

15.  Tbansmission. — ^A  motion  to  dissolve,  alleging  no  interference  in  fkict 

on  account  of  the  meaning  which  it  is  cont^ided  should  be  given  a 
certain  term,  is  too  indefinite  to  be  transmitted  where  this  term  does 
not  occur  in  all  the  counts  and  it  is  not  stated  to  which  of  the  counts 
the  motion  is  intended  to  apply.    Baetz  v.  Kukkuck^  230. 

16.  Same.— An  allegation  in  a  motion  to  dissolve  that  the  opposing  party 

has  no  right  to  make  the  claims  *'  since  the  issue  covers  an  invention 
not  contemplated  nor  disclosed  by  him  in  the  original  specification 
(Rule  70),"  Held  not  a  sufficiently  definite  statement  of  the  reasons 
upon  which  the  motion  is  based  and  transmission  of  the  motion 
properly  refused.    Id. 

17.  Same.— A  motion  to  dissolve  on  the  ground  of  the  lack  of  right  of  the 

opposing  party  to  make  the  claims  was  properly  refused  transmission 
where  the  motion  did  not  specifically  state  what  elements  of  the  claims 
were  not  shown.    Id. 

18.  Renewed  Motion^Appeal. — Where  transmission  of  a  motion  to  dissolve 

is  refused  and  an  amended  motion  is  filed,  appeal  from  the  decision 
refusing  to  tramnnit  the  original  motion  is  abandoned.  Lotterhand  v. 
OorfM^oU,  232. 

19.  Teansmission — Infobmalitt.— A    motion    to   dissolve,    alleging    infor- 

mality because  the  claims  in  issue  are  for  incomplete  combinations 
when  read  on  the  opposing  party*s  disclosure,  was  properly  refused 
transmission,  since  this  question  is  one  relating  to  the  merits.    Id. 

20.  Same — ^Application  of  Rbfebences. — ^A  motion  to  dissolve  on  the  ground 

of  non-patentability  of  the  counts  of  the  issue  should  be  refused  trans- 
mission unless  the  patents  relied  upon  are  specifically  named  and 
applied.    Id. 

21.  Same. — It  is  well  settled  that  the  transmission  of  motions  to  dissolve  is 

left  largely  to  the  discretion  of  the  Examiner  of  Interferences  and  that 
wh^re  he  grants  a  motion  to  transmit  his  decision  will  be  disturbed 
only  upon  a  showing  of  abuse  of  discretion.    Knight  v.  Cutler,  242. 

22.  Same. — Within  the  time  set  for  bringing  motions  K.  filed  a  motion  to 

dissolve,  which  was  denied  on  the  ground  of  indefiniteness.  Four  days 
later  he  filed  an  am^ided  motion  seeking  to  overcome  the  indefiniteness 
of  the  original  motion.  On  the  day  of  hearing  he  filed  an  affidavit 
in  support  of  the  motion,  and  upon  objection  by  G.  the  hearing  was 
postponed  one  week.  Held  that  these  fbcts  do  not  show  any  abuse  of 
discretion  upon  the  part  of  the  Examiner  of  Interferences  in  transmit- 
ting the  amended  moti<m.    M 
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MOTION  TO  EXTEND  TIME  FOR  TAKING  TESTIMONY.    See  Trade-Marks, 

MOTION  TO  REOPEN  INTERFERENCE  TO  TAKE  TESTIMONY. 

1.  iNTEBFEBEifOE — EviDENCB — ^EXHIBIT.-— A  motion  to  re<^;)eD  an  Interference 

for  the  purpose  ot  taking  farther  teetlnumy  with  respect  to  a  blueprint 
which  is  in  evid^ice  as  an  exhibit  was  properly  denied  where  it  ap- 
peared that  the  moving  party  had  had  an  opportunity  during  the  taking 
of  the  testimony  to  adduce  all  the  material  evidence  concerning  the 
exhibit  and  it  did  not  appear  that  the  admission  of  the  proposed  testi- 
mony would  in  any  way  modify  the  decision.  Struble  v.  Young  and 
Townsend  v.  Bawyer,  20. 

2.  Same — Practice. — On  a  motion  to  remand  an  interference  to  the  Exam- 

hier  of  Interferences  to  reopen  the  same  and  take  further  testimony. 
Held  that  while  motions  to  reopen  an  interference  and  take  further 
testimony  should  generally  be  heard  and  determined  in  the  first  instance 
by  the  Examiner  of  Interferences  {Robinson  v.  Totonsend  v.  Copeland, 
C.  D.,  1903,  327;  106  O.  G.,  997)  it  is  well  settled  that  in  order  to 
Justify  remanding  the  case  to  the  Examiner  of  Interferences  the  moving 
party  should  make  out  a  prima  facie  case.  (Estes  v.  Oauae,  0.  D., 
1809,  164 ;  88  O.  G.,  138&)     Otis  v.  Ingoldshy  and  Bowling,  105. 

3.  Same — Same. — ^The  fkict  that  the  Junior  party  took  no  testimony,  -but 

relied  on  his  contention  that  the  senior  party  had  no  right  to  make  the 
claims,  and  the  farther  fkict  that  on  appeal  the  Examlners-ln-Ghief  re- 
versed the  holding  of  the  Primary  Examiner  and  the  Examiner  of 
Interferences  that  the  senior  party  had  a  right  to  make  the  claims. 
Held  to  constitute  no  ground  for  reopening  the  case  to  allow  the  senior 
parties  to  take  testimony  on  the  question  of  their  right  to  make  the 
claims,  which  testimony  was  in  their  possession  and  could  have  been 
taken  within  the  time  set    Id. 

MOTION  TO  SHIFT  BURDEN  OF  PROOF.  See  MoHon  to  Amend  Prelim^ 
inary  Statement,  2. 

MOTION  TO  TAKE  TESTIMONY.    See  Motion  to  Dissolve  Interference,  11. 

NAME  OF  APPLICANT.    See  Trade-Marks,  61,  84,  96,  97. 

NEW  CLAIMS.  See  Abandonment  of  Applications,  4,  9 ;  Amendment,  5 ;  Appeal; 
yew  Matter;  Reopening  of  Decided  Cases;  Reopening  of  Rejected 
Applications. 

NEWLY  DISCOVERED  EVIDENCE.    See  Interference,  12,  16,  17,  26. 

NEW  MATTER.    See  Reissues,  1,  2. 

Patentability — Claims  Baseb  on  Thbobt  of  Opbbation  Not  Obiginallt 
Disclosed. — ^Where  an  application  as  originally  filed  did  not  differenti- 
ate from  the  prior  art  either  in  construction  or  theory  of  operation  and 
an  amendment  thereto  was  filed,  without  verification  by  the  Inventor, 
introducing  a  new  theory  of  operation  and  containing  process  claims 
covering  such  theory,  such  claims  are  hivalid  as  covering  new  matter. 
** Steward  et  al,  v.  American  Lava  Company  et  aU;  Kirchberger  et  aU 
V.  American  Lava  Company  et  ah,  557. 

NEW  OATH.    See  Oath. 

NEW  RESULTS.    See  Invention,  6. 

NSW  USE.    See  Invention,  4,  5,  13. 

OATH.    See  Perjury. 

Delay  in  Filing  Appucation — ^Affidavits  to  Show  Date  of  Execution. — 
Affidavits  tending  to  show  that  the  oath  in  an  application  was  executed 
later  than  It  purported  to  be  executed  Held  insuffidoit  to  excuse  filing 
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a  substitute  oath  under  the  practice  laid  down  in  ex  parte  Branna 
(C.  D.,  1901,  232;  97  O.  G.,  2533,)  but  rather  to  constitute  an  addi- 
tional reason  for  requiring  a  new  oath.    Ew  parte  Tillman,  144. 

OLD  DEVICES.    See  Invention,  4,  12,  13. 

OPERATIYENESS.  See  Abandonment  of  Applications,  8;  Ewamination  of  Ap- 
plications, 4 ;  Motion  to  Dissolve  Interference,  11 ;  Reduction  to  Prac- 
tice, 4. 

OPPOSITION  TO  REGISTRATION.  See  Trade-Marks,  11,  18,  38,  43,  66,  75,  94, 
98,  99,  103,  105. 

ORIGINAL  DEVICE.    See  Interference,  29. 

OWNERSHIP.    See  Access  to  Pending  Applications,  2,  3 ;  Trade-Marks,  2,  19. 

PARTNERSHIP.    See  Interference,  36. 

PATENTABILITY.  See  Amendment,  1,  2,  3;  BUI  in  Equity  Under  Section 
4915,  Revised  Statutes;  Construction  of  Claims,  1;  Construction  of 
Specifications  and  Patents;  Designs;  Examiner's  Decision  to  be  Re- 
spected by  His  Successors;  Interference,  23,  25,  35 ;  Invention;  Jurisdic- 
tion of  the  Court  of  Appeals  of  the  District  of  Columbia;  Motion  to 
Dissolve  Interference,  2,  5,  6,  7,  20 ;  New  Matter;  Rejection  of  Claims,  2. 

1.  FimcTioNs  OB  Results  Not  Pateittablb. — It  is  a  well-settled  law  that  a 

patent  cannot  issue  for  a  result  sought  to  be  accomplished  by  the 
inventor  of  a  machine,  but  only  for  the  mechanical  means  or  instru- 
mentalities by  which  that  result  is  to  be  obtained.  One  cannot  describe 
a  machine  which  will  perform  a  certain  function  and  then  claim  the 
function  itself  and  all  other  machines  that  may  be  InventedTby  others 
to  perform  the  same  function.    *  In  re  Gardner,  306. 

2.  Non-Invention  —  Shelf-Bbagket  —  Change  in   Fastening.  —  A   shelf- 

bracket  having  a  brace  pivotally  secured  to  the  bracket  at  one  end,  so 
that  it  can  be  swung  aside  while  securing  the  bracket  to  the  wall  and 
shelf,  Held  lacking  in  pataitable  invention  in  view  of  a  prior  patent 
disclosing  a  bracket  having  a  brace  arranged  to  be  attached  to  the 
bracket  after  the  latter  is  secured  in  position.    ♦  In  re  Berger,  320. 

3.  Method  of  Bbidge-Building — Matebial  Used  Does  not  Affect  Patent- 

ability OF  the  Claims. — It  makes  no  difference  in  considering  the 
patentability  of  the  "  method  "  claim  of  what  materials  the  bridge  is 
made.    ♦  In  re  Luten,  402. 

4.  Pbocess  of  Making  Aldehydes. — ^A  process  of  producing  aldehyde  which 

consists  "  in  inducing  a  reaction  between  hydrocarbon  and  oxygen  and 
abstracting  the  excess  heat  therefrom  "  Held  not  patentable  in  view  of 
the  prior  art,  which  shows  that  it  was  old  to  produce  formic  aldehyde 
both  from  methyl  alcohol  and  hydrocarbon  and  that  applicant's  method 
of  extracting  heat  from  the  reaction-chamber  was  also  old.  *  In  re 
Blackmore,  428. 

5.  Same — Efficacy  of  an  Appabatus  Immatebial  to  the  Question  of  the 

Patentabiuty  of  the  Pbocess. — ^"The  fact  that  appellant  has  in  his 
possession  an  apparatus  suitable  for  the  production  of  formic  aldehyde 
in  the  manner  set  forth  in  his  specification  in  larger  quantities  than 
any  apparatus  set  forth  in  the  references  cited,  is  immaterial  and  has 
no  bearing  upon  the  patentability  of  the  process."    ♦  Id. 

6.  Invention — Duplication  of  Pabts. — ^The  provision  of  two  cranes  in  a 

boring  machine  for  the  purpose  of  enabling  the  new  work  to  be  hoisted 
to  position  simultaneously  with  the  r^noval  of  the  completed  piece, 
Held  to  amount  to  a  patentable  improvanent  where  the  prior  art  shows 
only  one  crane.    Ew  parte  Sears,  108. 
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7.  Same — ^Agobegation. — Where  two  mechanisms  for  performing  snccessive 
operations  upon  a  piece  of  work  are  both  old  in  the  art,  the  assem- 
bling of  these  mechanisms  upon  a  unitary  support  in  such  manner  that 
the  operator  may  transmit  the  work  from  one  to  the  other  without 
changing  his  position  at  the  machine  Held  not  to  involve  invention. 
.  Ex  parte  Smith,  214. 
PATENTS  TO  ASSIGNEES.    See  Assignments,  1,  2. 
PERJURY. 

1.  Affidavit  to  Support  Appucation  fob  Letters  Patent. — ^The  oifense  of 

perjury  as  defined  by  section  5392,  Revised  Statutes  of  the  United 
States,  may  be  predicated  upon  the  oath,  declaration,  or  affidavit  sub- 
scribed in  support  of  an  application  for  Letters  Patent  if  the  party 
making  the  oath  or  making  the  declaration  or  affidavit  swore  falsely 
with  relation  thereto  or  if  at  the  time  of  making  said  oath  he  did  not 
believe  the  matter  or  facts  set  forth  therein  to  be  true.  *  United  States 
of  America  v.  Patterson,  257. 

2.  Same — Word  "  Sole  "  Material. — ^The  use  of  the  word  "  sole "  in  the 

affidavit  as  subscribed,  in  connection  with  the  words  ** original"  and 
''first,**  has  a  significant  and  material  bearing  in  the  inquiry  which 
was  then  being  prosecuted  before  the  Commissioner  of  Patents,  and  a 
false  oath  with  reference  thereto  renders  the  affiant  guilty  of  perjury. 
^  United  States  of  America  v.  Patterson,  283. 

PETITION  TO  COMMISSIONER  OF  PATENTS.  See  Claims,  2:  Suggested 
Claims, 

PIECEMEAL  PROSECUTION  OF  MOTIONS.  See  Interference,  18;  Motion 
to  Dissolve  Inteiierence,  13,  14. 

POVERTY.     See  Testimony,  5. 

POWER  OF  ATTORNEY.     See  Attorneys. 

1.  Joint  Applicants— Ordinarily  Both  Applicants  Must  Join  in  Power. — 

"It  seems  to  be  well  settled  that  one  of  two  joint  applicants  cannot 
appoint  an  attorney  without  the  concurrence  of  the  coapplicant,  except 
upon  a  showing  of  inability  to  obtain  such  concurrence  (citing  ex  parte 
Benjamin  and  Bailey,  C.  D.,  1892,  85;  59  O.  G.,  298;  ex  parte  Barrett 
and  Alter,  C.  D.,  1907,  .76;  127  O.  G.,  847.)"  Ex  parte  De  Forest  and 
Horton,  64. 

2.  Concurrence  of  Alleged  Assignee — Evidence  of  Assignment. — ^A  power 

of  attorney  given  by  one  of  two  Joint  applicants,  with  the  concurrence 
of  an  alleged  assignee,  cannot  be  recognized  in  the  absence  of  evidence 
of  the  assignment.    Jd, 

PRACTICE  IN  THE  COURTS.     See  Diligence,  1. 

PRACTICE  IN  THE  PATENT  OFFICE.  Seya  Amendment;  Interference,  25, 
26;  Reopening  of  Rejected  Applications;  Trade-Marks,  13,  37,  44,  45, 
103. 

PRELIMINARY  STATEMENTS.  See  Interference,  12,  19;  Motion  to  Amend 
Preliminary  Statement;  Priority  of  Invention,  2. 
1.  Interference — ^Application  Filed  by  an  Administrator — Stateicbnt 
May  be  Made  by  Assignee  of  Entire  Interest. — ^Where  an  application 
was  filed  by  the  administrator  of  an  inventor  and  the  entire  interest 
therein  assigned,  it  is  not  necessary  that  the  preliminary  statement 
be  made  by  the  **  applicant,**  but  It  may  be  made  by  the  asslgneei. 
Lotterhand  v.  Comioall,  232. 

21895— H.  Doc.  124, 61-2 39 
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2.  Same — Same — Rule  131  Oonstbued. — ^Rule  131  relates  only  to  the  as- 
signee of  an  undivided  interest,  an^  it  is  not  necessary  that  the  assignee 
of  the  entire  interest  file  a  motion  such  as  provided  for  in  that  rule  in 
order  to  be  allowed  to  file  a  preliminary  statement    Id, 

PRESUMPTION.  See  Abandonment  of  Invention,  3,  4;  Interference,  2;  Prior- 
ity of  Invention,  3 ;  Reduction  to  Practice,  2 ;  Trade-Marks,  2,  16,  26,  58. 

PRIMA  FACIE  CASE.  See  Motion  to  Reopen  Interference  to  Take  TesU- 
mony,  2. 

PRINTING  THE  RECORD.     See  Testimony,  5,  6. 

PRIOR  APPLICATION.    See  DUigence,  2. 

PRIOR  INTERFERENCE.  See  AMndonment  of  Invention,  5 ;  Interference,  15 ; 
Motion  to  Dissolve  Interference,  1,  2,  8. 

PRIORITY  OF  ADOPTION  AND  USB.  See  Trade-Marks,  16.  18,  27,  28.  4a 
65,  73,  77,  78,  98,  99,  107. 

PRIORITY  OF  INVENTION.  See  Abandoned  Experiments;  Abandonment  of 
Invention,  5 ;  Appeal  to  the  Court  of  Appeals  of  the  District  of  Colum- 
bia; Claims,  4;  Concealment  of  Invention;  Diligence,  1;  Divisional 
Applications;  First  and  Original  Inventor;  Interference,  6,  7,  14,  20,  22, 
23,  24,  30,  31,  32,  33.  35,  36,  37,  38 ;  Joint  Applicants,  1 ;  Jurisdiction  of 
the  Court  of  Appeals  of -the  District  of  Columbia;  Patentability,  2; 
Reduction  to  Practice,  6,  7 ;  Suits  for  Infringement,  1. 

1.  Diligence. — T.  filed  an  application  December  17,  1896.    W.  conceived 

the  invention  January  10,  1896,  made  working  drawings  thereof  In 
the  t&ll  of  1896,  reduced  the  invention  to  practice  in  April,  1897,  and 
filed  his  application  March  11,  1898.  Held  that  W.  was  not  exercising 
diligence  at  the  time  that  T.  filed  his  application  and  subsequently 
thereto  and  that  T.  was  therefore  the  first  inventor.  ^Automatic 
Weighing  Machine  Company  v.  Pneumatic  Scale  Corporation,  Limited, 
498. 

2.  Interference — Judgment   by    Default — ^Discretion    of   the   Commis- 

sioner.— Judgment  of  priority  was  rendered  against  C.  because  of  his 
failure  to  file  a  preliminary  statement  within  the  time  set.  Held  that 
the  extension  and  limitation  of  time  within  which  a  party  to  an  inter- 
ference shall  file  his  preliminary  statement  is  within  the  discretion 
of  the  Commissioner,  and  his  refusal  to  extend  such  time  Is  not  subject 
to  review  by  the  Court  of  Appeals  of  the  District  of  Columbia  unless 
it  clearly  appears  from  the  record  that  he  has  abused  his  discretion. 
•  Churchill  v.  Goodwin,  336. 

3.  Same — Circumstances  and  Presumptions. — ^P.  filed  his  application  for 

a  cable-hanger  after  he  had  obtained  knowledge,  through  an  interfer- 
ence, of  H.'s  application.  He  claimed  to  have  conceived  the  invention 
in  issue  and  reduced  it  to  practice  at  the  same  time  that  he  invented  a 
similar  device  shown  in  an  earlier  application  on  which  he  obtained  a 
patent.  Held  that  P.,  being  a  manufacturer  of  cable-hangers,  an  inven- 
tor, and  highly  skilled  in  the  art,  was  certainly  in  a  position  to  under- 
stand and  fully  appreciate  the  value  of  such  device,  and  it  was  incon- 
ceivable that  he  should  have  failed  to  disclose  it  in  his  earlier  applica- 
tion if  he  actually  had  conceived  it  and  embodied  it  in  concrete  form. 
*Peirce  v.  Hiss,  Jr,,  356. 

4.  Delay  in  Filing  Application  After  Reduction  to  Pbacticb. — In  the 

absence  of  evidence  showing  actual  abandonment  of  the  invention  a 
mere  failure  to  file  an  application  for  patent  for  about  four  years  will 
not  be  considered  as  an  estoppel  by  concealment  within  the  meaning 
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of  Mason  v.  Hepburn  (C.  D.,  1898,  510;  84  O.  G^  147;  13  App.  D.  0^ 
86)  and  Warner  v.  Smith  (C.  D.,  1898,  517 ;  84  O.  G.,  311 ;  13  App.  D.  C, 
111.)  *Rolfe  V.  Kaisling  v.  Leeper,  393. 
6.  EJviDENCE — ^Alleged  Disclosure  to  Opposing  Pabty — Failubb  to  Tes- 
tify.— Where  a  party  to  an  interference  testifies  that  he  described  to 
the  opposing  party  certain  experiments  which  he  liad  made  invoiving 
the  invention  of  the  issue  and  it  appears  ttiat  such  party  at  the  time 
of  such  disclosure  was  highly  skilled  in  the  art  and  that  prior  thereto 
he  was  not  in  possession  of  the  inyention,  the  failure  of  such  party  to 
testify  in  his  own  behalf  Justifies  the  conclusion  that  the  testimony  is 
true.    ♦  Id. 

PRIOR  PATENTS.  See  Continuous  Applications;  Delay  in  FUing  Application; 
Patentability,  2 ;  Priority  of  Invention,  3. 

PRIOR  PROCEEDINGS.    See  Interference,  6 ;  Suits  for  Infringement, 

PROCEEDINGS  AT  THE  PATENT  OFFICE.    See  Trade-Marks,  44. 

PROCESS.    See  Patentability,  4. 

PROCESS  AND  APPARATUS.  See  Abandonment  of  Invention,  2;  Claims,  1; 
Construction  of  Claims;  Construction  of  Specifications  and  Patents,  1; 
Interference,  7 ;  Patentability,  1,  5 ;  Term  of  Patent,  1. 

PROCESS  AND  PRODUCT.    See  Division  of  Applications,  3. 

PROCESS  OR  METHOD.    See  Invention,  6,  7. 

PROPERTY  RIGHTS,    See  Trade-Marks,  28,  30,  39,  40. 

PROSECUTION  OF  APPLICATION.  See  Amendments,  1,  2,  3 ;  Examination 
of  Applications,  2. 

PUBLICATION  OF  TRADE-MARKS.    See  Trade-Marks,  62. 

PUBLIC  POLICY.    See  Trade-Marks,  5. 

PUBLIC  USE  ANT>  SALE. 

License — ^Test. — ^The  fact  that  a  license  was  taken  out  to  make  cigars  on 
the  premises  where  a  cigar-making  machine  was  being  tested  and  that 
some  of  the  cigars  made  were  actually  sold  Held  not  to  establish  a 
public  use  of  the  machine  where  it  appeared  that  the  place  where  such 
tests  were  made  was  a  machine-shop  and  not  a  cigar  factory,  the  li- 
cense being  taken  out  in  order  to  be  able  to  make  actual  tests  with 
tobacco,  and  that  the  machine  was  operated  primarily  for  the  purpose 
of  developing  imperfections  in  the  machine  and  that  many  minor 
changes  were  made  therein.    Lacroix  v.  Tyberg,  215. 

PUBLIC-USE  PROCEEDINGS. 

1.  Heabino — Bbiefs — Practice. — In  public-use  proceedings  after  the  filing 

of  Protestants  testimony  it  is  customary  merely  to  set  a  time  within 
which  the  parties,  the  protestant  as  well  the  applicant,  may  file  briefs 
with  the  Primary  Examiner,  and  it  is  not  the  practice  to  set  a  case 
down  for  oral  hearing.    In  re  Henry,  Jr.,  40. 

2.  Obal  Heabing  Not  Gbanted. — ^The  protestant  will  not  be  permitted  to 

appear  before  the  Primary  Examiner  and  argue  orally  the  pertinency 
of  the  evidence  taken  in  the  public-use  proceedings,  even  though  the 
protestant  had  knowledge  of  the  application  by  reason  of  the  fact  that 
he  had  been  involved  in  an  interference  proceeding  with  such  applica- 
tion.   Id. 

REBUTTAL  TESTIMONY.  See  Abandonment  of  Invention,  4;  Interference^ 
16,  17,  26;  Testimony,  1. 

REDUCTION  TO  PRACTICE.  See  Affidavit  Under  Rule  75, 1;  Ooncealment  of 
Invention;  Delay  in  Filing  Application;  DUipence,  2;  Divisional  AppUr 
cations;  Interference,  3,  4,  19,  22;  Invention,  1;  Priority  of  Inven- 
tion, 4. 
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1.  INTEBFEBENCE — WHAT      CJONSTITUTES. — DeclslODS     inVOlvlng     thlS      Ofteil- 

litlgated  question  of  actual  reduction  to  practice  may  be  divided  into 
tliree  general  classes.  The  first  class  includes  devices  so  simple  and  of 
such  obvious  efficacy  that  the  complete  construction  of  one  of  a  size 
and  form  intended  for  and  capable  of  practical  use  is  held  sufficient 
without  test  in  actual  use.  The  second  class  consists  of  those  where 
a  machine  embodying  every  essential  element  of  the  inv«ition,  liav- 
ing  been  tested  and  its  practical  utility  for  the  intended  purpose  dem- 
onstrated to  reasonable  satisfaction,  has  been  held  to  have  been  reduced 
to  practice,  notwithstanding  it  may  not  be  a  mechanically-perfect  ma- 
chine. The  third  class  includes  those  where  the  machine  is  of  such  a 
character  that  the  particular  use  for  which  it  is  intended  must  be  given 
special  consideration  and  requires  satisfactory  operation  in  the  actual 
execution  of  the  object.    ^Sydeman  and  Meade  v.  Thoma,  340. 

2.  Same — Circumstances. — In  cases  falling  within  the  second  and  third 

classes  described  long  delay  in  putting  the  machine  in  actual  use  for  the 
intended  purpose  has  always  been  regarded  as  a  potent  circumstance  in 
determining  whether  the  test  was  successful  or  only  an  abandoned 
experiment.    *Id, 

3.  Same. — Where  the  object  of  an  invention  was  "  the  production  of  appa- 

ratus for  rapidly  and  efficiently  treating  textile  fabric  coated  with  a 
rubber  or  gutta-percha  compound  or  composition  to  the  end  tliat  the 
coating  may  be  temporatrily  softened  or  rendered  *  tacky*  in  order 
that  the  fabric  may  be  readily  applied  to  other  objects  such  as  insoles 
for  boots  and  shoes,"  Heid  that  a  machine  which  the  witnesses  stated 
**  worked  too  slow  to  be  put  into  a  shoe-shop  "  and  which  was  subse- 
quently remodeled  was  not  a  reduction  to  practice  thereof.    */d. 

4.  Same — Making  of  Device  Sufficient. — ^The  making  of  a  sample  ringing- 

key  for  a  four-party  telephone-line  Held  to  constitute  a  reduction  to 
practice,  as  the  operativeness  of  the  device  would  be  apparent  to  any 
one  skilled  in  the  art,  there  being  little  in  the  key  that  was  new,  and 
several  witnesses  who  examined  it  carefully  having  pronounced  the 
invention  a  success.    *  Connor  v.  Dean,  370. 

5.  Same — Test — Simple  Devices. — The  mere  construction  without  test  of 

an  electrical-circuit  protector  comprising  means  operable  upon  an 
excess  of  current  for  protecting  the  circuit  and  having  provision 
whereby  it  is  automatically  reset  and  resoldered  in  reset  condition 
Held  to  constitute  a  reduction  to  practice  in  view  of  the  condition  of 
the  prior  art.    *Rolfe  v.  Kaisling  v.  Leeper,  393. 

6.  Same — Same. — ^The  making  of  drawings  of  a  cutter-head  for  a  planing 

machine  and  the  disclosure  of  the  invention  to  others  Held  not  suffi- 
cient to  entitle  the  inventor  to  an  award  of  priority  as  against  one  later 
to  conceive,  but  first  to  reduce  the  invention  to  practice.  *Nel8on  v. 
Faucettc,  415. 

7.  Same — Priority — ^Testimony. — ^Testimony  as  to  the  test  of  a  gas-mantle 

Held  insufficient  to  establish  that  such  mantle  was  a  reduction  to  prac- 
tice where  the  witnesses  content  themselves  with  saying  that  the  experi- 
ments were  satisfactory  and  neither  the  inventor  nor  the  officers  of  the 
assignee  company  who  testified  were  expert  mantle-makers  and  none  of 
the  expert  workers  in  the  factory  were  called  to  testify.  ^Daggett,  Jr^ 
V.  Kaufmann,  444. 
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8.  Same — Same — Intebted  Gas-Mantle — Not  a  Simple  Device. — ^A  mantle 
for  an  inverted  gas-lamp  is  not  such  a  simple  device  that  the  mere  con- 
struction thereof  without  a  test  to  demonstrate  its  efficacy  constitutes 
a  reduction  to  practice.    */d. 

REFERENCES.  See  Affldavita  under  Rule  75,  1 ;  Amendment,  1,  2,  4 ;  Examr 
ination  of  Applications,  1,  3;  Interference,  6;  Motion  to  Dissolve  In- 
terference, 20;  Rejection  of  Claims,  2,  3. 

REGISTRABILITY.  See  Trade-Marks,  1,  S,  4,  5,  6,  7,  10,  20,  23,  24,  27,  29,  30, 
31.  32,  33,  41,  52,  53,  54,  60,  61,  63,  65,  70,  73,  74,  75,  76,  79,  81,  82,  83, 
84.  88,  93,  98,  99,  102,  103. 

REGISTRATION.  See  Labels  and  Prints;  Trade-Marks,  2,  11,  13,  16,  17,  22, 
42,  58. 

REGISTRATION  BY  RESIDENTS  OF  THE  PHILIPPINE  ISLANDS.  See 
Trade-Marks,  95. 

REISSUES.  See  Appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia; 
Interference,  14,  15. 

1.  Must  be  fob  the  '*  Same  Invention  " — Section  4916,  Revised  Statutes. — 

The  phrase  "  same  invention  "  In  section  4916,  Revised  Statutes,  relat- 
ing to  reissues  of  patents,  has  been  repeatedly  defined  by  the  courts  to 
mean  whatever  invention  was  described  in  the  original  Letters  Patent 
and  appears  therein  to  have  been  intended  to  be  secured  thereby. 
(Walker  on  Patents,  sec.  233.)  By  "new  matter"  Is  meant  "new  sub- 
stantive matter,"  such  as  would  have  the  effect  of  changing  the  inven- 
tion or  of  introducing  what  might  be  the  subject  of  another  application 
for  a  patent.  (Powder  Co,  v.  Powder  Works,  C.  D.,  1879,  356;  15  O.  G., 
289;  98  U.  S.,  126;  Parker  d  Whipple  Co.  v.  Yale  Clock  Co,,  C.  D.,  1887, 
584 ;  41  O.  G.,  8il ;  123  U.  S.,  87 ;  Corbin  Cabinet  Lock  Co,  v.  Eagle  Lock 
Co,,  C,  D.,  1893,  612;  65  O.  G.,  1066;  150  U.  S.,  38.)  *Nelson  v.  Felsing 
and  Felsing  v.  Nelson,  358. 

2.  Identity  of  Inventions  Claimed— How  Determined. — In  the  considera- 

tion of  the  right  to  make  claims  In  a  reissue  it  is  not  to  be  concluded 
that  what  was  suggested  or  indicated  In  the  original  specification, 
drawing,  or  Patent  Office  model  is  to  be  considered  as  a  part  of  the  in- 
vention intended  to  have  been  covered  by  the  original  patent  unless  it 
can  be  seen  from  a  comparison  of  the  original  patent  and  the  reissue 
that  the  invention  which  the  original  patent  was  intended  to  cover 
fairly  expresses  the  things  suggested  or  indicated  in  the  original  speci- 
fication, drawings,  or  Patent  Office  model  and  unless  the  original  speci- 
fication indicated  that  those  things  are  embraced  in  the  invention  in- 
tended to  have  been  secured  by  the  original  patent    *Id, 

3.  Mebe  Disclosure  in  Drawing  Not  a  Sufficient  Indication  of  Intent 

TO  Claim. — Where  the  original  specification  is  silent  as  to  matters 
sought  to  be  covered  by  a  reissue  application,  although  the  drawings 
might  be  construed  to  disclose  the  same,  there  is  no  sufficient  indica- 
tion of  intention  in  the  original  patent  to  claim  such  an  invention ;  but 
where  the  patent  shows  and  describes  a  construction  and  claims  it  in 
general  terms  the  reissue  applicant  is  not  barred  from  making  a  claim 
in  specific  language  to  such  construction  because  he  failed  to  designate 
such  construction  by  that  specific  language  or  because  he  attributes  to 
it  a  function  additional  to  that  which  was  originally  attributed  thereto. 
(In  re  Briede,  C.  D.,  1906,  677 ;  123  O  G.,  322;  27  App.  D  .C,  298,  dis- 
tinguished.) *Id, 
REJECTION  OF  APPLICATION.  See  Eofamination  of  Applications,  1 ;  Trade- 
Marks,  18. 
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RBJECTION  OF  CLAIMS.  See  Abandonment  of  AppHcationSy  1,  4,  8;  Con- 
struction  of  Ctaims,  1;  Examination  of  Applioationa ;  Ewaminer'a  De- 
cision to  be  Respected  by  His  Successors;  Final  Rejection  of  Claims; 
Interference,  25;  Reopening  of  Rejected  Applications;  Suggested 
Claims,  2. 
1.  Claims — Functional — ^Remedt  bt  Appeal. — In  all  cases  where  the  Ex- 
aminer holds  a  claim  otherwise  clear  and  intelligible  to  be  fonctional — 
that  is,  for  a  function  merely  or  because  it  fails  to  include  sufficient 
mechanical  elements  to  effect  the  function  expressed  in  the  claim — 
the  action  of  the  Elxaminer  shall  be  a  rejection  of  the  claim  upon  the 
ground  that  the  claim  does  not  point  out  the  invention  with  sufficient 
particularity  and  distinctness  to  meet  the  requirements  of  section  4888, 
Revised  Statutes.  The  rejection  shall  at  the  same  time  include  all  of 
the  grounds  enumerated  in  Rule  133  that  the  Examiner  thinks  applica- 
ble. Applicant's  remedy  is  by  way  of  appeal  successively  to  the  E2xami- 
ners-in-Chief,  the  Commissioner,  and  the  Court  of  Appeals  of  the 
District  of  Columbia.  Ew  parte  Bitner,  32. 
-2.  Recommendation  of  the  E3xaminebs-in-Chief — ^Action  by  Pbimaby 
Examines — Reopening  of  the  Case. — ^Where  the  Examiners-in-Chief 
stated  that  a  claim  was  patentable  over  the  references  cited  against  it, 
but  recommended  that  it  be  rejected  upon  another  reference,  and  the 
Examiner  rejected  the  claim  on  this  reference,  Held  that  while  this 
action  reopened  the  case  such  reopening  was  merely  as  to  the  subject- 
matter  of  the  rejected  claim.  Ew  parte  Dieterich,  82. 
8.  Same — ^Appeal. — Where  on  appeal  from  the  rejection  of  certain  claims 
the  Examiners-in-Chief  hold  that  the  references  cited  are  insufficient 
to  anticipate  the  claims,  but  call  attention  to  certain  other  references 
and  suggest  that  the  Examiner  reject  the  claims  thereon  and  the  Exam- 
iner does  so  reject  the  claims,  Held  that  appeal  from  this  action  lies 
to  the  Examiners-in-Chief  in  the  first  instance.  Ex  parte  Motsinger, 
101. 

REMEDY.  See  Claims,  2;  Jurisdiction  of  the  Courts  Over  Practice  in  the 
Patent  Office;  Mandamus,  1;  Rejection  of  Claims,  1;  Trade-Marks, 
77,  79. 

RENEWAL  OF  FORFEITED  APPLICATIONS.  See  Abandonment  of  Invent 
tion,  1. 

RENEWED  MOTIONS.    See  Motion  to  Dissolve  Interference,  13,  14,  18. 

REOPENING  OF  DECIDED  CASES.     See  Trade-Marks,  87. 

Reopening  Case  After  Appeal. — ^An  inventor  is  presumed  to  know  the 
essence  of  his  invention  before  it  is  filed,  certainly  before  it  has  been 
prosecuted  through  an  appeal,  and  the  mere  statement  that  a  certain 
feature  has  been  found  to  be  important  is  not  a  showing  of  sufficient 
cause  to  Justity  reopening  the  case  to  admit  new  claima  Ex  parte 
Wagner,  241. 

REOPENING  INTERFERENCE  TO  TAKE  TESTIMONY.  See  Interference, 
16,  17;  Mandamus,  2;  Motion  to  Reopen  Interference  to  take  Testi- 
mony; Trade-Marks,  89,  90,  94. 

REOPENING  OF  REJECTED  APPLICATIONS.  See  Rejection  of  Claims,  2. 
1.  Practice — Final  Action. — Where  one  petition  for  the  entry  of  an 
amendment  for  the  purposes  of  appeal  or  for  reconsideration  of  the 
merits,  at  the  discretion  of  the  Examiner,  has  been  granted  and  the 
Examiner  in  entering  the  amendment  indicates  that  it  is  done  f6r  the 
purpose  of  appeal,  Held  that  the  applicant  is  not  in  a  position  to  ufse 
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that  the  case  was  reopened  for  the  consideration  of  new  claims  and 
that  a  farther  amendment  containing  such  claims  was  properly  refused 
aitry.  Ex  parte  Wriffht,  134. 
2.  Showing  Insufficient. — Where  the  claims  in  a  case  were  proper^ 
finally  rejected  and  it  was  thereafter  sought  to  amend  and  as  a  reason 
for  not  amending  earlier  it  was  alleged  that  the  applicant,  who  was  a 
foreigner,  was  not  sufficiently  familiar  with  the  patent  practice  of  the 
United  States  to  fully  appreciate  the  scope  of  the  claims  originally 
presented  and  that  the  attorney  was  not  informed  until  after  the  final 
rejection  tliat  the  subject-matter  of  the  proposed  claims  was  an  impor- 
tant part  of  the  invention,  Held  that  the  showing  does  not  warrant 
reopening  the  case  for  further  prosecution  before  the  Examiner.  Bm 
parte  Seisser,  152. 

REPAIR  AND  REC50NSTRUCTI0N.     See  Infringement,  2. 

RES  ADJUDICATA.  See  Authority  of  the  Commissioner  of  Patents,  3;  Inter- 
ference, 15 ;  Trade-Marks,  36,  66. 

RESPONSIVE  ACTION  BY  APPLICANT.  See  Abandonment  of  Applications; 
Amendment,  1,  2,  4. 

REVIVAL  OF  ABANDONED  APPLICATIONS.  See  Abandonment  of  Atpplir 
cations,  7. 

RIGHT  OF  APPEAL.  See  Mandamus,  2 ;  Motion  to  Dissolve  Interference,  14, 
18 ;  Trade-Marks,  43. 

RIGHT  TO  MAKE  CLAIM.  See  Claims,  4,  5;  Interference,  9,  10,  11,  14,  20,  21, 
25,  28,  31,  32,  33,  38,  39;  Motion  to  Dissolve  Interference,  2,  16,  17; 
Motion  to  Reopen  Interference  to  Take  Testimony,  3;  Reissues,  2; 
Supervisory  Authority  of  the  Commissioner  of  Patents. 

RIGHT  TO  PATENT.    See  Concealment  of  Invention, 

RULES  OF  PRACTICE  OF  THE  UNITED  STATES  PATENT  OFFICE. 

Failube  to  Comply — Ignobance  No  Excuse. — ^That  a  party  had  not  the 
means  to  employ  counsel  and  was  ignorant  of  the  rules  of  practice  is 
not  a  sufficient  excuse  for  waiving  the  requirements  thereof.  Mattice 
V.  Langworthy,  38. 

SIGNATURE  TO  AMENDMENTS.     See  Abandonment  of  Applications,  5,  6. 

SIMILARITY  OF  MARKS.  See  Trade-Marks,  7,  10,  27,  35,  41,  42,  59,  60,  67, 
68,  73,  75,  76,  81,  98,  99,  102,  103,  105,  108. 

SPECIFICATIONS.  See  Claims,  3,  4,  5;  Examination  of  Applications,  4;  In- 
terference, 31;  Reissues,  2,  3. 
L  Sufficiency  of  Disclosube. — In  claiming  a  patent  for  the  discovery  of  a 
useful  result  in  any  art,  machine,  manufacture,  br  composition  of 
matter  by  the  use  of  certain  means  the  application  must  specify  *'  the 
means  he  uses  in  a  manner  so  full  and  exact,  that  any  one  skilled  In 
the  science  to  which  it  appertains,  can,  by  using  the  means  he  specifies, 
without  any  addition  to,  or  subtraction  from  them,  produce  precisely 
the  result  he  describes."  (O'Reilly  v.  Morse,  15  How.,  62,  119.)  •/« 
re  Blackmore,  325. 
2.  Sufficiency  of  Description. — The  specification  of  the  Golding  patent. 
No.  527,242,  for  a  process  of  making  open  metal-work  Held  mifllcient  to 
enable  one  skilled  in  the  art  to  practice  the  invention.  **The  Bm- 
panded  Metal  Company  ct  ah  v.  Bradford  ct  aly  and  The  General  Fire- 
proofing  Company  v.  The  Expanded  Metal  Company,  521. 
S,  Difference  in  Terminology. — Where  the  interference  involves  a  struc- 
ture creating  a  "  main  "  and  a  "  leakage  "  flux,  it  is  immaterial  for  the 
purposes  of  the  interference  tliat  the  fiux  described  as  the  "  main  flux  '* 
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by  one  party  is  called  the  "  leakage-flux  "  by  the  other,  and  vice  yersa, 
in  their  respective  specificationa  Pratt  v.  de  Ferranti  and  Hamilton, 
202. 

STATE  OF  THE  ART.  See  Construction  of  Specifications  and  Patents,  2,  3; 
Invention,  7,  8,  9,  10,  11 ;  New  Matter;  PatentaltUity,  4,  6,  7 ;  Reduction 
to  Practice,  5,  6. 

STATE  STATUTES.    See  Trade-Marks,  89,  40. 

STIPULATION.     See  Testimony,  7. 

SUBSTITUTE  OATH.     See  Oath, 

SUCCESSORS  TO  REGISTRANT.     See  Trade-Marks,  55,  56. 

SUFFICIENCY  OF  ACTION.     See  Abandonment  of  Applications,  1,  2,  4. 

SUFFICIENCY  OF  EVIDENCE.     See  Interference,  1. 

SUGGESTED  CLAIMS.     See  Claims,  1. 

L  Undeb  Rule  96 — Extension  of  Tihe. — Where,  in  response  to  the  sugges- 
tion of  claims  under  Rule  98,  the  applicant  shows  that  it  is  practically 
impossible  for  him  to  comply  with  the  suggestion  within  the  time 
specified  and  requests  a  reasonable  extension  thereof,  such  request 
should  be  granted.  Ex  parte  Ilcllmund,  62. 
2.  Rejection  of  Claims  on  Ground  of  Implied  Disclaimea — ^Appeal  ob 
Petition. — Where  an  applicant  makes  claims  suggested  under  Rule 
96  after  the  time  set  and  the  Examiner  rejects  them  on  the  ground  of 
implied  disclaimer,  ordinarily  appeal  from  such  rejection  must  be  to 
the  Examiners-in-Chief ;  but  where  the  Examiner  sets  such  a  short 
period  as  to  make  it  practically  impossible  for  the  applicant  to  file 
the  claims  in  time  and  he  refuses  to  extend  such  time  the  action  will 
be  reviewed  by  the  Commissioner  on  petition.     Id, 

SUITS   FOR   INFRINGEMENT.      See  Access   to   Abandoned  Applications; 
Trade-Marks,  45. 

1.  Pbiobity  of  Invention — Effect  of  Decision  in  Interference  Proceed- 

ing.— Where  in  a  suit  for  infringement  of  a  patent  which  was  granted 
after  an  interference  proceeding  in  the  Patent  Office  the  only  defense 
set  up  is  that  the  other  party  to  the  interference  was  the  prior  in- 
ventor, the  decision  of  the  Patent  Office  tribunals  and  the  Court  of 
Appeals  of  the  District  of  Columbia  on  th^  question  of  fact  involved 
is  entitled  to  great  weight,  if  it  is  not  absolutely  controlling.  ^AtUo- 
matic  Weighing  Machine  Company  v.  Pneumatic  Scale  Corporation, 
Limited,  498. 

2.  Evidence — Former  Suit — ^Prtvies. — ^The  mere  fact  that  defendants  in  a 

suit  for  infringement  of  a  patent  contributed  to  the  defense  in  a  prior 
suit  on  the  same  patent  against  other  parties,  it  not  being  shown  that 
the  present  defendants  had  the  right  to  intermeddle  in  any  way  in 
the  conduct  of  that  case,  does  not  render  them  privies  to  such  prior 
suit,  and  the  testimony  of  a  witness  therein,  since  deceased,  is  inad- 
missible against  them  to  establish  infringement.  **Rumford  Chemical 
Works  V.  Hygienic  Chemical  Company  of  New  Jersey;  Hygienic  Chemi- 
cal Company  of  New  York  et  al,  v.  Rumford  Chemical  Works,  664. 

SUITS  UNDER  SECTION  4915,  REVISED  STATUTES.    See  Trade-Marks,  106. 

SUPERVISORY  AUTHORITY  OF  THE  COMMISSIONER  OF  PATENTS. 
See  Authority  of  the  Commissioner  of  Patents,  1 ;  Interference,  36,  40. 
Interference. — The  supervisory  authority  of  the  Commissioner  will  not 
be  exercised  to  determine  whether  one  of  the  parties  to  the  interference 
has  a  right  to  make  the  claims  in  issue  where  it  appears  that  a  motion 
to  dissolve  on  that  ground  has  been  transmitted  to  the  Primary 
Examiner  and  is  awaiting  action  on  his  part     Thiem  v.  Bowen,  102. 
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SUPPRESSION  OF  TESTIMONY.    See  Interference,  5. 

SUPREME  COURT  OF  THE  UNITED  STATES.  See  Decisions  of  the  Couri 
of  Appeals  of  the  District  of  ColumUa. 

SURPRISE.    See  Motion  to  Dissolve  Interference,  12 ;  Testimony,  1. 

SURREBUTTAL  TESTIMONY.     See  Testimony,  1. 

SUSPENSION  OF  PROCEEDINGS.     See  Trade-Marks,  45. 

TECHNICAL  MARK.     See  Trade-Marks,  75,  76,  92. 

TEN- YEARS  CLAUSE.     See  Trade-Marks,  2,  75,  102. 

TERMINOLOGY.  See  Claims,  6;  Motion  to  Dissolve  Interference,  15,  17;  Per- 
jury, 2;  Specifications,  3. 

TERM  OF  PATENT. 

1.  DuBATioN  OF  Patent — ^Limitation  bt  Foreign  Patent— Process  and 

Apparatus. — ^A  claim  for  a  process  and  a  claim  for  an  apparatus  by 
which  the  process  is  performed  are  distinct  inventions,  and  the  United 
States  patent  for  one  does  not  expire,  under  section  4887,  Revised 
Statutes,  by  reason  of  the  expiration  of  a  foreign  patent  for  the  other. 
**Leed8  d  Catlin  Company  v.  Victor  Talking  Machine  Company  and 
United  States  Gramophone  Company,  536. 

2.  Same — Same — Combination  and  Elements  Thereof. — ^A  combination  of 

elements  is  an  invention  distinct  from  one  of  the  elements  thereof,  and 
a  patent  containing  claims  for  both  does  not  expire,  as  to  the  combina- 
tion claim,  by  reason  of  the  expiration  of  a  foreign  patent  covering  one 
of  the  elements.    **Id. 

3.  Same — Same — Failure  to   Pay  Taxes. — Under   section   4887,   Revised 

Statutes,  a  United  States  patent  is  not  limited  in  its  terra  by  reason  of 
the  expiration  of  a  prior  Canadian  patent  before  the  end  of  the  term 
for  which  it  was  granted  by  failure  to  pay  the  annual  taxes  thereon. 
(Pohl  V.  Anchor  Bretcing  Co.,  C.  D.,  1890,  275;  51  O.  G.,  156;  134  U.  S. 
381.)  **Id. 
TESTIMONY.  See  Abandonment  of  Invention,  5;  First  and  Original  Inventor; 
Interference,  1,  2,  3,  5,  6,  21,  26,  29,  36 ;  Joint  Applicants;  Motion  to 
Dissolve  Interference,  11 ;  Motion  to  Reopen  Interference  to  Take  Testi- 
mony; Priority  of  Invention  5;  Public  Use  Proceedings;  Reduction  to 
Practice,  8 ;  Suits  for  Infringement,  2 ;  Trade-Marks,  47,  48,  94. 

1.  Interference — Evidence — Sur-Surrebuttal.     Leave  to  take  sur-surre- 

buttal  testimony  will  not  be  granted  where  it  appears  that  the  testi- 
mony in  surrebuttal  was  not  in  the  nature  of  a  surprise  and  was  such 
as  might  have  been  guarded  against  in  the  taking  of  rebuttal  testi- 
mony.   Ruthven  v.  Christensen,  1. 

2.  Same — Same— Tests. — G.  built  a  furnace  and  made  certain  tests  thereof 

to  show  that  the  furnace  described  in  M.*s  application  was  inoperative; 
M.  was  not  present  or  represented  at  the  tests,  and  the  furnace  was 
dismantled  before  he  had  an  opportunity  to  inspect  it.  While  this  did 
not  render  the  testimony  incompetent,  it  is  of  great  importance  in  de- 
termining the  weight  to  be  given  to  the  evidence  relating  to  the  tests. 
^Mark  v.  Oreenawalt,  288. 

3.  Same — Same — Same. — ^A  party  deeply  interested  in  showing  that  his 

rival's  device  will  not  operate  or  accomplish  the  object  claimed  for  it 
who  secretly  tests  the  same  with  the  aid  of  an  expert  who  had  pre- 
viously testified  to  the  opinion  that  it  would  not  operate  must  neces- 
sarily rest  under  the  burden  of  showing,  with  great  certainty,  that  they 
conformed  strictly  with  all  the  requirements  of  the  description  and  in 
good  faith  and  with  great  care  took  all  the  steps  necessary  and  im- 
portant to  obtain  fair  and  accurate  results.    ^Id, 


Digitized  by 


Google 


^608  DIGEST  OF  DECISIONS. 

4.  Inclusion  of  Ibbblevant  and  Immatbbial  Matter. — "  Before  proceeding 

to  a  consideration  of  the  case  we  dean  it  proper  to  express  our  disap- 
probation of  the  conduct  of  counsel  in  filling  the  record  with  immaterial, 
irrelevant,  and  useless  matter.  This  practice,  wliich  is  altogether  too 
general  in  patent  cases,  entails  needless  expense  upon  clients  and  much 
needless  labor  upon  the  tribunals  of  the  Patent  OflSce  as  well  as  this 
court,  and  should  be  discontinued.  Objections  can,  and  should,  be 
stated  in  a  few  words  and  *  vain  repetition '  of  testimony  avoided." 
^Conner  v.  Dean,  370. 

5.  Intebfebence— Pbintino    Testimony — Inabujtt    to    Pmnt    Must    be 

Shown. — ^A  corporation  will  not  be  relieved  from  the  necessity  of 
printing  Its  testimony  In  an  interference  because  of  a  showing  that  it 
is  financially  unable  to  do  so  where  It  Is  not  shown  that  the  parties 
Interested  who  would  be  the  real  beneficiaries  of  any  decision  dispens- 
ing with  printing  are  also  unable  to  furnish  the  requisite  amount  of 
money.    McManus  v.  Hammer,  97. 

6.  Same — Same — Irrelevant  and  Immaterial  Testimony. — A  motion  to 

dispense  with  the  printing  of  part  of  the  record  is  not  the  proper  way 
to  take  advantage  of  tlie  objection  that  certain  parts  thereof  are  irrele- 
vant and  Immaterial  and  that  the  record  was  unduly  enlarged  by  im- 
proper cross-examination.    Id, 

7.  Stipulation  in  Lieu  of  Testimony. — ^The  filing  of  stipulations  In  uncer- 

tain and  Indefinite  language  which  require  construing  by  the  Office 
Instead  of  an  undisputed  statement  of  facts  or  testimony  duly  talsen 
with  opportunity  for  cross-examination  cannot  be  too  strongly  con- 
demned.   Shiner  v.  Edison,  174. 

TESTS.  See  Interference,  1 ;  Public  Use  and  Sale;  Reduction  to  Practice,  2,  5, 
7,  8;  Testimony,  2.  3. 

TITLE  TO  PATENT.    See  Assignment;  Attorneys, 

TBADE-MARKS. 

1.  "  Celery  Ade  **  for  Beveeaoes — Descriptive. — ^The  words  "  Celery  Ade  " 

as  a  trade-mark  for  beverages  and  sirups  therefor  Held  to  be  merely 
descriptive  In  the  sense  contemplated  by  section  5  of  the  Trade-Mark 
Act  of  1905,  and  therefore  not  registrable.  Ew  parte  Shannon,  Ward  d 
Company,  2. 

2.  Interference — ^Applicant  and  Registrant — "  Ten-Tears  "  Clause. — ^The 

registration  of  a  trade-mark  is  prima  facie  evidence  of  ownership,  and 
the  presumption  Is  that  the  use  of  such  mark  has  continued.  In  an 
Interference  between  an  applicant  and  a  registrant  Involving  a  mark 
registrable  only  under  the  "  ten-years "  clause  of  the  Trade-Mark  Act 
of  1905  applicant  was  properly  Held  not  entitled  to  registration  in  the 
absence  of  testimony  showing  that  the  registrant  had  not  used  the 
mark  during  the  ten  years  next  preceding  the  passage  of  that  act. 
Ifezel  Milling  Company  v.  Weidler,  5. 

3.  "  United  States  Standard  "  for  Flour — ^Deceptive — ^Nor  Rbqistrable. — 

The  words  "  United  States  Standard  "  Held  not  entitled  to  registration, 
as  such  registration  would  tend  to  Indicate  that  the  United  States 
Government  was  guaranteeing  that  the  flour  on  which  the  mark  was 
placed  was  up  to  the  standard  required  by  the  Pure  Food  and  Drugs 
Act.    Id, 

4.  Picture  and  Facsimile-Signature  of  Grovbr  Cleveland  fob  Cigars. — 

The  picture  and  facslmllle-slgnature  of  Grover  Cleveland  Held  not 
registrable  as  a  trade-mark  for  cigara  Ex  parte  The  Banner  Cigar 
Manufacturing  Company,  9. 
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5.  Same — Public  Policy. — ^To  use  the  names  of  ex-Presidents  of  the  United 

States  as  trade-marks  tends  to  detract  from  the  dignity  of  the  high 
office  which  they  have  held,  and  for  that  reason  it  is  believed  that  it  is 
against  public  policy  for  the  Patent  Office  to  encourage  such  use  of 
their  names  by  allowing  them  to  be  registered  as  trade-marks.    Id. 

6.  "Weabease,"  fob  Shoes — ^Descriptive. — ^The  word   "Wearease"  as  a 

trade-mark  for  shoes  Held  to  be  descriptive,  and  therefore  not  regis- 
trable.   Ex  parte  C.  8.  Sisaon  Company,  10. 

7.  SiMiLABiTT. — ^There  is  conflict  between  a  mark  consisting  of  the  word 

"  Quaker  "  with  the  picture  of  a  woman  wearing  a  cap  and  apron  and 
carrying  a  tray  with  a  cup  on  it  and  a  mark  consisting  of  the  picture 
of  a  woman  wearing  a  cap  and  apron  of  the  same  style  and  carrying  a 
tray  with  cups  upon  it  which  may  be  at  once  recognized  as  that  of  a 
<^ker  lady.  *  Walter  Baker  d  Company,  Limited,  v.  Harrison,  284. 
S.  Class  of  Goods — Coffee  and  Cocoa. — ^According  to  general  knowledge 
and  observation  coffee  and  cocoa  are  goods  of  the  same  descriptive 
properties,  and  so  far  as  there  is  any  question  of  fkct  involved  in  this 
point  it  should  not  be  decided  on  demurrer,  but  should  be  left  for  sub- 
mission of  proof.  *  Id, 
9.  Same— Same. — Things  may  be  said  to  possess  the  same  descriptive  prop- 
erties when  they  can  be  applied  to  the  same  general  use.  Coffee  and 
cocoa  when  used  as  beverages  are  at  once  associated  as  belonging  to 
the  class  of  beverages  in  general  domestic  use.  They  belong  to  the 
class  of  beverages  universally  used  on  the  table  and  sold  in  prepared 
packages  for  that  purpose.  *  Id, 
30.  Same— Reqistbation.— A  mark  should  be  denied  not  only  wh^i  used  on 
goods  of  the  same  descriptive  properties  as  a  similar  registered  mark, 
but  when  used  on  goods  belonging  to  the  same  general  class.    *  Id, 

11.  Opposition — Based  on  Use  of  Desceiptive  Wobd  as  a  Tbade-Name. — 

Application  having  been  made  for  the  registration  of  a  mark  containing 
a  descriptive  word,  it  was  permissible  for  a  party  who  claimed  to 
have  used  that  word  as  a  trade-name  to  file  an  opposition  to  the 
registration  of  the  mark.    *  Johnson  v.  Brandau,  298. 

12.  Descbipttve  Wobd   Shown   in   Drawing — Essential   Featube. — ^Appli- 

cant having  shown  a  mark  consisting  of  the  picture  of  an  ass  with  a 
descriptive  word  written  thereacross,  he  made  all  essential,  and  the 
mark  must  be  treated  as  an  entirety.    *  Id, 
18.  Same — Pbactice. — In   such   a   case   registration   should  be   denied   as 
claimed.    ♦  Id, 

14.  Goods  of  Same  Descbiptive  Pbopebties.— Two  trade-marks  may  be  said 

to  be  appropriated  to  merchandise  of  the  same  descriptive  properties 
in  the  sense  meant  by  the  statute  when  the  general  and  essential  char-* 
acteristics  are  the  same,  the  test  being  whether  there  is  such  sameness 
in  the  distinguishing  characteristics  of  the  goods  as  to  be  likely  to  mis- 
lead the  public.  ♦  Phoeniw  Paint  d  Varnish  Company  v.  John  T,  Lewis 
d  Bros,  Company,  303. 

15.  Same — Paste    Paints    and    Readt-Mixed    Paints. — Paste    paints    and 

ready-mixed  paints  are  goods  of  the  same  descriptive  properties  within 
the  meaning  of  the  Trade-Mark  Act.    *  Id, 

16.  Intebfebence — Knowledge  by  Lateb  to  Adopt  of  Pbiob  Use  bt  An- 

OTHEB  Pabty— Pbestjmption. — The  purpose  of  the  act  being  to  prevent 
and  not  to  promote  fraud  and  mistake,  we  would  not  feel  inclined, 
even  in  a  doubtful  case,  to  grant  registration  to  a  claimant  where  it 
appeared,  as  here,  that  when  he  adopted  the  mark  he  knew  of  its  prior 
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adoption  and  use  by  another  firm  in  connection  witli  goods  of  the  same 
general  character  and  properties.  The  opportunity  for  selection  being 
as  limitless  as  the  human  imagination,  we  have  reason  to  question  the 
motive  prompting  the  adoption  by  one  dealer  of  a  mark  preyiously 
applied  by  another  dealer  to  like  goods.    *  Id, 

17.  Same — Laches. — In  an  interference  proceeding  where  the  only  question 

involved  is  whether  the  right  of  registration  will  be  accorded  either  or 
both  parties  to  the  proceeding  the  question  of  laches  is  immaterial.  *  Id, 

18.  Rejection  op  Application  on  Prior  Registration — Cancelation  Pro- 

ceedings.— An  applicant  who  has  been  rejected  on  a  prior  registration 
may  contest  with  the  registrant  the  question  of  priority  of  adoption 
and  use  in  a  cancelation  proceeding  brought  under  section  13  of  the 
Trade-Mark  Act  of  February  20,  1905,  and  is  not  obliged  to  enter  an 
interference  or  an  opposition  proceeding  provided  for  by  sections  6  and 
7  of  that  act.  The  E.  T,  Fraim  Lock  Company  v.  Reading  Hardware 
Company,  29. 

19.  Cancelation   Proceedings — ^Effect  of  Laches. — ^The  mere  failure  of 

the  owner  of  a  trade-mark  through  a  period  of  years  to  assert  his  rights 
does  not  deprive  him  from  bringing  a  proceeding  for  the  cancelation 
of  the  registered  mark,  alleged  to  be  the  same  in  substance  and  to  cover 
the  same  class  of  goods,  for  the  purpose  of  determining  the  ownership 
of  the  mark.    Id, 

20.  "Ask   the   Revenue   Officer"   for   Whisky — Deceptive. — ^The  words 

"Ask  the  Revenue  Ofllcer"  as  a  trade-mark  for  whisky  Held  to  be 
deceptive,  and  therefore  not  registrable,  since  the  registration  of  this 
mark  would  tend  to  indicate  that  the  Government  had  guaranteed  the 
quality  of  the  goods  upon  which  the  mark  was  placed.  Ex  parte  R,  M, 
Rose  Company,  38. 

21.  Courts — Comity. — ^The  question  involved  having  been  decided  by  the 

courts  of  appeals  for  the  fourth  and  eighth  circuits,  "in  which  deci- 
sions we  fully  concur,  we  do  not  deem  it  necessary  to  discuss  the  propo- 
sitions advanced  by  appellant  in  this  appeal.  {Brill  v.  Wash,  Ry,  d  El, 
Co.,  C.  D.,  1908,  377;  134  O.  G.,  1573;  30  App.  D.  C,  255.)"  V.  A. 
Scriven  Company  v.  The  W,  H,  Towles  Manufacturing  Company  et  al„ 
310. 

22.  Buff-Colored  Knitted  Strip  Inserted  in  Seam  of  a  Garment — ^Effect 

OF  Expiration  of  Patent. — ^The  decision  of  the  Commissioner  of  Pat- 
ents refusing  to  register  as  a  trade-mark  for  men's  undergarments  the 
representation  of  a  buff-colored  strip  of  knitted  material  interposed 
lengthwise  thereof  on  the  ground  that  the  registration  would  extend 
the  monopoly  enjoyed  by  applicant  under  the  Brown  patent,  which 
purported  to  cover  such  an  inserted  strip  and  which  expired  in  1898, 
Held  to  be  founded  in  reason  and  sustained  by  authority.    •  Id. 

23.  "America's    Strength  "    for    Coffee — ^Not    Registrable. — The    words 

"America's  Strength  "  are  not  registrable  as  a  trade-mark  for  coffee, 
since  the  word  "America"  is  clearly  geographical,  and  the  word 
"  Strength  "  as  applied  to  coffee  is  descriptive  of  quality.  •  In  re  Meyer 
Brothers  Coffee  and  Spice  Company,  312. 

24.  Combination   of   Non-Registrable   Words. — ^A   registrable   trade-mark 

cannot  be  made  by  combining  two  non-registrable  words.    *Id, 

25.  Name  of  Patented  Article. — Between  1870  and  1884  several  patents 

for  improvements  in  step-ladders  were  issued  to  C.  G.  Udell,  the  prede- 
cessor in  business  of  The  Udell  Worka  Udell  adopted  as  his  trade- 
mark the  word  "  Excelsior."    The  Excelsior  ladder  embodied  featoret 
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of  several,  but  not  of  all,  of  the  patents.  Six  other  styles  of  ladders  were 
manufactured,  some  of  which  closely  resembled  the  Excelsior  ladder 
and  all  of  which  embodied  features  of  the  Udell  patenta  Held  that  the 
word  "  Excelsior  "  did  not  become  during  the  life  of  the  Udell  patents  the 
generic  designation  of  ladders  manufactured  thereunder.  ^  UdelU 
Predock  Manufacturing  Company  v.  The  Udell  Works,  316. 
20.  Same — That  a  Trade-Mabk  is  Genebic  Not  to  be  Presumed. — While 
care  should  be  taken  lest  a  monopoly  be  continued  beyond  the  life  of 
a  patent  through  the  agency  of  a  trade-name  which  has  come  to  indicate 
to  the  public  the  patented  article,  the  Patent  Office  would  not  be  Justi- 
fied in  presuming  that  a  trade-mark  was  generic.  In  the  present  case  the 
appellee  company  has  built  up  a  trade  in  ladders  because  of  the  superior 
excellence  of  the  product  and  the  fair  dealings  of  the  company.  Mani- 
festly it  would  be  unjust  to  deny  the  company  the  benefit  of  its  repu- 
tation unless  convinced  that  to  do  so  would  prolong  a  monopoly.    *  Id, 

27.  Similarity — Colonial  Figubes.— A  trade-mark  for  canned  fruits  con- 

sisting of  a  full-length  figure  of  a  colonial  military  officer,  accompanied 
by  the  words  **Col.  Willett,"  Held  so  similar  to  a  prior  registered  mark 
for  the  same  goods  consisting  of  a  bust  portrait  of  Gen.  Anthony  Wayne 
in  a  colonial  military  uniform  as  to  be  likely  to  cause  confusion  In 
trade.  ♦  Wayne  County  Preserving  Company  v.  The  Burt  Olney  Can- 
ning Company,  Sl8. 

28.  Same — Doubt  Resolved  in  Favor  of  Prior  Registrant  and  User. — **  The 

property  right  In  trade-marks  Is  a  valuable  one,  and  is  entitled  to  pro- 
tection from  those  who  would  profit  by  Its  imitation  and  the  courts 
should  resolve  the  doubt,  if  any  exists,  in  favor  of  the  prior  registrant 
and  user  in  good  faith."    ^  Id. 

29.  **  Mountain  Dew  "  for  Whisky — Descriptive. — The  words  "  Mountain 

Dew  "  as  a  trade-mark  for  whisky  Held  to  be  descriptive  and  regis- 
tration properly  refused,  for  the  reason  that,  however  fanciful  the  term 
may  originally  have  been,  the  words  are  now  generally  recognized 
as  meaning  whisky.  ♦  Charles  Dennehy  d  Co.  v.  Robertson,  Sanderson 
d  Co,,  Limited,  323. 

80.  Registrability — Must   be   Arbitraby    Words    or    Designs. — "It    was 

evidently  the  intention  of  Congress  in  placing  these  restrictions  in  the 
Trade-Mark  Act  to  prohibit  any  one  from  acquiring  a  property  right, 
protected  by  law  in  Its  exclusive  use.  In  a  name  possessing  any  inherent 
signification  that  would,  of  Itself,  enhance  the  sale  or  value  of  the 
article  or  articles  to  which  It  may  be  applied.  In  other  words,  it  was 
intended  to  limit  the  selection  to  mere  arbitrary  words  or  designs,  the 
value  of  which  should  consist  alone  in  their  becoming  fixed  in  the 
public  mind  through  continued  use  on  the  goods  of  the  owner.  It  was 
not  intended  that  the  mark  should  lend  value  to  the  goods,  but  that 
the  quality  of  the  goods  and  the  reputation  of  the  owner  should  ulti- 
mately make  the  mark  valuable  as  a  symbol  in  the  connection  in  which 
it  may  be  used."    ♦  In  re  Central  Consumers  Company,  329. 

81.  "Nextobeer"  for  Malt  Beverage — DESCRiFnvE. — Held  that  the  word 

"Nextobeer,"  used  as  a  trade-mark  for  non-intoxicating  beverage,  is 
descriptive,  and  therefore  not  registrable.    *  Id, 

82.  Descriptive — ^**Antiaqua"    for    an    Asphaltic    Cement. — ^The    word 

"  Antiaqua  "  Held  descriptive,  and  therefore  not  registrable  as  a  trade- 
mark for  an  asphaltic  cement,  since  the  obvious  meaning  of  the  word  is 
waterproof.    Ew  parte  Union  Fibre  Company,  57. 
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88.  Same — Wobds  Written  in  Foreign  Language. — It  is  well  settled  that 
descriptive  words  are  not  rendered  less  so  by  being  written  in  a  foreign 
language.  {Grocers  Specialty  Mfg.  Co.,  C.  D.,  1903,  10;  102  O.  G.,  465; 
RoncomotU  v.  Oroaa  et  aU,  86  N.  Y.  Supp.,  1112;  92  App.  Div.,  221.)    Id. 

34.  Class  of  Goods. — Saws,  tools,  and  flies  are  goods  of  the  same  deserip- 

tive  properties  as  hammers  and  hatchet&  Ew  parte  Bindley  Hardware 
Company,  58. 

35.  SiMiLABiTT. — ^A  mark  consisting  of  the  representation  of  a  keystone 

with  a  diamond-shaped  figure  placed  horizontally  across  the  same  and 
a  scroll  beneath  the  keystone,  the  words  *'  Albion  "  appearing  upon  the 
diamond,  "  Bindley's  Ever  Satisfactory  Tools "  upon  the  keystone,  and 
'* Quality  Counts"  upon  the  scroll,  is  anticipated  by  the  marks  of  a 
prior  registrant  containing  the  representation  of  a  keystone.    Id. 

36.  INTEBFEBENCE — Res  Adjudicata. — In  a  trade-mark  interference  the  Com- 

missioner held  that  none  of  the  parties  thereto  were  entitled  to  regis- 
tration. No  appeal  was  taken  from  his  decision,  but  thereafter  H. 
applied  to  the  Examiner  of  Trade-Marks  for  allowance  of  his  original 
application,  and  from  refusal  of  the  Examiner  appeals  were  presented 
to  the  Commissioner  and  the  court  of  appeal&  Held  that  if  H.  was 
aggrieved  by  the  decision  of  the  Commissioner  in  the  interference  his 
remedy  was  by  way  of  appeal  from  that  decision,  and  when  the  time 
within  which  such  an  appeal  might  have  beeh  taken  expired  the  de- 
cision became  final  and  was  res  adjudicata.    *In  re  Herbst,  831. 

37.  Same — Practice. — **In  a  trade-mark  interference  proceeding  the  issue, 

which  the  Commissioner  is  called  upon  to  determine,  is  not  merely  one 
of  priority  as  In  a  patent  interference  proceeding,  but  involves  any 
question  that  might  be  raised  in  an  ex  parte  case."    ♦/»  re  Herhst,  333. 

38.  Opposition   Proceedings — ^Amendment   of   Notice. — A   refusal  by   the 

Patent  Office  to  permit  an  amendment  of  a  notice  of  opposition  after 
the  expiration  of  the  thirty  days  allowed  by  the  statute  approved  on 
the  ground  that  if  the  amendment  did  not  set  up  new  grounds  of  oppo- 
sition no  advantage  could  result  from  the  amendment,  and  if  it  did  set 
up  new  grounds  it  was  brought  too  late.  ♦  The  Hannis  Distilling  Com- 
pany V.  George  W.  Torrey  Company,  338. 

39.  Abandonment  of  Mark — State  Law. — ^The  non-user  of  a  trade-mark  for 

liquor  for  a  period  of  years,  caused  by  a  restriction  upon  the  sale 
thereof  by  a  State  law,  did  not  operate  as  an  abandonment  of  the 
property  rights  in  the  mark  which  were  acquired  prior  to  the  passage 
of  the  said  law.    *Id, 

40.  Same — Same — Use  in  Interstate  Trade. — ^The  non-user  of  a  trade-mark 

for  liquor  for  a  period  of  years,  caused  by  a  restriction  upon  the  sale 
thereof  by  a  State  law,  should  not  be  held  to  operate  as  an  abandonment 
of  the  property  rights  in  the  mark  which  were  acquired  prior  to  the 
passage  of  the  State  law  where  it  appears  that  the  owner  of  the  mark 
was  engaged  in  interstate  trade  and  there  was  nothing  in  the  restricting 
act  to  prevent  the  manufacture  of  the  liquor  bearing  the  mark  and  the 
disposal  of  it  in  other  States.    *Id. 

41.  "Quaker  Maid"  Anticipated  by  "Quakebbss"  and  bt  "Quaker." — 

A  trade-mark  for  hosiery,  etc.,  consisting  of  the  words  "  Quaker  Maid  " 
and  the  representation  of  two  keystones.  Held  anticipated  by  two  prior 
registrations,  one  consisting  of  the  word  "  Quakeress  "  printed  upon  a 
dtstinotive  background,  and  the  other  oonslBting  of  the  word  ^Quaker  " 
alone.    Ew  parte  Toung^  8mUh,  Field  Company,  68. 
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42.  Anticipation — Detebmined  by  Office — Consent  of  Registbant  Not 
(Conclusive. — Where  in  the  opinion  of  the  Commissioner  a  mark  sought 
to  be  registered  so  nearly  resemble  a  prior  registered  mark  as  to  be 
likely  to  cause  confusion  in  the  mind  of  the  public,  registration  will  be 
refused,  notwithstanding  the  consent  of  the  registrant  to  the  registra- 
tion of  such  mark.    Id, 

48.  Opposition — Plfa — Appeal. — ^l^ere  is  no  right  of  appeal  from  the  de- 
cision of  the  Examiner  of  Interferences  overruling  a  plea  to  a  notice 
of  opposition.    Deitsch  Bros,  v.  Loonen,  70. 

44.  Patent  Office  Pboceedings — Comity. — The  principle  of  comity  under 

which  one  court  suspends  all  action  in  a  case  where  another  court  has 
assumed  Jurisdiction  of  the  subject  should  be  given  proper  recognition 
in  the  Patent  Office.  Palestine  Hebrew  Wine  Company  v.  Oarmel  Wine 
Company,  74. 

45.  Cancelation  Pboceedings — Suspended  Pending  Detebmination  of  In- 

fbingement  Suit. — Where,  pending  a  suit  for  infringement  of  a  regis- 
tered trade-mark,  the  respondent  in  that  suit  files  an  application  for 
cancelation  of  such  mark,  Held  that  the  cancelation  proceeding  will  be 
suspended  pending  the  determination  of  the  suit  for  Infringement    Id, 

46.  "Cbystal" — Descbiptive. — ^The  word  ** Crystal"  for  beer  Held  to  be 

descriptive.  "As  applied  to  beer  the  word  would  Import  that  it  Is 
clear,  transparent,  that  Is,  light,  clear  beer  as  distinguished  from  other 
beers  that  are  dark  or  black.  That  it  was  intended  by  the  applicant 
to  represent  this  quality  is  apparent  from  the  figure  on  the  label,  of  a 
woman  holding  up  a  glass  of  the  beverage  and  examining  It  in  the  rays 
of  the  sun."    *In  re  The  Netc  South  Brewery  and  Ice  Company,  364. 

47.  Intebfebence — Motion  fob  Dissolution  Based  on  Testimony — ^Tbans- 

MissioN. — A  motion  to  dissolve  a  trade-mark  Interference  based  on  the 
ground  that  the  labels  Introduced  during  the  taking  of  testimony  con- 
tain certain  deceptive  statements  should  be  denied  transmission.  Falk 
Tobacco  Company  v.  Kinney  Tobacco  Company,  79. 

48.  Same — ^Use  of  the   Maek — Evidence. — In   an   interference  proceeding 

relating  to  a  trade-mark  for  toilet  powder  where  It  clearly  appears  from 
the  evidence  that  a  large  number  of  cans  bearing  the  trade-mark  were 
made  and  delivered  to  the  Junior  party  (a  corporation)  prior  to  the 
date  which  can  be  accorded  to  the  senior  party  and  from  that  time  on 
cans  were  made  and  delivered  to  the  Junior  party  bearing  the  same 
mark,  the  general  testimony  of  an  officer  of  the  corporation  that  these 
cans  were  filled  with  powder  and  sold  to  the  drug  trade  through  the 
regular  channels,  without  specifying  any  particular  persons  or  firms 
to  whom  it  was  sold.  In  connection  with  the  testimony  of  a  witness  that 
he  saw  some  of  the  cans  filled  with  powder,  is  sufficient  to  establish 
priority  of  use  of  the  mark  by  the  Junior  party.  The  continuous  pur- 
chase of  cans  bearing  the  mark  is  not  sufficient  alone  to  prove  actual 
sales;  but  it  is  such  a  strong  circumstance  that  very  little  additional 
proof  is  necessary.  ^Johnson  d  Johnson  v.  Whelan,  365. 
40*  Descbiption  of  the  Mabk — DiscBETioN  OF  the  Commissioneb. — Held 
that  the  Commissioner  in  refusing  to  allow,  under  the  act  of  May  4, 
1906,  in  an  application  for  the  registration  of  a  trade-mark,  a  deflcrlp- 
tion  of  the  mark  acted  within  his  discretion,  and  in  the  absence  of  a 
gross  abuse  of  that  discretion  his  action  will  not  be  disturbed.  *  In  re 
Bi  V.  Atttm  d  Oomfiany,  868. 
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60.  Decision  of  the  CJourt  of  Appeals  of  the  District  of  Columbia  ow 
Appeal  from  the  Ck)MMissioNER  of  Patents — Not  Final — No  Appeal 
TO  the  Supreme  Court  of  the  United  States. — ^A  decision  of  the  Court 
of  Appeals  of  tlie  District  of  Columbia  on  appeal  from  the  Commis- 
sioner of  Patents  is  not  "  final "  within  the  meaning  of  sections  8  and  9 
of  the  act  of  February  9. 1893  (27  Stata,  434.  436,  chap.  74,)  and  there- 
fore is  not  appealable  to  the  Supreme  Court  of  the  United  States. 
**  E.  C.  Atkins  d  Company  v.  Moofe,  Commissioner  of  Patents^  517. 

51.  Sections  4914  and  4915  of  the  Revised  Statutes  Construed. — ^Under 

section  4914  of  the  Revised  Statutes  no  opinion  or  decision  of  the 
court  of  appeals  on  appeal  from  the  Commissioner  precludes  "any 
person  interested  from  the  right  to  contest  the  validity  of  such  patent 
in  any  court  wherein  the  same  may  be  called  in  question,"  and  by  sec- 
tion 4915  a  remedy  by  bill  in  equity  is  given  where  a  patent  is  refused, 
and  we  regard  these  provisions  as  applicable  in  trade-mark  cases  under 
section  9  of  the  act  of  February  20,  1905.    ♦♦/(!. 

52.  "  UNXLD  "—Descriptive.— The  mark  "  UNXLD "  Held  to  be  a   mis- 

spelling of  the  word  "  unexcelled,"  and  therefore  not  registrable,  since 
such  word  is  "merely  descriptive."  Ex  parte  Clark-Horrocks  Com- 
pany, 83. 
63.  Name  of  a  Coptriohtable  Article — ^Not  Registrable  as  a  Trade- 
Mark. — The  name  given  to  a  copyrightable  article  is  not  registrable  as 
a  trade-mark.  {Black  v.  Ehrich,  44  Fed.  Rep.,  793.)  Ex  parte  The 
Craftsman's  Guild,  91. 

54.  Name  of  an  Article  Covered  by  a  Design  Patent. — The  name  by  which 

an  article  covered  by  a  design  patent  is  known  is  not  registrable  as  a 
trade-mark.    Id. 

55.  Interference — Parties — ^Appeal. — Where  In  an  interference  between  an 

application  and  a  registered  mark  the  registrant  does  not  appear,  but 
others  claiming  as  successors  to  the  business  and  trade-mark  rights  of 
the  registrant  appear  and  seek  to  be  made  parties  to  the  interference 
by  filing  a  new  application,  which,  however,  the  Examiner  of  Trade- 
Marks  holds  does  not  interfere  with  the  trade-mark  claimed  by  the 
other  applicant,  and  the  Examiner  of  Interferences  renders  judgment  of 
priority  against  the  registrant.  Held  that  an  appeal  to  the  Commis- 
sioner by  the  alleged  successors  is  irregular,  as  they  are  not  parties  to 
the  proceeding.    Yonkers  Brewery  v.  Ilcr  and  Bergweger,  93. 

56.  Same — ^Applicant  and  Registrant — Successor  to  the  Registrant. — 

Before  an  alleged  successor  to  the  business  and  trade-mark  rights  of 
a  registrant  will  be  recognized  in  an  interference  proceeding  such  sue-, 
cesser  must  either  have  an  assignment  from  the  registrant  of  record 
in  this  Office  or  he  must  file  an  application  in  his  ovm  name.   {Frank  d 
Gutmann  v.  MacwUliam,  C.  D..  1905,  17;  114  O.  G.,  542.)     Id. 

67.  Same — Declaration — Discretion  of  the  E^xaminer — ^Appeal. — ^The  dec- 
laration of  an  interference  between  two  trade-marks  is  a  matter  within 
the  discretion  of  the  Examiner  of  Trade-Marks,  and  his  decision  re- 
fusing to  declare  nn  interference  will  not  be  reviewed  on  appeal  except 
where  It  appears  that  such  discretion  has  been  abused.    Id. 

58.  Presumption  Against  Right  to  Registration  Raised  by  a  Decree  op 
A  Court. — Where  an  applicant  is  confronted  with  a  decree  of  a  court 
which  at  least  raises  a  strong  presumption  against  his  right  to  registra- 
tion, that  presumption  is  not  overcome  by  the  formal  statement  con- 
tained in  the  affidavit  in  support  of  his  declaration.  *In  re  Johann 
Hoff,  390. 
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58.  SiMiLABiTT — "HoFF*s"  AND  "LEOPOLD  Hoff's." — The  words  "HoflTs" 
and  "  Leopold  HoflTs  "  are  so  similar  as  to  be  likely  to  cause  confusion 
when  applied  to  the  same  class  of  goods,  the  words  "HolTs"  being 
the  predominating  feature.    *Id, 

00.  iDENTrrr — "Nayassett"  and  "Nassac." — The  word  "Nayassett"  so 
nearly  resembles  a  registered  trade-marlc,  "  Nassac,'*  appropriated  to 
goods  of  the  same  descriptive  properties,  as  to  be  likely  to  cause  con- 
fusion in  the  mind  of  the  public.  Registration  was  therefore  properly 
refused.    Ex  parte  Charles  E.  Brotcn  d  Company,  96. 

61.  Name  of  Applicant. — ^The  word  "  Champion  "  being  substantially  the 

name  of  the  applicant.  The  Champion  Safety  Lock  Company,  and  not 
written  in  a  distinctive  manner.  Held  that  its  registration  is  prohibited 
by  section  5  of  the  act  of  February  20,  1905.  (Kentucky  DistillerieB 
a/nd  Warehouse  Company  v.  Old  Lexington  Club  Distilling  Company, 
C.  D.,  1908,  417;  135  O.  G.,  220;  31  App.  D.  C,  223.)  Ex  parte  The 
Champion  Safety  Lock  Company,  99. 

62.  Publication. — ^The   question    of   republication,    whatever    may    be   the 

ground  therefor,  is  one  that  should  be  left  to  the  discretion  of  the 
Examiner  of  Trade-Marks,  and  his  action  on  such  question  will  not  be 
disturbed  unless  It  be  shown  that  such  discretion  has  been  abused. 
Ex  parte  Barclay  and  Barclay,  100. 

63.  Registration  of  Separate  Features  of  a  Trade-Mark. — A  party  may 

not  segregate  his  trade-mark  and  by  registering  each  of  its  features 
separately  thereby  prevent  the  registration  by  another  of  any  particular 
part  of  the  mark  as  actually  used  notwithstanding  that  such  registra- 
tion and  use  would  cause  no  confusion  to  the  trade  and  no  prejudice 
to  the  first  registrant.  *John  Rutgcrt  Plant  en  (H.  R,  Planten  substi- 
tuted) V.  Canton  Pharmacy  Company,  408. 

64.  Same — Proof  of  Use  of  Such  Features. — By  the  passage  of  the  Trade- 

Mark  Act  Congress  did  not  intend  to  confer  upon  any  dealer  the  right 
to  register  fictitious  marks  for  the  purpose  of  limiting  and  restricting 
the  field  of  registration  of  others.  When,  therefore,  the  Commissioner 
is  satisfied  that  the  applicant  is  attempting  to  register  a  particular 
feature  of  a  registered  mark,  he  should  require  evidence  that  the  mark 
of  the  application  has  actually  been  used  as  a  trade-mark.  Not  having 
limited  his  claims  in  his  original  application,  the  applicant  cannot  prove 
statutory  use  of  the  mark  of  the  second  application  by  showing  such 
use  of  the  registered  mark.    *Id. 

65.  "  Black  Capsules  "  for  a  Medicine — Descriptive. — ^The  words  "  Black 

Capsules"  are  not  registrable  as  a  trade-mark  for  a  medicine  of  a 
dark  color  which  is  put  up  in  transparent  capsules,  since  these  words 
are  clearly  descriptive  of  the  filled  capsules.    *Id. 

66.  Interference — Opposition — Res    Adjudicata. — Where    after    the    ter- 

mination of  an  Interference  between  two  applicants  for  trade-mark 
registration  the  unsuccessful  party  files  an  opposition  to  the  registra- 
tion by  the  other  party.  Held  that  the  opposition  was  properly  dis- 
missed, as  the  judgment  in  the  interference  was  conclusive  as  to  every 
question  that  was  or  might  have  been  presetted  therein.  ^Bluthenthal 
d  Bickart  v.  Bigbie  Bros,  d  Co.,  411. 

67.  "  OuB  Worth  "  Anticipated  by  "  Wobth." — ^The  marks  **  Worth  "  and 

"  Our  Worth "  when  appropriated  to  goods  of  the  same  descriptive 
properties  would  be  likely  to  cause  confusion  in  the  mind  of  the  public 
and  deceive  purchasers.     *In  re  Nash  Hardware  Co,,  413. 

21895— H.  Doc.  124, 61-2 40 
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68.  Similarity  of  Mabks. — The  representation  of  a  Quaker  associated  with 

the  word/*  Penn's*'  Held  to  so  nearly  resemble  a  mark  consisting  of  a 
bast  picture  of  a  Quaker  with  the  name  "  Wm.  Penn  "  written  there- 
over as  to  be  likely  to  cause  confusion  in  the  mind  of  the  public  when 
applied  to  merchandise  of  the  same  descriptive  properties.  Ex  parte 
Penn  Tobacco  Company,  106. 

69.  Class  op  Goods — Cigabs  and  Smoking  and  Chewing  Tobacco. — Cigars 

Held  to  be  merchandise  of  the  same  descriptive  properties  as  smoking 
and  chewing  tobacco.    Id. 

70.  Geographical — Map  op  the  Unitkd  States. — ^A  mark  consisting  of  a 

map  of  the  United  States,  with  the  l>oundaries  of  the  several  States 
clearly  indicated  thereon  and  with  the  characters  "  H  &  B  "  appearing 
upon  the  face  thereof,  was  properly  refused  registration  on  the  ground 
that  it  is  geographical.  Ex  parte  The  American  Sugar  Refining  Com- 
pany, 116. 

71.  Same — ^Alternative. — ^A    map    of    the    United    States   and    the    words 

"  United  States  "  are  alternative.    Id, 

72.  Registration  by  Foreigners — ^Need  Not  Include  Non-Rbgistrable  Fea- 

tures OF  Foreign  Registration. — When  a  foreign  applicant  presents 
for  registration  a  mark  which  is  a  replica  of  the  arbitrary  features 
comprised  in  the  mark  registered  in  the  country  in  which  applicant  is 
located,  registration  should  not  be  refused  merely  because  such  mark 
dififers  from  that  registered  in  the  foreign  country  by  the  omission  of 
matter  which  is  itself  non-registrable  in  character.  (Ew  parte  Pietro, 
C.  D.,  1907,  107;  127  O.  G.,  2394,  modified.)  Ex  parte  fifoc*«  ProdJ^ 
Chim,<^^  FarmacS^  A,  liertelU  d  C,  118. 

73.  Anticipation. — ^A  trade-mark  comprising  a  representation  of  a  desert 

scene  in  which  prominently  appear  three  pyramids  Held  to  have  been 
properly  refused  registration  in  view  of  two  prior  registrations,  the 
one  slK)wing  a  pyramid  and  certain  descriptive  matter  and  the  other 
the  word  "  Pyramid  "  applied  to  goods  of  the  same  descriptive  proper- 
ties.   Ex  parte  The  Waterproofing  Company,  123. 

74.  Class  op  Goods. — Hydrolithic  or  waterproof  cement  Held  to*  be  of  the 

same  descriptive  properties  as  Portland  cement.    Id. 

75.  Opposition — ^Non-Technical     Mark — EIxclusive     Use — Character     of 

Use  by  Opposer. — ^Applicant's  mark  consisted  of  the  word  **Asbestos," 
the  letters  of  the  word  being  constructed  in  a  peculiar  manner.  The 
opposer  used  the  word  "Asbestos  **  not  as  a  trade-mark,  but  merely  to 
designate  engine  and  machinery  packing  sold  by  it.  Held  that  this 
was  a  sufficient  use  of  the  word  "Asbestos  "  to  prevent  the  registration 
of  applicant's  mark  under  the  "  ten-years  "  clause  of  the  Trade-Mark 
Act,  since  the  predominating  characteristic  of  that  mark  is  the  same 
word.  *H.  W,  JohnS'MamHlle  Company  v.  American  Steam  Packing 
Company,  425. 

76.  "Asbestos  " — Distinctive  Lettbrino — Descriptive  op  Asbestos   Pack- 

ing.— ^The  word  "Asbestos,"  the  letters  of  which  are  formed  in  a  pecu- 
liar manner,  is  not  registrable  as  a  teclmical  trade-mark  for  asbestos 
engine  and  machinery  packing,  since  the  predominant  feature  of  the 
mark  is  the  word  "Asbestos,"  which  is  descriptive  of  the  goods  to 
which  it  is  applied.    *Id. 

77.  Interperence — Disclaimer  or  Concession  op  Priority  as  to  a  Part  of 

THE  Issue — Practice. — ^Where  a  party  to  an  interference  who  has 
failed  to  Invoke  the  remedy  provided  by  Rule  49  of  the  Trade-Mark 
Rules  presents  a  disclaimer  or  concession  of  priority' as  to  the  part 
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of  the  issue  which,  if  accepted,  would  in  fact  cause  a  dissolution  of  the 
Interference  without  a  decision  of  priority,  the  Examiner  of  Inter- 
ferences should  direct  the  attention  of  the  Commissioner  to  these  facts 
under  the  provisions  of  Rule  48.  Columbia  River  Packers  Association 
■  V.  Nave-McCord  Mercantile  Company,  129. 

78.  Same — Same. — Where  tlie  Commissioner  refers  an  interference  to  the 

Examiner  of  Trade-Marks  to  consider  disclaimers  or  concession  of 
priority,  the  latter  will  hear  the  case  inter  partes,  and  his  decision 
will  be  binding  upon  the  Examiner  of  Interferences.    Id, 

79.  Same — Jubisdiction  of  the  Examineb  of  Intebferences. — Where  in  an 

interference  between  an  applicant  and  a  registrant  the  Examiner  of 
Interferences  decides  that  the  applicant  is  not  ^ititled  to  registration 
by  reason  of  the  manner  in  which  the  mark  was  used,  Held  that  the 
application  will  not  be  returned  to  the  £2xaminer  of  Trade-Marks  for  a 
further  consideration  of  that  question  ew  parte,  since  in  a  trade-mark 
interference  it  is  within  the  jurisdiction  of  the  Examiner  of  Interfer- 
ences to  decide  the  right  of  a  party  to  registration,  and  applicant's 
remedy  is  either  by  appeal  or  motiOh  to  reopen  the  interference. 
Mathy  v.  The  RepuUic  Metalware  Company,  132. 

80.  Application    fob   Reoistbation — Descbiption    of   Goods. — ^An    applica- 

tion for  the  registration  of  a  trade-mark  should  state  in  unequivocal 
language  the  particular  description  of  goods  to  which  the  trade-mark 
is  appropriated.    E(v  parte  Empire  Knife  Company,  135. 

81.  Alleged  Qenebic  Tebm. — ^The  fact  that  manufacturers  and  dealers  may 

regard  the  word  "Diamond**  as  liaving  lost  its  distinctive  character 
when  used  in  trade-marks  for  flour  constitutes  no  ground  for  regis- 
tering the  trade-mark  "Diamond  Jo**  when  it  so  nearly  resembles 
several  registered  marks  as  to  be  likely  to  cause  confusion  and  mis- 
take in  the  mind  of  the  purchasing  public.  Ew  parte  Sheffield  MUl  d 
Elevator  Company,  140. 

82.  Rbqistbabilitt — **  Govebnment.'* — ^A    mark    the   distinguishing   feature 

of  which  consists  of  the  word  "  Government,**  for  loose-leaf  binders, 
refused  registration  on  the  ground  that,  in  association  with  the  words 
"Registered  in  the  United  States  Patent  Oflace*'  or  an  abbreviation 
thereof,  which  the  law  requires  to  be  aJlxed  to  the  mark  to  give  notice 
of  the  registration,  it  would  tend  to  mislead  the  public  into  the  belief 
that  the  goods  to  which  the  mark  is  afllxed  have  received  the  approval 
of  the  United  States  Government.  Ew  parte  Sieber  d  Trussell  Manu- 
facturing Company,  146. 
88.  "  Oolitic  **  fob  Paint — ^Descbiptive  ob  Deceptive. — ^The  word  "  Oolitic  ** 
as  applied  to  a  paint  is  either  descriptive  or  deceptive,  and  therefore  not 
registrable.    Ew  parte  The  A.  Burdsal  Company,  505. 

84.  Name  of  Applicant. — Where  the  mark  includes  the  name  of  the  applicant 

not  itself  written,  printed,  impressed,  or  woven  in  a  particular  or  dis- 
tinctive maimer,  the  f^ct  that  the  name  is  associated  with  arbitrary 
features  does  not  render  the  mark  registrable.  Ew  parte  The  Amulet 
Chemical  Company,  151. 

85.  FoBEioN    Applicant — ^Dbclabation — Fobeion    Rbgistbation. — ^Where    a 

fbreigner  applies  for  registration  of  a  trade-mark,  it  is  not  sufficient 
that  he  merely  flle  a  certified  copy  of  the  registration  of  such  trade- 
mark in  the  country  in  which  he  resides  or  is  located,  but  the  declara- 
tion must  set  forth  that  the  mark  was  registered  in  such  country  upon 
the  date  shown  in  the  certificate.  E(d  parte  Konigliches  Hofbrauamt 
Munchen,  154, 
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8d.  Same — Same — Section  2  of  Tbade-Mabk  Act  Oonstbued. — ^The  word 
"  statement  '*  as  used  In  the  latter  portion  of  section  2  of  the  Trade- 
Mark  Act  refers  to  the  matters  of  fact  set  forth  by  the  applicant  In  the 
declaration  and  not  to  the  particular  paper  which  is  ordinarily  referred 
to  as  the  "  statement "  of  the  application.    Id. 

87.  Reopening  Case  After  Appeal  to  the  Court. — ^After  a  decision  of  the 

Commissioner  refusing  to  register  a  trade-mark  has  been  affirmed  by 
the  Court  of  Appeals  of  the  District  of  Columbia  an  amendment  will 
not  be  admitted  and  the  case  reopened  for  further  prosecution.  Ex 
parte  Uerhat,  158. 

88.  "Parisian  Ivory"  for  Tooth-Bbushes — Not  Registrable. — ^The  words 

"  Parisian  Ivory  "  are  not  registrable  as  a  trade-mark  for  tooth-brushes, 
since  the  word  "  Parisian  "  is  geographical  and  the  word  "  Ivory  '*  as 
applied  to  tooth-brushes  is  either  descriptive  or  deceptive.  Ex  parte 
Loonen,  159. 

89.  Interference — Reopening  to  Take  Testimony. — From  a  refusal  of  the 

Examiner  of  Interferences  to  reopen  the  case  for  the  purpose  of  ex- 
tending the  times  to  take  testimony  no  appeal  lies  (citing  Cfoodfellato 
V.  Jolly,  C.  D.,  1905,  105;  115  O.  G..  1064,  and  others.)  Calif omia 
Fruit  Cannera  Association  v.  Ratcliff-Sanders  Grocer  Company,  100. 

90.  Same — ^Appeal — Delay. — ^Where  the  circumstances  of  the  case  indicate 

a  fixed  policy  of  delay  by  a  party  to  opposition  and  Interference 
proceedings  and  his  appeal  is  filed  outside  the  limit  set,  a  motion  to 
extend  the  limit  to  include  the  appeal  will  be  denied  and  the  appeal 
dismissed.    Id, 

91.  Same — ^Applicant     and     Registrant — ^Affidavits     by     Applicant     of 

Abandonment  ob  Non-Use  by  Rbgistbant — Reply  Affidavit  Re- 
quired.— Where  in  an  interference  between  an  application  and  a 
registration  the  applicant  files  a  sworn  statement  of  facts  tending  to 
show  that  the  registrant  does  not  use  or  has  abandoned  the  mark  in 
issue,  it  is  proper  to  require  that  the  registrant  file  a  sworn  state- 
ment in  reply  or  in  ev^it  of  the  failure  to  file  such  statement  that  a 
Judgment  by  default  be  rendered  against  him.  The  Ozo  Remedy  Com- 
pany v.  Camrick  d  Co,,  Ltd.,  162. 

92.  "  If  Not  Right — Write — Will  Make  Right  " — ^Advertising  Phrase — 

Not  .  Registrable.— The  phrase  "  If  Not  Right— Write— Will  Make 
Right "  is  in  the  nature  of  a  guaranty  that  the  merchandise  to  which  it 
is  applied  is  of  good  quality,  and  it  is  not  the  proper  subject  of  tech- 
nical trade-mark  protection  (citing  in  re  Central  Consumers  Company, 
ante,  329;  140  O.  G.,  1211 ;  32  App.  D.  C,  623.)  Ex  parte  Sumner  Iron 
Works,  171. 

93.  Containing  Descriptive  Phrase — Not  Registrable. — ^A  mark  compris- 

ing a  circular  figure  bearing  a  monogram  and  the  legend  '*  If  Not 
Right— Write— Will  Make  Right "  is  not  registrable,  since  the  legend 
is  a  descriptive  phrase  (citing  Johnson  v.  Brandau,  ante,  298;  139 
O.  G.,  732;  32  App.  D.  C,  348.)     Id, 

94.  Opposition — Failure  to  Take  Testimony — ^Rbopening. — ^Where  a  party 

to  an  opposition  proceeding  failed  to  take  testimony,  under  the  belief 
that  a  concession  would  be  filed  by  the  other  party  which  would  be 
advantageous  to  its  interests,  Held  that  it  took  the  risk  of  the  loss  of 
its  rights  by  such  failure  to  take  testimony  and  that  Jurisdiction  would 
not  be  restored  to  the  Examiner  of  Interferences  to  consider  a  motion 
to  reopen  and  set  new  times  for  taking  testimony.  California  Fruit 
Canners  Association  v.  Ratditf^Sanders  Grocer  Company,  172. 
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96.  Act  of  1905 — Residents  of  Philippine  Islands — Entitled  to  Reqistba- 
TiON. — The  Trade-Mark  Act  of  1905,  sections  1  and  29,  construed  and 
Eeld  that  under  this  act  residoits  of  the  Philippine  Islands  are  en- 
titled to  register  trade-marks  in  this  country.  (Opinion  of  the  Attor- 
ney-General, C.  D.,  1902,  493 ;  98  D.  C,  2175 ;  23  Op.,  635,  distinguished.) 
t  In  re  Philippine  Islands,  251. 

96.  Change  of  Name  of  Applicant. — ^An  application  was  filed  in  the  name 

of  a  company.  Subsequaitly  the  name  of  the  company  was  changed 
and  substitute  papers  were  filed  setting  forth  that  the  latter  company 
was  the  owner  of  the  mark.  Held  that  such  papers  should  not  be 
entered.    Ex  parte  Certain  Cure  Company,  192. 

97.  Same — Tbansfeb  of  Fee. — Where  after  filing  an  application  the  name  of 

the  applicant  company  was  changed  and  an  application  was  filed  under 
the  new  name.  Held  that  the  fee  paid  in  first  application  cannot  be 
transferred  to  the  later  application.    Id, 

98.  Opposition — Opposer's  Right  to  Registration  Immaterial. — Where  in 

an  opposition  proceeding  it  appears  that  the  opposer  adopted  Its  mark 
prior  to  the  date  of  adoption  by  the  applicant  of  his  mark,  the  question 
of  the  registrability  of  opposer's  mark  is  immaterial,  the  sole  question 
to  be  considered  being  that  of  the  similarity  of  the  marks.  *Lang  v. 
Oreen  River  Distilling  Company,  476.    . 

99.  Same — Similar  Marks — "  Green  Ribbon,"  "  Green  River." — Held  that 

registration  of  the  words  "  Green  Ribbon  "  as  a  trade-mark  for  whisky 
was  properly  refused  in  view  of  the  prior  use  of  the  words  **  Green 
River  "  on  the  same  class  of  goods,  as  the  similarity  of  the  marks  is 
such  as  to  be  likely  to  cause  confusion  in  the  mind  of  the  public.     *  Id, 

100.  Whisky  and  Gin — Goods  of  the  Same  Descriptive  Properties. — Whisky 

and  gin  are  goods  of  the  same  descriptive  properties  (the  decision  in 
Vanden  Bergh  d  Company  v.  Belmont  Distillery  Co,,  C.  D.,  1903,  496; 
107  O.  G.,  2235,  overruled.)  P.  J.  Bowlin  Liquor  Company  v.  J,  and  J. 
Eager  Company,  2ffl, 

101.  Goods     of     Same     Descriptive     Properties — Whisky,     "  Straight," 

"  Blend,"  and  "  Compound." — "  Straight "  whisky,  "  blended  "  whisky, 
and  "  compound  "  whisky  are  goods  of  the  same  descriptive  properties 
within  the  meaning  of  the  Trade-Mark  Act  *  In  re  Wright  d  Taylor, 
et  al.,  479. 

102.  Ten- Years  Clause — Contemporaneous  Use — Fbaudulency  Thereof. — 

A  mark  cannot  be  registered  under  the  ten-years  clause  of  section  5  of 
the  Trade-Mark  Act  of  February  20,  1906,  when  substantially  the  same 
mark  was  used  by  others  on  goods  of  the  same  descriptive  properties 
during  the  ten-year  period,  even  though  such  use  was  fraudulent  or 
deceptive.     ♦  Id, 

103.  Opposition — Practice. — Where,  after  pleadings  had  been  filed  in  an  op- 

position proceeding,  jurisdiction  was  restored  to  the  Examiner  of 
Trade-Marks  for  the  purpose  of  refusing  registration  in  view  of  a 
registered  trade-mark  and  no  action  was  taken  by  the  applicant  for 
more  than  a  year  after  the  letter  of  the  Examiner  of  Trade-Marks  re- 
fusing such  registration.  Held  that  on  motion  by  the  opposer  the  Ex- 
aminer of  Interferences  should  issue  an  order  that  the  applicant  show 
cause  why  the  opposition  should  not  be  sustained.  C.  E,  Sears  d  Co,  v. 
A,  d  R,  Loggie,  22», 
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104.  "  Wood  Fuxbbs  **  and  "  White  Leaa'* — Goods  of  the  S^me  Descriptive 
Pbopebties. — Wood  fillers  and  white  lead  are  goods  of  the  same  d^ 
scriptive  properties  within  the  meaning  of  the  Trade-Mark  Act  of  Feb- 
ruary 20,  1905.  The  Warren  Paint  Co,  v.  Reeve  d  Co.  v.  Davidson  d 
Knowles  Co.,  235. 

106.  Opposition — Jubisdiotion  of  the  Examiner  of  Interferences. — ^The 
Jurisdiction  of  deciding  all  questions  raised  on  opposition  proceedings, 
including  that  of  the  similarity  of  the  marks  of  the  applicant  and  the 
opposer,  is  vested  in  tlie  Examiner  of  Interferences.  California  Can^ 
neriea  Company  v.  Kothe,  Wells  and  Bauer  Company,  236. 

106.  Suit  Under  Section  4915,  Revised  Statutes — ^Demurrer. — In  a  suit 

under  section  4915,  Revised  Statutes,  to  obtain  the  registration  of  the 
words  "  Old  Lexington  Club "  as  a  trade-mark  a  demurrer  was  filed 
alleging  that  the  mark  is  invalid.  Held  that  the  invalidity  of  the 
mark  is  not  obvious  and  that  the  demurrer  should  be  overruled.  ^The 
Old  Lexington  Clvh  Distillery  Company  v.  Kentucky  Distilleries  and 
Warehouse  Company,  268. 

107.  Cancelation — ^Damage — Sufficiency    of    Showing — Where    the    mark 

shown  in  the  registration  whose  cancelation  is  sought  consists  of  the 
words  **  Crown  Aster  "  for  "  canned  fruits,  canned  vegetables,  pork  and 
beans,  Jam,  preserves,  -and  marmalades  **  and  the  applicant  for  cancela- 
tion merely  alleges  that  it  had  adopted  the  mark  **  Hotel  Astor  **  for 
coffee  prior  to  the  date  of  adoption  of  the  mark  "  Crown  Aster  "  by  the 
registrant  and  had  used  it  continually  ever  since.  Held  th&t  the  show- 
ing of  damage  is  not  sufficient,  and  a  demurrer  to  the  application  for 
cancelation  was  properly  sustained.  B.  Fischer  d  Co.,  v.  A.  F.  Bech- 
mann  d  Co.,  246. 

108.  Same — Same — Goods  in  Same  Class. — While  the  owner  of  a  trade-mark 

is  entitled  to  protection  against  the  registration  of  tlie  same  or  a  simi- 
lar mark  by  another  upon  goods  adapted  to  similar  use,  he  is  not  en- 
titled by  reason  of  its  use  on  one  article  to  a  monopoly  of  the  mark  for 
all  goods  which  may  be  included  in  a  broad  class  established  by  the 
Patent  Office.    Id. 

TRANSFER  OF  FEES.    See  Trade-Marks,  97. 

TRANSFERRING  CLAIMS.    See  Interference,  40. 

TRANSMISSION  OF  MOTIONS.  See  Interference,  13,  34 ;  Motion  to  Dissolve 
Interference;  Supervisory  Authority  of  the  Commissioner  of  Patents; 
Trade-Marks,  47. 

TRIBUNALS  OF  THE  PATENT  OFFICE.    See  Interference,  27,  28. 

TWO  PENDING  APPLICATIONS  FROM  SAME  APPLICANT.  See  Interfer- 
ence, 40. 

WAIVER.     See  Rules  of  Practice  of  the  United  States  Patent  Office. 

WAIVER  OF  OBJECTIONS.     See  Access  to  Pending  Applications,  6. 

WITNESSES.    Bee  Interference,  2 ;  Suits  for  Infringement,  2. 
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